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Patent Owner Samsung Electro-Mechanics Co., Ltd. (“SEM” or “Patent 

Owner”) respectfully submits this Response to the Petition for Post-Grant Review 

(“Petition”) of U.S. Patent No. 9,326,381 (the “’381 Patent”) filed by Petitioner 

AVX Corporation (“AVX” or “Petitioner”). 

I. INTRODUCTION 

Most of the grounds asserted in the Petition were denied in the institution 

decision.  The obviousness grounds that remain turn on specific questions of fact 

and claim construction regarding the teachings of two secondary references (Rutt 

and Ahn) and the alleged reasons for using them to modify the primary reference 

(Itamura).  In order to properly evaluate Petitioner’s obviousness allegations, SEM 

proposes formal claim constructions for two key terms at issue.  SEM also 

provides a supporting declaration with the expert opinions of Dr. Michael Randall, 

who has over twenty-five years of experience in the field of multilayer ceramic 

capacitors, including as the Manager of Ceramic Capacitor Research and 

Development at AVX.  (See Randall Declaration (Ex. 2008) at ¶¶ 6–11.) 

SEM’s proposed claim constructions materially depart from the preliminary 

interpretations used by the Board in applying prior art in its institution decision.  

Those preliminary interpretations were based on the partially developed record at 

that early stage.  After a comprehensive claim construction analysis, the Board 

should again consider whether the claimed “single dielectric layer” can cover the 
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five strata shown in Rutt.  The more granular analysis below demonstrates that 

such an interpretation conflicts with the intrinsic record and also impermissibly 

renders the claim term “single” mere surplusage.  Similarly, the Board should 

again consider whether the “offset” electrode pads of claim 18 can be met by any 

two electrode pads that do not line up, in view of the more granular analysis 

presented below that exposes the fallacy of the Petition’s position. 

Finally, regardless of whether the Board adopts SEM’s claim constructions 

the challenged claims should survive the prior art obviousness challenge.  As Dr. 

Randall explains, Rutt has separate boundary layers between each of its five 

dielectric strata, which precludes reading Rutt on the claimed “single” layer under 

any reasonable construction.  Dr. Randall also explains why one of ordinary skill in 

the art would not have incorporated Rutt’s teachings directed to boundary layer 

concerns of “intergranular barrier layer capacitors” (IBLCs) to Itamura’s entirely 

different type of capacitor where no such concerns exist.  Finally, Dr. Randall 

explains why ordinary artisans would not have embraced the separated electrode 

pad approach shown in Ahn. 

Accordingly, the Board should find all challenged claims of the ’381 

patentable over the instituted grounds. 
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