
PGR2017-00010 
Preliminary Response 

  

 

Paper No. 6 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
 

_____________________________ 
 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 

_____________________________ 
 

AVX CORPORATION 
Petitioner 

v. 
 

SAMSUNG ELECTRO-MECHANICS CO., LTD. 
Patent Owner 

_____________________________ 
 

Case No. PGR2017-00010 
Patent No. 9,326,381 

_____________________________ 
 
 

PATENT OWNER’S PRELIMINARY RESPONSE TO 
PETITION FOR POST-GRANT REVIEW 

 
_____________________________ 

 
 

 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


PGR2017-00010 
Preliminary Response 

  

i 

TABLE OF CONTENTS 

TABLE OF EXHIBITS ........................................................................................... iii 

I. INTRODUCTION ........................................................................................... 1 

II. CLAIM CONSTRUCTION ............................................................................ 3 

III. REASONS WHY THE BOARD SHOULD DENY POST-GRANT 
REVIEW .......................................................................................................... 4 

A. Grounds 1–3 Based on the Itamura Combination Should 
Be Denied .............................................................................................. 5 

1. Grounds 1–3 Should Be Denied Because Both 
Jeong and Rutt Lack the “Dielectric Grains” 
Feature of the Independent Claims Required for 
Petitioner’s Proposed Combination ............................................ 5 

a) Jeong’s Discussion of “Ceramic Particles” 
Does Not Disclose or Teach the Claimed 
“Dielectric Grains” .......................................................... 7 

b) Rutt Teaches to Have Only One Dielectric 
Grain in a Single Dielectric Layer .................................11 

2. Grounds 1–3 Should Additionally Be Denied 
Because the Petitioner Already Presented the Same 
Prior Art to the Office in its Third Party 
Submission ................................................................................13 

B. Grounds 4–9 Based on the Group 39 Capacitors Should 
Be Denied ............................................................................................14 

1. Grounds 4–9 Should Be Denied Because the 
Unauthenticated eBay Product Cannot Support the 
Allegations of Prior Public Availability ...................................16 

2. Grounds 4–9 Should Also Be Denied Because the 
Uninformed Hearsay Testimony of Petitioner’s 
Employee Cannot Support the Allegations of Prior 
Public Availability ....................................................................19 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


PGR2017-00010 
Preliminary Response 

  

ii 

3. Grounds 4–9 Should Also Be Denied Because the 
Evidence of Alleged Prior Availability, Even if 
Accepted as Admissible, Does Not Support the 
Allegations of Prior Public Availability ...................................22 

C. Grounds 2 and 5 Should Additionally Be Denied Because 
Ahn Lacks Dependent Claim 18’s “Offset” Electrode 
Pads Feature Required for Petitioner’s Proposed 
Combination ........................................................................................26 

IV. CONCLUSION ..............................................................................................29 

CERTIFICATE OF WORD COUNT ......................................................................31 

CERTIFICATE OF SERVICE ................................................................................32 

  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


PGR2017-00010 
Preliminary Response 

  

iii 

TABLE OF EXHIBITS 

Exhibit No. Description 

2001 AVX’s Third Party Submission filed during original 
prosecution of the ’381 patent 

2002 Supplemental Notice of Allowability from the file history of 
the ’381 patent 

2003 

Printout of eBay website’s listing for eBay item number 
111574917638 purchased by AVX declarant John Galvagni 
(accessed from http://www.eBay.com/itm/111574917638 on 
February 23, 2017) 

2004 
Printout of AVX website’s “Authorized Distributors & Sales 
Representatives” page (accessed from http://www.avx
.com/contact-us/authorized/ on February 24, 2017) 

2005 

Printout of AVX website’s “Warning – Unauthorized 
Dealers/Distributors” page (accessed from http://www.avx
.com/docs/corporate/Unauthorized-AVX-Distributors.pdf on 
February 24, 2017) 

2006 
Printout of eBay website’s “Condition” page (accessed from 
http://pages.eBay.com/help/sell/contextual/condition_1.html 
on February 24, 2017) 

2007 
Printout of Oxford English Dictionary website’s definition of 
“offset” (accessed from https://en.oxforddictionaries.com/
definition/offset on April 25, 2017) 

 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


PGR2017-00010 
Preliminary Response 
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Patent Owner Samsung Electro-Mechanics Co., Ltd. (“SEM” or “Patent 

Owner”) respectfully requests that the Board deny the Petition requesting post-

grant review of U.S. Patent No. 9,326,381 (the “’381 Patent”) filed by Petitioner 

AVX Corporation (“AVX” or “Petitioner”). 

I. INTRODUCTION 

The Petition for Post-Grant Review is AVX’s second attack against the ’381 

patent, after its Third Party Submission of six prior art references during original 

prosecution failed to convince the Examiner that any claims were unpatentable.  

The Petition should fail as well. 

AVX’s main attack in Grounds 1–3 is based on a combination of three 

references: U.S. Pat. No. 7,808,770 (“Itamura”), U.S. Pub. No. 2011/0152604 

(“Jeong”), and U.S. Pat. No. 5,134,540 (“Rutt”).  AVX’s resort to three different 

references arises from its inability to show the key “dielectric grains” limitation 

recited in both independent claims.  The Petition first attempts to show dielectric 

grains based on Jeong, but that position falls short of the goal because AVX does 

not and cannot explain how Jeong’s discussion about “ceramic particles” satisfies 

the claim requirement concerning “dielectric grains.” 

The Petition implicitly acknowledges that deficiency by including a fallback 

position, which is just a retread of the Rutt patent that AVX previously presented 

in its Third Party Submission with arguments alleging relevance to the very same 
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