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l. Introduction

Patent Owner Gold Standard Instruments, LLC (“GSI”), moved to exclude
Exhibits 1005, 1006, 1016, 1017, 1020, 1021, 1025, 1034, 1036, and 1038 in Paper
36. GSI hereby replies to Petitioner’s opposition (Paper 44).

I1.  Exhibit 1005 is inadmissible hearsay

Petitioner neither explains why Ex. 1005 is not hearsay, nor denies that it is
relied on for the truth of the matter asserted. Nor does Petitioner allege any
exception. Instead, Petitioner argues that Dr. Goldberg’s reference to Ex. 1005
makes it admissible. Not so. Fed. R. Evid. 703 does not make the hearsay itself
admissible. See Advisory Committee Notes—2000 Amendments (“Rule 703 has
been amended to emphasize that when an expert reasonably relies on inadmissible
information to form an opinion or inference, the underlying information is not
admissible simply because the opinion or inference is admitted.”). Because Fed. R.
Evid. 703 was not intended to be a vehicle for evading the prohibition against
hearsay, Ex. 1005 should be excluded.

Petitioner also argues that even if Ex. 1005 is hearsay, it was relied on to
show that a person having ordinary skill in the art would look beyond the nickel
titanium endodontic field when solving problems with endodontic instruments. But
even assuming as much, whether a reference is “analogous art” is not an issue in

this trial. Therefore, Ex. 1005 has no probative value in helping the Board evaluate
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Dr. Goldberg’s opinions. The exhibit should be excluded.

I11.  Exhibits 1005, 1017, 1025, 1034, and 1036 are not prior art, and are not
relevant

Exhibits 1005, 1017, 1025, 1034, and 1036 are not prior art. Petitioner
argues that GSI has not explained why Exs.1005, 1017, 1025, 1034, and 1036 are
not prior art to US 8,876,991 (“the *991 patent”). Petitioner is incorrect. As
explained in Patent Owner’s Preliminary Response (Paper 14 at 31) and Patent
Owner’s Response (Paper 27 at 39-40), the 991 patent is entitled to an effective
filing date of at least June 7, 2005. Because Exs.1005, 1017, 1025, 1034, and 1036
were published after June 7, 2005, they are not prior art.

The claimed invention must be viewed from the perspective of a person of
ordinary skill in the art at the time of the invention or filing. See, e.g., Allergan, Inc.
v. Sandoz Inc., 796 F.3d 1293, 1304 (Fed. Cir. 2015) (obviousness); id. at 1308
(written description); Chiron Corp. v. Genentech, Inc., 363 F.3d 1247, 1254 (Fed.
Cir. 2004) (enablement). Petitioner has not alleged any exception to this rule. Thus,
Exs.1005, 1017, 1025, 1034, and 1036 are not relevant to any instituted ground.
Further, because Dr. Goldberg allegedly relied on these post-filing references in
forming his opinions, his opinions are from the perspective of a person after the
time of invention and/or filing. That is, Dr. Goldberg’s opinions are based on

improper hindsight, which renders the exhibits prejudicial to GSI. Thus, these
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exhibits should be excluded.

IV. Exhibits 1005, 1006, 1016, 1017, 1020, 1021, 1025, 1034, 1036, and 1038
are not part of any instituted grounds, nor relevant

Petitioner argues that Ex. 1005 is relevant to the knowledge of a person of
skill in the art. Specifically, Petitioner argues that Ex. 1005 is relevant to its theory
that a file with an elevated austenitic finish (As) temperature will exhibit permanent
deformation after bending. Petitioner’s argument lacks merit for three reasons.
First, it ignores the Board’s finding that the relationship between As temperature
and permanent deformation is “too attenuated.” Paper 17 at 24. Second, it also
ignores the fact that none of the claims in the 991 patent refer to As temperature.
Indeed, As temperature is not mentioned anywhere in the *991 patent. Third,

Dr. Goldberg conceded that the correlation Petitioner attempts to draw between A¢
temperature, crystal structure, and permanent deformation is overstated. See Paper
37, 12 (citing, e.g., Ex. 2047 at 49:9-17 (“Q. And so the question was is it fair to
say that Exhibit 2043 at column 1, lines 22 to 30 stating that a nickel titanium alloy
can be austenitic when it is below its A sub F, so long as it is above the martensitic
start temperature? . . . A. Yes.”)). Ex. 1005 is not relevant and should be excluded.

Petitioner also argues that Exs. 1006, 1016, 1017, 1020, 1021, and 1036 are
relevant to enablement. However, except for a small portion of Dr. Goldberg’s

declaration citing Ex. 1006 (Paper 17 at 14), the Board did not rely on Exs. 1006,
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