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Petitioner US Endodontics, LLC submits this Response to Patent Owner's
Observations on Cross-Examination concerning the testimony of Petitioner's

expert, Dr. A. Jon Goldberg, in Exhibit 2047.

INTRODUCTION

Since each of Patent Owner's observations improperly raises new issues, re-
argues issues, does not contradict Dr. Goldberg's or Petitioner's positions,
mischaracterizes Dr. Goldberg's testimony, and/or is not relevant to this
proceeding, the Board should accord the observations no weight. See Medtronic,
Inc. v. Nuvasive, Inc., IPR2013-00506, Paper 37, pp. 3-4 (P.T.A.B. Oct. 15, 2014)
("An observation is not an opportunity to raise new issues, to re-argue issues, or to
pursue objections.").

Further, Patent Owner's Observation Nos. 2-7 and 13 rely upon cross-
examination testimony that is the subject of Petitioner's Motion to Exclude
Evidence Under 37 C.F.R. § 42.64(c), see Paper 40, pp. 6-8, for exceeding the
scope of direct testimony in the Supplemental Declaration of A. Jon Goldberg,
Ph.D. (Ex. 1042, hereinafter "Dr. Goldberg's Supplemental Declaration™), in
violation of 37 C.F.R. § 42.53(d)(5)(ii), which requires "the scope of the [cross-
examination to be] limited to the scope of the direct testimony.” Accordingly, to
the extent the Board grants Petitioner's motion to exclude such cross-examination

testimony, it should deny Patent Owner's motion for observations of the same.
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RESPONSES TO OBSERVATIONS

l. OBSERVATION NO. 1

This observation should be accorded no weight because it: (1) raises a new
issue, and (2) does not contradict Dr. Goldberg's position that undue
experimentation is needed to practice the claims of the '991 patent. Patent Owner
raises a new argument that bears no relation to the direct testimony in Dr.
Goldberg's Supplemental Declaration, and that Patent Owner could have, but failed
to, raise in its Response. Further, in the portion of Exhibit 2047 that immediately
follows the portion identified by Patent Owner, Dr. Goldberg testified that
numerous variables can influence whether a bend-test would result in the claimed
deformation. See Ex. 2047, 24:20-25:11. Thus, Dr. Goldberg's alleged "admission™
in Exhibit 2047 at 23:24-24:19 is entirely consistent with the testimony in his
declaration submitted with the Petition. See Ex. 1002, {1 111-125; Paper 31, pp.
11-15.

II. OBSERVATION NO. 2

This observation should be accorded no weight because it: (1) re-argues an
issue; (2) raises a new argument; (3) mischaracterizes Dr. Goldberg's testimony;
and (4) is not relevant to this proceeding. Patent Owner already argued this issue in
its Response. See Paper 27, pp. 29-30. In citing Dr. Goldberg's testimony in

Exhibit 2047 at 49:9-17, Patent Owner also raises a new argument based on a
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document — Exhibit 2043 : that (1) was available to Patent Owner at the time it
submitted its Response, but not raised therein; (2) Dr. Goldberg had never seen
prior to his cross-examination, see Ex. 2047, 46:23-47:7; and (3) bears no relation
to the direct testimony in Dr. Goldberg's Supplemental Declaration. Further, this
observation is based on portions of Exhibit 2043 that Patent Owner's counsel read
into the record. See Ex. 2047, 48:6-18. Dr. Goldberg did not "concede[] that a
nickel titanium alloy can remain superelastic below its austenite finish
temperature.” Rather, Dr. Goldberg testified that one can determine the crystal
structure based on the As temperature as long as one is not "totally in a void"
regarding "how [the sample has] been used.” Id. at 49:18-25; 58:3-5. Dr. Goldberg
further testified that information regarding whether the sample was being cooled or
whether it was being heated to arrive at the current temperature is generally
encompassed in "how [the sample] is being used.” Id. at 57:6-17. In the prior art at
issue in this proceeding, Dr. Goldberg explained, "it's either been directly
described or implied what the situation was." Id. at 58:13-15. Thus, Dr. Goldberg's
testimony cited by Patent Owner is not relevant to, and does not detract from, his

opinions that the prior art renders the claims of the '991 patent unpatentable.

I11. OBSERVATION NO. 3

This observation should be accorded no weight because it: (1) raises a new

Issue; (2) mischaracterizes Dr. Goldberg's testimony; and (3) is not relevant to this

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




