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UNITED STATES PATENT AND TRADEMARK OFFICE 
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US ENDODONTICS, LLC, 

Petitioner, 
 

v. 
 

GOLD STANDARD INSTRUMENTS, LLC, 
Patent Owner. 
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Mail Stop PATENT BOARD 
Patent Trial and Appeal Board  
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 
 
I. Introduction 

Pursuant to 37 C.F.R. § 42.64(c), Patent Owner Gold Standard Instruments, 

LLC (“Patent Owner”) moves to exclude Exhibits 1005, 1006, 1016, 1017, 1020, 

1021, 1025, 1034, 1036, and 1038. 

II. Exhibit 1005    

 Ex. 1005 is a Ph.D. thesis by Satish B. Alapati. Petitioner relied on Ex. 1005 

on pages 5 and 6 of its Petition (Paper 1) and on page 10 of its Reply (Paper 31). 

Patent Owner objected to Ex. 1005 (1) under Fed. R. Evid. 401–403 as irrelevant 

to the instituted grounds, (2) under Fed. R. Evid. 801 as improper hearsay for 

which Petitioner has not established any exception, and (3) under Fed. R. Evid. 901 

for lack of authentication. Paper 19. Petitioner has not cured these objections. 

First, Ex. 1005 is not prior art to US 8,876,991 (“the ’991 patent”) and not 

part of any instituted ground. Thus, it should be excluded because it is not relevant 

to the proceeding. Second, it should be excluded because it is hearsay, not subject 

to any exception. Petitioner improperly relied on Ex. 1005 for the truth of the 

matter asserted in the document. Petitioner has not cited to any hearsay exception, 

and none applies. Here, Petitioner has not presented the testimony of any 
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individual having first-hand knowledge of the statements and/or experiments 

described in Ex. 1005. Finally, for the same reasons, Ex. 1005 should be excluded 

for lack of authentication. Petitioner has not presented any evidence of public 

availability for Ex. 1005. Petitioner also did not serve supplemental evidence to 

address Patent Owner’s objections, such as providing evidence of cataloguing or 

other indexing. 

III. Exhibit 1006 

 Ex. 1006 is an article by Pelton et al. Petitioner relied on Ex. 1006 on 

pages 6, 10, 42, 65, 68, and 71 of its Petition (Paper 1) and on page 10 of its Reply 

(Paper 31). In Paper 19, Patent Owner objected to Ex. 1006 under Fed. R. Evid. 

401–403 as irrelevant to the grounds upon which trial has been instituted. 

Petitioner has not and cannot cure these objections. In this trial, no ground relies 

upon Ex. 1006. Thus, Ex. 1006 should be excluded because it is not relevant to this 

proceeding. 

IV. Exhibit 1016  

 Ex. 1016 is an article by Schäfer et al. Petitioner relied on Ex. 1016 on 

pages 36 and 63 of its Petition (Paper 1). Patent Owner objected to Ex. 1016 under 

Fed. R. Evid. 401–403 as irrelevant to the grounds upon which trial has been 

instituted. Paper 19. Petitioner has not cured this objection. Nor can it. Ex. 1016 is 
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not part of any instituted ground in this trial. Thus, it should be excluded because it 

is not relevant. 

V. Exhibit 1017 

 Ex. 1017 is an article by Testarelli et al. Petitioner relied on Ex. 1017 on 

pages 36 and 63 of its Petition (Paper 1). Patent Owner objected to Ex. 1017 under 

Fed. R. Evid. 401–403 as irrelevant to the instituted grounds. Paper 19. Petitioner 

has not served supplemental evidence addressing these objections, nor can it. 

Ex. 1017 is not prior art to the ’991 patent and not part of any instituted ground. 

Thus, it should be excluded because it is not relevant to this proceeding. 

VI. Exhibit 1020 

 Ex. 1020 is another article by Pelton et al. Petitioner relied on Ex. 1020 on 

page 44 of its Petition (Paper 1) and on page 14 of its Reply (Paper 31). Patent 

Owner objected to Ex. 1020 under Fed. R. Evid. 401–403 as irrelevant to the 

grounds upon which trial has been instituted. Paper 19. Petitioner cannot cure these 

objections. Ex. 1020 is not part of any instituted ground. Thus, it should be 

excluded because it is not relevant to this proceeding. 

VII. Exhibit 1021  

 Ex. 1021 is an article by Miyazaki et al. Petitioner relied on Ex. 1021 on 

page 44 of its Petition (Paper 1) and on page 14 of its Reply (Paper 31). Patent 

Owner objected to Ex. 1021 under Fed. R. Evid. 401–403 as irrelevant to the 
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grounds upon which trial has been instituted. Paper 19. Petitioner has not cured this 

objection, nor can it. Here, Ex. 1021 is not part of any instituted ground. Thus, it 

should be excluded because it is not relevant to the proceeding. 

VIII. Exhibit 1025  

 Ex. 1025 is U.S. Patent Application Publication No. 2006/0115786 A1 to 

Matsutani et al. Petitioner relied on Ex. 1025 on pages 54–58 of its Petition 

(Paper 1). Patent Owner objected to Ex. 1025 under Fed. R. Evid. 401–403 as 

irrelevant to the grounds upon which trial has been instituted. Paper 19. Petitioner 

cannot cure this objection. Ex. 1025 is not prior art to the ’991 patent, nor is it part 

of any instituted ground. As such, it should be excluded because it is not relevant to 

this proceeding. 

IX. Exhibit 1034  

 Ex. 1034 is an article by Bahia. Petitioner relied on Ex. 1034 on page 60 of 

its Petition (Paper 1). Patent Owner objected to Ex. 1034 under Fed. R. Evid. 401–

403 as irrelevant to the grounds upon which trial has been instituted. Paper 19. 

Petitioner has not cured this objection, nor can it. Ex. 1034 is not prior art to 

the ’991 patent and is not part of any instituted ground. Thus, it should be excluded 

because it is not relevant to this proceeding. 
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