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€. Limitation [20b1|

The Shimura-Tsuji combination discloses [20b1] and renders 1 obvious. See

VI.B.1; VHLB.3.b; VOLD.3.b; EX-1011, 9311.

d. Limitation [20b2|

Kawai discloses [20b2]. See VILA.6; VHI.D.3.d; EX-1011, (312.

é. Limitation [20b3|

Shimura discloses [2063]. VLA.L; EX-1OL1, (313-314.

Shimura discloses a top surface (ccc!) and alateral surface (ius), as

illustrated in Figure | below. EX-1004, 411. Shimura also discloses a bottom

surface (not visible in Figure | below) imcontact with a surface (¢.g., a desk) when

the portable computer is in a laptop mode. See VUL.D.3.e; EX-1004, #11.
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f Limifation [20b4|

The Shimura-Tsuji-Tonouchi combination discloses [20b4] and rendersit
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obvious. See VI.B.2; VULB.3.c, EX-1011, 4315.

g. Limitation [20b5]

Ryuuzaki discloses [20b5]. See VIILD.3.¢; EX-1011, 4316.

h. Limitation [20b6|

Tsuji discloses [20b6]. See VUI.D.3.8; EX-1011, 7317.

i. Limitation [20b7|

Ryuuzaki discloses [20b7]. VILA.5; EX-L011, {9318-319.

Ryuuzaki discloses a speaker unit installed on a portable computer. EX-

1008, 1:5-8. Incorporating such a well-known common component(¢.g., the

speaker) in a base (101) of a portable computer would have been an obvious design

choice fora POSITA. VI.D.1, EX-1011, #319.

i. Limitation [20b8|

Ryuuzaki discloses [20b8]. VLA.5; EX-1011, 99320-3211.

Ryuuzaki discloses a volume control "provided on the lateral side edges of

the first casing 2 [red in FIG. 1 below].” EX-1008, 4:52-54.
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Incorporating such a well-known componentin a portable computer, especially

whenthere is express disclosure from Ryuuzaki as to where the volume control is

located, would have been obvious toa POSITA. VID1, EX-1011, 9321,

k. Limitation [20c1]

Shimura discloses [20c]]. See VLA.1, VULB3.d; VOID.3.b; VIELD.3.¢;

EX-1011, 7322-323

Shimura discloses a dual-axis hinge assembly. EX-1004, (413-15;
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Annotated Figure 2 below (red dashed lings).
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L, Limitation [20c2|

Shimura discloses [20c2]. See VLA.1; VIILB.3.d, VOID.3.b, VHLD.3.¢;

EX-1011, 4324

m. Limitation [20d]

The Shimura-Tsuy combination discloses [20d] and renders it obvious. See

VIB.1; VI0.B.3.h; VHIB.7; EX-1011, 1325-326.

The output of the gravity sensor (¢.g., towardor away from the hinge

assembly) in the Shimura-Tsuji-Tonouchi-Ryuuzaki Computer is "indicative of an

orientation [¢.g., face up or down] of at least part of the portable computer[the

cover part 102]." Table 1. Moreover, a gravity sensor is a type of accelerometer.

See VULB.7; EX-1011, B26; EX-1018, 1, 4.

-90-

HP Inc. - Exhibit 1005 - Page 3111



HP Inc. - Exhibit 1005 - Page 3112

Petition for /nter Partes Review

U.S. Patent No. 10,289,154

n. Limitation [20e1]

The Shimura-Tsuji combination discloses [20e1] and renders it obvious.

The Shimura-Tsuji Computer discloses the function and corresponding structure of

the means-plus-function limitation “display manager" recited in [20e1], orits

equivalents. See VLB.1; VIILB.3.£; VULD.9.a; EX-1011, 9327.

a. Limitation [20e2]

The Shimura-Tsuji combination discloses [20e2] and renders it obvious.

The Shimura-Tsuji Computer discloses the function and corresponding structure of

the means-plus-function limitation "display manager” recited in [20¢2], orits

equivalents. See VI.B.1; VIEELD.3.a; EX-1O11, $328.

a. Limitation [20e3]

The Shimura-Tsuji combination discloses [20e3] and renders it obvious.

The Shimura-Tsuji Computer discloses the fimetion and corresponding structure of

the means-plus-function limitation "display manager" recited in [20¢3], orits

equivalents. See VI.B.1; VHI.D.3.b; EX-1011, 9329.

he Limitation [20e4]

The Shimura-Tsuji-Tonouchi combination discloses [20e4] and renders it

obvious. The Shimura-Tsuji-Tonouchi Computer discloses the function and

corresponding structure of the means-plus-function limitation "display manager"

recited in [20e4], or its equivalents. See VL.B.2; VIILB.3.9, VIELD.9.a: EX-1011,
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€. Limitation [201]

Shimura and Tsuji each disclose [20f]. See VLA; VLA.2;, VUIB.7; EX-

L011, €331.

Accordingly, the Shimura-Tsuyi-Tonouchi-Ryuuzaki-Kawai combination

renders obvious Claim 20. V1.D.2; id., 79309-3372.

EK. Ground 4: Shimura in view of Tsuji, Tonouchi, Ryauzaki, Kawai,
and Pogue rendered Claims 17-19 obvious.

1. Combination of Shimura, Tsui, Tonouchi, Ryvuuzaki, 

Kawal, and Posue (hereafter "Shuomura-Tsui-Tonouchi- 

Rvuuzaki-Kawai-Pocue combination”  

For all the reasons set forth im V1.D.2 above, a POSITAwould have been

motivated to combine Kawai with Shimura, Tsuji, Tonouchi, and Ryuuzaki. EX-

LOLT, 4279-280.

A POSITA would have also been motivated to combine Pogue with

Shimura, Tsuji, Tonouchi, Ryauzaki, and Kawai for several reasons. fa), {4334-

338.

Commercially available computers at the Critical Date would have metat

least the hardware requirements to run Windows XP. VLA.4; EX-1007, 558; EX-

LO1S: EX-1016; EX-1017;, EX-1030; EX-1031; EX-1032: EX-1033; EX-1034,

EX-1046; EX-1050. While Shimura, Tsay, Tonouchi, Ryvwuzaki, and Kawai

disclose hardware components andrelated circuitry, they do not expressly disclose

an operating system: Pogue expressly discloses Windows XP, one example of a

9}.
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well-knownoperating system at the Critical Date. EX-1007, 1.

in Windows XP, a user can access the desktop via a desktop button(¢.g.,

pressing the Windows logo key+D onthe keyboard, or clicking the Show Desktop

button on the desktop). /d, 95. A user can access the Start menu via a Start menu

button (e.g., pressing the Windows logo key or Cirl+Ese on the keyboard, or

clicking the Start menu button on the desktop). /@.,25. Tsuji provides express

disclosure that "[ajny given function can programmiably be assigned to each of the

R and L button switches 118 and 119." VLA4; EX-1005, 438. As such, a

POSITA would have been motivated to programat least one of the R and L buttons

to the desktop and/or Start menu buttons so that a user would be able to casily

access the desktop and/or Start menu, respectively, in all display modes by

pressing one of the programmed R and L buttons. EX-1011, 9336.

There would have been motivation to combine, and a reasonable expectation

of success in combining, Pogue with Shimura, Tsuji, Tonouchi, Ryuuzaki, and

Kawai because prior art elements are merely combined according to known

methods to yield predictable results. See RSR, 550 US. at 415-21. Pogue taught

the well-known Windows XP operating system. VLA.4; id. Application ofthis

teaching to Shimura, Tsuji, Tonouchi, Ryauzaki, and Kawai would have yielded a

predictable portable computer with at least one of the R and L buttons of Tsui

programmed to access the desktop and/or the Start menu of Pogue. EX-1011,

-93.
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4337.

For the foregoing reasons, the POSITA would have been motivated to

combine the teachings of Shimura, Tsuji, Tonouchi, Rywuzaki, and Kawai with the

teachings of Pogue to arrive at the Shimura-Tsuji-Tonouchi-Ryuuzaki-kawai-

Pogue Computer using the Windows XP operating systemthat utilizes at least one

of the R and L buttons programmed to access the desktop and/orthe Start menu of

Pogue. Ja, (9334-338.

2. Claim 17

The Shimura-Tsuji-Tonouchi-Pogue combination discloses the additional

limitation of this claim and renders it obvious, and the Shimura-Tsuji-Tonouchi-

Ryuuzaki-Kawai-Pogue combination renders the claim obvious. See VLC.1,

VILE.1; VIDLC.2; EX-1O11, 9339-343.

First, the Shimura-Tsuji-Tonouchi-Popgue Computer discloses the means-

plus-function limitation "display manager" recited im Claim 17. The Shimura-

Tsuyi-Tonouchi-Pogue Computer discloses the function of the "display manager."

See V.E, VLA4: VULC.2; EX-1006, Figures 2-2, 2-3.

Second, the combination of Tsun’s BIOS, the modified display contro!

circuit 107, and the modified electronic circuit in the Shimura-Tsuyi Computer

discloses the computer operating system and/or dedicated logic circuitry of the '154

Patent, which detects a current display mode (e.g., laptop mode), orients the

-94.
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displayed content accordingly(e.g., normal view), detects execution of a

navigation element (e.g., programmed R or L button), and transitions the displayto

the home screen (e.g., desktop or Startmenu of Pogue) in the correct display

orientation (¢.g., normal view) based on the detected display mode (e.g., laptop

mode) and detected execution of the navigation element (¢.g., programmed R or L

button), or its equivalents. V.A; EX-1011, #343.

3, Claum 18

The Shimura-Tsuji-Tonouchi-Pogue combination discloses the additional

limitation ofthis claim and renders it obvious, and the Shimura-Tsuji-Tonouchi-

Ryuuzaki-Kawai-Pogue combination renders the claim obvious. See VLC.1;

VLE; VIDLB.3.h; VIULB.5; VULB.6.a; VULB.6.b; VOLC.2,VHLE.2; EX-L011,

8344-349,

First, the Shimura-Tsuji-Tonouchi-Popgue Computer discloses the means-

plus-function limitation "display manager" recited im Claim 18. The Shimura-

Tsuyi-Tonouchi-Pogue Computer discloses the function of the "display manager."

See V.E, VHLE.2, EX-1011, 9345.

Alternatively, the Shimura-Tsup-Tonouchi-Pogue Computer discloses the

function of the "display manager" because, as discussed above, when the Shimura-

Tsuyi-Tonouchi Computer is in the casel mode, the displayed content is enlarged

because the user is limited fo using a stylus and/orfinger (.e., a less sensitive input

95.
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method than a touch-pad accessible in the laptop mode) to interact with the

displayed content. See VI.B.1.b; VIL.B.2; VUILE.2; EX-1006, FIG. 5: EX-1011,

47347. Pogue also discloses enlarging content: a user can "control both the size of

ithe] desktop icons and the font usedfor their names (as shown in Figure 8-11)."

EX-1007, 264.

With the Shimura-Tsuji-Tonouchi-Pogue Computer in an easel mode, a

POSITA would have known to enlarge the displayed content presented in the

desktop and/or Start menu so that a user can more easily interact with such

displayed content when the useris limited to using a stylus and/or finger. Thus,

the output of the programmed R or L button mthe easel mode of the Shimura-

Tsuji-Tonouchi-Ryuuzaki-Kawai-Pogue Computer displays enlarged displayed

content. The enlarged version of the desktop and/or Start menu is the claimed

"second home screen.” This is different from the first home screen, which includes

a normal-sized version of the desktop and/or Start menu. EX-1011, 9348.

Second, the Shimura-Tsuji Computer also discloses the corresponding

structure for the "display manager,” or its equivalents. See V.A; VULE.2; EX-

LOLL, 4349,

4A. Claim 19

Ryuuzaki discloses the additional limitation of this claim, and the Shimura-

Tsuji-Ponouchi-Ryuuzaki-Kawai-Pogue combination renders the claim obvious.

-96-
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See VLA.S; VLE.1; VILD.9.i; VULD.9j; EX-1011, 9350.

-97.
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CERTIFICATION UNDER 37 C.E.R.§42.240  

i certify that the foregoing complies with the type-volume limitation of

37 CLF_R. § 42.24 and contains 13,898 words based on the word countindicated by

the word-processing system used to prepare the paper, and excluding those

portions exempted by § 42.24(a).

Date: May4, 2021 ‘Martin R. Bader/
Martin R. Bader

Registration No.: 54,736
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I. INTRODUCTION

The 21 challenged claims are directed to a portable computer with multiple

display modes and related features, all of which were well-known before the

priority date. This portable computer is configurable between various display

modes, including laptop and casel modes, byrotating a display component. But

these modes, and portable computers configurable to transition between them,

were all well-known before the priority date. Related claimed features include a

plurality of selectable [/O profiles, a graphical user interface comprising a plurality

of views, transitioning between the plurality of views in response to selection of an

1/O profile or activation of a viewselector component, and transitioning a display

to a viewof digital media content in response to executing an association between

a visual representation and the digital media content. But likewise, these and other

claimed features were all well-knownbefore the priority date.

As explained below, eight prior art references—-Shimura, Tsuji, Aldrich,

Biges, Chao, Kurtz, Choi, and Manolis-——in various combinations render obvious

all 21 challenged claims. This Petition requests that the Board find unpatentable

and cancel all challenged claims.

TH. MANDATORY NOTICES UNDER 37 C.PELR. 842.8

A. Real Parties-In-Interest ($42.8 (b}(1))

Petitioner Lenovo (United States) Inc. is a real party-in-interest. Petitioner is

an indirect wholly-owned subsidiary of Lenovo Group Limited. Because Lenovo
-|-
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(Beijing) Limited has been named as a defendantin the "related matter” identified

pursuant to 37 CER. § 42.8(0b\(2) @e., LL LLCvy. Lenovo (United States) Inc.

and Lenove (Beijing) Limited, Case No. 1:20-ev-00689 (D. Del.)), Lenovo

(Beijing) Limitedis also a real party-in-interest.

B. Related Matters (942.8 (b\2))

The patent at issue, U.S. Patent No. 8,612,888 ("888 Patent"), is the subject

of the following district court proceeding: Li7TL LLCv. Lenovo (United States) inc.

and Lenovo (Beijing) Limited, Case No. 1:20-cv-00689 (D. Del.).

C. Lead and Backup Counsel (§42.8 (b)(3)

Petitioner appoints Martin Bader (Reg. No. 54,736) of Sheppard, Mullin,

Richter & Hampton LLP as Lead Counsel, and appoints Nam Kim (Reg. No.

64,160), and Mike Kim (Reg. No. 72,867), of the same firm as Back-Up Counsel.

An appropriate Power of Attorneyis filed concurrently herewith.

BD. Service Information ($42.8 (b}(4)

Service of any documents to Counsel can be made via hand deliveryto

Sheppard Mullin Richter & Hampton LLP, 12275 El Camino Real, Suite 1600, San

Diego, California 92130. Petitioner consents to service by email at LegalTm-

LNV-LTL@sheppardmullin.com.

HE FEE FOR IPR G7 C.E.R, §42.15{a) and §42.103)

Petitioner has paid the required fees. The Office is authorized to charge any

fee deficiency, or credit any overpayment, to Deposit Account No. 50-4561.
4a

HP Inc. - Exhibit 1005 - Page 3131



HP Inc. - Exhibit 1005 - Page 3132

Petition for /nter Partes Review

ULS. Patent No. 8.612.888

TV. REQUIREMENTS FOR JPR UNDER 37 C.PFLR. §42.104

A. Grounds for Standing (§42.104{a)}

Petitioner certifies that the ‘888 Patent is available for IPR and that the

Petitioner is not barred or estopped from requesting [PR challenging the claims of

the ‘888 Patent.

GB. Identification of Challenged Claims (§42.104(b)(1)}

This Petition challenges the validity of claims 1-9, 15-22, and 24-27 of the

'888 Patent ('Challenged Claims").

C. Grounds of Challenge (§42.104(bM2))

The Grounds of unpatentability presented in this Petition are as follows.

Obvious over Shimura in view of Tsay, 1-4, 6-8, 15-16, 24-
in further view of Aldrich 27

Obvious over Shimura im viewof Tsuji
and Aldrich, in further view of Biggs

Obvious over Shimura im viewof Tsuji
and Aldrich, in further view of Chao

Obvious over Shimura in viewof Tsuji
and Aldrich, in further view of Kurtz

Obvious over Shimura in viewof Tsuji
and Aldrich, in further view of Cho

 
6 $103|Obvious over Shimura tn viewof Tsay, 17,21

Aldrich, and Choi, in further view of
Manolis

The ‘888 Patent issued from U.S. Application No. 12/611,282, filed

November 3, 2009, and claims priority to U.S. Provisional Application No.
“”

=j=
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61/041,365, filed April 1, 2008. Without conceding valid priority entitlement, for

purposes of this Petition only, it is assumedthat April 1, 2008 marks the earliest

effective priority date (the "Critical Date") of the '888 Patent.

¥Y. PROPOSED GROUNDS SHOULD NOTBE DENIED INSTITUTION

ON ANY DISCRETIONARYBASIS

The grounds in the instant Petition rely upon prior art and argument that

have never before been presented to the USPTO. While Shimura was listed as one

reference in over 100 other references submitted in an Information Disclosure

Statement, it was never discussed during prosecution of the '888 patentor the

prosecution of any parent application. Thus, the specific arguments and supporting

evidence presented in this petition——including the detailed supporting declaration

of Petitioner's expert witness Jean Ward—-were never presented to, nor addressed

by, the examiner of the parent applications or the examiner ofthe '888 Patent. Sze

Microsoft Corp. v. Parallel Networks Licensing, LLC, Case No. [PR2015-00483 at

[5 TAB July 15, 2015) (Paper 12) Gnstituting review where there was no

evidence the asserted priorart, listed on a “lengthy Information Disclosure

Statement initialed by the Examiner,” was ever considered by the Examiner); Cisco

Systems, Inc. v. Crossroads Sys., Inc., Case No. TPR2014-01544 at 13-14 (PTAB

Apr. 3, 2015) (Paper 9) (instituting review where "the Examiner did not address

substantively the teachings” of asserted priorart references that had been disclosed

during prosecution); Taro Pharm. U.S_A., inc., v. Apotex Tech., Inc., Case No.

4.
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IPR2017-01446 at 18 (PTAB Nov. 28, 2017) (Paper 7) (instituting review where

the prior art reference had been considered by the examiner, but newdeclaration

evidence had not been previously presented to the Patent Office), SynapticMedical

ine. y. Karl Storz-Endoscopy-America, inc., Case No. 1PR2018-00462 at 10

(PTAB July 16, 2018) (Paper 6) Gnstituting review where "the references here

were not applied to reject the claims ofthe [challenged] Patent and there is no

evidence that the Examiner considered the particular disclosures cited in the

Petition or addressed arguments similar to those Petitioner nowpresents’);

Comcast Cable Cominuns., LLC v. Promptu Sys. Corp., Case No. [PR2018-00342

at 17 (PTAB July 19, 2018) (Paper 13) (instituting review where the prior art “was

only cited in an EDS and not applied by the examinerin the reissue application

process in any rejection of claims”), Pure Storage, inc. v. Realtime Data LLC,

Case No. IPR2018-00549 at 11 (TAB July 23, 2018) (Paper 7) Gnstituting review

where "there is no evidence of record that [the prior art references] were

substantively considered by the Examiner”).

Petitioner respectfully submits that the Board should not exercise its

discretion to deny stitution under 35 U.S.C. § 325(d) forat least these reasons.
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YI RELEVANT INFORMATION CONCERNING THE '888 PATENT

A. Overview of the '888 Patent

The '888 Patent is directed to a “streamlined computer device ... meludfing!}

a plurality [of] selectable 1/O profiles.” EX-1001, Abstract. The streamlined

computer device is configurable into the plurality of display modes, ¢.g., FIGs. |

(laptop mode) and 22(easel mode), based on a hinge assemblyrotatably coupling

the display component 102 to the base 104 of the computer 100. /¢@., 15:12-21,

36:414-50,
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Each display mode may be associated with a corresponding I/O profile (¢.g., an

easel mode is associated with a first I/O profile and a laptop mode is associated

with a second [/O profile). /d., 38:44-56. "The first 1/O profile in casel mode may

consist of a scroll wheel and a selector button.” fal, 37:19-21. The second 1/O

profile in the laptop mode may include a keyboard. /@., 38:51-52. In different /O

profiles, the displayed content can be rotated by 180° so that the displayed content

is properly oriented for an intended user. /d., 37:29-41, 39:18-41. The 180°

rotation of the displayed content may be manual or automated. Jd, 39:26-41.

With respect to the displayed content, the 888 Patent discloses "a graphical

user interface that organizes interface elements into views of computer content for

presentation to a user.” /d., 2:48-50, FIG.5.

“4=f

HP Inc. - Exhibit 1005 - Page 3136



HP Inc. - Exhibit 1005 - Page 3137

Petition for /nter Partes Review

US. PatentNo. 8,612,888RRREEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEE

 
 
 
 

Digital Me

 
 

 

N Afbuons « M photos

 
 

Tie -- 2350
capson

es
Title
GEERGIS BAS 548

" Qogg00g090000000,
a0
: Title is iy ;
: if caphtyt + ‘
‘sind Ags: ii ay rE iy rf :
: ii \ (ad Lod i3 nt ween wee eee
: t

 
  
 

 

  
 

PR eeee ee ee ee ee eeee ee dae 

"Various views of digital media content permits users to easily and

efficiently access various digital media content. Different views are usedto

provide an interface that is responsive to configurations of the device and

responsive to activity being performed by the user.” /d., 2:50-54. The computer

content includes photos. /d@., 20:31-35. Some of the photos maybe stored

remotely. /d "For exarple, digital content items added to the user's account with

any online hosting service (e.g., FLICKR, SHUTTERFLY,etc.) the user has

registered with the portable computer 100 may be automatically added to the user's

digital medialibrary.” /d@., 20:44-49. These remotely stored photos may be "a

visual representation of digital content stored in the cloud, rather than a locally

stored digital content item." fal, 26:25-26.

8-
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In FIG. 5 above, "in the album view, the albums 510 are displayed as a list

in the body portion $50, with a scroll bar 515 that allows the user to scroll down to

see additional albums that do not fit within the page view.” /d., 21-38-42. "Each

photograph in the album maybe displayedas a thumbnail 545." /d, 21:59-60.

“User selectable ‘buttons’ 560, 565 ... allowthe user to select between the time

viewand the album view.” /d., 21:60-62.

Challenged Claim 1 (reproduced below)is representative.

9.
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B. Prosecution History of the '888 Patent

The '888 Patent was allowed after a preliminary amendment, terminal

disclaimer, and an examiner's amendment. EX-1002, passim. The Examiner's

amendments, dated April 29, 2013, are shown below:

-{]-
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EX-1002, 81-82. Other amendments were made to the other independent claims

that led to allowance, and the amendments to those independent claims are

generally related to the following claim limitations:

C) transitioning the display to a viewbased on a selection of an 1/O

profile, and

rotating a display component into

(a)

(b)

a laptop mode with

G@) a first physical orientation,

Gi) afirst physical configuration, and

Gu) a first default view, and

another display mode with

G@) asecond physical orientation,

Gi) a secondphysical configuration, and

Gi) a second default view.

fd, 83-85. The Notice of Allowance also notes that these claim limitations

distinguished the independent claims from the closest prior art Riley. /a., 86.

However, as demonstrated below,all of these limitations (along with the rest

of the limitations in the Challenged Claims) were squarely within the priorart,

including the prior art relied upon in this Petition.
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C. Level of Ordinary Skill in the Art

A person of ordinary skill in the art CPOSITA") would have hadat feast a

Bachelor's degree in Electrical Engineering, Computer Engineering, or Computer

Science, plus two to three vears of work experience in designing hardware and/or

software aspects of the User Interface (UD for computing devices, including the

user interface employed and displayed bythe operating system andits organization

of content and fimetionality, and Web applications programming and technologies.

EX-1012, 926. Alternatively, the POSITA would have received a graduate degree

such as a Master's or PhD degree with at least one year of work experience related

to hardware and/or software design aspects of the UI for computing devices,

including the user interface employed and displayed bythe operating system and

its organization of content and functionality, and Web applications programming

and technologies. /d.

PD. Claim Listing

EX-1014 is a claimlisting that enumerates each claim clement.

VIE. CLAIM CONSTRUCTION-—37 C.FLR. 842.164 (bMS)

The claim construction standard defined in Phillips v. AWH Corp., 415 F.3d

1303 (Fed. Cir. 2005) applies to this proceeding. 83 Fed. Reg. No. 197, 51340

(Oct. 11,2018), 37 C.F_R. 42.100. Words in a claim are given their plain meaning,

which is the meaning understood by a POSITAafter reading the entire patent.

Phillips, 415 F 3d at 1312-1313.
-{4-
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Petitioner proposes that onlythe terms belowin the Challenged Claims

require express construction for purposes of the current validity challenges.

Petitioner reserves the right to respond to any constructions that LiTL mayoffer or

that the Board mayadopt. Petitioner is not waiving any arguments concerning

indefiniteness or claim scope that may be raised in other proceedings.

A. “viewselector component"

Claim limitations construed below directly or indirectly include “a view

selector component” configured to perform recited functions.

For purposes of this Petition only, a "viewselector component” is assumed

to be a means-plus-function limitation under 35 U.S.C. $112, 96. See Williamson

vy. Citrix Online LLC, 792 F.3d 1339, 1348-50 Wed. Cir. 2015); M-P_ELP. §

2181.LA Gdentifying "component for" as a non-structural generic placeholderthat

invoked 35 U.S.C. 112 96).

1. fic] and [26d]  

The function of the “view selector component” recited in [1c] and [26d] is

"“permit[ting] a user to select one of the plurality of views."

The '888 Patent describes that "[t]he visual display on the display screen 110

may also be manually adjusted by a user using, for example, the keyboard 106,

touch pad 108 or mouse (not shown), scroll wheel 12? or navigation buttons (not

shown)." EX-LO001, 39:23-26. The '888 Patent describes inverting the displayed
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content so a person sitting across from the user can viewthe displayed content.

fd., 39:26-41.

Thus, based on this disclosure, the corresponding structure for the view

selector component recited in [1c] and [26d] to melude at least a keyboard,

touchpad, mouse, scroll wheel, or navigation buttons configured to allow a userto

manually select an orientation of the displayed content, and its equivalents. EX-

1012, (124-126.

2. 27d

The function of the “view selector component” recited in [27d] is

“transition{ing| between the plurality of views in response to activation.”

The ‘888 Patent describes orienting the displayed content. EX-1001, 37:29-

$4, 39:18-41. E.g., "lt]he visual display on the display screen 110 mayalso be

manually adjusted by a user using, for example, the keyboard 106, touch pad 108

or mouse (not shown), scroll wheel 122 or navigation buttons (not shown).” /d.,

39:23-26. "For example, if a user (locatedat position A) wishes to display

information for a person located opposite the user (at position B), the visual

display may be rotated (automatically or manually) 180 degrees such that the

information appears "right-way up” to the person at location B, even through [sic]

the display screen 110 ts upside-downfor that person.” fa, 39:26-32. "In one

-16-
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example, a user can‘toggle’the visual display among various onentations.” /d.,

39:35-37,

Thus, based on this disclosure,the corresponding structurethe means-plus-

function limitation of [27d] to include at least hardware (e.g., central processing

unit and memory) and related software configured to controlthe onentation of the

displayed content basedon the user’smanual selection, andits equivalents. EX-

1042, 4127-129.

B. “aggregation component”

For purposes ofthis Petition only, an "aggregation component" is assumed

to be a means-plus-function limitation under 35 U.S.C. § 112,46. See Williamson,

792 F.3d at 1348-50, MPEP. § 2181.74.

The function of the “aggregation component” recited in [15a] is

“nsermit{ting| theuserto select a plurality of digitalmedia content.”

The '888 Patentdescribes a viewthatincludes atoolbar1040 (vec)including

one or more controls, such as an "add to pick list™ control Gine). EX-1001, 26:39-

42, FIG. 10 (annotated).

-|7-
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"Phe pick list is an organization tool that allows the user to gather together a group

of digital content items for a particular action.” /d., 28:26-28. A user can “collect

content items to be shared with another user" using the pick list control. fa, 28:28-

29, Among other options, the pick list controls include clearing and closing the

pick list. /¢, 28:59. The '888 Patent indicates that the pick list can be displayed in

various places on the screen, including vertically along one side of the screen. /d.,

28:41-44, "|The pick list 1310 comprises one or more thumbnails 1320

corresponding to the content items added to the pick list, as shown in FIGS. 13A

and 13B." /d., 28:45-48. "Navigation controls 1330 allowthe user fo scroll

through the pick list 1310." fal, 28:51-52.

-{g-
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Thus, based on this disclosure, the corresponding structure for the

agpregation component recited in [15a] to include at least an organization tool on a

GUI (e.g., the "pick list” control) that gathers together a group of digital content

items for a particular action, and its equivalents. EX-1012, 4130-133.

Cc. "execution component"

For purposes ofthis Petition only, an "execution component” is assumed to

be a means-plus-function limitation under 35 U.S.C. $112,976. See Williamson,

792 F.3d at 1348-50; MLPLE.P. § 2181.1A.

1. 27b

The function of the “execution component” recited in [27b] is

"transition{ing| the graphical user interface between the plurality of views in

response to selection of an 1/O profile."

The '888 Patent describes that "the streamlined computer system/device

includes a plurality of 1/O devices that a user needs to operate and transitions

between modes (e.g. easel) triggers [sic] the presentation of different 1/O profiles

to the computer user. One should appreciate that the various I/O profiles can be

selected through physical configuration of the device.” EX-1001, 38:5-11. "In one

embodiment, an easel mode presents the user with the first I/O profile and by

rotating the computer device about a longitudinal axis; the user mayselecta

secondI/O profile, including a keyboard (e.g. laptop mode). The transition from

-{9.
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one [/Oprofile to another may also cause the computer deviceto alterits display.

In one example, the user interface provided fo the user is responsive to selection of

device mode and/or selection of (/O profile.” Jd, 38:49-56. "In some examples,

changes in device mode and changes1/O profile [sic] will occur together.” Ja,

39:4-5,

Thus, based on this disclosure, the corresponding structure for of the

execution component recited in [27b] to mclude at least hardware (e.g., central

processing unit) and related software configured to automatically orient the

displayed content in response to a physical configuration of the computer device.

EX-1012, 7135-137.

a [ap

A first function of the execution component recited in [27f] is "executfing]}

the association with the at least one of the plurality of visual representations with

digital media content imresponse to selection.”

A second function of the execution component recited tn [27f] is

“transition{ing| the display to a view ofthe digital media content in response to the

act of executing the association.”

The '888 Patent describes “user-selectable ‘buttons’ 560, 565 [rec] which

allowthe user to select between the time viewandthe album view, for example, by

clicking (¢.g., using a mouse, the touchpad, the scroll wheel, or a navigation

-20-
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button) on the button corresponding to the desired view.” EX-1001, 21:60-65;

FIG. § (annotated).

Digital Media

N Albunis - M photas $-s

Titke530

caption

OoooGs

oaption--~ S35 848 $46

pggagaoouo000goog.i 
"(T]he album viewallows the user to access and viewalbums oftheir own

photographs.” fad, 21:66-67,.

Thus, based on this disclosure, the corresponding structure for the first and

second functions of the execution component recited in [271] to include at least

hardware (e.g¢., central processing unit) and related software configured to

implement GUI elements that allowa userto transition between different views of

the digital media content, and its equivalents. EX-1012, (7138-141.
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VU. PRECISE REASONS FOR RELIEF REQUESTED

A. Summaryof the Prior Art Applied in This Petition

I.

Shimura published as Japanese Patent No. 1994-242853 on September2,

1994, from an application filed on February 15, 1993. Shimura therefore qualtfies

as prior art under at least pre-AIA 35 U.S.C. §§ 102(a) and (b). The Shimura

reference was published in Japanese (EX-1003) and a certified English translation

is provided herein asEX-1004(reference hereinafter will be made to the certified

English translation for simplicity}.

Shimura is directed to a portable “computer which can adopt a mode suitable

for a user environment.” EX-1004, Abstract. The portable computer includes:

® aman part LOL (dark green in annotated Figure | of Shimura below) with a

keyboard 104 (g's green);

® acover part 102 (dark Suc) with a display means 105 Cight blue);

® acoupling part 103 (cc) fastening the maimpart 101 to the cover part 102;

e adisplay reverse switch 106 (+o5-=) to set the display to a normal viewor

an inverted view(the displayed contentis turned upside down) via display

control circuit 107 Qyurpis) and electronic circuit (not shown); and 

@ display elements 120, 121 (darkred).

fd, Abstract, #10-12, 17.
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The coupling part 103 allows the cover part 102 to be rotated up to 360°

about the main part 101 mto various display modes. /d., ##11-17, Figure 3.
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The coupling part 103 may melude two shafts 150, 151, which facilitates rotation

of the cover part 102 about the main part 101. Ja, (13-14; Figure 2.
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  2Qz cover part

Vil cover support shaft
LES cover support part

  

 
 

  
UQUMaCERY

MO resin RAIAATT mal |_Sipportshaft) ign Ragan /joe part |
fot mais .

part $$KarEEEREEEREEEREDEEEEREEEEEEEEREEDREEEEEREESEDEEREEEEESHER

The coupling part 103 includes a main support part 112 of the main part 101 anda

cover support part 113 of the cover part 102. fd, 413

In a first display mode, corresponding to the laptop mode of the '888 Patent,

the keyboard 104 faces upward and the display means 105 faces the user. /d.,

Wii, 14 (The user can operate the computer while facing keyboard 104and

display means 105 in a natural mode.”), Figure 1;EX-1012, 7147.
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In a second display mode, corresponding to the easel mode of the ‘888

Patent, the cover part is rotated 340° about the main part 101 such that the display

means 105 faces the user and the keyboard 104 faces away from the user, and the

user may be lumited to interacting with the operating environment using a mouse

130. /d., 714-17, Figure 5; EX-1012, 9148.
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Shimura also discloses a “second switching means” that can be setto

invalidate input from the keyboard. EX-1004, 8. The input invalidation

functionality can be used in a display mode where data may be mistakenlyinputted

from the keyboard on the back of the display means 105. fa, 418. Shimura also

discloses that the input invalidation functionality operates automatically based on

an angle of the cover part 102 compared to a main part 101. Ja, 49 18- 19.

Ze Overview of Tsuii

Tsupi published on March 24, 2005 and claims priority to a Japanese

application filed on September 19, 2003. Tsuji therefore qualifies as prior art

under at least pre-AIA 35 U.S.C. §8 102(a), (b), and (¢).

Tsui discloses a portable computer | inchiding a computer main body Li

with a CPU(central processing unit). EX-1005, 930; FiGs. 1 & 5. The portable

computer | can be configured into a PC style (FIG. 1) anda PDAstyle (FIG. 5).

Id. 134.
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A display driver 303 in the portable computer | "performs an operation for

rotating a screen image displayed on the LCD 13 and a scaling operation for

varying the aspect ratio in response to an instruction from the BIOS 301." /d@., 970.

The BIOS 301 relies on a gravity sensor 203 and/ora rotation angle sensor 20? to

orient the display umit 12 G.e., rotate the screen image). /d., 4/48, 50-S1, 74, 77,3

FIG. 10.

JR.
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Aldrich published on November 23, 2006 and claimspriority to a

provisional application filed on May 20, 2005. Tsuji therefore qualifies as priorart

underat least pre-ALA35 U.S.C. §§ 102(a), (b), and (e).

Aldrich is directed to sharing files using a file selection interface system.

EX-1006, Abstract. The files include photo or video files. /d@. "The file selection

interface may be integrated with the operating system and/or the Internet browser."

id.,421. The file selection interface system includes GUI 500. /a., FIG. 5B.
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FIG. 5B 524
ARANEEEEEena

GUT 300 includes My Computer tab (505,), Online Photos tab (5052), Image

Search tab (5053) (FIG. 5G), queue 410, and display panel 520. /d., #48.
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FIG. 5G 588
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GUT 500 "is operable to attach and/or embed files into webmail correspondence."

id., 47. This provides "a single interface which enables users to select image files

fromboth local, as well as remote source suchas an online storage account or the

like.” /d., 748. When a tab 505 is selected, display panel 520 1s populated with

files associated with My Computer (ocal computer), Online Photos (remote

storage account), or Image Search (online third-party image sources). In the My

Computer tab (S051) and Online Photos tab ($052), a user is presented with tree-

structured folders where a user can “drill down throughthe tree-structured

atrangement to select image files." /d..

in order to access the photos from the Online Photos tab (5052), a user may

log in with a username and/or password, though “cookies or another authenticationip

=3]-
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mechanism may be used to automaticallylog the user into their account.” /d@., 956.

The photos maybe organized into albums, “which function essentially the same as

a tree-structured foldering system.” /@.,%57, FIG. SE.
ge

$26

 
 
 
 

BF aimays detest ty tosext photos instead of attoahitig

Howi use theaefactor Browse for phatessates ar donuments on your semperdr ans.GeDrag anddroptheHise you want fo Insert or ottachinte the windowonthesight, ChicThon” wheryours
entneecnA

FIG. 5E 3s 3
SeaRRRREEEEEEEEEEEEEEEEEEEEEEEEEE

Byclicking on any of the albums in display panel 520, the user would be abie to

access the individual image files contained therem. /d., 157, FIG. SP.
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The files populating display panel 520 maybe selected item byitem to be

added to queue $10 using ‘add’ button 507 or all files in the current folder maybe

added to queue 510 by selecting the ‘add all’ button 524. /a, (#49, 51.

Alternatively, items may be selected and dragged into queue 510. /d. Items in

queue 510 are items that will be embedded and/or attached into the webmail. Ja.

The embedded file may be in the form of an ActiveX control reference to a remote

email account. /d@.,50. The "ActiveX [control] reference is visually represented

in an email as a thumbnailed image which corresponds to a full image file stored

on aremote server.” /d., 746,

a
a wo

4
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4. Overview of Biggs  

Biggs published on September 2, 2004 from an application filed on February

27,2003. Biges therefore qualifies as prior art under at least pre-ATA 35 U.S.C. $8

102(a}), (b), and (e).

Biggs is directed to a system and method for sharing one or more digital

image files. EX-1007, Abstract. Biggs discloses sharing such files using network

|, inchiding sender's computer 3, Pmail servers 5, 6, and Pmail data stores 7, 8.

Id. 430, FIG. 1.

 
BeneneneeneeeeeeeEEREEEEEEEEEEEEEEEEEEEEEEEE

Figure |

RY
3
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Pmail data store 7 is connected to an “account related to the sender's name

and email address.” /a., 42. The user can generate a new Pmail (e.g., an email

message with thumbnails attached sent from Pmail server 5, 6 to recipient 9, 10,

11). ia, #930, 34. The user can sendthe Pmail, the chent software prepares the

Pmail, and Pmail server 5 receives the Pmail text, images, and thumbnails, as well

as other related information. /d.,%41. Pmail server 5 builds the corresponding

email, and, among other things, "adds click-lmks 405 to each thumbnail porting

backto its related scrsen size image 204in the Pmail data store 7." fa, 443.

5. Overview of Chas

Chao issued as a U.S. patent on June 28, 2011 from an application filed on

December 17, 2002. Chao therefore qualifies as prior art under at least pre-ALA 35

US.C. § 102(e).

Chaois directed to a digital image management system for searching for

specific images. EX-1008, Abstract. E.g., Chao disclose an archiving system. /a.,

12:56-58; FIG.8.
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Displayarea 810 of the archiving system is set aside for presenting archived

 

collections, and the images are clustered into albums. /d_, 13:5-7, FIG. 8 (above).

Along the top of this archiving system, there are, among other elements, timeline

button 804 (FIG. 8 above) to display archived images according to a timeline view

(FIG, 20 below). fa, 12:63-65, 15:7-11.
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In this view, "[a] user may employ an interactive device, such as a mouse, to move

along the timeline, thereby searching through time for images of interest. Moving

the slide 2002 mayshift timeline 200[0].' Scrubber 2004 indicates the number of

image albums assoctated with various time periods within the displayed range

(March 1997 to February 2002 in this example).” /a, 15:11-17.

' The timeline is identified as “2002”in this quotation, but is referred to as “2000”

in Chao, column 15:11. The “2002” is understood as a typographical error here

and should have been “2000.”
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&. Overview of hurtz

Kurtz published on September 30, 2004 from an application filed on March

24, 2003. Kurtz therefore qualifies as prior art underat least pre-AIA 35 U.S.C. 8§

102(a), (b), and (e).

Kurtz is directed to a system and method for user modification of metadata.

EX-1009, Abstract. Kurtz discusses various issues with conventional technology,

such as an nmage browser where a user can view photos, and photo details like

"dimensions, the date and time it was taken, and the name of the camera that took

it.” iad, 47. in this context, Kurtz states that there is a need for an improved user

experience that enables users to locate an itern based on its metadata, and enter and

edit metadata within a shell browser. /a., (8.

Choi issued as a U.S. patent on August 17, 2010 from an application filed on

May 18, 2007. Choi therefore qualifies as prior art under at least pre-AIA 35

US.C. §§ 102(a) and (¢).

Choi is directed to sharing photos via a hosting site with various levels of

sharing to access and/or modifythe photos. EX-1010, Abstract. E.g., a user may

create an album, and give various levels of sharing to other users.

fd, 5:48-61. Chot disclosed presenting a status icon to indicate changes to an

album/photo to multiple users ina GUI. fd, 9:17-25.

32.
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8. Overview of Manolis

Manolis issued as a U.S. Patent on July 10, 2007 from an application filed

on November 22, 2000. Manolis therefore qualifies as prior art underat least pre-

ATA 35 ULS.C. 8§ 102(a) and (e).

Manolis is directed to sharing photos with another user using an online print

service, EX-1O11, Title,Abstract. E.g., a user can access a Share Photos page

2400, and identify recipients for the Share Photos envelope 2401. "[T]he Share

Photos envelope 2401 hold{s| images that are to be made accessible online to the

specified share recipient.” /d., 9:48-50. The user is able to enter a subject line and

message to be includedin an email that has the selected photos. /a., 9:52-54.

When the email with the shared photos is sent, "information (URL, Sign In name,

password, etc.) for accessing the shared images” is sent along with the email. /d,,

9:55-57.

9, Family Diacram  

EX-1015 is a diagram depicting different modified Portable Computers of

Shimura used in the Grounds below.

B. Ground 1: Shimura in view of Tsuji and Aldrich renders Claims
1-4, 6-8, 15-16, and 24-27 abvious.

1. Combination of Shimura and Tsanu (hereafter "Shuimura-  
Tsui combination} 

A POSITAwould have been motivated to combine Shimura with Tsuji, as

they are:
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® contemporancous references directed toward complementarysolutions to

highly analogous problems in the same field of endeavor;

@ directed toward a portable computer that can be used in various display

modes and displayed content orientations (EX-1004, ## 10-17, Figures 1,

$, EX-1005, 4934, 51, FiGs. 1, 5-8); and

@ directed to display modes with corresponding inputs and outputs(EX-

1004, 998, 18, 19; EX-1005, #932, 45).

EX-1012, 9174.

While Shimura discloses a portable computer capable of orienting the

displayed content using a display reverse switch, it does not disclose automatically

orienting the displayed content. EX-1004, 7#12,17. Tsuji, however, discloses

rotation angle and gravity sensors used to automatically control the orientation

based on the outputs of the sensors. EX-1005, 736.

A POSITA would have been motivated to further incorporate the rotation

angle and gravity sensors of Tsuji (FIG. 10 below) into the Shimura Computer to

unprove operability and/or usability, by providing the option of automatically

controlling the orientation ofthe displayed content based on one or more sensors.

EX-1005, (36; BX-1012, 176.

AQ.

HP Inc. - Exhibit 1005 - Page 3169



HP Inc. - Exhibit 1005 - Page 3170

Petition for /nter Partes Review

U.S. Patent No. 8,612,888

 
Specifically, Tsuji discloses the rotation angle sensor 202 sensing whether a

rotation angie is greater than a specific rotation angle, and the gravity sensor 203

“sensing which orientation the display unit main bodyis located in relative to the

orientation of the force of gravity.” EX-1005, %58-59. Basedon this disclosure, a

POSITA would have been motivated to implementthe combination ofthe rotation

angle sensor 202 and the gravity sensor 203 in the Shimura Computer to enable it

to distinguish between various display modes(e.g., the laptop and easel modes).

EX-1012, 9177.

Also based on the above disclosure of Tsuji, a POSITAwould have been

motivated to implement the rotation angle sensor of Tsuji in the hinge of the

-Ai-
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Shimura Computer, and the gravity sensor of Tsuji in the cover part 102 ofthe

Shimura Computer. EX-1004, Figure | (annotated, modified}; EX-1012, 178.

 
ve

The output ofthe rotation angle sensor indicates the amount ofrotation of the

display component (102) relative to the base (101). fa The output of the gravity

sensor indicates the A-component and the Y-component of gravity in the plane of

the display component (102). fa The output of the gravity sensor would indicate

the Y-component ofgravity in the plane of the display component (102) pointing

towards the hinge (103). fd.

In easel mode, the output ofthe gravity sensor would indicate the Y-

component of gravity in the plane of the display component (102) pointing away

from the hinge (103). EX-1004, Figure 5 (annotated, modified); id, 4179.

4).
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Exemplary logic for determining the display mode based on outputs ofthe

rotation angle and gravity sensors is summarized in Table 1 below Ud, 7180):

Rotation Angle Sensor
Rotating Angle

Display Mode

Between 0° and 180° Not uised
ene Awayfrom the hinge Easel mode
>180 vO

sosoASOTNYnnn
Table

GravityLDirection   
 

 
 
 
 
 

 
  

The modified display control circuit 107 and modified electronic circuit of

Shimurareceiving the outputs of the rotation angle sensor 202 and gravity sensor

203 of Tsuji orient the displayed content between at least a normal view and an

inverted view. EX-1012, #181. E.g., the displayed content would be oriented in a

normal viewin the laptop mode and an inverted viewin the easel mode. Ja. Ina

laptop mode, where the rotation angle sensoris less than 180°, the displayed

content is in anormal view. /d. In an easel mode, where the rotation angle sensor

is greater than 180°, and the output of the gravity sensor indicates the Y-

43.
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component ofgravity in the plane of the cover part 102 points away from the hinge

assembly, the displayed content is in an inverted view. /d. Otherwise, the

displayed content would appear upside-down to the user. fd. Automatically

controling the orientation of displayed content in different display modes of a

portable computing device based on a rotation angle sensor and/or a gravity sensor

was knownat the Critical Date. id. Moreover, it was well-known to configure a

streamlined computing device into multiple display modes with corresponding

selectable I/O profiles. /d.; EX-1004, passim, EX-1016, passim; EX-1005, passim,

EX-1018, passim, EX-1020, passim. The resulting system will be hereafter

referred to as the “Shimura-Tsuji Computer.” /d@., "181.

There would have been motivation to combine, and a reasonable expectation

of success in combining, Tsuji with Shimura because the combination is merely a

combination of well-known prior art elements according to known methodsto

yield predictable results. See KSR Int'l Co. v. Teleflex Inc., 550 US. 398, 415-21

(2007); EX-1012, 4182. Tsui taught the known prior art concept of automatically

controlling the orientation of the displayed content in different display modes

based on the rotation angle and gravity sensors. EX-1012, 1182. Apphcation of

these teachings to Shimura would have yielded a predictable portable computer

capable of automatically orienting the displayed content. fa

44.
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Thus, the POSTTA would have been motivated to arrive at the Shimura-Tsuji

Computer by adding or otherwise integrating ito the Shimura Computer Tsuji's

sensor(s) to improve operability and/or usability by automatically controlling the

orientation of the displayed content in different display modes. /d., 4174-183.

2. Combination of Shimura, Tsun, and Aldrich (hereafter

*Shimura-Tsuu-Aldrich combination”)
  
 

A POSITAwould have been motivated to combine Tsan with Shimura

(VUEB.1) and Aldrich with the foregoing for several reasons. While Shimura and

Tsuji disclose hardware components and related circuitry, they do not expressly

disclose software providing computer functionality, Aldrich discloses a file

selection interface, a software component providing computer functionality that

can "be integrated with the operating system and/or the Internet browser.” EX-

1006, (21, 44-48; EX-1012, 9185. Aldrich discloses thatthefile selection

interface can be implemented ima variety of computing devices, mcluding a laptop

(.e., portable computer). EX-1006, 927.

In addition, Aldrich discloses a GUI 500 ofthe file selection interface. /d.,

458. GUI 500includes tabs 505;-5053, queue 510, and display panel 520. fa,

"48-50, FIGs. 5A, SB below.
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FIG. 5B

A POSITA would have been motivated to implementthe file selection interface

and the related GUI of Aldrich (hereafter “the Aldrich software”) via the Shimura-

Tsuji Computer to perform the task of sharing photos with other users using email.

EX-1012, 9186. A GUI including a plurality of views ofdigital media content was

~AG-
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well-knownat the Critical Date. /al; EX-1006, passim, EX-1008, passim, EX-

1021, passin, EX-1022, passim, EX-1023, passint.

A POSITA would have understood that mnthe different display modes ofthe

Shimura-Tsuji Computer (e.g., the laptop and easel modes), the orientation of the

displayed content of Aldrich, such as GUI 500, would be controlled based on the

logic described in Table 1 above. /d., 187; VUI.B.1. The resulting computing

system, including the Shimura-Tsan Computer having the Aldrich software

integrated in the operating system and/or the Internet browser, will be hereafter

referred to as the “Shimura-Tsuji-Aldrich Computing System.” //, 187,

There would have been motivation to combine, and a reasonable expectation

of success in combining, Aldnch with Shimura and Tsuyi because prior art

elements are merely combmed according to known methodsto yield predictable

results. See KSR, 550 U.S. at 415-21; EX-1012, 7188. Aldrich taught one

example of computer software (.e., photo sharing software), which is well-

understood to be integrated im an operating system and/or an Internet browser, and

application of this teaching to Shimura and Tsuji would have yielded a predictable

computing system capable of running software to select and manage image files

and share those image files with other computer users. EX-1012, 7188.

AT
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Thus, the POSTITA would have been motivated to combine the above

teachings to arrive at the Shimura-Tsuji-Aldnch Computing System. /d., #184-

189.

3. Claim |

a. Limitation [Ipre]

Shimura in combination with Aldrich discloses [Lpre] and renders it

obvious. See VITLB.2; EX-1012, 44190-1985.

Aldrich discloses a method for selecting, viewing, and managing C"accessing

and managing”) image files ("digital media libraries”). EX-1006, Abstract, 420,

ot37, 39,5

Shimura discloses a "streamlined computing device” (e.g., a portable

computer) that includes a keyboard. EX-1004, {]11, 18-19, Figure 1 (annotated).
Ay,

3
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In a first display mode, corresponding to a first claimed 1/O profile, the displayis

directed towardthe user, the keyboard is face up, and the user can provide input

via the keyboard. EX-1004, (11, Figure i (above, annotated), EX-1012, 4192.

Siumura teaches that in a second display mode, corresponding to a second

claimed 1/O profile, the keyboard can be disabled, and a mouse or a pen can be

used as an input device. EX-1004, #11, 16-20, Figure 5 (annotated).

Figures}

fs

 

 
WofhRas . Sf mainpart
ADE: BARS rocover pant

= 3= 33
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In the second display mode, the main bodypart is approximately 340° from the

cover bodypart and the keyboard is on the opposite side of the user. EX-1004,

17. The two aforementioned [/Oprofiles are selectable in the sense that the user

can configure the Shimura Computer in either the laptop mode or the easel mode.

EX-1082, (195.

b. Limitation [la]

49.
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Shimura in combination with Aldrich discloses [la] and renders it obvious

See VIUILB.2; EX-1012, 4196-198,

Aldrich discloses GUI 500, which includes display panel 520 populated with

the image files (e.g., photos) in the "Santa Barbara” folder. EX-1006, 451, FIG

 
 

5B.
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The Shimura-Tsuji Computer can orient the displayed content in either a

normal viewin the laptop mode or an inverted viewin the easel mode based on the

outputs of the rotation angle and gravity sensors. See VUILB.1; EX-1012, 4198. In

he Shimura-Tsupi-Aldrich Computing System, the GUI 500, which can include

image files such as those in the "Santa Barbara” folder, would be displayed in

-50-
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either a normal view in the laptop mode oran inverted view in the easel mode,

thereby disclosing "the graphicaluserinterface comprising atleast a plurality of

views of digital media content.” EX-1012, 7198.

e. Limitation [1b]

The Shimura-Tsuji-Aldrich combination discloses [1b] and renders it

obvious. See VIIELB.2; EX-1012, 99199-200.

The Shimura-Tsuji-Aldrich Computing System orients the displayed

content, such as the GUI 500 of Aldrich, based on the outputs of the rotation angle

and gravity sensors. See VIU.B.3.b, EX-1012, (200. Moreover, Shimura discloses

disabling the keyboard automatically usmg a switching means based on a rotation

angle. EX-1004, (78, 18-19. In Shimura's laptop mode, corresponding to the first

claimed I/Oprofile, the user can provide input via the keyboard. See VUI.B.3.a;

EX-1004, 11, EX-1012, €200. In Shimura's casel mode, correspondingto the

second claimedI/Oprofile, the keyboardcan be disabled, andamouse or a pen can

be used as an input device. See VULB.3.a; EX-1004, (411, 16-20. Whena user

configures the Shimura-Tsuji-Aldrich Computing System between the laptop and

easel modes, the displayed content (GUI 500) of Aldrich would “transition

between the plurality ofviews [normal and inverted views] in response to selection

ofan VO profile.” EX-1012, #200.

d. Limitation [ic]

-5}-
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The Shimura-Tsuji-Aldrich combination disclases [1c] and rendersit

obvious. See VUIELB.2; EX-1012, 99201-204.

First, Shimura in combination with Aldrich discloses the means-plus-

function limitation "viewselector component” recited in [ic]. Shimura in

combmation with Aldrich discloses the function of the "view selector component.”

See VILA; EX-1012, 9202. Aldrich discloses digital media content G.e., image

files such as photos). EX-1006,% 51. Shimuradiscloses a display reverse switch

106 that a user can set to orient the displayed content G.c. the digital media content

of Aldrich) to a normal viewor an inverted view, thereby "permitfting] a user fo

select one of the plurality of views.” EX-1004, #12; EX-1012, 9202.

Second, the Shimura-Tsuji-Aidrich Computing System also discloses the

corresponding structure for the "view selector component.” See VILA; EX-1012,

4203. Shimura’s display reverse switch 106 that can be manually set by the user is

an example ofthe navigation button of the '888 Patent, or its equivalent. EX-1012,

4203.

Shimura's display reverse switch 106 "providies| for transition between the

plurality of views in response to activation of a viewselector component” by

allowing a user to set the display reverse switch 106 between a normal viewor an

inverted viewof the displayed content (.e., the image files of Aldrich), EX-1004,

412, EX-1012, 9204
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@. Limitation [1d]

The Shimura-Tsuji-Aldrich combination discloses [1d] and renders it

obvious. See VIUILB.2; VUIB.3.c; EX-1012, 9205.

f Limitation [lel]

Shimura discloses [lel]. See VULA.1; EX-1012, 99]206-207.

The Shimura Computer discloses coupling part 103 of Shimura inside a vex!

box that "permitis] the user to rotate a display component of the computing device

fcover part 102 of Shimura] about a longitudinal axis [shaft 150 or shaft 151]

running along an interface [coupling part 103] between the display component

| 102] and a base [main part 101 of Shimura] of the streamlined computing device."

EX-1004, 712-13, Figure 2 (annotated); EX-1012, #7207.
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g. Limitation [1eZ|

The Shimura-Tsuji-Aldrich combination discloses [1e2] andrendersit

obvious. See VITLB.2; EX-1012, 7208-209.

Shimura discloses a laptop computer, whichis a portable computer,

configurable into the claimed "laptop mode” of the '888 Patent. EX-1004, (11-14,

Figure 1.
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The first physical orientation of the display component can be any angle up to 180°

from the closed mode. EX-1012, #209; VIU.B.1. The first physical configuration

of the display component and the base include the bottom surface of the base

against a surface and the display component up to a 180° angle from the base. EX-~-

1012, #209; VILLB.L. In the laptop mode, the displayed contentis in a normal
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view ("one of the plurality of views as a default display"). EX-1012, (209;

VOLB.I.

h. Limitation [le3]

The Shimura-Tsuji-Aldrich combination discloses [le3] and renders it

obvious. See VIIELB.2; EX-1012, 7210-211.

Shimura discloses a laptop computer, which is a portable computer,

configurable into the claimed “easel mode” ofthe '888 Patent. /d. 417, Figure 5.
eeeencecece
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The second physical orientation of the display component can be any angle

from 180° up to 360° from the closed mode. EX-1012, 211; VIILB.1. The

second physical configuration of the display component and the base has display

component 102 facing the user with coupling part 103 placed upward and

keyboard 104 of main part 101 facing the other side of the user. EX-1012, 4211,

Figure 5 (above), VUIILB.1. In the easel mode, the displayed contentis in an

55.

HP Inc. - Exhibit 1005 - Page 3184



HP Inc. - Exhibit 1005 - Page 3185

Petition for /ater Partes Review

U.S. Patent No. 8,612,888

iverted view ("another one of the plurality of views as the default display"). EX-

1012, 9211; VULB.I.

i. Limitation [If]

Aldrich discloses [11]. See VULA.3; EX-1012 99212-215.

(1) First Reasoning

Aldrich discloses associating visual representations (Miy Computer tab 505,

and Online Photos tab 5042) and digital media content (photos in "My Computer”

and "Online Photos,” respectively). EX-1006, 9437. The My Computer tab 505,

(Sine) is associated with photos (arccn) because when a user selects the My

Computer tab 5051, photos from the "My Computer” folder are populated on the

GUI 500. fa, £48, FIG. 5B (annotated).
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The Online Photos tab 5052 (vec!) is associated with photos (grocer) because when a 

user selects the Online Photos tab 5052, photos from the corresponding remote

storage account are populated on the GUI 500. /d., 448, FIG. 5E (annotated).
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(2) Second Reasoning

Aldrich discloses visual representations (a visual representation of the image

file} and digital media content Gmage files}. /@., 37. The visual representation of

the imagefile is associated with the imagefile with a reference linkthat mcludes

location information for the image file. /@, 4917, 8. The visual representation may

be a cover photo thumbnail for an album. Jal, 937. E.g., within My Albums (aus)

of the Online Photos tab 505, (rec)

:). fe, 1 58, FIG. 5E(annotated).

, auser could select the thumbnat for the Morro 

Bay album (2 

-SR-

HP Inc. - Exhibit 1005 - Page 3187



HP Inc. - Exhibit 1005 - Page 3188

Petition for /nter Partes Review

U.S. Patent No. 8,612,888

Ck Laatwthert paying Aniaheed.

 

508%

gone
ea
i ce image Saatch ?phates |3

 

SSS

 

=

Gh care

SENN

 

ii} Myampeter

s3E5S2.Meeerreereererrrerireecncmococcccoceefe)
Diwaye daktotwe isectmanos fnghraehatatorchong

|lh
How 01993 thm aatagion Brown terphot ardocument, on yaur comput oronine Cag ang

1 ayup theSine grassemen sa fnsiast ox athect ia the wackeron Ser HET,

S00 ~~

3

CRAUELELELEELELELEEOELELEEELELEEELELUEELELUOEELEEECELELEDELELEECELEEEELEEOEEEEECELEEECELELECEELTACELEEEECALEEEECALETAEEEEEEEEEEELE
 

GPLLELELILSEDELILLEDEDIESEDELIEEEDEDIEEEDELELDEDELIEDEDPLIESEDELSESEDELIEDEDELITEDESSEDEDELSEDELELSEDELESSEDEDESSEDELESSEDELESSEDELESIEDESISSEDESISIEELy
3

FIG. 5EeereerrrerEEREEEREEEREEEREREEDEDREEDEDEEEEEEEEREDEDEDEEEREEEEEEEEEEeen

within the Morro Bay albumDome the above would open up images

C(zreen). /d., 1956-58, FIG. 5F (annotated).

-59.
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A POSITA would have understood that these interactrve thumbnails represent links

that associate the thumbnails with the photoes within the album, such that the

thumbnail can be selected to open to those photos. EX-1012, #215.

je Limitation [ig]

Aidrich discloses [Ig]. See VILA.3; EX-1012, 99216-2118.

(1) First Reasoning

Aldrich discloses “the association with the at least one of the plurality of

visual representations [My Computer tab 505; or Online Photos tab 5052] with

digital media content [photos in "My Computer" and "Online Photos,"

respectively|." See VUILB.34;EX-1012, 4217. Clickingor selecting the My

-G0-
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Computer tab 505, or Online Photos tab 5052 would execute the claimed

“association” andtransition the display to the GUI 500 that includes the photos in

a; annotated FIG. 5B) or “Online Photos” (purple; annotated"My Computer” (: 

FIG. 35F), respectively. EX-1006, €48; EX-1012, 9217. Such a concept,thatis, a

viewof digital media content provided in response to the act of executing an

association between a visual representation and the digital media content was well-

known. fd.,EX-1006, passin, EX-1008, passim, EX-1022, passin, EX-1023,

passim.
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 (2) Second Reasoning

Aldrich discloses "the association with the at least one of the plurality of

visual representations [thumbnail of a Morro Bay album] with digital media

content [images in the Morro Bay album]." See VUILB.34; EX-1012, 218.

 Clicking or selecting the Morro Bay thumbnail (crcen; annotated FIG. 5E) would

execute the claimed “association” and transition the displayto the GUI 500that

includes photos within the Morro Bay album (purple; annotated FIG. SF).
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k Limitation [1h]

Aldrich discloses [Ih}. See VITLA.3; VHI.B.34; EX-1012, 48219-2230.

The displaytransitions to the digital media content. /d., 4220; VULB.3.301)-

VHB 332). Depending on the display mode, the orientation of the displaved

contentwould be a normal view(e.g., laptopmode) oran mverted view(¢.g., easel

mode). See VIIEB.1; Id, 4220.

L, Limilation [11]

Aldrich discloses [11]. See VIELA.3; EX-1012, 99221-228.

The '888 Patent describes referenced digital media content as remote digital

content not controlled bythe user. EX-[001, 3:34-36

(1) First Reasoning

A POSITAwould have understoodthat aremote storage account where the

user cannot control or access the data store discloses the claimed "referenced

digital media content.” EX-1012, 9223.

Aldrich discloses GUI 500 that includes My Computer tab 505) Gsinc) and

Online Photos tab $052 (red). EX-1006, €48, FIG. 5B (annotated).
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_FIG.SB

Selecting the My Computer tab 505; (cus) populates GUI 500 with image files

from the user's local computer (:vscn), disclosing the "user digital media content.”

id. Selecting the Online Photos tab 5052 (rec) populates GUE 500 with imagefiles

from a remote storage account (purpis). EX-1006, #48, 58; FIG. 5F (annotated); 

EX-1012, (224.
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A POSITA would have understood that the remote storage account is operated and

controlled by a third party (e.g.,Yahoo! Photos is disclosed in Aldrich) that

controls the server and storage of the photos. EX-1006, 748; EX-1012, #224.

Therefore, the image files from the remote storage account disclose the "referenced

digital media content.” EX-1006, 748; EX-1012, #224.

By providing the GUI 500to the user that includes My Computer tab 505,

and Online Photos tab 5052, Aldrich discloses "providing for display of user digital

media content and referenced digital media content in the viewof the digital media

content.” EX-1006, €48; EX-1012, 9225. A view ofthe digital media content with

user digital media content and referenced digital media content was well-known.

EX-1006, passim, EX-1022, passim, EX-1023, passim.
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(2)SecondReasoning

Aldrich discloses GUI 500 that includes display pane! 520 and queue 510.

EX-1006, 7#48-50. A user would be able to add “user digital media content,” e.g.,

  Harbor Viewand FromBoat (avec) from the My Computer tab 505, (:inc), into

queue 510. fa, {49, FIG. 5B (annotated).
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Afterwards, a user would be able to select the Online Photos tab 5052 (ec),

and the resultme GUI 500 ("the view") would include image files corresponding to

Online Photos ("referenced digital media content”; purple) in display panel $20,

and the “user digital media content” (arcen) in queue 510. EX-1006, (48-58, FIG. 

SF (annotated, modified); EX-1012, 9227.
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Accordingly, the Shimura-Tsupi-Aldrich combination renders obvicus Claim

1. See VIILB.2; EX-1012, FF190-228.

4. Claim 2

Aldrich discloses the additional lumitation ofthis claim, and the Shimura-

Tsun-Aldnch combmation renders the claim obvious. See VID.A.3; VUU.B.2;

VULB.3j; VINLB.3.4; EX-1012, 1229-231.

 (i) First Reasoning

Aidrich discloses "executing the association,” and the view with the GUI

500 and theMy Computer tab. See VUILB.35; VIELB.3.1 EX-1012, 7230. GUI

500 includes the My Computer tab 505; populated with image files from the user's

local computer (green). fal; FIG. 5B (annotated).
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GUI 500 also includes the Online Photos tab 5052 populated with image files from

aremote storage account (purple). /a@., FIG. 5F (annotated).&.
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FIG. SFs 3$BURRHEHEHEHEHEHEHEEDEEDHEEEELHEDEIDEHILFEHELEEHILFEDEDEDEHILFEHELEEDEDELETESEDGED

The above discloses the claimed "act of displaying in the viewuser digital media

content and referenced digital media content in response to the act of executing the

association.” EX-L006, #48; EX-1012, (230.

(2)SecondReasoning

Aidrich discloses "executing the association.” See VULB.34; EX-1012,

4231. Aldrich also discloses GUI 500 ("the view"), which includes Online Photos

image files ("referenced digitalmedia content"; purple) in display panel 520 and

 MyComputer image files ("user digital media content”; green) in queue 510. See

VULB34; EX-1012, 9231, FIG. SF (annotated and modified).
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Aldrich discloses the additional limitation of this claim, and the Shimura-

Tsuji-Aldrich combination renders the claim obvious. See VUIA.3; VHIB2

VIILB 34; VHIB.3.b VULB.4: EX-1012, 7232-233.

Aldrich discloses "displaying in the view.” See VIILB.4(1)-VHIB4Q);

EX-1012, 9233. Additionally, the referenced digital mediadiscussed is disclosed

by image files from a remote storage account corresponding to the Onlme Photos

tab 5052 of GUI 500. See VITILB.3J0)-VHLB3 12), EX-1012, 9233. The Online

Photos tab (S052) is associated with the remote storage account. See VIILB.34

EX-1012, 9233. Aldrich discloses thatafter selecting the Online Photos tab 5059,

"a user can access a remote online account as if it were a local directory.” EX-
~T 4.
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1006, 736. A POSITA would have understood that the Online Photos tab 5052 ts

the claimed"reference to remote digital content not controlled by the user” because

selecting the Online Photos tab 5042 links a user to the corresponding photoes stored

in the remote storage account operated and controlled bya thirdparty(e.g., Yahoo!

Photos is disclosed in Aldrich). EX-1012, 9233.

6. Claim 4

Aldrich discloses the additional lumitation ofthis claim, and the Shimura-

Tsun-Aldnch combimation renders the claim obvious. See VIIL.A.3; VIU.B.2;

VULB.3.1 EX-1012, 99234-2335.

Aldrich discloses associating the Online Photos tab 505,("the at least one of

the plurality of visual representations"), visualized in GUI 500, with a remote

storage account, such as Yahoo! Photos ("a remote service provider"). See

VULB3 IC): EX-1006, #48.

7 Claim 6

a. Limitation [6a]

Aldrich discloses [6a]. See VUILA.3; VUILB.S; VULB.6; EX-1012, 99/236-

Online Photos tab 505, provides access to photos in a remote storage

account. See VIU.B.6; EX-1012, 9237. Aldrich also discloses logging in manually

or using cookies or another authentication mechanism to access the remote storage

account, thereby “configuring access to a remote service.” EX-1012, 9237.
-7.
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b. Limitation [6b]

Aldrich discloses [6b]. See VHLA.3; EX-1012, 7€238-240.

The '888 Patent describes various operations of a remote service provider,

ot

such as "organizime],” "view[ing],” and "sharling! digital photograph collections,

as well as video and/or audio collections.” EX-1001, 20:6-10.

Aldrich discloses organizing, viewing, and sharing digital media content.

EX-1006, 757-61. As to organizing, "[t]he available content used to populate the

display panel 520 has been organized into ‘albums.'" /d., 457. As to viewing,

Aldrich discloses viewing image files in GUI 500. fd. With respect to sharing,

Aldrich discloses that a user can send embedded and/or attached files (¢.g., photos)

to other users. /a., Abstract, 957-48.

Accordingly, the Shimura-Tsupi-Aldrich combination renders obvicus Claim

6. See VOIB.2; EX-1012, (236-241,

3. Claim 7

Aldrich discloses the additional lumitation ofthis claim, and the Shimura-

Tsun-Aldnch combimation renders the claim obvious. See VIIL.A.3; VIU.B.2;

VUOILB.7.b; EX-1012, 99242-243.

Aldrich discloses that in GUI 500 "[t]he available content used to populate

the display panel 520 [ourpic] has been organized into ‘albums. EX-1006, 957,

PIG. SE,
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9. Claim 8

neamsened aaron 

oOOOLELLEOUTOLLOLELELOLEOUTUTETEEEOUTDOTELEEOEECOLETTEEEOEETLLTEEOEETLEEEETTLEEEETLETEEECEEOLTELEEEOEEE
Addrich discloses the additional limitation of this claim, and the Shumura-

Tsupi-Aldrich combmation renders the claim obvious. See VITA.3; VHI.B.2; EX-

1012, 99244-245,

Aldrich discloses GUI 500. EX-1006, FIG. 5F (annotated).
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 GUI 500 includes a header (re8) and a body Cvuc), and display panel 520 (purpic

 populated with images to be in "a bodyportion of the view [uluc]." EX-1012,

4245,

10. Claim 18

a. Limitation [15a]

Aidrich discloses [15a]. See VULA.3; EX-1012, 49]246-248.

Aldrich discloses the function of [15a] (VELB), by disclosing that a user can

select image files (purple) from display panel 520, and add them to queus 510

 av} by pressing the "Add" button (ed). EX-1006, 4149-50, FIG. 5F Chelow,

annotated). Alternatively, a user can add all image files in display panel 520 to
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s). fd, 951. Image files in queue

 

queue 510 by pressing the "Add All” button (>

510 are to be attached and/or embedded in an email to another user. /a., (50.
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Aldrich discloses the corresponding structure of [15a]. See VILB; EX-1012,

4248. Queue $10 with the "Add" button and/or the "Add All” button are examples

of a GUI's organization tool, like the '888 Patent's pick list control, that gathers

together a group of digital content items for a particular action, or its equivalent.

EX-1012, 9248.

D. Limitation [15h]

Aldrich discloses [ISb]. See VITLA.3; EX-1012, 79249-250.

ro
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ra). EX-1012, 9250; EX- GUT 500 includes a header @ext} and a body (>

1006, FIG. SF (annotated).
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2) of GUI
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Display panel 520 (purpic) and queue 510 (gece) are in the body Cx 

S00. fa.

c. Limitation [15c]

Aldrich discloses [I5e]. See VHILA.3; EX-1012, $9251-252.

Aldrich discloses various operations that can be performed on the plurality

of digital media content. E.g., Aldrich discloses that queue 510's purpose Is to

embed and/or attach image files to send to another user. EX-1006, Abstract, 49/48-

51,61. In another example, the photos in display panel 520 Qvurpis) can be

selected and added to queue 510 Grcen) by clicking on them and pressing the

-/ j=
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"Add" button (ec), or all photos can be added by pressing the "Add All" button

 io). fa, F49-51, FIG. SF (annotated).
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Accordingly, the Shimura-Tsuji-Aldrich combination renders obvious Claim

18. See VULB.2: EX-[012, 9246-253.

1k. Claim 16

Aldrich discloses sending image files to another user, 1.e., Claim 16's "share

operation.” EX-1006, Abstract, 748-51, 61; EX-1012, 97254. The Shimura-Tsuji-

Aldrich combination renders the claim obvious. See VITLB.10.c, VIILA.S:

VUIB.2; EX-1012, 7254.

=~} R=
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12. Claim 24

a. Limitation [24a]

The Shimura-Tsuji-Aldrich combination discloses [24a] by disclosing

normal and inverted views ofthe plurality of visual representations (e.¢., My

Computer tab (S051) and Online Photos tab ($052)), rendering it obvious. See

VUILB.2; EX-1012, 9255.

bh. Limitation [24b]

The Shimura-Tsuji-Aldrich combination disclases [24b] and rendersit

obvious. See VUILB.2; EX-1012, 99256-257.

Aldrich discloses "the phurality of visual representations.” See VUILB.3.b;

EX-1012, 9257. Depending on the display mode (e.g., laptop or easel mode) ofthe

Shimura-Tsuji Computer, the visual representations (My Computer tab (505) and

Online Photos tab (5052)) would be mapped to a corresponding view(e.g., normal

or inverted view, respectively}. EX-1012, 9257.

e. Limitation [24c]

The Shimura-Tsuji-Aldrich combination discloses [24e] and rendersit

obvious. See VUIELB.2; EX-1012, 99258-260.

Aldrich discloses the ability to click on the My Computer tab 505; and

Online Photos tab 5052. EX-1006, #48. Clicking on the My Computer tab 505,

focuses the interface on the My Computer tab 505, (sine) and executes the

-/9.
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association with the My Computer tab 505; thereby populating the display panel

creer) with photos from My Computer. /d. & FIG. 5B (annotated). 

“Gohact Files  
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Clicking on the Online Photos tab (5052) focuses the interface on the Online

Photos tab (5052) and executes the association with the Online Photos tab ($052)

(red), thereby populatingthe display panel 520 (purple) with photos from a remote

storage account. /d. & FIG. SF (annotated).

-80-
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Accordingly, the Shimura-Tsupi-Aldnch combination renders obvious Claim

24, See VIULB.2; EX-1012, 1255-261.

13. Claim 25

a. Limitation [25a]

The Shimura-Tsuji-Aldrich combination discloses [25a] and rendersit

obvious. See VIILB.2; VUILB.3.g; EX-1012, 9262.

D. Limitation [25h]

The Shimura-Tsuyi-Aldrich combination discloses [25b] and rendersit

obvious. See VITEB.2; VWILB.3.h; EX-1012, 9263

Accordingly, the Shimura-Tsuji-Aldrich combination renders obvious Claim

25, See VITLB.2; EX-1012, 9262-264.

Sh.
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14. Claim 26

a. Limitation (26pre]

The Shimura-Tsuyi-Aldrich combination discloses [26pre] and renders it

obvious. See VIIILB.2; VUILB.3.a, EX-10L2, 99265-266.

The functionalities discussed in Claim 26 would be implemented in an

algorithm stored in a non-transitory storage device on a user computer, such as

Tsun's hard disk drive and Aldrich's mass storage device 252, and/or on a remote

server such as Aldrich's remote database 24. EX-1005, 430; EX-1006, 97/28, 31;

EX-1012, 9260.

D. Limitation [26a]

Aldrich discloses [26a]. See VIH.A.3; VHI.B.3.b; EX-1012, #267.

€. Limitation [26b]

The Shimura-Tsuji-Aldrich combination discloses [26b] and rendersit

obvious. See VUEB.2; VHILB.3.c; EX-1012, 9268.

d. Limitation [26c1]

Shimura discloses [26c]. See VULA.1; VULB.3-£ EX-1012, 9269.

é, Limitation [26c2]

The Shimura-Tsuy-Aldrich combination discloses [262] andrenders it

obvious. See VITLB.2; VUWILB.3.¢; EX-1012, 9270,

f Limitation [26c¢3]
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The Shimura-Tsuji-Aldrich combination discloses [263] and renders it

obvious. See VIILB.2; VHLB3.h; EX-1012, 9271,

g. Limitation [26d]

The Shimura-Tsup-Aldrich combination discloses the function and

corresponding structure of [26d] and renders it obvious. The Shimura-Tsuyji-

Aldrich Computing System discloses the fimetion and corresponding structure of

the means-plus-function limitation "viewselector component” recited in [26d].

See VILA.1; VOILB.2; VIELB.3.d; EX-1012, 9272.

h. Limitation [26e]

Aldrich discloses [26e]. See VITLA.3; VITLB.3.4; EX-1012, 9273.

i. Limitation [26f]

Aldrich discloses [26f]. See VIILA.3; VITLB33; EX-1012, 4274.

i Limitation [26¢]

Aidrich discloses [26g]. See VHI.A.3; VUIB.3.k; EX-1012, 4275.

k. Limitation [26h]

Aldrich discloses [26h]. See VULA.3; VUEB.3.1 EX-1012, 9276.

Accordingly, the Shimura-Tsuji-Aldrich combination renders obvious Clatm

26. See VULB.2: EX-1012, 1265-277.

18. Claim 27

a. Limitation (27pre|
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The Shimura-Tsuji-Aldrich combination discloses [27pre] and renders it

obvious. See VUIB.2; VUI.B.3.a; VHIB.14.a; EX-1012, 4278.

b. Limitation [27a]

Aldrich discloses [27a]. See VIULA.3; VUI_B.3.b; EX-1012, €279.

c. Limitation [27b]

The Shimura-Tsuji-Aldrich combination discloses [27b] and rendersit

obvious. See VITLB.2; VIIB.3.c; EX-1012, 7280-283.

This combination discloses the function of [27b] (VILC.1D), andit discloses

orienting the displayed content (¢.g., Aldrich’s image files) based on a display

mode (¢.g., laptop and casel modes) determined by the outputs of the rotation angle

and gravity sensors. See VUILB.3.c, EX-1012, 4281. In a laptop mode, the user

can provide input via the keyboard, representing afirst [/O profile. See VIELB.3.a:

EX-1012, 9281. In an easel mode, the keyboard is disabled, representing a second

1/O profile. See VIELB.3.a; EX-1012, 8281.

This combimation discloses the corresponding structure of [27b] CVIL.C.1).

The above-described functionality of [27b] is achieved with the Shimura-Tsuji

Computer including a BIOS program 301 (ec) executing on a processor (not

shown) that receives data from a hinge-rotation sensor 202 (O'uc) andgravity

sensor 203 (grec) to determine a display mode. EX~[005, (68-73, FIG. 14

(annotated); EX-1012, 4282.

SA.
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A processor executing the BIOS program 301 in the Shimura-Tsuji

Computer includes hardware (e.g., central processing unit) and related software

configured to automatically orient the displayed content in response to a physical

configuration of the computer device, or its equivalent. EX-1012, 9283.

d. Limitation [27cl]

Shimura discloses [27cl]. See VELA. VULB.3.6 EX-1012, 9284.

e, Limitation [27c2|

The Shimura-Tsup-Aldrich combination discloses [27¢2] and renders it

obvious. See VUILB.2; VUIB.3.g; EX-1012, 9285.

f Limitation [27c3]

85.
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The Shimura-Tsup-Aldrich combination discloses [27¢3] and renders it

obvious. See VIILB.2; VUIB.3.h; EX-1012, 9286.

g. Limitation [27d]

Shimura m combination with Aldrich discloses [27d] andrenders it obvious.

See VITLB.2; VUILB.3.d; EX-1012, 4287-289.

This combination discloses the function of [27d] (VILA) by disclosing

manipulating the displayed content (e.g., Aldrich's image files) based on a user

setting the display reverse switch 106 between a normal viewor an inverted view.

EX-1004, 412; EX-1012, €288.

This combination discloses the corresponding structure for [27d] (VILA)

through Shimura's display control circuit 107, Shimura’s electronic circuit, and

Aldrich's GUI 500. EX-1004, (11-12; EX-1006, 746-50; EX-1012, 9289. A

POSITA would have understood Shimura’s display control circuit 107, Shimura's

electronic circuit, and Aldrich’s GUI 500 to include hardware (e.g., CPU and

memory) and related software configured to control the orientation of the displayed

content (e.g., Aldrich's image files} based on the user’s manual selection,or its

equivalents. EX-1012, {289.

h. Limitation [27e|

Aldrich discloses [27e]. See VITLA.3; VULB.31; EX-1012, 99290-292,

-8h-
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Aldrich discloses one embodiment where the file selection mterface,

including the code to run GUI 500, is stored on a user computer. EX-1006, 4#/44-

46. A POSITA would have understood that the code for Aldrich's file selection

interface links the My Computer (:iuc) and Online Photos (csc) tabs with the

corresponding libraries, since selecting one of these tabs populates the display

panel $20 (2reen and purple respectively) of GUI 500 with corresponding photos. 

fd, (48, 51, 58, FiGs. 5B & SF (annotated); EX-1012, 929
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Since the file selection interface can be integrated in the operating system

and/or the Internet browser, aPOSTTAwould have understoodthat "an association

between at least one of a plurality of visual representations and digital media

content” is stored in a storage component. EX-1012, 4292,

i. Limitation [278]

Aldrich discloses the two functions of [277]. See VILC.2; VOILA;

VHILB34; VIELB3.k; EX-1012, 9293-294, Clicking or selecting the thumbnail

(e.g., Morro Bay; grcen in FIG. SE (annotated)) would execute the claimed 

“association” and transition the display to GUI 500, including photos (purpis)

within an album (e.g., Morro Bay album; FIG. 5F (annotated)). EX-1006, 748.

-8R—
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Aldrich discloses the corresponding structure of [271]. See VILC.2; EX-

1012, 9294. A POSITA would have known that the above-deseribed functionality

would be implemented in Aldrich’s hardware (e.g., CPU 204) and related software

(e.g., GUE 500) configured to implement GUI elements that allowa user to

transition between different views ofthe digital mediacontent(¢.¢., populating

image files based on a selected album), or its equivalent. EX-1012, 9294.

}. Limitation [27g]

Aldrich discloses [27gf. See VHL_A.3; VULB.3. EX-1012, 99295.

Accordingly, the Shimura-Tsuji-Aldrich combination renders obvious Claim

27. See VITLB.2; EX-1012, ©9]278-296.

C. Ground 2: Shimura in view of Tsuji, Aldrich, and Biggs renders
Claim 5 obvious.

Combination of Shimura, Tsuji, Aldrich, and Biggs

(hereafter "Shimura-Tsui-Aldrich-Biess combination"}

1.    

A POSITA would have been motivated to combine Aldrich with Tsuji and

Shimura (VIIIB.2) and Biggs with the foregoing for several reasons. Aldrich and

Biggs are contemporancous references directed toward complementary solutions to

highly analogous problems tn the same field of endeavor. EX-1012, 9297. They

are directed toward sharing image files and using an email interface to share the

image files. EX-1006, Title, Abstract; EX-1007, Abstract.

Aldrich discloses various links between thumbnails and image files. Sze

VHUILB34; VIILB.343; EX-1012, €298. A POSITA would have known that such
90
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links would be stored tn some location. EX-1006, 9746-53; EX-1012, #298. Biggs

discloses that these links can be stored in a remote data store under an account

related to the user's name and email address (.c., user profile). EX-1007, 4930-31,

34, 41-43; EX-1012, €298.

There would have been motivation to combine, and a reasonable expectation

of success in combining, Biggs with Shimura, Tsuji, and Aldrich because prior art

slements are merely combined according to known methods to yield predictable

results. See KSR, 550 U.S. at 415-21, EX-1012, 9299. Biegs taught the weil-

knownconceptthat click-links could be stored in a user profile. EX-1012, 9299.

Application ofthis teaching to Shimura, Tsuji, and Aldrich would have yielded a

predictable GUI capable of storing links between a visual representation (¢.g., a

thumbnail) and digital media content in a user profile (¢.g., a remote data store

under an account related to the user's name and email address). Jd.

Thus, the POSITA would have been motivated to combine the above

teachings to arrive at the Shimura-Tsuji-Aldnch-Biggs Computing System capable

of storing links between a thumbnail and image files in a remote data store under

an account related to the user's name and email address. fa, (300.
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2. Claim §

Biggs discloses the additional limitation of this claim, and the Shimura-

Tsuyji-Aldrich-Biges combination renders the claim obvious. See VHLA.4;

ViILC.1, EX-1042, 9§301-302.

Biggs discloses adding "click-links 405 to each thumbnail pointing back to

its related screen size image 204 in the Pmail data store 7." EX-1007, 943. Pmail

data store 7 is a remote data store associated with remote Pmail server 5. /a@., 930.

Biggs clarifies that Pmail data store 7 is associated with an "account relatedto the

sender's name and email address.” Ja, #42. Based on this and Aldrich's disclosure

of a remote storage account, EX-1006, 748, a POSITA would have knownto store

Aldrich's links between the thumbnails and image files in Aldrich's remote storage

account associated with the user. EX-1012, 4302. A POSITA wouldhave

understood that storing the click-link in Biggs's “account related to the sender's

name and email address,” (.e., a user profile) discloses "storing the association ...

an] a user profile” because "user profiles” and "user accounts” are used

interchangeably”

* User profiles were well-knownin the art prior to the Critical Date, as shown by

the following exemplary references: EX-1024, (local user profile" "roaming user
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BD. Ground 3: Shimura in view of Tsuji, Aldrich, and Chao renders
Claims 9 and 18-19 obvious.

1. Combination of Shimura, Tsun, Aldrich, and Chao

(thereafter "Shimura-Tsun-Aldrich-Chas combmation")
  
 

A POSITA would have been motivated to combine Aldnch with Tsuji and

Shimura (VIILB.2) and Chao with the foregoing for several reasons. Aldrich and

Chao are contemporancous references directed toward complementary solutions to

highly analogous problems im the same field of endeavor. EX-1012, 9303. They

are directed toward sharing image files and using a GUI to viewand manage the

image files. EX-1006, Title, Abstract; EX-1008, Abstract. Aldrich discloses a

GUI 500 where different albums can be viewed in an album view (EX-1006, {#46-

53, FIG. 5E), but does not disclose a timeline view.

orofile”, "user profile’, "user account", "mandatory user profile’); EX-1025, 187: : s o? s 2

776, EX-1026, passini, EX-1027, passim.
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Chao, however, discloses such a timeline view (FIG. 20 below) and an

album view, and a wayto switch between those views. EX-1008, 12:63-65, 15:7-

“yr
22.
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Chao discloses a main screen with display area 810 displaying different

albums Ud, 12:56-60, 13:5-9, FIG. 8 (below, annotated)), sunilar to the albums im

Aldrich’s display panel 520 CEX-1006, 56-57, FIG 5E (above)).
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Chao's main screen has a timeline button 804 (ccc) to transition the

displayed content to a timeline view. EX-1008, 12:63-65, FIG. 20 (above,

annotated). A POSITA would have been motivated to incorporate Chao's timeline

button 804 @ecd) into Aldrich's GUI 500, to be able to view the photos bytime "to

quickly disregard a large numberof collections imthe wrong years, and focus on a

subset that has a high probability of contaming the desired image.” EX-1008,

5:54-36; EX-1006, Modified FIG. SE; EX-1012, 9306.
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There would have been motivation to combine, and a reasonable expectation

of success in combming, Chao with Shimura, Tsuji, and Aldrich because prior artwy

elements are merely combined according to known methods to yield predictable

results. See KSR, 550 U.S. at 415-21, EX-1012, €307. Chao taught the well-

known concept of a timeline view, anda button to transition the displayed content

from the album viewto the timeline view. EX-1012, 9307. Application of this

teaching to Shimura, Tsui, and Aldrich would have yielded a predictable GUI

capable of transitioning between the album and timeline views byselecting a

button. /d.

Thus, thePOSTTA would have been motivated to combinethe above

teachings to arrive at the Shimura-Tsuji-Aldrich-Chao Computing System capable

7.
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of displaying album and timeline views, and including a virtual button to transition

between the album and timeline views. /d., 1303-308.

2 Claim9

Chao discloses the additional limitation of this claim, and the Shunura-Tsujt-

Aldrich-Chao combination renders the claim obvious. See VHILA.5; VHID.1; Ex-

1012, 49/309-3 12.

Chao discloses a header and a body. EX-1008, 12:56-65, FIG. 8

(annotated); EX-1012, 9310. Chao further discloses the "toggle element” (e.g.,

timeline button 804).

 
Fike View fun Ee)Jocks6 MelocseeweEC
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Chao discloses "Timeline button 804 [ercen] allows a user to display

archived images” in a timeline view. EX-1008, 12:63-65. Selecting timeline

button 804 "transitions the computing device display betweenthe album view

IFIG. 8 above] and the timeline view [FIG. 20 below] upon selection by a user.”

EX-1012, 931i
we:  SoSOUTER

5

 
  (BacktoAlbume)(44) CSidestow) Coeg

\zat0 3 > 8 oso 88 :

2 March (007 OBERnoHoBeloSEP February 2002 ;
200 FIG, 203

Arerrrrrrrrrrrrrrrrrnrrnin

 

bsg ‘3004

A POSITA wouldhave been motivated to incorporate Chao's timeline button

804 (ec) into Aldrich’s GUI 500 (Modified FIG. 5E of Aldrich below), so that a

user can more easily identify images to embed/attach in an email based on date

rather than user-created albums. /a., 9312.

99.
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Modified FRG. JEBUGECUEHEEE

3

DeedCLUECEEOLLELELEEOELELEELELELEEELELUEEELELUOEDEELEEELEEEEELELECELEEECALEEOECELEOECELELEEELEEEECELEEECELEEECALETAEEEEEEEEEEE
Jjaim 183.

[18a]pnitationLa.

Chao discloses [18a], by disclosing a "time view.” See VITLA.5, EX-1008,

4313-314,X-1012,-LL, FIG. 20,515:7

-100-
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A POSITA would have been motrvated to incorporate this time view with

Aldrich’'s GUI 500. See VIELD.1; EX-1012, #314.

b. Limitation [18b]

Chao discloses [i8b]. See VHLAS; EX-1012, (9315-317.

Chao discloses "a timeline metaphor for accessing and displaying archived

mages.” EX-1008, 15:7-9, FIG. 20 (annotated).

-101-
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Timeline 2000 includes scrubber 2004 (rec) that "indicates the number of image

albums associated with various time periods within the displayed range (March

1997 to February 2002 in this example)." /d., 15:14-17. The numberofcircles

:) indicate the number of albums at each date (organization segments"), 

thereby disclosing "the organization segments providing a visual indication of a

numberof digital media content items in each segment.” EX-1012, 9317.

Accordingly, the Shimura-Tsay-Aldrich-Chao combination renders obvious

Claim 18. See VIILD.1; EX-1012, 1313-318.

-102-
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4. Claim 1S

Chao discloses the additional limitation of this claim, and the Shimura-Tsuan-

Aldrich-Chao combination renders the claim obvious. See VULA.5; VULD.1; EX-

1012, #9319-320.

Chao discloses "employling] an interactive device, such as a mouse, to move

along the timeline, thereby searching through time for umages of mterest."” EX-

1008, 15:11-13. E.g., a user mayuse slide 2002 (red) to shift timeline 2000. Jd,

15:14, FIG. 20 (annotated).

 
-103-

HP Inc. - Exhibit 1005 - Page 3232



HP Inc. - Exhibit 1005 - Page 3233

Petition for /ater Partes Review

U.S. Patent No. 8,612,888

E. Ground 4: Shimura in view of Tsuji, Aldrich, and Kurtz renders
Claim 22 obvious.

1. Combination of Shimura, Tsun, Aldrich, and kurtz  

(hereafter "Shumura-Tsun-Aldrich-Kurtz combination") 

A POSITA would have been motivated to combine Aldrich with Tsuji and

Shimura (VIILB.2) and Kurtz with the foregoing for several reasons. Aldrich and

Kurtz are contemporaneous references directed toward complementarysolutions to

highly analogous problems im the same field of endeavor. EX-1012, 49321. They

are directed towardediting image files. EX-1006, 61; EX-1009, (97,9. Aldrich

discloses various options a user can perform on photos before sending them (e.g.,

editing, saving, previewing, etc.), but does not explicitly disclose what kinds of

edits can be made. EX-1006, 761. Kurtz, however, discloses editing metadata of

unages. EX-1009, 936.

Kurtz discloses features of conventional technology, such as an image

browser where a user can view photos and photo details like “dimensions, the date

and time it was taken, and the name of the camera that took 1." /a., 47. Kurtz

describes the need for an improveduser experience that "enables users to readily

locate an item based on the metadata associated with that item” and “which

allow[s] users to enter and edit metadata associated with items of various types

within a shell browser without the need to invoke an application program.” /d., 48.

This would have provided motivation for a POSITAto imcorporate Kurtz's

-104-
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disclosure into Aldrich, especially given Aldrich’s disclosure that photos can be

edited before sending. EX-1012, 4322.

There would have been motivation to combine, and a reasonable expectation

of success in combining, Kurtz with Shimura, Tsuji, and Aldrich because priorart

elements are merely combined according to known methods to yield predictable

results. See KSR, 550 US. at 415-21, EX-1012, 4323. Kurtz taught the well-

known concept of editing metadata of image files, and application of this teaching

to Shimura, Tsun, and Aldrich would have yielded a predictable GUI capable of

editing photo metadata” EX-1012, 9323.

Thus, the POSITA would have been motivated to combine the above

teachings to arrive at the Shimura-Tsuji-Aldrich-Kurtz Computing Systemto edit

the metadata of imagefiles. Jal, 4321-324.

2. Claim 22

Kurtz discloses the additional limitation ofthis claim, and the Shimura-

Tsuji-Aldrich-Kurtz combimationrenders the claim obvious. See VIILA.6;

VIILE.1; EX-1012, 325-326

’ Editing metadata was well-known. EX-1028, 117, EX-1029, Abstract, 3:25; EX-

1030, #910, 15; EX-1031, Tithe, Abstract.

-{03-
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Kurtz discloses "user modification of metadata,” specifically a window 200

with an edit control 208 that "presents the user with the option of making edits to

the metadata.” EX-1009, Abstract, #36. "A user can also viewa photo’s details,

such as its dimensions, the date and time it was taken, and the name of the camera

that took it.” Ja, 47. The date and time are examples of metadata that can be

editedin Kurtz. EX-1012, 9326.

KF. Ground 5: Shimura in view of Tsuji, Aldrich, and Choi renders
Claim 20 obvious.

i. Combimation of Shimura. Tsun, Aldrich, and Cho:

hereafter 'Shimura-Tsuti-Aldrich-Choi combination”

 

  

A POSITA would have been motivated to combine Aldrich with Tsuji and

Shimura (VIITIB.2) and Choi with the foregoing for several reasons. Aldrich and

Chot are contemporancous references directed toward complementary solutions to

highly analogous problems tn the same field of endeavor. EX-1012, 9327. They

are directed toward sharing mage files. EX-1006, 761; EX-1010, 2:5-14, 36-43.

Aldrich discloses sending links to remotely stored photos or thumbnails via email,

but does not explicitly disclose details of the remote storage account storimg the

photos. EX-1006, 761. Choi, however, discloses such details of a photo hosting

site with various levels of sharing. EX-1010, Abstract.

Choi discloses different users having different levels of access to an album:

(1) a viewer level to viewthe album photos, (2) a contributor level to view and add

-106-
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photos, and (3) a managerlevel to viewand add photos, share the album with other

users, and assign various levels of sharing to users. /@.,5:48-61. The album

creator may receive the highest level of control, which mcludes deleting the album,

changing other users’ level of sharing, and removing albumaccess for users. /d.,

5:61-65. A POSITA would have been motivated to combine Choi with Aldrich to

detail a user interface of a remote photo storage account. EX-1012, 4328. E.z.,

any user selecting a link or linked thumbnail of Aldrich may be redirected to Choi's

photo hosting site and presented with an interface from FIGs. 2 and 3, which

include a status icon (ec) indicating changes to the albumand/or photos. EX-

1010, 7:40-42, 9:15-25, 47-52.

~107-
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In FIG. 2 above, the user is presented with a home page 101 that includes,

among other elements, "status icon 205 [rec] indicating if the album has been

recently updated, for example, without limitation, recently created or recently

having photos added.” /d., 9-18-25. In FIG. 3 above, the user is presented with a

photo viewer page 135 that includes "status icon 303 [rec] ... displayed in the

upper left corner to indicate if the photo has been recently added or modified.” /d.,

947-52,

There would have been motivation to combine, and a reasonable expectation

of success in combining, Choi with Shimura, Tsuji, and Aldrich because prior artwy

-109-
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elements are merely combined according to known methodsto yield predictable

results. See KSR, 550 US. at 415-21; EX-1012, 9330. Choi taught the concept of

presenting a status icon indicating changes to an album/photo to multiple users in a

GUL, and application of this teaching to Shimura, Tsup, and Aldrich would have

yielded a predictable photo hosting environment capable of notifying other users of

changes made to an album and/or photo. EX-1012, 9330.

Thus, the POSITA would have been motivated to combine the above

teachings to arrive at the Shimura-Tsuji-Aldnich-Choi Computing System using the

Choi photo hosting site to notify other users of changes made to an album and/or

photo. Jd, 1327-331.

2. Claum 20

a. Limitation [20a]

Aldrich discloses GUI 506 to add image files to queue 510 to embed photos

to sendto another user. EX-1006, 950; VIILA.3. This discloses [20a], by

“permit[ting] the user to share the at least one visual representation [thumbnail ofa

photo album cover], meluding any associated digital media content [full sized

photos in the album] with another user." EX-1012, 9332.

b. Limitation [20b|

Choi discloses [20b]. See VIILA.7; EX-1012, 79333-334.

The ‘888 Patent describes that various files are stored remotely. See

VIILC.2; EX-1001, 20:12-14, 35-43, 63-67. Choi discloses "sendling] digital
-110-
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photo files as emails or email attachments to the intended recipients. In this

method, photos are uploaded to an email server and recipients download the photos

to their computer to view the photos. The photos are stored in the email servers."

EX-1010, 1:37-41.

€. Limitation [20c|

Choi discloses [20c]. See VIULA.7; EX-1012, 9335-337.

The ‘888 Patent describes that when "a person shares an album with the user

via aregistered online hosting service, and subsequently updates the shared album

to include newitems, the new items may be automatically added to the user's

digital media library.” EX-1010, 20:49-S3,

Choi discloses status icon 205 “indicating if the album has been recently

updated, for example, without limitation, recently created or recently having

photos added.” /a, 9:21-25 (emphasis added). The status icon can “be presentfor

all viewers.” fa, 9:62. Therefore, the photo-hosting site of Choi updates the

albumfor all viewers based on afirst user's changes to the photos since the status

icon is "present for all viewers,” thereby “updating any associated digital media

automatically for the another user.” EX-1012, 9337.

d. Limitation [20d]

Choi discloses status icon 205 that identifies whether "the album has been

recemtly updated, for example, without limitation, recently created or recently

-Lil-
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having photos added.” EX-1010, 9:21-25; see VIULA.7, VIILF 2.c. Therefore,

Choi discloses [20d] by disclosing "at least one of addition of digital media content

associated with the at least one visual representation.” EX-1012, 4338.

Accordingly, the Shimura-Tsupi-Aldrich-Choi combination renders obvious

Claim 20. See VUOLP.1; EX-1012, 74332-339.

G. Ground 6: Shimura in view of Tsuji, Aldrich, Chel, and Manolis
renders Claims 17 and 21 obvious.

i. Combination of Shimura, Tsui, Aldrich, Choi, and Manolis 

(hereafter "Shimura-Tsuii-Aldrich-Cho-Manalis 

combination")

A POSITA wouldhave been motivated to combine Choi with Tsuyi,

Shimura, and Aldrich CVULE.1) and Manolis with the foregoing for several

reasons. Aldrich, Chot, and Manolis are contemporaneous references directed

toward complementary solutions to highly analogous problems im the same field of

endeavor. EX-1012, 4340. All are directed toward sharing image files. EX-1006,

"61; EX-1OL0, 2:5-14, 36-43; EX-LO11, 4:60-63. Aldrich and Manolis are directed

toward using email to share mage files, and allowthe user to add multiple photos

to share. EX-1006, Abstract, 1948-50; EX-1011, 9:52-63. While Aldrich discloses

sharing photos stored on a remote storage account, it does not disclose howthe

recipient of the shared photos accesses them. EX-1006, {48. Manolis, however,

discloses that relevant information (e.g., URL, Sign In name, password, etc.) is

sent along with the email and related shared photos. EX-1011, 9:52-63.

-{i2-
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Manolis discloses a Share Photos envelope 2401 that “hold[s| images that

are to be made accessible onlme to the specified share recipient.” /d., 9:48-50.

After selecting the recipient, the user can create a subject and message for the

email. fe, 9:52-54. When the email is sent with the shared photos, information

CURL, Sign In name, password, cic.) is sent along with the email to the recipient.

fd. 9:°55-57. A POSITA would have known to send this information so that the

recipient would be able to access the remotely stored photo. EX-1012, 9341.

There would have been motivation to combine, and a reasonable expectation

of success in combming, Manolis with Shimura, Tsan, Aldrich, and Choi because

prior art elements are merely combined according to known methods to yield

predictable results. See KSR, 550 U.S. at 415-21; EX-1012, 9342. Manolis taught

the well-known concept of including remote service settings (access information to

aremote storage account), and application of this teaching to Shimura, Tsuji,

Aldrich, and Choi would have yielded a predictable email environment capable of

providing a recipient access to the remotely stored photos.? EX-1012, #342.

Thus, the POSITA would have been motivated to combine the above

teachings to arrive at the Shimura-Tsuji-Aldrich-Choi-Manoclis Computing System

* Including remote service settings was well-knownin the art. EX-1032, Section

4.1; EX-1033, §843-45, 87; EX-1034, 929, 51; EX-1035, 1:27, 7:25-30.

-113-
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using the information of Manolis to provide a recipient access to the remotely

stored photos. /d., #7340-343.

Ze Claim 17

a. Limitation [17a]

The GUI 300 of Aldrich is used to share files, such as image files, with

another user by aggregating all the files a user wants to send m queue 510. See

VIILA.3, VOLB.IL, VULF.2.a; EX-1006, 950. A POSITA would have understood

that this discloses "a share operation,” and thereby discloses [17a]. EX-1012,

4344,

D. Limitation [17h]

The '888 Patent describes that state entries "reflect[] amy edits made to the

referenced digital media content.” EX-1001, 4:21-22, 6:52-53, 9:10-12, 49-26-30.

Choi discloses identifying such state entries, by disclosing an exemplary album on

home page 101. EX-1010, 7:40-42, 9:15-25, 47-52, FIG. 2 (annotated); VHILA.7.

-{14-
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Figure 2:
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On home page LO1 there is "a status icon 205 [rec] indicating if the album has been

recemtly updated, for example, without limitation, recently created or recently

having photos added." /d@., 9:21-25. Choi also discloses status icon 303 (vec) that

identifies whether an individual "photo has been recently added or modified.” /d.,

9:30-52; FIG. 3 (annotated).

-{i5-
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SNA,

Thumbnail 
Figure 3

A POSITA would have understood that the status icon of Choi "identiflies] any

state entries [edits made to the photos] for the plurality of digital media content."

EX-1012, 4347,

c. Limitation [17c]

Manolis discloses [17c], by disclosing “information (URL, Sign In name,

password, ctc.} for accessing the shared images.” EX-1011, 9:56-57; see VIILAS.

The information is "identified" in order to be sent along with the email. EX-1012,

348.

d. Limitation [17d]

-116-
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Aldrich in combination with Choi and Manolis discloses [17d] and rendersit

obvious. Aldrich discloses "transmitting a visual representation [thumbnail of

album cover photo] associated with the plurality of digital media content [photos]

... to another streamlined device user,” by disclosing sending embedded and/or

attached image files to other users. EX-1006, Abstract,57-58. A POSITA

would have understood that an email server would receive the request to send an

email with embedded/attached photos, and the email server would transmit the

email to the other user. EX-1012, 4349.

Choi discloses "transmitting ... any state settings ... to another streamlined

device user,” by disclosing status icons 205 and 303 that can indicate if an album

was updated (e.g., photos added) or individual photos were recently added or

modified. EX-1010, 9:21-25, 50-52. The status icon can "be present for all

viewers.” Jd, 9:62. A POSITA would have anderstood that in Choi, if the album's

creator makes any changes to the album, the photo hosting site (remote server)

would transmit a notification indicating the changes to other users via the status

icons. EX-1012, €350.

Manolis discloses "transmitting ... any remote service settings ... to another

streamlined device user,” by disclosing that an email with the attached photosis

sent "along with mformation (URL, Sign In name, password, etc.) for accessing the

shared images.” EX-1OLE, 9:55-57.

=| 17-
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Accordingly, the Shimura-Tsuji-Aldrich-Choi-Manolis combination renders

obvious Claim 17. See VIILG.1; EX-1012, 49344-3532.

3. Claim 21

a. Limitation [21a]

Aldrich discloses [21a]. See VHI_A.3; VIILF.2.a; EX-1012, 4353.

b. Limitation [21h]

Aldrich in combination with Choi and Manolis discloses [21b] and renders it

obvious. See VUIG. 1, VING.2.d, EX-1012, 9354.

Accordingly, the Shimura-Tsuji-Aldrich-Choi-Manolis combination renders

obvious Claim 21. See VI.G.1, EX-1012, 9353-355.

Respectfully submitted,

Dated: April 27, 2021 /s/ Martin R. Bader
Martin R. Bader (Reg. 54,736)
SHEPPARD MULLIN RICHTER &

HAMPTON LLP

12275 El Camino Real, Suite 100
San Diego, CA 92130
Tel.: (858) 720-8900
Fax: (858) 509-3691

Counselfor Petitioner
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CERTIFICATION UNDER 37 C.E.R. § 42.24(D}   

i certify that the foregoig complies with the type-volume limitation of

37 CFR. § 42.24 and contains 13,968 words based on the word count mdicated by

the word-processing system used to prepare the paper, and excluding those

portions exempted by § 42.24(a).

Date: April 27, 2021 /s/ Martin R. Bader
Martin R. Bader

Registration No.: 54,736
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CERTIFICATE OF SERVICE

Pursuant to 37 CFR. §842.6(¢) and 42.105(a), the undersigned hereby
certifies that the foregoing PETITION FOR INTER PARTES REVIEW
UNDER 35 U.S.C. §8311 ET SEQ. AND 37 C.F.R. §42.1600 ET SEQ. (CLAIMS
1-26 OF U.S. PATENTNO. 8,612,888), including all exhibits and supporting
evidence, was served in its entirety on April 27, 2021, by electronic mail pursuant
to written agreement, upon counsel for the Patent Owner, the WOLF
GREENFIELD & SACKS,PC. firm, to the followime individuals and email
addresses:

Michael Albert, Michael.Albert@WolfGreenfield.com
Gerald Hrycyszyn, GeraldHrycyszyn@WolfGreenfield.com

Mane A. McKiernan, Maric.McKiernan@wolfgreenfield.com
Erie Rutt, EricRutt@WolfGreentieldcom
WGS-LithyLenovo@WolfGreenfield.com

WOLF GREENFIELD &SACKS,P.C.
600 ATLANTIC AVENUE

BOSTON MA 02210-2206

Respectfully submitted,

Dated: April 27, 2021 ae,
is} Martin R. Bader

Martin R. Bader (Reg. No. 54,736)
SHEPPARD MULLIN RICHTER &

HAMPTON LLP

12275 El Camino Real, Sutte 100
San Diego, CA 92130
Tel.: (858) 720-8900
Fax: (858) 509-369]

Counselfor Petitioner
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Trials@uspto.gov Paper: 6
571-272-7822 Entered: October 21, 2021

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD
 

LENOVO (UNITED STATES)INC.,
Petitioner,

Vv.

LITL LLC,
Patent Owner.

IPR2021-00822

Patent 8,624,844 B2

Before MICHELLE N. ANKENBRAND, GARTH D. BAER,and
BRIAN D. RANGE,Administrative Patent Judges.

BAER, Administrative Patent Judge.

DECISION

Denying Institution of /nter Partes Review
3S US.C. $ 314
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I. INTRODUCTION

Lenovo (United States) Inc. (“Petitioner”) filed a Petition (Paper1,

“Pet.”) requesting an interpartes review of claims 1—16 and 18—22 of U.S.

Patent No. 8,624,844 B2 (Ex. 1001, “the ’844 patent’). LiTL LLC (“Patent

Owner’’) filed a Preliminary Response. Paper 5 (Prelim. Resp.”).

Wehaveauthority to determine whetherto institute an interpartes

review. See 35 U.S.C. § 314 (2018); 37 C.F.R. § 42.4(a) (2020). The

standard for institution is set forth in 35 U.S.C. § 314(a), which providesthat

an interpartes review maynotbe instituted unless “there is a reasonable

likelihood that the petitioner would prevail with respect to at least 1 of the

claims challenged in the petition.” As discussed below, we determine that

Petitioner does not show a reasonable likelihood of prevailing with respect

to the challenged claims. Accordingly, we denyinstitution of an interpartes

review.

Il. BACKGROUND

A, RelatedMatters

The parties identify the following as a related matter: Li7’L LLC vy.

Lenovo (United States), Inc. and Lenovo (Beijing) Limited, 1:20-cv-00689-

RGA(D.Del.). Pet. 2; Paper 4, 1. Patent Owneralso identifies the following

as related matters: IPR2021-00681, IPR2021-00786, IPR2021-00800, and

IPR2021-00821. Paper4, 2.

B. The ’844 Patent (Ex. 1001)

The °844 patentis titled “Portable Computer with Multiple Display

Configurations.” Ex. 1001, code (54). The computer system of the ’844

patent describes different profiles to customize the graphical user interface

in different modes, including a laptop mode in which the portable computer
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has a conventional laptop appearance, with the display inclined at a viewing

angle from the base (id. at 6:26—28); an easel mode in whichthe base of the

computer and its display stand upright forming an inverted “V,” and the

display and keyboard are on opposite sides (id. at 7:48-61); and a frame

mode in which the display and base are at a similar orientation and angle as

in easel mode, but with the base lying flat on a surface and the keyboard

facing down(id. at 16:3—13).

Figure 17 of the ’844 patent, reproduced below,illustrates a portable

computer in laptop mode. /d. at 5:13-15.

 
wan

 . ot t\ ‘ Layer ohennet |\ * ceanaett&WEE ‘
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Figure 4 of the ’844 patent, reproduced below,illustrates the portable

computer in easel mode. /d. at 4:47-48.
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FES. 4

Figure 26 of the ’844 patent, reproduced below,illustrates the portable

computer configured into frame mode. /d. at 5:35—37.

 
Keysoard facing down
info purfacss

FIG, 26

The °844 patent explains that the display’s orientation can change

based on the different modesor in response to a user’s input. /d. at 2:42—44.

C. Challenged Claims

Amongchallenged claims 1—16 and 18—22, claims 1, 10, and 18 are

independent. Claim 1 is exemplary of the claimed subject matter and is

reproduced as follows:
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1. A portable computer configurable between a plurality of
display modesincluding a laptop modeand an easel mode
wherein transitions between the plurality of display modes
allows an operator to interact with a single display screen in
each of the plurality of display modes, the portable computer
comprising:

a base including a keyboard;

a main display componentrotatably coupled to the base such
that the main display componentandthe base are rotatable with
respect to one another about a longitudinal axis running along
an interface between the main display componentand the base
to transition between at least the laptop mode andthe easel
mode, the main display component including the single display
screen, wherein the transition between the laptop mode and the
easel modeallows the operator to operate the portable computer
while viewing the single display screen in each of the plurality
of display modes, wherein

the laptop modeis configured to display to a user on the main
display componenta first content mode havinga first content
display orientation with the main display componentoriented
towards the user and the keyboard oriented to receive input
from the user;

the easel mode is configured to display to the user on the main
display component a second content mode having a second
content display orientation with the main display component
oriented towards the user and the keyboard oriented away from
the user, wherein the first and second content display
orientations are 180 degrees relative to each other, and wherein
the portable computer is operable in the easel mode to enable
the user to interact with displayed content without interacting
with the keyboard; and

a navigation control disposedat least partially within the base
and rotatable about the longitudinal axis, the navigation control
configured to permit a user to control at least one of operating
parameters of the portable computer and content displayed on
the single display screen wherein the plurality of modes

HP Inc. - Exhibit 1005 - Page 3255



HP Inc. - Exhibit 1005 - Page 3256

IPR2021-00822

Patent 8,624,844 B2

includes a frame [mode!] in which the main display component
is oriented towards the operator, the base contacts a
substantially horizontal surface, and the keyboard facesthe
substantially horizontal surface.

Ex. 1001, 17:9-51.

D.—Asserted Grounds of Unpatentability

Petitioner asserts the challenged claims are unpatentable based on the

following grounds:
 

1, 3-5, 7-10, 13-16 103 Shimura,’ Tsuji, Pogue®
Shimura, Tsuji, Pogue,

103 Escamilla®
103 Shimura, Tsuji, Pogue,

Escamilla, Yeh’
18, 22 103 Shimura, Tsuji, Pogue, Lin®

  
 

' Original claim 1 recites a “frame”not a “frame mode.” Ex. 1001, 17:47.
On April 1, 2014, the Office issued a Certificate of Correction that inserts
the word “mode”after the word “frame” in claim 1. /d. at Certificate of

Correction.

? The Leahy-Smith America Invents Act (“AIA”) amended 35 U.S.C. § 103.
See Pub. L. No. 112-29, 125 Stat. 284, 285-88 (2011). As the application
that issued as the ’844 patent was filed before the effective date of the
relevant amendments, the pre-AIA version of § 103 applies.

3 JP1994-242853 (H6-242853), published September 2, 1994 (Ex. 1003).
Werefer to the Certified English translation (Ex. 1004, “Shimura’”’).

+ US 2005/0062715 A1, published Mar. 24, 2005 (Ex. 1005, “Tsuji”).

> Windows XP HomeEdition: The Missing Manual (2d ed.) (David Pogue,
Pogue Press, LLC & O’Reilly Media, Inc. 2004) (Ex. 1006, “Pogue’’).

° US 6,724,365 BI, Apr. 20, 2004 (Ex. 1007, “Escamilla”).

7 US 6,396,419 B1, May 28, 2002 (Ex. 1008, “Yeh”).

8 US 2007/0013682 A1, published Jan. 18, 2007 (Ex. 1009, “Lin”).

6
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 11, 12, 19,21 103 Shimura, Tsuji, Pogue,
Escamilla, Lin

Pet. 3-4. Petitioner supports the asserted grounds with the Declaration of

Jean Renard Ward. Ex. 1010.

IW. DISCUSSION

A. Level ofOrdinary Skill in the Art

Petitioner contends that a person of ordinary skill in the art

(“POSITA”)

would have had at least a Bachelor’s degree in Electrical
Engineering, Computer Engineering, or Computer Science, plus
two to three years of work experience in designing hardware
and/or software aspects of the User Interface (UI) for portable
computing devices; the POSITA would also be familiar with
designs of the user interface employed and displayed by the
operating system and its organization of content and
functionality. Alternatively, the POSITA would have received a
graduate degree such as a Master’s or PhD degree with at least
one year of work experience related to hardware and/or software
design aspects of the UI for portable computing devices; the
POSITA would also be familiar with designs of the user interface
employed and displayed by the operating system and its
organization of content and functionality.

Pet. 15—16 (citing Ex. 1010 ¥ 26).

Patent Owner doesnot dispute Petitioner’s asserted level of ordinary

skill in the art. See generally Prelim. Resp.

Wefind, based on the current record, that Petitioner’s contention 1s

reasonable. For purposes of this Decision, we adoptthe level of ordinary

skill in the art Petitioner proposes.

HP Inc. - Exhibit 1005 - Page 3257



HP Inc. - Exhibit 1005 - Page 3258

IPR2021-00822

Patent 8,624,844 B2

B. Claim Construction

Petitioner proposes a claim construction for “content mode,” as well
99 ¢¢

as several related terms,1.e., “first content mode,” “second content mode,”

and “mode(s) of content.” Pet. 16-18. We determine we need notexplicitly

construe those terms to determine whetherto institute an interpartes review.

See Nidec Motor Corp. v. Zhongshan Broad Ocean Motor Co., 868 F.3d

1013, 1017 (Fed. Cir. 2017) (“we need only construe terms‘that are in

controversy, and only to the extent necessary to resolve the controversy’”

(quoting Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803

(Fed. Cir. 1999))).

Wedetermine, however, that construction is necessary for “frame

mode.” Claim 1 recites, amongother things, “[a] portable computer

configurable between a plurality of display modes . . . wherein the plurality

of modesincludes a frame mode in which the main display componentis

orientated towards the operator, the base contacts a substantially horizontal

surface, and the keyboard faces the substantially horizontal surface.”

Ex. 1001, 17:9-51; see id. at Certificate of Correction. Independent claims

10 and 18 have similar “frame mode”limitations. /d. at 18:65—19:2, 20:25—-

29. The °844 patent explains that frame modeis “illustrated in FIG. 26.” Jd.

at 16:2—3. Figure 26 is reproduced below.
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FIG, 26

Figure 26 and the accompanying text characterize frame mode as having the

keyboard face down on a surface with the screen face up, and the base and

display components forming a non-zero angle 134, similar to easel mode’s

inverted “V.” See id. at 16:6—-13.

Frame modeis distinct from “tablet mode,” which the ’844 patent

acknowledges was knownin theart. See id. at 1:32—55 (citing U.S. Patent

Nos. 6,771,494 (Ex. 2009) and 6,266,236 (“the ’236 patent’) (Ex. 2010)). In

tablet mode, the display is “rotated and folded against the base.” /d. at 1:43—

46. Tablet mode is depicted, for example, in the ’236 patent’s Figure 2,

whichis reproduced below.

 
Figure 2
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“T]he specification is always highly relevant to the claim

construction analysis. Usually,it is dispositive; it is the single best guide to

the meaning of a disputed term.” Philips v. AWH Corp., 415 F.3d 1303,

1315 (Fed. Cir. 2005). Consistent with the ’844 patent’s specification, for

purposesof this Decision, we construe “frame mode”as having the

keyboard face down on a surface with the screen face up, and the base and

display components forming a non-zero angle. Frame modeis distinct from

“tablet mode,” where the display is flush against the base.

C. Analysis

1. Overview ofShimura (Exs. 1003 and 1004)

All grounds rely on Shimura. Shimura is a Japanese patent application

publication (Ex. 1003), for which Petitioner provided a certified English

translation (Ex. 1004). Shimura relates to a personal computer that “can

adopt a modesuitable for a user environment centered on a pen input

operation and a mouse input operation while retaining a mode which can use

a keyboard.” Ex. 1004, code (57). Figure 1 of Shimura, reproduced below,

illustrates an example of the personal computer. /d.

205 display means
\ BEE cover part

  1d: +£-¥

[MisSeyboard|
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As shownin Figure 1, the personal computer includes main part 101

provided with keyboard 104 on the front; cover part 102 provided with

display 105 on the front; and coupling mechanism 103, which enables the

opening and closing of computer parts 101 and 102 andis used to couple

one end of main part 101 and one end of cover part 102 with display 105

such that cover part 102 faces main part 101. /d. Coupling mechanism 103is

structured so that it can also open coverpart 102 so that the orientation of

cover part 102 exceeds 180° relative to main part 101. /d. Figure 4 of

Shimura, reproduced below, shows an inclined view of the personal

computer, with main part 101 rotated nearly 360° with respect to cover part

102. Id. 49 16-17, Fig. 4.

 
 

;

Wotdisnlayexamateff
2

 

nd ts

csommunmammmmmnnntiedike-.assaeAN=he
* O&1:BRE

OF main part t
Shoeieee$

As shownin Figure 4, coupling mechanism 103 enables the rotation of cover

part 102 with respect to main part 101. /d. 4 12-13. Coupling mechanism

103 is fastened by hinges to main part 101 and cover part 102. /d. ¥ 12.
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2. Obviousness Analysis

Based on the present record, Petitioner does not demonstrate a

reasonablelikelihood of showing the asserted prior art would have rendered

obvious the subject matter of challenged claims 1—16 and 18-22.

Independentclaims 1, 10, and 18 require a “frame mode in which the main

display componentis oriented towards the operator, the base contacts a

substantially horizontal surface, and the keyboard faces the substantially

horizontal surface.” Ex. 1001, 17:47-51, 18:66—19:2, 20:27-30, Certificate

of Correction. Forall of its asserted grounds, Petitioner relies on Shimura’s

Figure 4 for teaching the claimed “frame mode.” Pet. 57, 87, 102. We agree

with Patent Owner that Shimura’s Figure 4 does not disclose or suggest a

frame mode. See Prelim. Resp. 27-32.

Shimura’s Figure 4 (reproduced below,left) depicts the device’s

display folded against the base—1.e., tablet mode—trather than in a frame

mode where the base and display components form a non-zero angle similar

to easel mode’s inverted “V,” as depicted in the *844 patent’s Figure 26

(reproduced below,right).

 
FIR. 26

Although, as Petitioner notes, Shimura teachesthat its computer can be

configured to any angle between 0° to 360°, see Pet. 22 n.1 (citing Ex. 1004

12
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4 8, 10, 17), that too does not disclose frame mode. This is so because, as

Patent Owner explains, beyond the required opening angle, frame mode

additionally requires a hinge that “must support the display to preventit

from collapsing into tablet mode.” Prelim. Resp. 31. Petitioner points to

nothing in Shimura that would indicate its hinge could support the display in

frame mode. See Pet. 22, 41-42, 46-47, 53, 57, 59, 70. Thus, on the current

record, Petitioner has not made a sufficient showing that the asserted

combinations of Shimura and other references teach or suggest the claimed

plurality of modes including a “frame mode”as requiredin all the

challenged claims.

IV. CONCLUSION

For the reasons above, we determine that Petitioner has not

established a reasonable likelihood that it would prevail in showingthatat

least one of the challenged claimsis unpatentable.

V. ORDER

In consideration of the foregoing,it is hereby:

ORDEREDthat the Petition is denied, and we do notinstitute an inter

partes review of any claim of the ’844 patent based on a ground asserted in

the Petition.
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For PETITIONER:

Martin Bader

Nam Kim

Mike Kim

Michael Hopkins
SHEPPARD, MULLIN, RICHTER & HAMPTON LLP

mbader@sheppardmullin.com
nkim@sheppardmullin.com
mskim@sheppardmullin.com
mhopkins@sheppardmullin.com

For PATENT OWNER:

Gerald Hrycyszyn
Richard Giunta

Curtis Powell

WOLF GREENFIELD & SACKS,P.C.

ghrycyszyn-ptab@wolfgreenfield.com
rgiunta-ptab@wolfgreenfield.com
cpowell-ptab@wolfgreenfield.com
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UNITED STATES PATENT AND TRADEMARE OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

LENOVO (UNITED STATES) INC.
Petitioner

Vv.

LITL LLC

Patent Owner

IPR Case No. [PR2021-00822

U.S. Patent No. 8,624,844

PETITION FOR INTER PARTES REVIEW

UNDER 35 U.S.C. 8311 ET SEG, AND 37 CLELR, §42. 100 ET SEG.
(CLAIMS 1-16 and 18-22 OF U.S. PATENTNO. 8,624,844)
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EXHIBIT LIST

 
L001 ULS. Pat. No. 8,624,844 ("the '844 Patent")

Prosecution History ofthe '844 Patent

JP 1994-242853 to Shimura 

Certified English translation of JP 1994-242853 C’Shimura")

Windows AP Home Edition: The Missing Manual, 2nd Edition
("Pogue")

US. Pub. No. 2007/0013682 to Lin et al. ("Lin")

Declaration of Jean Renard Ward 

Curriculum Vitae of Jean Ward 

Claim Listing

Family Diagram of Modified Shimura Computers

U.S. Pub. No. US 2005/0122318 to Tonouchi C"Tonoachi")

US. Pat. No. 7,061,472 ("472 Schweizer") 

Panasonic-CF-19-laptopmanual (CF-19)

Dell Latitude XT Tablet

Hardy, Lenovo ThinkPad X61 Tablet PC Review (2007)
("Lenove")

 
HP Inc. - Exhibit 1005 - Page 3266



HP Inc. - Exhibit 1005 - Page 3267

Petition for /nter Partes Review

US. Patent No. 8,624 844 

 
1019 Clifford & Gomez, Measuring Tilt with Low-g Accelerometers

(2005) ("Freescale")

U.S. Pub. No. 2006/0034042 to Hisano et al. CHisano”)

JP 2002-258982 to Kiyoyuki

Certified English translation of JP 2002-258982 ("Kiyoyaki ") 

JP 1996-179851 to Shigeo 

Certified English translation of JP 1996-179851 ("Shigeo")

Certified English translation of DE 1031455A1 C'Schweizer")

U.S. Pat. No. 6,493,216 to Lin ("Lin")

US. Pat. No. 8,151,105 to Park et al. ("Park")

Ride, MIT's $100 Laptop (2005 ("(MIT")

ULS. Pat. No. 5,559,670 to Flint et al. ("Flint")eeeeeeeed

 
 

Panasonic CF-T8 Operating Instructions

Motion Computing M1400 Tablet PC User Guide

Motion Computing M1400 Tablet PC Addendum

HP CompagTablet PC TC1100 QuickSpecs ("Compaq")

Sony Vaio VGN-UX280P (UX Series MicroPC) Spec Sheet

U.S. Pub. No. 2006/00825454 to Caine et al. ('Caime") 

U.S. Pat. No. 5,436,954 to Nishiyama et al. C’'Nishiyama’)oi

1038 U.S. Pub. No. 2007/0013674 to Woolley ("Woolley")
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104) EPO English translation of JP 2001-298514 ("EPO Toba")

1042 Intentionally left blank

1043 Intentionally left blank

 
 

1044 Intentionally left blank

1045 Intentionally left blankpeepeened

1046 Intentionally left blank

1047 ThinkPad X61 Tablet Service and Troubleshooting Guide
("Lenovo Service Guide")

1048 Microsoft Computer Dictionary Fifth Edition ("Microsoft
Dictionary")

104s Dell Latitude XT Quick Reference Guide ("Dell Quick
Reference”)

9

1050 Dell Latitude XT User's Guide ("Dell User's Guide")
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I. INTRODUCTION

The 21 challenged claims are directed to a portable computer with multiple

display modes and related features, all of which were well-known before the

priority date. This portable computer is configurable between various display

modes, including a laptop, easel, and frame mode. But these modes, and portable

computers configurable to transition between them, were all well-knownbefore the

priority date. Related claimed features include aplurality of content modes, a

navigation control configured to control an operating parameter and displayed

content, a hinge assembly, detection of the display mode based ona rotation

sensor, andautomatic rotation of displayed content based on a detected display

mode. But likewise, these and other claimed features were also all well-known

before the priority date.

As explained below,five prior art references--Shimura, Tsupi, Pogue,

Escamilla, Yeh, and Lin—in various combinations render obvious all 21

challenged claims. This petition requests that the Board find unpatentable and

cancel all challenged claims.

TH.=MANDATORY NOTICES UNDER 37 CLE.R. $42.8

A. Real Parties-In-Interest (§42.5 (DD)

Pursuant to 37 C.F.R. § 42.8(b)(1), Lenovo (United States) Inc.

("Petitioner") is a real party-in-interest. Petitioner is an indirect wholly-owned

subsidiary of Lenove Group Limited. Because Lenovo (Beying) Limited has been
-|-
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named as a defendant in the "related matter” identified pursuant to 37 C.F.R. §

4280)(2) Ge, LTD LLC y. Lenovo (United States), Ine. and Lenovo (Beijing)

Limited., Case No. 1:20-cv-00689 CD. Del.)), Lenovo (Being) Limited is also a

real party-in-interest.

B. Related Matters ($42.8 (b)2))

The patent at issue, U.S. Patent No. 8,624,844 ("844 Patent"), is the subject

of the following district court proceeding: LIT LLC vy. Lenove (United States) Inc.

and Lenovo (Beijing) Limited, Case No. 1:20-cv-00689 (D. Del).

C. Lead and Backup Counsel (§42.8 (b})(3))

Petitioner appoints Martin Bader (Reg. No. 54,736) of Sheppard, Mullin,

Richter & Hampton LLP as Lead Counsel, and appoints Nam Kim (Reg. No.

the same firm as Back-Up Counsel. An appropriate Power of Attorneyis filed

concurrently herewith.

D. Service Information ($42.8 (b}(4))

Service of any documents to Counsel can be made via hand deliveryto

Sheppard Mullin Richter & Hampton LLP, 12275 El Camino Real, Suite 100, San

Diego, California 92130. Petitioner consents to service by e-mail at LegalTm-

LNV-LTL@sheppardmullin.com.
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HE, FEE FOR IPR (37 C.P.R. §42.15(a) and §42.103)

Petitioner has paid the required fees. The Office is authorized to charge any

fee deficiency, or credit any overpayment, to Deposit Account No. 50-4561.

TV, REQUIREMENTS FOR JPR UNDER 37 CLPLR. §42.164

A. Grounds for Standing (§842.104(a)}

Petitioner certifies that the ‘844 Patent is available for IPR and that the

Petitioner is not barred or estopped from requesting IPR challenging the claims of

the '844 Patent.

B. Identification of Challenged Claims (§42.1040))0)}

This Petition challenges the validity of claims 1-16 and 18-22 ofthe '844

Patent ("Challenged Claims").

C. Grounds of Challenge (§42.104(b)(2))

The Grounds of unpatentability presented in this Petition are as follows.

Obvious over Shimura in view of Tsun,
in further viewof Pogue

Obvious over Shimura in view of Tsapand Pogue, imfurther view of Escamillla
Obvious over Shimura in view of Tsapand Pogue, imfurther view of Escamilla
and Yeh

Obvious over Shimura in view of Tsuji 18 and 22
and Pogue, ifarther viewof Lin  
Obvious over Shimura in view of Tsuji 11, 12,19, and 21
and Pogue, in farther view of Escamilla
and Lin

 
HP Inc. - Exhibit 1005 - Page 3276



HP Inc. - Exhibit 1005 - Page 3277

Petition for /nter Partes Review

U.S. Patent No. 8,624,844 

6 $103|Obvious over Shimura tn view of Tsui 20
Pogue, Escamilla, and Lin, imfurther
view of Yeh

The '844 Patent issued from U.S. Application No. 12/170,951, filed Fuly 10,

2008, and claimspriority to U.S. Provisional Application No. 61/041 36S, filed

April 1, 2008. Without conceding valid priority entitlement, for purposes of this

Petition only, it is assumedthat April 1, 2008 marks the earliest effective priority

date (the "Critical Date") of the '844 Patent.

VV. PROPOSED GROUNDS SHOULD NOT BE DENIED INSTITUTION

ON ANY DISCRETIONARY GROUND

The Board should decline to exercise its discretion to deny imstitution under

Ma SULS.C, § 325¢). The Section 325(d) analysis follows a two-part framework.

Amazon.com, Ine. v. VB Assets, LUC, LPR2020-01346,slip op. at 6-7 (P.T.A.B.

Feb. 4, 2021) (Paper 7). The Board first determimes "whether the art or arguments

presented in the Petition are the same or substantially the same as those previously

presented to the Office.” /d. Ifthe answeris no, the inquiry ends there. But if the

answeris yes, the Board then determines “whether the petitioner has demonstrated

a material error by the Office in its prior consideration of that art or arguments.”

fd. Here, none of the six references relied upon were previously “presented to the

Office.” And even if any of them were, the Office would have made a "material

error” by failing to consider the impactofits teachings on the patentability ofthe

claims.

4.
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A. The Six References Were Not "Presented to the Office”

Of the six references relied upon in Petitioner's grounds for unpatentability,

five were neither cited during prosecution nor relied upon or discussed by the

Examiner in any Office Action. Therefore, those five references were not

“presented to the Office” under Section 325(d).

Nor was the remaming reference, Shimura, "presented to the Office.” This

reference was merely cited in an information disclosure statement (IDS") and not

relied upon or substantively considered by the Examiner in any way. EX-1002,

112. The PTABhas "consistently held that a reference that was neither applied

against the claims nor discussed by the Examimer does not weigh in favor of

exercising our discretion under § 325(d)." Solvay USAInc. v. WorldSource

interprises, LLC, PGR2019-00046, shp op. at 14 (P.T.A.B. Aug. 13, 2019) (Paper

my/i
). This includes "[mlere citation in an IDS." /d In particular, "mere citation to a

reference by the Examiner does not establish that the Examiner substantively

considered the merits of" the reference. Zip Top, LUC v. Stasher, Inc., [PR2018-

01216, slp op. at 35 (P.T.A.B. Jan. 17, 2019) (Paper 14) (collecting cases).

Additionally, the Shimura-Tsujt Combination, whichis part of all six

Grounds in this Petition, is not cumulative ofthe art relied upon by the Examiner.

E.g., the Examiner relies on U.S. Pat. No. 7,061,472 ("Schweizer") as disclosure of

the various display modes recited in the '844 Patent's independent claims. EX-
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1002, 593-598. However, the Examinerlater states that “none of cited reference

teaches” the "frame mode" limitation from each independent claim. /d.,37. The

Shumura-Tsuji combination does disclose this "frame mode” byutilizing a different

structure for a different purpose than Schweizer. Schweizer discloses a portable

device usable in a “presentation” mode (Fig. 2, below) that allows each user to

view one ofthe two displayscreens:

 
EX-1015, Abstract, 2:1-22. Nowhere does Schweizer disclose placing its device in

manner where the keyboard is facing the surface on which it rests in a "frame

mode” (as disclosed in the Shimura-Tsuji Combination) because the keyboard,

which is necessary for operation in the presentation mode, is detached fromthe

display when in the presentation mode, rendering a "frame mode" configuration

impossible. /d. The Shimura-Tsuyi combination, on the other hand, can be placed

in such a "frame mode” where a single user or multiple users viewthe same screen

while the keyboardfaces the surface. See VIU.B.34; VULB.10);VULE24. Forat

least this reason, the Shimura-Tsuji Combination is not cumulative of Schweizer,

-6-
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because “it is solving a problemthat is closerto that of the '[844] Patent” using

“different structures that serve different purposes." Oticon Medical AB v. Cachiear

Limited, (PR2019-00975, slip op. at [5-16 (P.T.A.B. Oct. 16, 2019) (Precedential)

(Paper 15).

RK. Even Ifa Reference Was "Presented to the Office,” the Office

Made a Material Error by Overlooking Its Impact

Even ifthe Board finds that Shimura was previously "presented to the

Office” under Section 325(d) (it was not), the Board should still decline to exercise

its discretion to deny institution. This ts because the Examiner overlooked specific

Shimura’s teachings as well as the Shimura-Tsuji combination that disclosed the

“frame mode.” The foregoing would constitute a "material error" by the Patent

Office, even assuming that Shimura was "presented to the Office.”

Where "the same or substantially the same art or arguments were previously

presented to the Office,” the Board must then consider ‘whetherthe petitioner has

demonstrated a material error by the Office’ in its prior consideration of that art or

arguments.” Amazon.com, at 7 (Paper 7) (citation omitted). This "material error

may inchide misapprehending or overlooking specific teachings of the relevant

prior art where those teachings impact patentability of the challenged claims."

Cellco P'ship v. Huawei Device Co., Lid., 1PR2020-01117, shp op. at 12 (PTAB

Feb. 3, 2021) (Paper 10). Here, Shimura was merely cited in an [DS during

prosecution, and was not relied upon or substantively considered by the Examiner
~i=f
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inany way. Thus, the Examiner overlooked Shimura's specific teachings that

impact the patentability of the claims challengedin this Petition. id. Moreover,

Shimura was not the basis for any rejection. The "fact that [the references in the

Petition were} not the basis of rejection weighs strongly agaist exercising [the

Board's] discretion to deny institution under 35 ULS.C. § 32500." id

Furthermore, the Examiner did not consider at least the Shimura-Tsuji

combination, Ja. at 14 (dechning to exercise discretion under Section 325(d) to

deny petition where "[reference| fis} cited and discussed during prosecution” but

"the combination of [that reference and another reference] as asserted in the

Petition has not been substantively evaluated by the Office"); Amazon.com, at 9

(Paper 7). As explained above, this combination discloses the very "frame mode"

the Examiner believed the art not to disclose.

VI. RELEVANT INFORMATION CONCERNINGTHE'844 PATENT

A. Overviewof the '844 Patent

The '844 Patent is directed to a “portable computer that is configurable

between a plurality of display modes including a laptop mode (in whichthe

portable computer has a conventional laptop appearance) and an easel mode in

which the base of the computer and its display component standvertically forming

an inverted 'V"" EX-1001, Abstract. The portable computer 100 is configurable

into the plurality of display modes (e.g., FIGs. 1, 4, and 26, below, corresponding

8-

HP Inc. - Exhibit 1005 - Page 3281



HP Inc. - Exhibit 1005 - Page 3282

Petition for /nter Partes Review

U.S. Patent No. 8,624,844

to a laptop mode, an easel mode, and a frame mode) based on a hinge assembly

(e.g., FIGs. 7B and 10 below) rotatably coupling the display component 102 to the

base 104 of the computer 100. fal, Abstract.

aren
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i#B
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The displayed content of the portable computer ofthe '844 Patent can be

rotated by 180° so that the displayed content is oriented properly for an intended

user. fd, 8:7-16, 16:27-50. The [80° rotation of the displayed content may be

manual or automated. /d., 16:27-50. E.g.,in an embodiment where the rotationis

-[]-
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automated, the portable computer uses an orientation (or mode} sensorthat detects

whether the portable computer is in a laptop mode or an easel mode and adjusts the

display accordingly. /d., 8:17-20. The orientation (or mode) sensor may be

located in the hinge assembly 138 and "maybe used to determine a precise relative

orientation|, such as an angle,| of the base component 104 with respectto the

display component 102... to determine [a given display mode.|" Jal, 8:26-31, 58-

61. In some embodiments, the orientation sensor may be located ima display

component 102 or base 104 and mayinclude an accelerometer "whose output is fed

to the computer operating system (or to dedicated logic cireuitry) which then

triggers a display inversion as appropriate between the two modes.” /d@, §:31-34.

The '844 Patent also discloses "software and/or hardware protection . . .

provided for the keyboard to prevent keys from being pressed (or to prevent the

portable computer from responding to pressed keys} when the portable computeris

in the frame mode." /d@., 16:14-17.

Moreover, the '844 Patent discloses integrated navigation hardware that

"allows a user to easily and comfortable [sic] control various features and functions

of the portable computer, and to manipulate content displayed on the portable

computer.” /d., 10:55-58. The navigation hardware may include a scroll wheel,

navigation buttons 166, 168, or conventional tools (e.g., touchpad 108, track ball,

mouse, or other pertpherals) to “control, adyust and/or select various functionality

-{?-

HP Inc. - Exhibit 1005 - Page 3285



HP Inc. - Exhibit 1005 - Page 3286

Petition for /nter Partes Review

U.S. Patent No. 8,624,844

of the portable computer.” /d@., 10:60-61, 11:2-10, 15-19, 22-24, 40-44, 12:17-21.

Navigation button 166 may be implemented on a side of the base, and navigation

button 168 may be implemented as part of the keyboard 106, as illustrated in FIG.

17 of the '844 Patent below.

 
In one example, navigation hardware is used to control operating parameters

of the portable computer and content displayed on the display screen by

"permit{ting| the user to adyust a volume of sound produced bythe portable

computer. In another example, the screen is configured to displayat least one ofa

HP Inc. - Exhibit 1005 - Page 3286



HP Inc. - Exhibit 1005 - Page 3287

Petition for fnter Partes Review

U.S. Patent No. 8,624,844

plurality of modes of content, and the scroll wheel is configured to permit the user

to select a mode of content for display by the portable computer.” /d@., 3:36-41.

The '844 Patent also describes content modes ("the modes of content") that

include media 172a, connect 172b, web 172c, and applications 172d. /d., 11:35-

38. "[T]he media mode 172a may provide access to a medial [sic] player to play,

view, search and organize media, such as music, video, photos, etc.” fd, 44-46.

The connect mode 172b may provide access to features such as, for example,

email, Voice-over-IP instant messaging, ete.” /d., 46-48. "|T]he web mode 172¢

may provide access to internet browsing and searching.” /d., 49-50. "The

application mode 172d may provide access to, for example, computer applications

or programs, such as word processor, spreadsheet, calculator, etc." fd, 50-52.

Challenged Claim lis representative. /d., 17:10-38. As shown below,

however, at the Critical Date, portable computers that used a navigation control

and were configurable mto a plurality of display modes, including the laptop, easel,

and frame modes, were well-known in the art. EX-1010, 454.

B. Prosecution Historyof the '844 Patent

The '844 Patent was allowedafter several Office Actions and claim

amendments. EX-1002, passim. In the last Office Action before allowance, dated

June 7, 2012, the Examiner rejected all pending independentclaims as being

unpatentable over U.S. Patent No. 7,061,472 to Schweizer in view of U.S. Pat. No.

-{4-
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5,436,954 to Nishiyama. /d., 593-602. Applicant made amendmentsto the

independent claims that led to allowance, and the amendments to the independent

claums are generally related to the following claim features: (1) the laptop mode,

(2) the easel mode, (3) interacting with the displayed content in the easel mode

without interacting with the keyboard, (4) interacting with the single display

screen, and (5) the navigation control. /d., 73-76.

Additionally, the Examiner provided final amendments to the independent

claims. /a@., 36. These amendmentsthat led to allowance generallyrelate to the

frame mode. /a.

However, as demonstrated below,all of these features (along with the rest of

the features in the Challenged Claims) were squarely within the prior art, including

the prior art relied upon in this Petition.

C. Level of Ordinary Skill in the Art

A person of ordinary skill in the art C'POSITA") would have had at least a

Bachelor's degree in Electrical Engineering, Computer Engineenng, or Computer

Science, plus two to three years of work experience in designing hardware and/or

software aspects of the User Interface (UD for portable computing devices; the

POSITA would also be familiar with designs ofthe user interface employed and

displayed by the operating system and its organization of content and functionality.

Alternatively, the POSITA would have received a graduate degree such as a
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Master's or PhD degree with at least one year of work experience related to

hardware and/or software design aspects of the UI for portable computing devices,

the POSITA would also be familiar with designs of the user interface employed

and displayed by the operating system and its organization of content and

functionality. EX-LO010, 426.

BD. Claim Listing

EX-1012is a claimlisting that enumerates each claim element.

Vil. CLAIM CONSTRUCTION OF CONTENT MODE—37 C.E.R. §42.104
(b)(3)

The claim construction standard defined in PAi/lips v.AWH Corp., 415 F.3d

1303 (Fed. Cir. 2005) applies to this proceeding. 83 Fed. Reg. No. 197, 51340

(Oct. 11, 2018); 37 C.F.R. 42.100. Words in a claim are given their plain meaning,

which is the meaning understood by a POSITAafter reading the entire patent.

Phillips, AUS F.3d at 1312-1313.

Petitioner proposes that only the terms belowin the Challenged Claims

require express construction for purposes ofthe current validity challenges.

Petitioner reserves the right to respond to any constructions that LaTL mayoffer or

that the Board may adopt. Petitioner is not waiving any arguments concerning

indefiniteness or claim scope that may be raised in other proceedings.

"Content mode” refers to the use of "first content mode" ({Ic], Claim8,

(1Oc3], and [18d]}, "second content mode” (idl], [1Od1], and [18e1]), "modes of3

-16-
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content” ({4a], [4b], [14a], and [14b]), and "mode of content” (Claim 6). The ’844

Patent describes “information, programs, features and applications may be grouped

into the various modes of content 172.” EX-L001, 11:39-40. In the mode of

content, the user may “select particular functions, features or applications within

that mode.” /d., 12:34-35. E.g., FIG. 11 (below) depicts a block diagram ofa

““home’ screen 170 that displays a plurality of modes of content 172” that, when

selected, allow “the user [to] access the content organized within that mode.” /d.,

11:29-30, 40-44,

4fT28
| LITL Media Player
tmusic, ¥Rieo, photos}

weeny TAD
aanuey|oP mat (e-mail

Connect | ory chat (Voir, SMS, iM}
LITL intercom

oiiee

LITL browser

: APed .
Aone “\ LIFL docs Sext + spreatsteat)

| OPPS|LITL vue igraphicsiphote editor)
| FOme|sddidelete apps

\ a i72e
\ Tehannals browse channels% creates new channel

p Heme addidelete channels 
These modes of content “may be displayed as a series of bars across the

display screen 110” (FIG. 12 below), “a ‘desktop’ and icon configuration [not

shown| a ‘dashboard’ type display [FIG. 13 below],” or “another configuration, as

would be recognized by those skilled imthe art.” fd, 12:6-8, 11-17.

-|7-
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Media | connect Web|Channels
Alga ; Tab Ae2e ifea

 

|| nnnne nene he,

| Sh STS) SS" a cat ae [Seek   
For purposes ofthis Petition only, the “first content mode,” the “second

content mode,” modes of content,” and "mode of content” are each construed as

“user selectable element(s) displayed on a user interface that, when selected, allows

the user to access the content organized there.” Petitioner's construction is

consistent with the claim language, specification, and prosecution history ofthe

‘844 Patent. See VU; EX-1002, passim.

VHL PRECISE REASONS FOR RELIEF REQUESTED

A. Summaryof the Prior Art Applied in This Petition

1. Overview of Shimura

Shimura published as Japanese Patent No. 1994-242853 on September2,

1994, from an application filed on February 15, 1993. Shimura therefore qualifies

as prior art under at least pre-ALA 35 U.S.C. §§ 102(a) and (b). The Shimura

reference was published tn Japanese (EX-1003), anda certified English translation

is provided herein C(EX-1004, reference hereinafter will be made to the certified

English translation for simplicity).

-|&-
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Shimura is directed to a portable "computer which can adopt a mode suitable

for a user environment.” EX-1004, Abstract. The portable computer includes:

st below in Annotated Figure | of Shimura) with e maimpart 101 @:

 keyboard 104 C::

 e cover part 102 (dark blue) with display means 105 €

coupling part 103 (ei) fastening the main part 101 to the cover part 102;

} to set the display to a normal viewor an ® display reverse switch 106 (-

inverted view(.c., the displayed content is turned upside down); and

 *® display elements 120, 121 (cay

id., Abstract, 710-12, 17.

Annotated

Figure |
 

  
 

  
 

ISPIaY120 desta fEAIENT)
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iae Ray.5
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# Steeg

 
 
 

  
 
 

Hide: feeeinet LW?displayha control circult
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. eS
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The coupling part 163 allows the cover part 102 to be rotated up to 360°

about the main part 101 into various display modes, as illustrated in Figure 3

below. /d., F#l1-17. The coupling part 103 mayinclude two shafts 150, 151,

which facilitates rotation of the cover part 102 about the main part 101, as

illustrated in Figure 2 below. /a@., 713-14. The coupling part 103 includes main

support part 112 of the main part 101 and cover support part 113 of the cover part

102. id. 913
PEEEEUU

  
 
 
 

 
 

 
 

  

OL main part
181 shaft
HAZ ratation
ASS cover past position
53 fobanian
M86 tovey part gositten

 

MSE shaft
 

eee ; 103 coupling parti 158, a \ 484: ge 154 rotationi display means position:ashaR,58: Renaud N48:ME. 4S7 shaft position
 
 
 
 
 

TOS cover part

Lili cover support shaft
113 caver support part

102: Riggs|
RORae \ |

UBKasones|
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| support part
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In a first display mode, which corresponds to the laptop mode of the '844

Patent, the keyboard104 is facing upwardand the display means 105 is facing the

user, as illustrated in Figure | below. EX-1004, T9911, 14; EX-1010, #134.

 TOS disnlay means
302 cover part

4

 
 

  

120,121 display! 120-sean}
: exampleBo Sassanid

 
f contro! circuiti 406:tiateniet 106 display

_feverseswitch——s

in a second display mode, which correspondsto the easel modeof the '844

Patent, the cover part 1s rotated 340° about the main part 1O1 such that the display

means 105 is facing the user and the keyboard 104 is facing awayfrom the user,

and the user may be limited to interacting with the operating environment using a

mouse 130, as illustrated in Figure 5 below. EX-1004, 7814-16; EX-1010, 4135.
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—"Figees)|
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WORMS Ko Geoeman —1O3EEEEP 1108 coupling part
i 
 

 
LeRR OL main part

102: BAKE 1102 caver part
 

In a third display mode, which corresponds to the frame mode ofthe '844

Patent, the keyboard 104and the display means 105 are facing away from each

other, as illustrated in Figure 4 below. EX-1004, (17.!

' The '844 Patent describes that in frame mode, "the keyboard 106 [is| ‘face down’

on the surface 212 and the display 110 [is] facing upward.” EX-1001, 16:1-5.

Likewise, Shimura's Figure 4 shows the keyboard face down on a surface and the

display facing upward. EX-1004, #16, 18. Shimura further discloses that the

portable computer can be configured to any angle between 0° to 360°, such as

340°. Id, F88, 10, 17.
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[Figure 4]
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“LOmain part

NESEABefod.
106 display reverse switch | 

Shimura also discloses a “second switching means” that can be setto

invalidate input from the keyboard. /d.,%8. The input invalidation functionality

can be used in a frame mode, as depicted in Shtmura’'s Figure 4 (above), where data

may be mistakenly inputted from the keyboard on the back ofthe display means

105. fa, (18. Shimura also discloses that the imput invalidation functionality

operates automatically based on an angie of the cover part 102 compared to main

part 101. fd, 79718, 19.

Ze Overview of Tsull

Tsun published on March 24, 2005 and claims priority to a Tapanese

application filed on September 19, 2003. Tsuji therefore qualifies as prior art

under at least pre-ATA 35 U.S.C. §§ 102(a), (b), and (e).

Referring to FIGS. 1 and 5 below, Tsuji discloses portable computer|

inchiding computer main body 11. EX-1005, #30. Tsuy’s display unit 12 is
a4

=f37
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“implemented as a touch screen device that is capable of recognizing a position

indicated by a stylus (pen) or a user's finger.” /d., 431; FIGS. 1 and 5 below. The

portable computer 1 can be configured into a PC style, as illustrated in FIG. |

below, and a PDAstyle, as illustrated in FIG. 5 below. id., 934.

 
3 x
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A display driver 303 in the portable computer | "performs an operation for

rotating a screen image displayed on the LCD 13 and a scaling operation for

varying the aspect ratio in response to an instruction from the BIOS 301." id, #70.

The BIOS 301 relies on gravity sensor 203 and/or rotation angle sensor 202,

illustrated in FIG. 10 below, to orient the display unit 12 (.<., rotate the screen

unage). fd, "48, 50-51, 74,77.cae,
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Tsuji also discloses key switches 118 and 119 referred to as a R (right)

button and a L Cleft) button illustrated in FIG. 4 below. /d@., #38 C"Any given

function can programmiably be assigned to each of the R and L button switches 118

and 119.").

14 15 14 1

118 119

LeFIG4

==
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E.g., Tsujyi discloses Shift, Ctrl, Alt, Enter, Esc, and arrow keys on the keyboard [1

that can be assigned to the R andL buttons 118 and 119. /d., 4#42-45. The R and

L buttons “are exposed regardless of whether the computer | is used in a PC style

or a PDAstyle." /2, 439. Tsuji discloses "a key assignment changing function

ithat] automatically changes] a function assigned to each of the R and L button[s]

... [18 and 119 according to [a given display mode].” /d., {46.

3. Overview of Pogue?

Pogue 1s a printed publication and is prior art under at least pre-AIA 35

ULS.C. §§ 102(a) and (b). Pogue bears a marking "Copyright © 2004 Pogue Press,

LLC,” has an ISBN Number, and a statement that it was “Published by O’Reilly

Media, Inc.” in the United States. EX-1006, 5; PLIR Sys, ine. v. Leak Surveys,

inc., IPR2014-00411, slp op. at 18-19 (PTAB Sept. 5, 2014) (Paper 9). Pogue's

listing on amazon.com contains user reviews fromas early as January 2005, and

archived webpages indicate Pogue was available to purchase on various websites

prior to the Critical Date. EX-1051, "4]2-4; CIMMaintenance Inc. vy. P&RO

Solutions Group, Inc., 1PR2017-00516, slip op. at 18-20 (PTAB June 22, 2017)

(Paper 8); Workspot, inc. v. Citrix Systems, fac., T7PR2019-01002, ship op. at 17-21

* All citations to Pogue are to the pages ofthe referenceitself, not the stamped EX-

1006 page numbers.
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(PTAB Nov. 20, 2019) (Paper 12). Pogue was cataloged byat least one library as

early as October 2005. EX-1052, 92. As confirmed by the publisher, Pogue was

available online to “subscribers, individuals, and libraries” as early as January 11,

2005. EX-1051, 95.

Pogue 1s meant "to serve as the manual that should have accompanied

Windows XP" and includes "step-by-step instructions for using almost every

Windows feature.” EX-1006, 2. "Windows is an operating system, the software

that controls your computer,” and Windows XP is one version of the Windows

operating system. /d.,1,5. "Every application on your machine, as well as every

document you create, is represented on the screen by an icon.” fd, 5. E.g., the

"(dlesktop[] covers everything you see on the sereen when you turn on a Windows

XP computer: icons, windows, menus, scroll bars, the Recycle Bin, shortcuts, the

Start menu, shortcut menus, and so on.”

-28.
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start menu Desktop  Reoycle Bin
=SGIUCCOEUCUUCUCUUOCUCUJOUUSUOCUSCOEDOCUUDOUDOEUSDOCUECEUSDCEUSUCUUCUUOCUCUOCCUOCUCEUCECEPOLEEUSCUOECLECeteeateneeet

Id., 3,23, FIG. 2-2.

In order to quickly access the Start menu (giv grcen in Figure 2-3 below)

and make it visible, a user can click the Start button (purple) or press the Windows

logo key or Ctrl+Esc. fa, 25. In the Start menu, the user has access to "Internet"

(ark green), “E-mail! Geoncs), "Microsoft Word" (clus), and "Windows Media

Player" (ved). fa, 23-25.
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Clicking onthe Internet icon opens Internet Explorer to navigate the web.

fd., 337-338. After opening Internet Explorer, a web interface is displayed, which

inchides a standard buttons bar, an address bar, a links bar, an explorer logo, and

an explorer bar. /d., Figure [1-1 (below).
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Graphic finks “Text links

Clicking on the E-mail icon opens Outlook Express "that lets you receive

and send email messages.” /d.,373. After opening Outlook express, an email

interface is displaved, including a folder list, an attachment icon, a list pane, a

toolbar, a contacts list, and a preview pane. /d., 375, Figure 12-1 (below).

HP Inc. - Exhibit 1005 - Page 3304



HP Inc. - Exhibit 1005 - Page 3305

‘

Folder ist
 

  x8  
™

 
AN  

renenednteeds

HetTonecks

 

i
t

  
 
 
 

 
 

Anwchirient lean

Preview pane

iy RESON
ERS

TRatey Wakoak

Petition for /nter Partes Review

U.S. Patent No. 8,624,844

Tnedbar

  SNthe   
 

tihtile

doeaiiavicrirrenpaniuinineicedesssbirsersustnsnsassansinetiennssunasiesitiatsiepeedsdtirissinpanitantiippepeenttD
 

‘

ate

 
ieee:

 

 
 
  
 

LLLendseersegy TIP WiON
DOES s

~ R
 
  

Clicking on the Microsoft Word icon opens a word processing interface. /d.,

4,6, 31, Figure 8-12 (below).
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Clicking on the Windows Media Player icon opens Windows Media Plaver,

“which lets you play movies, listen to distant radio stations over the Internet, burn

music CDs, and transfer music files to your portable MP3 player." /a., 4, 13, 26.

When playing a movie in Windows Media Player, the original windowsize may be

“relatively small.” /d., 227. [tis recommended to enlarge the windowto fill the

screen. jd, 228. The Windows Media Player may include a media terface,

which includes a DVD menu, playback controls, hide/showchapter list, and

chapter list. fa, Figure 7-13 (below).

LELLTETLEE e

‘==ik
aSi2

SSS ~

~ 
Windows XPalso meludes a volume control interface where a user can drag

 
 the volume bar (ine in Figure 7-14 below) or press "Mute all” (ec), amone other> ? ., 7? >

features of the volume control interface. fa, 229-231.

i
taA Go

1
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Windows XP's hardware requirements include a computer with 233 MHz

processor clock speed, 64 MB ofRAM, 1.5 GB offree hard disk space, 800 x 600

resolution video adapter and monitor, a CD-ROMor DVDdrive, and a keyboard

and compatible pomting device. /d., 558. Pogue also discloses various well-

knowninput devices for computers, including a keyboard, a trackpad, and a

mouse. fd, 273-274.

4, Overview of Escamilla

Escamilla issued as a U.S. patent on April 20, 2004 from a U.S. patent

application filed on September 22, 2000. Escamilla therefore qualifies as prior art

under at least pre-AIA 35 U.S.C. §§ 102(a), (b), and (2)
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Escamilla is directed to a multi-function scroll device (ec) in a portable

computer that is bi-directionally rotatable relative to the exterior surface. EX-

1007, Abstract, 1:66-2:2, FIG. 3.

 
In the background section, Escamilla discusses that portable laptop computers do

not have an integrated multi-function scrolling device, which can be used to pan,

zoom, horizontal scroll, vertical scroll, and autoscroll. Ja. 1:10-11, 14-35. As

i
taA a

1
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shown above in FIG. 3, Escamilla integrates multi-function scroll member 52 into

the base of the portable computer. fal, 3:5-18.

5. Overview of Yeh

Yeh issued as a U.S. patent on May 28, 2002 from a U.S. patent application

filed on March 11, 2000. Yeh therefore qualifies as prior art under at least pre-

ATA35 U.S.C. $§ 102(a), (b), and(e).

Yeh ts directed to a volume control knob for use with a laptop computer.

EX-1008, Abstract. The volume control knob can be rotated clockwise, as

illustrated in FIG. 6 below, to mecrease the volume and rotated counterclockwise, as

illustrated in FIG. 7 below, to decrease the volume. /d., 3:1-7.
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6. Overview of Lin

Lin published on January 18, 2007 from a U.S. patent application filed on

July 3, 2006. Lin therefore qualifies as prior art underat least pre-AIA 35 USC.

$8 1024), (b), and (e).

Lin is directed to a rotary knob (ec) disposed tn pivot portion 230 Geiuc) of

portable computer 200. EX-1009, Abstract, 728, FIG. 2.

38.
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   *FIG

 
Be

activate a desired function ofthe portablebe used toThe rotary knob can

computer. /d@., 199, 28.

Family TNacram7

EX-1013 is a diagram depicting different modified Portable Computers of

Shimura used in the Grounds below.
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B. Ground 1: Shimura in view of Tsuji and Pogue renders Claims 1,
3-5, 7-10, and 13-16 obvious.

1. CombinationofShimuraandTsunthereafter“Shimura-Tsuyi
combination")

A POSITA would have been motivated to combine Shimura with Tsui for

several reasons. EX-1010, "4161-78. They both:

® are contemporancous patents directed toward complementary solutions to

highly analogous problems in the same field of endeavor;

e are directed toward a portable computer that can be used in various display

modes and displayed content orientations (EX-1004, {710-17, Figures 1, 3,

4,5:, EX-1005, 1934, 51, FIGs. 1, 5-8); and

® discuss display modes where the keyboard is inoperable and/or inaccessible

(EX-1004, #98, 18, 19; EX-1005, 9932, 45; EX-1010, F161);

While Shimura discloses recetving pen input, EX-1004, Abstract, (#4, 5, 9,

LI, 16, 20, 1t does not explicitly disclose receiving finger input; Tsup, however,

explicitly discloses that a touch screen receiving input from a stylus and finger.

EX-1005, BL.

a. incorporating Tsuji's Touch Screen into the Shimura
Computer

A POSITA would have been motivated to incorporate Tsuji's touch screen,

capable of both finger and stylus inputs, into the Shimura Computer because such a

display was well-known and would provide an input device (e.g., a finger) that

-40.
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would not require an external peripheral device (¢.g., a mouse, or stylus). There is

additional motivation to incorporate Tsuji's touch-sensitive display because the

keyboard is not always accessible or operable in all of the display modes ofthe

Shimura Computer. Thus, a display capable of receiving input from a finger would

unprove a user's interaction with the Shimura Computer. EX-1010, 7163.

A POSITA would have understood that the Shimura Computer incorporating

Tsuji's touch screen includes other well-known portable computer components.

E.g., Tsuji discloses that the computer main body 11 includes a CPU(central

processing unit), EX-1005, #930, 63. While such a CPUis not explicitly disclosed

in Shimura, a POSITA would have known that the Shimura Computer must

include such a well-knownstandard component of a portable computer. EX-1010,

7164,

b. Further Incorporating Tsuji's R and L Buttons inte
the Shimura Computer

A POSITA would have been motivated to further incorporate Tsuji's R and

L buttons 118 and 119 into the Shimura Computer, to improve the user operability

of the portable computer, regardless of the display mode. Tsun provides express

motivation for the proposed modification. EX-1005, 439 C'The R and Lbutton

switches 118 and 119 are exposed regardless of whether the computer | is usedin

a PC style or a PDAstyle."). With the integrated R and L buttons, as illustrated in

First-Modified Figure | of Shimura below(.c., a laptop mode), First-Modified

-4]-
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Figure 5 below (an easel mode), and First-Modified Figure 4 below(a frame

mode}, a user would be able to navigate the contents and/or imterface of the

Shimura Computer in these display modes. /¢@ Tsuji's R and L buttons 118 and

119 can be programmed to perform any given function, including standard well-

known keyboard keys (e.g., Shift, Ctrl, Alt, Enter, Esc, and arrow keys), and any

other known function of a portable computer. EX-1005, 9738-46. Using such

buttons to control operating parameters of the portable computer and content

displayed were well-knownin the art before the Critical Date. EX~-1004; EX-1005;

EX-1005; EX-1010, 165. EX-1017; BX-1036; EX-1037; EX-1038; EX-1039,

HOSdisplaymeans
202 cover partRARE

First-Modified  
Figure | 105: fitth

 
 

ho1aeeeeag. 187display|
i control circuit

“106:Rinatey 1066 display

  
 

Sennenceeetiaeentuadtudtcedtadiaesceentettenead ?3

 1404) yboardAARASAARAAAS!
3BERHEGCEEELEUULELEC
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First-Modified

Figure a  

 
 
 

  
 

AGT RRR to. main part
te: ARS 102 coverpart

3 33 3
Sanwaf2

i ,
105FREER

808.display means: a
230.mouse.

BeeeeeeEEEALSALHIANANPANAARAENEANAARNE

First-Modified

Figure 4
oe
Le pte Bt ad
105 disnlay earnsi }

 
 

PetSERBttAloe
108 display reverse switch» 

e. Further Incorporating Tsuji's Rotation Angle and
Gravity Sensors inte the Shimura Computer

A POSITA would have been motivated to further incorporate Tsuji's rotation

angle and gravity sensors, illustrated in FIG. 10, into the Shimura Computer to

improve operability and/or usability by providing the option of automatically

-43.
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controlling the orientation of the displayed content based on the sensor(s). EX-

1005, 4958-60; EX-1010, €166.

Specifically, Tsuji discloses the rotation angle sensor 202 sensing whethera

rotation angle is greater than a specific rotation angle, andthe gravity sensor 203

“sensing which orientation the display unit main bodyts located in relative to the

orientation of the force of gravity.” EX-1005, 758-59. Based on this disclosure, a

POSITA would have been motivated to implement the combination of the rotation

angle sensor 202 and the gravity sensor 203 in the Shimura Computerto enable it

to distinguish between various display modes (¢.g., the laptop, easel, and frame

modes}. E.g., as detailed below, even whenthe casel and frame modes have the

same rotation angle such that the output of the rotation angle sensor 202 would be

the same, the output of the gravity sensor 203 would be different in those two

modes andthis difference can be used to distmmguish between them. EX-1010,

167,

Also based on the above disclosure of Tsuji, a POSITA would have been

motivated to implement Tsuji's rotation angle sensor in the hinge of the Shimura

Computer, and Tsuyji's gravity sensor in the cover part 102 of the Shimura

Computer, as illustrated in Second-Madified Figure | of Shimura below. EX-

1010, 1168.

-44.
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CerReanes
gantral ciregit 

The output of the rotation angle sensor indicates the amount ofrotation ofthe

display component (102) relative to the base (101). EX-1010, €169. The output of

the gravity sensor indicates the X-component and the Y-component of gravity in

the plane of the display component (102). fa. In the illustrated laptop mode

exainple below, the output of the gravity sensor would indicate the Y-component

of gravity in the plane of the display component (102) pointing towards the hinge

(103). fa.

By monitoring the Y-component of gravity in the plane of the display

component, illustrated in Second-Modtfied Figures 4 and 5 of Shimura below, the

easel and frame modes can be distinguished. /d., 790.
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Exemplary logic for determining the display mode based on outputs ofthe

rotation angle and gravity sensors is summarized in Table 1 below (id):

Rotation Angle Sensor Gravity Direction . ean.Display Mode

Between 0° and 180° Not used Laptop mode
Awayfrom the hinge Easel mode 
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neassembly|

397993 Towards the hinge Frame mode*
LEassembly,ornone[|

Table 1

Additionally, accelerometers configured to detect the direction of gravity

were well-known and commercially available at the Critical Date. EX-1010, #172.

E.g., an application note by Freescale Semiconductor, Inc. indicates that the

company manufactured MMA62000 and MMA72600 series accelerometers that

can measure the tilt of an object. EX-1019, 1,4. Figures 2-4 from the application

note demonstrate the tilt is "a static measurement where gravity is the acceleration

beimg measured.” Je.

In fact, the application note identifies image rotation in a portable device as

one of the applications of the accelerometers. fa) So a POSITA would have

knownto use such a commercially available accelerometer andto use it as a

gravity sensor. EX-1010, 9173.

Shimura’s modified display control ctrouit 107 and modified electronic

circuit receiving the outputs of Tsup’s rotation angle sensor 202 and gravity sensor

203 orient the displayed content between at least a normal view and an inverted

> See nl,

* This assumes that the surface on which the base rests (e.g., a desktop) is
horizontal/flat with respect to the Earth.

-47.
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view. E.g., the displayed content would be oriented in a normal view in the laptop

mode and frame mode and an inverted viewin the easel mode. In a laptop mode,

where the rotation angle sensoris less than 180°, the displayed content is ma

normal view. In an easel mode, where the rotation angle sensor is greater than

180°, and the output of the gravity sensor indicates the Y-componentof gravity in

the plane of the cover part 102 pomts awayfrom the hinge assembly, the displayed

content is in an inverted view. Otherwise, the displayed content would appear

upside-downto the user. Finally, in a frame mode, where the rotation angle sensor

is greater than 270°, andthe output of the gravity sensor indicates the Y-

component of gravity in the plane of the cover part 102 points toward the hinge

assemblyor is zero, the displayed content is in anormal view. EX-1010, 4174.

Otherwise the displayed content would appear upside-downto the user.

Automatically controlling the orientation of displayedcontent in different display

modes of a portable computing device based on arotation angle sensor and/or an

accelerometer(¢.g., a gravity sensor) was well-known at the Critical Date. EX-

1005; EX-1010, 9174; EX-LO18; EX-1020; EX-1022, EX-1024. Moreover, it was

well-known to configure a portable computing device into multiple display modes.

EX-1004, EX-1005; EX-1010, #174, EX-1014; EX-1018; EX-1020; EX-1022,

EX-1024; EX-1026; EX-1027; EX-1028; EX-1029; EX-1030.

d. Combining Tsuji with Shimura to Arrive at the
Shimura-Tsuji Computer

-48.
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it would have been obvious to incorporate Tsuji's:

® touch-sensitive display into Shimura's display component;

e Rand L buttons 118 and 119 into the main part 1O1 of the Shimura

Computer; and

@ automatic display-orientation control feature used to process the

sensor(s}'s outputs mto Shimura'’s modified display control circuit 107

and modified electronic circuit.

The resulting system will be hereafter referred to as the "Shimura-Tsuji

Computer.” EX-1010, 4175.

There would have been motivation to combine, and a reasonable expectation

of success in combining, Tsuji with Shimura because the combination is merelya

combination of well-knownprior art clements according to known methodsto

yield predictable results. KSA Intl Co. v. Teleflex inc., 350 U.S. 398, 415-2]

(2007). That is, Tsuji taught the well-knownprior art concept of.

® a touch-sensitive display that can receive input from a finger;

® integrating input devices G.e., R and L buttons) that are accessible in

multiple display modes; and

® automatically controlling the orientation of the displayed content in

different display modes based on the rotation angle and gravity sensors.

-49.
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Application ofthese teachings to Shimura would have yielded a predictable

portable computer with the above three knownprior art concepts. EX-1010, 4177.

For all the reasons identified in VUEB.1, the POSITA would have been

motivated to arrive at the Shimura-Tsuji Computer by adding or otherwise

integrating into the Shimura Computer:

@ an improved touch-sensitive displaythat is not limited to pens, but can

also receive input from a finger, as in Tsui;

e R and L buttons, as in Tsuji, so a user could interact with the portable

computer in multiple display modes; and

@ Tsuji's sensor(s) to improve operability and/or usability by automatically

controlling the onentation of the displayed content in different display

modes.

EX-1010, 7161-78.

2. Combination of Shimura, Tsun. and Pogue thereatier "Shimura- 

Tsupi-Pogue combination")

A POSITA would have been motivated to combine Tsuji with Shimura

(VULB.1), and combine Pogue with the foregoing for several reasons. EX-1010,

9179-97,

The hardware requirements to run Windows XP include a 233 MHz

processor clock speed, 64 MB of RAM, 1.5 GB offree hard diskspace, 800x600

resolution video adapter and monitor, a CD-ROMor DVDdrive, and a keyboard

-50-
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and compatible pointing device. See VUTLA.3; EX-1006, 558. Multiple computers

at the Critical Date would have met at least these requirements. EX-1016, EX-

LOL?7; EX-1018; EX-1031; EX-1032; EX-1033; EX-1034: EX-1035. Asan

example, the Panasonic CF-19 series laptop, Dell Latitude XTlaptop,, and Lenovo

Thinkpad X61 laptop—all from before the Critical Date—each met these hardware

requirements and was able to run on Windows KP. EX-1016, EX-1017; EX-1018.

While Shimura and Tsuji disclose hardware components and related circuitry, they

do not expressly disclose an operating system; Pogue expressly discloses Windows

XP, one example of a well-known operating system at the Critical Date. EX-1006,

1, 5. Moreover, Pogue provides disclosure of well-knownstandard components of

portable computers, including a trackpad. EX-1006, 274; EX-1010, 4180. A

POSITA would have known to implement the trackpad on an upper surface ofthe

base 101, as was well-knownat the time. EX-1010, 7180; EX-LQ14, #25

(disclosing a convertible notebook PC including, among other components, touch-

pad 108 integrated into a top surface ofthe base, as illustrated in FIG. 2A below).°

> The touch-pad appears to be labeled in FIG. 2A as 109. This is understood as a

typographical error and should be labeled as touch-pad 108. EX-1010, #100.

HP Inc. - Exhibit 1005 - Page 3324



HP Inc. - Exhibit 1005 - Page 3325

Petition for /nter Partes Review

 
NOTEBOOK MODE
ROTATION SWITCH:0°
RECLOSABLE SWITCH: OPEN

The resulting system, as ifhastrated in Third-Modified Figure 1 of Shimura,

including Windows XP and Pogue's trackpad disposed into an upper surface of

main part 1O1, will be hereatter referred to as the "Shimura-Tsuji-Pogue

Computer.” EX-1010, 4181.
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Second-Modified Figure 5 of Shimura belowillustrates the same system in the

easel mode.
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Second-Modified Figure 4 of Shimura belowillustrates the same system in the

frame mode.

Second-Modified

Figure 4 -
{OS display means |

15: PaGR

 
 nthe

zzzzz zzzzzzzzzzzzzzzzzzzzzzzzzzzzzzt

ipsaoahatineSiiefmantitetaByith4,LoitiiiSeitt=

 

HP Inc. - Exhibit 1005 - Page 3326



HP Inc. - Exhibit 1005 - Page 3327

Petition for Jeter Partes Review

U.S. Patent No. 8,624,844

In Windows XP, a user can access the Start menu via a Start menu button

(e.g., pressing the Windows logo key or Ctrl+Esc on the keyboard, or clicking the

Start menu button on the desktop). EX-1006, 25. Keyboards at the Critical Date,

such as the Panasonic CF-19 series laptop, Dell Latitude XTlaptop, and Lenovo

Thinkpad X61 laptop, had a Windows logo key, a Ctrl key, and an Esc key, as well

as arrow keys, an Enter key, and other standard well-known keys. EX-1010, #184.

Tsuypi also provides express disclosure that "Ja/ay given function can

programmably be assigned to each of the R and L button switches 118 and 119."

See VIILA.2; EX-L005, 138 (emphasis added). As such, a POSITA would have

been motivated to program the R or L button to the Start menu button (c.g., a

Windows loge key or Ctrl+Esc functionality) so that a user would be able to easily

access the Start menu in all display modes bypressing the programmed R or L

button. From the Start menu, a user would be able to select and open a content

mode, such as the “Internet,” E-mail,” "Windows Media Player,” and "Microsoft

Word" modes using the touch screen, programmed R and |buttons, or keyboard of

the Shimura-Tsuji-Pogue Computer. EX-1010, 4185.

Pogue discloses accessing various content modes. EX-1010, 4186. The

“content mode” terms each means "user selectable element(s) displayed on a user

interface that, when selected, allows the user to access the content organized
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therein” which inchides media, channel, connect, application, and web content

modes. See VU; EX-1O01, 11:44-52, FiGs. 11, 12.

Pogue discloses the user selecting "Internet Explorer” on the graphical user

interface (GUI]) to navigate the web using a web interface and access onlme

content. EX-1006, 337-38, Figure Li-1. Thus, Pogue's “Internet Explorer,” like

the web mode 172c of the '844 Patent, discloses a first content mode. EX-1010,

Fi8s.

Pogue also discloses the user selecting Windows Media Player on the GUI,

“which lets you play movies, listen to distant radio stations over the Internet, burn

music CDs, and transfer music files to your portable MP3 player" via a media

interface, thereby providing access to media content. EX-1006, 13, 227-228,

Figure 7-13. Thus, Pogue's "Windows Media Player,” like the media mode 172a

ofthe '844 Patent, discloses a second content mode. EX-1010, 4190.

Pogue also discloses the user selecting Outlook Express on the GUT "that

lets you receive and send email messages" via an email interface, thereby

providing access to emails. EX-1006, 373-375, Figure 12-1. Thus, Pogue's

"Outlook Express,” like the connect mode 172b of the '844 Patent, discloses a third

content mode. EX-1010, 7192.

Pogue discloses the user selecting Microsoft Word on the GUI, which

includes a word processing interface, thereby providing access to Word

-55-
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documents. EX-1006, 31, 266, Figure 8-12. Thus, Pogue's "Microsoft Word," like

the applications mode 172d of the '844 Patent, discloses a fourth content mode.

EX-1OLO, (194,

Various content modes identified in the ‘844 Patent and Pogue are

summarized in Table 2? below:

'844 Patent

Web mode 172c

Media mode I723a ications mode 172d Menon Word
Table 2

There would have been motivation to combine, and a reasonable expectation

of success in combining, Pogue with Shimura and Tsuji because prior art elements

are merely combined according to known methods to yteld predictable results. See

ASR, 550 U.S. at 415-21. That is, Pogue taught the well-known Windows XP

operating systemand various content modes, and application of this teachingto

Shimura and Tsuji would have yielded a predictable portable computer with Tsuyi's

R or L button programmed to access Pogue's Start menu. EX-1010, 4196.

Thus, the POSITA would have been motivated to combine the teachings of

Shimura and Tsun with Pogue's teachings to arrive at the Shimura-Tsujpi-Popgue

Computer using the Windows XP operating system that utilizes the R or L. button

programmed to access Pogue's Start menu and various content modes therein. EX-

1010, 9179-97.
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3 Claim |

a. Limitation [I pre]

The Shimura-Tsuji combination discloses [|] pre} and renders it obvious. See

VULA.IL;, VOLB. La; EX-1010, (8198-200.

Shimura discloses a portable computer, configurable into various display

modes. As summarized in Table 3 below, a POSITA would have understood that:

@ Shimura’s Figure | discloses the claimed “laptop mode” ofthe '844 Patent

(FIG. 1);

® Shimura's Figure 5 discloses the claimed "easel mode" of the '844 Patent

(FIG. 4); and

@ Shimura's Figure 4 discloses the claimed "frame mode" ofthe '844 Patent

(FIG. 26).

EX-1010, $199.
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A POSITAwould have been motivated to combine Tsuyi's teachings with

Shimura’s teachings to arrive at the Shimura-Tsap Computer capable of

transitioning between the plurality of display modes. See VIH.B.1.a. This

computer has, as explicitly disclosed by Tsuji, a touch-sensitive display in the

cover part 102 capable of receiving input from a stylus pen or finger to "allow an

operator to interact with a single display screen m each of the plurality of display

modes.” EX-1005, 731, EX-1010, #200.

bh. Limitation [Ta]

Shimura discloses [la]. See VITLA.1; EX-1010, 4201-02.

Shimura's Figure | below shows the claimed "base" (Shimura’s main part

LOL im rec) including the claimed "keyboard" (Shimura’s keyboard 104).
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&. Limitation [ib1]

Shimura discloses [Ibi]. See VITLA.1, EX-1010, 99203-04.

The Shimura Computer discloses "a main display component [Shimura's

cover part 102] rotatably coupled to the base [Shimura’s main part 101] such that

the main display component [102] and the base [101] are rotatable with respect to

one another about a longitudinal axis [Shimura's support shaft 110]" to transition

between the plurality of display modes (¢.g., laptop and easel modes). EX-1004,

9412-13, Figures 2,3 (below). The Shimura Computer further discloses that

Shimura’s support shaft 110 "run{s] along an interface between the main display

component [102] and the base [10E]." EX-1010, 9204.
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d. Limitation [1b2|

The Shimura-Tsuji combination discloses [1b2] and renders it obvious. See

VIILB.1.a;VULB.3.a; EX-10160, 7205-06.

Asihustrated in Shimura's Figure | below, Shimura discloses "the main

display component [102 rec]," and Tsuji discloses "the single display screen

 iTsuji's touch-sensittve display Siuec}.” EX-1O10, #206.
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&, Limitation [1b3|

The Shimura-Tsuji combination discloses [1b3] and renders it obvious. See

VULB.1.a; VWLB.1.c; VINLB.3.a; EX-1010, 49207-08.

Shimura discloses display modes (.c., laptop and easel modes} where the

display component (102) ts facing the operator (.e., "while [the operator] view[s]

the single display screen in cach of the plurality of display modes"). See VULA.L;

VilLB3.a. The Shimura-Tsuji Computer discloses a portable computer capable of

transitioning between the plurality of display modes and having a touch-sensitive

display that "allows the operator to operate the portable computer” in the laptop

and easel modes. See VIU.B.1.a; EX-1010, 4208.

f. Limitation [Ie|
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The Shimura-Tsuji-Pogue combination discloses [ic] and renders it obvious.

See VIILA.L, VIILB.1.c; VHIB.2; EX-1010, (209-12.

The "first content mode” means “a user selectable element displayed on a

user interface that, when selected, allows the user to access the content organized

therein,” which includes at least a web content mode. See VU; EX-1001, 11:49-50.

Pogue discloses "a first content mode” (.e., "Internet Explorer" used to

navigate the web using a web interface) corresponding to the web mode of the '844

Patent. See VUIL.B.2; EX-1001, 11:49-50; EX-1006, 337-38, Figure 11-1.

When the Shimura-Tsuji-Pogue Computeris configured in the laptop mode

(1.¢., the cover part and keyboard of the Shinura-Tsuji-Pogue Computer face the

user), the orientation of the displayed content is ma normal view. See VHIB.2;

EX-1004, (#11, 14. When the user opens InternetExplorer in the laptop mode, the

displayed content would be in anormal view. See VU.B.1.b. Thus, the Shimura-

Tsuyi-Pogue Computer "display[s] to a user on the main display component [102] a

first content mode [Pogue's Internet Explorer] having a first content display

orientation [normal view] with the main display component [102] oriented towards

the user andthe keyboard [104] orientedto receive input from the user.” EX-1010,

q212.

g. Limitation [1d1]
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The Shimura-Tsuji-Pogue combination discloses [1d1] and rendersit

obvious. See VULA.1; VHILB.1.c; VILB.2; EX-1010, 79213-16.

The "second content mode” means "a user selectable element displayed on a

user interface that, when selected, allows the user to access the content organized

therein,” which includes at least a media mode. See Vil; EX-1001, 11:44-46.

Pogue discloses "a second content mode” (.e., "Windows Media Player”to

display a media interface where a user can watch a movie} corresponding to the

media mode ofthe '844Patent. See VUI.B.2; EX-1006, 227-28, Figure 7-13. In an

easel mode, it would be convenient to watch a video using Windows Media Player

because there is no distraction of a keyboard and it takes up less real estate on a

surface. EX-1010, 4215.

When the Shimura-Tsuji-Pogue Computeris configured in the easel mode

(.e., the cover part 102 faces the user, and the keyboardfaces awayfrom the user),

the orientation of the displayed content is in an inverted view. See VHILB.1;

VHIB3.a; EX-1004, 9911, 14. When the user opens Windows Media Player in

the easel mode, the displayed content would be in an inverted view. See

VULB.1.b. Thus, the Shimura-Tsupi-Pogue Computer "display[s] to a user on the

main display component [102] a second content mode [Pogue's Windows Media

Player] having a second content display orientation [inverted view] with the mam
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display component [102] oriented towards the user and the keyboard [104] oriented

awayfrom the user.” EX-1010, 4216.

h. Limitation [1d2]

The Shimura-Tsuji-Pogue combination discloses [1d2] and renders it

obvious. See VUILA.1; VUILB.1.a; VULB.3.a (discussion of touch-sensitive

display); EX-1010, 791217-18.

The Shimura-Tsuji-Pogue Computer in the easel mode would be configured

to display a video using Windows Media Player. See VITI.B.3.¢ Using the touch

screen of the Shimura-Tsuji-Pogue Computer would allow a user to play, pause, or

affect playback of the video by touching the playback controls (FIG. 7-13). EX-

1010, #218.

i. Limitation [lel]

The Shimura-Tsuji-Pogue combination discloses [lel] and renders it

obvious. See VULA.3; VUIB.2; EX-1010, 49219-3171.

The Shimura-Tsuji-Pogue Computer inchides a trackpad disposed onthe

upper surface of the base. See VITL.B.2; Third-Modified Figure 1 of Shimura

(below).
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The trackpad of the Shimura-Tsuji-Pogue Computeris the “navigation

control [1] disposed at least partially within the base and [2] rotatable about the

longitudinal axis” because (1) the trackpad is disposed within the main part 101 of

the Shimura-Tsuji-Pogue Computer that (2) can be rotated about the main support

shaft 110 of the coupling part 103 of the Shimura-Tsuji-Pogue Computer.

Moreover, the trackpad of the Shimura-Tsupi-Pogue Computer can be used

to control various features of the portable computer via a software-driven graphical

user interface. EX-1016, 9222. One example is controlling the volume by, ¢.g.,

dragging the volume bar ()uc) up or clicking "Mute all" (ved) illustrated in Figure

7-14 below. EX-1006, 229-31.
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In this example, the trackpad of the Shimura-Tsuji-Pogue Computer "control[s] at

least one of operating parameters of the portable computer" because the '844 Patent

describes one example of controlling an operating parameter as “adyustling| a

volume of sound produced by the portable computer.” EX-1001, 3:36-38; EX-

1010, 223.

The trackpad of the Shimura-Tsuji-Pogue Computer can also be used to

press Pogue's Start menu button (purplcin Figure 2-3 below) that opens the Start

menu Gisof arcon) that lists at least "Internet" (Gark green), “E-mail” Gesene)

"Microsoft Word" Csine), and "Windows Media Player" (red). EX-1006, 24-25.

EX-1010, 9224.
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In this example, the trackpad of the Shimura-Tsuji-Pogue Computer "control[s] ...

content displayed on the single display screen” because the '844 Patent describes

one example of controlling displayed content as "displayjing]| at least one of a

plurality of modes of content.” EX-1001, 3:36-38; EX-1010, #225.

Thus, the trackpadof the Shimura-Tsuyi-Pogue Computer in each of the

above-described examples discloses the claumed "navigation control.” EX-1010,

226.

Alternatively, Pogue discloses a user using the Start menu button(e.g.,,

pressing Windows logo key or Ctrl+Esc) on the keyboard to open the Start menu

(illustrated in Figure 2-3 above) that lists at least "Internet," E-mail,” "Windows

-68-
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Media Player,” and "Microsoft Word." EX-1006, 24-25. A POSITA would have

known to implement the Start menu button in the keyboard of the Shimura-Tsuji-

Pogue Computer, which is "disposed at least partially within the base [101] and

rotatable about the longitudinal axis [main support shaft 110]." EX-1010, 4227.

Thus, the Start menu button on the keyboard of the Shimura-Tsuji-Pogue

Computer "control[s|... content displayed on the single display screen” because

the ‘844 Patent describes one example of controlling displayed contentas

"cisplayjing] at least one of a plurality of modes of content.” EX-1001, 3:36-38;

EX-1016, 9228.

The keyboard of the Shimura-Tsuji-Pogue Computer includes arrow keys, as

disclosed in Tsuji. See VUILA.2; VUILB.1.b. Withthe Start menu open, a user

would be able to use the arrowkeys on the keyboard to select for display one ofthe

modes of content (e.g., “Internet,” E-mail,” "Windows Media Player,” and

"Microsoft Word"). EX-1005, 9€23-26, 43, EX-1010, €229.

In this example, the arrowkeys of the Shimura-Tsuji-Pogue Computer

"control at least one of operating parameters of the portable computer” because the

‘844 Patent describes one example of controlling an operating parameter as

"selectling| a mode of content for display by the portable computer.” EX-1001,

3:38-41; EX-1010, 7230.
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Thus, the Start menu button and the arrow keys on the keyboard of the

Shimura-Tsupi-Pogue Computer in the above-described examples disclose the

claimed "navigation control.” EX-1010, 9231.

i Limitation [le2]

Shimura discloses [le2]. See VULA.L; VUEB 1c; VIELB2; VUEB.3.a; EX-

1010, 49/232-34.

Whenthe Shimura-Tsuji-Pogue Computer 1s configured in the frame mode,

with the cover part 102 facing up toward the user and the keyboard 104 facing

down toward a desk, the orientation of the displayed contentis in a normal view.

See ViILB.1; VIETLB.3.a; EX-1004, 411, 14, Figure 4. In this configuration, the

keyboard 104 faces "a substantially horizontal surface” of the desk on whichthe

portable computer is placed. EX-1010, #234.

Accordingly, the Shimura-Tsuji-Pogue combination renders obvious Claim

1. EX-1010, 9198-235.

4. Claum3

The Shimura-Tsuji-Pogue combination discloses the additional limitation of

this claim and renders the claim obvious. See VITLA.3; VHLB.2; EX-1010, (]7236-

37,

The Shimura-Tsuji-Pogue Computer discloses "a first navigation button [a

Windows logo key on the keyboard 104] disposed on... the base [101]." See

-7Q-
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VULB.2; VILB34. Pogue's Start menu discloses the claimed "selected content

displayed on the screen" because a user selects this displayed content by pressing,

¢.g., the Windows logo key. EX-1006, 25. Opening the Start menu using the

Windows logo key "permut[s] the user to manipulate selected content,” e.g.,

highlight, drag and drop, or launch a content mode such as Microsoft Word, "via

an input device,” e.g., trackpad, touch screen, keyboard, mouse, etc. EX-1010,

9237.

3. Claim 4

a. Limitation [4a]

Pogue discloses [4a]. See VILA3; VULB.3.£ VILB.3.g; EX-1010, #€238-

The "modes of content" means "user selectable elements displayed on a user

interface that, when selected, allows the user to access the content organized

therein,” which includes media, connect, application, and web content modes. See

VIL, EX-1001, 11:44-52.

Pogue discloses various "modes of content” G.e., "Internet Explorer"

corresponding to the web mode of the '844 Patent, "Outlook Express "

corresponding to the connect mode of the '844 Patent, "Windows Media Player"

corresponding to the media mode of the '844 Patent, and "Microsoft Word"
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corresponding to the applications mode of the '844 Patent. See VULB.2; EX-LOOL,

11:49-50; EX-1006, 3, 4, 23-25, 337-38.

The '844 Patent describes a "home screen" as a user interface that “displays a

plurality of modes of content 172." EX-1001, 11:35-38.

Pogue's Start menu button Gourple in Figure 2-3 below) that opens the Start

 

 men(ice groom) lists at least “Internet” Glark green), “E-mail” Geen),

"Microsoft Word" (suc), and "Windows MediaPlayer" (vec). EX-1006, 23-25,

  
 

 

   
 

 
 
 

  

 Masher Iist-of crosrams  
BreeseeseeneeeeaeeT

The Start menu can be opened via the keyboard or another input device (¢.g., touch

screen, trackpad, mouse, etc.}. /a.. Thus, Pogue's Start menu, like the home screen

~79.
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of the '844 Patent, discloses multiple modes of content, summarized in Table 2,

reproducedagain below:

"844 Patent

Web mode I72c

Media made 172a

Connect mode 172b

Microsoft Word

Table 2

 
EX-1010, 9243.

b. Limitation [4b]

The Shimura-Tsuji-Pogue combination discloses [4b] and renders it obvious.

See VITLA.3, VHLB.2; VIELB.4; VIUIEB.5.a; EX-1010, 97244-45.

The Shimura-Tsuji-Pogue Computer discloses "the [first] navigation

button,” 1.¢., a Windows logo keyon the keyboard 104. See VITLB.2. Opening the

Start menu using the Windows logo key "“permutis] the userto select for display

one of the plurality of modes of content,” e.g., highlight or launch a content mode

such as Microsoft Word, "via an input device,” e.g., trackpad, touch sereen,

keyboard, mouse, etc.” EX-1010, 9245.

Accordingly, the Shimura-Tsupi-Pogue combination renders obvious Claim

A. id., 19238-2346.

6. Claim §

a. Limitation [Sa]

HP Inc. - Exhibit 1005 - Page 3346



HP Inc. - Exhibit 1005 - Page 3347

Petition for /nter Partes Review

U.S. Patent No. 8,624,844

The Shimura-Tsuji-Pogue combination discloses [5a] and renders it obvious.

See VULA.2; VIILB.1.b; EX-1010, §9247-51.

Tsuji discloses R and L buttons 118 and 119 integrated into the base ofthe

Shimura-Tsuji-Pogue Computer, as illustrated in Third-Modified Figure 1 of

Shimura and Second-Modified Figure 5 of Shimura below. See VIIILB.1.b; EX-

1005, #38: EX-1010, 9248.

Third-Modified

Figure |
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The R or L button can be programmed with any given function, including arrow

keys (e.g., up, down,left, and right directions), used to navigate around the display

screen. See VUILA.2; VUILB.1.b; EX-1005, 1939-46. Such a programmedR or L

button discloses the claimed "second navigation button.” EX-1010, #249.

Alternatively, the R or L button can be programmed with another function,

inchiding (1} the display inversion functionality disclosed in Shimura bythe

display reverse switch 106 and disclosed in Tsuji by using the rotation angle sensor

and the gravity sensor and (2) Pogue's Start merbutton. /@., €250.

The R or L button programmed with any one of these functions discloses the

claimed "second navigation button.” /d., 77251.

h. Limitation [3b]
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The Shimura-Tsuji-Pogue combination discloses [Sb] and renders if obvious.

See VIILA.T; VULA.3; VOILB.2; VIELB.4; EX-1010, 99/252-53

The Shimura Computer includes the base (101) with the keyboard (104)

disposed on a first surface (.e., upper surface in red), which is understood to be a

major Surface. Figure | (below). The base (102) also includes a second surface

 (.¢., lateral surface in 2icc)}, which is understood to be a minor surface. /d. Thus,

the Shimura-Tsuji-Pogue Computer discloses "the first navigation button

iWindowslogo key of keyboard 104] is disposed on a major surface [first surface]

of the base [101}." EX-1010, €253.
FREEERRRREEEEEETEEREEREEETTEREEEEOETEREETECEOTENSEEECETERENCESOETPEEEEECETPEEEEEESOOTTESSEEECOTTERESEECEOPEEEEEEEEETESEESCETEEESECECETEESEESCETTESESTECETTTESEEECNTTESETTESSTTTSSTTTSNT
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c. Limitation [Se|

The Shimura-Tsuji-Pogue combination discloses [Sc] and renders it obvious.

See ViTLA.2; ViTLB 1b; VITLB.6.a-VIUB.6.b; EX-LO10, (9254-55.
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The programmed R or L button of the Shimura-Tsuji-Pogue Computer

discloses "the second navigation button ... disposed on a minor surface of the base

[1O1]." EX-£L004, Second-Modified Figure 5.
herntntnnnninennnnnnnnnnnnnnna: *

Second-Modified

Fiigure 5 
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Accordingly, the Shimura-Tsuji-Pogue combimation renders obvious Claim

5. See EX-1010, 99247-56,

7 Claim 7

a. Limitation [7a]

Shimura discloses [7a]. See VULA.1; EX-1010, 99257-S8.

in the laptop mode, as illustrated in Shimura’s FIG. 1 below, the hinge

rotation angle is less than [80° fromthe closed mode. EX-1004, (#1i-14, FIG. 1;

EX-1010, 4258.

b. Limitation [7b]

Shimura discloses [7b]. See VULA.1; VIILB.7.a; EX-1OL0, (9259-61.

-)7-

HP Inc. - Exhibit 1005 - Page 3350



HP Inc. - Exhibit 1005 - Page 3351

Petition for Jeter Partes Review

U.S. Patent No. 8,624,844

In the easel mode, as illustrated in Shimura’s FIG. 5, the hinge rotation angle is

more than 180° from the closed mode. EX-1004, 9714-17; EX-1010, 9260.

Accordingly, the Shimura-Tsuji-Pogue combination renders obvious Clatm

7. See EX-1010, 9257-61,

8. Claim 8

The Shimura-Tsuji-Pogue combimation discloses the additional limitation of

this claim and renders the claim obvious. See VITLA.1: VHIB.1.c; VIIIB.2; EX-

L010, #91262-66.

Pogue discloses “first content mode" means "a user selectable element

displayed on a user interface that, when selected, allows the user to access the

content organized thereim,” which includes at least a web content mode. See

VIILB3 4 VU; EX-1O01, 11:49-50.

The Shimura-Tsuji-Pogue Computerdiscloses the frame mode ima first

content display orientation G.e., anormal view). See VUIB.1.b; VULB3 5, EX-

1004, 18, Second-Modified Figure 4, EX-1010, (264,
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When the user opens Internet Explorer in the frame mode, the displayed

content would be in anormal view. See VIILB.1.b. Thus, the Shimura-Tsup-

Pogue Computer “display[s] to a user on the main display component [102] the

first content mode [Pogue's Internet Explorer] having the first content display

orientation [normal view]." EX-1O10, 4266.

2. Claim 9

Shimura discloses the additional limitation of this claim, and the Shimura-

Tsuji-Pogue combination renders the claim obvious. See VITLA.1; VITLB.2; EX-

1010, 1267-68.

Shimura discloses a "second switching means" to invalidate input from the

keyboard. EX-1004, 78. The second switching means can be set so that inputto

the keyboard is invalidated. /d. The input invalidation may be used in a frame

mode. EX-1004, (48, 18 CA switching means ... should be setin place to

invalidate input from the keyboard to prevent this."), Figure 4. The input

invalidation functionality may operate automatically based on an angle of the cover

part 102 relative to the main part 101. /d@, 4" 18, 19. Shimura’s input invalidation

discloses "preventling] the portable computer from respondingto keyboard input

when the portable computer is in the frame mode.” EX-1010, 9268.

10. Claim 16

a. Limitation [10pre]
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The Shimura-Tsuji combination discloses [1 Opre] and renders it obvious.

See VITLA.L; VULB.1.a; VHI.B.3.a; EX-1010, 7269.

b. Limitation [10a]

Shimura discloses [10a]. See VITLA.1; VULB.3.b, EX-1010, 9270.

c. Limitation [10D]

The Shimura-Tsuji combination discloses [10b] and renders it obvious. See

VILA; VULB.1.a; VULB.3.a; VHIB.3.c; VILB.3.d; EX-1010, #271.

d. Limitation [10c1]

Shimura discloses [10c1]. See VITLA.1; EX-1010, 99272-75.

The Shimura Computer discloses the claimed "hinge assembly" (coupling

part 103 red) that "defines an axis of rotation [main support shaft 110] about which

both the base [101] and the main display component [102] are rotatable”to

transition between the plurality of display modes. EX-1004, {"12-13, Figures 2 &

3 (below); EX-1010, (273.
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457 shakt position

 
The Shimura Computer can be configured into the laptop and easel modes,

as tHustrated in Shimura's Figures | and $5. See VIUL.B.3.a; EX-[010, €274.

The hinge assembly 103 includes main support shaft 110 and cover support

shaft 111 that would be placedinside, respectively, the main support part 112 of

the main 101 and the cover support part 113 of the cover part 102. EX-1010, 9275.
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Thus, the "hinge assembly” (103) is "at least partially housed within the base"

(101) and the "main display component” (102). fd.

é, Limitation [10c2]

The Shimura-Tsuji combination discloses [10c2] and renders it obvious. See

VOLA.L: VULB.1.a; VINLB.3.e; EX-1010, 9276.

f Limitation [10c3]

The Shimura-Tsuji-Pogue combination discloses [10c3] and renders it

obvious. See VILA. 1, VOILA.3; VUILB.1.a; VULB.2, VULB.3-f EX-16010, 9277.

g. Limitation [10d1]

The Shimura-Tsuji-Pogue combination discloses [10d1] and renders it

obvious. See VUELA.1; VOLA.3; VOILB.1.a; VINLB.2; VULB3.g, EX-1010, 4278.

h. Limitation [10d2]

The Shimura-Tsuji combination discloses [10d2] and renders it obvious. See

VILA; VOLB.t.a; VOLB.3.h; EX-1010, 9279.

i. Limitation [10e1|

Shimura and the Shimura-Tsuji-Pogue combination each disclose [10e1] and

the Shimura-Tsujt-Pogue combination renders it obvious. See VULA.1;

VILB.t.a-VULB.1.b, VHLB.2; EX-1010, #]280-87.

(1} Touch screen as the navigation contro! 

The Shimura-Tsuji-Pogue Computer inchides a touch screen. See

VIILB.1.a. This touch screen is the "navigation control accessible in cach ofthe

=83-
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plurality of display modes” because it can be accessed in the laptop, easel, and

frame modes. Moreover, it can be used to control the volumeby, e.g., dragging the

volume bar (luc) up or pressing "Mute all” (ed), disclosing "manipulatiing| at

least one of operating parameters of the portable computer.” See VI.B.3.1; EX-

1006, 229-31, FIG. 7-14 below; EX-1010, €281.

eeOe

 

  
 

 
   

 

 

The touch screen of the Shimura-Tsupi-Pogue Computer can also be used to

press Pogue's Start menu button (purpic in Figure 2-3 below) that opens the Start

menu Gi2tt crocs) that lists at least “Internet” @iark green), “E-mail” Gesnee),

"Microsoft Word" Caine), and "Windows Media Player" (rec). See VIB 3.4; EX-

1006, 24-25.
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control

Alternatively, the programmedR and L buttons 118 and 119 of the Shimura-

Tsuji-Pogue Computer are integrated into a side of the base of portable computer

|. See VIULB.1.b; VIILB.6.a; EX-1005, 938, EX-1010, 9283; Third-Modified

Figure | & Second-Modified Figure 5 of Shimura (below).
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Third-Modified

Figure|
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303 coupling part
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103 main part
402 cover part

 Seeseeseesserereerrereeeeeeeeennnnnnnnnnnnnnnnnnnnd

The R and L buttons can be programmed with any given function, including

arrowkeys (¢.g., up, down, left, and right directions) and an enter key used to

navigate aroundthe display screen and select content on the display screen, as well

as Pogue's Start menu button to open the Start menu. See VULA.2; VOB. 1b;

=85-
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EX-1005, #43, 45. The R and L buttons are accessible in the laptop, easel, and

frame modes. EX-1005, #]43, 45. A user would be able to press an L button

programmed to operate as the Start menu button, and press the R button to move

down through the list of functionalities presented by the Start menu, thereby

“manipulatiing| at least one of operating parameters of the portable computer and

the content displayed on the single display screen.” See VILLB3.4; EX-1010, #284.

(3) Display reverse switch as the navigation control 

Alternatively, Shimura discloses the display reverse switch 106 to orient the

displayed content. EX-1004, 12. The display reverse switch 106 is accessible in

the laptop, easel, and frame modes. See VUIA.1; EX-1010, 4285; Shimura's

Figures 1,4, 5.

inverting the displayed content discloses "manipulatiing] at least one of

operating parameters of the portable computer and the content displayed on the

single display screen.” EX-1010, 9286.

Thus, each of the touch screen, the R and 1. buttons, and the display reverse

switch in the above-described examples discloses the claimed "navigation control.”

Id. 49207.

. Limitation [10e2]

Shimura discloses [10e2]. See VUILA.1L; VOILB.1.c; VOILB.2, VILB.3 4;

EX-1010, (288.
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Accordingly, the Shimura-Tsuji-Pogue combination renders obvious Claim

10. EX-1010, 9269-89.

TE. Claim 13

The Shimura-Tsuji combination discloses the additional limitation of this

claim, and the Shimura-Tsuji-Pogue combination renders the claim obvious. See

VULA.L, ViELB.1.b; VOILB.2; EX-1010, 79290-93.

Tsuji discloses R and L buttons 118 and 119 integrated into aside of the

base of portable computer | that is accessible in the laptop and easel modes, as

illustrated in the Third-Modified Figure | of Shimura and the Second-Modified

Figure 5 of Shimura below. EX-1005, 438; EX-1010, #291.
eeeRESRAERSARINSRSASRENRERENALNRENANRENARANRENANAAAEMNANAANNANAANEAENANANANANANANANAAENANAANNAANANAAENAAN%

Third-Modifted

Figure |
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Second-Modified

Figure 5
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The R or L button can be programmed with any given fimetion, including

arrowkeys (e.g., up, down,left, and right directions) used to navigate around the

display screen and select content on the display screen. SeeVIHILA.2; VIULB.1b;

EX-1005, 9939-45; EX-1010, #292. Thus, Tsuji discloses "a first navigation

button [i.e., the R or L. button programmed to be a down arrow key] user-accessible

in each of the laptop mode and the easel mode [1.¢., a back side of the base 101]."

Pogue's Start menu discloses the claimed "selected content displayed on the

screen” because a userselects this displayed content by pressing, e.g., the

Windowslogo key via the touch sereen of the Shimura-Tsuji-Pogue Computer.

EX-1006, 25. With the Start menu open, a user would be able to use the

programmed Rbutton or L buttonto select for display one of the modes of content

(e.g., “Internet,” E-mail,” "Windows Media Player,” and "Microsoft Word").

Activating the R or L button programmed to be the down arrowkey discloses

=89.

HP Inc. - Exhibit 1005 - Page 3362



HP Inc. - Exhibit 1005 - Page 3363

Petition for Jeter Partes Review

U.S. Patent No. 8,624,844

manipulating the "selected content displayed on the screen.” See VIII.B.3.1, EX-

1005, 79735, 43; EX-1010, 293.

12. Claim 14

a. Limitation [14a]

Pogue discloses [[4a]. See VILA2-VULA.3; VOLB.1.a:; VHLB.2;

VUEB3.4 VULB3.¢; VULB5.a; EX-1010, 97294.

b. Limitation [14b]

The Shimura-Tsuji-Pogue combination discloses [14b] and rendersit

obvious. See VULA2-VULA3; VULB.1.a; VHIB.2; VULB.S.b; EX-1010, {91295-

96,

Accordingly, the Shimura-Tsup-Pogue combination renders obvious Claim

14. EX-1010, 1295-96,

13. Claim 1S

The Shimura-Tsuji-Pogue combination discloses the additional limitation of

this claimand renders the claim obvious. See VULA.2-VULA3; VHEB 2; EX-

1010, 991297-98.

The Shimura-Tsuji-Pogue Computer discloses various keys(¢.g., arrow

keys, Windows logo key, etc.) on the keyboard 104 and a trackpad on the same

surtace as the keyboard 104. See VULB4. The keyboard 104 andthe trackpad are

not accessible in the easel mode. EX-1004, €17 ("Atthis time, keyboard 104 is

completely on the back side when seen by the user."), Figure $; EX-1010, #298.
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14, Claim 16

The Shimura-Tsuji combination discloses the additional limitation of this

claim, and the Shimura-Tsuji-Pogue combination renders it obvious. See VULAI-

VULA.2; VOLB. Lc; VUWLB.2; EX-1016, 1299-300.

Tsuyi's rotation angle sensor and gravity sensor can be used to determine the

display mode (.<., physical orientation of the portable computer) and

corresponding orientation of the displayed content. See Table 1; VIULB.1.

C. Ground 2: Shimura in viewof Tsuji, Pogue, and Escamilla
renders Claim6 obvious.

1. Combination of Shimura. Tsun, Pogue, and Escamilla 

hereatter "Shimara-Tsui-Pooue-Escamilla combination” 

A POSITA would have been motivated to combine Pogue with Shimura and

Tsup (VULB.2), and to combine Escamilla with the foregoing for several reasons.

EX-1010, 7301-05.

A seroll wheel was not explicitly disclosed in Shimura, Tsup, or Pogue.

However, a scroll wheel was a standard component that found uses im various

electronic devices including portable computers. Such a scroll wheel (rec) is

expheitly disclosed in Escamilla. EX-1007, Abstract, 3:1-7, FIG. 3 (below), EX-

1010, €302.

-91-

HP Inc. - Exhibit 1005 - Page 3364



HP Inc. - Exhibit 1005 - Page 3365

Petition for /nter Partes Review

U.S. Patent No. 8,624,844

 
Thus, a POSITA would have been motivated to incorporate Escamuilla’s

standard scroll wheel (inc) into the Shimura-Tsuji-Pogue Computer to arrive at

the "Shimura-Tsuji-Pogue-Escamilla Computer," as illustrated in Fourth-Modified

Figure | of Shimura. EX-1010, 4303.
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There would have been motivation to combine, and a reasonable expectation

of success in combining, Escamilla with Shimura, Tsupt, and Pogue because prior

art elements are merely combined according to known methodsto yield predictable

results. See KSR, 550 U.S. at 415-21. That is, Escamilla taught a scroll wheel

integrated into a portable computer, and application of this teaching to Shimura,

Tsupi, and Pogue would have yielded a predictable portable computer with

Esecamilla's multi-functional scroll wheel integrated into the base of the portable

computer. EX-1010, 7304.

Thus, the POSITA would have been motivated to combine the teachings of

Shimura, Tsuji, and Pogue with Escamuilla's teachings to arrive at the Shimura-

Tsuji-Pogue-Escamilla Computer that implements Escamulla’'s scroll wheel into the

portable computer. EX-1010, €4301-05.
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2. Claim 6

The Shimura-Tsuji-Pogue-Escamilla combination discloses the additional

limitation of this claim and renders the claim obvious. See VIILA.1; VITLA4-

VULA.S; VOLC.L VITED.1, EX-1610, 1306-10.

Escamilla discloses that the scroll wheel can provide functionality similar to

a wheel on a mouse, including a scroll function to scroll up and down. EX-1007,

1:20-27; EX-1010, 9307.

The "mode of content" means "a user selectable element displayed on a user

interface that, when selected, allows the user to access the content organized

therein,” which includes at least one of media, connect, application, and web

content modes. See VI; EX-1001, 11:44-52; EX-1010, #308.

Pogue discloses clicking on a Start button (purple in Figure 2-3 below) to

open a Start mena Gisis srccn). See VITLA.3; VOLB.2; EX-1006, 25. In the Start

menu, the user has access to “Internet” (lark ercen), “E-mail” Grouc.), "Microsoft

Word" (ize), and "Windows Media Player" (ced), which correspond to different

modes of content. See VUI.B.5.a; VIELA.3; VINB.2; EX-1006, 23-25; EX-1010,

309.
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With the Start menu opened using the Windows logo key, a user could use

the scroll wheel to "permit the user to select a mode of content for display,” ¢.¢.,

scroll through or highheht a content mode such as Microsoft Word. EX-1010,

310,

D. Ground 3: Shimura in view of Tsuji, Pogue, Escamilla, and Yeh
renders Claim 2 obvious.

1. CombimationofShimura,Tsui,Pogue,Escamilla.andYeh
‘hereatter "Shimura-lsuji-Pooue-Escamilla-Yeh combination”  

A POSITA would have been motivated to combine Escamilla with Shimura,

Tsuji, and Pogue (VIULC.1), and to combine Yeh with the foregoing for several

reasons. EX-LO10, F31L1-14.
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Escamilla discloses that the scroll wheel is a multi-function input device

without providing explicit disclosure that one such function is volume control.

EX-1007, 1:66-2:2. However, Yeh disclosed this function as to a control knob:

where clockwise rotation increases the volume and counterclockwise rotation

decreases the volume. EX-1008, Abstract, 3:1-7. Thus, a POSITA would have

been motivated to program the function disclosed in Yeh into the multi-function

scroll wheel of the Shimura-Tsuji-Pogue-Escamilla Computer to arrive at the

"Shimura-Tsupi-Pogne-Escamilla~Yeh Computer" capable of controlling the

volume with the scroll wheel. EX-1016, 9312.

There would have been motivation to combine, and a reasonable expectation

of success in combining, Yeh with Shimura, Tsun, Pogue, and Escamilla because

prior art elements are merely combined according to known methodsto yield

predictable results. See ASR, 550 U.S. at 415-21. Thatis, Yeh taught the use of a

scroll wheel for controlling volume ("volume control knob"). Application ofthis

teaching to Shimura, Tsuji, Pogue, and Escamilla would have yielded a predictable

portable computer with Escamulla’s scroll wheel capable of controlling the volume

byrotating the scroll wheel. EX-1010, #313.

Thus, the POSITA would have been motivated to combine the teachings of

Shimura, Tsuji, Pogue, and Escamilla with Yeh's teachingsto arrive at the
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Shimura-Tsuji-Pogue-Escamilla-Yeh Computerthat implements Yeh's volume

control functionality into Escamulla’s scroll wheel. /d., #234.

Ze Claim 2

The Shimura-Tsuji-Pogue-Escamilla-Yeh combination discloses the

additional limitation of this claim and renders the claim obvious. See VIILA.1;

VULA4-VOLAS; VOLC.L, VIED.L, EX-1010, (315-16.

A POSITA would have been motivated to incorporate Ych's volume control

functionality into Escamilla's multi-function scroll wheel. See VUI.D.1; EX-1007,

1:66-2:2; EX-1008, Abstract, 3:1-7, EX-1010, F316.

B. Ground 4: Shimura in view of Tsuji, Pogue, and Lin renders
Clanms 18 and 22 obvious.

i. Combination of Shimura, Tsun. Pogue, and Lin (hereafter why

"Shumura-Tsujt-Pogue-Lin combination” 

A POSITAwould have been motivated to combine Pogue with Shimura and

Tsuji (VIELC.1), and to combine Lin with the foregoing for several reasons. EX-

L010, #317-24.

A rotary knob was not explicitly disclosed in Shimura, Tsuji, or Pogue.

However, a rotary knob was a standard component used in various electronic

devices, including portable computers, such as the rotary knob (vec\) explicitly

disclosed in Lin. EX-1008, Abstract, 728, FIG. 2 (below), EX-1010, F318.

-97.
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Lin discloses that the rotary knob can be used to activate a desired function

of the portable computer. EX-1009, #88, 28. Tsuji teaches various functions of a

portable computer, such as wp and downarrow keys of a keyboard. See VUIIA.2;

VULB.i, EX-1005, (938-46. Given this, aPOSITA wouid have been motivatedto

associate at least the functions of Tsuji's up and down arrowkeys with Lin's rotary

knob, such that moving the rotary knob up moves the displayed content up, and

moving the rotary knob down moves the displayed content down. EX-1010, #319.

-9&8.
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Moreover, the POSITA would have been motivated to incorporate Lin's

rotary knob, disposed in the hinge assembly, into the portable computerso that

"the available space inside the upper chassis ofthe main bodyis mereased.” EX-

1009, 428; EX-1010, 9320.

Additionally, the POSITA would have been motivated to incorporate Lin's

rotary knob, disposed on the hinge assembly, into the portable computer so that it

could be accessed in the various display modes, including in those display modes

where the keyboard is not accessible (e.g., easel and frame modes). EX-1010,

4321.

Thus, a POSITA would have been motivated to meorporate the Lin's

standard rotary knob into the Shimura-Tsuji-Pogue Computer to arrive at the

"Shimura-Tsuji-Pogue-Lin Computer” with the rotary knob Grinc). EX-1010,

9322; Fifth-Modified Figure 1 of Shimura (below).
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Fiith-Modified

Figure |

  
There would have been motivation to combine, and a reasonable expectation

of success in combming, Lin with Shimura, Tsuji, and Pogue because prior art

slements are merely combined according to known methods to yield predictable

results. See KSR, 550 US. at 415-21. Le., Lin taught a rotary knob integrated into

a hinge assembly, and application of this teaching to Shimura, Tsuji, and Pogue

would have yielded a predictable portable computer with Lin's rotary knob

integrated into the base of the portable computer. EX-1010, 9323.

Thus, the POSITA would have been motivated to combine the teachings of

Shimura, Tsuji, and Pogue with Lin's teachings to arrive at the Shimura-Tsuy-

Pogue-Lin Computer that implements Lin's rotary knob into the portable computer.

EX-1010, 9€317-24,
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2. Claim 18

a. Limitation [[Spre]

The Shimura-Tsuyi combination discloses [1 8pre] and renders it obvious.

See VIILA.L, VUILB.1.a, VUIB.3.a; EX-1010, 9325.

b. Limitation [18a]

Shimura discloses [18a]. See VIH_A.1, VHU.B.3.b, EX-1010, 4326.

c. Limitation [18D]

The Shimura-Tsuji combination discloses [18b] and renders it obvious. See

VOILA. ViILB.1.a; VULB.3.a,VULB3.c-VIIEB3.d; EX-1010, 4327.

d. Limitation [18cl]

Shimura discloses [18cl]. See VIILA.L, VIU.B3.c; VIILB.10.d; EX-1010,

é. Limitation [18c2]

The Shimura-Tsuyt combination discloses [18c2] and renders it obvious. See

VUOEB.1.a; VIOLB.i.c; VOLB.3.a; VHILB.3.c, EX-1010, 4329.

f Limitation [18d]

The Shimura-Tsuji-Pogue combination discloses [18d] and renders 1

obvious. See VILA. 1, VOILB.1.c; VUILB.2; VHIB3-f EX-1610, 9330.

g. Limitation [18el]

The Shinmura-Tsuji-Pogue combination discloses [18el] and renders it

obvious. See VULA.L, VOLA3; VOLB.1.a; VIB .2; VULB3.g; EX-1010, §331.

-101-
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h. Limitation [18e2]

The Shimura-Tsuji combination discloses [18e2] and renders it obvious. See

VILA. VUILB.t.a; VULB.3.h; EX-1010, 7332.

i. Limitation [1&f]|

The Shimura-Tsuji-Pogue-Lin combination discloses [18f1] and renders it

obvious. EX-1010, 9€333-34.

Lin discloses a rotary knob integrated into the hinge assembly, which is “at

least partially about the longitudinal axis.” See VIELE.1; EX-1008, (28. Lin's

rotary knob is used to activate a function. Given Tsuji's teaching of various

functions of a portable computer, including up and down arrow keys, a POSITA

would have been motivated to program the rotary knob to performat least the up

and downarrowkey functions such that moving the rotary knob up movesthe

displayed content up and moving the rotary knob down movesthe displayed

content down. See VIELE.1. Thus, Lin's rotary knob discloses the claimed

“navigation control.” EX-1010, 9334.

i Limitation |18f2|

Shimura discloses [18f2]. See VULA.1; VITLB.1.c; VILB.2; VHLB.3.a;

VULB.34; EX-1010, €335.

Accordingly, the Shimura-Tsuji-Pogue-Lin combination renders obvious

Claim 18, EX-1OL0, 9325-36.
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3. Claim 22

The Shimura-Tsuji-Pogue combmation discloses the additional limitation of

this claim, and the Shimura-Tsuji-Pogue-Lin combination renders the claim

obvious. See VUULA.L, VU0.B.1.a-VUB.1.b; VINLB.2; VULB.4-VIEB.S b;

VULB.6.a-VULB.6.c; EX-1010, €337.

R. Ground 5: Shimura in view of Tsuji, Pogue, Escamilla, and Lin
renders Claims 11, 12, 19, and 21 obvious.

i. Combination of Shimura, Tsun. Pogue. Escamilla. and Lin 

hereafter "Shumura-Psui-Poone-Escamula-Lin combination" 

A POSITAwould have been motivated to combine Escamilla with Shimura,

Tsuji, and Pogue (VULC.1), and to combine Lin with the foregoing for several

reasons. EX-1010, "/338-41.

In one embodiment, Escamilla discloses the scroll wheel is mounted on a

base of a computer. EX-1007, 2:1-2. However, Lin disclosed a rotary knob

disposed in pivot portion 230 of the main body 210. EX-1009, 928. Thus, a

POSITA would have known that implementing Escamilla's scroll wheel into a

location that was accessible in all modes, such as Lin's pivot portion 230, was an

obvious design choice for a portable computer with multiple display modes. The

resulting system will be hereafter referred to as the "Shimura-Tsuji-Pogue-

Escamilla~-Lin Computer” with the scroll wheel (uc) implemented at least

partially in the hinge assembly. EX-1010, 9339; Sixth-Modified Figure | of

Shimura (below).
~103-
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Sixth-Modified

Figure |

  
There would have been motivation to combine, and a reasonable expectation

of success in combining, Lin with Shimura, Tsuji, Pogue, and Escamilla because

prior art elements are merely combined according to known methodsto yield

predictable results. See KSR, 550 U.S. at 415-21. Le., Lin taught implementing a

scroll wheel into a hinge assembly, and application of this teaching to Shimura,

Tsuji, Pogue, and Escamilla would have yielded a predictable portable computer

with Escamilla's scroll wheel disposed within the hinge assemblyof the portable

computer. EX-1010, 7340,

Thus, the POSITA would have been motivated to combine the teachings of

Shimura, Tsuji, Pogue, and Escamilla with Lin's teachings to arrive at the Shimrura-

Tsuji-Pogue-Escamilla~Lin Computerthat implements Escamilla's scroll wheel

into the hinge assembly of the portable computer. Jd, (338-41.

~104-

HP Inc. - Exhibit 1005 - Page 3377



HP Inc. - Exhibit 1005 - Page 3378

Petition for /nter Partes Review

U.S. Patent No. 8,624,844

2. Claim il

The Shinura-Tsuji-Pogue-Escamilla-Lin combination discloses the

additional limitation of this claim and renders the claim obvious. See VILLAI;

VULA.4, VOLA.O; VILC.L VOLP.1; EX-1010, 9342-43,

The Shimura-Tsuji-Pogue-Escamilla-Lin Computer discloses a scroll wheel

 (jue) umplemented in the hinge assembly. See VUILP.1; Stxth-Modified Figure I

of Shimura(below), EX-1010, 9343,

Sixth-Modified

Figure |

 
 

 

7 i; faatest 2)
PERERAGS 106 disp’

3. Claim 12

The Shinmura-Tsuji-Pogue-Escamilla-Lin combination discloses the

additional limitation of this claim and renders the claim obvious. See VILA:

VULAA4; VELA; VULC L, VULP.1; EX-EO10, 79344-46.
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Tsuji discloses automatically changing the function of the R and L buttons

118 and 119 based on a current display mode. See VULA.2; EX-1005, 446.

Given Tsuji's disclosure, a POSITA would have been motivated to program

the multi-fimetion scroll wheel of the Shimura-Tsup-Pogue-Escamilla-Lin

Computer to change a default action in the different display modes. E.g., the scroll

wheel could scroll up and downin the laptop mode while reviewing and editing a

document, and tncrease and decrease volume in the easel mode while consuming

media (e.g., video). EX-1007, 1:20-30; EX-1010, €346.

4, Claim 19

The Shimura-Tsuji-Pogue-Escamilla-Lin combination discloses the

additional limitation of this claim and renders the claim obvious. See VUILA.1:

VIULA.4; VULA.6; VHLC.L, VOLP.1; EX-1010, 19347-48.

Escamilla discloses that the scroll wheel can provide functionality similarto

a wheel on a mouse, including a scroll function to scroll up and down. EX-1007,

1:20-27. With the Start menu using the Windows logo key, a user could use the

scroll wheel to "permit a user to manipulate the content displayed on the screen

ie.g., scroll through or highlight the modes of content (¢.g., "Internet," "Windows

Media Player,” "Email," and "Microsoft Word")]." EX-1010, 9348.

-106-
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oe Claim 21

The Shinura-Tsuji-Pogue-Escamilla-Lin combination discloses the

additional limitation of this claim and renders the claim obvious. See VIUILA.1:

VULA.4, VOLA.O; VILC.L VOLPE A-VULF2; EX-1010, (349.

G. Ground 6: Shimura in view of Tsuji, Pogue, Escamilla, Lim, and
Yeh renders Claim 20 obvicus.

i. Combination of Shimura, Tsui, Pogue. Escamilla. Lin. and Yeh

‘hereafter "Shimura-Psui-Posoue-Escamilla-Lin-Yeh

combination")

 

  

 

A POSITA would have been motivated to combine Lin with Shimura, Tsup,

Pogue, and Escamilla (VUILP.1), and to combme Yeh with the foregoing for

several reasons. EX-~-1010, €9[350-54.

Lin discloses implementing the multi-function scroll wheel (sine) at least

partially in the hinge assembly. See VIELF.1; Sixth-Modified Figure | of Shimura

(below).
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Sixth-Modified

Figure |

  
Escamulla also discloses that the scroll wheel is a multi-function input device, but

without providing explicit disclosure that one such function is volumecontrol.

EX-1007, 1:66-2:2. However, Yeh disclosed this function as to a control knob:

where clockwise rotation increases the volume and counterclockwise rotation

decreases the volume. EX-1008, Abstract, 3:1-7. Thus, aPOSITA would have

been motivated to program the function disclosed in Yeh into the multi-function

scroll wheel of the Shimura-Tsuji-Pogue-Escamilla-Lin Computer to arrive at the

"Shimura-Tsuji-Pogue-Escamilla-Lin-Yeh Computer" capable of controlling the

volume with the scroll wheel implemented at least partially in the hinge assembly.

EX-1010, 9352.

There would have been motivation to combine, and a reasonable expectation

of success in combining, Yeh with Shimura, Tsuji, Pogue, Escamilla, and Lin

-108-
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because prior art elements are merely combmed according to known methods to

yield predictable results. See KSR, 550 U.S. at 415-21. Le, Yeh taught volume

control functionality, and application ofthis teaching to Shimura, Tsuji, Pogue,

Escamilla, and Lin would have yielded a predictable portable computer with

Escamilla’s scroll wheel capable of controlling the volume bybeing rotated. EX-

1010, €353.

Thus, the POSITA would have been motivated to combine the teachings of

Shimura, Tsuji, Pogue, Escamilla, and Lin with Yeh's teachings to arrive at the

Shimura-Tsupi-Popue-Escamilla-Lin-Yeh Computer that implements Yeh's volume

control functionality into Escamulla’s scroll wheel implemented at least partially in

the hinge assembly. EX-1010, 7350-54.

2. Claim 20

The Shimura-Tsuji-Pogue-Escamilla-Lin-Yeh combination discloses the

additional limitation of this claim and renders the claim obvious. See VIILA.1;

VULA4-VOLAS; VULCA-VOULD.2; VIELF 1; VIEG.1; EX-£O010, 4355.
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E INTRODUCTION

Pursuant to 35 US.C. § 311 and 37 CLFR. § 42.100, Petitntoner Microsoft

Corporation requests inter partes review CIPR”) of claims 1-36 of U.S. Patent No.

8,577,957 (the °957 patent” (Ex. 1001)).

The °957 patent describes a device that “transforms” a local operation into a

remote operation. The device recerves a user’s selection within server-provided

content—for example, selection of a download link within a web page. Normally,

this operation would result in a local access operation: the device would locally

download the linked file. Before sending the download request to the server,

however, the 957 device accesses a profile to determine if the requested download

matches some characteristic, such as a size restriction. If so, the device transforms

the downloadrequest into a request for the server to provide a remote operation, like

storing the requested file on a remote server.

The °957 patent was filed in mid-2009, well after the iPhone had been released

and after cloud storage services like Dropbox had been launched. By this time,

device makers were well aware ofthe challenges faced by users of their devices—

which typically had limited memory-——-who wished to use the devices to download

Internet content. The concepts recited by the “957 patent claims were thus well

known bythe time the patent was filed. Qualcomm, for example, filed a patent years

earlier that described a system for automatically transforming a request for local
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delivery of server content into a request for storing that content on another remote

device. BlackBerry had fileda patent that similarly describedusing stored delivery

rules relating to file size to determine whether a download request should be

transformedinto a request for delayedor alternative delivery. Google and Thomson

Licensing had similarly filed patent applications on techniques for using stored

profile settings to modify user requests for downloads ofserver-hosted content.

The Patent Office did not have the benefit of considering these references

during prosecution. As shown below,all limitations of the challenged claims were

known and obvious well before the °957 patent’s priority date.

TH. MANDATORY NOTICES

A. Real Party-im-Interest

Microsoft Corporation files this Petition because Patent Owner has sued

Microsoft’s customers for infringing the °957 patent. Microsoft has had sole control

aver this Petition and is the real party im interest (RPI?) for this Petition. For

completeness, Microsoft also identifies its customers Lenovo (United States), Inc.

and Lenovo (Geying) Ltd. (collectively, “Lenovo”}, which have been named as

defendants in a pending litigation involving the “957 patent, as additional RPIs for

this Petition.
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B. Related Matters

LiTL is asserting the °957 patent against Lenovo ima district court lawsuit

captioned LiTL LLC v. Lenovo (United States}, Inc. and Lenovo (Beijing) Lid., No.

1:20-cv-00689-RGA (D. Del.) CLitigation”).

Cc. Counsel and service information

Lead counsel: Christina J]. McCullough (Reg No. 58,720).

Back-up counsel: Patrick J. McKeever (Reg No. 66,019), Jassiem N. Moore

(Reg. No. 79,521).

These attorneys can be reached by mail at Perkins Coie LLP, 1201 Third

Avenue, Sutte 4900, Seattle, Washington 98101-3099; by phone at (206) 359-8600;

by fax at (206) 359-9000; and at the following email for service and all

communications:

Microsoft-LITLTeam(@PerkinsCoie.com

Microsoft consents to electronic service. Microsoft has executed and is con-

currently filing Powers of Attorney appomting the above-named counsel.

TH. REQUIREMENTS FOR INTER PARTES REVIEW

A. Standing

The °957 patent is available for IPR and Microsoft is not barred from

requesting review.
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B. Overviewof challenge andrelief requested

Pursuant to Rules 42.22(a)(1) and 42.104(b)(1)-(2), Petitioner requests

cancellation of claims 1-36 of the °957 patent under Pre-AIA 35 U.S.C. § 103 on the

following grounds:
 

 
 

 

| Ray in view of Wormald

| Rayin view of Wormald
| and Wagner|e

| Ray in view of Wormald
pand Li

 
 

 Go 
This Petition, supported by the declaration of Dr. David R. Karger (Karger”

(Ex. 1002)), demonstrates that there 1s a reasonable likelihood that Petitioner will

prevail with respect to cancellation ofat least one challenged claim. See 35 U.S.C.

§ 314{a).

VY. THE BOARD SHOULD NOT DENYINSTITUTION FOR

DISCRETIONARY REASONS

A discretionary denial would be inappropriate. Section 325 does not apply,

because this is the first petition filed against the “957 patent by any party, and it

raises prior art not cited or considered during prosecution to support entirely new

arguments.

Section 314 fikewise does not support dental based on the district court pro-

ceedings. Microsoft is not currently a party to the district court case. Additionally,

4.
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the district court case has had no meaningful case activity to date, defendants have

filed motions on the pleadings, and the court has not ruled on those motions or

scheduled the mitial scheduling conference. No discovery has occurred. Thus,

neither the parties nor the district court have invested substantiallyin that case.

Further, there is no conflict between the projected timelines for this [PR and the

district court case. The case is just beginning, and no trial date has been set. Addi-

tionally, this Petition challenges all claims of the ’957 patent, whereas the com-

plant in the district court case identifies only claim 19, making this [PR an effi-

cient use of the Board’s resources.

Y. DESCRIPTION OF THE °957 PATENT

A. The °987 Patent

The °957 patent describes a “streamlined” computer device which maylack

ahard drive. “957 patent at 57:18-25. To compensate for limited local storage,

“traditional features such als] download, have been configured to operate

differently ....° /d@ at 57:25-27. Rather than simply “cause a streamlined device to

download content ... , a downloadlink is interpreted by the device, which initiates

a process of handling download links.” /d. at 57:28-31. The device mayprocess a

downloadlink by “accessing a third party provider of remote storage” and stormg

the content remotely. /d. at 57:31-33.
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A user mayselect “executable operations” in “online ... content” (e.g., a

web page). id at 60:19-20; see alsa id. at 58:54-55 (Example electronic content

includes web pages and other online resources.””), 61:28-30. In response to the

user’s selection, “the computer system determines if the executable operation

requires local access” Id. at 60:20-22 (emphasis added). The patent gives the

example of “a download operation that would cause a conventional computer

systemto store a file on a local mass storage device such as a hard drive.” /d at

60:22-26; see also id. at 60-44-47 (the executable operation that requests local

access to storage ... may include a ... save operation’); jd. at 61:5-10 (discussing

executable “operations that require a large memoryblock of nonvolatile storage’).

if indeed the “executable operation requires local storage, a streamlined

computer device transforms the executable operation’s local access request into a

remote access operation.” fd. at 60:26-29. The “remote access operation” can be

remote storage via a third party provider. /a. at 57:28-33, 57:39-44. The °957

patent mentions as examples photo-management service providers Flickr and

Shutterfly, social media service providers Facebook and MySpace, and generic

storage provider Dropbox. /d. at 57:41-51, 58:25-37; 59:65-67.

Customized “configuration files” or “profiles” may be used to supply infor-

mation relating to a user’s interaction with different remote storage services. /d. at

57:39-38:14. When a user attempts to downloada file, the profile 1s used to

ohm
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identify a remote service to be used for remotely storing the requested file. Jaat

61:31-44, 58:15-35. A particular remote service may be selected based on the type

offile selected for download. /d@ at 61:31-35, 58:15-16-32, 60:30-43.

B. Challenged Claims of the °957 Patent

The °957 patent recites largely parallel sets of method claims (claims 1-18)

and device claims (claims 19-36). This Petition challenges claims 1-36. Exhibit

1007 provides a fall listing of the challenged claims.

C. Priority Date

Although the 957 patent purports to claim priority to applications filed on

April 1, 2008, the subject matter of the challenged claims corresponds to matter

that was first added when the °957 patent application was filed, on April 1, 2009.

Karger | 46. Accordingly, the challenged claims are not entitled to a priority date

anyearlier than April 1, 2009!

Vi CLAIM CONSTRUCTION

In an IPR proceeding, the challenged claims are construed “in accordance with

the ordinary and customary meaning of such claim as understood byone of ordinary

skill in the art and the prosecution history pertaining to the patent.” 37 CLF.R.

} The references relied uponin this Petition qualifyas prior art even if this

earlier priority date were applied.
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§ 42.100(b). At this time, Petitioner does not believe express construction of any

term is necessary to resolve the invalidity challenges set forth in this Petition. See

Vivid Techs. v. Am. Sci. & Eng'g, 200 F.3d 795, 803 (Fed. Cir. 1999).

VIE LEVEL OF ORDINARYSKILL IN THE ART

As of the priority date of the “957 patent, a POSITA would have had a

bachelor’s degree in computer science, computer engineering, or a similar field and

two years of experience developing software including some chent/server and/or

Internet-based software. Karger 9 26. This description is approximate and

additional experience could make up for less education and vice versa. /a.

VHL OVERVIEWOF THE PRIOR ART RELIED UPON IN THIS

PETITION

Like the °957 patent, cach of Ray, Wormald, Wagner, and Li discloses

improved processes for handling downloads of files (e.g., media files) by

transforming a request for a local download mto a different operation handledbya

remote server, based on characteristics such as file size, file type, and signal strength.

Ray (Ex. 1003} 1s a Qualcommpatent that describes a remote storage

method for mediafiles selected for download by a user. Ray describes a computer

device that allows a user to download a file from a content server using a web

browser. Ray at 21:52-60, 10:43-49. Whenthe user requests download of the file,

the requesting device determines whetherit has sufficient storage and a strong

enough signal to receive the download locally. fd. at 10:62-11:31, 14:31-15:42,

~~
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21:61-22:25. Tf not, the requesting device instructs the content server to deliver the

file to a remote storage device. /d. at 8:42-44; 9:6-9, 10-36-53; 13:52-14:30.

Figure | of Ray (excerpted below) illustrates a system including requesting device

LQ, media content server 12, and storage device 14:
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Ray was filed January 25, 2007, and issued October 9, 2012, and is prior art under

at least Pre-AIA 8 102(e).

Wormald (Ex. 1004) is a BlackBerry (Research in Motion Ltd.) patent that

describes another method for improved downloading of files to mobile devices

from web pages, such as audio files downloadedfrom “an online music store.”

Wormald at 17:3-34. Wormald describes mobile devices that allowusers to

configure rules for when and howfiles (e.g¢., large and/or media files) should be

downloaded. /d. at 22:9-23:3. For example, a user can specifythat files larger

On
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than | MB orfiles of certain types be delayed until a WiFi connection is available.

fd. When a user requests download of a file, a determination is made whether the

download rules apply based on the size and/or type of requested file. fd. at 12:58-

13:22. Wormald further describes stormg data objects (profiles) with download

5 rules configured by the user. /d@., Fig. 7:
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Wormald was filed on October 2, 2007, and issued March 27, 2012, and is priorart

under at least pre-AIA § 102(e).

Waener (Ex. 1005) is a Google patent that describes techniques for storing

10 and sharing media content using a remote online service provider. Wagner,

Abstract. Wagner discloses that a user configures a mobile device with various

-10-
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preferences for uploading media to online service providers (e.g., Picasa, Flickr,

Facebook). /d. at 5:63-6:13, 5:22:28. Preference information for cach online

service provider may identify specific types of content to be stored and made

available to other users by that provider. /d. at $:63-6:2, 12:62-13:9, Fig. 5

(showing configuration tool that provides settings for online service provider

Picasa, mecluding selected content types 506):

 
Wagner was filed on Novernber 9, 2007, and issued on February 26, 2013, and is

prior art underat least pre-ATA§ 102(e).
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Li (Ex. 1006) is a Thomson Licensing published patent application that

describes a remote site downloading system in which a user’s computer selects a

file hosted on a content server to be downloaded to a remote “geographic drive.”

Li, Abstract, [0003]. The local computer includes a browser plug-in that enables

5 the user to choose where—locally or remotely—tiles are stored. /d., [OG0S],

(O03 1]-[0032|. The plug-in provides a user interface through which the user

selects from among mulnple remote drives. /d., [0032], Fig. 9:

  
 

covncntdetirsisiiind

Li was published on August 23, 2007, and is prior art under at least pre-AIA $8 102(a)

10 and ().

None ofthe prior art references discussed in this Petition was before the Patent

Office during prosecution of the “957 patent.
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EX. OBVIOUSNESS OF THE CHALLENGED CLAIMS

A. Ground 1: Ray and Wormald

1. Claim 1

a. i[pre|: “A computer implemented method for inter-
5 preting on-line executable operations into streamlined

operations, the method comprising:”

The language in the preamble does not recite essential structure or steps, nor

does it provide antecedent basis for any terms ithe claim body; instead, the claim

bodydefines a “structurally complete” alleged mvention. Georgetown Rail Hquip.

10 Co. v.Holland L.P., 867 F.3d 1229, 1236 (Fed. Cir. 2017). Thus, the claim I

preamble is not limiting. Karger # 66.

To the extent the preamble is limiting, Ray discloses it. The °957 patent

describes a method for interpreting a download operation selected within online

content (an “on-line executable operation’) into a “streamlined” remote storage

13 operation. See °957 patent at 60:11-40 (describing a “process for interpreting

online executable operations into streamlined operations’ as “transforming a

download request to a local mass storage device into a storage request to a remote

service’). Ray similarly discloses a method for interpreting an operation for

downloading online content to a first wircless communication device into an

20 operation for remotely storing the content on a separate temporary storage device.

Rayat 12:35-39, 9:61-64, 10:38-49, 21:48-52. This method is implemented by a
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Raytherefore discloses a “computer implemented method for interpreting

on-line executable operations,” /.e., dawnload of online content, “into streamlined

operations,” 1e., remote storage ofthe content.

bh. lial: “receiving, by a computer system, electronic
5 content through a communication mnterface, wherem

the electronic content is hosted online by a serversys-
tem;”

Ray and Wormald render obvious a “computer system” (a wireless commu-

nication device) that receives “electronic content ... hosted online by a server sys-

10 tem” (web pages hosted by a server) through a “communicationinterface” (com-

munications module within the wireless communication device).

Raydiscloses a wireless communication device 10, which Rayterms a “re-

questing device,” that is connected to a media content server 12 and a temporary

storage device 14 via wireless network 16:
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Rayat Fig. | (excerpted) & 9:50-47. Requesting device 10 includes communica-

tion module 40 that “enables communications ... between the communication de-

vice and the wireless network 16,” including “communication ... between first [re-

questing} wireless communication device 10 and the network device 12.” fd. at

15:43-51, Figs. | & 2 (Communications Module 40”). The requesting device uses

“an Internet browser application” to access a “media service content provider site”

and then “send[s| a request for a media content file.” /d@. at 21:56-60. Karger

8 72-74.

Wormald discloses receiving web pages (electronic content”) that are

hosted online by a server system. Wormald describes Internet/Web server 134 and

content servers 136 which host web pages. Wormald at 5:41-55; 3:36-40 CGHTML

~16-
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documents may be received from content server 136 or Web server 134). User

mobile devices make requests for HTML documents hosted by the content servers.

fd. at 7-11-18, 11:67-12:3 (a downloaded web page”). Media files are embedded

in or linked from the HTMLpages. /a. at 16:55-60; 17:58-67 (hypermedia files

having one or more embedded or linked audio files, video files”). Wormald de-

scribes a use case in which “lal user accesses an online music store via a Web

browser,” browses information about media, and then “makles| a selection for

download, for example after purchasing an album for download.” /d. at 17:3-34.

Karger (4) 75-77.

A POSITA would have found it obvious to combine these teachings from

Wormald with Ray, such that Ray’s requesting device would request and recetve

web pages from media content service server 12, at least because web pages would

facilitate the user’s selection of specific mediafiles hostedat the “mediaservice

content provider site” (Ray at 21:58-59). Karger 78. Toa POSITA, Ray’s dis-

closure-that the requestmg device uses a web browser to connect to media content

service server 12 and uses HTTP to request media content files—would have

strongly suggested that media content service server 12 1s a web server. [d. Addi-

tionally, the phrase “media service content providersite” suggests to a POSITA a

web site. /d A POSITA would have known it would be advantageous for Ray’s

downloading methodto handle media downloads mitiated from web pages (¢.2., a

~|7-
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web page for an “online music store,” Wormald at 17:7-8) because web pages pro-

vided a simple and commonly used approach for making media files available for

download over networks including the Internet. fa, 479. Indeed, the types of

web-based interactions described by Wormald were commonplace well before the

alleged invention. Jd.

A POSITA would have had a reasonable expectation of success in making

this combination, because Ray’s requesting device includes a web browser that

connects to the media service content provider site to request media contentfiles.

Rayat 21:56-60. The proposed combination would simply use Ray’s existing

browser application forits intended and established fiction of accessing web

pages, and would be well within a POSITA’s skill. Karger | 80. In addition, con-

ventional HTTP / web server software could be used on media content service

server 12 to host web pages and provide themto Ray’s requesting devices. /a.

&. i[bl: “presenting, by the computer system, the
electronic content to a user of the computer system
through a graphical user interface;”

Ray and Wormald render obvious that the “computer system” (a requesting

device) “present[s] ... electronic content to a user through a graphical user

interface.” Ray’s requesting device includes “output mechanism 78 for generating

information for consumption by the user,” which includes a display. Rayat 15:55-

65 & Fig. 2 “Output Mechanism 78”); 15:60 (a touch-screen display”); 13:21-32

~1&-
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(“user interface” processing subsystem), 21:56-60 Gveb browser); 13:37-44

(“media content module/player 26”). Given these disclosures, a POSITA would

understand Ray’s requesting device to include a graphical user interface. Karger

#82.

Asdiscussed for claim lla], Ray discloses using a web browser to connect to

a media service content provider site, and Wormald discloses downloading files

ae

linked within web pages (“electronic content”). Wormald discloses that “a

downloaded Web page maybe further processed by a browser application ... and

output to the display 242.” Wormaldat 11:67-12:3. Wormald describes

“brows[ing| albums, songs, prices, and other information about media for sale in

the online music store.” Jal at 17:3-34. Karger 983.

A POSITA would have found it obvious to combine Wormald’s teaching—

of presenting web pages to a user-—with Ray for the reasons discussed for claim

lfa], and with a similar effect: Ray’s requesting device would present web pages to

the user via a web browser and the user would use the web browser's GUI to

request particular media files linked in the presented web pages for delivery.

Karger 9 84. A POSITA would have had a reasonable expectation of success in

making this combination, because Ray’s requesting device includes a web browser

that is used to request media files from the content provider site. Ray at 21:56-60,

16:43-49, The proposed combination would sumply use Ray’s existing web

~19-
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browser application for its intended and established fiction of displaying web

pages and would be well within a POSITA’s skill. Karger 4] 84.

d. Ijcl: “receiving, by the computer system, selection of
at least one executable operation provided within the

5 electronic content through the graphical user
interface, wherein the at least one executable
operation includes an executable operation hosted by
the server system;”

Ray and Wormald render obvious that the requesting device receives

10 “selection of at least one executable operation” (a downloading operation),

“wherein the at least one executable operation includes an executable operation

hosted bythe server system” (where the downloading operation 1s for downloading

content hosted by the server).

Raysuggests that a user selects delivery of a specific media file hosted by

15 the media content server. Ray at 21:52-56 (T]he first wireless communication

idevice] requests wireless delivery of a media content file from a media content

service.) & Fig. 8 (excerpted):

. we os 38
REQUESTING WIRELESS DELIVERY

| OF A MEDIA CONTENTFILE FROM A
| MEDIA CONTENT SERVICE

   
  

fd. at 10:34-49, 13:38-40. Rayfurther discloses using a web browser to request a

20 media file. /d. at 21:56-60. Karger { 86.
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Wormald discloses that the mobile communication device receives

“selection of at least one executable operation” (a download operation) thatis

“provided within the electronic content through the graphical user interface” (via

links to media hosted by an online server system in a web page presented in a Web

browser). Wormald discloses that after the mobile device presents media files to a

user “via a Web browseror standalone application,” the user “browse[s/ albums,

songs, ... aad other information about mediafor sale in the online music store.”

Wormald at 17:7-9, 17:16-17. The user then makes a “selection for downloading”

via the browser, for example after “purchasing an album for download.” /d. at

17:19-20; see also id. at 12:58-61 (a download request “is received from a user via

respective userpat’). Wormald teaches that user-requested files may comprise

“inked data files within a ... Web page” or other hypermedia document. /d. at

16:55-59. Karger {1 87-89,

A POSITA would have found it obvious to combine Wormald’s teaching—

of receiving user selections of file download operations via selectable links within

 

web pages presented through a Web browser user mterface—with Rayfor the

reasons discussed for claim 1{b], and with a similar effect: Ray’s requesting device

would present media files hosted by a server to a user via a Web browser, and the

user would use the Web browser’s user interface to select particular files for

delivery. A POSITAwould have understoodthat hyperlinks within web pages
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enabled the download of data files, as this technique had been widely used since

the early days of the World Wide Web. Karger 4 90; id, Appx. F CATML

reference book from 2000) at 168 (You normally use the anchor tag (<a>) tolink

external multimedia elements to the current document. Just like other link

5 elements selected by the user, the browser downloads the multimedia object ....”).

And a POSITA would have had a reasonable expectation of success in making this

combination, because Ray’s requesting device includes a web browserthat

requests media files from the content provider site. Ray at 21:456-60, 10:43-49.

The proposed combination wouldsimply use Ray’s existing browser application in

10 an expected and conventional way, with the predictable results of receiving a

user’s selection of a hyperlink to a media file. Karger #91. Adding a hyperlink

that references a media file within a web page would have been well within a

POSITA’s skill. fed

e. if[d]: “determining that the at least one executable op-
is eration includes a local access operation on the com-

puter system;”

Ray and Wormald render obvious that the requesting device “determinfes|

that the at least one executable operation” (a downloading operation) includes “a

local access operation on the computer system” Gocal storage ofthe requested

20 files).

HP Inc. - Exhibit 1005 - Page 3416



HP Inc. - Exhibit 1005 - Page 3417

Petition for Inter Partes Review of U.S. Pat. No. 8.577.937
PTAB Case No. IPR2021-01011

Raydiscloses that the requesting device receives a user’s request to

download a media file hosted by the media content server:

OD

|REQUESTINGWIRELESSDELIVERY

_OF AMEDIA CONTENTFILE FROM A

| MEDIA CONTENT SERVICE

oh tO

DETERMINING INSUFFICIENCY OF A

DELIVERY ATTRIBUTE
SEENON

Rayat Fig. 8 (excerpted, emphasis added); id. at 21:52-54 (At Event 400, the first

5 wireless communication [device] requests wireless delivery of a media contentfile

from a media content service.’”’), 21:48-49 (requesting media file content at a first

wireless communication device’). The user makes the delivery request via a web

browser. /d. at 21:56-60. The requesting device evaluates the sufficiency of

delivery/download attributes relating to available memory and signal strength to

10 determine if “current delivery/download of the media content” 1s prohibited. /d. at

21:61-22:25. Karger # 93.

A POSITAwould have understood Ray’s teaching of checking the avatlable

local memory and comparing it to the file size (see Ray at 11:2-15) as indicating,

or at least rendering obvious, that the wireless device determinesthat the user’s

1S “delivery/download” request includes a local storage operation. Specifically,
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unless the requesting device determined that the requested file would be stored

locally, there would be no reason to check available memory and compare that to

the size of the requested file. Karger 94. The ’957 patent teaches that

determining that a user is attempting to downloada file to local storage is

determing that a selected operation includes a local access operation. The °957

patent indicates that file download operations include local access operations

because “a download operation ... cause[s| a conventional computer system to

store a file on a local mass storage device such as a hard drive.” °957 patent at

60:23-26. Notably, the °957 patent itself does not describe any particular approach

for determining that an operation selected by the user includes a download

operation. Karger | 94,

Additionally, Wormald discloses that the user device determines that a

user’s selection is a request to locally downloada file: the device identifies “a

request to download datafo the mobile communication device ... via a respective

user input on the mobile communication device.” Wormald at 12:58-61 (emphasis

added). Like Ray, Wormald discloses that the request is made via a Web browser.

id. at 12:48-52. Further, Wormalddiscloses that the device determines whether the

user has requested local download of a specific type of file—a media file—by

comparing the file extension of the requested file to a list of media file extensions.
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Wormald at 13:13-22; 17:50-18:41; Fig. 3 (step 304); Fig. 4 (step 402)? Karger

4 95,

To the extent Ray alone does not teach claim i[d] or renderit obvious, a

POSITA would have foundit obvious to combine Wormald’s teaching-—of analyz-

ing a user’s request to determine thatit is a request to locally download a media

file--with Ray, such that Ray’s wireless device 10 performs this determination

upon receiving a user’s request for delivery of a particular file. A POSITA would

have viewed Wormald as providing a teaching, suggestion, or motivation to make

this combination because Wormald teaches that media files are typically large files

that are appropriate for alternative delivery techniques, and Ray is concerned with

determining when a requested file is too large to be downloaded locally. Wormald

at 3:47-57, 13:13-36; Rayat 11:2-15; Karger 796. A POSITA would also have

recognized this as simply combining prior art elements (Wormald’s teaching of de-

termining that a user’s request includes locally downloading a media file and Ray’s

teaching of using a web browser to receive a user’s request for delivery of a media

file) according to known methods (Wormald’s method of comparing the requested

2 Like the °957 patent, Wormald’s special downloading process for data files

does not interfere with locally downloading and displaying basic HTMLfiles.

Wormald at 19:54-62. Karger #95.
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file’s extension to a list of media file types) to yield predictable results (determin-

ing that a user’s request includes locally downloading a media file). Karger 4 96.

A POSITA would have had a reasonable expectation of success in making this

combination because both Ray and Wormalddisclose accepting user requests via a

Webbrowser, and it would have been well within a POSITA’s skill to implement

Wormald’s file extension comparison in substantially the same manner using the

Web browser of Ray’s device. Karger % 97.

f. lle]: “transforming, based on the determining, the at
least one executable operation into a remote access
operation, the transforming comprising:”

Raydiscloses “transforming ... the at least one executable operation” (a

downloading operation) “into a remote access operation” (remote storage opera-

tion) based on determining that the at least one executable operation includesa lo-

cal access operation (local storage of the media file).

Raydiscloses that when a user requests download of a media file-—which

may be determined as described by Wormald, as discussed for claim 1[d]——the re-

questing device determines whether one or more delivery/download attributes pro-

hibit local delivery of the file to the requesting device. Ray at 21:61-22:25; 11:2-9;

11:15-19. Ifthe available local memory and/or current signal strength are not suf-

ficient to receive the download, the requesting device transforms the downloadre-

quest into a remote storage request by “notifyiing] the network device 12that

wm
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delivery of the file to the temporary storage device is required.” /d. at 11:11-15,

11:23-26; fal. at 22:26-41. The request to “deliver|| the file to [a] temporarystor-

age device” is a request for “a remote access operation,” as recited by claim Ie].

Karger “4 98-100.

g. I[f]: “identifying at least one characteristic of the at
least one executable operation;”

Raydiscloses that the requesting device identifies “at least one

characteristic” (the required storage size and/or signal strength) of “the at least one

executable operation” (downloading operation).

Raydiscloses that the requesting device monitors “deliveryattributes”that

affect file delivery and download operations. Ray at 10:62-67 (Thefirst wireless

device 10 ... monitor{s| delivery attributes associated with the first wireless

communication device. Delivery attributes are defined herein as characteristics

that affect the delivery/download of content.”); id. at 10:18-21 (deliveryattributes

mayinclude ... any other attribute that affects delivery/download”). The

requesting device determines if it “is capable of delivery/download ofthe

requested media content” by determining “the current available memory capacity

ofthe first wireless communication device and comparling| the available memory

to the requested media file storage size.” Jd. at 11:2-7. Additionally, the

requesting device “determine[s| the current wireless network signal strength ...
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and compare[s] the signal strength to [a] delivery signal strength threshold.” /d. at

11:15-19; id. at 22:12-18. Karger 7% 101-103.

A POSITA would understand both the “requested media file storage size”

and “delivery signal strength threshold” to be characteristics of the executable

operation, i.e., the downloading operation: specifically, how much memory would

be required to locally store the requested file and the minimumsignal strength

required to successfully downloadthe file. Karger € 104.
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h. I[g]: “accessing a profile to retrieve information on at
least one available remote services responsive to the at
least one identified characteristics of the executable

operation;”

Raydiscloses “retriev[ing] information on at least one available remote

service]|” (a temporarystorage device that performs a remote storage service) and

doing so “responsive to the at least one identified characteristics of the executable

operation” (storage size or signal strength requirements of the delivery operation).

Whenthe requesting device determines that it does not have sufficient local

storage or signal strength to download the requested mediafile (1e., a

determination “responsive to the ... identified characteristics of the executable

operation’), the requesting device identifies an alternative temporary storage

device for storing the file Cmformation on at least one available remote

service]]”). Ray at 22:26-32 C°... Directing the media content service to deliver

the media content file to a temporary storage device may include identifying a

temporary storage wireless device.”); id. at 11:1 1-15, 11:23-26, Fig. 8 (excerpted):

oY er$20
  

  
  
  
  
  
 

DIRECTING THE MEDIA CONTENT

SERVICE TO DELIVER THE MEDIA

CONTENT FILE TO A TEMPORARY

STORAGE WIRELESS DEVICE

BASED ON THE INSUFFICIENT

DELIVERY ATTRIBUTE

39.
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Ray’s temporary storage devices provide remote storage services. /d. at 8:43-45

(“|T]he temporarystorage wireless communication device|| acts [as] a server for

the wireless devices that rely on the device for storage.”), 9:57-64, 12:10-34 (de-

scribing components of temporary storage device that receive and store media files

=7
i“for the benefit of’ the requesting device), 17:31-18:57 (describing howtemporary

storage device 1s “operable for storing media files on behalf of another wireless de-

vice’), Fig. 4. Karger 9 106-107.

Rayalso discloses that the requesting device retrieves temporary storage de-

vice identifier information. The temporary storage devices used by a requesting

device may be “predefined by the user” or requests for remote storage may include

“one or more predetermined identifiers associated with one or more predetermined

temporary storage device[s].” Ray at 13:62-64, 14:25-30. Predetermined identifi-

ers associated with temporary storage devices include “IP address or the like.” /d.

at 22:32-36. Karger 4 108.

Wormald discloses “accessing a profile” (a data object) that contains

information on download rules that specify how mediafiles should be downloaded.

Wormald at 14:26-34. Download niles may specify one or more alternative

communication mediums (e.¢., one or more WiFi networks) that must be used to

carry out the download. Jd. at 14:35-44; id. at 22:59-61. “The download rules 276

are typically stored in memory of the mobile communication device 201, typically
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as part of download preferences stored in memory....” fd. at 15:7-10; see alseid.

at 23:4-23, Fig. 7 (exemplary data object storing download preference

information). Because the download rules are configured by the user and govern

how media files requested by that user should be downloaded, a POSITA would

have considered the data object that stores information relating to download rules

to be a “profile” as claimed. Karger # 109-111. Wormald’s data object with

downloadsettings and rules is exactly the kind of profile the °957 patent

contemplates.

A POSITAwould have found it obvious to incorporate Wormald’s teaching,

ofstoring download settings configured by the user in a data object (profile) on the

user’s device, into Ray. In particular, it would have been obvious forthe

requesting device to store the predefined identifiers for the temporary storage

devices (see Ray at 14:25-30) in a data object (“profile”) onthe requesting device.

As discussed, Ray discloses that the user specifies particular temporary storage

devices to be used for a remote storage operation, and also that the requesting

device directs the content server to deliver media files to particular temporary

storage devices by sending identifiers for those devices to the content server.

Because the requesting device needs the temporary storage device identifier data to

direct the content server, storing that data on the requesting device, as taught by

Wormald, would have been obvious. Karger #112. A POSITA also wouldhave
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recognized that Ray’s identifiers of temporary storage devices are analogous to

Wormald’s download rule information, in that they represent alternative ways of

delivering a requested media file. Karger? 113. Accordingly, it would have been

obvious to for Ray’s requesting device to store temporary storage device

5 identification data in the same manner as Wormaid’s storage of information

relating to download rules—in a profile on the user device. Additionally, Ray’s

disclosure that the requesting device would have to be “authorized”to store

content to the temporary storage device (Ray at 9:38-42) would have suggested to

a POSITAthe need for a profile. Karger { 114,

10 And a POSITA would have had a reasonable expectation of success in

making this combination, because storing temporary storage device identifiers

(e.2., IP addresses) in a data object for subsequent lookup, as taught by Wormald,

could be accomplished using any mumber of conventional datastructures, and

would have been well within a POSITA’s skill. Karger @ 11S.

15 i. I[h]: “selecting an available remote service from the
at least one available remote service;”

Raydiscloses “selecting an available remote service” (selecting a temporary

storage device that performs a remote storage service). As described for limitation

Ligh Ray’s requesting device selects a temporarystorage device and directs the

20 media content server to store the requested media file at that other device. Rayat

22:26-32; id. at 11:1 1-15, 11:23-26, Fig. § (step 420), Fig. 1 (Temporary Storage
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Device” 14). Ray discloses that the temporary storage device “acts as a serverfor

the wireless devices that rely on the device for storage.” /d. at 8:43-45. Kargerat

6 116-118.

i ili]: “retrieving the service access information for the
selected remote service:”

Ray discloses that the requesting device retrieves “service access

information” (the device identifier for a remote storage device) for “the selected

remote service” (selected temporary storage device).

The requesting device specifies “a temporary storage wireless

communication device identifier 30, which provides notification to the network

device of a specific temporary storage wireless device, such as device 16, to direct

delivery/download of the media content file.” Ray at 10:38-43. This device

identifier inchides the IP address of the temporary storage device: “the request [to

the media content server] may include a header file that includes the temporary

storage identifier 30, in the form of an Internet Protocol GP) address of the wireless

device that will serve as the temporarystorage device.” /d. at 10:43-49) id. at

22:29-34 (wireless communication device “identiflies] a temporary storage

wireless device ... via inclusion [olf a device identifier, such as an IP address or

the like”). A POSITA would have understoodthat an IP address for the temporary

storage device would be used by the media content server im transmitting the

requestedfile to the temporary storage device. Karger 4 120.
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A POSITA would have understood that the requesting device “retrieves”the

temporary storage device identifier from internal memory. Ray discloses that the

identifier “imeluded in the alternate delivery destination request 32 maybe one or

more predetermined identifiers associated with one or more predetermined

temporary storage device[s],” and depicts the “Temp[orary] Storage [Wireless

Device] 1D” as being internal to memory 22 within the requesting device. Rayat

14:25-28 & Figs. 1, 2 (annotations added):
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Karger @ 121. Ata minimum, a POSITA would have found it obviousto retrieve

an identifier for a temporary storage device from a profile, as disclosed by

Wormald and for the reasons described for claim Ife]. Karger € 122.

k. itil: “transforming, based on the at least one charac-
5 teristic of the at least one executable operation and

the service access information, the at least one execut-
able operation into the remote access operation to uti-
lize the remote service: and”

Raydiscloses that the requesting device “transform{[s] the at least one

10 executable operation” (a download operation) into “the remote access operation to

utilize the remote service” (remote storage at a temporary storage device) based on

“the at least one characteristic of the at least one executable operation” (required

storage or signal strength for content delivery) and “the service access

information” (identifier of the temporary storage device).

15 Based on determining thatit lacks sufficient local storage or signal strength

to download the requested media file, and after identifying the IP address (or other

device identifier) of a temporary storage device, the requesting device transforms

the request for delivery of a selected media file to a request for the file to be

remotely stored on the specified temporary storage device:

20 iTihe first wireless communication device directs the

media content service to deliver the media contentfile to

a temporarystorage wireless communication device

based on the msufficiency of the deliveryattribute.
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Directing the media content service to deliver the media

content file to a temporarystorage device mayinclude

identifying a temporary storage wireless device ... via

inclusion [o]fa device identifier, such as an [P address or

the like ... [T]he direction may occur via a specific

correspondence, such as a media content request, an

alternate delivery destination request or the like.

Rayat 22:26-41; fd. at 10:38-43, 21:48-52. Karger {| 123-124.

1. I[k]: “transmitting the remote access operation to the
serversystem.”

Raydiscloses that the requesting device “transmit{[s] the remote access

operation” (remote storage operation of the media file) to “the server system”

(media content server 12).

“ITThe first wireless communication device directs the media content service

to deliver the media content file to a temporary storage wireless communication

device ... [T]he direction may occur via a specific correspondence, such as a

media content request, an alternate delivery destination request or the hke.” Rayat

22:26-41; id. at 10:36-38 (The media content requests are wirelessly

communicated to network device 12 via communication module 40."). For

example, the requesting device maytransmit an http request to the media content

server 12 that includes the “Internet Protocol (P) address of the wireless device}

~3G~
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that will serve as the temporarystorage device.” /d. at 10:43-49. Karger % 125-

126.

Ze Claim 2: “The methed according to claim 1, wherein the
local access operation hosted by the server system is
configured to be executed by an operating system on the
computer system to request local storage of electronic
content on the computer system prior to transformation.”

Ray discloses that the local access operation (local storage of the requested

files, supra claim 1[d]) is “configured to be executed by an operating system on the

computer system” (an operating system on requesting device 10).

Requesting device 10 is “any type of computerized, communication device,

such as ... [al portable computer” and a “desktop computer.” Ray at 12:35-S4.

The device includes “firmware [and/or] software ... that enable the finctionality of

the communication device 10...” /d at 13:14-18; 13:24-31 (deseribing

processing subsystems for core device functionality). A POSITA would

understand the disclosed portable and desktop computers to include an operating

systemthat executes operations performed bythe device including downloading

and storage operations. Karger {| 128-130.

Raydiscloses thattf there is sufficient local storage available on the

requesting device (/.e., “prior to transformation” of the local access operation to a

remote storage operation), the device executes the local download operation. Ray

at 11:2-11. Ray further discloses an additional use case in which the requesting
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device requests wireless delivery of media files and the media content server

attempts to deliver the files, but direct delivery 1s “prevented due to insufficiency

of a deliveryattribute.” fd. at 21:52-54, 21:66-22:2, 10:57-61° The requesting

device will then “direct|] the media content service to deliver the media content

file to a temporary storage ... device” (id, at 22:26-29), /.e., transformthe local

access operation info a remote service operation. Both of these scenarios indicate

that, prior to any transformation, the requesting device is configured to request

local storage ofthe selected content. Karger {| 131-132.

3. Claim 3: “The method according te claim 1, wherein the
electronic content presented to the user through a graphical
user interface includes a web page and the at least one
executable operation is contained with the web page.”

As described for claim I[b]-fc], Wormald discloses that electronic content is

presented to a user via a Web browserthat renders a web page. Wormaldat 19:42-

4

° A POSITA would have understood this additional functionality to be present

in the same requesting device because the disclosure corresponding to Figures |

and 8 describes different aspects of requesting device 10—and at a minimum, a

POSITA would have found it obvious to mchuide this functionality within a single

requesting device to provide a user with additional, complementary operations.

Karger 4] 132.
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53, 17:42-45, Fig. 4. Wormald discloses that the user’s selection of an executable

operation (a downloading operation) includes selection of linkeddata file con-

tained with a web page: “the requested data comprises one or more data files,

which may be embedded or Hnked datafiles within a HypertextMarkup Lan-

guage (HTML) document (e.g. Web page) or other hypermedia document.” fa. at

16:55-59 (emphasis added); 12:58-61; 17:17-23. Karger 7 134. A POSITA would

have found it obvious to incorporate this teaching from Wormald into Rayforthe

same reasons described for claims Hb]-I[c]. f@., % 135.

~39-
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4, Claim 4: “The method according to claim 1, wherein the
local access operation includes executable instructions that
cause a computer system to download electronic content fo
local memoryincluding a mass storage device.”

Raydiscloses that the requesting device includes a local memorythat

comprises a hard disk or flash memory (both examples of a “mass storage

device”). Ray at 12:58-65; Karger 4 136. In determining whetherit can locally

store the requested media content, the requesting device “determine|s] [its] current

available memory capacity” and requests deliveryofa file if “sufficient memory

currently exists.” Ray at 11:2-11. A POSTTAwould understandthis disclosure to

indicate that the local storage operation (“local access operation”) meludes

executable instructions that cause the requesting device to download requested

media content to its local memory, such as instructions executed by processing

enpine 24 to implement the download. 7d, Fig. 2 (showing “Memory” 2? storing

“Media Content Files 18”); Karger 9¥ 137-138.

He . Claim 9: “The method according te claim 1, further
comprising: identifying a type of electronic content
associated with the local access operation; and selecting a
remote service based at least in part on the identification of
the type of the electronic content.”

AG.
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Asdiscussed for claim 1[d], Wormald discloses that the user device deter-

mines whether the file extension of data that the user has requested for download

matches a predetermined list of file types (identifying a type ofelectronic content

associated with the local access operation”). Wormald at 13:13-22; 17:50-18:41;

Fig. 3 (step 304); Fig. 4 (step 402). The device compares the “file type ofthe re-

quested data ... agaist a list of predetermined media file types,” which inchide

various “audio file types” and “video file types.” /d. at 17:54-58, 18:9-22. Karger

7 139.

A POSITAwould have found it obvious to incorporate this teaching from

Wormald into Ray, such that Ray’s requesting device selected a remote service (a

temporary storage device that performs a remote storage service) based impart on

the determination that requested content was a certain type of media file. Wormald

discloses that locally downloading certain types of media content files may present

“challenges relating to bandwidth bottlenecks” and “large data charges from ...

cellular carriers” due to the files’ size. Wormald at 1:27-37. A POSITA would

have viewed this disclosure as providing a teaching, suggestion, or motivation to

modify the operation of Ray’s requesting device such that it determines the type of

content being requested (see supra claim I[c]) and selects a remote storage opera-

tion basedin part on this determination, to avoid bandwidth and cost issues associ-

ated with certain types of media file types that are typically large in size. Karger

~4i.
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140. Indeed, incorporation ofthis teaching into Ray would have involved apply-

ing a known technique (Wormald’s technique of determiming the type of content

being requested) to a known device ready for improvement (Ray's requesting de-

vice, which may have limited storage capability) to yield predictable results

(providing the requesting device with a wayto identify requests for large content

and redirect to a remote storage location). Karger] 144.

Incorporating this teaching would have had the additional benefit of stream-

lining Ray’s operation, in that the determination offile type could replace the de-

termination of sufficient local memory, thus simplifying operation. Karger { 141.

A POSITA would have had a reasonable expectation of success in modifying

Ray’s requesting device in this way, because itis already configuredto analyze

and process media files (supra claim I[c]) and the proposed modification would

have involved trivial implementation changes. Karger 4) 143-144.

b. Claim 12: “The method according to claim 10, further
comprising associating a computer based operation with a
remote service responsive te user selection of the remote
service during operation of the computer system.”

Raydiscloses that the user of the requesting device may manuallyselect the

temporarystorage device for providing a remote storage operation (‘user selection

of the remote service during operation of the computer system”). Specifically, a

user maymanually add the identifier of a predetermined temporarystorage device

to an alternate delivery destination request. Rayat 14:4-8, 14:25-30; 14:1-3 (the

~4>.
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media content moduile/player 26 maybe configured to include the identifier based

on device user discretion”). In response to the user’s selection of a particular tem-

porarystorage device, the requesting device associates a remote storage operation

(‘computer based operation”) with the selected temporary storage device by creat-

ing and sending to the media content server an alternate delivery destination re-

quest that causes the media serverto redirect content to the temporary storage de-

vice. fd. at 10:52-61, 14:8-16, 17:4-30; Karger # 145-146. Clatm 12 is also obvi-

ous if interpreted to cover the initial selection of the remote service during configu-

ration prior to any download, because the user can predefine the temporarystorage

devices to be used. Ray at 13:62-64; 14:25-30; Karger # 147.

7, Claim 13

a. “The method according to claim 1, wherein
transforming the at least one executable operation
info a remote access operation, in response to
identification of the at least one executable operation
includes: accessing at least one of a device profile, a
remote profile, and a user profile; and”

Raydiscloses that the requesting device “transform|s| the at least one exe-

cutable operation into a remote access operation.” See supra clam 1]j]. Wormald

discloses accessing a data object 702 with download rules configured for a particu-

lar device-—for example, the maximumfile size that may be downloaded under

certain communication medimms and allowed file extension types. Wormald at

22:34-49, 33:4-12, Fig. 6 (showing user interface 600 used to associate file size

~43.
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and media type information with the device). Wormald’s Figure 7 illustrates data

object 702 that contains file size and type information associated with a particular

device:

ax File Sime = 7 MB

Mer Multimedia Fes Only = TRUE
avi vno of dime ing wig pipe sae JY

¢ wey}

‘Prompt User « TRUE

DELAYED FILES IN QUEVE

™ Poss Graduation sangapd |
i Rasketiadoul :

casedbopggSSSSSSRSESSESSEESSEESSEGSU

 
A POSITA would understand data object 702 to be at least one of a “device

profile” or a “user profile,” depending on whether the settings are associated with

all device users or a particular user of the device. Karger 4] 148-151.

~44.
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b. “identifying at least one remote service based onat
least one ofthe requested at least one executable
operation and a content type referenced bythe
executable operaticn.”

Raydiscloses “identifying at least one remote service” (a temporarystorage

device that performs a remote storage service) based on the requested download of

amedia content file that would require more storage than 1s available at the re-

questing device (“at least one of the requested at least one executable operation”),

as describedfor claim 1]j)]. Karger 4 152.

Additionally, the combination of Ray and Wormald renders this limitation

obvious for the reasons discussed for claim 9. Wormald discloses determining that

content selected for download (the “executable operation”) is a specific type of

content that indicates a large file, such as certain types of media content or some

other predetermined file type (based onat least one of ... a content type refer-

enced by the executable operation”). Supra claim 9. A POSITA would have

found it obvious to icorporate this teaching from Wormaldinto Ray, such that

Ray’s requesting device selected a remote storage operation at a temporarystorage

device (“identifying at least one remote service”) basedin part on identifying the

requested content as being a certain type of large file, for the reasons discussed for

claim 9. Karger #153.
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8. Claim i4: “The method according to claim 13, further
comprising: selecting at least one remote service; and
redirecting the at least one executable operationto the
remote service.”

5 Raydiscloses selecting a temporary storage device to remotelystore re-

quested content (“selecting at least one remote service’). Rayat 22:26-32, 8:43-

AS, 11:1 1-15, 11:23-26, Figs. | & 8; supra claim ih]; Karger {| 154, 116-118.

Rayfurther discloses redirecting a user’s content download request (the “at

least one executable operation”) to the temporary storage device performing the re-

10 mote storage operation by “directling] the media content service to deliver the [re-

quested] media content file to [the] temporary storage wireless communication de-

vice.” Rayat 22:26-41: id. at 10:36-38, 10:43-49; supra claim 1[k], Karger

#* 155; 125-126.

§, Clapm 16

is a. “The method according to claim 1, wherein
determining that the function that would be
performed meets transformation criteria includes
accessing a size threshold associated with the at least
one executable operation that performs a local access

20 operation”

Raydiscloses that the requesting device “determin[es] that the function that

would be performed meets transformation criteria” (determines that the requested

download of media content should be transformed to a remote storage operation)

by “accessing a size threshold” (amount of available local memory) “associated

Ah
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with the at least one executable operation that performs a local access operation”

(associated with a local downloadof the requested content).

Ray’s requesting device includes software that recognizes a user’s selection

of a download operation and considers deliveryattributes in response to that

selection. Ray at 21:52-54, 21:61-22:25, 10:62-11:4, [4:31-15:26. Delivery

attributes are “characteristics that affect the delrvery/download of content” Gd. at

10:65-67) and are therefore “associated with the ... executable operation” of

locally downloading content. Karger 4] 157-158. Deliveryattributes include

criteria relating to the amount of memoryrequired to download specific content.

Rayat 11:2-15.

ifthe available local memoryis “insufficient” for downloading the requested

content, the requesting device sends the media server a request for remote storage

instead of a request to locally download the content. fd. at LL: E1-15 CTP...

isufficient memory currently exists at the first wireless communication device the

device maynotify the network device 12 that delivery of the file to the temporary

storage device is required.”). A POSITA would understand Ray’s disclosure of

determining whether the requesting device has an “insufficient” amount of

available memoryto be “accessing a size threshold,” as recited by clam |16—

specifically, the threshold size of available local memory consideredsufficient to

downloadthe requested content. /d. at 11:7-15; Karger { 159.

~47
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Wormald discloses that a mobile device “access[es| a size threshold

associated with the at least one executable operation that performs a local access

operation” (accessing download rules associated with a download operation for

large files). Wormalddiscloses that a mobile device determines that a requested

file is larger than a “predetermined size threshold (e.g., x MB).” Wormald at

18:49-50, 19:17-35, Fig. 4 (annotations added):
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Karger € 160.

A POSITAwould have foundit obvious to incorporate Wormald’s teaching

of comparing “the determined size of [a] media file ... against a predetermined size

threshold” Cd. at 19:18-19) into Ray, such that Ray’s requesting device compares

the size of requested media content to a predetermined size threshold. Karger

4161. Wormald discloses that a predetermined size threshold protects users from

the high data transmission costs and bandwidth challenges resulting from

downloading a large file, particularly over wireless connections (Rayat 1:15-20,

1:27-47)}, and a POSITA would have recognized this disclosure as providing a

teaching, suggestion, or motivation to make this combination. Karger 161. A

POSITA would also have had a reasonable expectation of success in making the

combination because Ray already discloses comparing requested file size to

available memory, and it would have been trivial to modify this comparison such

that the requested file size was compared instead to a predetermined size threshold,

as disclosed by Wormald. Karger 4 162.

b. “wherein accessing the size threshold includes
accessing at least one of a user profile, a device
profile, a remote service profile, and a default profile
te obtain a file size limitation”

As described for claim lig], Wormald discloses accessing a data object 702

stored on the mobile device to obtain information on the device’s configuration,

-49.
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iclaiding a “maximumfile size.” Wormald at 23:4-20 & Fig. 7 (annotation

added):

 a|ANWARNARAKRARNR
{WAN DOWNLOADRULES£coomacovenneneenar
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A POSITA would have understood data object 702 as being either a “device

profile” or “user profile,” imthat it stores settings governing how downloadsforthe

device or a user are handled, and the “max file size” threshold as being a “file size

limitation.” Karger € 163.
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10. Claim 18: “The method according to claim 1, wherein
selection ofthe at least one executable operation includes at
least one of resolving computer focus within the graphical
user interface on the at least one executable operation and
hovering a visual pointer in the graphical user interface
over a visual indicator of the at least one executable

operation.”

A POSITA would understand computer focus to include the acts of

activating or selecting an element of a praphical user interface. Karger { 164.

The °957 patent describes “focus” broadly as including any indication bythe

computer system of a displayedgraphical element. /.¢., °957 patent at 32:13-49.

For example, the °957 patent describes computer focus as including “tabbing

through” displayed elements and“clicking on a visual object.” °957 patent at

32:23-24, 32:33-38, 32:47-49. Karger € 164.

As deseribed for claim lic], Ray and Wormald render obvious the selection

of a download link embedded in a web page. Supra claim I[c]. A POSITA would

have knownthat selection of a hyperlink would involve focusing on the hyperlink

by either hovering and selecting it via the mouse or tabbing to it. Karger ®165.

Tabbing to hyperlinks has been supported since HTML 4.0 (1997) and popular

browsers like Internet Explorer have supported tabbing for just as long. fd.
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li. Claim 19

a. 19[pre]-L9la]: “A streamlined computer device, the
device comprising: at least one processor operatively
connected to a memory, the processor when executing

5 is configured to cause the device to:”

As described for claim lipre|], Ray discloses a “computer device”(the

requesting device) thatis “streamlined” imthat it translates a local download

operation into a remote storage operation in response to certain criteria. Supra

claimIfpre]; Ray at 12:35-39, 9:61-64, 10:38-49, 12:39-41, 12:49-34, 21:48-52,

10 Figs. 1-2.

Ray’s requesting device includes a “processor” (processing engine 24)

“operatively connected to a memory” (memory/data registry 22):
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stored in the data registry 22”), id. at 10:31-34, 12:

168.

 

.. processing engime 24,

with any resident programs

58-13:6, 24:22-41. Karger
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b. 19[/b]-19]

The remaining lunitations of claim 19 recite limitations that are

substantively similar to the limitations of claim 1. See Ex. 1007. The Ray-

Wormald combination renders limitations 19[b]-19[]] obvious for the same reasons

described for limitations ijal-I[k], respectively. Karger # 169.

12, Clabm 26: “The device according to claim 19, wherein
identifying includes: evaluating a function that would be
performed by executing the at least one operation, and
determining that the function that would be performed
meets transformation criteria.”

Raydiscloses that identifying at least one characteristic ofthe at least one

executable operation (download of media content, sce supra claim 1[f]) includes

evaluating a “function that would be performed” (a local download operation) by

executing that operation. Specifically, Ray’s requesting device evaluates the

amount of available memory and signal strength that the local download operation

would require. Ray af 11:2-19, 22:12-18. Karger 4170.

The requesting device further determines that the function that would be

performed “meets transformation criteria,” by determining whether the amount of

available memoryand signal strength required for locally downloading the

requested content is greater than the memoryand signal strength available. Rayat

11:2-19, 22:12-18. A POSITA would recognize these as “transformation criteria,”

because the requesting device transforms a local download request into a request
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for remote storage of the content if the device capabilities are insufficient with

respect to either criterion. Ray at 22:18-41, 10:15-21, 10:62-11:26; Karger © 171.

13. Claims 21-23, 27, 30-32, 34, and 36

Claims 21-23, 27, 30-32, 34, and 36 recite limitations that are substantively

similar to the limitations of claims 2-4, 9, 12-14, 16, and 18. See Ex. 1007. The

Ray-Wormald combination renders claims 21-23, 27, 30-32, 34, and 36 obvious

for the same reasons provided for claims 2-4, 9, 12-14, 16, and 18, respectively.

Karger #172.

B. Ground 2: Ray, Wormald, and Wagner

kL Claim 3: “The methed according to claim 1, wherein
transforming the at least one executable operation into a
remote access operation includes redirecting the executable
operation into a request for access fo remote service hosted
by a third party provider.”

Raydiscloses that transforming the executable operation into a remote ac-

cess operation (transforming the download into a remote storage operation, see su-

pra claim 1]j]) meludes “redirecting the executable operation” (download of media

content) into a request for “access to [al remote service” (the remote storage of

content by a temporary storage device). Ray’s requesting device transforms a re-

quest for download of selected media content into a request for the content server

to store the selected content on a remote temporarystorage device. Supra claim

Lig); Ray at 11:2-26, 22:26-41. The temporary storage device acts as “a mobile

server that temporarily stores media content for a communityoffirst wireless
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devices 10” Ud, at 9:57-60, 12:30-34) and thus qualifies as a “remote service.”

Karger {| 173-174, 107.

Wagner discloses that this remote service can be “hosted by a third party

provider.” Wagner discloses techniques for automatically uploading content from

a device to a third-party online service provider. Wagner, Abstract. Users “open

user accounts on ... online service providers” and use these online service provid-

ers to “store uploadedcontent and share that content with other designated users or

with the general public.” /d@. at 1:26-29. These online service providers include

third-party providers such as Flickr and other photo- and media-hosting services.

ld, at 1:17-26 (content “may be ... transferred to external equipment for display or

other processing. External equipment may include various online service provid-

ersfor sharing media content ... such as image-, audio-, or video-sharing service

providers (e.g., PICASA™) FLICKR™, PHOTOBUCKET, MYSPACE.COM,

FACEBOOK, YOUTUBE,ete.).") (emphasis added); id. at 5:23-28. These are

precisely the types of “remote service[s] hosted by a third party provider”that

7ii
the “957 patent contemplates. H.g., 957 patent at 18:55-46. Karger © 175.

A POSITA wouldhave found it obvious to incorporate Wagner’s teaching of

using third-party providers, akin to Flickr, Picasa, and YouTube media-sharing

sites, into the Ray-Wormald combmation described for claim |, to provide remote

storage services such as those Ray describes. Karger ©] 176-183. Wagner teaches

~5G~
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that these third party providers allow users to casily and widely share content with

other users or the public and provide significant organizational functionality such

as folder structures and sorting and filtering abilities. Wagner at 1:26-33, 5:22-25.

A POSITA would also have recognized that third party providers provided sub-

stantial amounts of available storage, often far more than a user-controlled or per-

sonal storage device would have provided. Karger 4178. A POSITA would have

had a reasonable expectation of success in making this combination because such

third-party providers were well known, user-friendly, and widely accessible as of

the priority date. Karger § 179. Indeed, the “957 patent points to third party pro-

viders such as Flickr, Dropbox, and Shutterfly as being known third party provid-

ers configurable by users. &.g., °957 patent at 59:15-19, 59:65-67

Further, while Wagner’s disclosure primarily describes uploading operations

(e.z., automatically uploading photos and other content from a mobile device to an

online service provider), Wagner discloses that the same functionality is incorpo-

rated into a plug-in for a web browser. Jd. at 18:30-37. A POSITA would have

understood this disclosure to provide a teaching, suggestion, or motivation to ex-

tend Wagner’s automatic remote storage functionality to content accessed via a

web browser. Karger { 180. Additionally, Wagner makes clear that content can be

similarly downloaded from the online service provider-—-by the user, other users

with accounts at the same content provider, or the general public. Wagner at 1:26-
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29, 5:38-41, 8:18-44, 13:6-9; Karger 7 181. Thus, a POSITA would have found it

obvious to combine the third-party providers taught by Wagner with the Ray-

Wormald combination. Karger €" 176-183.

2. Claim 6: “The method according to claim 5, further
5 comprising identifying a remote service stored in at least

one of a device profile and a user profile.”

Wapner discloses “identifying a remote service” (a remote storage service

provided by an online service provider such as Picasa or Flickr) “stored in at least

one of a device profile and a user profile” (stored as user account information).

10 Waener describes a process of automatically storing media content from a

device with an online service provider. Wagner at 10:41-45. The device can be

“snitially configured” to identify a specific online service provider—ifor example,

Picasa-—-and include “corresponding account information (¢.g., a username and

password) for the account 12? that is maintained by the online service provider 104

15 that corresponds to the user 102.” id. at $:55-63, 6:9-13, Fig. 1 (showing remote

service provider 104 associated with user 102):
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, FIG. 4

The device stores account information in local memorythat associates a user

with one or more online service providers. /d. at 9:54-10:2 Cthe mobile device

101 can include storage 231 for storing account information 234 associated with a

user account maintained by an online service provider(¢.g., the user account 122

maintamed by the online service provider 104 for the user 102-shown in FIG. 1).”)

& Fig. 2 (Account Information,” annotation added):

~59-
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id., Fig. | Guser account 122) & 3:25-28 (device includes “memory configured to

store a) identifying information corresponding to a user account associated with at

least one of the plurality of online service providers”). The °957 patent’s “user

profile” includes the same kind of mformation. /.2., 957 patent at 59:63-64

(“Maintain user profile—associate web service providers for a particular user”). A

POSITA would have understood this disclosure of stored information
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corresponding to a user account associated with an online service provider to be a

“user profile.” Karger {% 184-186.

A POSITA would have found it obvious to incorporate Wagner’s teaching of

maintaining user account information (a “user profile”) for an online service pro-

vider (a “remote service”) into the Ray-Wormald combination. Karger {] 187-188.

Wagnerteaches that configuring and storing mformation corresponding to a user’s

account with an online service provider can streamline interactions between the de-

vice and service provider, including by allowing the device and service provider to

communicate automatically, without requiring user interaction. Wagner at 6:4-39,

11:18-24. A POSITA would have understood this as providing a teaching, sugges-

tion, or motivation to combine Wapner’s teaching with Ray and Wormald, such

that Ray’s requesting device could access stored information relating to the user’s

account witha third party provider when making a determination of whether to

transform a download operation into a remote storage operation. Karger @ 188. A

POSITA would have had a reasonable expectation of success in making this com-

bination, because it would have been straightforward to configure the stored infor-

mation (using a configuration tool, as disclosed by Wagner’s Figure 5, or other-

wise) and a POSITA would have been familiar with the general concept of a data

structure that aggregated user account information. Karger { 189.

-6|-
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3. Claim 7

a. “The method according to claim 1, further
comprising: configuring access to a remote service on
the computer system, wherein the act of configuring
access to the remote service includes establishing an
account name and password for the remote service;”

Wapgner discloses configuring access to remote storage services providedby

online service providers like Flickr and Picasa (each a “remote service”), including

by “establishing an account name and password”for each online service provider.

Wagenerdiscloses that a user configures a device “to identify the online service

provider 104, as well as to store ... correspondmeg account information (¢.g., a

username and password) for the account 122 that is maintained by the online ser-

vice provider 104 that corresponds to the user 102.” Wagner at 5:58-63. The de-

vice inchides “configuration tool 501” that “enable[s] a user to specify an online

service provider (¢.g., the online service provider 104that is shown in FIG. 1), as

well as a corresponding login or username and password.” Jd. at 12:65-13:1 &Fig.

5 (annotation added):
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fd. at 10:45-58. A POSITA would have understood Figure 5 as illustrating a way

of configuring access to the specified online service provider: Wagner describesit

as “an example configuration tool for configuring how captured media contentis to

be automatically uploaded to an onlme service provider.” /d. at 4:4-6. Karger

190-193,~~

-§3-

HP Inc. - Exhibit 1005 - Page 3457



HP Inc. - Exhibit 1005 - Page 3458

10

Petition for Inter Partes Review of U.S. Pat. No. 8,577,937
PTAB Case No. IPR2021-01011

b. “storing the account name and the password as part
of at least one of a device profile and a user profile.”

Wagenerdiscloses that the device stores “corresponding account information

(¢.g., a username and password) for the account 122 that is maintained bythe

online service provider 104 that corresponds to the user 102.” Wagnerat 5:56-63;

see also id, at 4:34-38, 6:31-39, 9:65-10:2, 10:45-55. A POSITA would under-

stand this “corresponding account information” to be a “user profile.” Karger

4 194. L.g.,°957 patent at 59:63-64 (“Maintain user profile—associate web ser-

vice providers for a particular user’).

A POSITA would have found it obvious to incorporate Wagner’s teaching of

configuring access to a remote service by establishing and storing user account

name and password information in a user profile into the Ray-Wormald combina-

tion. Karger 7% 195-196. As described for claim 6, a POSITAwould have viewed

Wagner as providing a teaching, suggestion, or motivation to make this combina-

tion based onits disclosure that storing user account data G@ncluding passwordand

account name) improves and enables automatic communications, and a POSITA

would have had a reasonable expectation of success in doing so because Wagner

provides a specific example of a configuration tool for establishing and storing this

user information. Karger 4 196.

64.
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