
UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

PANASONIC AUTOMOTIVE SYSTEMS CO., LTD., 

Petitioner, 

v. 

UNM RAINFOREST INNOVATIONS, 

Patent Owner. 

____________________________ 

Case IPR2024-00364 

Patent No. 8,265,096 B2 

____________________________ 

PETITION FOR INTER PARTES REVIEW  
OF U.S. PATENT NO. 8,265,096 B2 

Claims 8, 44-47 and 49-50

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF CONTENTS
Page

-i-

I. INTRODUCTION .......................................................................................... 1

II. MANDATORY NOTICES ............................................................................ 2

A. Real Parties in Interest .......................................................................... 2

B. Related Matters ..................................................................................... 2

C. Notice of Counsel and Service Information ......................................... 4

III. REQUIREMENTS FOR INTER PARTES REVIEW ..................................... 4

A. Standing ................................................................................................ 4

B. Challenge and Relief Requested .......................................................... 4

IV. BACKGROUND ............................................................................................ 6

A. IEEE-SA Overview .............................................................................. 7

B. History of the IEEE 802.11 Standard ................................................... 8

C. TGn and 802.11n .................................................................................. 8

D. 802.11ac and 802.11ax ....................................................................... 10

E. 802.16m .............................................................................................. 10

V. OVERVIEW OF THE ’096 PATENT ......................................................... 11

A. Brief Description ................................................................................ 11

B. Prosecution History ............................................................................ 13

C. Overview of Final Written Decision in Inter Partes Review No. 
2021-00734 ......................................................................................... 15

D. Level of Ordinary Skill in the Art ...................................................... 16

E. Claim Construction............................................................................. 16

VI. OVERVIEW OF THE PRIOR ART RELIED UPON IN THIS 
PETITION .................................................................................................... 18

A. Joint Proposal ..................................................................................... 18

B. Mujtaba ............................................................................................... 22

C. Trainin ................................................................................................ 23

VII. GROUND 1: JOINT PROPOSAL ANTICIPATES CLAIMS 8, 44-47 
AND 50 ......................................................................................................... 24

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


-ii-

A. Claim 8 ............................................................................................... 24

B. Claim 44 ............................................................................................. 35

C. Claim 45 ............................................................................................. 39

D. Claim 46 ............................................................................................. 41

E. Claim 47 ............................................................................................. 42

F. Claim 50 ............................................................................................. 43

VIII. GROUND 2: JOINT PROPOSAL RENDERS CLAIM 49 OBVIOUS 
IN VIEW OF TRAININ ............................................................................... 44

A. Scope and Content of the Prior Art .................................................... 44

B. Motivation to Combine ...................................................................... 45

IX. GROUND 3:  MUJTABA ANTICIPATES CLAIM 8 ................................ 48

X. GROUND 4:  MUJTABA IN VIEW OF TRAININ RENDERS 
CLAIMS 8, 44-47 AND 49-50 OBVIOUS .................................................. 56

A. Motivation to Combine ...................................................................... 57

B. Claim 8 ............................................................................................... 59

C. Claim 44 ............................................................................................. 61

D. Claim 45 ............................................................................................. 63

E. Claim 46 ............................................................................................. 65

F. Claim 47 ............................................................................................. 66

G. Claim 49 ............................................................................................. 67

H. Claim 50 ............................................................................................. 68

XI. INSTITUTION SHOULD BE GRANTED.................................................. 68

A. 35 U.S.C. § 325 (d)............................................................................. 68

B. 35 U.S.C. § 314 (a)—Fintiv ............................................................... 69

XII. CONCLUSION ............................................................................................. 74

CERTIFICATE OF WORD COUNT ................................................................. 75

CERTIFICATE OF SERVICE ................................................................................................ 76

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


-iii-

EXHIBITS 

Exhibit Description 
Ex. 1001 U.S. Patent No. 8,265,096 (the “’096 patent”)
Ex. 1002 Declaration of Dr. Christopher J. Hansen, Ph.D.
Ex. 1003 U.S. Provisional App. No. 60/929
Ex. 1004 Excerpt of the ’096 Patent Prosecution History
Ex. 1005 Claim Construction Order in STC.UNM v. Apple Inc., No. 1-20-cv-

00351 (W.D. Tex. Apr. 9, 2020), ECF No. 69
Ex. 1006 Patent Owner’s Motion to Amend in Inter Partes Review No. 

2021-00743
Ex. 1007 Final Written Decision in Inter Partes Review No. 2021-00743
Ex. 1008 IEEE 802.11-05/1102r4, “Wireless LANs Joint Proposal: High 

throughput extension to the 802.11 Standard: PHY” to Coffey, et 
al, uploaded and publicly available on Jan. 14, 2006 (“Joint 
Proposal”) (Appendix F to Lansford Declaration, Ex. 1015)

Ex. 1009 IEEE 802.11-05/0037r0, “Wireless LANs [Minutes of High 
Throughput Task Group .11n Session]” to Hillman, uploaded and 
publicly available on Jan. 16, 2006 (Appendix F to Lansford 
Declaration, Ex. 1015)

Ex. 1010 U.S. Pub. No. 2006/0072529 A1 (“Mujtaba”)
Ex. 1011 U.S. Pub. No. 2007/0204052 A1 (“Trainin”)
Ex. 1012 U.S. Pub. No. 2006/0067415 A1 (“Mujtaba II”)
Ex. 1013 U.S. Pub. No. 2006/0146867 A1 (“Lee”)
Ex. 1014 IEEE Std 802.11a-1999 Part 11: Wireless LAN Medium Access 

Control (MAC) and Physical Layer (PHY) specifications, ISO/IEC 
8802-11:1999/Amd 1:2000(E)

Ex. 1015 Declaration of Dr. James L. Lansford, Ph.D.
Ex. 1016 U.S. Pub. No. 2005/0233709A1 (“Gardner”)
Ex. 1017 U.S. Patent No. 7,274,652 (“Webster”)
Ex. 1018 U.S. Pub. No. 2007/0104174 (“Nystrom”)
Ex. 1019 IEEE 802.11-05/786r0, “TGn Sync, WWiSE, and Mitmot Closing 

Report” to Mujtaba, et al., publicly available on July 21, 2005.
Ex. 1020 U.S. Pub. No. 2008/0095195A1 (“Ahmadi”)
Ex. 1021 U.S. Pub. No. 20070155387A1 (“Li”)
Ex. 1022 Patent Owner’s Complaint in UNM Rainforest Innovations f/k/a 

STC.UNM v. Toyota Motor North America, Inc. et al, 2-23-cv-
00424 (E.D. Tex.)

Ex. 1023 Draft IEEE 802.16m Requirements

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


-iv-

Ex. 1024 Work Plan for Development of IEEE P802.16m Draft Standard 
& IMT-Advanced Submission

Ex. 1025 Extract of ITRI’s Submissions to TGn
Ex. 1026 Partial Proposal for 802.11n: ITRI Preamble Specification
Ex. 1027 ITRI’s complaint in Industrial Technology Research Institute v. LG 

Electronics, Inc. et al, 2-15-cv-00552 (E.D. Tex.)
Ex. 1028 Patent Owner’s Infringement Contentions in UNM Rainforest 

Innovations f/k/a STC.UNM v. Toyota Motor North America, Inc. et 
al, 2-23-cv-00424 (E.D. Tex.)

Ex. 1029 Exemplary Exhibit to Patent Owner’s Infringement Contentions in 
UNM Rainforest Innovations f/k/a STC.UNM v. Toyota Motor 
North America, Inc. et al, 2-23-cv-00424 (E.D. Tex.)

Ex. 1030 Memorandum, Interim Procedure for Discretionary Denials in AIA 
Post-Grant Proceedings with Parallel District Court Litigation 
(USPTO Jun. 21, 2022) (“Interim Procedure”)

Ex. 1031 Docket Control Order in UNM Rainforest Innovations f/k/a 
STC.UNM v. Toyota Motor North America, Inc. et al, 2-23-cv-
00424 (E.D. Tex.)

Ex. 1032 U.S. Pub. No. 2005/0159120 (“Kim”)
Ex. 1033 Yang Xiao, IEEE 802.11n: Enhancement for Higher Throughput in 

Wireless LANs publicly available in December 2005 (“Yang”).
Ex. 1034 Extract of all documents in the Mentor website for Task Group N 

(TGn) with Document Control Number (DCN) 1102) (Appendix E 
to Ex. 1015)

Ex. 1035 IEEE 802.11-04/422r4, “New Participant Orientation”, presentation 
submission (July 2004) (Appendix A to Ex. 1015)

Ex. 1036 U.S. Patent 7,415,074 (Appendix C to Ex. 1015)
Ex. 1037 Stephens, “802.11 ‘Decrypted’”, ACM SIGCOMM Computer  

Communication Review, Vol. 35, No. 2 (April 2005) (Appendix D 
to Ex. 1015)

Ex. 1038 Official IEEE 802.11 Working Group Project Timelines (Appendix 
I to Ex. 1015)

Ex. 1039 IEEE 802.11 Future Session Plans (Appendix J to Ex. 1015)
Ex. 1040 Summary Report of the January 2006 Meeting of IEEE 802.11 

(Appendix K to Ex. 1015)

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


