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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

QUALCOMM INCORPORATED and
ZYXEL COMMUNICATIONS CORPORATION!,

Petitioner,
V.
UNM RAINFOREST INNOVATIONS,

Patent Owner.

PTAB Case No. IPR2021-00375

Patent 8,265,096 B2

PATENT OWNER’S MOTION TO AMEND

! ZyXEL Communications Corporation was joined as a petitioner in this proceeding
based on a petition and motion for joinder filed in IPR2021-00734, which were
granted.
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UPDATED LIST OF EXHIBITS

Exhibit No. Descriptions
2001 Declaration of Dr. Branimir Vojcic
2002 ’096 Provisional

2003 2018 Economic Impact Report

2004 ’096 claim chart

2005 Dell litigation scheduling order

2006 Dell litigation amended scheduling order

2007 Dell litigation notice of withdrawn claims
2008 Asus litigation notice of withdrawn claims
2009 Apple litigation joint motion to dismiss with prejudice

2010 Apple litigation order of dismissal

2011 Asus ROG Phone 3 Home Page

2012 Asus litigation Qualcomm subpoena

2013 Supplemental Declaration of Dr. Branimir Vojcic

2014 12/06/21 excerpts from rough draft depo transcript of Sumit Roy,

Ph.D.
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I. INTRODUCTION

Patent Owner UNM Rainforest Innovations (hereinafter “UNM” or “Patent
Owner”) respectfully submits this Motion to Amend (“Motion”) to request
amendment of certain claims of U.S. Patent 8,265,096 B2 (EX1001, “’096 Patent™).

Petitioner asserts that claims 1-4 and 6-8 of the 096 Patent are unpatentable
on two grounds based solely on 35 U.S.C. § 103:

Ground 1 — Claims 1-4, 6, and 7 are unpatentable as obvious over Talukdar
and Li.

Ground 2 — Claim 8 is unpatentable as obvious over Talukdar and Nystrom.

Patent Owner requests amendment of independent claim 1 to provide further
limitation and clarification of its claimed invention and reflect the proper scope of

this claims considering the specification.

II. MOTION TO AMEND PILOT PROGRAM

Pursuant to 84 FR 9497, Patent Owner requests that this Motion to Amend be
subject to the MTA Pilot Program. This IPR was instituted on July 19, 2021, see
Paper 14, and, therefore, it qualifies for the MTA Pilot Program effective on March
15, 2019. Patent Owner requests preliminary guidance from the Board on this
Motion to Amend and reserves the right to file a revised Motion to Amend subject

to the Board’s preliminary guidance.
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