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LISTING OF CHALLENGED CLAIMS 
 

Claim 1 

[1pre] A client computing device configured to access content over a net-
work, the client computing device comprising: 

[1.1] electronic storage configured to store networked information monitor 
template associated with a networked information monitor, the net-
worked information monitor template having therein a definition of a 
viewer graphical user interface having a frame within which time 
varying content in a web browser-readable language may be pre-
sented on a display associated with the client computing device, 
wherein the frame of the viewer graphical user interface lacks con-
trols for enabling a user to specify a network location at which con-
tent for the networked information monitor is available; and 

[1.2] one or more processors configured to execute one or more computer 
program modules, the one or more computer program modules being 
configured to access the networked information monitor defined by 
the networked information monitor template, wherein accessing the 
networked information monitor defined by the networked infor-
mation monitor template results in: 

[1.3] transmission, over a network to a web server at a network location, 
of a content request for content to be displayed within the frame of 
the viewer graphical user interface defined by the networked infor-
mation monitor template: 

[1.4] reception, over the network from the web server at the network loca-
tion, of content transmitted from the web server in response to the 
content request, the content being time-varying: 

[1.5] presentation, on the display, of the viewer graphical user interface 
defined by the networked information monitor template outside of 
and separate from any graphical user interface of any other applica-
tion; and 

[1.6] presentation, on the display within the frame of the viewer graphical 
user interface defined by the networked information monitor, of the 
time-varying content received from the web server. 
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Claim 2 

[2] The method of claim 1, further comprising, responsive to reception 
of one or more elements included in the received time-varying con-
tent, modifying a feature of said viewer graphical user interface de-
fined by the networked information monitor template in accordance 
with a modification corresponding to the received one or more ele-
ments. 

Claim 3 

[3] The client computing device of claim 2, wherein said modification 
corresponding to the received one or more elements comprises a 
modification to an image defined by the networked information mon-
itor template as forming a part of said viewer graphical user inter-
face. 

Claim 4 

[4] The client computing device of claim 2, wherein the correspondence 
between the modification and the received one or more elements is 
defined by the networked information monitor template. 

Claim 5 

[5] The client computing device of claim 2, wherein the one or more 
computer program modules and the networked information monitor 
template are configured such that modifying the feature of the viewer 
graphical user interface comprises adjusting a size of the frame of the 
viewer graphical user interface. 

Claim 6 

[6] The client computing device of claim 2, wherein the one or more 
computer program modules and the networked information monitor 
template are configured such that modifying the feature of the viewer 
graphical user interface comprises changing a color of a frame bor-
der or background of the viewer graphical user interface. 
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Claim 7 

[7] The client computing device of claim 2, wherein the one or more 
computer program modules and the networked information monitor 
template are configured such that modifying the feature of the viewer 
graphical user interface comprises modifying text of the viewer 
graphical user interface in a manner defined by the networked infor-
mation monitor template. 

Claim 8 

[8] The client computing device of claim 1, wherein the networked in-
formation monitor template includes a markup language file. 

Claim 9 

[9] The client computing device of claim 1, wherein one or more com-
puter program modules are configured such that the time-varying 
content is received from the web server over the network according 
to the TCP/IP protocol. 

Claim 10 

[10] The client computing device of claim 1, wherein the network loca-
tion corresponds to a uniform resource locator included in the net-
worked information monitor template. 

Claim 11 

[11] The client computing device of claim 10, wherein the one or more 
computer program modules are further configured such that access-
ing the networked information monitor defined by the networked in-
formation monitor template results in transmission of the content re-
quest to the uniform resource locator included in the networked in-
formation monitor template, and the content request being transmit-
ted according to the TCP/IP protocol over the network. 

Claim 12 

[12.1] The client computing device of claim 1, wherein the one or more 
computer program modules are further configured: 

IPR2023-00939 
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[12.2] to transmit, over the network to a networked information monitor 
server, a request for the networked information monitor template: 

[12.3] to receive, from the networked information monitor server over the 
network, the networked information monitor template; and 

[12.4] to store the networked information monitor template to the electronic 
storage. 

Claim 13 

[13pre] A computer-implemented method of accessing content over a net-
work on a client computing device, the client computing device hav-
ing electronic storage and one or more processors configured to exe-
cute one or more computer program modules, the client method com-
prising: 

[13.1] storing, to the electronic storage, a networked information monitor 
template associated with a networked information monitor, the net-
worked information monitor template having therein a definition of a 
viewer graphical user interface having a frame within which time-
varying content in a web browser-readable language may be pre-
sented on a display associated with the client computing device, 
wherein the frame of the viewer graphical user interface lacks con-
trols for enabling a user to specify a network location at which con-
tent for the networked information monitor is available; 

[13.2] accessing the networked information monitor defined by the net-
worked information monitor template, wherein accessing the net-
worked information monitor defined by the networked information 
monitor template results in: 

[13.3] transmission, over a network to a web server at a network location, 
of a content request for content to be displayed in the viewer graph-
ical user interface defined by the networked information monitor 
template; 

[13.4] reception, over the network from the web server at the network loca-
tion, of content transmitted from the web server in response to the 
content request, the content being time-varying: 

IPR2023-00939 
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[13.5] presentation, on the display, of the viewer graphical user interface 
defined by the application media package template outside of and 
separate from any graphical user interface of any other application; 
and 

[13.6] presentation, on the display within the frame of the viewer graphical 
user interface defined by the networked information monitor, of the 
time-varying content received from the web server. 

Claim 14 

[14] The method of claim 13, responsive to reception of one or more ele-
ments included in the received time-varying content, modifying a 
feature of said viewer graphical user interface defined by the net-
worked information monitor template in accordance with a modifica-
tion corresponding to the received one or more elements. 

Claim 15 

[15] The method of claim 14, wherein said modification corresponding to 
the received one or more elements comprises a modification to an 
image defined by the networked information monitor template as 
forming a part of said viewer graphical user interface. 

Claim 16 

[16] The method of claim 14, wherein the correspondence between the 
modification and the received one or more elements is defined by the 
networked information monitor template. 

Claim 17 

[17] The method of claim 14, wherein modifying the feature of the viewer 
graphical user interface comprises adjusting a size of the frame of the 
viewer graphical user interface. 

Claim 18 

[18] The method of claim 14, wherein modifying the feature of the viewer 
graphical user interface comprises changing a color of a frame bor-
der or background of the viewer graphical user interface. 
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Claim 19 

[19] The method of claim 14, wherein modifying the feature of the viewer 
graphical user interface comprises modifying text of the viewer 
graphical user interface in a manner defined by the networked infor-
mation monitor template. 

Claim 20 

[20] The method of claim 13, wherein the networked information monitor 
template includes a markup language file, and wherein storing the 
networked information monitor template comprises storing the 
markup language file. 

Claim 21 

[21] The method of claim 13, wherein the time-varying content is re-
ceived from the web server over the network according to the 
TCP/IP protocol. 

Claim 22 

[22] The method of claim 13, wherein the network location corresponds 
to a uniform resource locator included in the networked information 
monitor template. 

Claim 23 

[23] The method of claim 22, wherein accessing the networked infor-
mation monitor defined by the networked information monitor tem-
plate results in transmission of the content request to the uniform re-
source locator included in the networked information monitor tem-
plate, and the content request being transmitted according to the 
TCP/IP protocol over the network. 

Claim 24 

[24.1] The method of claim 13, further comprising: prior to storing the net-
worked information monitor template to the electronic storage, trans-
mitting, over the network to a networked information monitor server, 
a request for the networked information monitor template; and 
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[24.2] receiving, from the networked information monitor server over the 
network, the networked information monitor template. 
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Samsung Electronics Co., Ltd. (“Petitioner” or “Samsung”) petitions for In-

ter Partes Review (“IPR”) of claims 1-24 (“the Challenged Claims”) of U.S. Pa-

tent No. 8,510,407 (“the ’407 Patent”).   

I. REQUIREMENTS FOR IPR 

A. Grounds for Standing 

Samsung certifies that the ’407 Patent is available for IPR.  This petition is 

being filed within one year of service of a complaint against Samsung.  Samsung is 

not barred or estopped from requesting review of the Challenged Claims on the be-

low-identified grounds. 

B. Challenge and Relief Requested 

Samsung requests IPR of the Challenged Claims on the grounds below.  Dr. 

Douglas Schmidt provides supporting testimony.  SAMSUNG-1003, ¶¶1-234. 

Ground Claim(s) §103 Basis 

1A 1-4, 7-11, 13-16, 19-23 Obvious over Brown 

1B 1-4, 7-16, 19-24 Obvious over Brown and Wecker 

1C 5-6, 17-18 Obvious over Brown and Beer, and/or 

Brown, Wecker, and Beer 

2 1-24 Obvious over Shimada and Buchholz 

The ’407 Patent claims priority to an application filed on April 26, 2000, as 

well as to a number of provisional applications, the earliest of which was filed on 

IPR2023-00939 
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April 26, 1999.  SAMSUNG-1001, Cover.  Solely for purposes of evaluating prior 

art in this proceeding and without conceding the propriety of these priority claims, 

this Petition will treat April 26, 1999, as the effective filing date (“Critical Date”).  

The applied references qualify as prior art at least under Pre-AIA §102(e) as indi-

cated below.  

Reference Filing Date Publication 

Date 

Brown 08/21/2001 02/17/1998 

Wecker 09/10/2002 06/30/1998 

Beer 11/14/1996 08/11/1998 

Shimada 09/07/2004 06/18/1997 

Buchholz 07/11/2000 06/23/1998 
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C. Claim Construction  

All claim terms should be construed according to the Phillips standard.  

Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005); 37 C.F.R. §42.100.  Under 

the Phillips standard, the “words of a claim are generally given their ordinary and 

customary meaning as understood by a person of ordinary skill in the art when read 

in the context of the specification and prosecution history.”  Thorner v. Sony Com-

puter Entertainment America LLC, 669 F. 3d 1362, 1366 (Fed. Cir. 2012) (citing 

Phillips, 415 F.3d at 1313).  All claim terms should be given their ordinary and 

customary meaning in the context of the specification as detailed in the relevant 

sections below, except that Petitioner provides the following discussion to aid the 

Board in interpreting the following terms.1 

1. “networked information monitor” (“NIM”) 

For the purposes of this proceeding, this term, which appears in claims 1, 11, 

13, and 23, should be construed to mean “a fully configurable frame, with one or 

more controls, through which content is presented to the user.”  SAMSUNG-1003, 

 
1 Petitioner does not concede that the challenged claims meet all statutory stand-

ards.  Patentability under §101 or compliance with §112 is not appropriate to re-

solve in IPR, and Petitioner reserves all rights to challenge claims for reasons out 

of scope for IPR.     
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¶28.  This definition is consistent with the use of the term in the specification of the 

’407 patent, as well as the definition adopted by Patent Owner in prior proceed-

ings.  See, e.g., SAMSUNG-1001, 5:21-24; SAMSUNG-1012, Pages 10-11; SAM-

SUNG-1014, *3-4.  Thus, for purposes of this IPR, Petitioner adopts Patent 

Owner’s construction of networked information monitor, which was adopted in 

IPR2019-01279.  SAMSUNG-1012, Pages 10-11; SAMSUNG-1003, ¶28. 

2. “networked information monitor template” 

For the purposes of this proceeding, this term, which appears in claims 1-8, 

10-16, 19-20, and 22-24 should be construed to mean “a data structure that defines 

the characteristics of a NIM, including the NIM frame, view, and control char-

acteristics, and that excludes executable applications/compiled code.”  SAM-

SUNG-1003, ¶29.  This definition is consistent with the use of the term in the spec-

ification of the ’407 Patent.  See, e.g., SAMSUNG-1001, 6:66-67, 7:1-2 (“Each 

NIM template defines the characteristics of a specific NIM, including fully config-

urable frame characteristics, viewer and control characteristics, and NIM content 

references”).  Additionally, the ’407 Patent states, “NIMs allow a developer to pro-

vide an application feel without developing custom client applications.”  Id., 

26:38-40.  The ’407 Patent further states that a NIM definition “is content, rather 

than compiled code.”  Id., 21:49-50.  According to Patent Owner in IPR2019-

IPR2023-00939 
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01279, a networked information monitor template “is not compiled code, and can-

not be an executable application or applet.”  SAMSUNG-1012, Page 12.  Thus, for 

purposes of this IPR, Petitioner adopts Patent Owner’s construction of networked 

information monitor template, which was adopted in IPR2019-01279.  SAM-

SUNG-1012, Pages 13-14; SAMSUNG-1014, *3-4; SAMSUNG-1003, ¶29. 

D. Level of Ordinary Skill in the Art 

A person of ordinary skill (“POSITA”) relating to the subject matter of the 

’407 Patent would have had (1) a bachelor’s degree in computer science, computer 

engineering, electrical engineering, or a related field, and (2) at least three years of 

corresponding industry work experience.  SAMSUNG-1003, ¶¶20-21.  Additional 

graduate education could substitute for professional experience, or significant ex-

perience in the field could substitute for formal education.  Id.  This definition is 

consistent with the previous definition of a POSITA adopted in IPR2019-01279.  

SAMSUNG-1012, Page 8. 

II. SUMMARY OF THE ’407 PATENT 

A. Brief Description 

The ’407 Patent is directed to “accessing and viewing internet content” 

through a plurality of software “networked information monitors” or “NIMs”  

SAMSUNG-1001, Abstract, 5:21-24.  The ’407 Patent discloses that NIMs include 

“a fully configurable frame with one or more controls; the frame through which 

IPR2023-00939 
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content is optionally presented.”  Id.  Figure 4 below provides an example of a col-

lection of NIMs according to the ’407 Patent.   

 

SAMSUNG-1001, FIG. 4 

NIMs are executed by a “Home NIM” which “coordinates the activities of all 

other NIMs.”  SAMSUNG-1001, 5:29-31.  Figure 11 provides an example process 

of downloading and generating a NIM according to the ’407 Patent. 
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SAMSUNG-1001, FIG. 11 

B. Prosecution History 

The ’407 application was allowed after two Office Actions, which presented 

rejections over prior art references that are substantially different from those relied 

upon in this petition.  SAMSUNG-1002, 137-142, 903-914, 938-948, 973-977.  In-

deed, during prosecution, the examiner did not consider any of Brown, Wecker, 

Beer, Shimada, and Buchholz, which render the Challenged Claims obvious, as 

discussed below. 
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III. THE CHALLENGED CLAIMS ARE UNPATENTABLE  

A. [GROUND 1A/1B] – Claims 1-4, 7-11, 13-16, and 19-23 are 
rendered obvious by Brown [1A], claims 1-4, 7-16, and 19-
24 are rendered obvious by Brown and Wecker [1B] 

Below, the Petition presents a first ground based on Brown alone and a sec-

ond ground based on the combination of Brown and Wecker.  In the first ground 

[1A], the Petition relies on the disclosure of Brown and explains why Brown’s dis-

closure, when interpreted in view of the general knowledge of a POSITA, renders 

obvious claims 1-4, 7-11, 13-16, and 19-23.  In the second ground [1B], the Peti-

tion relies on the same disclosure of Brown and explanation of obviousness as pre-

sented in the first ground [1A], but turns to Wecker’s disclosure for a single feature 

of claim 1 (“electronic storage configured to store networked information 

monitor template”) and features of claims 12 and 24.  Although all of the features 

of claim 1 are rendered obvious by Brown alone as explained below, Petitioner has 

advanced a combination of the Brown and Wecker for claim 1 to the extent Patent 

Owner argues that the single feature of claim 1 is not explicit in Brown.  Because 

the use of Brown’s disclosure and corresponding obviousness arguments are simi-

lar for both grounds [1A/1B], the Petition discusses these grounds together for ease 

of presentation.  SAMSUNG-1003, ¶43.   
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1. Overview of Brown 2 

Brown describes “a method of creating a composite desktop built from Web 

content retrieved from one or more Web sites.”  SAMSUNG-1005, Abstract.  

Brown’s composite desktop includes components, which can be “a static image or 

an active desktop component providing dynamic content.”  Id., Abstract; SAM-

SUNG-1003, ¶30. 

 

SAMSUNG-1005, FIG. 3A (annotated) 

As shown in FIG. 3A (above), Brown’s “composite desktop 302 includes 

one or more desktop components,” where each “desktop component is a distinct 

 
2 Descriptions of the references and combinations thereof are incorporated into 

each mapping that includes citations to these references.  All emphasis is added un-

less otherwise indicated. 
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geometric region that displays a single piece of Web-based content.”  SAMSUNG-

1005, 7:21-23.  Brown describes that “the component may be selected from a Web 

page, within which the component is embedded.”  SAMSUNG-1005, 7:40-41; 

SAMSUNG-1003, ¶31. 

Brown also describes desktop component instructions, which “include a 

URL specifying an Internet location where additional HTML code corresponding 

to the active desktop component 308 resides.”  SAMSUNG-1005, 13:1-4; SAM-

SUNG-1003, ¶32. 

2. Overview of Wecker 

Wecker describes “a method for rendering information,” the information in-

cluding “a content structure file, a data file and a script file.”  SAMSUNG-1006, 

Abstract; SAMSUNG-1003, ¶33.  Wecker describes that “the content structure file 

is read to ascertain which script in the script file is associated with data to be ren-

dered.”  Id.  Thereafter, “[t]he data from the data file is retrieved and the associated 

script file is executed to render the data.”  Id. 

IPR2023-00939 
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SAMSUNG-1006, FIG. 1 (annotated) 

 
SAMSUNG-1006, FIG. 6 (annotated) 

IPR2023-00939 
Apple EX1010 Page 23



Attorney Docket No. 39843-0149IP1 
IPR of U.S. Patent No. 8,510,407 

12 

Wecker describes that “the content is provided in a standard format, such as 

HTML, JPEG, GIF, WAV, etc.” and that “[t]he web content is also preferably de-

scribed in a content structure file also known commonly as a channel definition 

format (CDF) file.”  SAMSUNG-1006, 3:2-6; SAMSUNG-1003, ¶34. 

3. Combination of Brown and Wecker 

A POSITA would have found it obvious to combine Brown and Wecker 

(collectively the “Brown-Wecker combination”).  SAMSUNG-1003, ¶35.  Among 

other things, both Brown and Wecker are generally directed to “accessing and 

viewing internet content” and further describe the use of Microsoft’s channel defi-

nition format (CDF) to implement subscriptions to internet content, with Brown 

explicitly directing the reader toward additional references that discuss CDF.  

SAMSUNG-1005, Abstract, 13:4-13, 13:39-44; SAMSUNG-1006, Abstract, 3:1-

16; SAMSUNG-1003, ¶35.  Given the similarity of the disclosures, and spurred by 

Brown’s directive, a POSITA would have found it obvious to consider Wecker’s 

disclosure in the context of Brown’s system for multiple reasons.  For example, as 

Dr. Schmidt explains, a POSITA would have found it obvious to leverage 

Wecker’s disclosure of a cache to store HTML style templates.  A POSITA also 

would have found it obvious that Brown’s desktop components would be imple-

mented as mobile channels, such that a user would download desktop components, 
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and their associated HTML instructions, to their composite desktop.  SAMSUNG-

1005, 7:21-23; SAMSUNG-1006, 3:6-14; SAMSUNG-1003, ¶35. 

As Dr. Schmidt explains, a POSITA would have been motivated to combine 

Brown and Wecker for various reasons.  SAMSUNG-1003, ¶36. 

First, a POSITA would have recognized that Wecker’s mobile channel 

“script files,” also referred to as “templates,” are data structures that are similar in 

objective to the “HTML instructions” that define Brown’s “desktop components.”  

SAMSUNG-1005, 12:61-62; SAMSUNG-1006, 3:17-20; SAMSUNG-1003, ¶37.  

Indeed, Wecker describes that “the users of desktop 16 can preferably subscribe to 

channels in a standard fashion which provide the user with certain channel con-

tent” and that the desktop can “periodically retrieve or receive new and updated 

script, data and CDF files.”  SAMSUNG-1005, 3:63-66, 4:3-6; SAMSUNG-1003, 

¶37.  A POSITA would have recognized or found obvious that the “desktop,” as 

contemplated by Wecker, would have possessed similar features to the “composite 

desktop” of Brown and that these features of Wecker’s desktop would be incorpo-

rated into Brown with a reasonably high expectation of success.  SAMSUNG-

1003, ¶37. 

A POSITA would have been prompted to pursue this combination because 

doing so is merely the application of known techniques (e.g., rendering content us-

ing templates/script files) to a known structure (e.g., Brown’s composite desktop) 
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to yield predictable results.  SAMSUNG-1003, ¶38; see also KSR Int’l Co. v. Tele-

flex Inc., 550 U.S. 398, 417 (2007).  Additionally, both Brown and Wecker de-

scribe the Windows 95 operating system as a suitable operating system that can 

implement their techniques.  SAMSUNG-1005, 6:26-32; SAMSUNG-1006, 8:15-

21.  Finally, both Brown and Wecker are assigned to the “Microsoft Corporation” 

and, therefore, a POSITA would have reasonably expected their techniques to be 

compatible as the assignee would have been motivated by business reasons to pro-

vide commonality between their products.  SAMSUNG-1005, Cover; SAMSUNG-

1006, Cover.  Thus, as Dr. Schmidt explains, a POSITA would have had a reasona-

ble expectation of success in implementing Wecker’s techniques into the disclo-

sure of Brown.  SAMSUNG-1003, ¶38. 

Second, a POSITA would have recognized or found obvious that, because 

Brown’s desktop components are retrieved from “remote computers,” such compo-

nents would also be accessed via Wecker’s “wireless push server” or “remote com-

puter.”  SAMSUNG-1005, 4:16-21; SAMSUNG-1006, 3:34-38, 7:55-63; SAM-

SUNG-1003, ¶39.  In fact, Wecker describes that a “user typically runs the same 

types of applications on both the desktop computer and on the mobile device.”  

SAMSUNG-1006, 1:39-44; SAMSUNG-1003, ¶39.  A POSITA would have rec-

ognized or found obvious from this disclosure that the “composite desktop” taught 
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by Brown would have been compatible with certain features of the interfaces run-

ning on mobile devices, as contemplated by Wecker.  SAMSUNG-1005, 4:13-19; 

SAMSUNG-1003, ¶39.  Indeed, Brown describes that its techniques may be prac-

ticed in “other computer system configurations, including hand-held devices.”  

SAMSUNG-1005, 4:44-49; SAMSUNG-1003, ¶39. 

A POSITA would have been prompted to pursue this combination because 

doing so is merely the application of known techniques (e.g., rendering content us-

ing templates/script files) to a known structure (e.g., Brown’s composite desktop) 

to yield predictable results.  SAMSUNG-1003, ¶40; see also KSR Int’l Co. v. Tele-

flex Inc., 550 U.S. 398, 417 (2007).  Additionally, Wecker describes that “Win-

dows CE” is a suitable operating system upon which to implement its techniques, 

and that this operating system is made available by the “Microsoft Corporation” – 

the assignee of Brown.  SAMSUNG-1005, Cover; SAMSUNG-1006, 5:30-32.  Fi-

nally, both Brown and Wecker are assigned to the “Microsoft Corporation” and, 

therefore, a POSITA would have reasonably expected their techniques to be com-

patible as the assignee would have been motivated by business reasons to provide 

commonality between their products.  SAMSUNG-1005, Cover; SAMSUNG-

1006, Cover.  Thus, as Dr. Schmidt explains, a POSITA would have had a reasona-

ble expectation of success in implementing features of Wecker into Brown’s com-

posite desktop.  SAMSUNG-1003, ¶40. 

IPR2023-00939 
Apple EX1010 Page 27



Attorney Docket No. 39843-0149IP1 
IPR of U.S. Patent No. 8,510,407 

16 

The publications thus detail various aspects of the similar technology em-

ployed by Brown and Wecker and provide an explicit motivation to combine.  

Cimline, Inc. v. Crafco, Inc., 413 F. App’x 240, 245 (Fed. Cir. 2011).  Aside from 

the express teaching to combine, a motivation to combine may be found based on 

the “background knowledge, creativity, and common sense of [a] person of ordi-

nary skill.”  Cimline Inc., 413 F. App’x 240, 245.   

Moreover, a POSITA would have been motivated to combine Wecker with 

Brown to improve data transfer times, increase usability, standardize interfaces 

across different devices, reduce client-side storage requirements, and/or to capital-

ize on the growing need to display internet content in a customizable way.  SAM-

SUNG-1003, ¶41.   

For at least these reasons, a POSITA would have been motivated to combine 

Brown and Wecker and consider their disclosures together.  SAMSUNG-1003, 

¶42. 

4. Analysis 

[1.pre] 

To the extent the preamble is limiting, Grounds 1A and 1B render [1.pre] 

obvious.  For example, Brown describes “a computer-based system for controlling 

the display of elements on a desktop,” and a “computer-based method of creating a 

composite desktop built from Web content,” and also that “an operating system 
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user interface shell program executes on a computer, preferably a general purpose 

personal computer.”  SAMSUNG-1005, 2:54-57, 4:32-40, Claim 15; SAMSUNG-

1003, ¶44.   

A POSITA would have understood or found obvious that “a computer-based 

system” includes a “client computing device,” as a computer is frequently re-

ferred to as a “client.” Id.; SAMSUNG-1003, ¶45.  Indeed, the ’407 Patent refers to 

a “client computer.”  SAMSUNG-1001, 1:56, 2:11, 6:30, 7:25, 34:37.  A POSITA 

also would have understood that Brown’s “Web content” is “content over a net-

work.”  SAMSUNG-1005, 2:54-57, SAMSUNG-1003, ¶45.  Indeed, the ’407 Pa-

tent refers to its content as “Web content.”  SAMSUNG-1001, 1:58, 4:64, 5:63, 

20:63. 

[1.1] 

A. Ground 1A (Brown) 

Brown discloses “a general purpose computing device” that includes a “sys-

tem memory.”  SAMSUNG-1005, 4:54-58.  As Dr. Schmidt explains, a POSITA 

would have understood or found obvious that Brown’s system memory is a form of 

“electronic storage” because a POSITA would have understood that memory is an 

example of electronic storage.  SAMSUNG-1003, ¶46.  Indeed, the ’407 Patent re-

fers to “memory 30” within “computer 20.”  SAMSUNG 1001, 5:45-47, 5:55-59.  
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An annotated figure is presented below that displays the different forms of elec-

tronic storage within Brown’s computing device. 

 

SAMSUNG-1005, FIG. 1 (annotated) 

Brown’s computing device also includes a “registry,” which it describes as 

“a mechanism for storing program data, and preferably includes one or more files 

on a persistent storage medium and associated code for accessing the data.”  

SAMSUG-1005, 6:20-26, FIG. 2, FIG. 6; SAMSUNG-1003, ¶47.  Brown de-

scribes that each of the HTML instructions are stored in the registry “in an HTML 

file, referred to as the desktop.htt file 210.”  SAMSUNG-1005, 6:35-36, 14:8-9.  

Annotated figures showing the registry in Brown’s computing device are presented 

below. 

IPR2023-00939 
Apple EX1010 Page 30



Attorney Docket No. 39843-0149IP1 
IPR of U.S. Patent No. 8,510,407 

19 

 

SAMSUNG-1005, FIG. 2 (annotated) 
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SAMSUNG-1005, FIG. 6 (annotated) 

A POSITA also would have understood or found obvious that these various 

forms of storage would be capable of storing files, like “templates,” (“configured 

to store”) because it was well known as of the critical date that HTML files are 

stored in a form of “electronic storage.”  SAMSUNG-1003, ¶48.  For example, 

Beer describes a system for “allowing a user to retrieve a user interface and a vis-

ual style from a local or remote storage unit, [and] … display the visual stylized 

user interface.”  SAMSUNG-1007, 2:9-15; SAMSUNG-1003, ¶48.   

Brown describes sets of “HTML instructions” that define a “composite desk-

top” containing a plurality of “desktop components.”  SAMSUNG-1005, 6:34-36, 
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7:21-22, 11:1-67, 12:1-67, 13:1-54.  Brown explains that a desktop component, ex-

amples of which are presented in the annotated version of Fig. 3A (below), is “a 

distinct geometric region that displays a single piece of Web-based content.”  Id., 

7:22-23; SAMSUNG-1003, ¶49.   

As Dr. Schmidt explains, a POSITA would have understood or found obvi-

ous the “desktop components” of Brown to be “networked information monitors” 

because desktop components have similar features.  SAMSUNG-1003, ¶50.  In-

deed, networked information monitors are “a fully configurable frame, with one or 

more controls, through which content is presented to the user,” and a POSITA 

would have recognized that a desktop component possesses all of these features.  

SAMSUNG-1001, 5:41-44; SAMSUNG-1003, ¶50; Section I.C.1, supra.   

For instance, Brown describes that desktop components are “implemented as 

floating frames.”  SAMSUNG-1005, 12:61-64; infra [1.3].  Brown further ex-

plains that floating frames “can be positioned anywhere on a screen” and that desk-

top components, and their frames, can be “positioned at any location on a compo-

site desktop, and can be resized if desired.”  SAMSUNG-1005, 7:24-26, 12:64-65.  

Brown presents examples of desktop components with different frame “controls”, 

as annotated in Figure 3A below.  SAMSUNG-1005, FIG. 3A.  The above disclo-

sures render Brown’s desktop component frames “fully configurable” as this term 
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is used by the ’407 Patent (e.g., “details defining the NIM, such as the look-and-

feel”).  SAMSUNG-1001, 30:41-42; SAMSUNG-1003, ¶¶51-52. 

 

SAMSUNG-1005, FIG. 3A (annotated)  

Finally, Brown describes that desktop components “[display] a single piece 

of Web-based content.”  SAMSUNG-1005, 7:22-23.  As described above, 

Brown’s desktop components are “fully configurable frames,” and as a result, the 

“content” is displayed “through” the “fully configurable frame.”  SAMSUNG-

1001, 2:45-59; SAMSUNG-1005, 7:24-26, 12:64-65, FIG. 3A; SAMSUNG-1003, 

¶53. 
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Therefore, Brown’s desktop components are “networked information moni-

tors,” as properly construed.  SAMSUNG-1003, ¶54. 

 

SAMSUNG-1005, FIG. 3A (annotated)  

Additionally, a POSITA would have recognized or found obvious that the 

“HTML instructions” that define Brown’s “desktop components” are a “networked 

information monitor template” because these HTML instructions have similar fea-

tures.  SAMSUNG-1005, 11:39-67, 12:1-43; SAMSUNG-1003, ¶55.  Indeed, a 

networked information monitor template is “a data structure that defines the 

characteristics of a NIM, including the NIM frame, view, and control charac-

teristics, [which] excludes executable applications/compiled code,” and a 
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POSITA would have recognized or found obvious that a set of Brown’s HTML in-

structions includes all of these features.   SAMSUNG-1001, 7:19-23, 8:53-57, 

14:34-35; SAMSUNG-1003, ¶55; Section I.C.2, supra.  Brown provides a set of 

HTML instructions as an example, which is reproduced and annotated below.  

Brown describes that these instructions are “generated from the data stored in the 

registry 208” (“a data structure”).  SAMSUNG-1005, 14:7-8.   

Brown describes that “lines 14-17 [in the example code] comprise HTML 

instructions that describe the active desktop component 308,” (“defines the 

characteristics of [the] NIM”).  SAMSUNG-1005, 12:61-62.  Brown includes 

similar language for the other desktop components of this example set of HTML 

instructions.  Id., 12:44-46, 13:14-15; SAMSUNG-1003, ¶56. 

For example, Brown describes that “[f]loating frames are designated by the 

‘IFRAME’ tag.”  SAMSUNG-1005, 12:65-66.  Brown’s HTML instructions utilize 

the “IFRAME” HTML tag to define the frame of the desktop component, as 

shown in the annotated figure below.  SAMSUNG-1005, 11:56-67, 12:1-10; SAM-

SUNG-1003, ¶57. 

It can also be seen from the annotated figure that visual features of the desk-

top component (“the view”) are defined by the HTML instructions.  SAMSUNG-
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1005, 11:56-67, 12:1-10.  For example, the HTML instructions include a “frame-

border” tag, as well as a “BACKGROUND” tag, that both define visual features of 

the desktop component.  Id.; SAMSUNG-1003, ¶58. 

Additionally, Brown’s HTML instructions provide the ability to designate a 

desktop component as “resizable” as presented in the annotated figure below (“a 

control characteristic”).  SAMSUNG-1005, 11:56-67, 12:1-10.  The resizing of 

desktop components is enabled by “a windowed component manipulation control 

326 and a windowless component manipulation control 328.”  SAMSUNG-1005, 

7:57-59; SAMSUNG-1003, ¶59. 

Additionally, as it can be seen in the annotated instructions below, Brown’s 

HTML instructions do not contain “applications” or “compiled code.”  SAM-

SUNG-1005, 11:56-67, 12:1-10; SAMSUNG-1003, ¶60.  Indeed, Brown describes 

its HTML instructions are stored in “an HTML file, referred to as the desktop.htt 

file 210,” which, as Dr. Schmidt explains, a POSITA would have understood or 

found obvious to not include compiled code since HTML is known to be a markup 

language.  Id., 6:36-37; SAMSUNG-1011, Page 70; SAMSUNG-1003, ¶60.  A 

POSITA would have understood the advantages of a platform independent markup 

language, like HTML, and would have been motivated to avoid including addi-

tional compiled code that would render these advantages moot.  SAMSUNG-1003, 

¶60. 
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Therefore, with the above disclosures, Brown’s HTML instructions corre-

spond to a “networked information monitor template.”  SAMSUNG-1003, ¶61. 

 

SAMSUNG-1005, 11:56-67, 12:1-10 (annotated) 

As Dr. Schmidt explains, a POSITA would have recognized that the desktop 

components are presented to the user as “graphical user interfaces” or “GUIs” as 

these terms are commonly used in the art to describe such visual components.  

SAMSUNG-1005, FIG. 3A; SAMSUNG-1003, ¶62.  Example desktop compo-

nents are presented in the annotated Figure 3A below.  Indeed, Brown refers to its 

composite desktop (and all Windows-based desktops) as a “GUI desktop.”  SAM-

SUNG-1005, 1:35-38, FIG. 3A; SAMSUNG-1003, ¶62.  Because Brown’s HTML 
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instructions define the desktop component, a POSITA would have recognized that, 

therefore, they contain “a definition of a graphical user interface.” 

 

SAMSUNG-1005, FIG. 3A (annotated)  

Brown further describes that desktop components are “implemented as float-

ing frames.”  SAMSUNG-1005, 12:61-64; SAMSUNG-1003, ¶63.  As annotated 

below in Figure 1, Brown’s “computer-based system” also includes an electronic 

display, which Brown refers to as a “monitor.”  SAMSUNG-1005, 5:38-39.  A 

POSITA would have recognized or found obvious from this disclosure that a dis-

play would be used to present content to a viewer.  SAMSUNG-1003, ¶63. 
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SAMSUNG-1005, FIG. 1 (annotated) 

A POSITA would have understood or found obvious that the “floating 

frame” of Brown’s desktop components displayed on the “monitor” in the “com-

puter based system to be “a frame within which [content] is presented on a dis-

play associated with the client computing device,” as desktop components are 

described by Brown as displaying internet content.  SAMSUNG-1003, ¶64; 

[1.pre], supra. 

Brown describes that the GUI desktop can “provide entry points to Internet 

resources” that can “change over time to reflect the changing nature of the re-

source.”  SAMSUNG-1005, 1:24-34.  Additionally, Brown describes that Internet 

resources can be “HTML-based Web pages” or “documents.”  Id., 2:13-36.  Brown 

describes that these HTML documents can be “text, graphics, audio clips, and 
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video clips, as well as metadata or commands providing formatting information.”  

Id., 2:20-22; SAMSUNG-1003, ¶65.  As an example of content that can change 

over time, Brown presents a desktop component directed to stock information, pre-

sented in the annotated figure below. 

 

SAMSUNG-1005, FIG. 3A (annotated) 

Brown also describes that Web pages or documents presented in desktop 

components “[function] similarly to the corresponding Web page viewed in a 

browser window.”  SAMSUNG-1005, 11:20-28.  As Dr. Schmidt explains, a 

POSITA also would have recognized that HTML is an example of a “web-browser 

readable language,” as HTML is one of the most common examples of such a lan-

guage.  SAMSUNG-1003, ¶66.  Indeed, Darnell describes an HTML “standard” 
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for web-browsers.  SAMSUNG-1011, Page 112 (“the W3 Consortium (W3C) sets 

the HTML standards for the World Wide Web (W3)”). 

In view of the above disclosures, a POSITA would have understood or found 

obvious that Brown’s content is “time varying content in a web browser-reada-

ble language.”  Indeed, the ’407 Patent frequently refers to HTML as “standard 

web content” or “a NIM’s content.”  SAMSUNG-1001, 4:63-64, 21:50-53, 34:48-

49, 37:13.  Dr. Schmidt explains that a POSITA would have also understood or 

found obvious that web pages, as described by Brown, would include “time-vary-

ing content” as the Internet was known to host such content.  SAMSUNG-1003, 

¶67.  Indeed, Shaffer describes “messages received by [a] computer [that] include 

web page updates received by a router associated with a web server on the World 

Wide Web of the Internet.”  SAMSUNG-1020, 36-59.  A “web page update,” ac-

cording to Shaffer, can include “scheduled updates of stock prices (‘time-varying 

content’).”  Id. 

Referencing Brown’s FIG. 3A above, it can be seen that the “frame” of the 

desktop components “lacks controls for enabling a user to specify a network lo-

cation at which content for the networked information monitor is available.”  

SAMSUNG-1005, FIG. 3A; SAMSUNG-1003, ¶68.  To the extent that Patent 

Owner argues that a desktop component can be created with such controls, Dr. 

Schmidt explains that “the decision to include navigation controls in a desktop 
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component would ultimately be a design decision for a POSITA, and, in networks 

where data transfer rates are limited or controls are not desired, a POSITA would 

be motivated to construct desktop components without extraneous features, such as 

navigation controls, to improve data transfer times or streamline use.”  SAM-

SUNG-1003, ¶68.   

B. Ground 1B (Brown-Wecker) 

Additionally, Wecker also discloses the electronic storage of templates.  

SAMSUNG-1006, 8:34-39, Claim 1, Claim 13.  Wecker discloses a “cache 

memory” used for holding “script templates” and that these files are “stored by the 

computer.”  Id.  Indeed, Wecker describes that “CDF files 201 as well as script 

templates and data files … [are] provided to cache memory 206.”  SAMSUNG-

1006, 8:31-39, FIG. 6, FIG. 7; SAMSUNG-1003, ¶69.  An annotated figure 7 is re-

produced below that shows that script templates included in cache 206. 
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SAMSUNG-1006, FIG. 7 (annotated) 

A POSITA would have recognized or found obvious from this disclosure 

that template files would be electronically stored (if this was not already rendered 

obvious by the disclosure of Brown).  SAMSUNG-1003, ¶70.  As Dr. Schmidt ex-

plains, a POSITA would have recognized or found obvious that the cache memory 

of Wecker is also a form of “electronic storage,” and that, in one example imple-

mentation of the Brown-Wecker combination, the “cache memory” of Wecker 

would be incorporated into the “system memory” of Brown to store templates as-

sociated with the desktop components.  SAMSUNG-1003, ¶70.  An example illus-

tration of the combination is provided below.   
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SAMSUNG-1005, FIG. 1 (annotated) 

 

SAMSUNG-1006, FIG. 6 (annotated) 
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Wecker also describes “updat[ing] time-critical information, such as stock 

market values during peak network hours” (“time-varying content”).  SAM-

SUNG-1006, 10:48-51; SAMSUNG-1003, ¶71. 

All other claim features are rendered obvious as discussed above.  SAM-

SUNG-1003, ¶72, [1.1].A, supra. 

[1.2] 

Brown discloses an “HTML viewer” and “composite desktop shell” (“one 

or more program modules”) that access and execute the HTML instructions that 

define the desktop components.  SAMSUNG-1005, 6:26-40; SAMSUNG-1003, 

¶73.  As Dr. Schmidt explains, for both Grounds 1A and 1B, a POSITA would 

have understood or found obvious that both the “HTML viewer” and “composite 

desktop shell” are “executed” by “one or more processors” because processors 

were known in the art to execute such programs.  SAMSUNG-1003, ¶73.  Indeed, 

Petty is one such reference that describes a system for “defin[ing] platform inde-

pendent user interface panels” with a “computer system 100 [that] comprises a pro-

cessor 110 connected to a main memory 120” and that “[p]rocessor 110 executes 

program instructions stored in main memory 120.”  SAMSUNG-1013, Ab-

stract, 5:58-59, 7:58-59. 
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Brown discloses that the “HTML viewer 212 reads the desktop.htt file 210 

(“access the networked information monitor defined by the networked infor-

mation monitor template”), interprets the instructions, and generates a composite 

desktop display.”  SAMSUNG-1005, 6:39-41.  Additionally, Brown also explains 

that “the composite desktop shell 206 adds, deletes and modifies registry 208 data 

pertaining to the composite desktop 204.”  SAMSUNG-1005, 6:30-32.  Dr. 

Schmidt explains that, in order to perform these functions, the desktop shell would 

“access” the HTML instructions that define the desktop components.  SAMSUNG-

1003, ¶74. 

Dr. Schmidt also explains that it was well known in the art that “program 

modules” would be “configured” to access style-based files (“NIM” / “NIM tem-

plate”).  SAMSUNG-1003, ¶75.  Indeed, Beer is one such example that describes 

the use of a “Programmable Graphical User Interface” or “PGUI” that “[o]n 

launching an application on a client … retrieves (“access”) the corresponding user 

interface definition from a storage device, preferably on a server.”  SAMSUNG-

1007, Abstract, 14:1-22.  Beer describes that the PGUI also “retrieves (“access”) a 

defined visual style object (user defined or a default style), and renders the ap-

pearance of each part of the user interface in accordance with the defined visual 

style.”  Id.  Presented below are annotated copies of Brown’s Figure 1 and 2, 
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where the terms “active desktop” and “composite desktop” are used interchangea-

bly. 

 

SAMSUNG-1005, FIG. 1 (annotated) 

 

SAMSUNG-1005, FIG. 2 (annotated) 
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[1.3] 

A. Ground 1A (Brown) 

Brown describes that its client device can download content from the Inter-

net.  SAMSUNG-1005, 2:4-12; SAMSUNG-1006, 3:8-16, 4:3-13.  Indeed, Brown 

describes that “[a] ‘client’ computer connected to the Internet can download 

(“transmission … of a content request”) digital information from ‘server’ com-

puters connected to the Internet (‘web server[s]’).”  SAMSUNG-1005, 2:4-8; 

SAMSUNG-1003, ¶76.   

As Dr. Schmidt explains, a POSITA would have understood or found obvi-

ous that this transmission would occur “over a network to a web server at a net-

work location” because Brown describes the use of “uniform resource locators” or 

“URLs” which are known to correspond to such network locations.  SAMSUNG-

1005, 3:24-33, 11:43-67, 12:1-43; SAMSUNG-1003, ¶77.  For example, one of 

Brown’s example desktop components includes “a URL corresponding to a CDF 

file.”  SAMSUNG-1005, 12:1-8, FIG. 3A.  An annotated example of this desktop 

component is provided below. 
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SAMSUNG-1005, 12:1-8 (annotated) 

As Dr. Schmidt explains, a POSITA would have understood or found obvi-

ous that a Uniform Resource Locator (“URL”) to be a “network location” as this 

is the most common use of a URL.  SAMSUNG-1003, ¶78.   

Brown and Wecker both describe that requested content is displayed to the 

user (“displayed within the frame of the viewer graphical user interface de-

fined by the networked information monitor template.”)  SAMSUNG-1005, 

Abstract, 4:13-21, 7:21-24.  Brown describes that “desktop components … [dis-

play] a single piece of Web-based content.”  SAMSUNG-1005, 7:21-24; SAM-

SUNG-1003, ¶79.  Example desktop components are provided below in the anno-

tated figure. 
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SAMSUNG-1005, FIG. 3A (annotated) 

B. Ground 1B (Brown-Wecker) 

Wecker also describes that desktop computers can “periodically retrieve or 

receive new and updated script, data and CDF files” (“transmission, over a net-

work to a web server at a network location, of a content request”).  SAM-

SUNG-1006, 4:3-13.  Like Brown, Wecker’s portable subscriber units also display 

content to the user, and Wecker describes that received “script, data and CDF files” 

can be used to “[render] the data” (“displayed within the frame of the viewer 

graphical user interface defined by the networked information monitor tem-

plate.”)  SAMSUNG-1006, 4:3-13; SAMSUNG-1003, ¶80. 

All claim features are rendered obvious as discussed above.  SAMSUNG-

1003, ¶81, [1.3].A, supra. 
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[1.4] 

See [1.3] (incorporated here).  For both Grounds 1A and 1B, as Dr. Schmidt 

explains, a POSITA would have understood or found obvious that, once requested 

from the web server (“over the network from the web server at the network lo-

cation”), the client would receive the content included in the request (“in response 

to the content request”).  SAMSUNG-1003, ¶82.  Indeed, Brown describes that 

CDF subscriptions “are used to implement “subscriptions” in which information is 

regularly (“time-varying”) retrieved (“reception … of content transmitted from 

the web server”) and updated.”  SAMSUNG-1005, 12:1-8, 13:4-13. 

Dr. Schmidt explains that requesting and reception of content, for example 

in “real-time,” would have been obvious to a POSITA as this function was well 

known in the art.  SAMSUNG-1003, ¶¶83-84.  Indeed, Brown describes that “[cli-

ent] application software executing on client computers typically accept commands 

from a user and obtain[s] data and services by sending requests to server appli-

cations running on server computers connected to the Internet.”  SAMSUNG-1005, 

2:8-12.  Brown further explains that “HTML documents can contain embedded 

software components containing program code that perform a wide variety of oper-

ations, such as … updating (‘sending requests’ and ‘obtain[ing]’) the displayed 

data (‘time-varying content’).”  Id., 2:36-41. 
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 [1.5] 

See [1.3] (incorporated here) regarding a “viewer graphical user interface 

defined by the networked information monitor template.”  SAMSUNG-1003, 

¶85.  

As annotated below in Figure 1, Brown’s “computer-based system” includes 

an electronic “display”, which Brown refers to as a “monitor.”  SAMSUNG-1005, 

5:38-39.  As Dr. Schmidt explains, for both Grounds 1A and 1B, a POSITA would 

have recognized or found obvious from this disclosure that a display would be used 

to present content to a viewer (“presentation on a display”).  SAMSUNG-1003, 

¶86. 

 

SAMSUNG-1005, FIG. 1 (annotated) 

As Dr. Schmidt explains, a POSITA would have recognized or found obvi-

ous in reviewing Brown’s figures that the components are displayed “outside of 
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and separate from any graphical user interface of any other application.”  In-

deed, as further illustrated below, Brown describes its “desktop components” as 

“distinct geometric region[s]” (“outside of and separate”). SAMSUNG-1005, 

7:21-23, FIG. 3A; SAMSUNG-1003, ¶87. 

 

SAMSUNG-1005, FIG. 3A (annotated) 

[1.6] 

See [1.3] and [1.4] (incorporated here).  For both Grounds 1A and 1B, as Dr. 

Schmidt explains, a POSITA would have recognized or found obvious from re-

viewing Brown’s figures, for example, the annotated Figure 3A reproduced below, 

that Brown’s “time-varying content” is “[presented] on the display within the 
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frame of the viewer graphical user interface defined by the networked infor-

mation monitor.”  SAMSUNG-1005, FIG. 3A; SAMSUNG-1003, ¶88. 

 

SAMSUNG-1005, FIG. 3A (annotated) 

 

 

[2] 3 

 
3 Petitioner notes that the preamble of claim 2 is directed to a method, while claim 

1 from which it depends is directed to a device.  Although this renders the claim in-

definite as a mixed device and method claim, that is no bar to IPR and claim 2 
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A. Ground 1A (Brown) 

See [1.1] (incorporated here).  Brown describes the use of CDF, and that 

“CDF files are used to implement “subscriptions” in which information (‘time-

varying content’) is regularly retrieved (‘reception of one or more elements’) 

and updated (‘modifying a feature’) within the active desktop component 

(‘viewer graphical user interface’).”  SAMSUNG-1005, 13:1-13; SAMSUNG-

1003, ¶89. 

For example, Brown presents a desktop component directed to stock infor-

mation, presented in the annotated figure below, where the stock value changes 

over time and is regularly updated in the GUI (‘modifying a feature of said 

viewer graphical user interface … in accordance with a modification corre-

sponding to the received one or more elements’).  SAMSUNG-1005, FIG. 3A; 

SAMSUNG-1003, ¶90. 

As Dr. Schmidt explains, a POSITA would have understood or found obvi-

ous that time-varying content would drive regular (e.g., continual) modification of 

the GUI presenting such content, as the timeliness of some information is critical.  

 
should be cancelled under 35 USC 103 because the prior art renders obvious the 

method step recited in claim 2.  Samsung Electronics America, Inc. v. Prisua Engi-

neering Corp., 948 F.3d 1342 Fed. Cir. 2020). 
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SAMSUNG-1003, ¶91.  For example, Wecker provides support for and describes 

“updat[ing] time-critical information, such as stock market values during peak 

network hours.”  SAMSUNG-1006, 10:48-51.  A POSITA would have understood 

or found obvious from this disclosure that “time-critical information” (“one or 

more elements included in the received time-varying content”) would drive 

regular (e.g., continual) “modification” to the “GUI”, in order to provide the 

viewer with the most current information.  SAMSUNG-1003, ¶91. 

 

SAMSUNG-1005, FIG. 3A (annotated) 

In addition to the above, Dr. Schmidt explains that a POSITA would have 

recognized or found obvious that Brown obviates this limitation in multiple ways.  

SAMSUNG-1003, ¶92.  For example, as described in Darnell, Dynamic HTML (or 
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dHTML, as it is referred to by the ’407 Patent) can be used to “create and display 

more interactive Web pages within the .htm or .html file itself, avoiding the com-

plexity of requiring additional plug-in applications, add-on controls, and multiple 

Web server requests.”  SAMSUNG-1001, 4:61-67, SAMSUNG-1011, 413-431.  

Darnell describes “events” embedded directly into HTML “tags” that fire on “[the] 

user's mouse and keyboard actions, as well as the current state of the active Web 

page.”  SAMSUNG-1011, 415.  Brown describes the use of dHTML, and addition-

ally references a Microsoft publication directed to “Dynamic HTML.”  SAM-

SUNG-1005, 13:8-13; SAMSUNG-1003, ¶92.  

One example use of dHTML cited by Darnell includes a web page directed 

to a fictional baseball league, the web page including “dynamic table interaction 

to sort current league standings by team name, wins, losses, batting averages, 

and earned run averages.”  Id., 417.  As Dr. Schmidt explains, a POSITA would 

have recognized or found obvious that “reception of one or more elements in-

cluded in the received time-varying content (‘current league standings’)” would 

in some cases drive “events” that “[modify] a feature of said viewer graphical 

user interface defined by the networked information monitor template (‘dy-

namic table interaction’).”  SAMSUNG-1003, ¶93.  Dr. Schmidt further explains 

that this “dynamic … interaction” contemplated by Darnell can also be applied to 
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other GUI features, for instance, scroll bars, buttons, and other content and con-

trols.  SAMSUNG-1003, ¶¶93-94. 

B. Ground 1B (Brown-Wecker) 

Like Brown, Wecker similarly describes the use of CDF.  SAMSUNG-1006, 

3:1-16; SAMSUNG-1003, ¶95; Section III.A.2, supra. 

All claim features are rendered obvious as discussed above.  SAMSUNG-

1003, ¶96; [2].A, supra. 

[3] 

A. Ground 1A (Brown) 

See [2] (incorporated here).  Brown describes that HTML documents (“one 

or more elements included in the received time-varying content”) can contain 

“graphics … and video clips” (both forms of “images”).  SAMSUNG-1005, 2:20-

21.  As Dr. Schmidt explains, a POSITA would have understood or found obvious 

that these images change over time as they are referenced by URL, which reference 

network locations describing time-varying content.  SAMSUNG-1005, 11:51-59, 

12:44-50, FIG. 3A; SAMSUNG-1003, ¶97. 

Dr. Schmidt further explains that this feature is also within the capability of 

dHTML, as described above.  SAMSUNG-1003, ¶98; see [2], supra. 
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B. Ground 1B (Brown-Wecker) 

Wecker also describes that images can be contained within a CDF subscrip-

tion.  SAMSUNG-1006, 16:25-67; SAMSUNG-1003, ¶¶99-100.  An annotated ex-

ample of a “stocks” script file according to Wecker is provided below. 

 

SAMSUNG-1006, 16:44-60 (annotated) 

[4] 

See [2] (incorporated here).  For both Grounds 1A and 1B, as Dr. Schmidt 

explains, a POSITA would have understood or found obvious that, because the 

CDF subscription is contained within the HTML instructions, the “modification” 

and “received one or more elements” are “defined by the network information 

monitor template.”  SAMSUNG-1005, 6:34-36, 7:21-22, 11:1-67, 12:1-67, 13:1-

54; SAMSUNG-1003, ¶101; [1.1], [2], supra.  An annotated set of HTML instruc-

tions containing a CDF subscription is provided below. 
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SAMSUNG-1005, 12:1-8 (annotated) 

Dr. Schmidt further explains that this feature is also within the capability of 

dHTML, as described above.  SAMSUNG-1003, ¶102; see [2], supra. 

[7] 

See [2] (incorporated here).  As Dr. Schmidt explains, for both Grounds 1A 

and 1B, a POSITA would have recognized or found obvious that, as evident from 

the annotated figure below, the time-varying (“modifying”) stock information in 

the desktop component (“a feature of the graphical user interface”) is presented 

to the user as “text.”  SAMSUNG-1005, FIG. 3A; SAMSUNG-1003, ¶103. 

Dr. Schmidt further explains that this feature is also within the capability of 

dHTML, as described above.  SAMSUNG-1003, ¶103; see [2], supra.   
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SAMSUNG-1005, FIG. 3A (annotated) 

[8] 

See [1.1] (incorporated here).  Brown describes “HTML instructions.”  

SAMSUNG-1005, 6:34-36, 7:21-22, 11:1-67, 12:1-67, 13:1-54.  As Dr. Schmidt 

explains, for both Grounds 1A and 1B, a POSITA would have understood, or 

found obvious, that HTML is a “markup language file.”  SAMSUNG-1003, ¶104; 

[1.1], supra. 

[9] 

See [1.2] and [1.3] (incorporated here).  Brown and Wecker both describe 

accessing content over the “Internet.”  SAMSUNG-1005, 13:1-4; SAMSUNG-
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1006, 3:1-7.  As Dr. Schmidt explains, for both Grounds 1A and 1B, a POSITA 

would have understood, or found obvious, that accessing content over the Internet 

involves a “TCP/IP protocol.”  SAMSUNG-1003, ¶105; [1.3], supra.  Indeed, 

Darnell discloses that “HTTP [hypertext transfer protocol] operates over the In-

ternet, where communication occurs between computers via TCP/IP.”  SAM-

SUNG-1011, Page 88. 

As discussed above, a POSITA would have understood or found obvious 

that this function would be executed by “one or more computer program mod-

ules.”  SAMSUNG-1005, 6:26-40; SAMSUNG-1013, Abstract, 5:58-59, 7:58-59; 

SAMSUNG-1003, ¶106; [1.2], supra. 

[10] 

See [1.3] (incorporated here).  Brown describes a desktop component (pre-

sented below) with “a URL corresponding to a CDF file.”  SAMSUNG-1006, 3:3-

5, 12:1-8; [1.3], supra.  As discussed above, for both Grounds 1A and 1B, a 

POSITA would have understood or found obvious that this URL corresponds to a 

“network location.”  SAMSUNG-1003, ¶107; [1.3], supra. 
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SAMSUNG-1005, 12:1-8 (annotated) 

[11] 

See [1.2], [1.3], and [9] (incorporated here).  As discussed above, for both 

Grounds 1A and 1B, a POSITA would have understood or found obvious that this 

function is executed by “one or more computer program modules.”  SAM-

SUNG-1005, 6:26-40; SAMSUNG-1013, Abstract, 5:58-59, 7:58-59; SAMSUNG-

1003, ¶108; [1.2], supra.  A POSITA also would have understood or found obvious 

that this content request is transmitted “according to the TCP/IP protocol over 

the network.”  SAMSUNG-1005, 13:1-4; SAMSUNG-1006, 3:1-7; SAMSUNG-

1011, Page 88; SAMSUNG-1003, ¶108; [1.3], [9], supra. 

[12.1] 

See [1.2] and [1.3] (incorporated here).  As discussed above, a POSITA 

would have understood or found obvious that transmitting requests to a server 

would be executed by the “one or more computer program modules” of Brown.  
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SAMSUNG-1005, 6:26-40; SAMSUNG-1007, Abstract, 14:1-22; SAMSUNG-

1013, Abstract, 5:58-59, 7:58-59; SAMSUNG-1003, ¶109; [1.2], supra. 

Wecker describes a channel as “a self describing web site that contains all 

the information necessary for efficient download of web content to mobile de-

vice” and that this information includes “a set of script files to render the channel.” 

SAMSUNG-1006, 3:8-16.  As discussed above, a POSITA would have recognized 

that script files are style-focused data structures that are similar in objective to 

Brown’s HTML instructions, and that HTML files would be downloaded in a simi-

lar manner.  SAMSUNG-1003, ¶110; Section III.A, supra.  

Indeed, both Wecker and Brown describe that HTML files are downloaded 

to a client.  SAMSUNG-1005, 2:13-29; SAMSUNG-1006, 10:25-56.  Dr. Schmidt 

explains that, in view of the above, a POSITA would have recognized or found ob-

vious that HTML instructions are requested from a “networked information 

monitor [NIM] server” as both Brown and Wecker have been demonstrated to be 

capable of communicating “over a network” to a “web server.” SAMSUNG-

1003, ¶¶111-112; [1.3], supra. 

While the specification of the ’407 Patent describes other various exemplary 

functions the “[NIM] server” can execute, these functions are not incorporated 

into the language of the claim.  SAMSUNG-1001, 38:31-38, 39:26-32, 40:17-26, 

41:5-8.  Further, the ’407 Patent does not provide an explicit definition of the term 
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“NIM server.”  Id.  As a result, “NIM server” should not be construed to claim 

any of these additional functions.  SAMSUNG-1003, ¶113.  Indeed, in patent law, 

“the name of the game is the claim,” In re Hiniker Co., 150 F.3d 1362, 1369 (Fed. 

Cir. 1998), and “courts must not import limitations . . . from the specification . . . 

unless the patentee has demonstrated a clear intention to limit the claim scope us-

ing words or expressions of manifest execution or restriction,” Trading Techs. Int’l 

v. eSpeed, Inc., 595 F.3d 1340, 1352 (Fed. Cir. 2010); see also Renishaw P.L.C. v. 

Marposs Societa’ Per Azioni, 158 F.3d 1243, 1250 (Fed. Cir. 1998). 

To the extent it may be argued that the “NIM server,” as claimed, is entitled 

to the features of, for example, “track[ing] continuous, long-term NIM use infor-

mation about each user” as described in the ’407 Patent, Dr. Schmidt explains this 

feature was well known in the art as of the Critical Date.  SAMSUNG-1001, 

38:31-38; SAMSUNG-1003, ¶114.  For example, Cuomo describes one such sys-

tem for “collecting profile information about users accessing dynamically gener-

ated content from one or more servers.”  SAMSUNG-1022, Abstract. Cuomo de-

scribes an “Access Information Collector” that can be “embedded in the Web serv-

ers.”  Id., 4:13-20, FIG. 2.  Cuomo explains that the Access Information Center 

can, in response to a user retrieving a document from a Web server, extract “the re-

quested URI, the time of the request, the identity of the requesting client, and the 
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content of the retrieved document.”  SAMSUNG-1022, 6:1-10, FIG. 4.  An anno-

tated figure of Cuomo’s system is provided below. 

 

SAMSUNG-1022, FIG. 2 (annotated) 

 [12.2] 

See [1.2], [1.4], and [12.2] (incorporated here).  As discussed above, a 

POSITA would have understood or found obvious that this function is executed by 

“one or more computer program modules.”  SAMSUNG-1005, 6:26-40; SAM-

SUNG-1013, Abstract, 5:58-59, 7:58-59; SAMSUNG-1003, ¶115; [1.2], supra. 
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Dr. Schmidt explains that a POSITA also would have understood or found 

obvious that, once the request was transmitted, the client would “receive” the re-

quested data as this was well known in the art.  SAMSUNG-1003, ¶116. 

[12.3] 

See [1.1] and [1.2] (incorporated here).  As discussed above, a POSITA 

would have understood or found obvious that this function is executed by “one or 

more computer program modules.”  SAMSUNG-1005, 6:26-40; SAMSUNG-

1013, Abstract, 5:58-59, 7:58-59; SAMSUNG-1003, ¶117; [1.2], supra. 

As Dr. Schmidt explains, a POSITA would have understood or found obvi-

ous that a template would be stored for the same reasons as discussed in [1.1].  

SAMSUNG-1003, ¶118.  A POSITA also would have understood or found obvious 

that, after being received over the network, a “template” would be capable of being 

stored in the storage of the Brown-Wecker device (“store the networked infor-

mation monitor template to the electronic storage”) because Wecker provides 

such features for storing a received template.  SAMSUNG-1003, ¶118.  Indeed, 

Wecker describes a “cache manager” that “receives the CDF files 201, script tem-

plates 204 and data files 202, and provides them to cache memory 206.”  SAM-

SUNG-1006, 8:47-49.   
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Wecker additionally provides motivation for a POSITA to store a requested 

template, and discloses that “scripting files typically need updating much less fre-

quently than the data files, [which] provides the user with the ability to view the 

web content on the desktop (off-line).”  A POSITA would have understood or 

found obvious that “[viewing] the web content … off-line” would require the 

“script” to be saved to the device.  SAMSUNG-1006, 7:7-11; SAMSUNG-1003, 

¶119. 

[13.pre]-[23] 

Grounds 1A and 1B render these claims obvious in the same manner as ex-

plained above for the corresponding claims listed in the following table.  SAM-

SUNG-1003, ¶¶120-135. 

Claim Corresponding Claim 

[13.pre] [1.1], [1.2] 

[13.1] [1.1] 

[13.2] [1.2] 

[13.3] [1.3] 

[13.4] [1.4] 

[13.5] [1.5] 

[13.6] [1.6] 

[14] [2] 

[15] [3] 
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[16] [4] 

[19] [7] 

[20] [1.1], [8], [12.4] 

[21] [9] 

[22] [10] 

[23] [11] 

 

[24.1] 

See [1.1], [12.4], and [13.1] (incorporated here) regarding “storing the net-

worked information monitor template to the electronic storage.”  SAMSUNG-

1003, ¶136.  See [1.3], [12.2], and [13.3] (incorporated here) regarding “transmit-

ting, over the network … a request for the networked information monitor 

template.”  SAMSUNG-1003, ¶136. 

 [24.2] 

See [1.4], [12.3], and [13.4] (incorporated here).  SAMSUNG-1003, ¶137. 

B. [GROUND 1C] – Claims 5-6 and 17-18 are rendered obvi-
ous by Brown and Beer, and/or Brown and Wecker in view 
of Beer 

1. Overview of Beer 

Beer describes “[a] method and system for allowing a user to retrieve a user 

interface and a visual style from a local or remote storage unit, rapidly display the 

visual stylized user interface, and dynamically switch between visual styles.”  
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SAMSUNG-1007, Abstract.  Beer describes the use of a “Programmable Graphical 

User Interface” or “PGUI” that “renders the appearance of each part of the user in-

terface in accordance with any newly selected visual style, and redisplays the 

changed user interface for response to events and for display of content.”  Id., Ab-

stract, 14:1-22; SAMSUNG-1003, ¶¶138-139.  An annotated interface according to 

Beer is provided below. 

 

SAMSUNG-1007, FIG. 1 (annotated) 

2. Combination of Brown and Beer 

A POSITA would have found it obvious to combine Brown and Beer (col-

lectively the “Brown-Beer combination”).  SAMSUNG-1003, ¶140.  Among other 

things, both Brown and Beer are generally directed to “accessing and viewing in-

ternet content.”  SAMSUNG-1005, Abstract; SAMSUNG-1007, Abstract, 3:50-55, 
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13:65-67, 14:1-22; SAMSUNG-1003, ¶140.  Brown and Beer also describe that 

content can be displayed in a GUI defined by a style template (Brown, HTML in-

structions; Beer, User Interface Language).  SAMSUNG-1005, 6:34-36, 7:21-22, 

11:1-67, 12:1-67, 13:1-54; SAMSUNG-1007, 3:41-45.  Annotated figures of the 

Brown-Beer combination are presented below. 

 

SAMSUNG-1005, FIG. 1 (annotated) 
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SAMSUNG-1005, FIG. 2 (annotated) 

As Dr. Schmidt explains, a POSITA would have been motivated to combine 

Brown and Beer for various reasons.  SAMSUNG-1003, ¶141. 

First, a POSITA would have recognized that Beer’s “User Interface Lan-

guage” also referred to as “UILs,” are data structures corresponding to the “HTML 

templates” that define Brown’s “desktop components,” and as a result, the addi-

tional capability of Beer would be incorporated without substantially modifying 

Brown’s system.  SAMSUNG-1005, 12:61-62; SAMSUNG-1007, 3:41-45; SAM-

SUNG-1003, ¶142.  Indeed, Beer describes that “UIL user interface description is 

preferably a text file, in a format similar to various text-markup languages, such as 

HTML.”  SAMSUNG-1007, 3:42-45. 
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Second, a POSITA would have understood or found obvious that the same 

content may be displayed in multiple styles across operating systems.  SAM-

SUNG-1003, ¶143.  Indeed, Brown describes that “those skilled in the art will ap-

preciate that the invention may be practiced with other computer system configu-

rations.”  SAMSUNG-1005, 4:44-49.  Beer provides such an example of “other 

computer system configurations” and describes that operating systems can include 

“UNIX” and “Macintosh System 7,” in addition to the “Windows 95” operating 

system already described by Brown and Wecker.  SAMSUNG-1005, 6:26-32; 

SAMSUNG-1006, 8:15-21; SAMSUNG-1007, 3:28-33.  Beer further states that its 

method “allows a user to select from a variety of different visual styles for a user 

interface” and that, as an example, a “user can have a Windows95 style for appli-

cations running under the UNIX operating system.”  SAMSUNG-1007, 3:16-33; 

SAMSUNG-1003, ¶143.   

A POSITA would have been prompted to pursue this implementation be-

cause doing so is merely the application of known techniques (e.g., Beer’s PGUI 

parser) to a known structure (e.g., Brown’s client computer) to yield predictable re-

sults.  See also KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 417 (2007).   
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As Dr. Schmidt explains, a POSITA would have been motivated to modify 

the Brown-Wecker combination in view of Beer for similar reasons, and the subse-

quent analysis for the Brown-Beer combination would be extended similarly to the 

combination of Brown-Wecker-Beer.  SAMSUNG-1003, ¶144. 

3. Analysis 

[5] 

See [2] (incorporated here).  Beer describes that “[t]he PGUI displays the 

user interface rendered in the specified style for response to events (‘responsive to 

reception’) and for display of content (‘one or more elements included in the re-

ceived time-varying content’).”  SAMSUNG-1007, 14:3-22.  Beer also describes 

that an example “response” to an “event” can be “redraw[ing] the user interface 

(‘adjusting a size of the frame’).”  SAMSUNG-1007, 13:22-24; SAMSUNG-

1003, ¶145. 

To the extent that Patent Owner argues that the “events” in Beer are limited 

to user interaction, Dr. Schmidt explains that, in incorporating Beer into Brown, a 

POSITA would have recognized or found obvious that “events” would be present 

in the time-varying content of Brown’s CDF subscriptions.  SAMSUNG-1003, 

¶146.   

For example, Brown describes a CDF subscription displaying information 

related to stocks.  SAMSUNG-1005, 12:1-8, FIG 3.A.  Dr. Schmidt explains that a 
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POSITA would have recognized or found obvious that certain time-critical infor-

mation would need to be accompanied by a notification to the user.  SAMSUNG-

1003, ¶147.  Indeed, Shaffer is an example of such a system that describes “provid-

ing remote notification of a locally detected event [that] includes receiving data 

and analyzing the content of the data.”  SAMSUNG-1020, Abstract.  Shaffer also 

describes an “event indicator” that can perform actions (e.g., presenting an “icon”) 

in response to these “events.”  Id., 2:38-59. 

As Dr. Schmidt explains, a POSITA would have recognized or found 

obvious that a common method for “alerting” a user to time-critical infor-

mation would be to automatically resize the interface through which such in-

formation is presented (similar to the “icon” as described in Shaffer), and that 

the PGUI of Beer would implement such an effect.  SAMSUNG-1003, ¶148. 

Dr. Schmidt further explains that this feature is also within the capability of 

dHTML, as described above.  SAMSUNG-1003, ¶149; Section III.A.4. [2], supra. 

[6] 

See [2] and [5] (incorporated here).  Beer describes that “[t]he PGUI dis-

plays the user interface rendered in the specified style for response to events (‘re-

sponsive to reception’) and for display of content (‘one or more elements in-

cluded in the received time-varying content’).”  SAMSUNG-1007, 14:3-22.  

Beer also describes that “visual styles use different colors (shown as shades in the 
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figures), border widths, widget spacing, widget widths, text alignment, and shad-

owing or bordering techniques (‘color of a frame border’).”  SAMSUNG-1007, 

8:55-57.  SAMSUNG-1003, ¶¶150-151. 

Dr. Schmidt further explains that this feature is also within the capability of 

dHTML, as described above.  SAMSUNG-1003, ¶152; Section III.A.4. [2], supra. 

[17] 

See [5] (incorporated here).  SAMSUNG-1003, ¶153. 

[18] 

See [6] (incorporated here).  SAMSUNG-1003, ¶154. 

C. [GROUND 2] – Claims 1-24 are rendered obvious by Shi-
mada and Buchholz 

1. Overview of Shimada 

Shimada describes “a data conversion apparatus included an information in-

put device” and “a convertor for executing the data in accordance with a predeter-

mined rule.”  SAMSUNG-1008, Abstract.  Shimada further describes that “when 

the kind of the data is screen configuration data describing configuration of the 

screen output of an information processing unit, the predetermined rule adds a dis-

play area of the screen configuration and converts it to a screen configuration data 

capable of displaying a plurality of screen configurations on the same screen.”  Id.  

Annotated figure 18 below provides an example of a screen according to Shimada.  

SAMSUNG-1003, ¶155. 
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SAMSUNG-1008, FIG. 6 (annotated) 

2. Overview of Buchholz 

Buchholz describes “a method in a wireless communication system for con-

trolling a display of template data by a portable subscriber unit.”  SAMSUNG-

1009, 1:57-59.  Buchholz further explains that this method “comprises the steps of 

programming a pack into the portable subscriber unit, the pack comprising a bun-

dle of templates for formatting the template data for display on at least one page, 

and transmitting the template data from a server in the wireless communication 

system.  The method further comprises the steps of receiving the template data by 

the portable subscriber unit, and displaying the template data in accordance with 

the pack.”  SAMSUNG-1009, 1:60-67.  The annotated figures below illustrate the 

system and methods of Buchholz.  SAMSUNG-1003, ¶156. 
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SAMSUNG-1009, FIG. 2 (annotated) 

 

SAMSUNG-1009, FIG. 4 

 

SAMSUNG-1009, FIG. 8 
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3. Combination of Shimada and Buchholz 

A POSITA would have found it obvious to combine Shimada and Buchholz 

(collectively the “Shimada-Buchholz combination”).  SAMSUNG-1003, ¶157.  

Among other things, both references are directed to “accessing and viewing inter-

net content” and are further specifically directed to the desire to “reducing data 

transfer times.”  SAMSUNG-1008, Abstract, 1:34-55; SAMSUNG-1009, Abstract, 

1:49-54; SAMSUNG-1003, ¶157. 

As Dr. Schmidt explains, a POSITA would have combined Shimada and 

Buchholz for various reasons.  SAMSUNG-1003, ¶158.   

First, a POSITA would have recognized that both Shimada and Buchholz 

complement each other’s ability to mitigate long download times in networks with 

“small network transmission capacity,” as described by Shimada.  SAMSUNG-

1008, 1:40-44; SAMSUNG-1003, ¶159.  Indeed, Buchholz also contemplates such 

networks, for example, “wireless communication systems” that can experience 

“excessive latency” when requesting and displaying web pages.  SAMSUNG-

1009, 1:26-37; SAMSUNG-1003, ¶159.   

Second, a POSITA would have recognized that the “screen configuration 

data” of Shimada and the “templates” of Buchholz are both implemented in 

HTML.  SAMSUNG-1008, 6:59-62; SAMSUNG-1009, 5:9-13; SAMSUNG-1003, 

¶160.  Thus, as Dr. Schmidt explains, a POSITA would have had a reasonable 
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chance of success in implementing the “screen configuration data” of Shimada into 

the “subscriber units” of Buchholz since this would require little to no modification 

of both systems and would merely involve the application of a known technique to 

yield predictable results.  SAMSUNG-1003, ¶160. 

Moreover, a POSITA would have been motivated to combine Shimada and 

Buchholz to improve data transfer times, increase usability, reduce client-side stor-

age requirements, and/or other relevant business or technical reasons.  SAM-

SUNG-1003, ¶161.   

4. Analysis 

[1.pre] 

To the extent the preamble is limiting, the Shimada-Buchholz combination 

renders [1.pre] obvious.  For example, Shimada describes “a system … [compris-

ing] a server 101, networks 102 and 104, a screen configuration expanding device 

103 and a client 105.”  SAMSUNG-1008, 5:48-51.  A POSITA would have under-

stood or found obvious that “a client” is a form of “client device” as the addition 

of “device” does not create any limitation.  SAMSUNG-1003, ¶162.  A POSITA 

also would have understood or found obvious that because Shimada describes 

“world wide networks and access to world-wide information” that the tech-

niques of Shimada are used to “access content over a network.”  SAMSUNG-

1008, 1:34-36; SAMSUNG-1003, ¶162.   
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[1.1] 

Buchholz discloses a “memory 212” that comprises “a pack cache 226 for 

storing a pack utilized by the portable subscriber unit 122.”  SAMSUNG-1009, 

4:23-25.  Buchholz describes that a pack “comprises a bundle of templates for 

formatting template data for display on at least one page” and that a template is “a 

pattern utilized by the processing system 206 and the user interface 214 to lay out 

the presentation of information to the user.”  SAMSUNG-1009, 5:4-9.  An exam-

ple portable subscriber unit is provided below.  SAMSUNG-1003, ¶163. 

 

SAMSUNG-1009, FIG. 2 (annotated) 

As Dr. Schmidt explains, a POSITA would have recognized or found obvi-

ous that the “pack cache” and “memory” of Buchholz’s portable subscriber units to 

be a form of “electronic storage configured to store [a] networked information 
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monitor template” as the terms “memory” and “electronic storage” are used inter-

changeably in the art.  SAMSUNG-1003, ¶164; Section III.A.4.[1.1], supra.  As 

discussed above, a POSITA also would have recognized or found obvious that the 

screen configuration data of Shimada to be a “template,” as this term is used by 

Buchholz, as screen configuration data is also an HTML data structure that defines 

the presentation of content.  Section III.C.3, supra; SAMSUNG-1003, ¶164.  An-

notated figures depicting screen configuration data and the associated screen are 

provided below. 

 

SAMSUNG-1008, FIG. 17 (annotated) 
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SAMSUNG-1008, FIG. 16 (annotated) 

 

SAMSUNG-1008, FIG. 18 (annotated) 
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As Dr. Schmidt explains, a POSITA would have understood or found obvi-

ous that the “screens” of Shimada correspond to the claimed “networked infor-

mation monitors” in view of their similar features.  SAMSUNG-1003, ¶165.  In-

deed, networked information monitors are “a fully configurable frame, with one 

or more controls, through which content is presented to the user,” and a POSITA 

would have recognized or found obvious that Shimada’s screens possess all of 

these features.   SAMSUNG-1001, 5:41-44; SAMSUNG-1003, ¶165; Section 

III.C.1, supra. 

For example, Shimada’s screens present multiple anchor tags that allow the 

user to download additional content, as well as controls that allow the user to inter-

act with displayed content (“one or more controls”).  SAMSUNG-1008, 6:39-51, 

13:12-18, FIG. 18; SAMSUNG-1003, ¶166.   

A POSITA also would have recognized or found obvious that the text and 

images (.gifs) presented to the user within the frame of the screen are “content … 

presented to the user,” as .gifs are a common form of image file.  SAMSUNG-

1008, FIG. 18; SAMSUNG-1003, ¶167.   
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SAMSUNG-1008, FIG. 22 

Finally, a POSITA would have recognized or found obvious that this content 

is presented to a user as a “fully configurable frame” from reviewing, at least, 

Figure 18 of Shimada which presents the content referenced by screen configura-

tion data in a “frame” with controls.  SAMSUNG-1008, FIG. 18; SAMSUNG-

1003, ¶168.  An annotated figure is presented below which shows the frame of Shi-

mada’s screen, along with the associated controls. 
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SAMSUNG-1008, FIG. 18 (annotated) 

Alternatively, as Dr. Schmidt explains, a POSITA would have further recog-

nized or found obvious that multiple features within Shimada’s screen configura-

tion data can also correspond to the NIMs as claimed.  SAMSUNG-1003, ¶169.  

For example, Dr. Schmidt explains that Shimada’s anchor tags, like Shimada’s 

screens, also possess all of the features of a NIM (“a fully configurable frame, 

with one or more controls, through which content is presented to the user.”  Id. 
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SAMSUNG-1008, FIGS. 18 and 22 (annotated) 

Therefore both Shimada’s screens and anchor tags correspond to “networked 

information monitors.”  SAMSUNG-1003, ¶170.   

Additionally, a POSITA would have recognized or found obvious that the 

“screen configuration data” that defines Shimada’s screens and anchor tags is a 

“networked information monitor template” because screen configuration data has 

similar features.  SAMSUNG-1008, 6:7-51; SAMSUNG-1003, ¶171.  An anno-

tated example of screen configuration data is provided below.  Indeed, because net-

worked information monitor templates are “a data structure that defines the char-

acteristics of a NIM, including the NIM frame, view, and control characteris-

tics, [which] excludes executable applications/compiled code,” a POSITA would 

have recognized or found obvious that a set of Shimada’s screen configuration data 
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possesses all of these features.   SAMSUNG-1001, 7:19-23, 8:53-57, 14:34-35; 

SAMSUNG-1003, ¶171; Section III.C.1, supra.  As seen in the annotated Figure 

17 below, Shimada’s screen configuration data contains multiple pieces of content 

and buttons (“defines the characteristics of a NIM, including the NIM frame, 

view, and control characteristics” and (“NIM frame [and] view”).  SAM-

SUNG-1008, FIG. 16, FIG. 17; SAMSUNG-1003, ¶171.  Therefore, Shimada’s 

screen configuration data corresponds to a “networked information monitor tem-

plate.”  SAMSUNG-1003, ¶171. 

Additionally, as it can be seen in the annotated instructions below, Shi-

mada’s HTML screen configuration data does not contain “applications” or “com-

piled code.”  SAMSUNG-1008, 6:59-62, FIG. 16, FIG. 17; SAMSUNG-1003, 

¶172.  Dr. Schmidt explains that a POSITA would have understood or found obvi-

ous to not include compiled code in the screen configuration data since HTML is 

known to be a markup language.  Id., 6:36-37; SAMSUNG-1003, ¶172; Section 

III.A.4.[1.1], supra.   
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SAMSUNG-1008, FIG. 17 (annotated) 

 

SAMSUNG-1008, FIG. 16 (annotated) 
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As Dr. Schmidt explains, a POSITA would have recognized that Shimada’s 

screens are “a definition of a graphical user interface” or, “GUIs,” as the screens 

both present content and allow user interaction.  SAMSUNG-1003, ¶173.   

Buchholz describes subscriptions for “[i]nformation services” with “up-to-

date information on stocks, sports, news, and the like.”  SAMSUNG-1009, 1:13-

19.  A POSITA would have recognized or found obvious that, in order for infor-

mation to be “up-to-date,” it would need to be “time-varying.”  SAMSUNG-1003, 

¶174.  For example, taking Buchholz’s example of “stocks,” a POSITA would 

have understood or found obvious that the timeliness of this information would be 

critical.  Id.; SAMSUNG-1006, 10:46-51; SAMSUNG-1020, 4:17-20. 

As Dr. Schmidt explains that a POSITA would have understood or found ob-

vious that the Shimada-Buchholz combination would have been capable of dis-

playing “content in a web browser-readable language” because both Shimada 

and Buchholz describe the use of HTML, with Shimada additionally describing the 

use of GIFs.  SAMSUNG-1008, 6:56-62, FIG. 16, FIG. 17; SAMSUNG-1009, 5:9-

13; SAMSUNG-1003, ¶175.  Indeed, the ’407 Patent describes both HTML, im-

ages, and GIFs as “standard web content” and “machine readable information.”  

SAMSUNG-1001, 4:61-66, 17:1-5, 21:50-53. 
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Shimada frequently refers to a “client screen display,” which a POSITA 

would have understood or found obvious to be “a display associated with the cli-

ent computing device” in which content is “presented.”  SAMSUNG-1008, 6:4-

9, FIG. 6, FIG. 7, FIG. 17, FIG. 18; SAMSUNG-1003, ¶176.  An example of Shi-

mada’s client display is provided below. 

 

SAMSUNG-1008, FIG. 6 (annotated) 

Buchholz also describes such features, and discloses that portable subscriber 

devices include a “conventional display 216.”  SAMSUNG-1009, 4:1-2; SAM-

SUNG-1003, ¶177.  An example portable subscriber device is provided below. 
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SAMSUNG-1009, FIG. 2 (annotated) 

As indicated in FIG. 6, the “frame of the viewer graphical user interface” 

of Shimada’s screen configuration data “lacks controls for enabling a user to 

specify a network location at which content for the networked information 

monitor is available.”  SAMSUNG-1008, FIG. 6, FIG. 7, FIG. 17, FIG. 22; SAM-

SUNG-1003, ¶178; Section III.A.4.[1.1], supra.   
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SAMSUNG-1008, FIG. 6 (annotated)  

[1.2] 

Shimada discloses that “processing” occurs on the client side of its system 

and states that the “information processing unit on the service requesting side is 

referred to as a ‘client.’”  SAMSUNG-1008, 1:26-28, FIG. 1, FIG. 4, FIG. 6, FIG. 

7; SAMSUNG-1003, ¶179.  As Dr. Schmidt explains, a POSITA would have un-

derstood or found obvious from this disclosure that a “processor” would execute 

the basic functions of the screen configuration data, to include “accessing” the 

screen configuration data, as these are basic functions that can be executed by a ge-

neric processor.  SAMSUNG-1003, ¶179. 
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Consistent with this disclosure, Buchholz describes that its portable sub-

scriber units contain a “processing system 206” (“one or more processors”).   

SAMSUNG-1009, 4:14-31, FIG. 2; SAMSUNG-1003, ¶180.  

 

SAMSUNG-1009, FIG. 2 (annotated) 

[1.3] 

As Dr. Schmidt explains, a POSITA would have recognized or found obvi-

ous in implementing the Shimada-Buchholz combination that when the client ac-

cesses the screen configuration data it would result in the client requesting the data 

described by the screen configuration data.  SAMSUNG-1003, ¶181.  Indeed, Shi-

mada describes that screen configuration data includes instructions in the form of a 

URL that requests content “over a network to a web server at a network loca-

tion.”  SAMSUNG-1008, 6:30-51, FIG. 6, FIG. 17, FIG. 18, FIG. 22.   
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As evident in the annotated Figure 18, the content is “displayed within the 

frame of the viewer graphical user interface defined by the networked infor-

mation monitor template.”  SAMSUNG-1008, FIG. 17, FIG. 18; SAMSUNG-

1003, ¶182. 

 

SAMSUNG-1008, FIG. 17 (annotated) 
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SAMSUNG-1008, FIG. 18 (annotated) 

Buchholz similarly describes that once a template is programmed, “the 

server 124 transmits 404 the template data through the wireless communication 

system to the intended portable subscriber unit 122.”  SAMSUNG-1009, 5:29-35.  

The annotated figure 4 of Buchholz below describes a process in which template 

data is updated in a pack.  SAMSUNG-1009, FIG. 4; SAMSUNG-1003, ¶183. 

 

SAMSUNG-1009, FIG. 4 (annotated) 
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[1.4] 

See [1.1] (regarding “time-varying content”) and [1.3] (incorporated here).  

A POSITA would have understood or found obvious that, once requested from the 

web server (“over the network from the web server at the network location”), 

the client would receive the content included in the request (“in response to the 

content request”).  SAMSUNG-1003, ¶184.  Indeed, Buchholz describes that, 

once requested, “[t]he portable subscriber unit 122 receives 406 the template data 

and then displays 408 the template data in accordance with the templates of the 

pack.”  SAMSUNG-1009, 5:32-35, FIG. 4.  The annotated figure 4 of Buchholz 

below describes a process in which template data is received by the client.  SAM-

SUNG-1009, FIG. 4. 

 

SAMSUNG-1009, FIG. 4 (annotated) 

Dr. Schmidt explains requesting and reception of content, for example in 

“real-time,” would be obvious to a POSITA as this function was well known in the 
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art.  SAMSUNG-1003, ¶185.  For example, Beer is one such reference that de-

scribes a well-known method for “retrieve[ing] a user interface and a visual style 

from a local or remote storage unit, [and] rapidly display[ing] the visual stylized 

user interface.”  SAMSUNG-1007, Abstract. 

[1.5] 

See [1.3] (incorporated here) regarding a “viewer graphical user interface 

defined by the networked information monitor template.”  SAMSUNG-1003, 

¶186. 

Shimada frequently refers to a “client screen display,” which a POSITA 

would have understood or found obvious to be the “display” in which content is 

“presented.”  SAMSUNG-1008, see at least 6:4-9, FIG. 6, FIG. 7, FIG. 17, FIG. 

18; SAMSUNG-1003, ¶187.  Also, as evidenced in the figure below, Shimada’s 

screen configuration data is presented “outside of and separate from any graph-

ical user interface of any other application.”  Id.  An example of Shimada’s cli-

ent display is provided below. 
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SAMSUNG-1008, FIG. 6 (annotated) 

Buchholz also describes such features, and discloses that portable subscriber 

devices include a “conventional display 216.”  SAMSUNG-1009, 4:1-2; SAM-

SUNG-1003, ¶188.  An example portable subscriber device is provided below. 

 

SAMSUNG-1009, FIG. 2 (annotated) 
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[1.6] 

See [1.3] and [1.4] (incorporated here).  A POSITA would have recognized 

or found obvious from reviewing Shimada’s figures, for example, the annotated 

Figure 18 reproduced below, that the time-varying content” of the Shimada-

Buchholz’s combination would be “[presented] on the display within the frame 

of the viewer graphical user interface defined by the networked information 

monitor.”  SAMSUNG-1008, FIG. 18; SAMSUNG-1003, ¶189. 

 

SAMSUNG-1008, FIG. 18 (annotated) 
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[2] 

See [1.1] (incorporated here).  Buchholz describes subscriptions for “[i]nfor-

mation services” with “up-to-date information on stocks, sports, news, and the 

like.”  SAMSUNG-1009, 1:13-19.  Dr. Schmidt explains that a POSITA would 

have understood or found obvious in implementing the Shimada-Buchholz combi-

nation that, in order to display “up-to date information” (“elements included in 

the received time-varying content”), the contents of the frame (“feature”) of the 

“viewer graphical user interface” would need to be regularly (e.g., continuously) 

updated (“a modification corresponding to the received one or more ele-

ments”).  SAMSUNG-1003, ¶¶190-191. 

A POSITA would have also understood or found obvious that the frame of 

the “viewer graphical user interface” is “defined by the networked infor-

mation monitor template.”  SAMSUNG-1003, ¶192; [1.1], [1.3] supra. 

Dr. Schmidt further explains that this feature is also within the capability of 

dHTML, as described above.  SAMSUNG-1003, ¶193; Section III.A.4. [2], supra. 

[3] 

See [2] (incorporated here).  Shimada describes the use of .gif files, which a 

POSITA would have understood or found obvious to include “image[s] defined by 

the networked information monitor template” from reviewing, at least, the fig-

ures of Shimada.  SAMSUNG-1008, FIG. 7 and FIG. 17; SAMSUNG-1003, ¶194. 
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Dr. Schmidt further explains that this feature is also within the capability of 

dHTML, as described above.  SAMSUNG-1003, ¶195; Section III.A.4. [2], supra. 

 

SAMSUNG-1008, FIG. 7 (annotated) 
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SAMSUNG-1008, FIG. 17 (annotated) 

[4] 

See [2] (incorporated here).  As Dr. Schmidt explains, a POSITA would 

have understood or found obvious that, because the content reference is contained 

within the screen configuration data, the “modification” and “received one or 

more elements” are “defined by the network information monitor template.”  

SAMSUNG-1008, 6:30-51, FIG.17; SAMSUNG-1003, ¶196; [1.1], [2], supra. 

Dr. Schmidt further explains that this feature is also within the capability of 

dHTML, as described above.  SAMSUNG-1003, ¶197; Section III.A.4. [2], supra. 

[5] 
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See [2] (incorporated here).  As Dr. Schmidt explains, a POSITA would 

have understood or found obvious that frames would be automatically resized 

(“adjusting a size of the frame”) because Shimada discloses frames of differing 

sizes.  SAMSUNG-1008, FIG. 7, FIG. 10, FIG. 19, FIG. 22, FIG. 25; SAMSUNG-

1003, ¶198.  Examples of Shimada’s screens are provided below, each one display-

ing the same piece of content. 

 

SAMSUNG-1008, FIG. 7 
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SAMSUNG-1008, FIG. 25 

Dr. Schmidt further explains that this feature is also within the capability of 

dHTML, as described above.  SAMSUNG-1003, ¶199; Section III.A.4. [2], supra. 

[6] 

See [2] and [3] (incorporated here).  As Dr. Schmidt explains, a POSITA 

would have understood and found obvious that, because the content referenced by 

Shimada can occupy the entire frame, it would enable the control of the back-

ground color of the frame.  SAMSUNG-1008, FIG. 7, SAMSUNG-1003, ¶200.  

An annotated figure of Shimada’s content occupying a frame is presented below. 
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SAMSUNG-1008, FIG. 7 (annotated) 

 Additionally, as Dr. Schmidt explains, a POSITA would have recognized or 

found obvious that HTML provides the ability to set a background color for a file 

referenced in a tag, for example, files referenced by Shimada’s tags.  SAMSUNG-

1003, ¶¶201-202.  Darnell discusses that “the <BODY> tag is also used to set vari-

ous display attributes for the document, including background colors and im-

ages.”  SAMSUNG-1011, 148-149.  Dr. Schmidt also explains that other basic 

HTML elements and attributes would accomplish the same function.  SAMSUNG-

1003, ¶¶201-202. 

Dr. Schmidt further explains that this feature is also within the capability of 

dHTML, as described above.  SAMSUNG-1003, ¶203; Section III.A.4. [2], supra. 
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[7] 

See [2] (incorporated here).  A POSITA would have recognized or found ob-

vious that text would accompany most forms of time-varying content.  SAM-

SUNG-1003, ¶204.  For example, in Shaffer’s discussion of stock information 

above, the prices of the stock are communicated to the user in terms of a numeric 

value (“text of the viewer graphical user interface.”)  SAMSUNG-1009, 1:13-

19; SAMSUNG-1020, 2:38-59; SAMSUNG-1003, ¶204; [2], supra. 

Dr. Schmidt further explains that this feature is also within the capability of 

dHTML, as described above.  SAMSUNG-1003, ¶205; Section III.A.4. [2], supra. 

[8] 

See [1.1] (incorporated here).  Shimada and Buchholz both describe that 

screen configuration data and templates are implemented in “HTML.”  SAM-

SUNG-1008, 6:59-62; SAMSUNG-1009, 5:9-13; SAMSUNG-1003, ¶206.  A 

POSITA would have understood, or found obvious, that HTML is a “markup lan-

guage file.”  SAMSUNG-1003, ¶206; [1.1], supra. 

[9] 

See [1.2] and [1.3] (incorporated here).  Shimada discloses that screen con-

figuration information is received from a server (“the addition of a new screen dis-

play area to the screen configuration information which is received from the 

server 101”).  SAMSUNG-1008, 5:52-65.  Shimada also discloses that the server 

is connected to the client via a “network.”  Id.  As Dr. Schmidt explains, a POSITA 
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would have understood or found obvious that the network would be the internet, 

which is the most common example of a “TCP/IP protocol.”  SAMSUNG-1003, 

¶207.  Indeed, Shimada states that “such a multimedia network system has spread 

in world wide networks and access to world-wide information can be acquired by 

making access to the servers in the world (‘web server’).”  SAMSUNG-1008, 

1:34-36; SAMSUNG-1003, ¶207.   

[10] 

See [1.3] (incorporated here).  A POSITA would have recognized or found 

obvious that both Shimada’s IMG and anchor tags include URLs (“uniform re-

source locator[s]”) that correspond to “network locations” because Shimada de-

scribes these tags as including an “address representing a static image” which is 

obtained from a “server.”  SAMSUNG-1008, 6:30-51, FIG. 17; SAMSUNG-1003, 

¶208.  An example URL contained within Shimada’s screen configuration data is 

provided below. 
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SAMSUNG-1008, FIG. 17 (annotated) 

[11] 

See [1.2], [1.3], and [9] (incorporated here).  As discussed above, a POSITA 

would have understood or found obvious that this function is executed by “one or 

more computer program modules.”  SAMSUNG-1008, 1:26-28, FIG. 1, FIG. 4; 

SAMSUNG-1009, 4:14-31, FIG. 2; SAMSUNG-1003, ¶209; [1.2], supra.  A 

POSITA also would have understood or found obvious that this content request is 

transmitted “according to the TCP/IP protocol over the network.”  SAMSUNG-

1008, 1:34-36; SAMSUNG-1011, Page 88; SAMSUNG-1003, ¶209; [1.3], [9], su-

pra. 
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[12.1]-[12.3] 

See [1.1], [1.2], [1.3], and [1.4] (incorporated here).  As discussed above, a 

POSITA would have understood or found obvious that these functions are exe-

cuted by “one or more computer program modules.”  SAMSUNG-1009, 4:14-

31, FIG. 2; SAMSUNG-1013, Abstract, 5:58-59, 7:58-59; SAMSUNG-1003, 

¶¶210-212; [1.2], supra. 

 [13.pre]-[23] 

The Shimada-Buchholz combination renders these claims obvious in the 

same manner as explained above for the corresponding claims listed in the follow-

ing table. SAMSUNG, ¶¶213-230. 

Claim Corresponding Claim 

[13.pre] [1.1], [1.2] 

[13.1] [1.1] 

[13.2] [1.2] 

[13.3] [1.3] 

[13.4] [1.4] 

[13.5] [1.5] 

[13.6] [1.6] 

[14] [2] 

[15] [3] 

[16] [4] 
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[17] [5] 

[18] [6] 

[19] [7] 

[20] [1.1], [8], [12.4] 

[21] [9] 

[22] [10] 

[23] [11] 

 

[24.1] 

See [1.1], [12.4], and [13.1] (incorporated here) regarding “storing the net-

worked information monitor template to the electronic storage.”  SAMSUNG-

1003, ¶231.  See [1.3], [12.2], and [13.3] (incorporated here) regarding “transmit-

ting, over the network … a request for the networked information monitor 

template.”  SAMSUNG-1003, ¶231. 

[24.2] 

See [1.4], [12.3], and [13.4] (incorporated here).  SAMSUNG-1003, ¶232. 

IV. PTAB DISCRETION SHOULD NOT PRECLUDE INSTITU-
TION 

A. The General Plastic Factors Favor Institution 

The ’407 Patent was the subject of a previous IPR petition filed by Lenovo, 

which resulted in the challenged claims not being found to be unpatentable.  See 

SAMSUNG-1012.  The General Plastic factors weigh heavily against denial with 
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respect to the present Petition filed by Samsung.  See General Plastic v. Canon Ka-

bushiki Kaisha, IPR2016-01357, Paper 19 (PTAB Sept. 6, 2017).   

For example, the first General Plastic factor weighs against denial because 

Samsung has not filed any previous IPR petition challenging the ’407 Patent.  

The second factor also weighs against denial, because Samsung identified 

the prior art references relied on in the present Petition via a prior art search con-

ducted after Patent Owner filed suit against Samsung.  Patent Owner did not file 

suit against Samsung until over two years after the Lenovo IPR had concluded; 

Samsung had no reason to search for prior art applicable to the ’407 Patent at the 

time of filing of the Lenovo IPR.  IPR2016-01357, Paper 19 (PTAB Sept. 6, 2017). 

The third factor is at best neutral because Samsung does not profit from 

Lenovo’s previous arguments, which were unsuccessful and based on a completely 

different set of prior art than those relied upon in the present petition. 

The fourth factor weighs against denial because Petitioner continued to 

search and evaluate prior art to prepare the substantive arguments in the present 

Petition into March 2023.  Petitioner has not delayed the filing of the present Peti-

tion, either intentionally or otherwise, and, in fact, would obtain no strategic ad-

vantage from such a delay because this is the only Samsung petition filed against 

claims of the ’407 Patent and because the Lenovo IPR had been completed long 

ago, well before Petitioner decided to bring the present IPR challenge.   
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The fifth factor weighs against denial because any delay between Lenovo’s 

IPR and the present Petition is due to Patent Owner’s significant delay in filing suit 

against Samsung.  Weighing this factor against a party situated as Samsung would 

reward patent owners for purposefully crafting a serial filing strategy for suits in 

district court designed to deny defendants an opportunity to file an IPR.   

The sixth and seventh factors also weigh against denial as this is the first in-

stance of Samsung seeking review of the ’407 Patent and because the present Peti-

tion can be completed within a year of institution, consistent with the model sched-

ule.   

Furthermore, in Shenzhen, the Board weighed an additional factor: “the ex-

tent to which the petitioner and any prior petitioner(s) were similarly situated de-

fendants or otherwise realized a similar-in-time hazard regarding the challenged 

patent.”  Shenzhen Silver Star Intelligent Tech. v. iRobot, IPR2018-00898, Paper 9 

at 7 (PTAB Oct. 1, 2018).  This factor weighs heavily against denial.  In the pre-

sent case, Samsung did not face “the same threat at the same time” as prior peti-

tioner Lenovo.  Id.  Patent Owner filed suit against Lenovo alleging infringement 

of the ’407 Patent on January 16, 2018.  See DoDots Licensing Solutions LLC v. 

Lenovo et al., Case 1-18-cv-00098 (D. Del. 2018).  Patent Owner did not file its 

similar suit against Samsung until May 24, 2022 – over four years after it filed suit 

against Lenovo and over two years after the FWD in the Lenovo IPR. 
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B. The Fintiv Factors Favor Institution 

The Fintiv factors do not provide a reason to discretionarily deny institution. 

Factor 1 is neutral because neither party has requested a stay.  Fintiv, Paper 

15, 12 (PTAB May 13, 2020).  Upon institution of this petition, Petitioner intends 

to file a motion to stay the parallel litigation. 

Factor 2 weighs against discretionary denial.  The projected statutory dead-

line for the PTAB’s Final Written Decision (FWD) is September 2024.  The trial 

date in the co-pending litigation is currently set for June 24, 2024.  Thus, the FWD 

is expected less than three months after the currently scheduled trial date.  Moreo-

ver, Interim Fintiv Guidance allows parties to present evidence regarding median 

time-to-trial for civil actions in the applicable district court and identifies the report 

providing those statistics.  Here, the District Court’s median time from filing to 

trial was recently calculated as 28.94 months, yielding an estimated trial date in Oc-

tober 2024, which falls after the expected FWD date of September 2024.  The like-

lihood that the FWD will come before the trial date based on median time-to-trial 

statistics weighs in favor of institution.  Samsung’s Motion to Transfer Venue that 

was recently filed in W.D. Tex., if successful, will further ensure that the FWD far 

 
4 Obtained from https://www.uscourts.gov/statistics-reports/analysis-reports/fed-

eral-court-management-statistics 
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outpaces any trial date.  

Factor 3 weighs against discretionary denial because co-pending litigation is 

in its early stages and investment in the case has been minimal.  Moreover, the in-

stitution decision will likely issue before fact discovery, expert discovery, and ex-

pert reports are complete.  If an IPR is instituted, subsequent investments in the 

district court proceeding can further be minimized (e.g., through a motion to stay 

pending IPR and Samsung’s stipulation).   

Factor 4 weighs against discretionary denial.  If this Petition is instituted, Pe-

titioner stipulates not to pursue primary references asserted in this Petition (i.e., 

Brown and Shimada) in the co-pending litigation. 

For Factor 5, Petitioner is a defendant in the co-pending litigation. 

Factor 6 heavily weighs against discretionary denial due to the particularly 

strong and compelling merits of this Petition.  As demonstrated in the Petition with 

reference to Dr. Schmidt’s testimony and additional evidence, institution would re-

sult in a finding of unpatentability of the Challenged Claims, which are obvious 

based on prior art references that were not utilized by the Examiner during prose-

cution.  

C. The Advanced Bionics Test Favors Institution 

This Petition presents new prior art and arguments against the Challenged 
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Claims for which the file history contains no indication that the Office ever previ-

ously considered in connection with the ’407 Patent.  Indeed, none of Wecker, Shi-

mada, Buchholz, and Beer—four of the five prior art references relied upon in this 

Petition—were previously cited or applied in a rejection during prosecution of the 

’407 Patent. 

While Brown, which is used in Ground 1, is listed on the face of the ’407 

Patent, it is merely one of many references that were cited to the Examiner and, 

more critically, was not applied or discussed by the Examiner in any capacity dur-

ing prosecution.  See generally SAMSUNG-1002.  Simply citing a reference on an 

information disclosure statement, with nothing more, does not favor denial of insti-

tution.  See Navistar, Inc. v. Fatigue Fracture Tech., LLC, IPR2018-00853, Paper 

13 at 16-17 (PTAB Sept. 12, 2018). 

V. CONCLUSION AND FEES 

The Challenged Claims are unpatentable.  Petitioner authorizes charge of 

fees to Deposit Account 06-1050. 

VI. MANDATORY NOTICES UNDER 37 C.F.R § 42.8(a)(1) 

A. Real Party-In-Interest Under 37 C.F.R. § 42.8(b)(1) 

 Samsung Electronics Co., Ltd. and Samsung Electronics America, Inc. (col-

lectively, “Samsung”) are the real parties-in-interest. 

B. Related Matters Under 37 C.F.R. § 42.8(b)(2) 

The ’407 Patent is the subject of a civil action, DoDots Licensing Solutions 
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LLC v. Samsung Electronics Co., Ltd. et al., 6:22-cv-00535, W.D. Tex., filed May 

24, 2022 (SAMSUNG-1019).  This patent was also the subject of post grant pro-

ceeding no. IPR2019-01279 filed by Lenovo Holdings, et al.  Petitioner is not 

aware of any other disclaimers, reexamination certificates, or IPR petitions ad-

dressing the ’407 Patent.  Petitioner previously challenged related U.S. Patent No. 

8,020,083 in IPR2023-00621. 

C. Lead And Back-Up Counsel Under 37 C.F.R. § 42.8(b)(3) 

Petitioner provides the following designation of counsel. 

Lead Counsel Backup counsel 

W. Karl Renner, Reg. No. 41,265 
Fish & Richardson P.C. 
60 South Sixth Street, Suite 3200 
Minneapolis, MN 55402 
Tel: 202-783-5070 
Fax: 877-769-7945 
Email:IPR39843-0149IP1@fr.com 

Jeremy J. Monaldo, Reg. No. 58,680 
Hyun Jin In, Reg. No. 70,014 
60 South Sixth Street, Suite 3200 
Minneapolis, MN 55402 
Tel: 202-783-5070 
Fax: 877-769-7945 
PTABInbound@fr.com 

D. Service Information 

Please address all correspondence and service to the address listed above. 

Petitioner consents to electronic service by email at IPR39843-0149IP1@fr.com 

(referencing No. 39843-0149IP1 and cc’ing PTABInbound@fr.com, axf-

ptab@fr.com, jjm@fr.com, and in@fr.com). 
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Respectfully submitted, 
 
 
 
Dated  March 10, 2023    /Hyun Jin In/    

W. Karl Renner, Reg. No. 41,265 
Jeremy J. Monaldo, Reg. No. 58,680 
Hyun Jin In, Reg. No. 70,014 
Fish & Richardson P.C. 

      60 South Sixth Street, Suite 3200 
Minneapolis, MN 55402 

      T: 202-783-5070 
      F: 877-769-7945 
 
(Control No. IPR2023-00701)  Attorneys for Petitioner   
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CERTIFICATION UNDER 37 CFR § 42.24 

Under the provisions of 37 CFR § 42.24(d), the undersigned hereby certifies 

that the word count for the foregoing Petition for Inter Partes Review totals 13,909 

words, which is less than the 14,000 allowed under 37 CFR § 42.24. 

 
 
Dated  March 10, 2023     /Hyun Jin In/   

W. Karl Renner, Reg. No. 41,265 
Jeremy J. Monaldo, Reg. No. 58,680 
Hyun Jin In, Reg. No. 70,014 
Fish & Richardson P.C. 

      60 South Sixth Street, Suite 3200 
Minneapolis, MN 55402 

      T: 202-783-5070 
      F: 877-769-7945 
 
      Attorneys for Petitioner
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CERTIFICATE OF SERVICE 

Pursuant to 37 CFR §§ 42.6(e)(4)(i) et seq. and 42.105(b), the undersigned 

certifies that on March 10, 2023, a complete and entire copy of this Petition for In-

ter Partes Review and all supporting exhibits were provided by Federal Express, to 

the Patent Owner, by serving the correspondence address of record as follows: 

 

 
PK PATENT LAW 
213 S. Payne Street 

Alexandria, VA 22314 
 
 
 
 

 /Diana Bradley/    
       Diana Bradley 
       Fish & Richardson P.C. 
       60 South Sixth Street, Suite 3200 
       Minneapolis, MN 55402 
       (858) 678-5667 
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