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EX1018 - 37 CFR 1.11 (Rev 2, 1996).pdf

EX1018 - 37 CFR 1.11 (Rev 2, 1996).pdf
IPR2023-00937 Request for Director Review.pdf
IPR2023-00938 083 Reqguest for Director Review.pdf

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

To the Director,

Per the Revised Interim Director Review Process guidelines, Petitioner Apple Inc. provides
notice of the attached Requests for Director Review in the following proceedings:

o [PR2023-00937 (U.S. Patent No. 9,369,545)
e [PR2023-00938 (U.S. Patent No. 8,020,083)
o [PR2023-00939 (U.S. Patent No. 8,510,407)

In each Request, the parties are the same and the issues for which Petitioner seeks Director
review are identical. Petitioner recognizes that no new evidence may be submitted with a
Request for Director Review. Exhibits 1018 submitted in each of these proceedings are merely
copies of an MPEP chapter applicable at a specific point in time that is relevant to the
underlying arguments. For ease of reference, this archived version of the MPEP chapter was
submitted as an exhibit. Petitioner does not believe this constitutes new evidence in violation
of the Office guidelines.

As set forth in the attached requests, the Board denied institution, finding each Proposed
Ground relied on appendices to a prior art patent that did not print with the patent and finding
those appendices had not been properly incorporated by reference into that patent.
Accordingly, the Board concluded the appendices could not be relied upon as prior art under
§102(e).

Each of the attached Requests for Director Review were submitted to the Director because
they raise an important issue of law and policy that Petitioner believes is an issue of first
impression. Namely, while the requests challenge the Board’s conclusion that the appendices
were not properly incorporated by reference, even if the appendices had been improperly
incorporated by reference by the prior art patent applicant (e.g., as a result of having used the
wrong referential language to incorporate the appendices into the patent), the policy rationales
underlying §102(e) strongly disfavor withdrawing the appendices from the public. Any
negative consequences that result from a purportedly flawed prosecution process underlying a
prior art patent should be imposed exclusively on the prior art patentee. The public should not
also be punished by the USPTO withdrawing a prior art disclosure and allowing others to
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161 General

35 U.S.C. 122.Confidential status of applications.

Applications for patents shali be kept in confidence by the Patent
and Trademark Office and no information concerning the same given
without authority of the applicant or owner unless necessary to carry out
the provisions of any Act of Congress or in such special circumstances as
may be determined by the Commissioner.

18 US.C. 2071. Concealment, removal, or mutilation generally.

(a) Whoever willfuily and uniawfully conceals, removes, mutilates,
obliterates, or destroys, or attempts to do so, or, with intent to doso takes
andcarriesawayany record, proceeding, map, book, paper, document,or
other thing, filed or deposited with any clerk or officer of any coust of the
United States, orin any publicoffice, or withany judicial or public officer
of the United States, shall be fined not more than $2,000 or imprisoned
not more than three years, or both.

(b) Whoever, having the custody of any such record, proceeding,
map, book, document, paper, or other thing, willfully and unlawfully
conceals, removes, mutilates, obliterates, falsifies, or destroys the same,
shall be fined not more than $2,000 or imprisoned not more than three
years, orboth; and shall forfeit his office and be disqualified from holding
any office under the United States. As used in this subsection, the term
“office” does not include the office held by any person as a retired officer
of the Armed Forces of the United States.

37 CFR 1.14. Patent application preserved in secrecy.

(a) Exceptasprovidedin§ 1.11(b) pending patent applications are
preserved in secrecy. No information will be given by the Office
respecting the filing by any particular person of an application for a
patent, the pendency of any particular case before it, or the subject
matter of any particular application, nor will access be given to or copies
fueaished of any pending application or papers relating thereto, without
written authority in that particular application from the applicant or his
assignee ot attotney or agent of record, unless the application has been
identified by serial number in a published patentdocument or the United
Statesof America hasbeenindicated asa Designated Stateinapublished
international application, in which case status information such as
whether it is pending, abandoned or patented may be supplied, or unless
it shall be necessary to the proper conduct of business before the Office
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or as provided by this part. Where an épplication hasbeen patented, the

patent number and issue date may also be supplied.
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All Patent and Trademark Office employees are le-
gally obligated to preserve pending applications for pat-
ents in confidence. 35 U.S.C. 122 and 18 U.S.C. 2071 im-
pose statutory requirements which cover the handling of
patent applications and related documents. Suspension,
removal, and even criminal penalties may be imposed for
violations of these statutes.

In order to provide prompt and orderly service to the
public, application files must be readily available to au-
thorized Patent and Trademark Office employees at all
times. Accordingly, in carrying or transporting applica-
tions and related papers, care must be exercised by Pat-
ent and Trademark Office employees, especially in corri-
dors and elevators, to ensure that applications and re-

-lated papers are always under employee surveillance and

control. Application files must not be displayed or han-
dled so as to permit perusal or inspection by any unau-
thorized member of the public.

Interoffice mail must be sent in appropriate enve-
lopes.

No part of any application or paper related thereto
should be reproduced or copied except for official pur-
poses.

No patent application or related document may
be removed from the premises occupied by the Pat-
ent and Trademark Office, except for handling as re-
quired by the issue process, unless specifically autho-
rized by the Commissioner. If such authorization is giv-
en, the employee having custody will be responsible for
maintaining confidentiality and otherwise conforming
with the requirements of law.

Applications must not be placed in desk drawers or
other locations where they might be easily overlooked or
are not visible to authorized personnel.

Whenever an application is removed from the oper-
ating area having custody of the file, a charge on the
PALM system must be properly and promptly made.

Papers arriving within the groups must be properly
and promptly placed within thz appropriate files. If pa-
pers are received with faulty identifications, this should
be corrected at once. If papers are received at a destina-
tion for which they are not intended due to faulty
identification or routing, appropriate corrective action
should be taken at once to ensure the prompt receipt
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thereof at destination. See MPEP § 508.01 and
§ 508.03.

All Patent and Trademark Office employees should
bear in mind at all times the critical importance of ensur-
ing the confidentiality and accessibility of patent ap-
plication files and related documents, and in addition to
the specific procedures referred to above, should take all
appropriate action to that end.

Examiners, classifiers, and other Patent and Trade-
mark Office employees who assist public searchers by
outlining or indicating a field of search, should also bear
in mind the critical importance of ensuring the confiden-
tiality of information revealed by a searcher when re-
questing field of search assistance. See MPEP § 1701.
Statutory requirements and curbs regarding the use of
information obtained by an employee through Govern-
ment employment are imposed by 15 U.S.C. 15(b) and 18
U.S.C. 1905.

Examiners, while holding interviews with attorneys
and applicants, should be careful to prevent exposures of
files and drawings of other applicants.

Extreme care should be taken to prevent inadvertent
disclosure of the filing daie or serial number of any ap-
plication filed by another party. This applies not only to
Office actions but also to notes (usually in pencil) in the
file wrapper.

TELEPHONE AND IN—-PERSON REQUESTS
FOR INFORMATION CONCERNING PENDING
OR ABANDONED APPLICATIONS

Normally no information concerning pending or
abandoned patent applications (except reissue applica-
tions and reexamination proceedings) may be given to
the public without the authorization of the applicant, the
assignee of record, or the attorney or agent of record.
See 35 U.S.C. 122 and 37 CFR 1.14. Other exceptions
are specified in 37 CFR 1.14.

When handling an incoming telephone call or an in~per-
son request for information regarding a pending or aban-
doned patent application, no information should be dis-
closed until the identity of the requester can be ade-
quately verified as set forth below. Particular care must
be exercised when a request is made for the issue date or
patent number assigned to a pending patent application,
If the issue date is later than the current date (i.c., the
date of the request), such information may be given only
to the applicant, or the assignee of record, or the attor-
ney or agent of record.

Rev. 2, July 1996

The following procedure should be followed before
any information about a pending or abandoned patent

_ application is given over the telephone:

(1) Obtain the caller’s full name, the application
number, and the caller’s telephone number. Ask
the caller if there is an attorney or agent of record.

(a) If there is an attorney or agent of record, ask
for his or her registration number. If the regis-
tration number is not known, ask for the name
of the attorney or agent of record. Inform call-
er that an attorney or agent of record will be
called after verification of his/her identity and
that information concerning the application
will be released to that attorney or agent.

(b) If there is no attorney or agent of record, ask
the caller why he or she is entitled to informa-
tion concerning the application. If the caller
identifies himself or herself as an applicant or
an authorized representative of the assignee of
record, ask for the correspondence address of
record and inform caller that his or her associ-
ation with the application must be verified be-
fore any information concerning the applica-
tion can be released and that he or she will be
called back. If the caller indicates that he or she
is not an applicant or an authorized represen-
tative of the assignee of record, inform caller
that no information concerning that applica-
tion will be released.

(2) Then, verify that information concerning the ap-
plication can be released by checking PALM or
the application file.

(a) If the caller stated there was an attorney or
agent of record, the 2954 PAIM screen should
be used to verify the registration number given
or to obtain the registration number of an at-
torney or agent of record. Then the 3552
PALM screen (using the registration number)
should be used to obtain a telephone number
for an attorney or agent of record.

(b) If the caller identified himself or herself as an
applicant or an authorized representative of
the assignee of record, the 2950 PALM screen
should be used to verify the correspondence
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address of ‘record. The 2954 PALM screen

should be used to.determine if there is an at-

torney or agent of record. If there is an attor-

ney or agent of record, their telephone num-

ber can be obtained from the 3552 PAIM -

screen. |

(3) Then, return the call using the telephone number
as specified below.

(a) If an attorney or agent is of record in the ap-
plication, information concerning the applica-
tion should only be released by calling the at-
torney’s or agent’s telephone number ob-
tained from the 3552 PALM screen.

(b)If the applicant or an authorized representa-
tive of the assignee of record requests informa-
tion, and there is no attorney or agent of re-
cord and the correspondence address of re-
cord has been verified, information concern-
ing the application can be released to the caller
using the telephone number given by the call-
er. If the caller’s association with the applica-
tion cannot be verified, no information con-
cerning the application will be released. How-
ever, the caller should be informed that the
caller’s association with the application could
not be verified.

In handling an in—person request, ask the requester
to wait while verifying their identification as in (2) above.

102 Information as to Status of an Application

Status information of an application means only the
following information:

1. that the application is abandoned, or
2. that the application is pending, or

3. thatthe application was issued as a patent and the
patent number, issue date, and classification of
such patent.

PATENTED

If an application on which status information is re-
quested has matured into a patent, the fact that the ap-
plication is patented and the patent number, issue date,

100 -3

and classnflcatlon relatlve to the aPPllcatlon may be glv-, o
_entoanyone. = g

PENDING OR ABANDONED NO REFEREN CE

If'an apphcatton is in pendmg or abandoned status

and has not been referred to’ by number and date ina

United States or foreign patent or publlshed apphcatlon .
status information indicating only that the apphcatxon is
pending or abandoned may be given only to Patesit and
Trademark Ofﬁce employees and parties of record such
as: , :

(a) The applicant. ; .
(b) The attorney or agent of record in the application.

(c) The assignee of record in the Patent and
Trademark Office.

(d) Anyone who has and furnishes written author-
ity froma, b, or c.

A nonsigning inventor (37 CFR 1.47) is entitled
to status information only after the application is ac-
cepted. See MPEP § 409.03(i).

REFERENCED APPLICATION

If an application has been referred to by number and
date in a United States or foreign patent or published ap-
plication, status information may be given to Patent and
Trademark Office employees and to anyone who fur-
nishes the Patent and Trademark Office with a written
request citing the application in question by serial num-
ber and date of filing. The source document (a United
States or foreign patent or published application) must
be identified in the written request by the country, num-
ber, and date of such patent or application.

REFERENCED APPLICATION, SOURCE
DOCUMENT NOT PRESENTED

If a written request for status information is present-
ed without a copy of the source document, Patent and
Trademark Office employees will check to see that the
source document and the application in question are
properly identified and that the source document refers
to the application in question before supplying the status
information. Requests for information not accompanied
with a copy of the source document may require the Of-
fice to obtain a copy of the source document for verifica-
tion before status information can be supplied. This may
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result in some delay before the desired status informa-

tion can be forwarded to the requester.

REFERENCED APPLICATION, SOURCE
DOCUMENT PRESENTED

If a copy of the source document is presented, the Of-
fice will verify that the United States application in ques-
tion is cited therein. After checking, status information
may be immediately given and the source document copy
may be returned to the requester. In either case, at the
time the status information is supplied, the person sup-
plying the status information marks the request “Infor-
mation furnished,” the date, and his or her name. The re-
quest is then placed in the file wrapper or forwarded to
the appropriate area (group art unit, abandoned files,
etc.) for inclusion in the file wrapper as part of the offi-
cial record of the application. The applicant is not con-
sulted. See MPEP § 203.08.

STATUS LOCATION INFORMATION FOR
OFFICE PERSONNEL

When it is desired to determine the current location
or status of an application, Office personnel should use
their PALM terminal.

However, inasmuch as all 06 series applications prior
to 714,000 are not currently in the PALM system, Office
personnel requesting status/location information on
those applications determined not to be in the PALM
system will be requested to contact the File Information
Unit at 3082733 where the numerical index records of
the above mentioned applications are maintained.

103 Right of Public to Inspect Patent Files and
Some Application Files [R—2]

37 CFR 1.11. Files open to the public.

(a) After a patent has been issued or a statutory invention
registration has been published, the specification, drawings, and all
papers relating to the case in the file of the patent or statutory invention
registration are open to inspection by the public, and copies may be
obtained upon paying the fee therefor. See § 2.27 for trademark files.

(b) Allreissue applications, all appfications in which the Office has
accepted a request to open the complete application to inspectionby the
public, and related papers in the application file, are open to inspection
by the public, and copies may be furnished upon paying the fee therefor.
Thefiling of reissue applicationswill be announced in the Official Gazette
The announcement shall include at feast the filing date, reissue
application and original patent numbers, title, class and subclass, name
of the inventor, name of the owner of record, name of the attorney or
agent of record, and examining group towhich the reissue application is
assigned.

Rev. 2, July 1996

(c) -Allrequestsforreexam ination forwhich the fee under §1.20(c)
hasbeen paid, will be announced in the Official Gazette, Any reexamina-
tions at the initiative of the Commissioner pursuant to § 1.520will alsobe

. announced in the Official Gazette. The announcement shall include at

least the date of the request, if any, the.reexamination request control
number or the Commissioner initiated order control number, patent
number, title, class and subclass, name of the inventor, name of the
patent owner of record, and the examining group to which the
reexamination is assigned.

(d) All papers or copies thereof relating to a reexamination
proceeding which have been entered of record in the patent or
reexamination file are open to inspection by the general public, and
copies may be furnished upon paying the fee therefor.

(e) The file of any interference involving a patent, a statutory
invention registration, >a reissue application< or an application on
whichapatenthasbeenissued orwhich hasbeen published as a statutory
invention registration, isopen to inspection by the public,and copies may
be obtained upon paying the fee therefor, if: (1) the interference has
terminated, or (2) an award of priority or judgment has been entered as
to all parties and all counts.

37 CFR 1.14. Patent applications preserved in secrecy.

2421

(e) Any request by a member of the public seeking access to, or
copies of, any pending or abandoned application preserved in secrecy
pursuant to paragraphs (a) and (b) of this section, or any papers relating
thereto, must

(1) Beintheformofapetition and beaccompaniedbythe petition
fee set forth in § 1.17(i), or

(2) Includewritten authority granting access to the member of the
publicin that particular application from the applicant or the applicant’s
assignee or attorney or agent of record.

(Note, see § 1.612(a) for access by an interference party to a pending
or abandoned application.)

PETITION FOR ACCESS

Any interested party may file a petition, accompa-
nied by the petition fee, to the Commissioner for access
to an application. Inasmuch as the Post Office address is
necessary for the complete identification of the petition-
er, it should always be included complete with Zip Code
number. Petitions for access are handled in the Special
Program Law Office.

The petition may be filed either with proof of service
of copy upon the applicant, assignee of record, or attor-
ney or agent of record in the application to which access
is sought, or the petition may be filed in duplicate, in
which case the duplicate copy will be sent by the Office to
the applicant, assignee of record, or attorney or agent of
record in the application (hereinafter “applicant”).
A separate petition, with fee, should be filed for each
application to which access is desired. Each
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petition should show not only why access is desired, but
also why petitioner believes he or she is entitled to ac-
cess. The applicant will normally be given a limited peri-
od such as 3 weeks within which to state any objection to
the granting of the petition for access and reasons why it
should by denied. If applicant states that he or she has no
objection to the requested access, the petition will be
granted. If objection is raised or applicant does not re-
spond, the petition will be decided on the record.
A determination will be made whether “special circum-
stances” are present which warrant a grant of access un-
der 35 U.S.C. 122. See below when the application is the
basis of a claim for benefit of an earlier filing date under
35 U.S.C. 120 or the application is incorporated by refer-
ence in a United States patent.

ACCESS WHERE PATENT CLAIMS
35U.5.C.120 BENEFIT

Whenever a patent relies on the filing date of an ear-
lier but still pending application, the public is entitled to
see the portion of the earlier application that relates to
the common subject matter, and also what prosecution,
if any, was had in the earlier application of subject matter
claimed in the patent. In re Dreyfus, 137 USPQ 475
(Comm’r Pat. 1961). If applicant objects to the petition
for access, he or she must submit along with the objection
two sets of a copy of the portion of the application that
relates to the common subject matter including all mate-
rials relating to the prosecution in the application of the
subject matter claimed in the patent. Failure to submit
these materials will result in the entire application file
being made available to petitioner. The Office will not
attempt to separate the noted materials from the re-
mainder of the appiication. Compare In re Marsh Engi-
neering Co., 1913 C.D. 183 (Comm’r Pat. 1913).

ACCESS TO PROVISIONAL APPLICATIONS

In provisional applications, access or certified copies
will only be given to parties with written authority from a
named inventor, the assignee of record, or the attorney
or agent of record. Since provisional applications do not
require an oath or declaration, there may be no power of
attorney in the application. If the person requesting a
certified copy is not a named inventor, assignee of re-
cord, or an attorney or agent of record, the requested
cettified copy will be supplied to the correspondence ad-
dress of the provisional application.

100 - 5

103

ACCESS WHERE APPLICATION
INCORPORATED BY REFERENCE -
IN A UNITED STATES PATENT"

The incorporation by reference of an application in a
printed United States patent constitutes a special cir-
cumstance under 35 U.S.C.122 warranting that access of
the original disclosure of the application be granted.
The incorporation by reference will be interpreted as a
waiver of confidentiality of only the original disclosure as
filed, and not the entire application file, Irz re Gallo, 231
USPQ 496 (Comm’r Pat. 1986). If applicant objects to ac-
cess to the entire application file, two copies of the infor-
mation incorporated by reference must be submitted
along with the objection. Failure to provide the material
within the period provided will result in the entire ap-
plication (including prosecution) being made available
to petitioner. The Office will not attempt to separate the
noted materials from the remainder of the application.
Compare In re Marsh Engineering Co., 1913 C.D. 183
(Comm’r Pat. 1913).

APPLICATION AT BOARD OF PATENT
APPEALS AND INTERFERENCES

The Board of Patent Appeals and Interferences also
handles all petitions for access to applications involved
in an interference **; see 37 CFR 1.612.

PUBLISHED DOCUMENTS

If a defensive publication, an abstract, or an abbre-
viature has been published, the entire application is
available to the public for inspection and obtaining cop-
ies; see MPEPS§ 711.06.

REISSUE APPLICATIONS

37 CFR 1.11(b) opens all reissue applications filed af-
ter March 1, 1977 to inspection by the general public.
37 CFR1.11(b) also provides for announcement of the
filings of reissue applications in the Official Gazette. This
announcement will give interested members of the pub-
lic an opportunity to submit to the examiner information
pertinent to patentability of the reissue application.

37 CFR 1.11(b) is applicable only to those reissue ap-
plications filed on or after March 1, 1977. Those reissue
applications previously on file will not be automatically
open to inspection but a liberal policy will be followed by
the Special Program Examiner in granting petitions for
access to such applications.

Rev, 2, July 1996
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For those reissue applications filed on or afl;cr March
1, 1977, the following procedure will be observed:

(1) The filing of reissue applications will be an-
nounced in the Official Gazette and will include
certain identifying data as specified in 37 CFR
1.11(b). Any member of the general public may
request access to a particular reissue application
filed after March 1, 1977. Since no record of such
request is intended to be kept, an oral request will
suffice. In the Record Room, only the regular ap-
plication charge card need be completed and sub-
mitted. The charge card will not be made partof a
pending or abandoned reissue application.

(2) The pending reissue application files will be main-
tained in the examining groups and inspection
thereof will be supervised by group personnel. Al-
though no general limit is placed on the amount of
time spent reviewing the files, the Office may im-
pose limitations, if necessary. No access will be
permitted while the application is actively being
processed.

(3) Where the reissue application has left the ex-
amining group for administrative processing, re-
quests for access should be directed to the ap-
propriate supervisory personnel in the division or
branch where the application is currently located.

(4) Requests for copies of papers in the reissue ap-
plication file must be in writing addressed to the
Commissioner of Patents and Trademarks, Wash-
ington, D.C. 20231 and may be either mailed or
delivered to the Office mail room. The price fora
copy of an application as filed is set forth in
37 CFR 1.19(a)(3). Since no useful purpose is
seen for retaining such written request for copies
of papers in reissue applications, they should be
destroyed after the order has been completed.

REQUEST FOR REEXAMINATION

All requests for reexamination and related patent
files are available to the public. Anannouncement of the
filing of each request in which the entire fee has been
paid and of each reexamination ordered at the initiative
of the Commissioner under 37 CFR 1.520 will be pub-
lished in the Official Gazette. Procedures for access and

Rev. 2, July 1996
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obtaining copie‘é are the same as thoéc for reissue ap-
plications indicated above. See also MPEP § 2232.

* 37CFR1.14. Patent appli&ations presewed in secrecy.

RLid3 ]

(b) Except as provided in § 1.11(b) abandoned applications are
likewise not open to public inspection, except that if an application
referredtoinaU.S. patent; orin an applicationinwhich the applicanthas
filed an authorization to open the complete application to the public, is
abandoned and s available, it maybe inspected or copies obtained by any
person on written request, without notice to the applicant.

EEL 1Y

(d) Anydecisionof the Board of Patent Appeals and Interferences,
or any decision of the Commissioner on petition, not otherwise opento
public inspection shall be published or made available for public
inspection if: (1) The Commissioner believes the decision involves an
interpretation of patent laws or regulations that would be of important
precedent value; and (2) the applicant, or any party involved in the
interference, does not within two months after being notified of the
intentionto make the decision public, object inwritingon the ground that
the decision discloses a trade secret or other confidential information. If
adecisiondisclosessuchinformation, the applicant or partyshallidentify
the deletions in the text of the decision considered necessary to protect
the information. Ifit is considered the entire decision must be withheld
from the public to protect such information, the applicant or party must
explainwhy. Applicantsor parties will be given time, not lessthan twenty
days, to request reconsideration and seek court review before any
portions of decisions are made public over their objection. See
§ 2.27 for trademark applications.

khkkk

ABANDONED APPLICATION REFERENCED
IN U.S. PATENT

Under 37 CFR § 1.14(b), an abandoned application
referred to in the text of a U.S. patent is open to public
inspection. Note that the status of an application re-
ferred to in the text of a U.S. patent may initially be ob-
tained under the provisions of 37 CFR § 1.14(a). Under
37 CFR § 1.14(a), any member of the public is entitled to
know the current status (j.e., pending, abandoned, or
patented) of an application identified by serial number
in a published patent document or the United States has
been indicated as a Designated State in the published in-
ternational application. Note that 37 CFR § 1.14(a) is
not limited to a U.S. patent. Status information may be
supplied if the application is identified in any published
patent document (worldwide). 37 CFR § 1.14(b), howev-
er, is limited to a U.S. patent. Access to an abandoned
application is available to any member of the public only
if the application is referenced in a U.S. patent.
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An abandoned file reference in a U.S. patent may be
ordered by any member of the public through the File In-

formation Unit. Orders for files stored in repositories .

within the Crystal City (Arlington,Virginia) area are
normally filled within 4 to 8 hours. Orders for files stored
at the Federal Records Center in Suitland, Maryland,
are normally filled within 4 to 5 days. An abandoned file
received by a member of the public must be returned to
the charge counter in the File Information Unit before
closing the same day it is received.

37 CFR § 1.14(b) allows public inspection of aban-
doned applications referred to in defensive publications.

Access to abandoned patent applications forming a
part of a File Wrapper Continuation (FWC) application
is governed by 37 CFR § 1.14(b). Further, under 37 CFR
§ 1.62(f) where access is granted to such an abandoned
application, access may also be granted to the FWC
application.

37 CFR 1.14(d) makes explicit the conditions under
which significant decisions of the Patent and Trademark
Office will be made available to the public, and includes
reference to decisions of the Board of Patent Appeals
and Interferences and the Commissioner. The section is
applicable to decisions deemed by the Commissioner to
involve an interpretation of patent laws or regulation
that would be of significant precedent value, where such
decisions are contained in either pending or abandoned
applications or in interference files not otherwise open
to the public. Itis applicable whether or not the decision
is a final decision of the Patent and Trademark Office.

37 CFR 1.14(d) is considered to place a duty on the
Patent and Trademark Office to identify significant deci-
sions and to take the steps necessary to inform the public
of such decisions, by publication of such decisions, in
whole or in part. It is anticipated, however, that no more
than a few dozen decisions per year will be deemed of
sufficient importance to warrant publication urder the
authority of this section. ‘

37 CER 1.15. Requests for identifiable records.

(a) Requests for records, not disclosed to the public as part of the
regular informational activity of the Patent and Trademark Office and
whichare nototherwise dealt with in the rules in this part shaltbe madein
writing, with the envelope and the letter clearly marked “Freedom of
Iuformation Request.” Each such request, so marked, should be
submitted by mail addressed to the “Patent and Trademark Office,
Freedom of Information Request Control Desk, Box 8, Washington,
D.C.20231,” or hand delivered to the Office of the Solicitor, Patent and
Trademark Office, Arlington, Virginia. The request wiil be processed in
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accordance with the procedures set forth in Part 4 of Title 15, Code of
Federal Regulations. o

(b) Any person whose request for records has been initially denied
in whole or in part, or has not been timely determined, may submit a
written appeal as provided in § 4.8 of Title 15, Code of Federal
Regulations,

(c) Procedures applicable in the event of service of process or in
connection with testimony of employees on official matters and produc-
tion of official documents of the Patent and Trademark Office in civil
legal proceedings not involving the. United States shall be those
established in parts 15 and 15a of Title 15, Code of Federal Regulations.

ACCESSIBILITY OF NONFINAL DISCOVERY
OPINIONS AND ORDERS ISSUED BY THE
BOARD OF PATENT AFPPEALS AND
INTERFERENCES

A number of inquiries have been received from the
patent bar and other interested persons relating to dis-
covery practice in interferences before the Board of Pat-
ent Appeals and Interferences. The inquiries indicate a
need for making available to the public nonfinal Board
opinions, including concurring and dissenting opinions,
as well as orders, made in the adjudication of discovery
matters before the Board. While nonfinal opinions need
not be made available to the public [S U.S.C. 552(a)(2)],
in order to satisfy the need, copies of non—final opinions
issued by the Board will be kept in a file in the Service
Branch of the Board in the U.S. Patent and Trademark
Office (Crystal Gateway 2, 1225 Jefferson Davis High-
way, Room 10C01, Arlington, Virginia). Opinions in the
file may be reviewed by the public during normal busi-
ness hours (8:30 A.M. to 5:00 P.M.). Copies of opinions
may be made by the public on reproducing equipment, or
copies may be ordered at the cost set forth in 37 CFR
1.19(*>b<)(3).

Inview of the provisions of 35 U.S.C. 122 and 37 CFR
1.14(a), a consent will be obtained by the Office from all
parties in an interference before an opinion issued in
connection with the interference is placed in the file if
the interference file is not otherwise available to the pub-
lic. Preliminary indications are that the parties and their
counsel generally consent.

In order to obtain optimum dissemination of the in-
formation contained in the file, opinions placed therein
will be indexed according to specific topics. Copies of the
index will be updated from time to time as the need oc-
curs. Specific questions relating to the index and file may
be directed to the Patent Interference Examiners.
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The initial index is as follows:
INDEX

1.00 Discovery in general [37 CFR 1.673]

1.10 Requests and service under 37 CFR 1.673

1.20 Requests under 37 CFR 1.687(b)

1.30 Motions for additional discovery under 37 CFR 1.687(c)
1.31 Related to derivation
1.32 Related to abandonment, suppression, and concealment
133 Related to inequitable conduct
134 Other

1.40 Motions under 37 CFR 1.673(c)

104 Power to Inspect Application [R—1]

No person but the applicant (any one of joint appli-
cants), applicant’s legal representative, the assignee
whose assignment, is of record, or the attorney, agent or
associate attorney, or agent of record will be permitted
to have access to the file of any pending application, ex-
cept as provided for under 37 CFR 1.11(b) or under the
interference rules, unless written authority from one of
the above indicated parties, identifying the application
to be inspected and the name of the person authorized to
have access, is made of record, or upon the written order
of the Commissioner, which will also become a part of
the record of the case.

A nonsigning inventor (37 CFR 1.47) is entitled to ac-
cess an application only after the application is accepted.
See MPEP § 409.03(i).

A person acting in a representative capacity under
37 CFR 1.34(a) may not execute a power to inspect an
application. For a discussion of power of attorney in an
application, see MPEP § 402.

Approval by the primary examiner of a power to in-
spect is not required. The clerk of the group to which the
application is assigned ascertains that the power is prop-
erly signed by one of the above indicated parties, and if
acceptable, enters it into the file. If the power 1o inspect
is unacceptable, notification of nonentry is written by the
clerk to the person who signed the power.

When a power to inspect is received while a file is un-
der the jurisdiction of a service branch, such as the Cus-
tomer Services Division, the Service Branch of the
Board of Patent Appeals and Interferences, and the Pat-
ent Issue Division, the question of permission to inspect
is decided by the head of the branch who, if he or she ap-
proves, indicates the approval directly on the power.

A “power to inspect” is, in effect, the same as a
“power to inspect and make copies.”
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Where an applicant relied on his or her application as
a means to interfere with-a competitor’s business or cus-

. tomers, permission to inspect the application may be giv-

en the competitor by the Commissioner (Ex Parte
Bonnie—~B Co. Inc, 1923 CD. 42; 313 O.G. 453,
(Comm’r Pat. 1922)). Such permission is via petition for
access under 37 CFR 1.14(e). ‘ "

An unrestricted power to.inspect given by an appli-
cant is, under existing practice, recognized as good until
and unless rescinded. The same is true in the case of one
given by the attorney or assignee so long as such attorney
or assignee retains his or her connection with the ap-
plication.

Permission to inspect given by the Commissioner,
however, is not of a continuing nature, since the condi-
tions that justified the permit to inspect when given may
not obtain at a later date.

ACCESS TO PATENT APPLICATIONS
>PROVISIONAL AND NONPROVISIONAL<
AND INTERFERENCE FILES

In order to ensure that access to patent applications,
other than reissue applications filed after March 1, 1977,
and interference files is given only to persons who are en-
titled thereto or who are specially authorized to have ac-
cess under 37 CFR 1.14 and to ensure also that the file
record identifies any such specially authorized person
who has been given access to a file, the following practice
will be observed by all personnel of the Patent and and
Trademark Office:

1. Access, as provided for in the Rules of Practice,
will be given on oral request to any applicant, pat-
entee, assignee, or attorney or agent of record in
an application or patent only upon proof of identity
or upon recognition based on personal acquaint-
ance.

2. Where a power of attorney or authorization of
agentwas given to a registered firm prior to July 2,
1971, access will be given upon oral request as in
paragraph 1 above to any registered member or
employee of the firm who has signatory power for
the firm.
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3. Unregistered employees of attorneys or agents,
public stenographers, and all other persons not
within the provisions of paragraphs 1 and 2 above
will be given access only upon presentation of a
written authorization for access (power to inspect)
signed by a person specified in paragraph 1 above,
which authorization will be entered as a part of
the official file. The power to inspect must specifi-
cally name the person who is entitled to inspect
and copy the application. An associate or repre-
sentative of the named person is not entitled to
access to the application on behalf of the autho-
rized person. Further, the power to inspect must
specifically identify the application by serial num-
ber and be limited to a single application.

>4. In provisional applications, access or certified
copies will only be given to parties with written au-
thority from a named inventor, the assignee of re-
cord, or the attorney or agent of record. Since
provisional applications do not require an oath or
declaration, there may be no power of attorney in
the application. If the person requesting a certi-
fied copy is not a named inventor, assignee of re-
cord, or an attorney or agent of record, the re-
quested certified copy will be supplied to the cor-
respondence address of the provisional applica-
tion. <

105 Disbarred Attorney Cannot Inspect

Patent and Trademark Office employees are forbid-
den to hold either oral or written communication with an
attorney who has been suspended or excluded from prac-
tice regarding an application unless it be one in which
said attorney is the applicant. Power to inspect given to
such an attorney will not be accepted.

106 Control of Inspection by Assignee

The assignee of record of the entire interest in an ap-
plication may intervene in the prosecution of the case,
appointing an attorney of his or her own choice. (See 37
CFR 3.71.) Such intervention, however, does not ex-
clude the applicant from access to the application to see
that it is being prosecuted properly, unless the assignee
makes specific request to that effect. Even when such re-
quest is made, the applicant may be permitted to inspect
the case on sufficient showing why such inspection is nec-
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essary to conserve his or her ‘rights, In re The Kellogg
Switchboard & Supply Company, 1906 C.D. 274 (Comm’r

_ Pat. 1906).

106.01 Rights of Assignee of Part Interest

While it is only the assignee of record of the entire in-
terest who can intervene in the prosecution of an ap-
plication or interference to the exclusion of the appli-
cant, an assignee of a part interest or a licensee of exclu-
sive right is entitled to inspect the application.

110 Confidential Nature of International
Applications

PCT Article 30. Confidential Nature of the International
Application.

(1)(a) Subject to the provisions of subparagraph (b), the Interna-
tional Bureauand the International Searching Authorities shallnot
allowaccess by any personor authority to the internationalapplica-
tionbeforetheinternational publicationofthatapplication, unless
requested or authorized by the applicant.

(b) The provisions of subparagraph (a) shall not apply to any
transmittal to the competent International Searching Authority, to
transmitials provided for under Article 13, and to communications
provided for under Article 20.

(2)(a) No national Office shall allow access to the international
application by third parties, unless requested or authorized by the
applicant, before the earliest of the following dates:

(i) date of the international publication of the international
application,

(ii) dateofthereceiptofthe communicationof the international
application under Article 20,

(iii) date ofthe receipt of a copy of the international application
under Article 22.

(b) The provisions of subparagraph (a) shall not prevent any
national Office from informing third parties that it has been designated,
or from publishing that fact. Such information or publication may,
however, contain only the following data: identification of the receiving
Office, name of the applicant, international filing date, international
application number, and title of the invention.

(c) The provisions of subparagraph (a) shall not prevent any
designated Office from allowing access to the international application
for the purposes of the judicial authorities.

(3) The provisions of paragraph (2)(a) shall apply to any receiving
Office except as far as transmittals provided for under Article 12(1) are
concerned.

(4) For the purposes of this Article, the term “ access” covers any
meansbywhichthird parties may acquire cognizance, including individu-
al communication and general publication, provided, however, that no
national Office shall generally publish an international application or its
translation before the international publication or, if international
publication hag not taken place by the expiration of 20 months from the
priority date, before the expiration of 20 months from the said priority
date.
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35 U.S.C. 368. Secrecy of certain inventions; filing international
applications in foreign countries.

(a) International applications filed in the Patent and Trademark
Office shall be subject to the provisions of chapter 17 of this title.

(b) Inaccordancewitharticle27(8)ofthetreaty, thefilingofan
internationalapplicationinacountryotherthantheUnitedStateson
the invention made in this country shall be considered to constitute the
filing of an applicationin aforeign country within the meaning of chapter
17 of this title, whether or not the United States is designated in that
international application.

(c) If a license to file in a foreign country is refused or if an
international application is ordered to be kept secret and a permit
refused, the Patent and Trademark Office when acting as a Receiving
Office, International Searching Authority, or International Preliminary
Examining Authority, may not disclose the contents of such application
to anyone not authorized to receive such disclosure.

37 CFR 1.14(a) relating to access to international
applications is found in MPEP § 101.

Although most international applications are pub-
lished soon after the expiration of 18 months from the
priority date, PCT Article 21(2)(a), such publication
does not open up the Home Copy or Search Copy to the
public for inspection.

115 Review of Applications for National
Security and Property Rights Issues

Secrecy Orders

37 CFR5.1. Defense inspection of certain applications.

(a) The provisions of this part shall apply to both national and
international applicationsfiled in the Patent and Trademark Office and,
withrespect toinventionsmadein the United States, to applicationsfiled
in any foreign country or any international authority other than the
United States Receiving Office. The (1) filing of a national or an
international application in a foreign country or with an international
authority other than the United States Receiving Office, or (2)
transmittal of an international application to a foreign agency or an
international authority other than the United States Receiving Office is
consideredtobea foreign filingwithin the meaning of Chapter 17 of Title
35, United States Code.

(b) In accordance with the provisions of 35 U.S.C. 181, patent
applications containing subject matter the disclosure of which might be
detrimental to the national security are made available for inspection by
defense agenciesasspecified in said section. Only applications obviously
relating to national security, and applications within fields indicated to
the Patent and Trademark Office by the defense agencies as so related,
are made available. The inspection will be made only by responsible
representatives authorized by the agency to review applications. Such
representatives are required to sign a dated acknowledgement of access
accepting the condition that information obtained from the inspection
will be used for no purpose other than the administration of 35 U.S.C.
181-188. Copies of applications may be made available to such
representatives for inspection outside the Patent and Trademark Office
under conditionsassuring that the confidentiality of the applications will
be maintained, including the conditions that: (1) all copies will be
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returned to the Patent and Trademark Office promptly if no secrecy
imposed, or upon rescission of such order if one is imposed, and (2) no
additional copies will be made by the defense agencies. A record of the

- removal and return of copies made available for defense inspection will

bemaintained by the Patent and Trademark Office. Applications relating
to atomic énergy are made available to the Department of Energy as
specified in § 1.14 of this chapter.

All applications filed in the Patent and Trademark
Office are screened for subject matter the disclosure of
which might impact the national security based on infor-
mation provided by the Armed Services Patent Advisory
Board (ASPAB), the Department of Energy (DOE), and
the National Aeronautics and Space Administration
(NASA). Such applications are referred to the appropri-
ate agencies. Authority for this referral can be found in
35 U.S.C. 181 which provides, in part:

Whenever the publication or disclosure of an invention by the
granting of a patent, in which the Government does not have a property
interest, might, in the opinion of the Commissioner, be detrimental to
the national security, he shall make the application for patent in which
suchinvention is disclosed available for inspection to the Atomic Energy
Commission, the Secretary of Defense, and the chief officer of any other
department or agency of the Government designated by the President as
a defense agency of the United States.

If the agency concludes that disclosure of the in-
vention would be detrimental to the national secu-
rity, the Commissioner is notified. The Commission-
er then issues a Secrecy Order and withholds the grant
of a patent for such period as the national interest re-

quires.

For those applications in which the Government has
a property interest, responsibility for notifying the Com-
missioner of the need for a Secrecy Order resides with
the agency having that interest. :

A second purpose for the screening of all applications
is to identify inventions in which DOE or NASA might
have property rights. See 42 U.S.C. 2182 and 42 U.S.C.
2457 and MPEP § 150.

A third function of the screening procedure is to pro-
cess foreign filing license petitions under 37 CFR
5.12(a). See MPEP § 140.

Some applications have a label (Form PTO~1305)
on the upper right hand corner of the face of the file
wrapper. A Notice of Allowance and Issue Fee Due may
not be mailed for those applications if the “REV” on the
label is circled (although the Examiner may be given
credit for a disposal). Such cases must be forwarded to
Licensing and Review to have the security review
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completed before the Notice of Allowance can be
mailed. Cases in which only “DOE” and/or “NASA’” is
circled should be counted for allowance and the notice of
allowance mailed before being sent to Licensing and Re-
view for processing under the Atomic Energy and Space
Acts.

While the initial screening is performed only by des-
ignated personnel, all examiners have a responsibility to
be alert for obviously sensitive subject matter either in
the original disclosure or subsequently introduced, for
example, by amendment. Such applications should be
forwarded to Licensing & Review. It would be helpful if
the examiner would identify the significant subject mat-
ter such as by a check mark in the margin of the paper.

120 Secrecy Orders

37 CFR 5.2. Secrecy order.

(a) When notified by the chief officer of a defense agency that
publication or disclosure of the invention by the granting of a patent
would be detrimental to the national security, an order that the invention
be kept secret will be issued by the Commissioner of Patents and
Trademarks.

(b) Thesecrecyorderisdirectedtotheapplicant, hissuccessors, any
andall assignees, and their legal representatives; hereinafter designated
as principals.

{c) A copy of the secrecy order will be forwarded to each
principal of record in the application and willbe accompanied by a
receipt, identifying the particular principal, to be signed and re-
turned.

(d) The secrecy order is directed to the subject matter of the
application. Whereanyotherapplicationinwhichasecrecy order hasnot
been issued discloses a significant part of the subject matter of the
application under secrecy order, the other application and the common
subject matter should be called to the attention of the Patent and
Trademark Office. Such a notice may include any material such aswould
be urged in a petition to rescind secrecy orders on either of the
applications.

37 CFR 5.3. Prosecutionofapplicationundersecrecyorders;

withholding patent.

Unlessspecificallyorderedotherwise,actionontheapplication
bytheOfficcandprosecutionbytheapplicantwillproceedduringthe
time an application is under secrecy order to the point indicated in
this section:

(a) National applications undersecrecy order whichcome toa
final rejection must be appealed or otherwise prosecuted to avoid
abandonment. Appeals in such cases must be completed by the
applicant but unless otherwise specifically ordered by the Commis-
sioner will not be set for hearing until the secrecy order is removed.

(b) An interference will not be declared involving national
applications under secrecy order. However, if an applicant whose
applicationisundersecrecyorderseckstoprovoke aninterference
with an issued patent, a notice of that fact wili be placed in the file
wrapper of the patent. (See § 1.607(d)).
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(c) _Whenthenation-alapplicé’tionis,foundtobeinconditioxifor
allowance except for the secrecy order the applicant and the agency
which caused the secrecy order to be issued will be notified. This

- notice (which is not a notice of allowance under § 1.311 of this

chapter) does not requiré response by the applicant and places the
national application in a condition of suspension until the secrecy
orderisremoved. Whenthesecrecy orderisremoved the Patentand
TrademarkOfficewillissueanoticeofallowanceunder§1.3110ofthis
chapter, or take such other action as may then be warranted.

(d) International applications under secrécy order will not be
mailed, delivered or otherwise transmitted to the international
authoritiesortheapplicant.Internationalapplicationsundersecre-
cyorderwillbe processed up tothe pointwhere, ifit were not for the
secrecyorder,record and search copieswouldbe transmitted to the
international authorities or the applicant.

37 CFR 5.4. Petition for rescission of secrecy order.

{a) Apetitionforrescissionorremovalofasecrecyordermaybe
filedby,oronbehalfof,anyprincipalaffectedthereby.Suchpetition
maybeinletterform,anditmustbeinduplicate. Thepetitionmustbe
accompaniedbyonecopyoftheapplicationoranorderforthesame,
unlessashowingismadethatsuchacopyhasalreadybeenfurnished
to the department or agency which caused the secrecy order to be
issued.

(b) The petition must recite any and all facts that purport to
rendertheorderineffectualorfutileifthisisthebasisofthepetition.
Whenpriorpublicationsorpatentsareallegedthepetitionmustgive
complete data as to such publications or patents and should be
accompanied by copies thereof.

(c) ThepetitionmustidentifyanycontractbetweentheGovern-
mentandanyoftheprincipals,underwhichthesubjectmatterofthe
applicationoranysignificantpartthereofwasdeveloped,ortowhich
the subject matter is otherwise related. If there is no such contract,
the petition must so state.

{d) Unlessbased upon facts of public record, the petition must
be verified.

37CFR 5.5. Permit to disclose or modification of secrecy order.

(a) Consent to disclosure, or to the filing of an application abroad,
as provided in 35 U.S.C. 182, shall be made by a “permit” or
“modification” of the secrecy order.

(b) Petitions for a permit or modification must fully recite the
reason or purpose for the proposed disclosure. Where any proposed
disclosee isknown to be cleared by a defense agency to receive classified
information, adequate explanation of such clearance should be made in
the petitionincluding the name of the agency or department granting the
clearance and the date and degree thereof. The petition must be filed in
duplicate and be accompanied by one copy of the application or an order
for the same, unless a showing is made that such a copy has already been
furnished to the department or agency which caused the secrecy order to
be issued.

(c) Inapetition for modification of a secrecy order to permit filing
abroad, all countries in which it is proposed to file must be made known,
as well as all attorneys, agents and others to whom the material will be
consigned prior to being lodged in the foreign patent office. The petition
should include a statement vouching for the loyalty and integrity of the
proposed disclosees and where their clearance status in this or the
foreign country is known all details should be given,
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(d) Consent to the disclosure of subjecf matter from one applica-

tion under secrecy order may be deemed to be consent to the disclosure

of common subject matter in other applications under secrecy order so
long as not taken out of context in a manner disclosing material beyond
the modification granted in the first application.

(e) The permit or modification may contain conditionsand limita-
tions.

37 CFR 5.6. General and group permits.

(a)Organizations requiring consent for disclosure of applications
under secrecy order to persons or organizations in connection with
repeated routine operation may petition forsuch consentin the formof a
general permit. To be successful such petitions must ordinarily recite the
security clearance status of the disclosees as sufficient for the highest
classification of material that may be involved.

(b)Where identical disclosees and circumstances are involved, and
consent is desired for the disclosure of each of a specific list of
applications, the petitions may be joined.

37 CFR 5.7. Compensation.

Any request for compensation as provided in 35 U.S.C. 183 must
not be made to the Patent and Trademark Office but should be made
directlytothe department oragency which causedthe secrecy ordertobe
issued. Uponwritten request persons having a right to such information
will be informed as to the department oragencywhich caused the secrecy
order to be issued.

37 CFR 5.8. Appeal to Secretary.

Appeal to the Secretary of Commerce, as provided by 35 U.S.C.
181, from a secrecy order cannot be taken until after a petition for
rescission of the secrecy order has been made and denied. Appeal must
be taken within 60 days from the date of the denial, and the party
appealing, asweli as the department or agency which caused the order to
beissuedwillbe notified of the time and place of hearing. The appeal will
be heard and decided by the Secretary or such officer or officers as he
may designate.

SECRECY ORDER TYPES

Three types of Secrecy Orders, each of a different scope,
are issued as follows:

(1)Secrecy Order and Permit for Foreign Filing in
Certain Countries — to be used for those patent
applications that contain technical data whose ex-
port is controiled by the guidelines contained in
DoD Directive 5230.25 dated November 6, 1984
which reviews export control under 10 U.S.C.
140(c) and the Militarily Critical Technology List
(MCTL).

(2) Secrecy Order and Permit for Disclosing Classi-
fied Information — to be used for those patent
applications which contain technical data that is
properly classified or classifiable (no Govern-
ment interest) under a security guideline where
the patent application owner has a current DoD
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“Security Agreement, DD Form 441. If the ap-
. plication is classifiable, this secrecy order allows
‘disclosure of the technical information as.if it
were classified as prescribed in the Industrial Se-
curity Manual (ISM).

(3) Secrecy Order — to be used for those patent ap-
plications that contain technical data properly
classifiable under a security gnideline where the
patent application owner does not have a DoD
Security Agreement. The order prevents disclo-
sure of the subject matter to anyone without an
express written consent from the Commissioner.
However, quite often this type of secrecy order in-
cludes a permit “Permit A’ which relaxes the dis-
closure restrictions as set forth in the permit.

The first Secrecy Order is intended to permit the wid-
est utilization of the technical data in the patent applica-
tion while still controlling any publication or disclosure
which would result in an untawful exportation. This type
of Secrecy Order is based on the applicable export con-
trols in either the Commodity Control List (CCL) or the
Munitions Lists of the International Traffic in Arims Reg-
ulation (ITAR), and identifies the countries where cor-
responding patent applications may be filed. Countries
with which the United States has reciprocal security
agreements are: Australia, Belgium, Canada, Denmark,
France, Germany, Greece, Italy, Japan, Luxembourg,
Netherlands, Norway, Portugal, Spain, Sweden, Turkey
and the United Kingdom. Please note that applications
subject to a secrecy order cannot be filed directly with the
European Patent Office since no reciprocal security
agreement with this organization exists. Applications
must be filed in the individual EPO member countries
identified above.

The intent of the second Secrecy Order is to treat
classified technical data presented as a patent applica~
tion in the same manner as any other classified material.
Accordingly, this Secrecy Order will include a notifica-
tion of the classification level of the technical data in the
application.

The third type of Secrecy Order is used where the
other types of Orders do not apply, including Orders is-
sued by direction of agencies other than the Department
of Defense.
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A Secrecy Order should not be construed in any way
to mean that the Government has adopted or contem-
plates adoption of the alleged invention disclosed in an
application; nor is it any indication of the value of such
invention.

RELATED SUBJECT MATTER

The Secrecy Orders apply to the subject matter of the
invention, not just to the patent application itself. Thus,
the Secrecy Order restricts disclosure or publication of
the invention in any form. Furthermore, other patent ap-
plications already filed or later filed which contain any
significant part of the subject matter of the application
also fall within the scope of the Order and must be
brought to the attention of Licensing & Review if such
applications are not already under Secrecy Order by the
Commissioner.

The effects of a Secrecy Order are detailed in the no-
tifying letter and include restrictions on disclosure of the
invention and delay of any patent grant until the Order is
rescinded.

CORRESPONDENCE

When the Secrecy Order issues, the law specifies that
the subject matter or any material information relevant
to the application, including unpublished details of the
invention, shall not be published or disclosed to any per-
son not aware of the invention prior to the date of the
Order, including any employee of the principals except
as permitted by the Secrecy Order. The law also requires
that all information material to the subject matter of the
application be kept in confidence, unless written permis-
sion to disclose is first obtained from the Commissioner
of Patents and Trademarks except as provided by the Se-
crecy Order. Therefore, all correspondence to be filed in
an application which is subject to a secrecy order and
which is directly related to the subject matter covered by
the secrecy order must be transmitted to the Office in a
manner which would preclude disclosure to unautho-
rized individuals and addressed as set forth in 37 CFR
5.33. Use of facsimile transmission is not permiitted (37
CFR 1.6(d)(6)).

Subject matter under Secrecy Order must be safe-
guarded under conditions that will provide adequate
protection and prevent access by unauthorized persons.

When applicants desire to change the Power of Attor-
ney in an application under Secrecy Order, the name,
date of birth and Social Security number of the new at-
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toméy(s) should be included in th_ébhangé notice so that .
Licensing and Review may conduct the necessary access

_ security clearance checks. .

Applicants should also ensure that the correspon-
dence address (37 CFR 1.33) of any application under
Secrecy Order represents a location suitable for the re-
ceipt of security information. =~

PCT APPLICATIONS

If the Secrecy Order is applied to an international ap-
plication, the application will not be forwarded to the In-
ternational Bureau as long as the Secrecy Order remains
in effect If the Secrecy Order remains in effect at the end
of the time limit under PCT Rule 22.3, the international
application will be considered withdrawn (abandoned)
because the Record Copy of the international applica-
tion was not received in time by the International Bureau
(37 CFR 5.3(d), PCT Atrticle 12(3), and PCT Rule 22.3).
If the United States of America has been designated,
however, it is possible to save the U.S. filing date, by ful-
filling the requirements of 35 U.S.C. 371(c) prior to the
withdrawal.

CHANGES IN SECRECY ORDERS

Applicants may petition for rescission or modifica-
tion of the Secrecy Order. For example, if the applicant
believes that certain existing facts or circumstances
would render the Secrecy Order ineffectual, he or she
may informally contact the sponsoring agency to discuss
these facts or formally petition the Commissioner to re-
scind the Order. The applicant may also petition the
Commissioner for a permit to disclose the invention
to another or to modify the Secrecy Order stating fully
the reason or purpose for disclosure or modification. An
example of such a situation would be a request to file the
application in a foreign country. The requirements for
petitions are described in 37 CFR 5.4 and 5.5. The law
also provides that if an appeal is necessary, it may be tak-
en to the Secretary of Commerce under the provision of
37 CFR 5.8. Any petition or appeal should be addressed
to the Commissioner of Patents and Trademarks, Atten-
tion: Licensing and Review, Washington, D.C. 20231.

IMPROPER OR INADVERTENT DISCLOSURE

If, prior to or after the issuance of the Secrecy Order,
any significant part of the subject matter or material in-
formation relevant to the application has been or is
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revealed to any U.S. citizen in the United States, the
principals must promptly inform such person of the Se-
crecy Order and the penalties for improper disclosure. If
such part of the subject matter was or is disclosed to any
person in a foreign country or foreign national in the
U.S,, the principals must not inform such person of the
Secrecy Order, but instead must promptly furnish to the
Commissioner of Patents and Trademarks, Patent and
Trademark Office, Attention: Licensing and Review
Washington, D.C. 20231 the following information to the
extent not already furnished: date of disclosure; name
and address of the disclosee; identification of such sub-
ject matter; and any authorization by a U.S. government
agency to export such subject matter. If the subject mat-
ter is included in any foreign patent application or pat-
ent, this should be identified.

EXPIRATION

Under the provision of 35 U.S.C. 181, a Secrecy Or-
der remains in effect for a period of 1 year from its date
of issuance. A Secrecy Order may be renewed for addi-
tional periods of not more than 1 year upon notice by a
government agency that the national interest so re-
quires. The applicant is notified of any such renewal.

The expiration of or failure to renew a Secrecy Order
does not lessen in any way the responsibility of the princi-
pals for the security of the subject matter if it is subject to
the provisions of Executive Order 12356 or the Atomic
Energy Act of 1954, as amended, 42 U.S.C. 141 et. seq.
and 42 U.S.C. 2181 et. seq. or other applicable law unless
the principals have been expressly notified that the sub-
ject patent application has been declassified by the prop-
er authorities and the security markings have been au-
thorized to be canceled or removed.

121 Handling of Applications and Other Papers
Bearing Security Markings

Under Executive Order for National Security Infor-
mation (Executive Order 12356, 47 Federal Register,
Number 66 page 14875 et seq., April 12, 1982) standards
are prescribed for the marking, handling, and care of of-
ficial information which requires safeguarding in the in-
terest of security.

Papers marked as prescribed in the Executive Order,
and showing that such marking is applied by, or at the di-
rection of, a. government agency, are accepted in patent
applications. All applications or papers in the Patent and
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Trademark Office bearing words such as “Secret” or
“Confidential” must be promptly referred to Group 220

_ for clarification or security treatment. Under no circum-

stances can any such application, drawing, exhibit, or
other paper be placed in public records, such as the pat-
ented files, until all security markings have been consid-
ered and declassified or otherwise explained. ’

Authorized security markings may be placed on the
patent application drawings when filed provided that
such markings are outside the illustrations and that they
are removed when the material is declassified, 37 CFR
1.84(v).

130 Examination of Secrecy Order Cases
[R-2]

All applications in which a Secrecy Order has been
imposed are examined in Group *>2200<. If the Order
is imposed subsequent to the docketing of an application
in another group, the application will be transferred to
Group *>2200<.

Secrecy Order cases are examined for patentability
as in other cases, but may not be passed to issue; nor will
an interference be declared where one or more of the
conflicting cases is classified or under Secrecy Order. See
MPEP § 2309.06. When requested to do so, by examin-
ers outside * Group *>2200<, examiners in Group
*>2200< will conduct the interference searches of those
interference files containing briefcards from classified or
Secrecy Order cases.

In case of a final rejection, while such action must be
properly responded to, and an appeal, if filed, must be
completed by the applicant to prevent abandonment,
such appeal will not be set for hearing by the Board of
Patent Appeals and Interference until the Secrecy Order
is removed, unless specifically ordered by the Commis-
sioner.

When a Secrecy Order case is in condition for allow-
ance, a notice of allowability (Form D —10) is issued, thus
closing the prosecution. Any amendments received
thereafter are not entered or responded to until such
time as the Secrecy Order is rescinded. At such time,
amendments which are free from objection will be en-
tered; otherwise they are denied entry.

Due to the additional administrative burdens associ-
ated with handling papers in Secrecy Order cases, the full
statutory period for response will ordinarily be set for all
Office actions issued on such cases.
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Sometimes applications bearing security markings
but no Secrecy Order come up for examination. In this
case, the examiner should require the applicant to seek
imposition of a Secrecy Order or authority to cancel the
markings. This should preferably be done with the first
action and, in any event, prior to final disposition of the
application.

140 Foreign Filing Licenses [R—2]

35 U.S.C. 184.Filing of application in foreign country

Except when authorized by a license obtained from the Commis-
sioner a person shall not file or cause or authorize to be filed in any
foreign country prior to six months after filing in the United States an
application for patent or for the registration of a utility model, industrial
design, or model in respect of an invention made in this country. A
license shall not be granted with respect to an invention subject to an
order issued by the Commissioner pursuant to section 181 of this title
without the concurrence of the head of the ** departments and the chief
officers of the agencies who caused the order to be issued. The license
may be granted retroactively where an application has been filed abroad
through error and without deceptive intent and the application does not
disclose an invention within the scope of section 181 of this title.

The term “application” when used in this chapter includes applica-
tions and any modifications, amendments, or supplements thereto, or
divisions thereof. i

The scope of a license shall permit subsequent modifications,
amendments, and supplements containing additional subject matter if
the application upon which the request for the license is based is not, or
was not, required to be made available for inspection under section 181
of this title and if such modifications, amendments, and supplements do
notchangethegeneralnatureoftheinventioninamannerwhichwould
require such application to be made available for inspection under
such section 181. In any case in which a license is not, or was not,
requiredinorder to file an application in any foreign country, such
subsequent modifications, amendments, and supplements may be
made,withoutalicense,totheapplicationfiledintheforeigncountry
iftheUnitedStatesapplicationwasnotrequiredtobemadeavailable
forinspection undersection 181 and if such modifications, amend-
ments,andsupplementsdonot,ordidnot,changethegeneral nature
ofthe invention in amanner whichwould require the United States
application to have been made available for inspection under such
section 181.

35U.S.C. 185. Patent barred for filing without licznse

Notwithstandinganyotherprovisionsoflaw anyperson,andhis
successors, assigns, or legal representatives, shall not reccive a
UnitedStatespatentforaninventionifthatperson,orhissuccessors,
assigns,orlegal representativesshall, withoutprocuringthelicense
prescribed insection 184 of thistitle, have made, or consented toor
assisted another’s making, application in a foreign country for a
patentorfortheregistration of autilitymodel, industrial design, or
model in respect of the invention. A United States patent issued to
suchaperson,hissuccessors,assigns,orlegalrepresentativesshallbe
invalid, unless the failure to procure such ficense was through error
andwithoutdeceptiveintent,andthepatentdoesnotdisclosesubject
matter within the scope of section 181 of this title.
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35U.S.C. 186. Penalty

Whoever, during the period or periodsoftime aninvention has
been ordered to be kept secret and the grant of a patent thereon

- withheldpursuanttosection181ofthistitle,shall,withknowledgeof

such order and without due authorization, willfully publish or
discloseorauthorize orcause tobe publishedordisclosed theinven-
tion, or material information with respect thereto, or whoever
willfully,inviolationoftheprovisionsofsection184 ofthistitle,shall
file or cause or authorize to be filed in any foreign country an
application for patent or for the registration of a utility model,
industrial design, or model in respect of any invention made in the
UnitedStates,shall,uponconviction,befinednotmorethan$10,000
or imprisoned for not more than two years, or both.

The amendments made to 35 U.S.C. 184, 185, and
186 by Public Law 100—418 apply to all United States
patents granted before, on, or after August 23, 1988, to
all applications for United States patents pending on or
filed after August 23, 1988, and to all licenses under 35
U.S.C. 184 granted before, on, or after August 23, 1988.

More specifically, paragraphs (c) and (d) of section
9101 of Public Law 100418 read as follows:

“Sec. 9101. INCREASED EFFECTIVENESS OF PATENT LAW

L1223

(c) REGULATIONS.—— The Commissioner of Patents and
‘Trademarks shall prescribe such regulations as may be necessary to
implement the amendments made by this section.

(d) EFFECTIVEDATE.- - (1) Subject toparagraphs(2),(3),and
(4) of this subsection, the amendments made by this section shall apply to all
United States patents granted before, on, or after the date of enactment of
this section, to all applications for United States patents pending on or filed
after such date of enactment, and to all licenses under section 184 granted
before, on, or after the date of enactment of this section.

(2) The amendments made by this section shall not affect any final
decision made by a court or the Patent and Trademark Office before the date
of enactment of this section with respect to a patent or application for patent,
if no appeal from such decision is pending and the time for filing an appeal
has expired. .

(3) No United States patent granted before the date of enactment
of this section shall abridge or affect the right of any person or his
successors in business who made, purchased, or used, prior to such date
of enactment, anything protected by the patent, to continue the use of, or
sell to others to be used or sold, the specific thing so made, purchased, or
used, if the patent claims were iavalid or otherwise unenforceable on a
ground obviated bythis section and the person made, purchased, or used
the specific thing in reasonable reliance on such invalidity or unenforce-
ability. If a person reasonably relied on such invalidity or unenforceabil-
ity, the court before which such matter is in question may provide for the
continued manufacture, use, or sale of the thing made, purchased, or
used as specified, or for the manufacture, use, orsale of which substantial
preparation was made before the date of enactment of thissection, and it
may also provide for the continued practice of any process practiced, or
for the practice of which substantial preparation was made, prior to the
date of enactment of this section, to the extent and under such terms as
the court deems equitable for the protection of investments made or
business commenced before such date of enactment.
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(4) The amendments made by this section shall not affect the right
of any party in any case pending in court on the date of enactment of this
section to have its rights or liabilities ——

(A) under any patent before the court, or

(B) underany patent granted after such date of enactment which
is related to the patent before the court by deriving priority right under
section 120 or 121 of title 35, United States Code, from a patent or an
application for patent common toboth patents, determined on the basis
of the substantive law in effect before the date of enactment of this
section.”

35 US.C. 187. Nonapplicability to certain persons

The prohibitions and penalties of this chapter shall not apply to any
officer or agent of the United States acting within the scope of his
authority, nor to any person acting upon his written instructions or
permission.

35 US.C. 188. Rules and regulations, delegation of power

The Atomic Energy Commission, the Secretary of a defense
department, the chief officer of any department or agency of the
Government designated by the President as a defense agency of the
United States, and the Secretary of Commerce, may separately issue
rules and regulations to enable the respective department or agency to
carry out the provisions of this chapter, and may delegate any power
conferred by this chapter.

37 CFR 5.11. License for filing in a foreign country an application
on an invention made in the United States or for transmitting an
intemational applicati

(a) A license from the Commissioner of Patents and Trademarks
under 35 U.S.C. 184 is required before filing any application for patent
including any modifications, amendments, or supplements thereto or
divisions thereof or for the registration of a utility model, industrial
design, or model, in a foreign patent office or any foreign patent agency
or any international agency other than the United States Receiving
Office, if the invention was made in the United States and:

(1) An application on the invention has been filed in the United
States less than six months prior to the date onwhich the application is to
be filed, or

{2) Noapplicationontheinventionhasbeenfiledinthe United
States.

(b) Thelicense from the Commissionerof Patents and Trademarks
referred to in paragraph (a) would also authorize the export of technical
data abroad for purposes related for purposes relating to the prepara-
tion, filing or possible filing and prosecution of a foreign patent
applicationwithoutseparately complying with the regulationscontained
in 22 CFR Parts 121 — 130 (International Traffic in Arms Regulationsof
the Department of State), 15 CFR Part 379 (Regulations of the Office of
Export Administration, International Trade Administration, Depart-
ment of Commerce) and 10 CFR Past 810 (Foreign Atomic Energy
Programs of the Department of Energy).

(¢) Wheretechnicaldataintheformofapatentapplication,orin
anyform, isbeingesportedfor purposesrelated to the preparation,
fiting or possible filing and prosecution of a foreign patent applica-
tion, without the license from the Commissioner of Patents and
Trademarksreferred toinparagraphs(a) or(b)ofthissection,oron
an invention not made in the United States, the export regulations
containedin22 CFR Parts 121 through 130(International Trafficin
Arms Regulations of the Department of State), 15 CFR Part 379
(Regulations of the Office of Export Administration, International
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Trade Administration, Department of Commerce) and 10CFR Part810

(Foreign Atomic Energy Programs of the Department of Energy) must
be complied with unless alicense is not required because a United States

. application was on file at the time of the export for at least six.months

without a secrecy order under § 5.2 being placed thereon. The term
exported means export as itis definéd in 22 CFR Parts 121 through 130,
15 CFR Part 379.and 10 CFR Part 810.

(d) If a secrecy order has been issued under § 5.2, an application
cannot be exported to, or filed in, a foreign-country (including an
international agency in a foreign country), except in accordance with
§55. .
(e) Nolicense pursuant to paragraph (a) of thissection is required:

(1) If the invention was not made in the United States, or
(2) Ifthecorresponding United States applicationis notsubject to
asecrecy order under § 5.2, and was filed at least six months prior to the
date on which the application is filed in a foreign country , or
(3) Forsubsequent modifications, amendments and supplements
containing additional subject matter to, or divisions of, a foreign patent
application if:
(i) alicense is not, or was not, required under paragraph (¢){2) of
this section for the foreign patent application;
(i) the corresponding United Statesapplicationwasnot required
to be made available for inspection under 35 U.S. C. 181 and § 5.1; and
(iiii) suchmodifications, amendments, andsupplements do not, or
did not, change the general nature of the invention in a manner which
wouldrequire any corresponding United States application tobe or have
been available for inspection under 35 U.S.C. 181 and § 5.1.

(f) A license pursuant to paragraph (a) of this section can be
revoked at any time upon written notification by the Patent and
Trademark Office. An authorization to file a foreign patent application
resulting from the passage of six months from the date of filing of a
United States patent application may be revoked by the imposition of a
secrecy order.

37 CFR 5.12. Petition for license.

(a) Filing of an application for patent for inventions made in the
United States will be considered to include a petition for license under 35
US.C. 184 for the subject matter of the application. The filing receipt will
indicate if a license is granted. If the initial automatic petition is not granted, a
subsequent petition may be filed under paragraph (b) of this section.

(b) Petitions for license should be presented inletter formand must
includethe required fee (§ 1.17(h)). Ifexpedited handlingof the petition
is also sought, the petitioner’s address, and full instructions for delivery
of the requested license when it is to be delivered to other than the
petitioner.

37 CFR 5.13. Petition for license; no corresponding application.

If no corresponding national or international application has been
filed in the United States, the petition for license under § 5.12(b) must be
accompanied by the required fee (§ 1.17(h)), if expedited handling is
sought of the petition, and a fegible copy of the material upon which
license is desired. This copy will be retained as a measure of the license
granted. For assistance in the identification of the subject matter of each
ficense so issued, it is suggested that the petition be submitted in
duplicate and provide a title and other description of the material, The
duplicate copy of the petition will be returned with the license or other
action on the petition.
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37 CFR 5.14. Petition forlicense; corresponding U.S. application.

(a) Where there is a corresponding United States application on
file, a petition for license under § 5.12(b) must include the required fee
(§1.17(h)), ifexpedited handling of the petitionis also sought ,and must
identify this application by serial number, filing date, inventor, and title,
and a copy of the material upon which the license is desired is not
required. The subject matter licensed will be measured by the disclosure
of the United States application. Where the title is not descriptive, and
the subject matter is clearly of no interest from a security standpoint,
time may be saved by a short statement in the petition as to the nature of
the invention.

(b) Two or more United States applications should not be referred to in
the same petition for license unless they are to be combined in the foreign or
international application, in which event the petition should so state and the
identification of each United States application should be in scparate
paragraphs.

(c) Where the application to be filed or exported abroad contains
matter not disclosed in the United States application or applications,
including the case where the combining of two or more United States
applications introduces subject matter not disclosed in any of them, a
copy of the application as it is to be filed in the foreign country or
international application which is to be transmitted to a foreign
international or national agency for filing in the Receiving Office, must
be furnished with the petition. If, however, all new matter in the foreign
or international application to be filed is readily identifiable, the new
matter may be submitted in detail and the remainder by reference to the
pertinent United States application or applications.

37 CFR 5.15. Scope of license.

(a) Applicationsorothermaterialsreviewedpursuantto§5.12
through § 5.14, which were not required to be made avaifable for
inspectionbydefenseagenciesunder35U.S.C.181and §5.1, willbe
eligible for a license of the scope provided in this paragraph. This
licensepermitssubsequentmodifications,amendments,andsupple-
ments containing additional subject matter to, or divisions of, a
foreign patentapplication, if suchchangestothe applicationdonot
alter the general nature of the invention in a manner which would
requiretheUnitedStatesapplicationtohavebeenmadeavailablefor
inspectionunder35U.5.C.181and§5.1. Thislicensealsocoversthe
inventionsdisclosedinforeignapplicationswhichhadbeengranteda
license under this part prior to April 4, 1984, and which were not
subjecttosecurityinspectionunder35U.S.C.181and§5.1. Grantof
this license authorizes the export and filing of an application ina
foreigncountryorthetransmittingofaninternationalapplicationto
any foreign patent agency or international patent agency whea the
subject matter of the foreign or international application corresponds
to that of the domestic application. This license includes authority:

(1) Toexportandfileall duplicate and formal application papersin
foreign countries or with intcrnational agencies;

(2) ‘Tomakeamendments, modificationsandsupplements, includ-
ing divisions, changes or supporting matter consisting of the ilfustration,
exemplification, comparison, or explanation of subject matter disclosed
in the application; and

(3) To take any action in the prosccution of the foreign or
international application provided that the adding of subject matter or
taking of any action under paragraphs (a)(1) and (2) of thissection which
does not change the general nature of the invention disclosed in the
application in a manncr which would require such application to have
been made avaifable for inspection under 35 U.S.C. 181 and § 5.1 by
including technical data pertaining to:
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(i) Defense services or articles designated in the United States
Munitions List applicable at the time of foreign filing, the unlicensed
exportation of which is prohibited pursuant to the Arms Export Control

- Act, as amended, and 22 CFR Parts 121 through 130;.or

(ii) Restricted Data, sensitive nuclear technology or technology useful
in the production or utilization of special nuclear material or atomic energy,
the dissemination of which is subject to restrictions of the Atomic Energy Act
of 1954, as amended, and the Nuclear Non—Proliferation Act of 1978, as
implemented by the regulations for Unclassified Activities in Foreign Atomic
Energy Programs, 10 CFR 810, in effect at the time of foreign filing.

(b)Applicationsorother materialswhich were requiredtobe made
available for inspection under 35U.S.C. 181 and § 5.1 will be eligible fora
license of the scope provided in this paragraph. Grant of this license
authorizes the export and fifing of an application in a foreign country or
the transmitting of an international application to any foreign patent
agency or international patent agency. Further, this license includes
authority to export and file all duplicate and formal papers in foreign
countries or with foreign and international patent agencies and to make
amendments, modifications, and supplements to, file divisions of, and
take any action in the prosecution of the foreign or international
application, provided subject matter additional to that covered by the
license is not involved.

(¢) Alicensegrantedunder§5.12(b)pursuantto§5.130r§5.14
shallhavethescopeindicatedinparagraph(a)ofthissection,ifitisso
specifiedinthelicense. Apetition,accompaniedbytherequiredfee
(§ 1.17(h)), may also be filed to change a license having the scope
indicatedinparagraph (b)ofthissectiontoalicensehavingthescope
indicated in paragraph (a) of this section. No such petition will be
granted if the copy of the material filed pursuant to  § 5.13 or any
corresponding United States application was required to be made available
for inspection under 35 U.S.C. 181 and § 5.1. The change in the scope of a
license will be effective as of the date of the grant of the petition.

(d) Inthose cases in which no license is required tofile the foreign
application or transmit the international application, no license is
required to file papers in connection with the prosecution of the foreign
or international application not involving the disclosure of additional
subject matter.

(e) Any paper filed abroad or transmitted to an international
patent agency following the filing of a foreign or international applica-
tion which changes the general nature of the subject matter disclosed at
the time of filing in a manner which would require such application to
have been made available for inspectionunder35U.S.C.181and § 5.1 or
which involves the disclosure of subject matter listed in paragraphs
(a)(3)(i) or (ii) of this section must be separately licensed in the same
manner as a foreign or international application. Further, if no license
has been granted under § 5.12(a) on filing the corresponding United
Statesapplication, any paper filed abroad orwith an international patent
agencywhichinvolvesthedisclosure of additionalsubject matter must be
licensed in the same manner as a foreign or international application.

(f) Licenses separately granted in connection with two or more
United States applications may be exercised by combiningordividing the
disclosures, as desired, provided:

(1) Subject matterwhich changes the general nature of the subject
matter disclosed at the time of filing or which involves subject matter
listed in paragraphs (a)(3)(i) or (ii) of this scction is not introduced, and

(2) In the case where at least one of the licenses was obtained
under § 5.12(b), additional subject matter is not introduced.
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(g) Alicense does not apply to acts done before the license was
granted. See § 5.25 for petitions for retroactive licenses.

37 CFR 5.16.  Effect of secrecy order.

Any license obtained under 35 U.S.C. 184 isineffective if the subject
matter isunderasecrecy order,andasecrecyorder prohibits the exercise
of or any further action under the license unless separately specifically
authorized by a madification of the secrecy order in accordance with
§5.5.

37 CFR 5.17. Who may use license.

Licenses may be used by anyone interested in the export, foreign
filing, or international transmittal for or on behalf of the inventor or the
inventor ’s assigns.

37 CFR5.18. Arms, ammunition, and implements of war.

(a) Theexportationoftechnical datarelating toarms,ammunition,
and implements of war generally is subject to the International Traffic in
Arms Regulations of the Department of State (22 CFR Parts 121
through 128); the articles designated as arms, ammunition, and imple-
ments of war are enumerated in the U.S. Munitions List, 22 CFR 121.01.
However, if a patent applicant complies with regulations issued by the
Commissioner of Patents and Trademarks under 35 U.S.C. 184, no
separate approval from the Department of State is required unless the
applicant seeks to export technical data exceeding that used to support a
patent application in a foreign country. This exemption from Depart-
ment of State regulations is applicabie regardless of whether a license
from the Commissioner is required by the provisions of §§ 5.11 and 5.15
(22 CFR 125.04(b), 125.20(b)).

{b) When a patent application containing subject matter on the
Munitions List (22 CFR 121.01) is subject to a secrecy order under § 5.2
and a petition ismade under § 5.5 for a modification of the secrecy order
topermitfilingabroad, a separate request to the Department of State for
authoriiy to export classified information is not required (22 CFR
125.05(d)).

37 CFR 5.19.  Export of technical data.

(a)Under reguiations (15 CFR 770.10(j)) established by the U.S.
Depaitment of Commerce, Bureau of Export Administration, Office of
Export Licensing, a validated exportlicense isnotrequiredinanycase to
file a patent application or part thereof in a foreign country if the
foreignfilingisinaccordancewiththe regulations(37 CFR 5.11 through
5.33) of the Patent and Trademark Office.

(b) A validated export license is not required for data contained in a
patent application prepared wholly from foreign—origin technical data
where such application is being sent to the foreign inventor to be executed
and returnied to the United States for subsequent filing in the U.S, Patent and
Trademark Office (15 CFR 379.3(c)).

(c) Inquiries concerning the export control regulations for the
foreignfilingoftechnical dataother than patent applications should be
riade to the Office of Export Administration, International Trade Adminis-
tration, Department of Commerce, Washington, D.C. 20230.

[45 FR 72654, Now. 3, 1980, para. (a) revised, 58 FR 54504, Oct. 22,
1993, effective Jan 3, 1994]

37 CFR 5.20.  Export of technical data relating to sensitive

nuclear technology.

(a) Under regulations (10 CFR 810.7) established by the United
States Department of Energy, an application filed in accordance with the
regulations (37 CFR 5,11 through 5.33) of the United States Patent and
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Trademark Office and eligible for foreign filing under 35U.S.C. 184, is
considered to be information available to the public in published form
andagenerallyauthorizedactivity for the purposes of the Department of

(b) Inquiriesconcerning the expoft of sensitive nuclear technology
other than related to the filing or prosecution of a foreign patent
application should be made to the Attention: Secretary, United States
Department of Energy, Office of International Security Affairs, Wash-
ington, D.C. 20858,

37 CFR5.25.  Petition for retroactive license
(a) A petition for a retroactive license under 35 U.S.C. 184 shall be
presented in accordance with § 5.13 or § 5.14(a), and shall include:
(1) A listing of each of the foreign countries in which the
unlicensed patent application material was filed.
(2) The dates on which the material was filed in each country,
(3) A verified statement (oath or declaration) containing:

(i) An averment that the subject matter in question was not
under a secrecy order at the time it was filed abroad, and that it is not
currently under a secrecy order,

(i) A showing that the license has been diligently sought after
discovery of the proscribed foreign filing, and

(iii) An explanation of why the material was filed abroad through
ersor and without deceptive intent without the required license under
§ 5.11 first having been obtained, and

(4) The required fee (§ 1.17(h)).

The above explanation must include a showing of facts rather thana
mere allegation of action through error and without deceptive intent.
The showing of facts as to the nature of the error should include
statements by those persons having personal knowledge of the acts
regarding filing in a foreign country and should be accompanied by
copies of any necessary supporting documents such as letters of
transmittal or instructions for filing. The acts which are alleged to
constitute error without deceptive intentshould cover the period leading
up to and including each of the proscribed foreign filings.

{b) Ifa petition for a retroactive license is denied, a time period of
not less than thirty days shall be set, during which the petition may be
renewed. Failure to renew the petition within the set time period will
result in a final denial of the petition. A final denial of a petition stands
unless a petition is filed under § 1.181 within two months of the date of
the denial. If the petition for a retroactive license is denied with respect
to the invention of a pending application and no petition under § 1.181
hasbeenfiled, a final rejection of the applicationunder35U.S.C. 185 will
be made.

(c) The granting of a retroactive license does not excuse any
violation of the export regulations contained in 22 CFR Parts 121
through 130 (International Traffic in Arms Regulations of the Depart-
ment of State), 15 CFR Part 379 (Regulations of Office of Export
Administration, International Trade Administration, Department of
Commerce) and 16 CFR Part 810 (Foreign Atomic Energy Programs of
the Department of Energy) which may have occurred because of failure
to obtain an appropriate license prior to export.

GENERAL

37 CFR 5.31.  Effect of modification, rescission or license.

Any consent, rescission or license under the provisions of this part
does not lessen the responsibilities of the principals in respect to any
Government contract or the requirements of any other Government
agency.
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37 CFR 5.32.  Papers in English language.

All papers submitted in connection with petitions must be in the
English language, or be accompanied by an English translation and a
translator’s certificate as to the true, faithful and exact character of the
translation.

37 CFR 5.33.  Correspondence.

Allcorrespondence in connection with thispart, including petitions,
should be addressed to Commissioner of Patents and Trademarks
(Attention Licensing and Review), Washington, D.C. 20231.

In the interests of national security, the United States
government imposes restrictions on the export of techni-
cal information. These restrictions are administered by
the Departments of Commerce, State, and/or Energy
depending on the subject matter involved. For the filing
of patent applications in foreign countries, the authority
for export control has been delegated to the Commis-
sioner of Patents and Trademarks.

There are two ways in which permission to file a pat-
ent application abroad may be obtained: either a peti-
tion for a foreign filing license may be granted (37 CFR
5.12) or an applicant may wait 6 months after filing a pat-
ent application in the PTO (35 U.S.C. 184) at which time
a license on that subject matter is no longer required as
long as no Secrecy Order has been imposed (37 CFR
5.11(e)(2)).

There are several means by which a foreign filing li-
cense may be issued. First, every U.S. origin application
filed in the PTQ is considered to include an implicit peti-
tion for a foreign filing license. The grant of a license is
not immediate or even ensured. If the application is not
marked by the security screeners, the petition is granted.
This is indicated to the applicant by the presence on the
filing receipt of the phrase “Foreign Filing License
Granted” and a date. The license becomes effective on
the date shown. Further, grant of this license is made of
record in the application file by means of a similar nota-
tion on the file jacket of the application below the “For-
eign/PCT Applications” data. The scope of this license is
quite broad as set forth in 37 CFR 5.15(a).

Explicit petitions for foreign filing licenses will also
be accepted in accordance with 37 CFR 5.12(b). Appli-
cants may be interested in such petitions in cases (1) in
which the filing receipt license is not granted or (2) in
which the filing receipt has not yet been issued (37 CFR
5.14(a) or (b)) or (3) in which there is no corresponding
U.S. application (37 CFR 5.13) or (4) in which subject
matter additional to that already licensed is sought to be
licensed (37 CFR 5.14(c) and 5.15(e}) or (5) in which ex-

100 - 19

N _ 140
pedited handling is requested. The scope of any license
granted on these petitions is indicated on the license. If

. applicants desire expedited processing (turn around

time of 3 business days or less starting with the date of
receipt of the petition in Licensing and Review) or, if the
petition covers subject matter corresponding to a U.S.
application in which the filing receipt has not yet been is-
sued, a fee is charged (See 37 CFR 1.17(h)). There is no
fee for other petitions under 37 CFR 5.12(b).

Petitions under 37 CFR 5.14(a) or (b) as well as any
license granted on the petition are given paper numbers
and endorsed on the file wrapper. Petitions under
37 CFR 5.14(c) are not ordinarily made of record in the
file.

Applicants granted a license under 37 CFR 5.12(b)
having the relatively narrow scope indicated in 37 CFR
5.15(b) may petition under 37 CFR 5.15(c) to convert the
license to the broad scope of 37 CFR 5.15(a). A fee is
charged for such a petition (see 37 CFR 1.17(h)). If the
petition is granted, the change in the scope of the license
is effective as of that day.

Finally, a retroactive license may be sought if an unli-
censed foreign filing has occurred through error and
without deceptive intent. However, the requirements of
37 CFR 5.25 must be fulfilled in order for such a petition
to be granted. Note that licenses under 37 CFR 5.25 are
only made retroactive with respect to specific acts of for-
eign filing, and therefore the countries, the actual dates
of filing and the establishing of the nature of the error
must be provided for each act of proscribed foreign filing
for which a retroactive license is sought. Also, the re-
quired verified statement must be in oath or declaration
form.

Upon written notification from the Patent and Trade-
mark Office, any foreign filing license required by
37 CFR 5.11(a) may be revoked. Ordinarily, revocation
indicates that additional review of the licensed subjcct
matter revealed the need for referral of the application
to the appropriate defense agencies. Revocation of a fil-
ing receipt license (37 CFR 5.12(a)) does not necessarily
mean that a petition under 37 CFR 5.12(b) for a license
of narrower scope will not be granted. The revocation
becomes effective on the date on which the notice
is mailed. Foreign filings which occurred prior to
revocation need not be abandoned or otherwise
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specially treated; however, additional filings without a li-
cense are not permitted unless 6 months have elapsed
from the filing of any corresponding U.S. application.
Papers and other documents needed in support of pro-
secution of foreign applications may be sent abroad if
they comply with any pertinent export regulations. Of
course, if and once a Secrecy Order is issued, the restric-
tions thereof must immediately be observed.

Only the imposition of a Secrecy Order will cause re-
vocation of the authority which arises from 35 U.S.C. 184
to file a foreign patent application 6 months or later after
the date of filing of a corresponding U.S. patent applica-
tion.

The penaltics for failing to obtain any necessary li-
cense to file a patent application abroad are set forth in
35U.8.C. 182,35 U.S.C. 185, and 35 U.S.C. 186 and in-
clude loss of patenting rights in addition to possible fine
or imprisonment.

150 Statements to DOE and NASA

37 CFR 1.14. Patent applications preserved in secrecy

GEEBY

() Applications for patents which disclose or which appear to
disclose, or which purport to disclose, inventions or discoveries relating
to atomic energy are reported to the Department of Energy, which
Department will be given access to such applications, but such reporting
does not constitute a determination that the subject matter of each
application so reported is in fact useful or an invention or discovery or
that such application in fact discloses subject matter in categories
specified by sections 151(c) and 151(d) of the Atomic Energy Act of
1954, 68 Stat, 919; 42 U.S.C. 2181(c) and (d).

L2 22 1

Title 42 United States Code, Section 2182 reads in
part:

Nopatent for any invention or discovery, useful in the production or
utilization of special nucfear material or atomic cnergy, shall be issued
unless the applicant fifes with the application, or within thirty days after
request therefor by the Commissioner of Patents {unless the Commis-
sion advises the Commissioner of Patents that its rights have been
determined and that accordingly no statement is necessary) a statement
under oath setting forth the full facts surrounding the making or
conceptionofthe invention or discovery described in the application and
whether the invention or discovery was made or conceived in the course
of or under any contract, subcontract, or arrangement eniered into with
or for the benefit of the Commission, regardless of whether the contract,
subcontract, or arrangement involved the expenditure of funds by the
Commission, The Commissioner of Patents shall as soon as the
application is otherwise in condition for allowance forward copies of the
application and the statement to the Commission.

Rev. 2, July 1996

Similarly, 42 U.S.C. 2457 provides in part:

(c) Patent application. No patent may be issued to any applicant
other than the Administrator for any.invention which appears to the
Commissioner of Patents to have significant utility in the conduct of
aeronautical and space activities unless the applicant files with the
Commissioner, with the application or within thirty days after request
therefor by the Commissioner, a written statement executed under oath
setting forth the full facts concerningthe circumstancesunder whichsuch
invention was made andstating the relationship (ifany) of suchinvention
to the performance of any work under any contract of the Administra-
tion. Copies of each statement and application to which it refates shallbe
transmitted forthwith by the Commissioner to the Administrator.

Property rights statements to DOE or NASA may be
filed at any time but should be updated if necessary to ac-
curately reflect property rights at the time the applica-
tion is allowed.

Shortly after filing, an informal request for a property
rights statement will be mailed to those applicants whose
applications have been marked by the security screeners
as being of interest to DOE or NASA. While no formal
time period is set, a response by applicants within 45 days
will expedite processing. If the statement submitted dur-
ing this period is defective, another letter is sent from Li-
censing and Review detailing the deficiencies and giving
applicant another opportunity to respond during this pe-
riod of informal correspondence.

If no response to the initial so called 45—Day Letter
is received or if repeated efforts to correct a defective
statement evidence an absence of cooperation on the
part of the applicant, a formal request for a statement in
accordance with the statutes will be made. A 30—day
statutory period for response is then set. There is ro pro-
vision for an extension of this time period. If no proper
and timely statement is received, the application will be
held abandoned and the applicant so notified. Such
applications may be revived under the provisions of
35U.S.C. 137, In re Rutan, 231 USPQ 864 (Comm’r. Pat.
1986).

Any papers pertaining to property rights under sec-
tion 152 of the Atomic Energy Act, 42 U.S.C. 2182,
(DOE), or section 305(c) or the National Aeronautics
and Space Act, 42 U.S.C. 2457, (NASA), that have not
been associated with the application file, or have not
been made of record in the file and processed by the Li-
censing and Review section, must be sent to the Licens-
ing and Review section immediately.
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151 Content of the Statements

The law requires the statement to set forth “the full
facts” surrounding the conception and making of the in-
vention. These facts should include those which are
unique to that invention. The use of form paragraphs or
printed forms which set forth only broad generalized
statements of fact is not ordinarily regarded as meeting
the requirements of these statutes.

The word “applicant” in both of these statutes has
been construed to mean the inventor or joint inventors in
person. Accordingly, in the ordinary situation, the state-
ments must be signed by the inventor or the joint inven-
tors, if available, This construction is consistent with the
fact that no other person could normally be more knowl-
edgeable of the “full facts concerning the circumstances
under which such invention was made,” (42 U.S.C. 2457)
or, “full facts surrounding the making or conception of
the invention or discovery” (42 U.S.C. 2182). If a peti-
tion under 37 CFR 1.48 for correction of inventorship is
granted during pendency of an application in which a
property rights statement has been filed, a supplemental
statement executed by any added inventor(s) is required
and should promptly be filed with the Licensing and Re-
view section.

In instances where an applicant does not have first-
hand knowledge whether the invention involved work
under any contract, subcontract, or arrangement with or
for the benefit of the Atomic Energy Commission, or had
any relationship to any work under any contract of the
National Aeronautics and Space Administration, and in-
cludes in his statement information of this nature de-
rived from others, his or her statement should identify
the source of his or her information. Alternatively, the
statement by the applicant could be accompanied by a
supplemental declaration or oath, as to the contractual
matters, by the assignee or other person; e.g., an em-
ployee thereof, who has the requisite knowledge.

When an applicant is deceased or incompetent, or
where it is shown to the satisfaction of this Office that he
or she refuses to furnish a statement or cannot be
reached after diligent efforts, declarations or statements
under oath setting forth the information required by the
statutes may be accepted from an officer or employee of
the assignee who has sufficient knowledge of the facts.
The offer of such substitute statements should be based
on the actual unavailability of or refusal by the applicant,
rather than mere inconvenience. Where it is shown that
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one of the joint inventors is deceased or unavailable, a
statement by all of the other inventor(s) may be accept-

ced. . - :

The following is an acceptable format for statements
to DOE or NASA assuming that no government funds or
other considerations were involved in the making or con-
ception of the invention. It is important, however, that
the information previded in the statement be an accu-
rate reflection of the fact situation at the time the state-
ment is made. While the sample below is in the form of a
declaration, a sworn oath is equally acceptable.

Note that the statement must be in the form of an
oath or declaration. Further note that the statement
must be signed by all the inventors. See also the notice
published in 914 O.G. 1 for further information.

citizens of
declare: That I (we) made and conceived the
invention described and claimed in patent application Serial Number
filed in the United States of America on

I(We) residing at

titled .
(Check and complete either I. or II. below)

L (for Inventors Employed by an Organization)

That I (we) made and conceived this invention while employed by

That the invention is related to the work I am (we are) employed to

perform and was made within the scope of my (our) employment duties;

That the invention was made during working hours and with the use

of facilities, equipment, materials, funds, information and services
of

Other relevant facts are: .
That to the best of my (our) knowledge and belief based upon
information provided by of

—OR—

IL. (For Self—Employed inventors)

That I (we)made and conceived thisinvention on my (our) own time
using only my (our) own facilities, equipment, materials, funds, informa-
tion and services.

Other relevant facts are

That to the best of my (our) knowledge and belief:

(Check I11. and/or IV. below as appropriate)

II1. The invention or discovery was not made or conceived in the
course of, or in connection with, or under the terms of any contract,
subcontract or arrangement entered into with or for the benefit of the
United States Atomic Energy Commission or its successors Energy
Research and Development Administration or the Department of
Energy.
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‘—AND/OR—~ e G
) v Thc mventlon was not made under noris there auy relatxonshlp £
" oftheinventiontothe performanccofanyworkunderanycontractof the’ fInvenW
National Aeronautlcs and Space Admu:ustratlon . Che o ‘Post Office Address

- The undersigned inventor(s) declare(s) further that all statements s EREE

made herein of his or her (their) own knowledge are true and that all :
statements made oninformation and belief are believed to be trueand © -
further that these statements were made with the kowledge thatwillful
false statements and ‘the like so made are punishable by fine or
imprisonment, or both, under Section 1001 of Title 18 of theUnited.
States Code and that such willful false statemenis may Jeopardlze the
validity of the application or any patent issuing thereon.

= Inventor’s Slg}ature
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I. INTRODUCTION AND FACTUAL BACKGROUND

This case presents a question of first impression—whether a disclosure
contained in appendices submitted with a patent application should be withdrawn
from the public as prior art under 35 U.S.C. § 102(e) due to the prior art patent’s
alleged failure to properly incorporate those appendices by reference. It should not,
particularly where the applicant’s alleged failure did not impact (1) the public notice
of those appendices, (2) ~ow the public gained access to the appendices, or (3) when
the public gained access to the appendices. Put simply, any negative consequences
that result from a purportedly flawed prosecution process underlying a prior art
patent should be imposed exclusively on the prior art patentee. The public should
not also be punished by the USPTO withdrawing a prior art disclosure and allowing
others to patent subject matter that had been previously submitted to the Office.

Petitioner advanced proposed grounds based on U.S. Patent No. 6,061,695 to
Slivka, et al. (“Slivka Patent”), citing to the Slivka Patent and to appendices
submitted with the application that issued as the Slivka Patent (“Slivka
Appendices”)—an application filed more than two years before the earliest priority
date to which the Challenged Claims could be entitled. The appendices were
submitted with the specification, claims, and drawings, indicating the applicant’s

intent for the Slivka Appendices to be a part of the Slivka Patent:
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Express Mail Label No. EM126586705US
Attorney's Ref. No. 3382-45418

ASSISTANT COMMISSIONER FOR PATENTS
Washington, D.C. 20231

Transmitted herewith for filing is the patent application of:

Inventors: Benjamin W. Slivka,Teresa Martineau, Christopher Ralph Brown,
George Pitt, Satoshi Nagajima, Sankar Ramasubtamanian, Mike
Sheldon

For: OPERATING SYSTEM SHELL WITH HYPERTEXT DESKTOP

Enclosed are:

[X] 34 pages of specification, 4 pages of claims, an abstract, an unsigned

Combined Declaration and Power of Attorney and 177 pages of appendices.
[X] 7 sheet(s) of formal drawings.

Ex. 1005 (Slivka File History), 253. Further evincing the applicant’s intent for the
appendices to be part of the patent and putting the public on notice of the appendices,
the Slivka Patent specification repeatedly describes the Slivka Appendices as
“attached” to the patent. Relevant to the grounds advanced by Petitioner, the Slivka
Appendices provide examples of HTML instructions that illustrate the concepts
described in the Slivka Patent. Those appendices did not publish as part of the Slivka
Patent due to Office procedural rules governing large appendices. Instead, they were
made publicly available in the Slivka Patent’s file history upon issuance.

Petitioner treated the Slivka Appendices as prior art pursuant to 35 U.S.C. §
102(e) as part of the “entire disclosure” of the Slivka Patent. See MPEP 2136.02
(“Under pre-AlIA 35 U.S.C. 102(e), the entire disclosure of a U.S. patent . . . can be
relied on to reject the claims.”). It is undisputed that, if they are deemed properly

incorporated by reference into the Slivka Patent, the Slivka Appendices are § 102(e)
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prior art. It is also undisputed that, even if the Office finds that the applicant failed
to properly incorporate them by reference, such a failure had no impact on the timing
or means by which the Slivka Appendices were made available to the public.

The Board concluded that the Slivka Appendices are not prior art pursuant to
§ 102(e) because they were not properly incorporated by reference. Paper 12, 7
(“Our determination is based on finding' that Petitioner’s challenge relies on
appendices (Ex. 1005, 69-245) that were not published with the *695 patent (Ex.
1004). As discussed herein, we conclude, on the record before us, that Petitioner has
insufficiently shown that the relied-upon appendices qualify as prior art under 35
U.S.C. § 102(e)[.]”). The Board’s conclusion turns critically on the language used
by the applicant to reference the Slivka Appendices. Rather than stating the
appendices were “incorporated by reference[,]” the applicant repeatedly referred to
the appendices as “attached” to the Slivka Patent. /d. at 9. From this, the Board
concluded they had not been properly incorporated by reference. /d. at 9-10 (noting
that, “[t]o incorporate material by reference, the host document must identify with
detailed particularity what specific material it incorporates|[,]” and concluding the
Slivka Appendices “were not incorporated by reference”).

The policies underlying all implicated statutes and Office rules weigh against

the Board’s conclusion. There is no question that the applicant intended the Slivka

! All emphases added unless noted otherwise.
3
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Appendices to be part of the Slivka Patent and to constitute a public disclosure of
the material contained therein. Nor is there any question that the Slivka Appendices
were in fact made available to the public at the same time and via the same means as
if they had been properly incorporated by reference. There are also no legitimate
concerns with public notice—the often-cited rationale for requiring material
incorporated by reference be identified with “detailed particularity.” Indeed, the
Slivka Appendices that were submitted as part of the application are contained
within the file history and are referred to as “attached” throughout the specification.
Further, as illustrated in the following excerpt, the Slivka Patent provides extensive
and specific detail as to how the portions of the Slivka Appendices relied upon by

Petitioner relate to and elaborate on the relevant disclosures in the Slivka Patent:

FIG. 5 illustrates an example hypertext desktop view 150
produced and displayed in the desktop display 52 (FIG. 2)
on a video screen of the computer 20 (FIG. 1) according to
the illustrated embodiment of the invention. The example
hypertext desktop view 150 is produced in the illustrated
shell 50 by processing a set of templates using the pre-
processor 60 (FIG. 2), including a “Desktop.htm™ template,
and a “Dsk 1.htm” template which are listed in the attached
Appendices A and B, respectively. As a result of this
processing, the pre-processor 60 outputs a hypertext page
consisting of a “Sfv2395.tmp” and a “Sfv15143.htm”
HTML format files which are listed in the attached Appen-
dices G and H, respectively. This synthesized hypertext page
additionally incorporates data from the HI'ML format files,
“Infopane.htm,” “news.htm,” “ticker.htm,” and “tick-
host.htm™ which are listed in the attached Appendices C
through F, respectively. The synthesized hypertext page is
parsed by the hypertext viewer 70 to generate the example
hypertext desktop view 150.






IPR2023-00939
U.S. Patent No. 8,510,407

Ex. 1004 (Slivka Patent), 18:49-67 (explaining the relevance of specific portions of
the Slivka Appendices to specific portions of the Slivka Patent) (annotated); Paper
I, 13-16 (explaining teachings from the Slivka Patent and Slivka Appendices
relevant to the proposed grounds). Accordingly, the Slivka Patent identifies with
detailed particularity how the Slivka Appendices relied upon by Petitioner are
relevant to and elaborate on specific portions of the Slivka Patent specification.
The policy rationale underlying § 102(e) dictates that prior art disclosed to the
patent office before the priority date qualifies as prior art even if it does not become
publicly available until later, ensuring that no patent is issued on material previously
submitted by another to the Office. 35 U.S.C. § 102(e)(2); Hazeltine Research, Inc.
v. Brenner, 382 U.S. 252, 255-256 (1965) (explaining that prior art is accorded the
filing date because “[t]he delays of the patent office ought not to cut down the effect
of what has been done.”). Indeed, the legislative history confirms § 102(e) is founded
on the principle that an invention’s priority is assessed as of the date of filing “for
the purpose of anticipating a subsequent inventor.” S. Rep. No. 1979, 82d Cong., 2d
Sess. 17 (1952); see also H. R. Rep. No. 1923, 82d Cong., 2d Sess. 17 (1952) (noting
that under § 102(e), “for the purpose of anticipating subsequent inventors, a patent
disclosing the subject matter speaks from the filing date of the application disclosing
the subject matter.”). Excluding the Slivka Appendices from the prior art solely

because the applicant referenced the appendices using what the Board deemed the





IPR2023-00939
U.S. Patent No. 8,510,407

wrong particularized language is directly at odds with the rationale underlying §
102(e). Any failure on the part of the applicant to use procedurally correct language
when referring to the Slivka Appendices should impact only the scope and/or
validity of the Slivka Patent. The public should not be punished by allowing others
to patent that which had already been disclosed to the Office.

II. LEGAL STANDARD

“Requests for Director Review of the Board’s decision whether to institute an
AIA trial, or decisions granting rehearing of such a decision, shall be limited to
decisions presenting (a) an abuse of discretion or (b) important issues of law or
policy.” USPTO, Revised Interim Director Review Process at 2.B, Availability of
Director Review: AIA Trial Proceedings (last modified July 25, 2023),
https://www.uspto.gov/patents/ptab/decisions/revised-interim-director-review-
process.

III. ARGUMENT

A number of statutes and Office rules are implicated by the Board’s decision.
Critically, none of the policy rationales underlying those implicated statutes and
rules align with the result of the Board’s decision. Indeed, the Board’s decision
withdraws from the public a prior art disclosure solely because the prior art applicant
purportedly used the wrong language to reference a set of appendices. This decision

fails to acknowledge that the Slivka Patent put the public on notice of the Slivka
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Appendices disclosure that was intended to be public as part of the Slivka Patent.
The decision also fails to credit the fact that the Slivka Appendices were indeed made
public at the same time and via the same means as if the applicant has stated the
appendices were “incorporated by reference,” rather than “attached.” This decision
allows others to patent that which had already been disclosed to the Office, directly
conflicting with the policy rationale underlying § 102(e).

A.  The Board’s Decision Undermines Policy Rationale of § 102(e)

Today, the Office maintains patent applications in confidence for eighteen
months after filing. 35 U.S.C. §122; 37 C.F.R. §1.211. When the application that
issued as the Slivka Patent was filed, applications were maintained confidentially
until issuance. Ex. 1018,37 C.F.R. § 1.11 (Rev. 2, July 1996), 4 (noting a patent and
its file history were made public upon issuance). But for this confidentiality policy
during which the Slivka Appendices were maintained confidentially for almost three
and a half years, they would have been made public—as the applicant intended—
upon filing. And had the Slivka application with appendices been made public upon
filing, they would have been prior art pursuant to 35 U.S.C. § 102(b), having been
filed many years before the earliest possible priority date for the Challenged Patent.

Accounting for this period of confidentiality post-filing and to ensure that the
patent system accurately recognizes the true first inventor of a given concept, §

102(e) dictates that disclosures submitted to the patent office before the priority date
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qualify as prior art even if they do not become publicly available until later. 35
U.S.C. § 102(e)(2); Hazeltine Research, 382 U.S. at 255-256 (explaining that prior
art is accorded the filing date because “[t]he delays of the patent office ought not to
cut down the effect of what has been done.”) (quoting Alexander Milburn Co. v.
Davis-Bournonville Co., 270 U.S. 390,46 S. Ct. 324, 70 L. Ed. 651 (1926)) (internal
quotations omitted). Indeed, Congress expressly codified this very rationale as §
102(e). S. Rep. No. 1979, 82d Cong., 2d Sess. 17 (1952) (explaining that § 102(e)
“is new and enacts the rule of Milburn v. Davis-Bournonville. . . for the purpose of
anticipating a subsequent inventor”). Further, the MPEP specifies that “[u]nder 35
U.S.C. §102(e), the entire disclosure of a U.S. patent having an earlier filing date .
.. can be relied on to reject the claims.” MPEP 2136.02 (emphasis added).

The rationale underlying § 102(e) strongly supports concluding that the Slivka
Appendices are prior art. They were submitted with the application well before the
priority date of the Challenged Patent and they became public (as part of the Slivka
Patent file history) after the priority date solely as a result of the Office policy that
maintains applications in confidence for a period of time post-filing. § 102(e)
ensures Office delay does not “cut down the effect of what has been done” “for the
purpose of anticipating a subsequent inventor.” Ignoring the Slivka Appendices, as
the Board’s decision did, fails to give effect to the full prior art disclosure and

permits others to recapture material that has been previously submitted to the Office
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by an earlier inventor. In doing so, the Board’s decision undermines the foundation
and purpose of § 102(e).

B. The Office’s Practical Policy Concerning Large Appendices Does
Not Justify Removing the Slivka Appendices From the Public

As a practical policy, the Office does not publish lengthy appendices with an
issued patent, but instead makes those disclosures available in a patent’s file history.
Ex. 2008, 10-12; MPEP 608.05. When the application that issued as the Slivka
Patent was filed, the MPEP expressly acknowledged “Computer Program Listings”
as a type of disclosure that is part of the patent but is not printed with the patent.
Paper 6, at 14, 25-26; Ex. 2008, 10-12. Based on logistical challenges related to
submitting such materials, the MPEP set forth specific procedures for submitting
appendices in the form of Computer Program Listings. Ex. 1017, 42793. The PTO
has since expanded the types of appendices with similar requirements. See MPEP
608.05 (imposing submission requirements for “Sequence Listing” and “Large
Tables”). The MPEP recognizes (1) that the three expressly identified types of
appendices are not exclusive, and (2) that all appendices are treated identically with
respect to publication. See MPEP 1121 (noting “[a]ppendices, other than those
containing ‘Sequence Listings’ . . . or ‘Large Tables’, are not printed if they are
contained on pages located after the claims[,]” and similarly noting that “‘Computer

Program Listing Appendices’ . . . are not printed as part of the patent”).
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But for this practical policy, the Slivka Appendices would have published as
part of the Slivka Patent, unquestionably constituting prior art pursuant to § 102(e).
This was the intent of the applicant. As noted above, the Slivka Patent specification
repeatedly refers to the appendices as “attached” to the patent and provides extensive
detail as to how the portions of the Slivka Appendices relied upon by Petitioner
relate to and elaborate on the relevant disclosures in the Slivka Patent. Having
submitted 177 pages of appendices, however, Office policy ensured they did not
print with the issued patent. The rationale for this policy turns on the considerations
implicated by large supplemental disclosures submitted with a patent application.
See Ex. 2008, 11 (noting that “lengthy computer program listings . . . can become
burdensome” and “[t]he cost of printing long computer programs in patent
documents is also very expensive”). No policy rationale supports the Board’s
decision to remove those disclosures from the prior art.

Nor is the Board’s decision supported by the Patent Owner’s suggestion that
the Slivka applicant failed to follow proper procedure when submitting the Slivka
Appendices. Paper 6, 24-25 (“[T]he appendices cannot be considered part of the
Slivka application because Slivka failed to comply with MPEP 608.05 and 37 C.F.R.
1.96, which set forth the specific steps an applicant is required to take when
depositing computer program listings with a patent application.”). Of the 177 pages

submitted, the vast majority of the Slivka Appendices are not material that could be
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properly characterized as “computer program listings.” Paper 8, 2-3 (explaining that
“only 24 of the 177 pages of appendices relate to computer code, and those pages
are merely HTML templates” and that “[t]he remaining 153 pages of appendices are
not directed toward any type of computer code at all, and instead comprise material
such as textbook excerpts”). Accordingly, any procedural requirements imposed
upon an applicant when submitting “computer program” appendices did not apply
to the Slivka applicant. But even if the applicant were obligated to follow a specific
procedure, the Board correctly concluded rules do not set forth any consequence for
failing to comply. Paper 12, 12 (“[T]he relevant guidance and regulation at the time
... does not describe the effect if submissions were not compliant.”). Accordingly,
even if the Director were to find the applicant failed to follow the Office procedure
when submitting the Slivka Appendices, there is no guidance as to what
consequences result from that failure. More importantly, there is no suggestion in
the rules or rationale underlying Office policy that support punishing the public by
excluding the Slivka Appendices from the prior art. Any consequences that result
from an alleged procedural/clerical error perpetrated by the prior art applicant should
be imposed exclusively on the applicant, e.g., preventing the applicant from relying
on the Slivka Appendices for purposes of establishing compliance with the written

description or enablement requirements.
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C. None of the Case Law Relied Upon by the Board Supports
Punishing the Public by Withdrawing the Slivka Appendices From the
Prior Art

The Board cites two categories of cases in support of its conclusion that the
Slivka Appendices should be withdrawn from the prior art as a result of the applicant
having allegedly failed to properly incorporate them by reference into the Slivka
Patent. Neither supports the Board’s decision.

A first category of cases focuses on the need for an applicant to identify
material incorporated by reference with detailed particularity. Paper 12, 9-10 (citing
Advanced Display and Callaway Golf Co. v. Acushnet Co., 576 F.3d 1331, 1346
(Fed. Cir. 2009)). The Board quotes Advanced Display for the proposition that, “[t]o
incorporate material by reference, the host document must identify with detailed
particularity what specific material it incorporates and clearly indicate where that
material is found in the various documents.” Paper 12, 10. And it quotes Callaway
Golf for the proposition that “mere reference to another application, or patent, or
publication is not an incorporation of anything therein.” Id. at 9-10.

Here, there is no relevant concern that the applicant failed to reference the
Slivka Appendices with “detailed particularity.” As set forth above, the Slivka
Appendices were submitted as part of the application, are contained within the file
history, and are referred to as “attached” throughout the specification. Further, the

Slivka Patent provides extensive detail as to how the portions of the Slivka
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Appendices relied upon by Petitioner relate to and elaborate on the relevant
disclosures in the Slivka Patent. Ex. 1004 (Slivka Patent), 18:49-67 (explaining the
relevance of specific portions of the Slivka Appendices to specific portions of the
Slivka Patent) (annotated); Paper 1, 13-16 (explaining teachings from the Slivka
Patent and Slivka Appendices relevant to the proposed grounds).

Despite this extensive detail, the Board appears to have concluded that the
applicant failed to use the correct terminology that indicated a desire to formally
“incorporate” the Slivka Appendices into the Slivka Patent. Paper 12, 11 (“We agree
with Patent Owner that ‘Slivka did not note that he was incorporating the appendices

299

to the specification.”””) (emphasis in original). But not even the Board’s cited case
law stands for the proposition that the Office mandates language as specific as the
Board suggests. In Callaway Golf, the Federal Circuit concluded the language,
“[r]eference is made to[,]” . . . sufficient to indicate to one of skill in the art that the
referenced material is fully incorporated in the host document.” 576 F.3d at 1346.
The Federal Circuit has additionally explained that it “does not require ‘magic
words’ of reference or of incorporation.” Northrop Grumman Info. Tech., Inc. v.
United States, 535 F.3d 1339, 1346 (Fed. Cir. 2008) (discussing patent jurisprudence
in the context of a government contract issue). Indeed, the Federal Circuit recently

found that a user guide incorporated by reference a separate feature reference guide

where “the two documents were ‘collectively distributed as a single reference
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document,” and that the User Guide directs users to consult specific parts of the
Extended Feature Reference to implement the VPN features of the BinGO! Router.”
VirnetX Inc. v. Apple Inc., No. 2022-1523, 2023 WL 6933812, at *3 (Fed. Cir. Oct.
20, 2023) (concluding “that the two references can be considered as one for purposes
of anticipation”). Similar to the Federal Circuit’s analysis in VirnetX, the Slivka
Patent treats the Slivka Appendices as a part of its disclosure, repeatedly referring
the reader to the appendices as “attached” to the patent. For purposes of invalidity,
as in VirnetX, the Slivka Patent and Slivka Appendices should be considered a single
document. The Board’s overly narrow view that specific language is required for
incorporation by reference fails to properly credit that the Slivka Appendices were
referenced with particularity in the Slivka Patent, submitted together in a single
submission, and repeatedly described as “attached” to the Slivka Patent.

A second category of cases addresses the consequences of failing to properly
incorporate material by reference. The Board focuses this discussion on Southwest
Software, Inc. v. Harlequin Inc., 226 F.3d 1280, 1295 (Fed. Cir. 2000). Paper 12,
13-16. There, the PTO mistakenly failed to print 330 pages of computer code with
the asserted patent. Southwest Software, 226 F.3d at 1295-1296; Paper 12, 16. The
question addressed by the Federal Circuit was whether, assuming the patent claim
was invalid without the computer code (for failing to satisfy the written description

and enablement requirements), an accused infringer can be held liable for
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infringement that occurred before the certificate of correction issued. Southwest
Software, 226 F.3d at 1295-1296. The Federal Circuit held that, if the claim was in
fact invalid without the missing disclosure, the patentee’s delay in seeking the
correction should mean that an accused infringer cannot be held liable for infringing
during the period before the certificate of correction issued. /d. Ultimately, the
Federal Circuit remanded to determine if the uncorrected patent would have been
invalid. /d. at 1297.

The Board contends Southwest Software is instructive, but it fails to
acknowledge a critical distinction. Namely, the Federal Circuit punished the patentee
in Southwest Software for failing to act promptly to correct its own patent, but the
Board here punishes the public for an alleged failing on the part of the Slivka Patent
applicant. Policy may well support finding that the Slivka Patent may not rely on the
Slivka Appendices for purposes of supporting the scope or validity of its claims,
finding such a result appropriate for any alleged failure on the patentee’s part. But
no policy supports withdrawing the disclosures contained in the Slivka Appendices
from the public as a result of the Slivka patentee’s purported procedural failures.

IV. CONCLUSION

The Director should vacate the panel’s institution denial and remand for

further consideration.
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161 General

35 U.S.C. 122.Confidential status of applications.

Applications for patents shall be kept in confidence by the Patent
and Trademark Office and no information concerning the same given
without autherity of the applicant or owner unless necessary to carry out
the provisions of any Act of Congress or in such special circumstances as
may be determined by the Commissioner.

18 US.C. 2071. Concealment, removal, or mutilation generally.

(a) Whoever willfully and uniawfully conceals, removes, mutifates,
obliterates, or destroys, or attempts to do so, or, with intent to doso takes
andcarriesawayanyrecord, proceeding, map, book, paper, document,or
other thing, filed or deposited with any clerk or officer of any coust of the
United States, orin any publicoffice, or withany judicial or public officer
of the United States, shall be fined not more than $2,000 or imprisoned
not more than three years, or both.

(b) Whoever, having the custody of any such record, proceeding,
map, book, document, paper, or other thing, willfully and unlawfully
conceals, removes, mutilates, obliterates, falsifies, or destroys the same,
shall be fined not more than $2,000 or imprisoned not more than three
years, orboth; and shall forfeit his office and be disqualified from holding
any office under the United States. As used in this subsection, the term
“office” does not include the office held by any person as a retired officer
of the Armed Forces of the United States.

37 CFR 1.14. Patent application preserved in secrecy.

(a) Exceptasprovidedin § 1.11(b) pending patent applicationsare
preserved in secrecy. No information will be given by the Office
respecting the filing by any particular person of an application for a
patent, the pendency of any particular case before it, or the subject
matter of any particular application, nor will access be given to or copies
furaished of any pending application or papers relating thereto, without
written authority in that particular application from the applicant or hig
assignee or attorney or agent of record, unfess the application has been
identified by serial number in a published patent document or the United
Statesof America hasbeenindicated asa Designated Statein a published
international application, in which case status information such as
whether it is pending, abandoned or patented may be supplied, or unless
it shall be necessary to the proper conduct of business before the Office

100 -~ 1

Foreign Filin

or as provided by this part. Where an épplication hasbeenpatented, the
patent number and issue date may also be supplied.

L2323 3

All Patent and Trademark Office employees are le-
gally obligated to preserve pending applications for pat-
ents in confidence. 35 U.S.C. 122 and 18 U.S.C. 2071 im-
pose statutory requirements which cover the handling of
patent applications and related documents. Suspension,
removal, and even criminal penalties may be imposed for
violations of these statutes.

In order to provide prompt and orderly service to the
public, application files must be readily available to au-
thorized Patent and Trademark Office employees at all
times. Accordingly, in carrying or transporting applica-
tions and related papers, care must be exercised by Pat-
ent and Trademark Office employees, especially in corri-
dors and elevators, to ensure that applications and re-

-lated papers are always under employee surveillance and

control. Application files must not be displayed or han-
dled so as to permit perusal or inspection by any unau-
thorized member of the public.

Interoffice mail must be sent in appropriate enve-
lopes.

No part of any application or paper related thereto
should be reproduced or copied except for official pur-
poses.

No patent application or related document may
be removed from the premises occupied by the Pat-
ent and Trademark Office, except for handling as re-
quired by the issue process, unless specifically autho-
rized by the Commissioner. If such authorization is giv-
en, the employee having custody will be responsible for
maintaining confidentiality and otherwise conforming
with the requirements of law.

Applications must not be placed in desk drawers or
other locations where they might be easily overlooked or
are not visible to authorized personnel.

Whenever an application is removed from the oper-
ating area having custody of the file, a charge on the
PALM system must be properly and promptly made.

Papers arriving within the groups must be properly
and promptly placed within thz appropriate files. If pa-
pers are received with faulty identifications, this should
be corrected at once. If papers are received at a destina-
tion for which they are not intended due to faulty
identification or routing, appropriate corrective action
should be taken at once to ensure the prompt receipt

Rev. 2, July 1996
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MANUAL OF PATENT EXAMINING PROCEDURE

101

thereof at destination. See MPEP § 508.01 and
§ 508.03.

All Patent and Trademark Office employees should
bear in mind at all times the critical importance of ensur-
ing the confidentiality and accessibility of patent ap-
plication files and related documents, and in addition to
the specific procedures referred to above, should take all
appropriate action to that end.

Examiners, classifiers, and other Patent and Trade-
mark Office employees who assist public searchers by
outlining or indicating a field of search, should also bear
in mind the critical importance of ensuring the confiden-
tiality of information revealed by a searcher when re-
questing field of search assistance. See MPEP § 1701.
Statutory requirements and curbs regarding the use of
information obtained by an employee through Govern-
ment employment are imposed by 15 U.S.C. 15(b) and 18
U.S.C. 1905.

Examiners, while holding interviews with attorneys
and applicants, should be careful to prevent exposures of
files and drawings of other applicants.

Extreme care should be taken to prevent inadvertent
disclosure of the filing daie or serial number of any ap-
plication filed by another party. This applies not only to
Office actions but also to notes (usually in pencil) in the
file wrapper.

TELEPHONE AND IN-PERSON REQUESTS
FOR INFORMATION CONCERNING PENDING
OR ABANDONED APPLICATIONS

Normally no information concerning pending or
abandoned patent applications (except reissue applica-
tions and reexamination proceedings) may be given to
the public without the authorization of the applicant, the
assignee of record, or the attorney or agent of record.
See 35 U.S.C. 122 and 37 CFR 1.14. Other exceptions
are specified in 37 CFR 1.14.

When handling an incoming telephone call or an in~per-
son request for information regarding a pending or aban-
doned patent application, no information shou'd be dis-
closed until the identity of the requester can be ade-
quately verified as set forth below. Particular care must
be exercised when a request is made for the issue date or
patent number assigned to a pending patent application.,
If the issue date is later than the current date (i.e., the
date of the request), such information may be given only
to the applicant, or the assignee of record, or the attor-
ney or agent of record.

Rev. 2, July 1996

The following procedure should be followed before |
any information about a pending or abandoned patent

_ application is given over the telephone:

(1) Obtain the caller’s full name, the application
number, and the caller’s telephone number. Ask
the caller if there is an attorney or agent of record.

(a) If there is an attorney or agent of record, ask
for his or her registration number. If the regis-
tration number is not known, ask for the name
of the attorney or agent of record. Inform call-
er that an attorney or agent of record will be
called after verification of his/her identity and
that information concerning the application
will be released to that attorney or agent.

(b) If there is no attorney or agent of record, ask
the caller why he or she is entitled to informa-
tion concerning the application. If the caller
identifies himself or herself as an applicant or
an authorized representative of the assignee of
record, ask for the correspondence address of
record and inform caller that his or her associ-
ation with the application must be verified be-
fore any information concerning the applica-
tion can be released and that he or she will be
called back. If the caller indicates that he or she
is not an applicant or an authorized represen-
tative of the assignee of record, inform caller
that no information concerning that applica-
tion will be released.

(2) Then, verify that information concerning the ap-
plication can be released by checking PALM or
the application file.

(a) If the caller stated there was an attorney or
agent of record, the 2954 PAIM screen should
be used to verify the registration number given
or to obtain the registration number of an at-
torney or agent of record. Then the 3552
PALM screen (using the registration number)
should be used to obtain a telephone number
for an attorney or agent of record.

(b) If the caller identified himself or herself as an
applicant or an authorized representative of
the assignee of record, the 2950 PALM screen
should be used to verify the correspondence

100 -2
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address of record The 2954 PALM screen .

should be used to determine if there is an at-

torney or agent of record. If there is an attor-

ney or agent of record, their telephone num-
ber can be obtained from the 3552 PALM
screen.

(3) Then, return the call using the telephone number
as specified below.

(a) If an attorney or agent is of record in the ap-
plication, information concerning the applica-
tion should only be released by calling the at-
torney’s or agent’s telephone number ob-
tained from the 3552 PALM screen.

(b)If the applicant or an authorized representa-
tive of the assignee of record requests informa-
tion, and there is no attorney or agent of re-
cord and the correspondence address of re-
cord has been verified, information concern-
ing the application can be released to the caller
using the telephone number given by the call-
er. If the caller’s association with the applica-
tion cannot be verified, no information con-
cerning the application will be released. How-
ever, the caller should be informed that the
caller’s association with the application could
not be verified,

In handling an in—person request, ask the requester
to wait while verifying their identification as in (2) above.

102 Information as to Status of an Application

Status information of an application means only the
following information:

1. that the application is abandoned, or
2. that the application is pending, or

3. that the application was issued as a patent and the
patent number, issue date, and classification of
such patent.

PATENTED

If an application on which status information is re-
quested has matured into a patent, the fact that the ap-
plication is patented and the patent number, issue date,

100 -3

and classrfrcatlon relatlve to the apphcatnon may be gw-, 4 f':' :
,_entoanyone T e S :

PENDING OR ABANDONED NO REFERENCE : -

Ifan apphcatron 1s in pendmg or abandoned status g
and has not been referred to’ by number and date ina

United States or' forelgn patent or. publlshed appllcatlon .
status information 1nd1catmg only that the apphcatxon is
pending or abandoned may be given only to Patent and
Trademark Office employees and partlesof ,re_cord such
as: o N RN

(a) The applicant. p ,
(b) The attorney or agent of record in the application.

(c) The assignee of record in the Patent and
Trademark Office.

(d) Anyone who has and furnishes written author-
ity froma, b, or c.

A nonsigning inventor (37 CFR 1.47) is entitled
to status information only after the application is ac-
cepted. See MPEP § 409.03(i).

REFERENCED APPLICATION

If an application has been referred to by number and
date in a United States or foreign patent or published ap-
plication, status information may be given to Patent and
Trademark Office employees and to anyone who fur-
nishes the Patent and Trademark Office with a written
request citing the application in question by serial num-
ber and date of filing. The source document (a United
States or foreign patent or published application) must
be identified in the written request by the country, num-
ber, and date of such patent or application.

REFERENCED APPLICATION, SOURCE
DOCUMENT NOT PRESENTED

If a written request for status information is present-
ed without a copy of the source document, Patent and
Trademark Office employees will check to see that the
source document and the application in question are
properly identified and that the source document refers
to the application in question before supplying the status
information. Requests for information not accompanied
with a copy of the source document may require the Of-
fice to obtain a copy of the source document for verifica-
tion before status information can be supplied. This may
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result in some delay before the desired status informa-

tion can be forwarded to the requester.

REFERENCED APPLICATION,; SOURCE
DOCUMENT PRESENTED

If a copy of the source document is presented, the Of-
fice will verify that the United States application in ques-
tion is cited therein. After checking, status information
may be immediately given and the source document copy
may be returned to the requester. In either case, at the
time the status information is supplied, the person sup-
plying the status information marks the request “Infor-
mation furnished,” the date, and his or her name. The re-
quest is then placed in the file wrapper or forwarded to
the appropriate area (group art unit, abandoned files,
etc,) for inclusion in the file wrapper as part of the offi-
cial record of the applicatien. The applicant is not con-
sulted. See MPEP § 203.08.

STATUS LOCATION INFORMATION FOR
OFFICE PERSONNEL

When it is desired to determine the current location
or status of an application, Office personnel shouid use
their PALM terminal.

However, inasmuch as ail 06 series applications prior
to 714,000 are not currently in the PALM system, Office
personnel requesting status/location information on
those applications determined not to be in the PALM
system will be requested to contact the File Information
Unit at 308~2733 where the numerical index records of
the above mentioned applications are maintained.

103 Right of Public to Inspect Patent Files and
Some Application Files [R—2]

37 CFR 1.11. Files open to the public.

(a) After a patent has been issued or a statutory invention
registration has been published, the specification, drawings, and all
papers relating to the case in the file of the patent or statutory invention
registration are open to inspection by the public, and copies may be
obtained upon paying the fee therefor. See § 2.27 for trademark files,

(b) Allreissue applications, all applications in which the Office has
accepted a request to open the complete application to inspection by the
public, and related papers in the application fife, are open to inspection
by the public, and copics may be furnished upon paying the fee therefor.
Thefilingof reissue applicationswill be announced in the Official Gazette
The announcement shafl include at feast the filing date, reissue
application and originai patent numbers, title, class and subclass, name
of the inventor, name of the owner of record, name of the attorney or
agent of record, and examining group to which the reissue application is
assigned.
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(c) -Allrequestsfor reekam ination for which the fee under §1.20(c)
hasbeen paid, willbe announced in the Official Gazeite, Any reexamina-
tions at the initiative of the Commissioner pursuant to § 1.520will alsobe

- announced in the Official Gazette. The announcement shall include at

least the date of the request, if any, the.reexamination request contro}
number or the Commissioner initiated order control number, patent
number, title, class and subclass, name of the inventor, name of.the
patent owner of record, and the examining group to which- the
reexamination is assigned.

(d) All papers or copies thereof relating to a reexamination
proceeding which have been entered of record in the patent or
reexamination file are open to inspection by the general public, and
copies may be furnished upon paying the fee therefor.

(e) The file of any interference involving a patent, a statutory
invention registration, >a reissue application< or an application on
whicha patent hasbeenissued orwhich hasbeen published as a statutory
inventionregistration, isopen to inspection by the public,and copies may
be obtained upon paying the fee therefor, if: (1) the interference has
terminated, or (2) an award of priority or judgment has been entered as
to all parties and all counts.

37 CFR 1.14. Patent applications preserved in secrecy.

i 23]

(e) Any request by a member of the public seeking access to, or
copies of, any pending or abandoned application preserved in secrecy
pursuant to paragraphs (a) and (b) of this section, or any papers relating
thereto, must

(1) Beintheform ofa petition andbeaccompaniedbythe petition
fee set forth in § 1.17(i), or

(2) Includewritten authority granting access to the member of the
publicin that particular application from the applicant or the applicant’s
assignee or attorney or agent of record.

(Note, see § 1.612(a) for accessby an interference party to a pending
or abandoned application.)

PETITION FOR ACCESS

Any interested party may file a petition, accompa-
nied by the petition fee, to the Commissioner for access
to an application. Inasmuch as the Post Office address is
necessary for the complete identification of the petition-
er, it should always be included complete with Zip Code
number. Petitions for access are handled in the Special
Program Law Office.

The petition may be filed either with proof of service
of copy upon the applicant, assignee of record, or attor-
ney or agent of record in the application to which access
is sought, or the petition may be filed in duplicate, in
which case the duplicate copy will be sent by the Office to
the applicant, assignee of record, or attorney or agent of
record in the application (hereinafter “applicant”).
A separate petition, with fee, should be filed for each
application to which access is desired. Each
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petition should show not only why access is desired, but
also why petitioner believes he or she is entitled to ac-
cess. The applicant will normally be given a limited peri-
od such as 3 weeks within which to state any objection to
the granting of the petition for access and reasons why it
shouid by denied. If applicant states that he or she has no
objection to the requested access, the petition will be
granted. If objection is raised or applicant does not re-
spond, the petition will be decided on the record.
A determination will be made whether “special circum-
stances” are present which warrant a grant of access un-
der 35 U.S.C. 122. See below when the application is the
basis of a claim for benefit of an earlier filing date under
35 U.S.C. 120 or the application is incorporated by refer-
erice in a United States patent.

ACCESS WHERE PATENT CLAIMS
35U.5.C.120 BENEFIT

Whenever a patent relies on the filing date of an ear-
lier but still pending application, the public is entitled to
see the portion of the earlier application that relates to
the common subject matter, and also what prosecution,
if any, was had in the earlier application of subject matter
claimed in the patent. In re Dreyfus, 137 USPQ 475
(Comm’r Pat. 1961). if applicant objects to the petition
for access, he or she must submit along with the objection
two sets of a copy of the portion of the application that
relates to the common subject matter including all mate-
rials relating to the prosecution in the application of the
subject matter claimed in the patent. Failure to submit
these materials wi!l result in the entire application file
being made available to petitioner. The Office will not
attempt to separate the noted materials from the re-
mainder of the appiication. Compare Ir: re Marsh Engi-
neering Co., 1913 C.D. 183 (Comm’r Pat. 1913).

ACCESS TO PROVISIONAL APPLICATIONS

in provisional applications, access or certified copies
will only be given to parties with written authority from a
named inventor, the assignee of record, or the attorney
or agent of record. Since provisional applications do not
require an cath or declaration, there may be no power of
attorney in the application. If the person requesting a
certified copy is not a named inventor, assignee of re-
cord, or an attorney or agent of record, the requested
certified copy will be supplied to the correspondence ad-
dress of the provisional application.

160 -5
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ACCESS WHERE APPLICATION
INCORPORATED BY. REFERENCE *
IN A UNITED STATES PATENT"

The incorporation by reference of an application in a
printed United States patent constitutes a special cir-
cumstance under 35 U.S.C.122 warranting that access of
the original disclosure of the application be granted.
The incorporation by reference will be interpreted as a
waiver of confidentiality of only the original disclosure as
filed, and not the entire application file, Ir re Gallo, 231
USPQ 496 (Comm’r Pat. 1986). If applicant objects to ac-
cess to the entire application file, two copies of the infor-
mation incorporated by reference must be submitted
along with the objection. Failure to provide the material
within the period provided will result in the entire ap-
plication (including prosecution) being made available
to petitioner. The Office will not attempt to separate the
noted materials from the remainder of the application.
Compare In re Marsh Engineering Co., 1913 C.D. 183
(Comm’r Pat. 1913).

APPLICATION AT BOARD OF PATENT
APPEALS AND INTERFERENCES

The Board of Patent Appeals and Interferences also
handles all petitions for access to applications involved
in an interference **; see 37 CFR 1.612.

PUBLISHED DOCUMENTS

If a defensive publication, an abstract, or an abbre-
viature has been published, the entire application is
available to the public for inspection and obtaining cop-
ies; see MPEP§ 711.06.

REISSUE APPLICATIONS

37 CFR 1.11(b) opens all reissue applications filed af-
ter March 1, 1977 to inspection by the general public.
37 CFR1.11(b) also provides for announcement of the
filings of reissue applications in the Official Gazette. This
announcement will give interested members of the pub-
lic an opportunity to submit to the examiner information
pertinent to patentability of the reissue application.

37 CFR 1.11(b) is applicable only to those reissue ap-
plications filed on or after March 1, 1977. Those reissue
applications previously on file will not be automatically
open to inspection but a liberal policy will be followed by
the Special Program Examiner in granting petitions for
access to such applications.
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For those reissue applications filed on or after Maich
1, 1977, the following procedure will be observed: -

(1) The filing of reissue applications will be an-
nounced in the Official Gazette and will include
certain identifying data as specified in 37 CFR
1.11(b). Any member of the general public may
request access to a particular reissue application
filed after March 1, 1977. Since no record of such
request is intended to be kept, an oral request will
suffice. In the Record Room, only the regular ap-
plication charge card need be completed and sub-
mitted. The charge card will not be made part of a
pending or abandoned reissue application.

(2) The pending reissue application files will be main-
tained in the examining groups and inspection
thereof will be supervised by group personnel. Al-
though no general limit is placed on the amount of
time spent reviewing the files, the Office may im-
pose limitations, if necessary. No access will be
permitted while the application is actively being
processed.

(3) Where the reissue application has left the ex-
amining group for administrative processing, re-
quests for access should be directed to the ap-
propriate supervisory personnel in the division or
branch where the application is currently located.

(4) Requests for copies of papers in the reissue ap-
plication file must be in writing addressed to the
Commissioner of Patents and Trademarks, Wash-
ington, D.C. 20231 and may be either mailed or
delivered to the Office mail room. The price for a
copy of an application as filed is set forth in
37 CFR 1.19(a)(3). Since no useful purpose is
seen for retaining such written request for copies
of papers in reissue applications, they should be
destroyed after the order has been completed.

REQUEST FOR REEXAMINATION

All requests for reexamination and related patent
files are available to the public. An announcement of the
filing of each request in which the entire fee has been
paid and of each reexamination ordered at the initiative
of the Commissioner under 37 CFR 1.520 will be pub-
lished in the Official Gazette. Procedures for access and
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obtaining copie:s. are-the same as ‘tho'se for reissue ap-
plications indicated above. See also MPEP § 2232.

37CFR 1.14. “Patent appliéations preserved in secrecy.

Tk k

(b) Except as provided in § 1.11(b) abandoned applications are
likewise not open to public inspection, except that if an application
referredtoinaU.S. patent; orinian applicationinwhich the applicanthas
filed an authorization to open the complete application to the public, is
abandoned andisavailable, it maybe inspected or capies obtained by any
person on written request, without notice to the-applicant.

Rk

(d) Anydecision of the Board of Patent Appeals and Inferferences,
or any decision of the Commissioner on petition, not otherwise open to
public inspection shall be published or made available for public
inspection if: (1) The Commissioner believes the decision involves an
interpretation of patent laws or regulations that would be of important
precedent value; and (2) the applicant, or any party involved in the
interference, does not within two months after being notified of the
intentionto make the decision public, object inwritingon the ground that
the decision discloses a trade secret or other confidential information. If
adecision disclosessuchinformation, the applicant or partyshall identify
the deletions in the text of the decision considered necessary to protect
the information. If it is considered the entire decision must be withheld
from the public to protect such information, the applicant or party must
explainwhy. Applicantsor parties willbe given time, not lessthan twenty
days, to request reconsideration and seek court review before any
portions of decisions are made public over their objection. See
§ 2.27 for trademark applications.

Tk

ABANDONED APPLICATION REFERENCED
IN U.S. PATENT

Under 37 CFR § 1.14(b), an abandoned application
referred to in the text of a U.S. patent is open to public
inspection. Note that the status of an application re-
ferred to in the text of a U.S. patent may initially be ob-
tained under the provisions of 37 CFR § 1.14(a). Under
37 CFR § 1.14(a), any member of the public is entitled to
know the current status (i.e., pending, abandoned, or
patented) of an application identified by serial number
in a published patent document or the United States has
been indicated as a Designated State in the published in-
ternational application. Note that 37 CFR § 1.14(a) is
not limited to a U.S. patent. Status information may be
supplied if the application is identified in gny published
patent document (worldwide). 37 CFR § 1.14(b), howev-
er, is limited to a U.S. patent. Access to an abandoned
application is available to any member of the public only
if the application is referenced in a U.S. patent.
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An abandoned file reference in a U.S. patent may be
ordered by any member of the public through the File In-

formation Unit. Orders for files stored in repositories .

within the Crystal City (Arlington,Virginia) area are
normally filled within 4 to 8 hours. Orders for files stored
at the Federal Records Center in Suitland, Maryland,
are normally filled within 4 to 5 days. An abandoned file
received by a member of the public must be returned to
the charge counter in the File Information Unit before
closing the same day it is received.

37 CFR § 1.14(b) allows public inspection of aban-
doned applications referred to in defensive publications.

Access to abandoned patent applications forming a
part of a File Wrapper Continuation (FWC) application
is governed by 37 CFR § 1.14(b). Further, under 37 CFR
§ 1.62(f) where access is granted to such an abandoned
application, access may also be granted to the FWC
application.

37 CFR 1.14(d) makes explicit the conditions under
which significant decisions of the Patent and Trademark
Office will be made available to the public, and includes
reference to decisions of the Board of Patent Appeals
and Interferences and the Commissioner. The section is
applicable to decisions deemed by the Commissioner to
involve an interpretation of patent laws or regulation
that would be of significant precedent value, where such
decisions are contained in either pending or abandoned
applications or in interference files not otherwise open
to the public. Itis applicable whether or not the decision
is a final decision of the Patent and Trademark Office.

37 CFR 1.14(d) is considered to place a duty on the
Patent and Trademark Office to identify significant deci-
sions and to take the steps necessary to inform the public
of such decisions, by publication of such decisions, in
whole or in part. It is anticipated, however, that no more
than a few dozen decisions per year will be deemed of
sufficient importance to warrant publication urder the
authority of this section. ‘

37 CFR 1.15. Requests for identifiable records.

(a) Requests for records, not disclosed to the public as part of the
regular informational activity of the Patent and Trademark Office and
whichare not otherwise dealt with in the rulesin this part shaltbe made in
writing, with the envelope and the letter clearly marked “Freedom of
Information Request.” Each such request, so marked, should be
submitted by mail addressed to the “Patent and Trademark Office,
Freedom of Information Request Controf Desk, Box 8, Washington,
D.C.20231,” or hand delivered to the Office of the Solicitor, Patent and
Trademark Office, Arlington, Virginia. The request will be processed in
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accordance with the procedures set forth in Part 4 of Title 15, Code of
Federal Regulations. '

(b) Any person whose request for records has been initially denied
in whole or in part, or has not been timely determined, may submit a
written appeal as provided in' § 4.8 of Title ‘15, Code of Federal
Regulations. ‘

(c) Procedures applicable in the event of service of process or in
connection with testimony of employees on official matters and produc-
tion of official documents of the Patent and Trademark Office in civil
legal proceedings not involving the United States shall be those
established in parts 15 and 15a of Title 15, Code of Federal Regulations.

ACCESSIBILITY OF NONFINAL DISCOVERY
OPINIONS AND ORDERS ISSUED BY THE
BOARD OF PATENT APPEALS AND
INTERFERENCES

A number of inquiries have been received from the
patent bar and other interested persons relating to dis-
covery practice in interferences before the Board of Pat-
ent Appeals and Interferences. The inquiries indicate a
need for making available to the public nonfinal Board
opinions, including concurring and dissenting opinions,
as well as orders, made in the adjudication of discovery
matters before the Board. While nonfinal opinions need
not be made available to the public [S U.S.C. 552(a)(2)},
in order to satisfy the need, copies of non-final opinions
issued by the Board will be kept in a file in the Service
Branch of the Board in the U.S. Patent and Trademark
Office (Crystal Gateway 2, 1225 Jefferson Davis High-
way, Room 10C01, Arlington, Virginia). Opinions in the
file may be reviewed by the public during normal busi-
ness hours (8:30 A.M. to 5:00 P.M.). Copies of opinions
may be made by the public on reproducing equipment, or
copies may be ordered at the cost set forth in 37 CFR
1.19(*>b<)(3).

Inview of the provisions of 35 U.S.C. 122 and 37 CFR
1.14(a), a consent will be obtained by the Office from all
parties in an interference before an opinion issued in
connection with the interference is placed in the file if
the interference file is not otherwise available to the pub-
lic. Preliminary indications are that the parties and their
counsel generally consent.

In order to obtain optimum dissemination of the in-
formation contained in the file, opinions placed therein
will be indexed according to specific topics. Copies of the
index will be updated from time to time as the need oc-
curs. Specific questions relating to the index and file may
be directed to the Patent Interference Examiners.
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The initial index is as follows;
'INDEX

1.00 Discovery in general [37 CFR 1.673]

1.10 Requests and service under 37 CFR 1.673

1.20 Requests under 37 CFR 1.687(b)

1.30 Motions for additional discovery under 37 CFR 1.687(c)
1.31 Related to derivation
1.32 Related to abandonment, suppression, and concealment
133 Related to inequitable conduct
1.34 Other

1.40 Motions under 37 CFR 1.673(c)

104 Power to Inspect Application [R—1]

No person but the applicant (any one of joint appli-
cants), applicant’s legal representative, the assignee
whose assignment, is of record, or the attorney, agent or
associate attorney, or agent of record will be permitted
to have access to the file of any pending application, ex-
cept as provided for under 37 CFR 1.11(b) or under the
interference rules, unless written authority from one of
the above indicated parties, identifying the application
to be inspected and the name of the person authorized to
have access, is made of record, or upon the written order
of the Commissioner, which will also become a part of
the record of the case.

A nonsigning inventor (37 CFR 1.47) is entitled to ac-
cess an application only after the application is accepted.
See MPEP § 409.03(i).

A person acting in a representative capacity under
37 CFR 1.34(a) may not execute a power to inspect an
application. For a discussion of power of attorney in an
application, see MPEP § 402.

Approval by the primary examiner of a power to in-
spect is not required. The clerk of the group to which the
application is assigned ascertains that the power is prop-
erly signed by one of the above indicated parties, and if
acceptable, enters it into the file. If the power to inspect
is unacceptable, notification of nonentry is written by the
clerk to the person who signed the power.

When a power to inspect is received while 4 file is un-
der the jurisdiction of a service branch, such as the Cus-
tomer Services Division, the Service Branch of the
Board of Patent Appeals and Interferences, and the Pat-
ent Issue Division, the question of permission to inspect
is decided by the head of the branch who, if he or she ap-
proves, indicates the approval directly on the power.

A “power to inspect” is, in effect, the same as a
“power to inspect and make copies.”
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Where an applicant relied on his or her application as
a means to interfere with-a competitor’s business or cus-

_tomers, permission to inspect the application may be giv-

en the competitor by the Commissioner (£x Parte
Bonnie—B Co. Inc, 1923 CD. 42; 313 O.G. 453,
(Comm’r Pat. 1922)). Such permission is via petition for
access under 37 CFR 1.14(e). ‘ "

An unrestricted power to inspect given by an appli-
cant is, under existing practice, recognized as good until
and unless rescinded. The same is true in the case of one
given by the attorney or assignee so long as such attorney
or assignee retains his or her connection with the ap-
plication.

Permission to inspect given by the Commissioner,
however, is not of a continuing nature, since the condi-
tions that justified the permit to inspect when given may
not obtain at a later date.

ACCESS TO PATENT APPLICATIONS
>PROVISIONAL AND NONPROVISIONAL<
AND INTERFERENCE FILES

In order to ensure that access to patent applications,
other than reissue applications filed after March 1, 1977,
and interference files is given only to persons who are en-
titled thereto or who are specially authorized to have ac-
cess under 37 CFR 1.14 and to ensure also that the file
record identifies any such specially authorized person
who has been given access to a file, the following practice
will be observed by all personnel of the Patent and and
Trademark Office:

1. Access, as provided for in the Rules of Practice,
will be given on oral reguest to any applicaat, pat-
entee, assignee, or attorney or agent of record in
an application or patent only upon proof of identity
or upon recognition based on personal acquaint-
ance.

2. Where a power of attorney or authorization of
agent was given to a registered firm prior to July 2,
1971, access will be given upon oral request as in
paragraph 1 above to any registered member or
employee of the firm who has signatory power for
the firm.
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3. Unregistered employees of attorneys or agents,
public stenographers, and all other persons not
within the provisions of paragraphs 1 and 2 above
will be given access only upon presentation of a
written authorization for access (power to inspect)
signed by a person specified in paragraph 1 above,
which authorization will be entered as a part of
the official file. The power to inspect must specifi-
cally name the person who is entitled to inspect
and copy the application. An associate or repre-
sentative of the named person is not entitled to
access to the application on behalf of the autho-
rized person. Further, the power to inspect must
specifically identify the application by serial num-
ber and be limited to a single application.

>4. In provisional applications, access or certified
copies will only be given to parties with written au-
thority from a named inventor, the assignee of re-
cord, or the attorney or agent of record. Since
provisional applications do not require an oath or
declaration, there may be no power of attorney in
the application. If the person requesting a certi-
fied copy is not a named inventor, assignee of re-
cord, or an attorney or agent of record, the re-
quested certified copy will be supplied to the cor-
respondence address of the provisional applica-
tion.<

105 Disbarred Attorney Cannot Inspect

Patent and Trademark Office employees are forbid-
den to hold either oral or written communication with an
attorney who has been suspended or excluded from prac-
tice regarding an application unless it be one in which
said attorney is the applicant. Power to inspect given to
such an attorney will not be accepted.

106 Control of Inspection by Assignee

The assignee of record of the entire interest in an ap-
plication may intervene in the prosecution of the case,
appointing an attorney of his or her own choice. (See 37
CFR 3.71.) Such intervention, however, does not ex-
clude the applicant from access to the application to see
that it is being prosecuted properly, unless the assignee
makes specific request to that effect. Even when such re-
quest is made, the applicant may be permitted to inspect
the case on sufficient showing why such inspection is nec-
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essary to conserve his or her "r"ights, In re The Kellogg
Switchboard & Supply Company, 1906 C.D. 274 (Comm’r

_ Pat. 1906).

106.01 Rights of Assignee of Part Interest

While it is only the assignee of record of the entire in-
terest who can intervene in the prosecution of an ap-
plication or interference to the exclusion of the appli-
cant, an assignee of a part interest or a licensee of exclu-
sive right is entitled to inspect the application.

110 Confidential Nature of International
Applications

PCT Article 30. Confidential Nature of the International
Application.

(1)(a) Subject to the provisions of subparagraph (b), the Interna-
tional Bureauand the International Searching Authorities shall not
allow accessbyany personor authority to the internationalapplica-
tionbeforetheinternational publication of that application, unless
requested or authorized by the applicant.

(b) The provisions of subparagraph (a) shall not apply to any
transmittal to the competent International Searching Authority, to
transmitials provided for under Article 13, and to communications
provided for under Article 20.

(2)(a) No national Office shall allow access to the international
application by third parties, unless requested or authorized by the
applicant, before the earliest of the following dates:

(i) date of the international publication of the international
application,

(ii) dateofthereceiptofthe communicationof the international
application under Article 20,

(iii) date ofthe receipt of a copy of the international application
under Article 22.

(b) The provisions of subparagraph (a) shall not prevent any
national Office from informing third parties that it has been designated,
or from publishing that fact. Such information or publication may,
however, contain only the following data: identification of the receiving
Office, name of the applicant, international filing date, international
application number, and title of the invention.

(c) The provisions of subparagraph (a) shall not prevent any
designated Office from allowing access to the international application
for the purposes of the judicial authorities,

(3) The provisions of paragraph (2)(a) shall apply to any receiving
Office except as far as transmittals provided for under Article 12(1) are
concerned,

(4) For the purposes of this Article, the term “ access” covers any
means by whichthird parties may acquire cognizance, including individu-
al communication and general publication, provided, however, that no
national Office shall generally publish an international application or its
translation before the international publication or, if international
publication has not taken place by the expiration of 20 months from the
priority date, before the expiration of 20 months from the said priority
date.
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35 U.S.C. 368. Secrecy of certain inventions; filing international
applications in foreign countries. ‘

(a) International applications filed in the Patent and Trademark
Office shall be subject to the provisions of chapter 17 of this title.

(b) Inaccordancewitharticle27(8)ofthetreaty,thefilingofan
internationalapplicationinacountryotherthanthe UnitedStateson
the invention made in this country shall be considered to constitute the
filing of an applicationin aforeign country within the meaning of chapter
17 of this title, whether or not the United States is designated in that
international application.

(c) If a license to file in a foreign country is refused or if an
international application is ordered to be kept secret and a permit
refused, the Patent and Trademark Office when acting as a Receiving
Office, International Searching Authority, or International Preliminary
Examining Authority, may not disclose the contents of such application
to anyone not authorized to receive such disclosure.

37 CFR 1.14(a) relating to access to international
applications is found in MPEP § 101.

Although most international applications are pub-
lished soon after the expiration of 18 months from the
priority date, PCT Article 21(2)(a), such publication
does not open up the Home Copy or Search Copy to the
public for inspection.

115 Review of Applications for National
Security and Property Rights Issues

Secrecy Orders

37 CFR5.1. Defense inspection of certain applications.

(a) The provisions of this part shall apply to both national and
international applications filed in the Patent and Trademark Office and,
with respect toinventions madein the United States, toapplicationsfiled
in any foreign country or any international authority other than the
United States Receiving Office. The (1) filing of a national or an
international application in a foreign country or with an international
authority other than the United States Receiving Office, or (2)
transmittal of an international application to a foreign agency or an
international authority other than the United States Receiving Office is
considered tobea foreignfilingwithin the meaning of Chapter 17 of Title
35, United States Code.

(b) In accordance with the provisions of 35 U.S.C. 181, patent
applications containing subject matter the disclosure of which might be
detrimental to the national security are made available for inspection by
defenseagenciesas specified in said section. Only applications obviously
relating to national security, and applications within ficlds indicated to
the Patent and Trademark Office by the defense agencies as so related,
are made available. The inspection will be made only by responsible
representatives authorized by the agency to review applications. Such
representatives are required to sign a dated acknowledgement of access
accepting the condition that information obtained from the inspection
will be used for no purpose other than the administration of 35 U.S.C.
181-188. Copies of applications may be made available to such
representatives for inspection outside the Patent and Trademark Office
under conditionsassuring that the confidentiality of the applications will
be maintained, including the conditions that: () all copies will be
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returned to the Patent and Trademark Office promptly if no secrecy
imposed, or upon rescission of such order if one is imposed, and (2) no
additional copies will be made by the defense agencies. A record of the

- removal and return of copies made available for defense inspection will

be maintained by the Patent and Trademark Office. Applicationsrelating
to atomic énergy are made available to the Department of Energy as
specified in § 1.14 of this chapter.

All applications filed in the Patent and Trademark
Office are screened for subject matter the disclosure of
which might impact the national security based on infor-
mation provided by the Armed Services Patent Advisory
Board (ASPAB), the Department of Energy (DOE), and
the National Aeronautics and Space Administration
(NASA). Such applications are referred to the appropri-
ate agencies. Authority for this referral can be found in
35U.S.C. 181 which provides, in part:

Whenever the publication or disclosure of an invention by the
granting of a patent, in which the Government does not have a property
interest, might, in the opinion of the Commissioner, be detrimental to
the national security, he shall make the application for patent in which
suchinventionis disclosed available forinspection to the Atomic Energy
Commission, the Secretary of Defense, and the chief officer of any other
department or agency of the Government designated by the President as
a defense agency of the United States.

If the agency concludes that disclosure of the in-
vention would be detrimental to the national secu-
rity, the Commissioner is notified. The Commission-
er then issues a Secrecy Order and withholds the grant
of a patent for such period as the national interest re-

quires.

For those applications in which the Government has
a property interest, responsibility for notifying the Com-
missioner of the need for a Secrecy Order resides with
the agency having that interest. :

A second purpose for the screening of all applications
is to identify inventions in which DOE or NASA might
have property rights. See 42 U.S.C. 2182 and 42 U.S.C.
2457 and MPEP § 150.

A third function of the screening procedure is to pro-
cess foreign filing license petitions under 37 CFR
5.12(a). See MPEP § 140.

Some applications have a label (Form PTO-1305)
on the upper right hand corner of the face of the file
wrapper. A Notice of Allowance and Issue Fee Due may
not be mailed for those applications if the “REV” on the
label is circled (although the Examiner may be given
credit for a disposal). Such cases must be forwarded to
Licensing and Review to have the security review
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completed before the Notice of Allowance can be
mailed. Cases in which only “DOE” and/or “NASA” is
circled should be counted for allowance and the notice of
allowance mailed before being sent to Licensing and Re-
view for processing under the Atomic Energy and Space
Acts,

While the initial screening is performed only by des-
ignated personnel, all examiners have a responsibility to
be alert for obviously sensitive subject matter either in
the original disclosure or subsequently introduced, for
example, by amendment. Such applications should be
forwarded to Licensing & Review. It would be helpful if
the examiner would identify the significant subject mat-
ter such as by a check mark in the margin of the paper.

120 Secrecy Orders

37CFR5.2. Secrecy order.

(a) When notified by the chief officer of a defense agency that
publication or disclosure of the invention by the granting of a patent
wouldbe detrimental to the national security, anorder that the invention
be kept secret will be issued by the Commissioner of Patents and
Trademarks.

(b) Thesecrecyorderisdirected totheapplicant, hissuccessors, any
and all assignees, and their legal representatives; hereinafter designated
as principals.

{c) A copy of the secrecy order will be forwarded to each
principal of record in the application and will be accompaniedbya
receipt, identifying the particular principal, to be signed and re-
turned.

(d) The secrecy order is directed to the subject matter of the
application. Whereanyotherapplicationinwhichasecrecyorderhas not
been issued discloses a significant part of the subject matter of the
application under secrecy order, the other application and the common
subject matter should be called to the attention of the Patent and
Trademark Office. Such a notice may include any material such aswould
be urged in a petition to rescind secrecy orders on either of the
applications.

37CFR 5.3. Prosecutionofapplicationundersecrecyorders;
withholding patent.

Unlessspecificallyorderedotherwise,actionontheapplication
bytheOfficeandprosecutionbytheapplicantwillproceedduringthe
time anapplication is under secrecy order to the point indicated in
this section:

(a) National applications under secrecyorder whichcometoa
final rejection must be appealed or otherwise prosecuted to avoid
abandonment. Appeals in such cases must be completed by the
applicant but unless otherwise specifically ordered by the Commis-
sionerwill not be set for hearing until the secrecy order is removed.

(b) An interference will not be declared involving national
applications under secrecy order. However, if an applicant whose
applicationisundersecrecy orderseeksto provoke aninterference
with an issued patent, a notice of that fact will be placed in the file
wrapper of the patent. (See § 1.607(d)).
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(c) »Whenthenation.alapplicétionis_fdundtobeinconditionfor
allowance except for the secrecyorder the applicantand the agency
which caused the secrecy order to be issued will be notified. This

- notice (which is not a notice of allowance under § 1.311 of this

chapter) does not requiré response by the applicant and places the
national application in a condition of suspension until the secrecy
orderisremoved. Whenthe secrecyorderisremoved the Patentand
TrademarkOfficewillissueanoticeofallowanceunder§1.311ofthis
chapter, or take such other action as may then be warranted.

(d) International applications under secrécy order will not be
mailed, delivered or otherwise transmitted to the international
authoritiesortheapplicant.Internationalapplicationsundersecre-
cyorderwillbeprocessed upto the pointwhere, ifit were not forthe
secrecyorder, recordandsearchcopieswouldbe transmitted to the
international authorities or the applicant.

37 CFR 5.4. Petition for rescission of secrecy order.

(a) Apetitionforrescissionorremovalofasecrecyordermaybe
filedby,oronbehalfof,anyprincipalaffectedthereby.Suchpetition
maybeinletterform,anditmustbeinduplicate. Thepetitionmustbe
accompaniedbyonecopyoftheapplicationoranorderforthesame,
unlessashowingismadethatsuchacopyhasalreadybeenfurnished
to the department or agency which caused the secrecy order to be
issued.

(b) The petition must recite any and all facts that purport to
rendertheorderineffectualorfutileifthisisthebasisofthe petition.
Whenpriorpublicationsorpatentsareallegedthepetitionmustgive
complete data as to such publications or patents and should be
accompanied by copies thereof.

(c) ThepetitionmustidentifyanycontractbetweentheGovern-
mentandanyofthe principals,underwhichthesubjectmatterofthe
applicationoranysignificantpartthereofwasdeveloped,ortowhich
the subject matter is otherwise related. If there is no such contract,
the petition must so state.

(d) Unlessbased upon facts of public record, the petition must
be verified.

37 CFR 5.5. Permit to disclose or modification of secrecy order.

(a) Consent to disclosure, or to the filing of an application abroad,
as provided in 35 U.S.C. 182, shall be made by a “permit” or
“modification” of the secrecy order.

(b) Petitions for a permit or modification must fully recite the
reason or purpose for the proposed disclosure. Where any proposed
disclosee isknown to be cleared by a defense agency to receive classified
information, adequate explanation of such clearance should be made in
the petitionincluding the name of the agency or department granting the
clearance and the date and degree thercof. The petition must be filed in
duplicate and be accompanied by one copy of the application or an order
forthe same, unless a showing is made that such a copy has already been
furnished to the department or agency which caused the secrecy order to
be issued.

(c) Inapetition for modification of a secrecy order to permit filing
abroad, all countries in which it is proposed to file must be made known,
as well as all attorneys, agents and others to whom the material will be
consigned prior to being lodged in the foreign patent office. The petition
should include a statement vouching for the loyalty and integrity of the
proposed disclosees and where their clearance status in this or the
foreign country is known all details should be given,
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(d) Consent to the disclosure of subjeci matter from one applica-

tion under secrecy order may be deemed to be conSent to the disclosure

of common subject matter in other applications under secrecy order so
long as not taken out of context in a manner disclosing material beyond
the modification granted in the first application.

(e) The permit or modification may contain conditions and limita-

tions.

37 CFR 5.6. General and group permits.

(a)Organizations requiring consent for disclosure of applications
under secrecy order to persons or organizations in connection with
repeated routine operation may petition forsuch consentin the formof a
general permit. To be successful such petitions must ordinarily recite the
security clearance status of the disclosees as sufficient for the highest
classification of material that may be involved.

(b)Where identical disclosees and circumstances are involved, and
consent is desired for the disclosure of each of a specific list of
applications, the petitions may be joined.

37 CFR 5.7. Compensation.

Any request for compensation as provided in 35 U.S.C. 183 must
not be made to the Patent and Trademark Office but should be made
dircctlytothedepartment oragency which causedthe secrecy ordertobe
issued. Upon written request persons having a right ¢o such information
willbe informed as to the department or agencywhich caused the secrecy
order to be issued.

37 CFR 5.8. Appeal to Secretary.

Appeal to the Secretary of Commerce, as provided by 35 US.C.
181, from a secrecy order cannot be taken until after a petition for
rescission of the secrecy order has been made and denied. Appeal must
be taken within 60 days from the date of the denial, and the party
appealing, asweli as the department or agency which caused the order to
beissued willbe notified of the time and place of hearing. The appeal will
be heard and decided by the Secretary or such officer or officers as he
may designate.

SECRECY ORDER TYPES

Three types of Secrecy Orders, each of a different scope,
are issued as follows:

(1) Secrecy Order and Permit for Foreign Filing in
Certain Countries — to be used for those patent
applications that contain technical data whose ex-
port is controiled by the guidelines contained in
DoD Directive 5230.25 dated November 6, 1984
which reviews export control under 10 U.S.C.
140(c) and the Militarily Critical Technology List
(MCTL).

(2) Secrecy Order and Permit for Disclosing Classi-
fied Information — to be used for those patent
applications which contain technical data that is
properly classified or classifiable (no Govern-
ment interest) under a security guideline where
the patent application owner has a current DoD
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- Security Agreement, DD Form 441. If the ap-

. plication is classifiable, this secrecy order allows
“disclosure of the technical information as. if it
were classified as prescribed in the Industrial Se-
curity Manual (ISM). : '

(3) Secrecy Order — to be used for those patent ap-
plications that contain technical data properly
classifiable under a security guideline where the
patent application owner does not have a DoD
Security Agreement. The order prevents disclo-
sure of the subject matter to anyone without an
express written consent from the Commissioner.
However, quite often this type of secrecy order in-
cludes a permit “Permit A’ which relaxes the dis-
closure restrictions as set forth in the permit.

The first Secrecy Order is intended to permit the wid-
est utilization of the technical data in the patent applica-
tion while still controlling any publication or disclosure
which would result in an unlawful exportation. This type
of Secrecy Order is based on the applicable export con-
trols in either the Commodity Control List (CCL) or the
Munitions Lists of the International Traffic in Arms Reg-
ulation (ITAR), and identifies the countries where cor-
responding patent applications may be filed. Countries
with which the United States has reciprocal security
agreements are: Australia, Belgium, Canada, Denmark,
France, Germany, Greece, Italy, Japan, Luxembourg,
Netherlands, Norway, Portugal, Spain, Sweden, Turkey
and the United Kingdom. Please note that applications
subject to a secrecy order cannot be filed directly with the
European Patent Office since no reciprocal security
agreement with this organization exists. Applications
must be filed in the individual EPO member countries
identified above.

The intent of the second Secrecy Order is to treat
classified technical data presented as a patent applica-
tion in the same manner as any other classified material.
Accordingly, this Secrecy Order will include a notifica-
tion of the classification level of the technical data in the
application.

The third type of Secrecy Order is used where the
other types of Orders do not apply, including Orders is-
sued by direction of agencies other than the Department
of Defense.
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A Secrecy Order should not be construed in any way
to mean that the Government has adopted or contem-
plates adoption of the alleged invention disclosed in an
application; nor is it any indication of the value of such
invention.

RELATED SUBJECT MATTER

The Secrecy Orders apply to the subject matter of the
invention, not just to the patent application itself. Thus,
the Secrecy Order restricts disclosure or publication of
the invention in any form. Furthermore, other patent ap-
plications already filed or later filed which contain any
significant part of the subject matter of the application
also fal! within the scope of the Order and must be
brought to the attention of Licensing & Review if such
applications are not already under Secrecy Order by the
Commissioner.

The effects of a Secrecy Order are detailed in the no-
tifying letter and include restrictions on disclosure of the
invention and delay of any patent grant until the Order is
rescinded.

CORRESPONDENCE

When the Secrecy Order issues, the law specifies that
the subject matter or any material information relevant
to the application, including unpublished details of the
invention, shall not be published or disclosed to any per-
son not aware of the invention prior to the date of the
Order, including any employee of the principals except
as permitted by the Secrecy Order. The law also requires
that all information material to the subject matter of the
application be kept in confidence, unless written permis-
sion to disclose is first obtained from the Commissioner
of Patents and Trademarks except as provided by the Se-
crecy Order. Therefore, all correspondence to be filed in
an application which is subject to a secrecy order and
which is directly related to the subject matter covered by
the secrecy order must be transmitted to the Office in a
manner which would preclude disclosure to unautho-
rized individuals and addressed as set forth in 37 CFR
5.33. Use of facsimile transmission is not permitted (37
CFR. 1.6(d)(6)).

Subject matter under Secrecy Order must be safe-
guarded under conditions that will provide adequate
protection and prevent access by unauthorized persons.

When applicants desire to change the Power of Attor-
ney in an application under Secrecy Order, the name,
date of birth and Social Security number of the new at-
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torney(s) should be included in the change notice so that
L1censmg and Review may conduct the necessary access

~ security clearance checks.

Appllcants should also ensure that the corrcspon-
dence address (37 CFR 1.33) of any -application under
Secrecy Order represents a location suitable for the re-
ceipt of security information. )

PCT APPLICATIONS

If the Secrecy Order is applied to an international ap-
plication, the application will not be forwarded to the In-
ternational Bureau as long as the Secrecy Order remains
in effect If the Secrecy Order remains in effect at the end
of the time limit under PCT Rule 22.3, the international
application will be considered withdrawn (abandoned)
because the Record Copy of the international applica-
tion was not received in time by the International Bureau
(37 CFR 5.3(d), PCT Article 12(3), and PCT Rule 22.3).
If the United States of America has been designated,
however, it is possible to save the U.S. filing date, by ful-
filling the requirements of 35 U.S.C. 371(c) prior to the
withdrawal.

CHANGES IN SECRECY ORDERS

Applicants may petition for rescission or modifica-
tion of the Secrecy Order. For example, if the applicant
believes that certain existing facts or circumstances
would render the Secrecy Order ineffectual, he or she
may informally contact the sponsoring agency to discuss
these facts or formally petition the Commissioner to re-
scind the Order. The applicant may also petition the
Commissioner for a permit to disclose the invention
to another or to modify the Secrecy Order stating fully
the reason or purpose for disclosure or modification. An
example of such a situation would be a request to file the
application in a foreign country. The requirements for
petitions are described in 37 CFR 5.4 and 5.5, The law
also provides that if an appeal is necessary, it may be tak-
en to the Secretary of Commerce under the provision of
37 CFR 5.8. Any petition or appeal should be addressed
to the Commissioner of Patents and Trademarks, Atten-
tion: Licensing and Review, Washington, D.C. 20231.

IMPROPER OR INADVERTENT DISCLOSURE

If, prior to or after the issuance of the Secrecy Order,
any significant part of the subject matter or material in-
formation relevant to the application has been or is
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revealed to any U.S. citizen in the United States, the
principals must promptly inform such person of the Se-
crecy Order and the penalties for improper disclosure. If
such part of the subject matter was or is disclosed to any
person in a foreign country or foreign national in the
U.S., the principals must not inform such person of the
Secrecy Order, but instead must promptly furnish to the
Commissioner of Patents and Trademarks, Patent and
Trademark Office, Attention: Licensing and Review
Washington, D.C. 20231 the following information to the
extent not already furnished: date of disclosure; name
and address of the disclosee; identification of such sub-
ject matter; and any authorization by a U.S. government
agency to export such subject matter. If the subject mat-
ter is included in any foreign patent application or pat-
ent, this should be identified.

EXPIRATION

Under the provision of 35 U.S.C. 181, a Secrecy Or-
der remains in effect for a period of 1 year from its date
of issuance. A Secrecy Order may be renewed for addi-
tional periods of not more than 1 year upon notice by a
government agency that the national interest so re-
quires. The applicant is notified of any such renewal.

The expiration of or failure to renew a Secrecy Order
does not lessen in any way the responsibility of the princi-
pals for the security of the subject matter if it is subject to
the provisions of Executive Order 12356 or the Atomic
Energy Act of 1954, as amended, 42 U.S.C. 141 et. seq.
and 42 U.S.C. 2181 et. seq. or other applicable law unless
the principals have been expressly notified that the sub-
ject patent application has been declassified by the prop-
er authorities and the security markings have been au-
thorized to be canceled or removed.

121 Handling of Applications and Other Papers
Bearing Security Markings

Under Executive Order for National Security Infor-
mation (Executive Order 12356, 47 Federal Register,
Number 66 page 14875 et seq., April 12, 1982) standards
are prescribed for the marking, handling, and care of of-
ficial information which requires safeguarding in the in-
terest of security.

Papers marked as prescribed in the Executive Order,
and showing that such marking is applied by, or at the di-
rection of, a government agency, are accepted in patent
applications. All applications or papers in the Patent and
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Trademark Office l.)earingﬁwgrds such as “Secret” or
“Confidential” mu‘st‘be promp”t'ly‘re'ferred to Group 220

_ for clarification or security treatment. Under no circum-

stances can any such application, drawing, exhibit, or
other paper be placed in public records, such as the pat-
ented files, until all security markings have been consid-
ered and declassified or otherwise explained. '

Authorized security markings may be placed on the
patent application drawings when filed provided that
such markings are outside the illustrations and that they
are removed when the material is declassified, 37 CFR
1.84(v).

130 Examination of Secrecy Order Cases
[R-2]

All applications in which a Secrecy Order has been
imposed are examined in Group *>2200<. If the Order
is imposed subsequent to the docketing of an application
in another group, the application will be transferred to
Group *>2200<.

Secrecy Order cases are examined for patentability
as in other cases, but may not be passed to issue; nor will
an interference be declared where one or more of the
conflicting cases is classified or under Secrecy Order. See
MPEP § 2309.06. When requested to do so, by examin-
ers outside * Group *>2200<, examiners in Group
*>2200< will conduct the interference searches of those
interference files containing briefcards from classified or
Secrecy Order cases.

In case of a final rejection, while such action must be
properly responded to, and an appeal, if filed, must be
completed by the applicant to prevent abandonment,
such appeal will not be set for hearing by the Board of
Patent Appeals and Interference until the Secrecy Order
is removed, unless specifically ordered by the Commis-
sioner.

When a Secrecy Order case is in condition for allow-
ance, a notice of allowability (Form D—10) is issued, thus
closing the prosccution. Any amendments received
thereafter are not entered or responded to until such
time as the Secrecy Order is rescinded. At such time,
amendments which are free from objection will be en-
tered; otherwise they are denied entry.

Due to the additional administrative burdens associ-
ated with handling papers in Secrecy Order cases, the full
statutory period for response will ordinarily be set for all
Office actions issued on such cases.
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Sometimes applications bearing security markings
but no Secrecy Order come up for examination. In this
case, the examiner should require the applicant to seek
imposition of a Secrecy Order or authority to cancel the
markings. This should preferably be done with the first
action and, in any event, prior to final disposition of the
application.

140 Foreign Filing Licenses [R—2]}

35 U.S.C. 184.Filing of application in foreign country

Except when authorized by a license obtained from the Commis-
sioner a person shall not file or cause or authorize to be filed in any
foreign country prior to six months after filing in the United States an
application for patent or for the registration of a utility model, industrial
design, or modeti in respect of an invention made in this country. A
license shall not be granted with respect to an invention subject to an
order issued by the Commissioner pursuant to section 181 of this title
without the concurrence of the head of the ** departments and the chief
officers of the agencies who caused the order to be issued. The license
may be granted retroactively where an application has been filed abroad
through error and without deceptive intent and the application does not
disclose an invention within the scope of section 181 of this title.

The term “application” when used in this chapter includes applica-
tions and any modifications, amendments, or supplements thereto, or
divisions thereof. )

The scope of a license shall permit subsequent modifications,
amendments, and supplements containing additional subject matter if
the application upon which the request for the license is based is not, or
was not, required to be made available for inspection under section 181
of this title and if such modifications, amendments, and supplements do
notchangethegeneralnatureoftheinventioninamannerwhichwould
require such application to be made available for inspection under
such section 181. In any case in which a license is not, or was not,
requiredin orderto file an application in any foreign country, such
subsequent modifications, amendments, and supplements may be
made,withoutalicense,totheapplicationfiledintheforeigncountry
iftheUnitedStatesapplicationwasnotrequiredtobemadeavailable
forinspection undersection 181 and if such modifications, amend-
ments,andsupplementsdonot,ordidnot,changethegeneralnature
ofthe invention in amanner whichwould require the United States
application to have been made available for inspection under such
section 181.

35 U.S.C. 185. Patent barred for filing without licanse

Notwithstandinganyotherprovisionsoflawanyperson,andhis
successors, assigns, or legal representatives, shall not receive a
UnitedStatespatentforaninventionifthatperson,orhissuccessors,
assigns,orlegal representativesshall, without procuringthelicense
prescribed insection 184 of thistitle, have made, or consented toor
assisted another’s making, application in a foreign country for a
patentorforthe registrationof a utilitymodel, industrial design, or
model in respect of the invention. A United States patent issued to
suchaperson,hissuccessors,assigns,orlegalrepresentativesshallbe
invalid, unless the failure to procure such ficense was through error
andwithoutdeceptiveintent,andthepatentdoesnotdisclosesubject
matter within the scope of section 181 of this title.
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35U.S.C. 186. Penalty .
Whoever, during the period or periodsof time aninvention has
been ordered to be kept secret and the grant of a patent thercon

- withheldpursuanttosection181 ofthistitle,shall,withknowledgeof

such order and without due authorization, willfully publish or
disclose orauthorize orcause tobepublishedordisclosed theinven-
tion, or material information with respect thereto, or whoever
willfully,inviolationoftheprovisionsofsection184ofthistitle,shall
file or cause or authorize to be filed in any foreign country an
application for patent or for the registration of a utility model,
industrial design, or model in respect of any invention made in the
UnitedStates,shall,uponconviction,befinednotmorethan$10,000
or imprisoned for not more than two years, or both.

The amendments made to 35 U.S.C. 184, 185, and
186 by Public Law 100—418 apply to all United States
patents granted before, on, or after August 23, 1988, to
all applications for United States patents pending on or
filed after August 23, 1988, and to all licenses under 35
U.S.C. 184 granted before, on, or after August 23, 1988.

More specifically, paragraphs (c) and (d) of section
9101 of Public Law 100418 read as follows:

“Sec. 9101. INCREASED EFFECTIVENESS OF PATENT LAW

22314

(c) REGULATIONS.—~ The Commissioner of Patents and
Trademarks shall prescribe such regulations as may be necessary to
implement the amendments made by this section.

(d) EFFECTIVEDATE.— - (1) Subject toparagraphs (2),(3),and
(4) of this subsection, the amendments made by this section shall apply to all
United States patents granted before, on, or after the date of enactment of
this section, to all applications for United States patents pending on or filed
after such date of enactment, and to all licenses under section 184 granted
before, on, or after the date of enactment of this section.

(2) The amendments made by this section shall not affect any final
decision made by a coust or the Patent and Trademark Office before the date
of enactment of this section with respect to a patent or application for patent,
if no appeal from such decision is pending and the time for filing an appeal

(3) No United States patent granted before the date of enactment
of this section shall abridge or affect the right of any person or his
successors in business who made, purchased, or used, prior to such date
of enactment, anything protected by the patent, to continue the use of, or
sell to others to be used or sold, the specific thing so made, purchased, or
used, if the patent claims were invalid or otherwisc unenforceable on a
ground obviated by this section and the personmade, purchased, or used
the specific thing in reasonable reliance on such invalidity or unenforce-
ability. If a person reasonably relied on such invalidity or unenforceabil-
ity, the court before which such matter is in question may provide for the
continued manufacture, use, or sale of the thing made, purchased, or
used asspecified, or for the manufacture, use, or sale of which substantial
preparation was made before the date of enactment of thissection, and it
may also provide for the continued practice of any process practiced, or
for the practice of which substantial preparation was made, prior to the
date of enactment of this section, to the extent and under such terms as
the court deems equitable for the protection of investments made or
business commenced before such date of enactment.
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(4) The amendments made by this section shall not affect the right
of any party in any case pending in court on the date of enactment of this
section to have its rights or liabilities ——

(A) under any patent before the court, or .

(B) under any patent granted after such date of enactment which
is related to the patent before the court by deriving priority right under
section 120 or 121 of title 35, United States Code, from a patent or an
application for patent common to both patents, determined on the basis
of the substantive law in effect before the date of enactment of this
section.”

35 U.S.C. 187. Nonapplicability to certain persons

The prohibitions and penalties of this chapter shall not apply to any
officer or agent of the United States acting within the scope of his
authority, nor to any person acting upon his written instructions or
permission,

35 U.S.C. 188. Rules and regulations, delegation of power

The Atomic Energy Commission, the Secretary of a defense
department, the chief officer of any department or agency of the
Government designated by the President as a defense agency of the
United States, and the Secretary of Commerce, may separately issue
rules and regulations to enable the respective department or agency to
carry out the provisions of this chapter, and may delegate any power
conferred by this chapter.

37 CFR 5.11. License for filing in a foreign country an application
on an imvention made in the United States or for transmitting an
interational application.

(a) A license from the Commissioner of Patents and Trademarks
under 35 U.S.C. 184 is required before filing any application for patent
including any modifications, amendments, or supplements thereto or
divisions thereof or for the registration of 2 utility model, industrial
design, or model, in a foreign patent office or any foreign patent agency
or any international agency other than the United States Receiving
Office, if the invention was made in the United States and:

(1) An application on the invention has been filed in the United
States less than six months prior to the date onwhich the applicationis to
be filed, or

{2) Noapplicationontheinventionhasbeenfiledinthe United
States.

(b) Thelicense from the Commissioner of Patents and Trademarks
referred to in paragraph (a) would also authorize the export of technical
data abroad for purposes related for purposes refating to the prepara-
tion, filing or possible filing and prosecution of a foreign patent
applicationwithoutseparately complying with the regulationscontained
in 22 CFR Parts 121 — 130 (International Trafficin Arms Regulations of
the Department of State), 15 CFR Part 379 (Regulations of the Office of
Export Administration, International Trade Administration, Depart-
ment of Commerce) and 10 CFR Past 810 (Foreign Atomic Energy
Programs of the Department of Energy).

(¢) Wheretechnicaldataintheformofapatentapplication,orin
anyform,isbeingexported for purposes related to the preparation,
fiting or possible filing and prosecution of a foreign patent applica-
tion, without the license from the Commissioner of Patents and
Trademarksreferredtoinparagraphs(a) or(b)ofthissection,oron
an invention not made in the United States, the export regulations
containedin22 CFR Parts 121 through 130(International Trafficin
Arms Regulations of the Department of State), 15 CFR Part 379
(Regulations of the Office of Export Administration, International
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“Trade Administration, Department o_f’C&hmer,ce) and IO CFR Part 810

(Foreign Atomic Energy Programs of the Department of Energy) must
be complied with unless alicense is not required because a United States

. application was on file at the time of the export for-at least six months

without a secrecy order under § 5.2 being placed thereon. The term
exported means export asitis defined in 22 CFR Parts 121 through 130,
15 CFR Part 379 and 10 CFR Part 810.

(d) If a secrecy order has been issued under § 5.2, an application
cannot be exported to, or filed in, a foreign-country (including an
international agency in a foreign country), except in accordance with
§5.5.

(e) Nolicense pursuant to paragraph (a) of this section is required:

(1) If the invention was not made in the United States, or
(2) Ifthecorresponding United States applicationisnotsubjectto
asecrecy order under § 5.2, and was filed at least six months prior to the
date on which the application is filed in a foreign country , or
(3) Forsubsequent modifications, amendments and supplements
containing additional subject matter to, or divisions of, a foreign patent
application if:
(i) alicense is not, or was not, required under paragraph (€){2) of
this section for the foreign patent application;
(i) the corresponding United Statesapplicationwasnotrequired
to be made available for inspection under 35 U.S. C. 181 and § 5.1; and
(iii) such modifications, amendments, andsupplementsdo not, or
did not, change the general nature of the invention in a manner which
wouldrequire any cosresponding United States application tobe or have
been available for inspection under 35 U.S.C. 181 and § 5.1.

() A license pursuant to paragraph (a) of this section can be
revoked at any time upon written notification by the Patent and
Trademark Office. An authorization to file a foreign patent application
resulting from the passage of six months from the date of filing of a
United States patent application may be revoked by the imposition of a
secrecy order.

37 CFR 5.12. Petition for license.

(a) Filing of an application for patent for inventions made in the
United States will be considered to include a petition for license under 35
US.C. 184 for the subject matter of the application. The filing receipt will
indicate if a license is granted. If the initial automatic petition is not granted, a
subsequent petition may be filed under paragraph (b) of this section.

(b) Petitions for license should be presented inletter form and must
includethe required fee (§ 1.17(h)). Ifexpedited handlingofthe petition
is also sought, the petitioner’s address, and full instructions for delivery
of the requested license when it is to be delivered to other than the
petitioner.

37 CFR 5.13. Petition for license; no corresponding application.

If no corresponding national or international application has been
filed in the United States, the petition for license under § 5.12(b) must be
accompanied by the required fee (§ 1.17(h)), if expedited handling is
sought of the petition, and a legible copy of the material upon which
license is desired, This copy will be retained as a measure of the license
granted. For assistance in the identification of the subject matter of each
ficense so issued, it is suggested that the petition be submitted in
duplicate and provide a title and other description of the material, The
duplicate copy of the petition will be returned with the license or other
action on the petition.

100 ~ 16
IPR2023-00937

Apple EX1018 Page 16





SECRECY, ACCESS, NATIONAL SECURITY, AND FOREIGN FILING

37 CFR 5.14. Petition for license; corresponding U.S. application.

(a) Where there is a corresponding United States application on
file, a petition for license under § 5.12(b) must include the required fee
(§1.17(h)), if expedited handling of the petitionis also sought ,and must
identify this application by serial number, filing date, inventor, and title,
and a copy of the material upon which the license is desired is not
required. The subject matter licensed willbe measured by the disclosure
of the United States application. Where the title is not descriptive, and
the subject matter is clearly of no interest from a security standpoint,
time may be saved by a short statement in the petition as to the nature of
the invention.

(b) Two or more United States applications should not be referred to in
the same petition for license unless they are to be combined in the foreign or
international application, in which event the petition should so state and the
identification of each United States application should be in separate
paragraphs.

(c) Where the application to be filed or exported abroad contains
matter not disclosed in the United States application or applications,
including the case where the combining of two or more United States
applications introduces subject matter not disclosed in any of them, a
copy of the application as it is to be filed in the foreign country or
international application which is to be transmitted to a foreign
international or national agency for filing in the Receiving Office, must
be furnished with the petition. If, however, all new matter in the foreign
or international application to be filed is readily identifiable, the new
matter may be submitted in detail and the remainder by reference to the
pertinent United States application or applications.

37 CFR 5.15. Scope of license.

(a) Applicationsorothermaterialsreviewedpursuantto§5.12
through § 5.14, which were not required to be made available for
inspectionbydefenseagenciesunder35U.S.C. 181and §5.1, willbe
eligible for a license of the scope provided in this paragraph. This
licensepermitssubsequentmodifications,amendments,andsupple-
ments containing additional subject matter to, or divisions of, a
foreignpateatapplication, if suchchangestothe application donot
alter the general nature of the invention in a manner which would
requiretheUnitedStatesapplicationtohavebeenmadeavailablefor
inspectionunder35U.8.C.181and§5.1. Thislicense alsocoversthe
inventionsdisclosedinforeignapplicationswhichhadbeengranteda
license under this part prior to April 4, 1984, and which were not
subjecttosecurityinspectionunder35U.5.C.181and§5.1. Grantof
this license authorizes the export and filing of an application in a
foreigncountryorthetransmittingofaninternationalapplicationto
any foreign patent agency or international patent agency whea the
subject matter of the foreign or international application corresponds
to that of the domestic application. This license includes authority:

(1) Toexportandfileall duplicate andformal application papersin
foreign countrics or with intcrnational agencies;

(2) Tomakeamendments, modificationsandsupplements, includ-
ing divisions, changes or supporting matter consisting of the ilfustration,
exemplification, comparison, or explanation of subject matter disclosed
in the application; and

(3) To take any action in the prosccution of the foreign or
inteenational application provided that the adding of subject matter or
taking of any action under paragraphs (a)(1) and (2) of this sectionwhich
does not change the general nature of the invention disclosed in the
application in a manner which would require such application to have
been made available for inspection under 35 U.S.C. 181 and § 5.1 by
including technical data pertaining to:
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(i) Defense services or articles designated' in the United States
Munitions List applicable at the time of foreign filing, the unlicensed
exportation of which is prohibited pursuant to the Arms Export Control

< Act, as amended, and 22 CFR Parts 121 through 130;-or-

(ii) Restricted Data, sensitive nuclear technology or technology useful
in the production or utilization of special nuclear material or atomic energy,
the dissemination of which is subject to restrictions of the Atomic Energy Act
of 1954, as amended, and the Nuclear Non—Proliferation Act of 1978, as
implemented by the regulations for Unclassified Activities in Foreign Atomic
Energy Programs, 10 CFR 810, in effect at the time of foreign filing.

(b)Applications orother materialswhich were required tobe made
available for inspection under35U.S.C. 181 and § 5.1 will be eligible fora
license of the scope provided in this paragraph. Grant of this license
authorizes the export and filing of an application in a foreign country or
the transmitting of an international application to any foreign patent
agency or international patent agency. Further, this license includes
authority to export and file all duplicate and formal papers in foreign
countries or with foreign and international patent agencies and to make
amendments, modifications, and supplements to, file divisions of, and
take any action in the prosecution of the foreign or international
application, provided subject matter additional to that covered by the
license is not involved.

(c) Alicensegrantedunder§5.12(b)pursuantto§5.130r§5.14
shalthavethescopeindicatedinparagraph(a)ofthissection,ifitisso
specifiedinthelicense. Apetition,accompaniedbytherequiredfee
(§ 1.17(h)), may also be filed to change a license having the scope
indicatedinparagraph (b)ofthissectiontoalicensehavingthescope
indicated in paragraph (a) of this section. No such petition will be
granted if the copy of the material filed pursuant to  § 5.13 or any
corresponding United States application was required to be made available
for inspection under 35 U.S.C. 181 and § 5.1. The change in the scope of a
license will be effective as of the date of the grant of the petition.

(d) Inthose cases in which no license is required tofile the foreign
application or transmit the international application, no license is
required to file papers in connection with the prosecution of the foreign
or international application not involving the disclosure of additional
subject matter.

(e) Any paper filed abroad or transmitted to an international
patent agency following the filing of a foreign or international applica-
tion which changes the general nature of the subject matter disclosed at
the time of filing in a manner which would require such application to
have been made available for inspectionunder35U.S.C. 181and §5.10r
which involves the disclosure of subject matter listed in paragraphs
(a)(3)(i) or (ii) of this section must be separately licensed in the same
manner as a foreign or international application. Further, if no license
has been granted under § 5.12(a) on filing the corresponding United
Statesapplication, any paper filed abroad orwith an international patent
agencywhichinvolvesthe disclosure of additionalsubject matter mustbe
licensed in the same manner as a foreign or international application.

(f) Licenses separately granted in connection with two or more
United States applications may be exercised by combiningor dividing the
disclosures, as desired, provided:

(1) Subject matterwhich changes the gencral nature of the subject
matter disclosed at the time of filing or which involves subject matter
listed in paragraphs (a)(3)(i) or (ii) of this scction is not introduced, and

(2) In the case where at least one of the licenses was obtained
under § 5.12(b), additional subject matter is not introduced.
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(g) Alicense doés not apply to acts done before the license was
granted. See § 5.25 for petitions for retroactive licenses.

37 CFR 5.16.  Effect of secrecy order:

Any license obtained under 35 U.S.C. 184isineffective if the subject
matter isunderasecrecy order, and asecrecy order prohibits the exercise
of or any further action under the license unless separately specifically
authorized by a madification of the secrecy order in accordance with
§55.

37 CFR 5.17. Who may use license.

Licenses may be used by anyone interested in the export, foreign
filing, or international transmittal for or on behalf of the inventor or the
inventor ’s assigns.

37 CFR 5.18. Arms, ammunition, and implements of war.

(a) Theexportationoftechnical datarelatingtoarms, ammunition,
and implements of war generally is subject to the International Traffic in
Arms Regulations of the Department of State (22 CFR Parts 121
through 128); the articles designated as arms, ammunition, and imple-
ments of war are enumerated in the U.S. Munitions List, 22 CFR 121.01.
However, if a patent applicant complies with regulations issued by the
Commissioner of Patents and Trademarks under 35 U.S.C. 184, no
separate approval from the Department of State is required unless the
applicant seeks to export technical data exceeding that used to supporta
patent application in a foreign country. This exemption from Depart-
ment of State regulations is applicabie regardiess of whether a license
from the Commissioner is required by the provisions of §§ 5.11 and 5.15
(22 CFR 125.04(b), 125.20(b)).

{b) When a patent application containing subject matter on the
Munitions List (22 CFR 121.01) is subject to a secrecy order under § 5.2
and a petition is made under § 5.5 for a modification of the secrecy order
topermitfilingabroad, a separate request to the Department of State for
authoriiy to export classified information is not required (22 CFR
125.05(d)).

37 CFR5.19.  Export of technical data.

(a)Under regutations (15 CFR 770.10(j)) established by the U.S.
Depaitment of Commerce, Bureau of Export Administration, Office of
Export Licensing, a validated export license isnotrequiredinany case to
file a patent application or part thereof in a foreign country if the
foreignfilingisinaccordancewith theregulations (37 CFR 5.11 through
5.33) of the Patent and Trademark Office.

() A validated export license is not required for data contained in a
patent application prepared wholly from foreign—origin technical data
where such appfication is being sent to the foreign inventor to be executed
and returned to the United States for subsequent filing ins the U.S, Patent and
Trademark Office (15 CFR 379.3(¢)).

(c) Inquiries concerning the export control regulations for the
foreignfilingoftechnicaldataotherthan patent applicationsshould be
riade to the Office of Export Administration, International Trade Adminis-
tration, Department of Commerce, Washington, D.C, 20230,

{45 FR 72654, Now. 3, 1980; para. (a) revised, 58 FR 54504, Oct. 22,
1993, effective Jan 3, 1994]

37 CFR 5.20. Expors of technical data relating to sensitive

nuclear technology.

(a) Under reguiations (10 CFR 810.7) established by the United
States Department of Energy, an application filed in accordance with the
regulations (37 CFR 5.11 through 5.33) of the United States Patent and
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Trademark Office and eligible for foreign filing under 35 U.S.C. 184, is
considered to be information available to the public in published form
anda generally authorized activity for the purposes of the Department of

(b) Inquiries concerning the expoi-t of sensitive nuclear technology
other than related to the filing or prosecution of a foreign patent
application should be made to the Attention: Secretary, United States
Department of Energy, Office of International Security Affairs, Wash-
ington, D.C. 20858,

37 CFR 5.25.  Petition for retroactive license
(a) A petition for a retroactive license under 35 U.S.C. 184 shall be
presented in accordance with § 5.13 or § 5.14(a), and shall include:
(1) A listing of each of the foreign countries in which the
unlicensed patent application material was filed.
(2) The dates on which the material was filed in each country,
(3) A verified statement (oath or declaration) containing:

(i) An averment that the subject matter in question was not
under a secrecy order at the time it was filed abroad, and that it is not
currently under a secrecy order,

(ii) A showing that the license has been diligently sought after
discovery of the proscribed foreign filing, and

(iii) An explanation of why the material was filed abroad through
error and without deceptive intent without the required license under
§ 5.11 first having been obtained, and

(4) The required fee (§ 1.17(h)).

The above explanation must include a showing of facts rather thana
mere aflegation of action through error and without deceptive intent.
The showing of facts as to the nature of the error should include
statements by those persons having personal knowledge of the acts
regarding filing in a foreign country and should be accompanied by
copies of any necessary supporting documents such as letters of
transmittal or instructions for filing. The acts which are alleged to
constitute error without deceptive intentshould cover the period leading
up to and including each of the proscribed foreign filings.

{b) Ifa petition for a retroactive license is denied, a time period of
not less than thirty days shall be set, during which the petition may be
renewed. Failure to renew the petition within the set time period will
result in a final denial of the petition. A final denial of a petition stands
unless a petition is filed under § 1.181 within two months of the date of
the denial. If the petition for a retroactive license is denied with respect
to the invention of a pending application and no petition under § 1.181
hasbeenfiled, a final rejection of the applicationunder35U.S.C. 185 will
be made.

(c) The granting of a retroactive license does not excuse any
violation of the export regulations contained in 22 CFR Parts 121
through 130 (International Traffic in Arms Regulations of the Depart-
ment of State), 15 CFR Part 379 (Regulations of Office of Export
Administration, International Trade Administration, Department of
Commerce) and 16 CFR Part 810 (Foreign Atomic Energy Programs of
the Department of Energy) which may have occurred because of failure
to obtain an appropriate license prior to export.

GENERAL

37CFR 5.31.  Effect of modification, rescission or license.

Any consent, rescission or license under the provisions of this part
does not lessen the responsibilities of the principals in respect to any
Government contract or the requirements of any other Government
agency.
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37 CFR 5.32.  Papers in English language.

All papers submitted in connection with petitions must be in the
English language, or be accompanied by an English translation and a
translator’s certificate as to the true, faithful and exact character of the
translation.

37 CFR 5.33.  Correspondence.

Allcorrespondence in connection with thispart, including petitions,
should be addressed to Commissioner of Patents and Trademarks
(Attention Licensing and Review), Washington, D.C. 20231.

In the interests of national security, the United States
government imposes restrictions on the export of techni-
cal information. These restrictions are administered by
the Departments of Commerce, State, and/or Energy
depending on the subject matter involved. For the filing
of patent applications in foreign countries, the authority
for export control has been delegated to the Commis-
sioner of Patents and Trademarks.

There are two ways in which permission to file a pat-
ent application abroad may be obtained: either a peti-
tion for a foreign filing license may be granted (37 CFR
5.12) or an applicant may wait 6 months after filing a pat-
ent application in the PTO (35 U.S.C. 184) at which time
a license on that subject matter is no longer required as
long as nc Secrecy Order has been imposed (37 CFR
5.11(e)(2)).

There are several means by which a foreign filing li-
cense may be issued. First, every U.S. origin application
filed in the PTO is considered to include an implicit peti-
tion for a foreign filing license. The grant of a license is
not immediate or even ensured. If the application is not
marked by the security screeners, the petition is granted.
This is indicated to the applicant by the presence on the
filing receipt of the phrase “Foreign Filing License
Granted” and a date. The license becomes effective on
the date shown. Further, grant of this license is made of
record in the application file by means of a similar nota-
tion on the file jacket of the application below the “For-
eign/PCT Applications” data. The scope of this license is
quite broad as set forth in 37 CFR 5.15(a).

Explicit petitions for foreign filing licenses will also
be accepted in accordance with 37 CFR 5.12(b). Appli-
cants may be interested in such petitions in cases (1) in
which the filing receipt license is not granted or (2) in
which the filing receipt has not yet been issued (37 CFR
5.14(a) or (b)) or (3) in which there is no corresponding
U.S. application (37 CFR 5.13) or (4) in which subject
matter additional to that already licensed is sought to be
licensed (37 CFR 5.14(c) and 5.15(e}) or (5) in which ex-
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pedited handling is requested. The scope of any license
granted on these petitions is indicated on the license. If

. applicants desire expedited processing (turn around

time of 3 business days or less starting with the date of
receipt of the petition in Licensing and Review) or, if the
petition covers subject matter corresponding to a U.S.
application in which the filing receipt has not yet been is-
sued, a fee is charged (See 37 CFR 1.17(h)). There is no
fee for other petitions under 37 CFR 5.12(b).

Petitions under 37 CFR 5.14(a) or (b) as well as any
license granted on the petition are given paper numbers
and endorsed on the file wrapper. Petitions under
37 CFR 5.14(c) are not ordinarily made of record in the
file.

Applicants granted a license under 37 CFR 5.12(b)
having the relatively narrow scope indicated in 37 CFR
5.15(b) may petition under 37 CFR 5.15(c) to convert the
license to the broad scope of 37 CFR 5.15(a). A fee is
charged for such a petition (see 37 CFR 1.17(h)). If the
petition is granted, the change in the scope of the license
is effective as of that day.

Finally, a retroactive license may be sought if an unli-
censed foreign filing has occurred through error and
without deceptive intent. However, the requirements of
37 CFR 5.25 must be fulfilled in order for such a petition
to be granted. Note that licenses under 37 CFR 5.25 are
only made retroactive with respect to specific acts of for-
eign filing, and therefore the countries, the actual dates
of filing and the establishing of the nature of the error
must be provided for each act of proscribed foreign filing
for which a retroactive license is sought. Also, the re-
quired verified statement must be in oath or declaration
form.

Upon written notification from the Patent and Trade-
mark Office, any foreign filing license required by
37 CFR 5.11(a) may be revoked. Ordinarily, revocation
indicates that additional review of the licensed subject
matter revealed the need for referral of the application
to the appropriate defense agencies. Revocation of a fil-
ing receipt license (37 CFR 5.12(a)) does not necessarily
mean that a petition under 37 CFR 5.12(b) for a license
of narrower scope will not be granted. The revocation
becomes effective on the date on which the notice
is mailed. Foreign filings which occurred prior to
revocation need not be abandoned or otherwise
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specially treated; however, additional filings without a li-
cense are not permitted unless 6 months have elapsed
from the filing of any corresponding U.S. application.
Papers and other documents needed in support of pro-
secution of foreign applications may be sent abroad if
they comply with any pertinent export regulations. Of
course, if and once a Secrecy Order is issued, the restric-
tions thereof must immediately be observed.

Only the imposition of a Secrecy Order will cause re-
vocation of the authority which arises from 35 U.S.C. 184
to file a foreign patent application 6 months or later after
the date of filing of a corresponding U.S. patent applica-
tion.

The penalties for failing to obtain any necessary li-
cense to file a patent application abroad are set forth in
35U.8.C. 182, 35 U.S.C. 185, and 35 U.S.C. 186 and in-
clude loss of patenting rights in addition to possible fine
or imprisonment.

150 Statements to DOE and NASA

37 CFR 1.14. Patent applications preserved in secrecy

Gk B

(c) Applications for patents which disclose or which appear to
disclose, or which purport to disclose, inventions or discoveries relating
to atomic energy are reported to the Department of Energy, which
Department will be given access to such applications, but such reporting
does not constitute a determination that the subject matter of each
application so reported is in fact useful or an invention or discovery or
that such application in fact discloses subject matter in categories
specified by sections 151(c) and 151(d) of the Atomic Energy Act of
1954, 68 Stat, 919; 42 U.S.C. 2181(c) and (d).

LR 23]

Title 42 United States Code, Section 2182 reads in
part:

Nopatent for any invention or discovery, useful in the production or
utilization of special nucfear material or atomic enesgy, shall be issued
unless the applicant files with the application, or within thirty days after
request therefor by the Commissioner of Patents {unless the Commis-
sion advises the Commissioner of Patents that its rights have been
determined and that accordingly no statement is necessary) a statement
under oath setting forth the full facts surrounding the making or
conceptionof the invention or discovery described in the application and
whether the invention or discovery was made or conceived in the course
of or under any contract, subcontract, or arrangement entered into with
or for the benefit of the Commission, regardless of whether the contract,
subcontract, or arrangement involved the expenditure of funds by the
Commission. The Commissioner of Patents shall as soon as the
application is otherwise in condition for allowance forward copies of the
application and the statement to the Commission.

Rev. 2, July 1996

Similarly, 42 U.S.C. 2457 provides in part:

(c) Patent application. No patent may be issued to any applicant
other than the Administrator for any.invention which appears to the
Commissioner of Patents to have significant utility in the conduct of
aeronautical and space activities unless the applicant files with the
Commissioner, with the application or within thirty days after request
therefor by the Commissioner, a written statement executed under oath
setting forth the fullfacts concerningthe circumstancesunderwhichsuch
invention was made andstating the relationship (ifany) of suchinvention
to the performance of any work under any contract of the Administra-
tion. Copies of each statement and application to which it relates shallbe
transmitted forthwith by the Commissioner to the Administrator.

Property rights statements to DOE or NASA may be
filed at any time but should be updated if necessary to ac-
curately reflect property rights at the time the applica-
tion is allowed.

Shortly after filing, an informal request for a property
rights statement will be mailed to those applicants whose
applications have been marked by the security screeners
as being of interest to DOE or NASA. While no formal
time period is set, a response by applicants within 45 days
will expedite processing. If the statement submitted dur-
ing this period is defective, another letter is sent from Li-
censing and Review detailing the deficiencies and giving
applicant another opportunity to respond during this pe-
riod of informal correspondence.

If no response to the initial so called 45—Day Letter
is received or if repeated efforts to correct a defective
statement evidence an absence of cooperation on the
part of the applicant, a formal request for a statement in
accordance with the statutes will be made. A 30—day
statutory period for response is then set. There is no pro-
vision for an extension of this time period. If no proper
and timely statement is received, the application will be
held abandoned and the applicant so notified. Such
applications may be revived under the provisions of
35 U.S.C. 137, In re Rutan, 231 USPQ 864 (Comm’r. Pat.
1986).

Any papers pertaining to property rights under sec-
tion 152 of the Atomic Energy Act, 42 U.S.C. 2182,
(DOE), or section 305(c) or the National Aeronautics
and Space Act, 42 U.S.C. 2457, (NASA), that have not
been associated with the application file, or have not
been made of record in the file and processed by the Li-
censing and Review section, must be sent to the Licens-
ing and Review section immediately.
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151 Content of the Statements

The law requires the statement to set forth “the full
facts” surrounding the conception and making of the in-
vention. These facts should include those which are
unique to that invention. The use of form paragraphs or
printed forms which set forth only broad generalized
statements of fact is not ordinarily regarded as meeting
the requirements of these statutes.

The word “applicant” in both of these statutes has
been construed to mean the inventor or joint inventors in
person. Accordingly, in the ordinary situation, the state-
ments must be signed by the inventor or the joint inven-
tors, if available. This construction is consistent with the
fact that no other person could normally be more knowl-
edgeable of the “full facts concerning the circumstances
under which such invention was made,” (42 U.S.C. 2457)
or, “full facts surrounding the making or conception of
the invention or discovery” (42 U.S.C. 2182). If a peti-
tion under 37 CFR 1.48 for correction of inventorship is
granted during pendency of an application in which a
property rights statement has been filed, a supplemental
statement executed by any added inventor(s) is required
and should promptly be filed with the Licensing and Re-
view section,

In instances where an applicant does not have first-
hand knowiedge whether the invention involved work
under any contract, subcontract, or arrangement with or
for the benefit of the Atomic Energy Commission, or had
any relationship to any work under any contract of the
National Aeronautics and Space Administration, and in-
cludes in his statement information of this nature de-
rived from others, his or her statement should identify
the source of his or her information. Alternatively, the
statement by the applicant could be accompanied by a
supplemental declaration or oath, as to the contractual
matters, by the assignee or other person; e.g., an em-
ployee thereof, who has the requisite knowledge.

When an applicant is deceased or incompetent, or
where it is shown to the satisfaction of this Office that he
or she refuses to furnish a statement or cannot be
reached after diligent efforts, declarations or statements
under oath setting forth the information required by the
statutes may be accepted from an officer or employee of
the assignee who has sufficient knowledge of the facts.
The offer of such substitute statements should be based
on the actual unavailability of or refusal by the applicant,
rather than mere inconvenience. Where it is shown that
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one of the joint inventors is deceased or unavailable, a
statement by all of the other inventor(s) may be accept-

~ed. - '

The following is an acceptable format for statements
to DOE or NASA assuming that no government funds or
other considerations were involved in the making or con-
ception of the invention. It is'important, however, that
the information previded in the statement be an accu-
rate reflection of the fact situation at the time the state-
ment is made. While the sample below is in the form of a
declaration, a sworn oath is equally acceptable.

Note that the statement must be in the form of an
oath or declaration. Further note that the statement
must be signed by all the inventors. See also the notice
published in 914 O.G. 1 for further information.

citizens of residing at
declare: That I (we) made and conceived the
invention described and claimed in patent application Serial Number

filed in the United States of America on

1(We)

titled .
(Check and complete either 1. or II. below)

L (for Inventors Employed by an Organization)

That I (we) made and conceived this invention while employed by

That the invention is related to the work I am (we are) employed to

perform and was made within the scope of my (our) employment duties;

That the invention was made during working hours and with the use

of facilities, equipment, materials, funds, information and services
of

Other relevant facts are: .
That to the best of my (our) knowledge and belief based upon
information provided by of

—OR—

IL. (For Self—Employed Inventors)

That I (we) made and conceived thisinvention on my (our) owntime
using only my (our) own facilities, equipment, materials, funds, informa-
tion and services.

Other relevant facts are

That to the best of my (our) knowledge and belief:

(Check III. and/or IV. below as appropriate)

III. The invention or discovery was not made or conceived in the
course of, or in connection with, or under the terms of any contract,
subcontract or arrangement entered into with or for the benefit of the
United States Atomic Energy Commission or its successors Energy
Research and Development Administration or the Department of
Energy.
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‘ IV Thc mventlon was not madc under noris there any relatlonshlp»;
' ofthemventlontotheperfonnanceofanyworkunderanycontractofthe
National Aeronautics and Space Administration. »
- The undersigned mventor(s) declare(s) further that all statements g
made herein of his or her (their) own lmowledge are true: and that all.
statements made on information-and belief are believed to be true and
further that these statements were madé with the knowledge thatw:llful -
false statements and the like so- made are punishable by fine or
imprisonment, or both, under Section 1001 of Title 18 of the-United.” - *
States Code and that such willful false statements may jeopardize the =i
validity of the appl;cauon or any patent 1ssulng thereon .
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161 General

35 U.S.C. 122.Confidential status of applications.

Applications for patents shall be kept in confidence by the Patent
and Trademark Office and no information concerning the same given
without authority of the applicant or owner unless necessary to carry out
the provisions of any Act of Congress or in such special circumstances as
may be determined by the Commissioner.

18 US.C. 2071. Concealment, removal, or mutilation generally.

(a} Whoever willfully and uniawfully conceals, removes, mutilates,
obliterates, or destroys, or attempts to do so, or, with intent to do so takes
andcarriesawayanyrecord, proceeding, map, book, paper, document, or
other thing, filed or deposited with any clerk or officer of any courst of the
United States, or in any publicoffice, orwith any judicial or public officer
of the United States, shall be fined not more than $2,000 or imprisoned
not more than three years, or both.

(b) Whoever, having the custody of any such record, proceeding,
map, book, document, paper, or other thing, wilfully and unlawfully
conceals, removes, mutilates, obliterates, faisifies, or destroys the same,
shali be fined not more than $2,000 or imprisoned not more than three
years, orboth; and shall forfeit his office and be disqualified from holding
any office under the United States. As used in this subsection, the term
“office” does not include the office held by any person as a retired officer
of the Armed Forces of the United States.

37 CFR 1.14. Patent application preserved in secrecy.

(a) Exceptasprovidedin § 1.11(b) pendingpatent applications are
preserved in secrecy. No information will be given by the Office
respecting the filing by any particular person of an application for a
patent, the pendency of any particular case before it, or the subject
miatter of any particular application, nor will access be given to or copies
fuenished of any pending application or papers relating thereto, without
written authority in that particular application from the applicant or his
assigniee of attorney or agent of record, unless the application has been
identified by setial number in a published patent documentor the United
Statesof America hasbeenindicated asa Designated Stateinapublished
international application, in which case status information such as
whether it is pending, abandoned or patented may be supplied, or unless
it shall be necessary to the proper conduct of business before the Office

100 -1

Foreign Filin

or as provided by this part. Where an dpplication has been patented, the
patent number and issue date may also be supplied.

ok dokok

All Patent and Trademark Office employees are le-
gally obligated to preserve pending applications for pat-
ents in confidence. 35 U.S.C. 122 and 18 U.S.C. 2071 im-
pose statutory requirements which cover the handling of
patent applications and related documents. Suspension,
removal, and even criminal penalties may be imposed for
violations of these statutes.

In order to provide prompt and orderly service to the
public, application files must be readily available to au-
thorized Patent and Trademark Office employees at all
times. Accordingly, in carrying or transporting applica-
tions and related papers, care must be exercised by Pat-
ent and Trademark Office employees, especially in corri-
dors and elevators, to ensure that applications and re-

‘lated papers are always under employee surveillance and

control. Application files must not be displayed or han-
dled so as to permit perusal or inspection by any unau-
thorized member of the public.

Interoffice mail must be sent in appropriate enve-
lopes.

No part of any application or paper related thereto
should be reproduced or copied except for official pur-
poses.

No patent application or related document may
be removed from the premises occupied by the Pat-
ent and Trademark Office, except for handling as re-
quired by the issue process, unless specifically autho-
rized by the Commissioner. If such authorization is giv-
en, the employee having custody will be responsible for
maintaining confidentiality and otherwise conforming
with the requirements of law.

Applications must not be placed in desk drawers or
other locations where they might be easily overlooked or
are not visible to authorized personnel.

Whenever an application is removed from the oper-
ating area having custody of the file, a charge on the
PALM system must be properly and promptly made.

Papers arriving within the groups must be properly
and promptly placed within th2 appropriate files. If pa-
pers are received with faulty identifications, this should
be corrected at once. If papers are received at a destina-
tion for which they are not intended due to faulty
identification or routing, appropriate corrective action
should be taken at once to ensure the prompt receipt
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thereof at destination. See MPEP § 508.01 and
§ 508.03.

All Patent and Trademark Office employees should
bear in mind at all times the critical importance of ensur-
ing the confidentiality and accessibility of patent ap-
plication files and related documents, and in addition to
the specific procedures referred to above, should take all
appropriate action to that end.

Examiners, classifiers, and other Patent and Trade-
mark Office employees who assist public searchers by
outlining or indicating a field of search, should also bear
in mind the critical importance of ensuring the confiden-
tiality of information revealed by a searcher when re-
questing field of search assistance. See MPEP § 1701.
Statutory requirements and curbs regarding the use of
information obtained by an employee through Govern-
ment employment are imposed by 15 U.S.C. 15(b) and 18
U.S.C. 1905.

Examiners, while holding interviews with attorneys
and applicants, should be careful to prevent exposures of
files and drawings of other applicants.

Extreme care should be taken to prevent inadvertent
disclosure of the filing daie or serial number of any ap-
plication filed by another party. This applies not only to
Office actions but also to notes (usually in pencil) in the
file wrapper.

TELEPHONE AND IN—PERSON REQUESTS
FOR INFORMATION CONCERNING PENDING
OR ABANDONED APPLICATIONS

Normally no information concerning pending or
abandoned patent applications (except reissue applica-
tions and reexamination proceedings) may be given to
the public without the authorization of the applicant, the
assignee of record, or the attorney or agent of record.
See 35 U.S.C. 122 and 37 CFR 1.14. Other exceptions
are specified in 37 CFR 1.14.

When handling an incoming telephone call or an in~per-
son request for information regarding a pending or aban-
doned patent application, no information should be dis-
closed until the identity of the requester can be ade-
quately verified as set forth below. Particular care must
be exercised when a request is made for the issue date or
patent number assigned to a pending patent application.
If the issue date is later than the current date (i.e., the
date of the request), such information may be given only
to the applicant, or the assignee of record, or the attor-
ney or agent of record.

Rev. 2, July 1996

The following procedure should be followed before
any information about a pending or abandoned patent
_ application is given over the telephone:

(1) Obtain the caller’s full name, the application
number, and the caller’s telephone number. Ask
the caller if there is an attorney or agent of record.

(a) If there is an attorney or agent of record, ask
for his or her registration number. If the regis-
tration number is not known, ask for the name
of the attorney or agent of record. Inform call-
er that an attorney or agent of record will be
called after verification of his/her identity and
that information concerning the application
will be released to that attorney or agent.

(b) If there is no attorney or agent of record, ask
the caller why he or she is entitled to informa-
tion concerning the application. If the caller
identifies himself or herself as an applicant or
an authorized representative of the assignee of
record, ask for the correspondence address of
record and inform caller that his or her associ-
ation with the application must be verified be-
fore any information concerning the applica-
tion can be released and that he or she will be
called back. If the caller indicates that he or she
is not an applicant or an authorized represen-
tative of the assignee of record, inform caller
that no information concerning that applica-
tion will be released.

(2) Then, verify that information concerning the ap-
plication can be released by checking PALM or
the application file.

(a) If the caller stated there was an attorney or
agent of record, the 2954 PAI M screen should
be used to verify the registration number given
or to obtain the registration number of an at-
torney or agent of record. Then the 3552
PALM screen (using the registration number)
should be used to obtain a telephone number
for an attorney or agent of record.

(b) If the caller identified himself or herself as an
applicant or an authorized representative of
the assignee of record, the 2950 PALM screen
should be used to verify the correspondence
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address of record. The 2954 PALM Screen . and classnflcatlon relatlve to the apphcatlon may be glv-; i

should be used to determine if there is an at-

torney or agent of record. If there is an attor-

ney or agent of record, their telephone num-
ber can be obtained from the 3552 PALM
screen.

(3) Then, return the call using the telephone number
as specified below.

(a) If an attorney or agent is of record in the ap-
plication, information concerning the applica-
tion should only be released by calling the at-
torney’s or agent’s telephone number ob-
tained from the 3552 PALM screen.

(b)If the applicant or an authorized representa-
tive of the assignee of record requests informa-
tion, and there is no attorney or agent of re-
cord and the correspondence address of re-
cord has been verified, information concern-
ing the application can be released to the caller
using the telephone number given by the call-
er. If the caller’s association with the applica-
tion cannot be verified, no information con-
cerning the application will be released. How-
ever, the caller should be informed that the
caller’s association with the application could
not be verified.

In handling an in—person request, ask the requester
to wait while verifying their identification as in (2) above.

102 Information as to Status of an Application

Status information of an application means only the
following information:

1. that the application is abandoned, or
2. that the application is pending, or

3. thatthe application was issued as a patent and the
patent number, issue date, and classification of
such patent.

PATENTED

If an application on which status information is re-
quested has matured into a patent, the fact that the ap-
plication is patented and the patent number, issue date,

160 =3

entoanyone el

PENDING OR ABANDONED NO REFERENCE " "

Ifan apphcatlon 1s in pendmg or abandoned status sy

and has not been referred to: by number and date in a
United States or: forelgn patent or publlshed appllcatlon,d

status information indicating only that the apphcatnon is -
pending or abandoned may be given only to Paterit and .
Trademark Office employees and parties of record such

as: o o R

(a) The app]icant. ; .
(b) The attorney or agent of record in the application.

(c) The assignee of record in the Patent and
Trademark Office.

(d) Anyone who has and furnishes written author-
ity froma, b, orc.

A nonsigning inventor (37 CFR 1.47) is entitled
to status information only after the application is ac-
cepted. See MPEP § 409.03(i).

REFERENCED APPLICATION

If an application has been referred to by number and
date in a United States or foreign patent or published ap-
plication, status information may be given to Patent and
Trademark Office employees and to anyone who fur-
nishes the Patent and Trademark Office with a written
request citing the application in question by serial num-
ber and date of filing. The source document (a United
States or foreign patent or published application) must
be identified in the written request by the country, num-
ber, and date of such patent or application.

REFERENCED APPLICATION, SOURCE
DOCUMENT NOT PRESENTED

If a written request for status information is present-
ed without a copy of the source document, Patent and
Trademark Office employees will check to see that the
source document and the application in question are
properly identified and that the source document refers
to the application in question before supplying the status
information. Requests for information not accompanied
with a copy of the source document may require the Of-
fice to obtain a copy of the source document for verifica-
tion before status information can be supplied. This may
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result in some delay before the desired status informa-
tion can be forwarded to the requester.

REFERENCED APPLICATION, SOURCE
DOCUMENT PRESENTED

If a copy of the source document is presented, the Of-
fice will verify that the United States application in ques-
tion is cited therein. After checking, status information
may be immediately given and the source document copy
may be returned to the requester. In either case, at the
time the status information is supplied, the person sup-
plying the status information marks the request “Infor-
mation furnished,” the date, and his or her name. The re-
quest is then placed in the file wrapper or forwarded to
the appropriate area (group art unit, abandoned files,
etc.) for inclusion in the file wrapper as part of the offi-
cial record of the application. The applicant is not con-
sulted. See MPEP § 203.08.

STATUS LOCATION INFORMATION FOR
OFFICE PERSONNEL

When it is desired to determine the current location
or status of an application, Office personnel shouid use
their PALM terminal.

However, inasmuch as all 06 series applications prior
to 714,000 are not currently in the PALM system, Office
personnel requesting status/location information on
those applications determined not to be in the PALM
system will be requested to contact the File Information
Unit at 308—2733 where the numerical index records of
the above mentioned applications are maintained.

103 Right of Public to Inspect Patent Files and
Seme Application Files [R—2]

37 CFR 1.11. Files open to the public.

(a) After a patent has been issued or a statutory invention
registration has been published, the specification, drawings, and all
papers relating to the case in the file of the patent or statutory invention
registration are open to inspection by the public, and copies may be
obtained upon paying the fee therefor. See § 2.27 for trademark files.

(b) All reissue applications, all appfications in which the Office has
accepted a request to open the complete application to inspection by the
public, and related papers in the application file, are open to inspection
by the public, and copies may be furnished upon paying the fee therefor.
Thefiling of reissue applications will be announced in the Official Gazette
The announcement shall include at feast the filing date, reissue
application and original patent numbers, title, class and subclass, name
of the inventor, name of the owner of record, name of the attorney or
agent of record, and examining group to which the reissue application is
assigned.

Rev. 2, July 1996
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(c) -Allrequestsfor reeiaminétion forwhich the fee under §1.20(c)
hasbeen paid, will be announced in the Official Gazette, Any reexamina-
tions at the initiative of the Commissioner pursuant to § 1.520 will alsobe

. announced in the Official Gazette. The announcement shall include at

least the date of the request, if any, the reexamination request control
number or the Commissioner initiated order control number, patent
number, title, class and subclass, name of the inventor, name of the
patent owner of record, and the examining group to which: the
reexamination is assigned.

(d) All papers or copies thereof relating to a reexamination
proceeéding which have been entered of record in the patent or
reexamination file are open to inspection by the general public, and
copies may be furnished upon paying the fee therefor.

(e) The file of any interference involving a patent, a statutory
invention registration, >a reissue application< or an application on
which a patenthasbeenissued orwhich hasbeen published as a statutory
inventionregistration, isopen toinspection by the public, and copies may
be obtained upon paying the fee therefor, if: (1) the interference has
terminated, or (2) an award of priority or judgment has been entered as
to all parties and all counts.

37 CFR 1.14. Patent applications preserved in secrecy.

21224

(e) Any request by a member of the public seeking access to, or
copies of, any pending or abandoned application preserved in secrecy
pursuant to paragraphs (a) and (b) of this section, or any papers relating
thereto, must

(1) Beintheformofapetition andbeaccompaniedbythe petition
fee set forth in § 1.17(i), or

(2) Includewritten authority granting access to the member of the
publicin that particular application from the applicant or the applicant’s
assignee or attorney or agent of record.

(Note, see § 1.612(a) for access by an interference party to a pending
or abandoned application.)

PETITION FOR ACCESS

Any interested party may file a petition, accompa-
nied by the petition fee, to the Commissioner for access
to an application. Inasmuch as the Post Office address is
necessary for the complete identification of the petition-
er, it should always be included complete with Zip Code
number. Petitions for access are handled in the Special
Program Law Office.

The petition may be filed either with proof of service
of copy upon the applicant, assignee of record, or attor-
ney or agent of record in the application to which access
is sought, or the petition may be filed in duplicate, in
which case the duplicate copy will be sent by the Office to
the applicant, assignee of record, or attorney or agent of
record in the application (hereinafter “applicant”).
A separate petition, with fee, should be filed for each
application to which access is desired. Each
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petition should show not only why access is desired, but
also why petitioner believes he or she is entitled to ac-
cess. The applicant will normally be given a limited peri-
od such as 3 weeks within which to state any objection to
the granting of the petition for access and reasons why it
should by denied. If applicant states that he or she has no
objection to the requested access, the petition will be
granted. If objection is raised or applicant does not re-
spond, the petition will be decided on the record.
A determination will be made whether “special circum-
stances” are present which warrant a grant of access un-
der35U.S.C. 122. See below when the application is the
basis of a claim for benefit of an earlier filing date under
35 U.S.C. 120 or the application is incorporated by refer-
ence in a United States patent.

ACCESS WHERE PATENT CLAIMS
35U.5.C.120 BENEFIT

Whenever a patent relies on the filing date of an ear-
lier but still pending application, the public is entitled to
see the portion of the earlier application that relates to
the common subject matter, and also what prosecution,
if any, was had in the earlier application of subject matter
claimed in the patent. In re Dreyfus, 137 USPQ 475
(Comm’r Pat. 1961). If applicant objects to the petition
for access, he or she must submit along with the objection
two sets of a copy of the portion of the application that
relates to the common subject matter including ail mate-
rials relating to the prosecution in the application of the
subject matter claimed in the patent. Failure to submit
these materials will result in the entire application file
being made available to petitioner. The Office will not
attempt to separate the noted materials from the re-
mainder of the appiication. Compare Ir: re Marsh Engi-
neering Co., 1913 C.D. 183 (Comm’r Pat. 1913).

ACCESS TO PROVISIONAL APPLICATIONS

in provisional applications, access or certified copies
will only be given to parties with written authority from a
named inventor, the assignee of record, or the attorney
or agent of record. Since provisional applications do not
require an cath or declaration, there may be no power of
attorney in the application. If the person requesting a
certified copy is not a named inventor, assignee of re-
cord, or an attorney or agent of record, the requested
certified copy will be supplied to the correspondence ad-
dress of the provisional application.
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ACCESS WHERE APPLICATION
INCORPORATED BY REFERENCE -
IN A UNITED STATES PATENT-

The incorporation by reference of an application in a
printed United States patent constitutes a special cir-
cumstance under 35 U.S.C.122 warranting that access of
the original disclosure of the application be granted.
The incorporation by reference will be interpreted as a
waiver of confidentiality of only the original disclosure as
filed, and not the entire application file, I re Gallo, 231
USPQ 496 (Comm’r Pat. 1986). If applicant objects to ac-
cess to the entire application file, two copies of the infor-
mation incorporated by reference must be submitted
along with the objection. Failure to provide the material
within the period provided will result in the entire ap-
plication (including prosecution) being made available
to petitioner. The Office will not attempt to separate the
noted materials from the remainder of the application.
Compare In re Marsh Engineering Co., 1913 C.D. 183
(Comm’r Pat. 1913).

APPLICATION AT BOARD OF PATENT
APPEALS AND INTERFERENCES

The Board of Patent Appeals and Interferences also
handles all petitions for access to applications involved
in an interference **; see 37 CFR 1.612.

PUBLISHED DOCUMENTS

If a defensive publication, an abstract, or an abbre-
viature has been published, the entire application is
available to the public for inspection and obtaining cop-
ies; see MPEP§ 711.06.

REISSUE APPLICATIONS

37 CFR 1.11(b) opens all reissue applications filed af-
ter March 1, 1977 to inspection by the general public.
37 CFR1.11(b) also provides for announcement of the
filings of reissue applications in the Official Gazette. This
announcement will give interested members of the pub-
lic an opportunity to submit to the examiner information
pertinent to patentability of the reissue application.

37 CFR 1.11(b) is applicable only to those reissue ap-
plications filed on or after March 1, 1977. Those reissue
applications previously on file will not be automatically
open to inspection but a liberal policy will be followed by
the Special Program Examiner in granting petitions for
access to such applications.
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For those reissue applications filed on or after Match
1, 1977, the following procedure will be observed:

(1) The filing of reissue applications will be an-
nounced in the Official Gazette and will include
certain identifying data as specified in 37 CFR
1.11(b). Any member of the general public may
request access to a particular reissue application
filed after March 1, 1977. Since no record of such
request is intended to be kept, an oral request will
suffice. Inthe Record Room, only the regular ap-
plication charge card need be completed and sub-
mitted. The charge card will not be made part of a
pending or abandoned reissue application.

(2) The pending reissue application files will be main-
tained in the examining groups and inspection
thereof will be supervised by group personnel. Al-
though no general limit is placed on the amount of
time spent reviewing the files, the Office may im-
pose limitations, if necessary. No access will be
permitted while the application is actively being
processed.

(3) Where the reissue application has left the ex-
amining group for administrative processing, re-
quests for access should be directed to the ap-
propriate supervisory personnel in the division or
branch where the application is currently located.

(4) Requests for copies of papers in the reissue ap-
plication file must be in writing addressed to the
Commissioner of Patents and Trademarks, Wash-
ington, D.C. 20231 and may be either mailed or
delivered to the Office mail room. The price for a
copy of an application as filed is set forth in
37 CFR 1.19(a)(3). Since no useful purpose is
seen for retaining such written request for copies
of papers in reissue applications, they should be
destroyed after the order has been completed.

REQUEST FOR REEXAMINATION

All requests for reexamination and related patent
files are available to the public. Anannouncement ofthe
filing of each request in which the entire fee has been
paid and of each reexamination ordered at the initiative
of the Commissioner under 37 CFR 1.520 will be pub-
lished in the Official Gazette. Procedures for access and
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obtainihg cOpie:é are-the samc as Atho.se for reissue ap-
plications indicated above. See also MPEP § 2232.

* 37CFR1.14. Patent applications preserved in secrecy.

Tk

(b) Esxcept as provided in § 1.11(b) abandoned applications are
likewise not open to public inspection, except that if an application
referredtoinaU.S. patent; oririan applicationinwhich the applicanthas
filed an authorization to open the complete application to the public, is
abandoned and is available, it maybe inspected or copies obtained by any
person on written request, without notice to the applicant.

LEL T2

(d) Anydecision of the Board of Patent Appeals and Interferences,
or any decision of the Commissioner on petition, not otherwise open to
public inspection shall be published or made available for public
inspection if: (1) The Commissioner believes the decision involves an
interpretation of patent laws or regulations that would be of important
precedent value; and (2) the applicant, or any party involved in the
interference, does not within two months after being notified of the
intentionto make the decision public, object inwritingon the groundthat
the decision discloses a trade secret or other confidential information. If
adecision disclosessuchinformation, the applicant or partyshall identify
the deletions in the text of the decision considered necessary to protect
the information. If it is considered the entire decision must be withheld
from the public to protect such information, the applicant or party must
explainwhy. Applicantsor partieswill be given time, not lessthan twenty
days, to request reconsideration and seek court review before any
portions of decisions are made public over their objection. See
§ 2.27 for trademark applications,

Rk Rk

ABANDONED APPLICATION REFERENCED
IN U.S. PATENT

Under 37 CFR § 1.14(b), an abandoned application
referred to in the text of a U.S. patent is open to public
inspection. Note that the status of an application re-
ferred to in the text of a U.S. patent may initially be ob-
tained under the provisions of 37 CFR § 1.14(a). Under
37 CFR § 1.14(a), any member of the public is entitled to
know the current status (i.e., pending, abandoned, or
patented) of an application identified by serial number
in a published patent document or the United States has
been indicated as a Designated State in the published in-
ternational application. Note that 37 CFR § 1.14(a) is
not limited to a U.S. patent. Status information may be
supplied if the application is identified in any published
patent document (worldwide). 37 CFR § 1.14(b), howev-
er, is limited to a U.S. patent. Access to an abandoned
application is available to any member of the public only
if the application is referenced in a U.S. patent.
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An abandoned file reference in a U.S. patent may be
ordered by any member of the public through the File In-

formation Unit. Orders for files stored in repositories .

within the Crystal City (Arlington,Virginia) area are
normally filled within 4 to 8 hours. Orders for files stored
at the Federal Records Center in Suitland, Maryland,
are normally filled within 4 to 5 days. An abandoned file
received by a member of the public must be returned to
the charge counter in the File Information Unit before
closing the same day it is received.

37 CFR § 1.14(b) allows public inspection of aban-
doned applications referred to in defensive publications.

Access to abandoned patent applications forming a
part of a File Wrapper Continuation (FWC) application
is governed by 37 CFR § 1.14(b). Further, under 37 CFR
§ 1.62(f) where access is granted to such an abandoned
application, access may also be granted to the FWC
application.

37 CFR 1.14(d) makes explicit the conditions under
which significant decisions of the Patent and Trademark
Office will be made available to the public, and includes
reference to decisions of the Board of Patent Appeals
and Interferences and the Commiissioner. The section is
appilicable to decisions deemed by the Commissioner to
involve an interpretation of patent laws or regulation
that would be of significant precedent value, where such
decisions are contained in either pending or abandoned
applications or in interference files not otherwise open
to the public. Itis applicable whether or not the decision
is a final decision of the Patent and Trademark Office.

37 CFR 1.14(d) is considered to place a duty on the
Patent and Trademark Office to identify significant deci-
sions and to take the steps necessary to inform the public
of such decisions, by publication of such decisions, in
whole or in part. It is anticipated, however, that no more
than a few dozen decisions per year will be deemed of
sufficient importance to warrant publication urder the
authority of this section.

37 CFR 1.15. Requests for identifiable records.

(a) Requests for records, not disclosed to the public as part of the
regular informational activity of the Patent and Trademark Office and
whichare not otherwise dealt with in the rules ia this part shalt be made in
writing, with the envelope and the fetter clearly marked “Freedom of
Iuformation Request.” Each such request, so marked, should be
submitted by mail addressed to the “Patent and Trademark Office,
Freedom of Information Request Controf Desk, Box 8, Washington,
D.C. 20231,” or hand delivered to the Office of the Solicitor, Patent and
Trademark Office, Arlington, Virginia. The request will be processed in
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accordance with the procedures set forth in Part 4 of Title 15, Code of
Federal Regulations. ‘ '

(b) Any person whose request for records has been initially denied
in whole or in part, or has not been timely determined, may submit a
written appeal as provided in § 4.8 of Title 15, Code of Federal
Regulations. )

(c) Procedures applicable in the event of service of process or in
connection with testimony of employees on official matters and produc-
tion of official documents of the Patent and Trademark Office in civil
legal proceedings not involving the United States shall be those
established in parts 15 and 15a of Title 15, Code of Federal Regulations.

ACCESSIBILITY OF NONFINAL DISCOVERY
OPINIONS AND ORDERS ISSUED BY THE
BOARD OF PATENT APPEALS AND
INTERFERENCES

A number of inquiries have been received from the
patent bar and other interested persons relating to dis-
covery practice in interferences before the Board of Pat-
ent Appeals and Interferences. The inquiries indicate a
need for making available to the public nonfinal Board
opinions, including concurring and dissenting opinions,
as well as orders, made in the adjudication of discovery
matters before the Board. While nonfinal opinions need
not be made available to the public [5 U.S.C. 552(a)(2)},
in order to satisfy the need, copies of non—final opinions
issued by the Board will be kept in a file in the Service
Branch of the Board in the U.S. Patent and Trademark
Office (Crystal Gateway 2, 1225 Jefferson Davis High-
way, Room 10C01, Arlington, Virginia). Opinions in the
file may be reviewed by the public during normal busi-
ness hours (8:30 A.M. to 5:00 P.M.). Copies of opinions
may be made by the public on reproducing equipment, or
copies may be ordered at the cost set forth in 37 CFR
1.19(*>b<)(3).

Inview of the provisions of 35 U.S.C. 122 and 37 CFR
1.14(a), a consent will be obtained by the Office from all
parties in an interference before an opinion issued in
connection with the interference is placed in the file if
the interference file is not otherwise available to the pub-
lic. Preliminary indications are that the parties and their
counsel generally consent.

In order to obtain optimum dissemination of the in-
formation contained in the file, opinions placed therein
will be indexed according to specific topics. Copies of the
index will be updated from time to time as the need oc-
curs. Specific questions relating to the index and file may
be directed to the Patent Interference Examiners.
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The initial index is as follows:
INDEX

1.00 Discovery in general [37 CFR 1.673]

1.10 Requests and service under 37 CFR 1.673

1.20 Requests under 37 CFR 1.687(b)

1.30 Motions for additional discovery under 37 CFR 1.687(c)
1.31 Related to derivation ‘
1.32 Related to abandonment, suppression, and concealment
1.33 Related to inequitable conduct
1.34 Other

1.40 Motions under 37 CFR 1.673(c)

104 Power to Inspect Application [R—1]

No person but the applicant (any one of joint appli-
cants), applicant’s legal representative, the assignee
whose assignment, is of record, or the attorney, agent or
associate attorney, or agent of record will be permitted
to have access to the file of any pending application, ex-
cept as provided for under 37 CFR 1.11(b} or under the
interference rules, unless written authority from one of
the above indicated parties, identifying the application
to be inspected and the name of the person authorized to
have access, is made of record, or upon the written order
of the Commissioner, which will also become a part of
the record of the case.

A nonsigning inventor (37 CFR 1.47) is entitled to ac-
cess an application only after the application is accepted.
See MPEP § 409.03(i).

A person acting in a representative capacity under
37 CFR 1.34(a) may not execute a power to inspect an
application. For a discussion of power of attorney in an
application, see MPEP § 402.

Approval by the primary examiner of a power to in-
spect is not required. The clerk of the group to which the
application is assigned ascertains that the power is prop-
erly signed by one of the above indicated parties, and if
acceptable, enters it into the file. If the power to inspect
is unacceptable, notification of nonentry is written by the
clerk to the person who signed the power.

When a power to inspect is received while a file is un-
der the jurisdiction of a service branch, such as the Cus-
tomer Services Division, the Service Branch of the
Board of Patent Appeals and Interferences, and the Pat-
ent Issue Division, the question of permission to inspect
is decided by the head of the branch who, if he or she ap-
proves, indicates the approval directly on the power.

A “power to inspect” is, in effect, the same as a
“power to inspect and make copies.”
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Where an applicant relied on his or her application as
a means to interfere with a competitor’s business or cus-

_tomers, permission to inspect the application may be giv-

en the competitor by the Commissioner (Ex Parte
Bonnie—~B Co. Inc., 1923 CD. 42; 313 O.G. 453,
(Comm’r Pat. 1922)). Such permission is via petition for
access under 37 CFR 1.14(e). "

An unrestricted power to.inspect given by an appli-
cant is, under existing practice, recognized as good until
and unless rescinded. The same is true in the case of one
given by the attorney orassignee so long as such attorney
or assignee retains his or her connection with the ap-
plication.

Permission to inspect given by the Commissioner,
however, is not of a continuing nature, since the condi-
tions that justified the permit to inspect when given may
not obtain at a later date.

ACCESS TO PATENT APPLICATIONS
>PROVISIONAL AND NONPROVISIONAL<
AND INTERFERENCE FILES

In order to ensure that access to patent applications,
other than reissue applications filed after March 1, 1977,
and interference files is given only to persons who are en-
titled thereto or who are specially authorized to have ac-
cess under 37 CFR 1.14 and to ensure also that the file
record identifies any such specially authorized person
who has been given access to afile, the following practice
will be observed by all personnel of the Patent and and
Trademark Office:

1. Access, as provided for in the Rules of Practice,
will be given on oral request to any applicant, pat-
entee, assignee, or attorney or agent of record in
an application or patent only upon proof of identity
or upon recognition based on personal acquaint-
ance.

2. Where a power of attorney or authorization of
agentwas given to a registered firm prior to July 2,
1971, access will be given upon oral request as in
paragraph 1 above to any registered member or
employee of the firm who has signatory power for
the firm.
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3. Unregistered employees of attorneys or agents,
public stenographers, and all other persons not
within the provisions of paragraphs 1 and 2 above
will be given access only upon presentation of a
written authorization for access (power to inspect)
signed by a person specified in paragraph 1 above,
which authorization will be entered as a part of
the official file. The power to inspect must specifi-
cally name the person who is entitled to inspect
and copy the application. An associate or repre-
sentative of the named person is not entitled to
access to the application on behalf of the autho-
rized person. Further, the power to inspect must
specifically identify the application by serial num-
ber and be limited to a single application.

>4. In provisional applications, access or certified
copies will only be given to parties with written au-
thority from a named inventor, the assignee of re-
cord, or the attorney or agent of record. Since
provisional applications do not require an oath or
declaration, there may be no power of attorney in
the application. If the person requesting a certi-
fied copy is not a named inventor, assignee of re-
cord, or an attorney or agent of record, the re-
quested certified copy will be supplied to the cor-
respondence address of the provisional applica-
tion.<

105 Disbarred Attorney Cannot Inspect

Patent and Trademark Office employees are forbid-
den to hold either oral or written communication with an
attorney who has been suspended or excluded from prac-
tice regarding an application unless it be one in which
said attorney is the applicant. Power to inspect given to
such an attorney will not be accepted.

166 Control of Inspection by Assignee

The assignee of record of the entire interest in an ap-
plication may intervene in the prosecution of the case,
appointing an attorney of his or her own choice. (See 37
CFR 3.71.) Such intervention, however, does not ex-
clude the applicant from access to the application to see
that it is being prosecuted properly, unless the assignee
makes specific request to that effect. Even when such re-
quest is made, the applicant may be permitted to inspect
the case on sufficient showing why such inspection is nec-
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essary to conserve h'is~ovr her "rvi_ghts, In re The Kellogg
Switchboard & Supply Company, 1906 C.D. 274 (Comm’r

_ Pat. 1906).

106.01 Rights of Assignee of Part Interest

While it is only the assignee of record of the entire in-
terest who can intervene in the prosecution of an ap-
plication or interference to the exclusion of the appli-
cant, an assignee of a part interest or a licensee of exclu-
sive right is entitled to inspect the application.

110 Confidential Natare of International
Applications

PCT Article 30. Confidential Nature of the International
Application.

(1)(2) Subject to the provisions of subparagraph (b), the Interna-
tional Bureauand the International Searching Authoritiesshallnot
allowaccess by any personor authority to the internationalapplica-
tionbeforetheinternational publicationofthat application, unless
requested or authorized by the applicant.

(b) The provisions of subparagraph (a) shall not apply to any
transmittal to the competent International Searching Authority, to
transmitéals provided for under Article 13, and to communications
provided for under Article 20.

(2)(a) No national Office shall allow access to the international
application by third parties, unless requested or authorized by the
applicant, before the earliest of the following dates:

(i) date of the international publication of the international
application,

(ii) dateofthereceiptofthe communicationof the international
application under Article 20,

(iii) dateofthe receipt of a copy of the international application
under Article 22.

(b) The provisions of subparagraph (a) shall not prevent any
national Office from informing third parties that it has been designated,
or from publishing that fact. Such information or publication may,
however, contain only the following data: identification of the receiving
Office, name of the applicant, international filing date, international
application number, and title of the invention.

(c) The provisions of subparagraph (a) shall not prevent any
designated Office from allowing access to the international application
for the purposes of the judicial authorities.

(3) The provisions of paragraph (2)(a) shall apply to any receiving
Office except as far as transmittals provided for under Article 12(1) are
concerned.

(4) For the purposes of this Article, the term “ access” covers any
means by which third parties may acquire cognizance, includingindividu-
al communication and general publication, provided, however, that no
national Office shall generally publish an international application or its
translation before the international publication or, if international
publication has not taken place by the expiration of 20 months from the
priority date, before the expiration of 20 months from the said priority
date.
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35 US.C. 368. Secrecy of certain inventions; filing international
applications in foreign countries.

(a) International applications filed in the Patent and Trademark
Office shall be subject to the provisions of chapter 17 of this title.

(b) Inaccordancewitharticle27(8)ofthetreaty, thefiling ofan
internationalapplicationinacountryotherthantheUnitedStateson
the invention made in this country shall be considered to constitute the
filing of an applicationin aforeign country within the meaning of chapter
17 of this title, whether or not the United States is designated in that
international application.

(c) If a license to file in a foreign country is refused or if an
international application is ordered to be kept secret and a permit
refused, the Patent and Trademark Office when acting as a Receiving
Office, International Searching Authority, or International Preliminary
Examining Authority, may not disclose the contents of such application
to anyone not authorized to receive such disclosure.

37 CFR 1.14(a) relating to access to international
applications is found in MPEP § 101.

Although most international applications are pub-
lished soon after the expiration of 18 months from the
priority date, PCT Article 21(2)(a), such publication
does not open up the Home Copy or Search Copy to the
public for inspection.

115 Review of Applications for National
Security and Property Rights Issues

Secrecy Orders

37 CFR5.1.  Defense inspection of certain applications.

(a) The provisions of this part shall apply to both national and
international applicationsfiled in the Patent and Trademark Office and,
withrespect toinventionsmadein the United States, toapplications filed
in any foreign country or any international authority other than the
United States Receiving Office. The (1) filing of a national or an
international application in a foreign country or with an international
authority other than the United States Receiving Office, or (2)
transmittal of an international application to a foreign agency or an
international authority other than the United States Receiving Office is
considered tobea foreign filingwithin the meaningof Chapter 17 of Title
35, United States Code.

(b) In accordance with the provisions of 35 U.S.C. 181, patent
applications containing subject matter the disclosure of which might be
detrimental to the national security are made available for inspection by
defense agencies as specified in saidsection, Only applications obviousfy
relating to national security, and applications within fields indicated to
the Patent and Trademark Office by the defense agencies as so related,
are made available. The inspection will be made only by responsible
representatives authorized by the agency to review applications, Such
representatives are required to sign a dated acknowledgement of access
accepting the condition that information obtained from the inspection
will be used for no purpose other than the admipistration of 35 U.S.C.
181-188. Copies of applications may be made available to such
representatives for inspection outside the Patent and Trademark Office
under conditions assuring that the confidentiality of the applications will
be maintained, including the conditions that: (1) all copies will be
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returned to the Patent and Trademark Office promptly if no secrecy
imposed, or upon rescission of such order if one is imposed, and (2) no
additional copies will be made by the defense agencies. A record of the

- removal and return of copies made available for defense inspection will

bemaintained by the Patent and Trademark Office. Applicationsrelating
to atomic énergy are made available to the Department of Energy as
specified in § 1.14 of this chapter.

All applications filed in the Patent and Trademark
Office are screened for subject matter the disclosure of
which might impact the national security based on infor-
mation provided by the Armed Services Patent Advisory
Board (ASPAB), the Department of Energy (DOE), and
the National Aeronautics and Space Administration
(NASA). Such applications are referred to the appropri-
ate agencies. Authority for this referral can be found in
35 U.S.C. 181 which provides, in part:

Whenever the publication or disclosure of an invention by the
granting of a patent, in which the Government does not have a property
interest, might, in the opinion of the Commissioner, be detrimental to
the national security, he shall make the application for patent in which
suchinvention is disclosed available for inspection to the Atomic Energy
Commission, the Secretary of Defense, and the chief officer of any other
department or agency of the Government designated by the President as
a defense agency of the United States.

If the agency concludes that disclosure of the in-
vention would be detrimental to the national secu-
rity, the Commissioner is notified. The Commission-
er then issues a Secrecy Order and withholds the grant
of a patent for such period as the national interest re-

quires.

For those applications in which the Government has
a property interest, responsibility for notifying the Com-
missioner of the need for a Secrecy Order resides with
the agency having that interest. ’

A second purpose for the screening of all applications
is to identify inventions in which DOE or NASA might
have property rights. See 42 U.S.C. 2182 and 42 U.S.C.
2457 and MPEP § 150.

A third function of the screening procedure is to pro-
cess foreign filing license petitions under 37 CFR
5.12(a). See MPEP § 140.

Some applications have a label (Form PTO-1305)
on the upper right hand corner of the face of the file
wrapper. A Notice of Allowance and Issue Fee Due may
not be mailed for those applications if the “REV” on the
label is circled (although the Examiner may be given
credit for a disposal). Such cases must be forwarded to
Licensing and Review to have the security review
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completed before the Notice of Allowance can be
mailed. Cases in which only “DOE” and/or “NASA” is
circled should be counted for allowance and the notice of
allowance mailed before being sent to Licensing and Re-
view for processing under the Atomic Energy and Space
Acts.

While the initial screening is performed only by des-
ignated personnel, all examiners have a responsibility to
be alert for obviously sensitive subject matter either in
the original disclosure or subsequently introduced, for
example, by amendment. Such applications should be
forwarded to Licensing & Review. It would be helpful if
the examiner would identify the significant subject mat-
ter such as by a check mark in the margin of the paper.

120 Secrecy Orders

37CFR 5.2, Secrecy order.

(a) When notified by the chief officer of a defense agency that
publication or disclosure of the invention by the granting of a patent
would be detrimental to the national security, anorder that the invention
be kept secret will be issued by the Commissioner of Patents and
Trademarks.

(b) Thesecrecyorderisdirectedtotheapplicant, hissuccessors, any
and all assignees, and their legal representatives; hereinafter designated
as principals.

{c) A copy of the secrecy order will be forwarded to each
principal of record in the application and will be accompanied by a
receipt, identifying the particular principal, to be signed and re-
turned.

(d) The secrecy order is directed to the subject matter of the
application. Where anyotherapplicationinwhichasecrecy order has not
been issued discloses a significant part of the subject matter of the
application under secrecy order, the other application and the common
subject matter should be called to the attention of the Patent and
Trademark Office. Such a notice may include any material such aswould
be urged in a petition to rescind secrecy orders on either of the
applications.

37 CFR5.3. Prosecutionofapplicationundersecrecyorders;
withholding patent.

Unlessspecificallyorderedotherwise,actionontheapplication
bytheOfficeandprosecutionbytheapplicantwillproceedduringthe
time an applicationisunder secrecy order to the point indicated in
this section:

(a) National applications undersecrecy order whichcome toa
final rejection must be appealed or otherwise prosecuted to avoid
abandonment. Appeals in such cases must be completed by the
applicant but unless otherwise specifically ordered by the Commis-
sionerwill not be set for hearing until the secrecy order isremoved.

(b) An interference will not be declared involving national
applications under secrecy order. However, if an applicant whose
applicationis undersecrecy orderseeks toprovoke aninterference
with an issued patent, a notice of that fact will be placed in the file
wrapper of the patent. (See § 1.607(d)).
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(c) Whenthenationalapplicétidnisfdundtobeinconditionfor
allowance except for the secrecy order the applicant and the agency
which caused the secrecy order to be issued will be notified. This

- notice (which is not a notice of allowance under § 1.311 of this

chapter) does not requiré response by the applicant and places the
national application in a condition of suspension until the secrecy
orderisremoved. Whenthesecrecyorderisremoved the Patentand
TrademarkOfficewillissueanoticeofallowanceunder§1.311ofthis
chapter, or take such other action as may then be warranted.

(d) International applications under secrécy order will not be
mailed, delivered or otherwise transmitted to the international
authoritiesortheapplicant.Internationalapplicationsundersecre-
cyorderwillbeprocesseduptothe pointwhere, ifit were notfor the
secrecyorder,record and searchcopieswouldbe transmitted tothe
international authorities or the applicant.

37 CFR 5.4. Petition for rescission of secrecy order.

(a) Apetitionforrescissionorremovalofasecrecyordermaybe
filedby,oronbehalfof,anyprincipalaffectedthereby.Suchpetition
maybeinletterform,anditmustbeinduplicate. Thepetitionmustbe
accompaniedbyonecopyoftheapplicationoranorderforthesame,
unlessashowingismadethatsuchacopyhasalreadybeenfurnished
to the department or agency which caused the secrecy order to be
issued.

(b) The petition must recite any and all facts that purport to
rendertheorderineffectualorfutileifthisisthebasisofthe petition.
Whenpriorpublicationsorpatentsareallegedthepetitionmustgive
complete data as to such publications or patents and should be
accompanied by copies thereof.

(c) ThepetitionmustidentifyanycontractbetweentheGovern-
mentandanyofthe principals,underwhichthesubjectmatterofthe
applicationoranysignificantpartthereofwasdeveloped,ortowhich
the subject matter is otherwise related. If there is no such contract,
the petition must so state.

{d) Unlessbasedupon facts of public record, the petition must
be verified.

37 CFR 5.5. Permit to disclose or modification of secrecy order.

(a) Consent to disclosure, or to the filing of an application abroad,
as provided in 35 U.S.C. 182, shall be made by a “permit” or
“modification” of the secrecy order.

(b) Petitions for a permit or modification must fully recite the
reason or purpose for the proposed disclosure. Where any proposed
disclosee is known to be cleared by a defense agency to receive classified
information, adequate explanation of such clearance should be made in
the petition including the name of the agency or department granting the
clearance and the date and degree thercof. The petition must be filed in
duplicate andbe accompanied by one copy of the application or anorder
forthe same, unless a showing is made that such a copy has already been
furnished to the department or agency which caused the secrecy order to
be issued.

(c) Ina petition for modification of a secrecy order to permit filing
abroad, all countries in which it is proposed to file must be made known,
as well as all attorneys, agents and others to whom the material will be
consigned prior to being lodged in the foreign patent office. The petition
should include a statement vouching for the loyalty and integrity of the
propased disclosees and where their clearance status in this or the
foreign country is known all details should be given.

Rev. 2, July 1996

IPR2023-00938
Apple EX1018 Page 11





120

(d) Consent to the disclosure of subject matter from one applica-
tion under secrecy order may be deemed to be co_nSent to the disclosure
of common subject matter in other applications under secrecy order so
long as not taken out of context in a manner disclosing material beyond
the modification granted in the first application.

(e) The permit or modification may contain conditions and limita-
tions.

37 CFR 5.6. General and group permits.

(a)Organizations requiring consent for disclosure of applications
under secrecy order to persens or organizations in connection with
repeated routine operation maypetition forsuchconsentin the formofa
general permit. To be successful such petitions must ordinarily recite the
security clearance status of the disclosees as sufficient for the highest
classification of material that may be involved.

(b)Where identical discloseesand circumstances are involved, and
consent is desired for the disclosure of each of a specific list of
applications, the petitions may be joined.

37 CFR5.7. Compensation.

Any request for compensation as provided in 35 U.S.C. 183 must
not be made to the Patent and Trademark Office but should be made
directlytothe department oragency which causedthe secrecy ordertobe
issued. Uponwritten request persons having a right to such information
willbe informed as to the department or agencywhich caused the secrecy
order to be issued.

37 CFR 5.8. Appeal to Secretary.

Appeal to the Secretary of Commerce, as provided by 35 U.S.C.
181, from a secrecy order cannot be taken until after a petition for
rescission of the secrecy order has been made and denied. Appeal snust
be taken within 60 days from the date of the denial, and the party
appealing, aswell as the department or agency which caused the order to
beissuedwillbe notified of the time and place of hearing. The appeal will
be heard and decided by the Secretary or such officer or officers as he
may designate.

SECRECY ORDER TYPES

Three types of Secrecy Orders, each of a different scope,
are issued as follows:

(1) Secrecy Order and Permit for Foreign Filing in
Certain Countries — to be used for those patent
applications that contain technical data whose ex-
port is controiled by the guidelines contained in
DoD Directive 5230.25 dated November 6, 1984
which reviews export control under 10 U.S.C.
140(c) and the Militarily Critical Technology List
(MCTL).

(2) Secrecy Order and Permit for Disclosing Classi-
fied Information — to be used for those patent
applications which contain technical data that is
properly classified or classifiable (no Govern-
ment interest) under a security guideline where
the patent application owner has a current DoD
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- “Security Agreement, DD Form 441. If the ap-
- plication is classifiable, this secrecy order allows

“disclosure of the technical information as if it
were classified as prescribed in the Industrial Se-
curity Manual (ISM). : :

(3) Secrecy Order — to be used for those patent ap-
plications that contain technical data properly
classifiable under a security guideline where the
patent application owner does not have a DoD
Security Agreement. The order prevents disclo-
sure of the subject matter to anyone without an
express written consent from the Commissioner.
However, quite often this type of secrecy order in-
cludes a permit “Permit A” which relaxes the dis-
closure restrictions as set forth in the permit.

The first Secrecy Order is intended to permit the wid-
est utilization of the technical data in the patent applica-
tion while still controlling any publication or disclosure
which would result in an unlawful exportation. This type
of Secrecy Order is based on the applicable export con-
trols in either the Commodity Control List (CCL) or the
Munitions Lists of the International Traffic in Arms Reg-
ulation (ITAR), and identifies the countries where cor-
responding patent applications may be filed. Countries
with which the United States has reciprocal security
agreements are: Australia, Belgium, Canada, Denmark,
France, Germany, Greece, Italy, Japan, Luxembourg,
Netherlands, Norway, Portugal, Spain, Sweden, Turkey
and the United Kingdom. Please note that applications
subject to a secrecy order cannot be filed directly with the
European Patent Office since no reciprocal security
agreement with this organization exists. Applications
must be filed in the individual EPO member countries
identified above.

The intent of the second Secrecy Order is to treat
classified technical data presented as a patent applica-
tion in the same manner as any other classified material.
Accordingly, this Secrecy Order will include a notifica-
tion of the classification level of the technical data in the
application.

The third type of Secrecy Order is used where the
other types of Orders do not apply, including Orders is-
sued by direction of agencies other than the Department
of Defense.
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A Secrecy Order should not be construed in any way
to mean that the Government has adopted or contem-
plates adoption of the alleged invention disclosed in an
application; nor is it any indication of the value of such
invention.

RELATED SUBJECT MATTER

The Secrecy Orders apply to the subject matter of the
invention, not just to the patent application itself. Thus,
the Secrecy Order restricts disclosure or publication of
the invention in any form. Furthermore, other patent ap-
plications already filed or later filed which contain any
significant part of the subject matter of the application
also fall within the scope of the Order and must be
brought to the attention of Licensing & Review if such
applications are not already under Secrecy Order by the
Commissioner.

The effects of a Secrecy Order are detailed in the no-
tifying letter and include restrictions on disclosure of the
invention and delay of any patent grant until the Order is
rescinded.

CORRESPONDENCE

When the Secrecy Order issues, the law specifies that
the subject matter or any material information relevant
to the application, including unpublished details of the
invention, shall not be published or disclosed to any per-
son not aware of the invention prior to the date of the
Order, including any employee of the principals except
as permitted by the Secrecy Order. The law also requires
that all information material to the subject matter of the
application be kept in confidence, unless written permis-
sion to disclose is first obtained from the Commissioner
of Patents and Trademarks except as provided by the Se-
crecy Order. Therefore, all correspondence to be filed in
an application which is subject to a secrecy order and
which is directly related to the subject matter covered by
the secrecy order must be transmitted to the Office in a
manner which would preclude disclosure to unautho-
rized individuals and addressed as set forth in 37 CFR
5.33. Use of facsimile transmission is not permitted (37
CFR 1.6(d)(6)).

Subject matter under Secrecy Order must be safe-
guarded under conditions that will provide adequate
protection and prevent access by unauthorized persons.

When applicants desire to change the Power of Attor-
ney in an application under Secrecy Order, the name,
date of birth and Social Security number of the new at-

100 - 13
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tornéy(s) should be included in'the changé notice so that
Lloensmg and Review may conduct the necessary access

_ security clearance checks.

Apphcants should also ensure that the corrcspon-
dence address (37 CFR 1.33) of any -application under
Secrecy Order represents a location suitable for the re-
ceipt of security information. )

PCT APPLICATIONS

If the Secrecy Order is applied to an international ap-
plication, the application will not be forwarded to the In-
ternational Bureau as long as the Secrecy Order remains
in effect If the Secrecy Order remains in effect at the end
of the time limit under PCT Rule 22.3, the international
application will be considered withdrawn (abandoned)
because the Record Copy of the international applica-
tion was not received in time by the International Bureau
(37 CER 5.3(d), PCT Article 12(3), and PCT Rule 22.3).
If the United States of America has been designated,
however, it is possible to save the U.S. filing date, by ful-
filling the requirements of 35 U.S.C. 371(c) prior to the
withdrawal.

CHANGES IN SECRECY ORDERS

Applicants may petition for rescission or modifica-
tion of the Secrecy Order. For example, if the applicant
believes that certain existing facts or circumstances
would render the Secrecy Order ineffectual, he or she
may informally contact the sponsoring agency to discuss
these facts or formally petition the Commissioner to re-
scind the Order. The applicant may also petition the
Commissioner for a permit to disclose the invention
to another or to modify the Secrecy Order stating fully
the reason or purpose for disclosure or modification. An
example of such a situation would be a request to file the
application in a foreign country. The requirements for
petitions are described in 37 CFR 5.4 and 5.5. The law
also provides that if an appeal is necessary, it may be tak-
cn to the Secretary of Commerce under the provision of
37 CFR 5.8. Any petition or appeal should be addressed
to the Commissioner of Patents and Trademarks, Atten-
tion: Licensing and Review, Washington, D.C. 20231,

IMPROPER OR INADVERTENT DISCLOSURE

If, prior to or after the issuance of the Secrecy Order,
any significant part of the subject matter or material in-
formation relevant to the application has been or is
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revealed to any U.S. citizen in the United States, the
principals must promptly inform such person of the Se-
crecy Order and the penalties for improper disclosure. If
such part of the subject matter was or is disclosed to any
person in a foreign country or foreign national in the
U.S,, the principals must not inform such person of the
Secrecy Order, but instead must promptly furnish to the
Commissioner of Patents and Trademarks, Patent and
Trademark Office, Attention: Licensing and Review
Washington, D.C. 20231 the following information to the
extent not already furnished: date of disclosure; name
and address of the disclosee; identification of such sub-
ject matter; and any authorization by a U.S. government
agency to export such subject matter. If the subject mat-
ter is included in any foreign patent application or pat-
ent, this should be identified.

EXPIRATION

Under the provision of 35 U.S.C. 181, a Secrecy Or-
der remains in effect for a period of 1 year from its date
of issuance. A Secrecy Order may be renewed for addi-
tional periods of not more than 1 year upon notice by a
government agency that the national interest so re-
quires. The applicant is notified of any such renewal.

The expiration of or failure to renew a Secrecy Order
does not lessen in any way the responsibility of the princi-
pals for the security of the subject matter if it is subject to
the provisions of Executive Order 12356 or the Atomic
Energy Act of 1954, as amended, 42 U.S.C. 141 et. seq.
and 42 U.S.C. 2181 et. seq. or other applicable law unless
the principals have been expressly notified that the sub-
ject patent application has been declassified by the prop-
er authorities and the security markings have been au-
thorized to be canceled or removed.

121 Handling of Applications and Other Papers
Bearing Security Markings

Under Executive Order for National Security Infor-
mation (Executive Order 12356, 47 Federal Register,
Number 66 page 14875 et seq., April 12, 1982) standards
are prescribed for the marking, handling, and care of of-
ficial information which requires safeguarding in the in-
terest of security.

Papers marked as prescribed in the Executive Order,
and showing that such marking is applied by, or at the di-
rection of, a, government agency, are accepted in patent
applications. All applications or papers in the Patent and
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Trademark Office bearing words such as “Secret” or
“Confidential” Inukst‘be promptly referred to Group 220

_ for clarification or security treatment. Under no circum-

stances can any such application, drawing, exhibit, or
other paper be placed in public records, such as the pat-
ented files, until all security markings have been consid-
ered and declassified or otherwise explained. '

Authorized security markings may be placed on the
patent application drawings when filed provided that
such markings are outside the illustrations and that they
are removed whenthe material is declassified, 37 CFR
1.84(v).

1360 Examination of Secrecy Order Cases
[R-2]

All applications in which a Secrecy Order has been
imposed are examined in Group *>2200<. If the Order
is imposed subsequent to the docketing of an application
in another group, the application will be transferred to
Group *>2200<.

Secrecy Order cases are examined for patentability
as in other cases, but may not be passed to issue; nor will
an interference be declared where one or more of the
conflicting cases is classified or under Secrecy Order. See
MPEP§ 2309.06. When requested to do so, by examin-
ers outside * Group *>2200<, examiners in Group
*>2200< will conduct the interference searches of those
interference files containing briefcards from classified or
Secrecy Order cases.

In case of a final rejection, while such action must be
properly responded to, and an appeal, if filed, must be
completed by the applicant to prevent abandonment,
such appeal will not be set for hearing by the Board of
Patent Appeals and Interference until the Secrecy Order
is removed, unless specifically ordered by the Commis-
sioner.

When a Secrecy Order case is in condition for allow-
ance, a notice of allowability (Form D -10) is issued, thus
closing the prosecution. Any amendments received
thereafter are not entered or responded to until such
time as the Secrecy Order is rescinded. At such time,
amendments which are free from objection will be en-
tered; otherwise they are denied entry.

Due to the additional administrative burdens associ-
ated with handling papers in Secrecy Order cases, the full
statutory period for response will ordinarity be set for all
Office actions issued on such cases.
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Sometimes applications bearing security markings
but no Secrecy Order come up for examination. In this
case, the examiner should require the applicant to seek
imposition of a Secrecy Order or authority to cancel the
markings. This should preferably be done with the first
action and, in any event, prior to final disposition of the
application.

140 Foreign Filing Licenses [R—2]}

35 U.S.C. 184.Filing of application in foreign country

Except when authorized by a license obtained from the Commis-
sioner a person shall not file or cause or authorize to be filed in any
foreign country prior to six months after filing in the United States an
application for patent or for the registration of a utility model, industrial
design, or modet in respect of an invention made in this country. A
license shall not be granted with respect to an invention subject to an
order issued by the Commissioner pursuant to section 181 of this title
without the concurrence of the head of the ** departments and the chief
officers of the agencies who caused the order to be issued. The license
may be granted retroactively where an application has been filed abroad
through error and without deceptive intent and the application does not
disclose an invention within the scope of section 181 of this title.

The term “application” when used in this chapter includes applica-
tions and any modifications, amendments, or supplements thereto, or
divisions thereof. )

The scope of a license shall permit subsequent modifications,
amendments, and supplements containing additional subject matter if
the application upon which the request for the license is based is not, or
was not, required to be made available for inspection under section 181
of this title and if such modifications, amendments, and supplements do
notchangethegeneralnatureoftheinventioninamannerwhichwould
require such application to be made available for inspection under
such section 181. In any case in which a license is not, or was not,
requiredin order to file an application in any foreign country, such
subsequent modifications, amendments, and supplements may be
made,withoutalicense,totheapplicationfiledintheforeigncountry
iftheUnitedStatesapplicationwasnotrequiredtobemadeavailable
forinspection undersection 181 and if such modifications, amend-
ments,andsupplementsdonot,ordidnot,changethegeneralnature
of the invention in amanner whichwould require the United States
application to have been made available for inspection under such
section 181.

35 U.S8.C. 185. Patent barred for filing without licanse

Notwithstandinganyotherprovisionsoflawanyperson,andhis
successors, assigns, or legal representatives, shall not reccive a
UnitedStatespatentforaninventionifthatperson,orhissuccessors,
assigns,orlegal representativesshalf,without procuringthelicense
prescribed insection 184 of thistitle, have made, or consented toor
assisted another’s making, application in a foreign country for a
patentorforthe registrationofautilitymodel, industrial design, or
model in respect of the invention. A United States patent issued to
suchaperson,hissuccessors,assigns,orlegalrepresentativesshallbe
invalid,unlessthe failure to procure such ficense was through error
andwithoutdeceptiveintent,andthepatentdoesnotdisclosesubject
matter within the scope of section 181 of this title.
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35U.S.C. 186 Penalty
Whoever,during the period or periods of time aninvention has
been ordered to be kept secret and the grant of a patent thereon

. wityhheldpursuanttosection181ofthistitle,shall,with knowledgeof

such order and without due authorization, willfully publish or
disclose orauthorize orcausetobepublishedordisclosed theinven-
tion, or material information with respect thereto, or whoever
willfully,inviolationofthe provisionsofsection184ofthistitle,shall
file or cause or authorize to be filed in any foreign country an
application for patent or for the registration of a utility model,
industrial design, or model in respect of any invention made in the
UnitedStates,shall,uponconviction,befinednotmorethan$10,000
or imprisoned for not more than two years, or both.

The amendments made to 35 U.S.C. 184, 185, and
186 by Public Law 100—418 apply to all United States
patents granted before, on, or after August 23, 1988, to
all applications for United States patents pending on or
filed after August 23, 1988, and to all licenses under 35
U.S.C. 184 granted before, on, or after August 23, 1988.

More specifically, paragraphs (c) and (d) of section
9101 of Public Law 100418 read as follows:

“Sec. 9101. INCREASED EFFECTIVENESS OF PATENT LAW

UBRES

(c) REGULATIONS.~~ The Commissioner of Patents and
Trademarks shall prescribe such regulations as may be necessary to
implement the amendments made by this section.

(d) EFFECTIVEDATE.- - (1) Subject toparagraphs(2),(3),and
(4) of this subsection, the amendments made by this section shall apply to all
United States patents granted before, on, or afier the date of enactment of
this section, to afl applications for United States patents pending on or filed
after such date of enaciment, and to all licenses under section 184 granted
before, on, or after the date of enactment of this section.

(2) The amendments made by this section shall not affect any final
decision made by a court or the Patent and Trademark Office before the date
of enactment of this section with respect to a patent or application for patent,
if no appeal from such decision is pending and the time for filing an appeal
has expired. .

(3) No United States patent granted before the date of enactment
of this section shall abridge or affect the right of any person or his
successors in business who made, purchased, or used, prior to such date
of enactment, anything protected by the patent, tocontinue the use of, or
sell to others to be used or sold, the specific thing so made, purchased, or
used, if the patent claims were invalid or otherwise unenforceable on a
ground obviatedbythissection and the person made, purchased, orused
the specific thing in reasonable reliance on such invalidity or unenforce-
ability. If a person reasonably relied on such invalidity or unenforceabil-
ity, the court before which such matter is in question may provide for the
continued manufacture, use, or sale of the thing made, purchased, or
usedasspecified, or for the manufacture, use, or sale of which substantial
preparation was made before the date of enactment ofthissection, and it
may also provide for the continued practice of any process practiced, or
for the practice of which substantial preparation was made, prior to the
date of enactment of this section, to the extent and under such terms as
the coust deems equitable for the protection of investments made or
business commenced before such date of enactment.
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(4) The amendments made by this section shall not affect the right
of any party in any case pending in court on the date of enactment of this
section to have its rights or liabilities —— -

(A) under any patent before the court, or

(B) underany patent granted after such date of enactment which
is related to the patent before the court by deriving priority right under
section 120 or 121 of title 35, United States Code, from a patent or an
application for patent common to both patents, determined on the basis
of the substantive law in effect before the date of enactment of this
section.”

35 U.S.C. 187. Nonapplicability to certain persons

The prohibitions and penalties of this chapter shall not apply to any
officer or agent of the United States acting within the scope of his
authority, nor to any person acting upon his written instructions or
permission,

35U.S.C. 188. Rules and regulations, delegation of power

The Atomic Energy Commission, the Secretary of a defense
department, the chief officer of any department or agency of the
Government designated by the President as a defense agency of the
United States, and the Secretary of Commerce, may separately issue
rules and regulations to enable the respective department or agency to
carry out the provisions of this chapter, and may delegate any power
conferred by this chapter.

37 CFR5.11. License for filing in a foreign country an application
on an invention made in the United States or for transmitting an
international application.

(a) A license from the Commissioner of Patents and Trademarks
under 35 U.S.C. 184 is required before filing any application for patent
including any modifications, amendments, or supplements thereto or
divisions thereof or for the registration of a utility model, industrial
design, or model, in a foreign patent office or any foreign patent agency
or any international agency other than the United States Receiving
Office, if the invention was made in the United States and:

(1) An application on the invention has been filed in the United
States less thansix months prior to the date onwhich the applicationis to
be filed, or

{2) Noapplicationontheinventionhasbeenfiledinthe United
States.

(b) Thelicense from the Commissionerof Patents and Trademarks
referred to in paragraph (a) would also authorize the export of technical
data abroad for purposes related for purposes relating to the prepara-
tion, filing or possible filing and prosecution of a foreign patent
applicationwithoutseparately complying with the regulations contained
in 22 CFR Parts 121 — 130 (International Traffic in Arms Regulations of
the Department of State), 15 CFR Part 379 (Regulations of the Office of
Export Administration, International Trade Administration, Depart-
ment of Commerce) and 10 CFR Part 810 (Foreign Atomic Energy
Programs of the Department of Energy).

(¢) Wheretechnicaldataintheformofapatentapplication,orin
anyform, isbeingesported for purposes related to the preparation,
fiting or possible filing and prosecution of a foreign patent applica-
tion, without the license from the Commissioner of Patents and
Trademarksreferred toinparagraphs(a) or(b)ofthissection,oron
an invention not made in the United States, the export regulations
containedin22 CFR Parts 121 through 130(International Trafficin
Arms Regulations of the Department of State), 15 CFR Part 379
(Regulations of the Office of Export Administration, International
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Trade Administration, Department of Commierce) and 10 CFR Past 810
(Foreign Atomic Energy Programs of the Department of Energy) must
be complied with unless alicense is not required because a United States

. application was on file at the time of the export for at least six months

without a secrecy order under § 5.2 being placed thereon. The term
exported means export as itis defined in 22 CFR Parts 121 through 130,
15 CFR Part 379 and 10 CFR Part 810.

(d) If a secrecy order has been issued under § 5.2, an application
cannot be exported to, or filed in, a foreign-country (including an
international agency in a foreign country), except in accordance with
§5.5. .
(e) Nolicense pursuant to paragraph (a) of thissection is required:

(1) If the invention was not made in the United States, or
(2) Ifthecorresponding United States applicationis notsubject to
asecrecy order under § 5.2, and was filed at least six months prior to the
date on which the application is filed in a foreign country , or
(3) Forsubsequent modifications, amendments and supplements
containing additional subject matter to, or divisions of, a foreign patent
application if:
(i) alicense is not, or was not, required under paragraph (e)(2) of
this section for the foreign patent application;
(ii) the corresponding United Statesapplicationwasnotrequired
to be made available for inspection under 35 U.S. C. 181 and § 5.1; and
(iii) suchmodifications, amendments, andsupplements do not, or
did not, change the general nature of the invention in a manner which
wouldrequire any corresponding United States application to be or have
been available for inspection under 35 U.S.C. 181 and § 5.1.

(f) A license pursuant to paragraph (a) of this section can be
revoked at any time upon written notification by the Patent and
Trademark Office. An authorization to file a foreign patent application
resulting from the passage of six months from the date of filing of a
United States patent application may be revoked by the imposition of a
secrecy order.

37 CFR 5.12. Petition for license.

(a) Filing of an application for patent for inventions made in the
United States will be considered to include a petition for license under 35
US.C. 184 for the subject matter of the application. The filing receipt will
indicate if a license is granted. If the initial autornatic petition is not granted, a
subsequent petition may be filed under paragraph (b) of this section.

(b) Petitionsforlicense shouldbe presented in letter formand must
includethe required fee (§ 1.17(h)). Ifexpedited handlingof the petition
is also sought, the petitioner’s address, and full instructions for delivery
of the requested license when it is to be delivered to other than the
petitioner.

37 CFR 5.13. Petition for license; no corresponding application.

If no corresponding national or international application has been
filed in the United States, the petition for license under § 5.12(b) must be
accompanied by the required fee (§ 1.17(h)), if expedited handling is
sought of the petition, and a legible copy of the material upon which
license is desired. This copy will be retained as a measure of the license
granted. For assistance in the identification of the subject matter of each
license so issued, it is suggested that the petition be submitted in
duplicate and provide a title and other description of the material, The
duplicate copy of the petition will be returned with the license or other
action on the petition.
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37 CFR 5.14. Petition forlicense; corresponding U.S. application.

(a) Where there is a corresponding United States application on
file, a petition for license under § 5.12(b) must include the required fee
(§1.17(h)), if expedited handling of the petitionis also sought , and must
identify this application by serial number, filing date, inventor, and title,
and a copy of the material upon which the license is desired is not
required. The subject matter licensed will be measured by the disclosure
of the United States application. Where the title is not descriptive, and
the subject matter is clearly of no interest from a security standpoint,
time may be saved by a short statement in the petition as to the nature of
the invention.

(b) Two or more United States applications should not be referred to in
the same petition for license unless they are to be combined in the foreign or
intemational application, in which event the petition should so state and the
identification of each United States application should be in scparate
paragraphs.

(c) Where the application to be filed or exported abroad contains
matter not disclosed in the United States application or applications,
including the case where the combining of two or more United States
applications introduces subject matter not disclosed in any of them, a
copy of the application as it is to be filed in the foreign country or
international application which is to be transmitted to a foreign
international or nationaf agency for filing in the Receiving Office, must
be furnished with the petition. If, however, all new matter in the foreign
or international application to be filed is readily identifiable, the new
matter may be submitted in detail and the remainder by reference to the
pertinent United States application or applications.

37 CFR 5.15. Scope of license.

(a) Applicationsorothermaterialsreviewed pursuantto§5.12
through § 5.14, which were not required to be made available for
inspectionbydefenseagenciesunder35U.S.C. 181and §5.1, willbe
eligible for a license of the scope provided in this paragraph. This
licensepermitssubsequentmodifications,amendments,andsupple-
ments containing additional subject matter to, or divisions of, a
foreign pateatapplication, if suchchangestothe applicationdonot
alter the general nature of the invention in a manner which would
requiretheUnitedStatesapplicationtohavebeenmadeavailablefor
inspectionunder35U.S.C.181and§5.1. Thislicensealsocoversthe
inventionsdisclosedinforeignapplicationswhichhadbeengranteda
license under this part prior to April 4, 1984, and which were not
subjecttosecurityinspectionunder35U.5.C.181and §5.1. Grantof
this license authorizes the export and filing of an application in a
foreigncountryorthetransmittingofaninternationalapplicationto
any foreign patent agency or international patent agency when the
subject matter of the foreign or international application corresponds
to that of the domestic application. This license includes authority:

(1) Toexportandfileall duplicate and formal application papersin
foreign countrics or with intcrnationat agencies;

(2) 'Tomakeamendments, modificationsandsupplements, includ-
ing divisions, changes or supporting matter consisting of the ilfustration,
exemplification, comparison, or explanation of subject matter disclosed
in the application; and

(3) To take any action in the prosecution of the foreign or
integnational application provided that the adding of subject matter or
taking of any action under paragraphs (a)(1) and (2) of thissectionwhich
does not change the general nature of the invention disclosed in the
application in a manner which would require such application to have
been made available for inspection under 35 U.S.C. 181 and § 5.1 by
including technicaf datz pertaining to:
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(i) Defense services or articles dcsignatedy in the United States
Munitions List applicable at the time of foreign filing, the unlicensed
exportation of which is prohibited pursuant to the Arms Export Control

< Act, as amended, and 22 CFR Parts 121 through 130;-or

(ii) Restricted Data, sensitive nuclear technology or technology useful
in the production or utilization of special nuclear material or atomic energy,
the dissemination of which is subject to restrictions of the Atomic Energy Act
of 1954, as amended, and the Nuclear Non—Proliferation Act of 1978, as
implemented by the regulations for Unclassified Activities in Foreign Atomic
Energy Programs, 10 CFR 810, in effect at the time of foreign filing.

(b)Applications orother materialswhichwere required tobe made
available for inspection under 35U.S.C. 181 and § 5.1 will be eligible fora
license of the scope provided in this paragraph. Grant of this license
authorizes the export and filing of an application in a foreign countzy or
the transmitting of an international application to any foreign patent
agency or international patent agency. Further, this license includes
authority to export and file all duplicate and formal papers in foreign
countries or with foreign and international patent agencies and to make
amendments, modifications, and supplements to, file divisions of, and
take any action in the prosecution of the foreign or international
application, provided subject matter additional to that covered by the
license is not involved.

(¢) Alicensegrantedunder§5.12(b)pursuantto§5.130r§5.14
shallhavethescopeindicatedinparagraph(a)ofthissection,ifitisso
specifiedinthelicense. Apetition,accompaniedbytherequiredfee
(§ 1.17(h)), may also be filed to change a license having the scope
indicatedinparagraph(b)ofthissectiontoalicensehavingthescope
indicated in paragraph (a) of this section. No such petition will be
granted if the copy of the material filed pursuant to  § 5.13 or any
corresponding United States application was required to be made available
for inspection under 35 U.S.C. 181 and § 5.1. The change in the scope of a
license will be effective as of the date of the grant of the petition.

(d) Inthaose casesinwhich no license is required to file the foreign
application or transmit the international application, no license is
required to file papers in connection with the prosecution of the foreign
or international application not involving the disclosure of additional
subject matter.

(e) Any paper filed abroad or transmitted to an international
patent agency following the filing of a foreign or international applica-
tion which changes the general nature of the subject matter disclosed at
the time of filing in a manner which would require such application to
have been made available for inspectionunder35U.S.C.181and § 5.1 or
which involves the disclosure of subject matter listed in paragraphs
(a&)(3)(i) or (ii) of this section must be separately licensed in the same
manner ag a foreign or international application. Further, if no license
has been granted under § 5.12(a) on filing the corresponding United
Statesapplication, any paper filed abroad or with an international patent
agencywhich involvesthe disclosure of additional subject matter must be
licensed in the same manner as a foreign or international application.

(f) Licenses separately granted in connection with two or more
United Statesapplications may be exercised by combiningor dividing the
disclosures, as desired, provided:

(1) Subject matterwhich changes the general nature of the subject
matter disclosed at the time of filing or which involves subject matter
listed in paragraphs (a)(3)(i) or (ii) of this section is not introduced, and

(2) In the case where at least one of the licenses was obtained
under § 5.12(b), additional subject matter is not introduced.
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(g) Alicense does not apply to acts done before the license was
granted. See § 5.25 for petitions for retroactive licenses.

37 CFR 5.16. Effect of secrecy order.

Anylicense obtained under 35 U.S.C. 184 isineffective if the subject
matter isunderasecrecyorder, and asecrecy order prohibits the exercise
of or any further action under the license unless separately specifically
authorized by a modification of the secrecy order in accordance with
§55.

37 CFRS5.17. Who may use license.

Licenses may be used by anyone interested in the export, foreign
filing, or international transmittal for or on behalf of the inventor or the
inventor ’s assigns.

37 CFR 5.18. Arms, ammunition, and implements of war.

(a) Theexportationoftechnical datarelatingtoarms,ammunition,
and implements of war generally is subject to the International Traffic in
Arms Regulations of the Department of State (22 CFR Parts 121
through 128); the articles designated as arms, ammunition, and imple-
ments of war are enumerated in the U.S. Munitions List, 22 CFR 121.01.
However, if a patent applicant complies with regulations issued by the
Commissioner of Patents and Trademarks under 35 U.S.C. 184, no
separate approval from the Department of State is required unless the
applicant seeks to export technical data exceeding that used to supporta
patent application in a foreign country. This exemption from Depart-
ment of State regulations is applicabie regardiess of whether a license
from the Commissioner is required by the provisions of §§ 5.11 and 5.15
(22 CFR 125.04(b), 125.20(b)).

{b) When a patent application containing subject matter on the
Munitions List (22 CFR 121.01) is subject to a secrecy order under § 5.2
and a petition is made under § 5.5 for a modification of the secrecy order
topermitfilingabroad, a separate request to the Department of State for
authoriiy to export classified information is not required (22 CFR
125.05(d)).

37 CFR 5.19.  Export of technical data.

(a)Under regufations (15 CFR 770.10(j)) established by the U.S.
Depaitment of Commerce, Bureau of Export Administration, Office of
Export Licensing, avalidated exportlicenseisnotrequiredinanycaseto
file a patent application or part thereof in a foreign country if the
foreignfilingisinaccordancewiththe regulations(37 CFR5.11 through
5.33) of the Patent and Trademark Office.

() A validated export license is not required for data contained in a
patent application prepared wholly from foreign—origin technical data
where such application is being sent to the foreign inventor to be executed
and returned to the United States for subsequent filing in the U S, Patent and
Trademark Office (15 CFR 379.3(c)). '

(c) Inquiries concerning the export control regulations for the
foreignfilingoftechnicaldataotherthan patent applications should be
made to the Office of Export Administration, Intemational Trade Adiminis-
tration, Depariment of Commerce, Washington, D.C. 20230.

{45 FIt 72654, Nov. 3, 1980; para. (a) revised, 58 FR 54504, Oct. 22,
1993, effective Jan 3, 1994]

37 CFR 5.20.  Export of technical data relating to sensitive

nuclear technology.

(a) Under regulations (10 CFR 810.7) established by the United
States Departmentof Energy, anapplication filed inaccordance with the
regulations (37 CFR 5.11 through 5.33) of the United States Patent and
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Trademark Office and eligible for foreign filing under 35 U.S.C. 184, is
considered to be information available to the public in published form
andagenerallyauthorized activity for the purposes of the Department of

(b) Inquiries concerning the export of sensitive nuclear technology
other than related to the filing or prosecution of a foreign patent
application should be made to the Attention: Secretary, United States
Department of Energy, Office of International Security Affairs, Wash-
ington, D.C. 20858,

37 CFR 5.25.  Petition for retroactive license
(a) Apetition for a retroactive license under 35 U.S.C. 184 shall be
presented in accordance with § 5.13 or § 5.14(a), and shall include:
(1) A listing of each of the foreign countries in which the
unlicensed patent application material was filed.
(2) The dates on which the material was filed in each country,
(3) A verified statement (oath or declaration) containing:

(i) An averment that the subject matter in question was not
under a secrecy order at the time it was filed abroad, and that it is not
currently under a secrecy order,

(i) A showing that the license has been diligently sought after
discovery of the proscribed foreign filing, and

(iii) An explanation of why the material was filed abroad through
error and without deceptive intent without the required license under
§ 5.11 first having been obtained, and

(4) The required fee (§ 1.17(h)).

The above explanation must include a showing of facts rather thana
mere allegation of action through error and without deceptive intent.
The showing of facts as to the nature of the error should include
statements by those persons having personal knowledge of the acts
regarding filing in a foreign country and should be accompanied by
copies of any necessary supporting documents such as letters of
transmittal or instructions for filing. The acts which are alleged to
constitute error without deceptive intentshould cover the period leading
up to and including each of the proscribed foreign filings.

{b) If a petition for a retroactive license is denied, a time period of
not less than thirty days shall be set, during which the petition may be
renewed. Failure to renew the petition within the set time period will
result in a final denial of the petition. A final denial of a petition stands
unless a petition is filed under § 1.181 within two months of the date of
the denial. If the petition for a retroactive license is denied with respect
to the invention of a pending application and no petition under § 1.181
hasbeenfiled, a final rejection of the applicationunder35U.S.C. 185 will
be made.

(c) The granting of a retroactive license does not excuse any
violation of the export regulations contained in 22 CFR Parts 121
through 130 (International Traffic in Arms Regulations of the Depart-
ment of State), 15 CFR Part 379 (Regulations of Office of Export
Administration, International Trade Administration, Department of
Commerce) and 16 CFR Part 810 (Foreign Atomic Energy Programs of
the Department of Energy) which may have occurred because of failure
to obtain an appropriate license prior to export.

GENERAL

37CFR 5.31.  Effect of modification, rescission or license.

Any consent, rescission or license under the provisions of this part
does not lessen the responsibilities of the principals in respect to any
Government contract or the requirements of any other Government
agency.
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37 CFR 5.32.  Papers in English language.

All papers submitted in connection with petitions must be in the
English language, or be accompanied by an English translation and a
translator’s certificate as to the true, faithful and exact character of the
translation.

37 CFR 5.33.  Correspondence.

Allcorrespondence in connection with this part, including petitions,
should be addressed to Commissioner of Patents and Trademarks
(Attention Licensing and Review), Washington, D.C. 20231.

In the interests of national security, the United States
government imposes restrictions on the export of techni-
cal information. These restrictions are administered by
the Departments of Commerce, State, and/or Energy
depending on the subject matter involved. For the filing
of patent applications in foreign countries, the authority
for export control has been delegated to the Commis-
sioner of Patents and Trademarks.

There are two ways in which permission to file a pat-
ent application abroad may be obtained: either a peti-
tion for a foreign filing license may be granted (37 CFR
5.12) or an applicant may wait 6 months after filing a pat-
ent application in the PTO (35 U.S.C. 184) at which time
a license on that subject matter is no longer required as
long as no Secrecy Order has been imposed (37 CFR
5.11(e)(2)).

There are several means by which a foreign filing li-
cense may be issued. First, every U.S. origin application
filed in the PTO is considered to include an implicit peti-
tion for a foreign filing license. The grant of a license is
not immediate or even ensured. If the application is not
marked by the security screeners, the petition is granted.
This is indicated to the applicant by the presence on the
filing receipt of the phrase “Foreign Filing License
Granted” and a date. The license becomes effective on
the date shown. Further, grant of this license is made of
record in the application file by means of a similar nota-
tion on the file jacket of the application below the “For-
eign/PCT Applications” data. The scope of this license is
quite broad as set forth in 37 CFR 5.15(a).

Explicit petitions for foreign filing licenses will also
be accepted in accordance with 37 CFR 5.12(b). Appli-
cants may be interested in such petitions in cases (1) in
which the filing receipt license is not granted or (2) in
which the filing receipt has not yet been issued (37 CFR
5.14(a) or (b)) or (3) in which there is no corresponding
U.S. application (37 CFR 5.13) or (4) in which subject
matter additional to that already licensed is sought to be
licensed (37 CFR 5.14(c) and 5.15(e}) or (5) in which ex-
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pedited handling is requested. The scope of any license
granted on these petitions is indicated on the license. If

. applicants desire expedited processing (turn around

time of 3 business days or less starting with the date of
receipt of the petition in Licensing and Review) or, if the
petition covers subject matter corresponding to a U.S.
application in which the filing receipt has not yet been is-
sued, a fee is charged (See 37 CFR 1.17(h)). There is no
fee for other petitions under 37 CFR 5.12(b).

Petitions under 37 CFR 5.14(a) or (b) as well as any
license granted on the petition are given paper numbers
and endorsed on the file wrapper. Petitions under
37 CFR 5.14(c) are not ordinarily made of record in the
file.

Applicants granted a license under 37 CFR 5.12(b)
having the relatively narrow scope indicated in 37 CFR
5.15(b) may petition under 37 CFR 5.15(c) to convert the
license to the broad scope of 37 CFR 5.15(a). A fee is
charged for such a petition (see 37 CFR 1.17(h)). If the
petition is granted, the change in the scope of the license
is effective as of that day.

Finally, a retroactive license may be sought if an unli-
censed foreign filing has occurred through error and
without deceptive intent. However, the requirements of
37 CFR 5.25 must be fulfilled in order for such a petition
to be granted. Note that licenses under 37 CFR 5.25 are
only made retroactive with respect to specific acts of for-
eign filing, and therefore the countries, the actual dates
of filing and the establishing of the nature of the error
must be provided for each act of proscribed foreign filing
for which a retroactive license is sought. Also, the re-
quired verified statement must be in oath or declaration
form.

Upon written notification from the Patent and Trade-
mark Office, any foreign filing license required by
37 CFR 5.11(a) may be revoked. Ordinarily, revocation
indicates that additional review of the licensed subject
matter revealed the need for referral of the application
to the appropriate defense agencies. Revocation of a fil-
ing receipt license (37 CFR 5.12(a)) does not necessarily
mean that a petition under 37 CFR 5.12(b) for a license
of narrower scope will not be granted. The revocation
becomes effective on the date on which the notice
is mailed. Foreign filings which occurred prior to
revocation need not be abandoned or otherwise
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150

specially treated; however, additional filings without a li-
cense are not permitted unless 6 months have elapsed
from the filing of any corresponding U.S. application.
Papers and other documents needed in support of pro-
secution of foreign applications may be sent abroad if
they comply with any pertinent export regulations. Of
course, if and once a Secrecy Order is issued, the restric-
tions thereof must immediately be observed.

Only the imposition of a Secrecy Order will cause re-
vocation of the authority which arises from 35 U.S.C. 184
to file a foreign patent application 6 months or later after
the date of filing of a corresponding U.S. patent applica-
tion.

The penalties for failing to obtain any necessary li-
cense to file a patent application abroad are set forth in
35U.8.C. 182, 35 U.S.C. 185, and 35 U.S.C. 186 and in-
clude loss of patenting rights in addition to possible fine
or imprisonment.

150 Statements to DOE and NASA

37 CFR 1.14. Fatent applications preserved in secrecy

BEEBY

(c) Applications for patents which disclose or which appear to
disclose, or which purport to disclose, inventions or discoveries relating
to atomic energy are reported to the Department of Energy, which
Department will be given access to such applications, but such reporting
does not constitute a determination that the subject matter of each
application so reported is in fact useful or an invention or discovery or
that such application in fact discloses subject matter in categories
specified by sections 151(c) and 151(d) of the Atomic Energy Act of
1954, 68 Stat, 919; 42 U.S.C. 2181(c) and (d).

B

Title 42 United States Code, Section 2182 reads in
part:

Nopatent for any invention or discovery, useful in the production or
utilization of special nucfear material or atomic energy, shall be issued
unless the applicant fifes with the application, or within thirty days after
request therefor by the Commissioner of Patents (unless the Commis-
sion advises the Commissioner of Patents that its righits have been
determined and that accordingly no statement is necessary) a statement
under oath setting forth the full facts surrounding the making or
cornceptionofthe invention or discovery described in the application and
whether the invention or discovery was made or conceived in the course
of or under any contract, subcontract, or arrangement eniered intowith
orfor the benefit of the Commission, regardless of whether the contract,
subeontract, or arrangement involved the expenditure of funds by the
Commission. The Commissioner of Patents shall as soon as the
application is otherwise in condition for allowance forward copies of the
application and the statement to the Commission.

Rev. 2, July 1996

Similarly, 42 U.S.C. 2457 provides in part:

(c) Patent application. No patent may be issued to any applicant
other than the Administrator for any. invention which appears to the
Comnissioner of Patents to have significant utility in the conduct of
aeronautical and space activities unless the applicant files with the
Commissioner, with the application or within thirty days after request
therefor by the Commissioner, a written statement executed under oath
setting forth the full facts concerningthe circumstances underwhichsuch
invention was made andstating the relationship (ifany) of suchinvention
to the performance of any work under any contract of the Administra-
tion. Copies of each statement and application to which it refates shallbe
transmitted forthwith by the Commissioner to the Administrator.

Property rights statements to DOE or NASA may be
filed at any time but should be updated if necessary to ac-
curately reflect property rights at the time the applica-
tion is allowed.

Shortly after filing, an informal request for a property
rights statement will be mailed to those applicants whose
applications have been marked by the security screeners
as being of interest to DOE or NASA. While no formal
time period is set, a response by applicants within 45 days
will expedite processing. If the statement submitted dur-
ing this period is defective, another letter is sent from Li-
censing and Review detailing the deficiencies and giving
applicant another opportunity to respond during this pe-
riod of informal correspondence.

If no response to the initial so called 45—Day Letter
is received or if repeated efforts to correct a defective
statement evidence an absence of cooperation on the
part of the applicant, a formal request for a statement in
accordance with the statutes will be made. A 30—day
statutory period for response is then set. There is no pro-
vision for an extension of this time period. If no proper
and timely statement is received, the application will be
held abandoned and the applicant so notified. Such
applications may be revived under the provisions of
35 U.S.C. 137, In re Rutan, 231 USPQ 864 (Comm’r. Pat.
1986).

Any papers pertaining to property rights under sec-
tion 152 of the Atomic Energy Act, 42 US.C. 2182,
(DOE), or section 305(c) or the National Aeronautics
and Space Act, 42 U.S.C. 2457, (NASA), that have not
been associated with the application file, or have not
been made of record in the file and processed by the Li-
censing and Review section, must be sent to the Licens-
ing and Review section immediately.
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151 Content of the Statements

The law requires the statement to set forth “the full
facts” surrounding the conception and making of the in-
vention. These facts should include those which are
unique to that invention. The use of form paragraphs or
printed forms which set forth only broad generalized
statements of fact is not ordinarily regarded as meeting
the requirements of these statutes.

The word “applicant” in both of these statutes has
been construed to mean the inventor or joint inventors in
person. Accordingly, in the ordinary situation, the state-
ments must be signed by the inventor or the joint inven-
tors, if available. This construction is consistent with the
fact that no other person could normally be more knowl-
edgeable of the “fuil facts concerning the circumstances
under which such invention was made,” (42 U.S.C. 2457)
or, “full facts surrounding the making or conception of
the invention or discovery” (42 U.S.C. 2182). If a peti-
tion under 37 CFR 1.48 for correction of inventorship is
granted during pendency of an application in which a
property rights statement has been filed, a supplemental
statement executed by any added inventor(s) is required
and should promptly be filed with the Licensing and Re-
view section.

In instances where an applicant does not have first-
hand knowledge whether the invention involved work
under any contract, subcontract, or arrangement with or
for the benefit of the Atomic Energy Commission, or had
any relationship to any work under any contract of the
National Aeronautics and Space Administration, and in-
cludes in his statement information of this nature de-
rived from others, his or her statement should identify
the source of his or her information. Alternatively, the
statement by the applicant could be accompanied by a
supplemental declaration or oath, as to the contractual
matters, by the assignee or other person; e.g., an em-
ployee thereof, who has the requisite knowledge.

When an applicant is deceased or incompetent, or
where it is shown to the satisfaction of this Office that he
or she refuses to furnish a statement or cannot be
reached after diligent efforts, declarations or statements
under oath setting forth the information required by the
statutes may be accepted from an officer or employee of
the assignee who has sufficient knowledge of the facts.
The offer of such substitute statements should be based
on the actual unavailability of or refusal by the applicant,
rather than mere inconvenience. Where it is shown that
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one of the joint inventors is deceased or unavailable, a
statement by all of the other inventor(s) may be accept-

_ed. : ‘ :

The following is an acceptable format for statements
to DOE or NASA assuming that no government funds or
other considerations were involved in the making or con-
ception of the invention. It is important, however, that
the information previded in the statement be an accu-
rate reflection of the fact situation at the time the state-
ment is made. While the sample below is in the form of a
declaration, a sworn oath is equally acceptable.

Note that the statement must be in the form of an
oath or declaration. Further note that the statement
must be signed by all the inventors. See also the notice
published in 914 O.G. 1 for further information.

I(We) citizens of residing at
declare: That I (we) made and conceived the
invention described and claimed in patent application Serial Number
filed in the United States of America on

titled .
(Check and complete either . or II. below)

1. (for Inventors Employed by an Organization)

That I (we) made and conceived this invention while employed by

That the invention is related to the work I am (we are) employed to

perform and was made within the scope of my (our) employment duties;

That the invention was made during working hours and with the use

of facilities, equipment, materials, funds, information and services
of

Other relevant facts are: .
That to the best of my (our) knowledge and belief based upon
information provided by of

—OR—

IL (For Self—Employed Inventors)

ThatI(we)made and conceived thisinvention on my (our) owntime
using only my (our) own facilities, equipment, materials, funds, informa-
tion and services.

Other relevant facts are

That to the best of my (our) knowledge and belief:

(Check I11. and/or IV, below as appropriate)

I11. The invention or discovery was not made or conceived in the
course of, or in connection with, or under the terms of any contract,
subcontract or arrangement entered into with or for the benefit of the
United States Atomic Energy Commission or its successors Energy
Research and Development Administration or the Department of
Energy.
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»—AND/OR—— L
‘ v, Thc |nventlon wasnotmade undernoris there any relatlonshlp -
oftheinventionto the performance of anyworkundcr any contractof the Co
National Aeronautlcs and Space Admunstratlon R Py

- The undersigned mventor(s) declare(s) further that all statements S
made herein of his or her (thetl‘) own knowledge are true and ‘that al).
statements made.on'information and belief ate belleved tobetraeand . -
further that these staterments were madé withthe knowledge thatwillful -
false statements and -the like so - made are punishable by fine or ~ o
imprisonmient, or both, under Section 1001 of Title 18 of the-United - -. v
States Code and that such willful false statements may: ]eopardxze the 2
validity of the application or any patent issuing thereon
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I. INTRODUCTION AND FACTUAL BACKGROUND

This case presents a question of first impression—whether a disclosure
contained in appendices submitted with a patent application should be withdrawn
from the public as prior art under 35 U.S.C. § 102(e) due to the prior art patent’s
alleged failure to properly incorporate those appendices by reference. It should not,
particularly where the applicant’s alleged failure did not impact (1) the public notice
of those appendices, (2) ~ow the public gained access to the appendices, or (3) when
the public gained access to the appendices. Put simply, any negative consequences
that result from a purportedly flawed prosecution process underlying a prior art
patent should be imposed exclusively on the prior art patentee. The public should
not also be punished by the USPTO withdrawing a prior art disclosure and allowing
others to patent subject matter that had been previously submitted to the Office.

Petitioner advanced proposed grounds based on U.S. Patent No. 6,061,695 to
Slivka, et al. (“Slivka Patent”), citing to the Slivka Patent and to appendices
submitted with the application that issued as the Slivka Patent (“Slivka
Appendices”)—an application filed more than two years before the earliest priority
date to which the Challenged Claims could be entitled. The appendices were
submitted with the specification, claims, and drawings, indicating the applicant’s

intent for the Slivka Appendices to be a part of the Slivka Patent:
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Express Mail Label No. EM126586705US
Attorney's Ref. No. 3382-45418

ASSISTANT COMMISSIONER FOR PATENTS
Washington, D.C. 20231

Transmitted herewith for filing is the patent application of:

Inventors: Benjamin W. Slivka,Teresa Martineau, Christopher Ralph Brown,
George Pitt, Satoshi Nagajima, Sankar Ramasubtamanian, Mike
Sheldon

For: OPERATING SYSTEM SHELL WITH HYPERTEXT DESKTOP

Enclosed are:

[X] 34 pages of specification, 4 pages of claims, an abstract, an unsigned

Combined Declaration and Power of Attorney and 177 pages of appendices.
[X] 7 sheet(s) of formal drawings.

Ex. 1005 (Slivka File History), 253. Further evincing the applicant’s intent for the
appendices to be part of the patent and putting the public on notice of the appendices,
the Slivka Patent specification repeatedly describes the Slivka Appendices as
“attached” to the patent. Relevant to the grounds advanced by Petitioner, the Slivka
Appendices provide examples of HTML instructions that illustrate the concepts
described in the Slivka Patent. Those appendices did not publish as part of the Slivka
Patent due to Office procedural rules governing large appendices. Instead, they were
made publicly available in the Slivka Patent’s file history upon issuance.

Petitioner treated the Slivka Appendices as prior art pursuant to 35 U.S.C. §
102(e) as part of the “entire disclosure” of the Slivka Patent. See MPEP 2136.02
(“Under pre-AlIA 35 U.S.C. 102(e), the entire disclosure of a U.S. patent . . . can be
relied on to reject the claims.”). It is undisputed that, if they are deemed properly

incorporated by reference into the Slivka Patent, the Slivka Appendices are § 102(e)
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prior art. It is also undisputed that, even if the Office finds that the applicant failed
to properly incorporate them by reference, such a failure had no impact on the timing
or means by which the Slivka Appendices were made available to the public.

The Board concluded that the Slivka Appendices are not prior art pursuant to
§ 102(e) because they were not properly incorporated by reference. Paper 12, 9
(“Our determination is based on finding' that Petitioner’s challenge relies on
appendices (Ex. 1005, 69-245) missing from the ’695 patent (Ex. 1004) and
insufficient indication on the record that the appendices have been incorporated
into the 695 patent, and that as a result, the relied-upon appendices do not qualify
as prior art under 35 U.S.C. § 102(e)[.]”). The Board’s conclusion turns critically on
the language used by the applicant to reference the Slivka Appendices. Rather than
stating the appendices were “incorporated by reference[,]” the applicant repeatedly
referred to the appendices as “attached” to the Slivka Patent. /d. at 11. From this, the
Board concluded they had not been properly incorporated by reference. Id. at 11-12
(noting that, “[t]o incorporate material by reference, the host document must
identify with detailed particularity what specific material it incorporates|,]” and
concluding the Slivka Appendices “were not incorporated by reference”).

The policies underlying all implicated statutes and Office rules weigh against

the Board’s conclusion. There is no question that the applicant intended the Slivka

! All emphases added unless noted otherwise.
3
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Appendices to be part of the Slivka Patent and to constitute a public disclosure of
the material contained therein. Nor is there any question that the Slivka Appendices
were in fact made available to the public at the same time and via the same means as
if they had been properly incorporated by reference. There are also no legitimate
concerns with public notice—the often-cited rationale for requiring material
incorporated by reference be identified with “detailed particularity.” Indeed, the
Slivka Appendices that were submitted as part of the application are contained
within the file history and are referred to as “attached” throughout the specification.
Further, as illustrated in the following excerpt, the Slivka Patent provides extensive
and specific detail as to how the portions of the Slivka Appendices relied upon by

Petitioner relate to and elaborate on the relevant disclosures in the Slivka Patent:

FIG. 5 illustrates an example hypertext desktop view 150
produced and displayed in the desktop display 52 (FIG. 2)
on a video screen of the computer 20 (FIG. 1) according to
the illustrated embodiment of the invention. The example
hypertext desktop view 150 is produced in the illustrated
shell 50 by processing a set of templates using the pre-
processor 60 (FIG. 2), including a “Desktop.htm™ template,
and a “Dsk 1.htm” template which are listed in the attached
Appendices A and B, respectively. As a result of this
processing, the pre-processor 60 outputs a hypertext page
consisting of a “Sfv2395.tmp” and a “Sfv15143.htm”
HTML format files which are listed in the attached Appen-
dices G and H, respectively. This synthesized hypertext page
additionally incorporates data from the HI'ML format files,
“Infopane.htm,” “news.htm,” “ticker.htm,” and “tick-
host.htm™ which are listed in the attached Appendices C
through F, respectively. The synthesized hypertext page is
parsed by the hypertext viewer 70 to generate the example
hypertext desktop view 150.
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Ex. 1004 (Slivka Patent), 18:49-67 (explaining the relevance of specific portions of
the Slivka Appendices to specific portions of the Slivka Patent) (annotated); Paper
I, 12-15 (explaining teachings from the Slivka Patent and Slivka Appendices
relevant to the proposed grounds). Accordingly, the Slivka Patent identifies with
detailed particularity how the Slivka Appendices relied upon by Petitioner are
relevant to and elaborate on specific portions of the Slivka Patent specification.
The policy rationale underlying §102(e) dictates that prior art disclosed to the
patent office before the priority date qualifies as prior art even if it does not become
publicly available until later, ensuring that no patent is issued on material previously
submitted by another to the Office. 35 U.S.C. § 102(e)(2); Hazeltine Research, Inc.
v. Brenner, 382 U.S. 252, 255-256 (1965) (explaining that prior art is accorded the
filing date because “[t]he delays of the patent office ought not to cut down the effect
of what has been done.”). Indeed, the legislative history confirms § 102(e) is founded
on the principle that an invention’s priority is assessed as of the date of filing “for
the purpose of anticipating a subsequent inventor.” S. Rep. No. 1979, 82d Cong., 2d
Sess. 17 (1952); see also H. R. Rep. No. 1923, 82d Cong., 2d Sess. 17 (1952) (noting
that under §102(e), “for the purpose of anticipating subsequent inventors, a patent
disclosing the subject matter speaks from the filing date of the application disclosing
the subject matter.”). Excluding the Slivka Appendices from the prior art solely

because the applicant referenced the appendices using what the Board deemed the
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wrong particularized language is directly at odds with the rationale underlying §
102(e). Any failure on the part of the applicant to use procedurally correct language
when referring to the Slivka Appendices should impact only the scope and/or
validity of the Slivka Patent. The public should not be punished by allowing others
to patent that which had already been disclosed to the Office.

II. LEGAL STANDARD

“Requests for Director Review of the Board’s decision whether to institute an
AIA trial, or decisions granting rehearing of such a decision, shall be limited to
decisions presenting (a) an abuse of discretion or (b) important issues of law or
policy.” USPTO, Revised Interim Director Review Process at 2.B, Availability of
Director Review: AIA Trial Proceedings (last modified July 25, 2023),
https://www.uspto.gov/patents/ptab/decisions/revised-interim-director-review-
process.

III. ARGUMENT

A number of statutes and Office rules are implicated by the Board’s decision.
Critically, none of the policy rationales underlying those implicated statutes and
rules align with the result of the Board’s decision. Indeed, the Board’s decision
withdraws from the public a prior art disclosure solely because the prior art applicant
purportedly used the wrong language to reference a set of appendices. This decision

fails to acknowledge that the Slivka Patent put the public on notice of the Slivka
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Appendices disclosure that was intended to be public as part of the Slivka Patent.
The decision also fails to credit the fact that the Slivka Appendices were indeed made
public at the same time and via the same means as if the applicant has stated the
appendices were “incorporated by reference,” rather than “attached.” This decision
allows others to patent that which had already been disclosed to the Office, directly
conflicting with the policy rationale underlying § 102(e).

A.  The Board’s Decision Undermines Policy Rationale of § 102(e)

Today, the Office maintains patent applications in confidence for eighteen
months after filing. 35 U.S.C. §122; 37 C.F.R. §1.211. When the application that
issued as the Slivka Patent was filed, applications were maintained confidentially
until issuance. Ex. 1018,37 C.F.R. § 1.11 (Rev. 2, July 1996), 4 (noting a patent and
its file history were made public upon issuance). But for this confidentiality policy
during which the Slivka Appendices were maintained confidentially for almost three
and a half years, they would have been made public—as the applicant intended—
upon filing. And had the Slivka application with appendices been made public upon
filing, they would have been prior art pursuant to 35 U.S.C. § 102(b), having been
filed many years before the earliest possible priority date for the Challenged Patent.

Accounting for this period of confidentiality post-filing and to ensure that the
patent system accurately recognizes the true first inventor of a given concept, §

102(e) dictates that disclosures submitted to the patent office before the priority date
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qualify as prior art even if they do not become publicly available until later. 35
U.S.C. § 102(e)(2); Hazeltine Research, 382 U.S. at 255-256 (explaining that prior
art is accorded the filing date because “[t]he delays of the patent office ought not to
cut down the effect of what has been done.”) (quoting Alexander Milburn Co. v.
Davis-Bournonville Co., 270 U.S. 390,46 S. Ct. 324, 70 L. Ed. 651 (1926)) (internal
quotations omitted). Indeed, Congress expressly codified this very rationale as §
102(e). S. Rep. No. 1979, 82d Cong., 2d Sess. 17 (1952) (explaining that § 102(e)
“is new and enacts the rule of Milburn v. Davis-Bournonville. . . for the purpose of
anticipating a subsequent inventor”). Further, the MPEP specifies that “[u]nder 35
U.S.C. §102(e), the entire disclosure of a U.S. patent having an earlier filing date .
.. can be relied on to reject the claims.” MPEP 2136.02 (emphasis added).

The rationale underlying § 102(e) strongly supports concluding that the Slivka
Appendices are prior art. They were submitted with the application well before the
priority date of the Challenged Patent and they became public (as part of the Slivka
Patent file history) after the priority date solely as a result of the Office policy that
maintains applications in confidence for a period of time post-filing. § 102(e)
ensures Office delay does not “cut down the effect of what has been done” “for the
purpose of anticipating a subsequent inventor.” Ignoring the Slivka Appendices, as
the Board’s decision did, fails to give effect to the full prior art disclosure and

permits others to recapture material that has been previously submitted to the Office
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by an earlier inventor. In doing so, the Board’s decision undermines the foundation
and purpose of § 102(e).

B. The Office’s Practical Policy Concerning Large Appendices Does
Not Justify Removing the Slivka Appendices From the Public

As a practical policy, the Office does not publish lengthy appendices with an
issued patent, but instead makes those disclosures available in a patent’s file history.
Ex. 2008, 10-12; MPEP 608.05. When the application that issued as the Slivka
Patent was filed, the MPEP expressly acknowledged “Computer Program Listings”
as a type of disclosure that is part of the patent but is not printed with the patent.
POPR, at 14, 25-26; Ex. 2008, 10-12. Based on logistical challenges related to
submitting such materials, the MPEP set forth specific procedures for submitting
appendices in the form of Computer Program Listings. Ex. 1017, 42793. The PTO
has since expanded the types of appendices with similar requirements. See MPEP
608.05 (imposing submission requirements for “Sequence Listing” and “Large
Tables”). The MPEP recognizes (1) that the three expressly identified types of
appendices are not exclusive, and (2) that all appendices are treated identically with
respect to publication. See MPEP 1121 (noting “[a]ppendices, other than those
containing ‘Sequence Listings’ . . . or ‘Large Tables’, are not printed if they are
contained on pages located after the claims[,]” and similarly noting that “‘Computer

Program Listing Appendices’ . . . are not printed as part of the patent”).
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But for this practical policy, the Slivka Appendices would have published as
part of the Slivka Patent, unquestionably constituting prior art pursuant to § 102(e).
This was the intent of the applicant. As noted above, the Slivka Patent specification
repeatedly refers to the appendices as “attached” to the patent and provides extensive
detail as to how the portions of the Slivka Appendices relied upon by Petitioner
relate to and elaborate on the relevant disclosures in the Slivka Patent. Having
submitted 177 pages of appendices, however, Office policy ensured they did not
print with the issued patent. The rationale for this policy turns on the considerations
implicated by large supplemental disclosures submitted with a patent application.
See Ex. 2008, 11 (noting that “lengthy computer program listings . . . can become
burdensome” and “[t]he cost of printing long computer programs in patent
documents is also very expensive”). No policy rationale supports the Board’s
decision to remove those disclosures from the prior art.

Nor is the Board’s decision supported by the Patent Owner’s suggestion that
the Slivka applicant failed to follow proper procedure when submitting the Slivka
Appendices. Paper 6, 25 (“[ T]he appendices cannot be considered part of the Slivka
application because Slivka failed to comply with MPEP 608.05 and 37 C.F.R. 1.96,
which set forth the specific steps an applicant is required to take when depositing
computer program listings with a patent application.”). Of the 177 pages submitted,

the vast majority of the Slivka Appendices are not material that could be properly
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characterized as “computer program listings.” Paper 8, 2-3 (explaining that “only 24
of the 177 pages of appendices relate to computer code, and those pages are merely
HTML templates” and that “[t]he remaining 153 pages of appendices are not
directed toward any type of computer code at all, and instead comprise material such
as textbook excerpts”). Accordingly, any procedural requirements imposed upon an
applicant when submitting “computer program” appendices did not apply to the
Slivka applicant. But even if the applicant were obligated to follow a specific
procedure, the Board correctly concluded rules do not set forth any consequence for
failing to comply. Paper 12, 14 (“[T]he relevant guidance and regulation at the time
... does not describe the effect if submissions were not compliant.”). Accordingly,
even if the Director were to find the applicant failed to follow the Office procedure
when submitting the Slivka Appendices, there is no guidance as to what
consequences result from that failure. More importantly, there is no suggestion in
the rules or rationale underlying Office policy that support punishing the public by
excluding the Slivka Appendices from the prior art. Any consequences that result
from an alleged procedural/clerical error perpetrated by the prior art applicant should
be imposed exclusively on the applicant, e.g., preventing the applicant from relying
on the Slivka Appendices for purposes of establishing compliance with the written

description or enablement requirements.
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C. None of the Case Law Relied Upon by the Board Supports
Punishing the Public by Withdrawing the Slivka Appendices From the
Prior Art

The Board cites two categories of cases in support of its conclusion that the
Slivka Appendices should be withdrawn from the prior art as a result of the applicant
having allegedly failed to properly incorporate them by reference into the Slivka
Patent. Neither supports the Board’s decision.

A first category of cases focuses on the need for an applicant to identify
material incorporated by reference with detailed particularity. Paper 12, 11-12
(citing Advanced Display and Callaway Golf Co. v. Acushnet Co., 576 F.3d 1331,
1346 (Fed. Cir. 2009)). The Board quotes Advanced Display for the proposition that,
“[t]o incorporate material by reference, the host document must identify with
detailed particularity what specific material it incorporates and clearly indicate
where that material is found in the various documents.” Paper 12, 11. And it quotes
Callaway Golf for the proposition that “mere reference to another application, or
patent, or publication is not an incorporation of anything therein.” Id. at 11-12.

Here, there is no relevant concern that the applicant failed to reference the
Slivka Appendices with “detailed particularity.” As set forth above, the Slivka
Appendices were submitted as part of the application, are contained within the file
history, and are referred to as “attached” throughout the specification. Further, the

Slivka Patent provides extensive detail as to how the portions of the Slivka
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Appendices relied upon by Petitioner relate to and elaborate on the relevant
disclosures in the Slivka Patent. Ex. 1004 (Slivka Patent), 18:49-67 (explaining the
relevance of specific portions of the Slivka Appendices to specific portions of the
Slivka Patent) (annotated); Paper 1, 12-15 (explaining teachings from the Slivka
Patent and Slivka Appendices relevant to the proposed grounds).

Despite this extensive detail, the Board appears to have concluded that the
applicant failed to use the correct terminology that indicated a desire to formally
“incorporate” the Slivka Appendices into the Slivka Patent. Paper 12, 12 (“We agree
with Patent Owner that ‘Slivka did not note that he was incorporating the appendices

299

to the specification.”””) (emphasis in original). But not even the Board’s cited case
law stands for the proposition that the Office mandates language as specific as the
Board suggests. In Callaway Golf, the Federal Circuit concluded the language,
“[r]eference is made to[,]” . . . sufficient to indicate to one of skill in the art that the
referenced material is fully incorporated in the host document.” 576 F.3d at 1346.
The Federal Circuit has additionally explained that it “does not require ‘magic
words’ of reference or of incorporation.” Northrop Grumman Info. Tech., Inc. v.
United States, 535 F.3d 1339, 1346 (Fed. Cir. 2008) (discussing patent jurisprudence
in the context of a government contract issue). Indeed, the Federal Circuit recently

found that a user guide incorporated by reference a separate feature reference guide

where “the two documents were ‘collectively distributed as a single reference
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document,” and that the User Guide directs users to consult specific parts of the
Extended Feature Reference to implement the VPN features of the BinGO! Router.”
VirnetX Inc. v. Apple Inc., No. 2022-1523, 2023 WL 6933812, at *3 (Fed. Cir. Oct.
20, 2023) (concluding “that the two references can be considered as one for purposes
of anticipation”). Similar to the Federal Circuit’s analysis in VirnetX, the Slivka
Patent treats the Slivka Appendices as a part of its disclosure, repeatedly referring
the reader to the appendices as “attached” to the patent. For purposes of invalidity,
as in VirnetX, the Slivka Patent and Slivka Appendices should be considered a single
document. The Board’s overly narrow view that specific language is required for
incorporation by reference fails to properly credit that the Slivka Appendices were
referenced with particularity in the Slivka Patent, submitted together in a single
submission, and repeatedly described as “attached” to the Slivka Patent.

A second category of cases addresses the consequences of failing to properly
incorporate material by reference. The Board focuses this discussion on Southwest
Software, Inc. v. Harlequin Inc., 226 F.3d 1280, 1295 (Fed. Cir. 2000). Paper 12,
14-17. There, the PTO mistakenly failed to print 330 pages of computer code with
the asserted patent. Southwest Software, 226 F.3d at 1295-1296; Paper 12, 16. The
question addressed by the Federal Circuit was whether, assuming the patent claim
was invalid without the computer code (for failing to satisfy the written description

and enablement requirements), an accused infringer can be held liable for
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infringement that occurred before the certificate of correction issued. Southwest
Software, 226 F.3d at 1295-1296. The Federal Circuit held that, if the claim was in
fact invalid without the missing disclosure, the patentee’s delay in seeking the
correction should mean that an accused infringer cannot be held liable for infringing
during the period before the certificate of correction issued. /d. Ultimately, the
Federal Circuit remanded to determine if the uncorrected patent would have been
invalid. /d. at 1297.

The Board contends Southwest Software is instructive, but it fails to
acknowledge a critical distinction. Namely, the Federal Circuit punished the patentee
in Southwest Software for failing to act promptly to correct its own patent, but the
Board here punishes the public for an alleged failing on the part of the Slivka Patent
applicant. Policy may well support finding that the Slivka Patent may not rely on the
Slivka Appendices for purposes of supporting the scope or validity of its claims,
finding such a result appropriate for any alleged failure on the patentee’s part. But
no policy supports withdrawing the disclosures contained in the Slivka Appendices
from the public as a result of the Slivka patentee’s purported procedural failures.

IV. CONCLUSION

The Director should vacate the panel’s institution denial and remand for

further consideration.
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I. INTRODUCTION AND FACTUAL BACKGROUND

This case presents a question of first impression—whether a disclosure
contained in appendices submitted with a patent application should be withdrawn
from the public as prior art under 35 U.S.C. § 102(e) due to the prior art patent’s
alleged failure to properly incorporate those appendices by reference. It should not,
particularly where the applicant’s alleged failure did not impact (1) the public notice
of those appendices, (2) ~ow the public gained access to the appendices, or (3) when
the public gained access to the appendices. Put simply, any negative consequences
that result from a purportedly flawed prosecution process underlying a prior art
patent should be imposed exclusively on the prior art patentee. The public should
not also be punished by the USPTO withdrawing a prior art disclosure and allowing
others to patent subject matter that had been previously submitted to the Office.

Petitioner advanced proposed grounds based on U.S. Patent No. 6,061,695 to
Slivka, et al. (“Slivka Patent”), citing to the Slivka Patent and to appendices
submitted with the application that issued as the Slivka Patent (“Slivka
Appendices”)—an application filed more than two years before the earliest priority
date to which the Challenged Claims could be entitled. The appendices were
submitted with the specification, claims, and drawings, indicating the applicant’s

intent for the Slivka Appendices to be a part of the Slivka Patent:





IPR2023-00938
U.S. Patent No. 8,020,083

s vavne 1 07/761699 purenr

Express Mail Label No. EM126586705US
Attorney's Ref. No. 3382-45418

ASSISTANT COMMISSIONER FOR PATENTS
Washington, D.C. 20231

Transmitted herewith for filing is the patent application of:

Inventors: Benjamin W. Slivka,Teresa Martineau, Christopher Ralph Brown,
George Pitt, Satoshi Nagajima, Sankar Ramasubtamanian, Mike
Sheldon

For: OPERATING SYSTEM SHELL WITH HYPERTEXT DESKTOP

Enclosed are:

[X] 34 pages of specification, 4 pages of claims, an abstract, an unsigned

Combined Declaration and Power of Attorney and 177 pages of appendices.
[X] 7 sheet(s) of formal drawings.

Ex. 1005 (Slivka File History), 253. Further evincing the applicant’s intent for the
appendices to be part of the patent and putting the public on notice of the appendices,
the Slivka Patent specification repeatedly describes the Slivka Appendices as
“attached” to the patent. Relevant to the grounds advanced by Petitioner, the Slivka
Appendices provide examples of HTML instructions that illustrate the concepts
described in the Slivka Patent. Those appendices did not publish as part of the Slivka
Patent due to Office procedural rules governing large appendices. Instead, they were
made publicly available in the Slivka Patent’s file history upon issuance.

Petitioner treated the Slivka Appendices as prior art pursuant to 35 U.S.C. §
102(e) as part of the “entire disclosure” of the Slivka Patent. See MPEP 2136.02
(“Under pre-AlIA 35 U.S.C. 102(e), the entire disclosure of a U.S. patent . . . can be
relied on to reject the claims.”). It is undisputed that, if they are deemed properly

incorporated by reference into the Slivka Patent, the Slivka Appendices are § 102(e)
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prior art. It is also undisputed that, even if the Office finds that the applicant failed
to properly incorporate them by reference, such a failure had no impact on the timing
or means by which the Slivka Appendices were made available to the public.

The Board concluded that the Slivka Appendices are not prior art pursuant to
§ 102(e) because they were not properly incorporated by reference. Paper 13, 9
(“Our determination is based on finding' that Petitioner’s challenge relies on
appendices (Ex. 1005, 69-245) that were not published with the *695 patent (Ex.
1004). As discussed herein, we conclude, on the record before us, that Petitioner has
insufficiently shown that the relied-upon appendices qualify as prior art under 35
U.S.C. § 102(e)[.]”). The Board’s conclusion turns critically on the language used
by the applicant to reference the Slivka Appendices. Rather than stating the
appendices were “incorporated by reference[,]” the applicant repeatedly referred to
the appendices as “attached” to the Slivka Patent. /d. at 11. From this, the Board
concluded they had not been properly incorporated by reference. /d. at 9 (noting that,
“[t]o incorporate material by reference, the host document must identify with
detailed particularity what specific material it incorporates|[,]” and concluding the
Slivka Appendices “were not incorporated by reference”).

The policies underlying all implicated statutes and Office rules weigh against

the Board’s conclusion. There is no question that the applicant intended the Slivka

! All emphases added unless noted otherwise.
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Appendices to be part of the Slivka Patent and to constitute a public disclosure of
the material contained therein. Nor is there any question that the Slivka Appendices
were in fact made available to the public at the same time and via the same means as
if they had been properly incorporated by reference. There are also no legitimate
concerns with public notice—the often-cited rationale for requiring material
incorporated by reference be identified with “detailed particularity.” Indeed, the
Slivka Appendices that were submitted as part of the application are contained
within the file history and are referred to as “attached” throughout the specification.
Further, as illustrated in the following excerpt, the Slivka Patent provides extensive
and specific detail as to how the portions of the Slivka Appendices relied upon by

Petitioner relate to and elaborate on the relevant disclosures in the Slivka Patent:

FIG. 5 illustrates an example hypertext desktop view 150
produced and displayed in the desktop display 52 (FIG. 2)
on a video screen of the computer 20 (FIG. 1) according to
the illustrated embodiment of the invention. The example
hypertext desktop view 150 is produced in the illustrated
shell 50 by processing a set of templates using the pre-
processor 60 (FIG. 2), including a “Desktop.htm™ template,
and a “Dsk 1.htm” template which are listed in the attached
Appendices A and B, respectively. As a result of this
processing, the pre-processor 60 outputs a hypertext page
consisting of a “Sfv2395.tmp” and a “Sfv15143.htm”
HTML format files which are listed in the attached Appen-
dices G and H, respectively. This synthesized hypertext page
additionally incorporates data from the HI'ML format files,
“Infopane.htm,” “news.htm,” “ticker.htm,” and “tick-
host.htm™ which are listed in the attached Appendices C
through F, respectively. The synthesized hypertext page is
parsed by the hypertext viewer 70 to generate the example
hypertext desktop view 150.
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Ex. 1004 (Slivka Patent), 18:49-67 (explaining the relevance of specific portions of
the Slivka Appendices to specific portions of the Slivka Patent) (annotated); Paper
1, 11-14 (explaining teachings from the Slivka Patent and Slivka Appendices
relevant to the proposed grounds). Accordingly, the Slivka Patent identifies with
detailed particularity how the Slivka Appendices relied upon by Petitioner are
relevant to and elaborate on specific portions of the Slivka Patent specification.
The policy rationale underlying § 102(e) dictates that prior art disclosed to the
patent office before the priority date qualifies as prior art even if it does not become
publicly available until later, ensuring that no patent is issued on material previously
submitted by another to the Office. 35 U.S.C. § 102(e)(2); Hazeltine Research, Inc.
v. Brenner, 382 U.S. 252, 255-256 (1965) (explaining that prior art is accorded the
filing date because “[t]he delays of the patent office ought not to cut down the effect
of what has been done.”). Indeed, the legislative history confirms § 102(e) is founded
on the principle that an invention’s priority is assessed as of the date of filing “for
the purpose of anticipating a subsequent inventor.” S. Rep. No. 1979, 82d Cong., 2d
Sess. 17 (1952); see also H. R. Rep. No. 1923, 82d Cong., 2d Sess. 17 (1952) (noting
that under § 102(e), “for the purpose of anticipating subsequent inventors, a patent
disclosing the subject matter speaks from the filing date of the application disclosing
the subject matter.”). Excluding the Slivka Appendices from the prior art solely

because the applicant referenced the appendices using what the Board deemed the
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wrong particularized language is directly at odds with the rationale underlying §
102(e). Any failure on the part of the applicant to use procedurally correct language
when referring to the Slivka Appendices should impact only the scope and/or
validity of the Slivka Patent. The public should not be punished by allowing others
to patent that which had already been disclosed to the Office.

II. LEGAL STANDARD

“Requests for Director Review of the Board’s decision whether to institute an
AIA trial, or decisions granting rehearing of such a decision, shall be limited to
decisions presenting (a) an abuse of discretion or (b) important issues of law or
policy.” USPTO, Revised Interim Director Review Process at 2.B, Availability of
Director Review: AIA Trial Proceedings (last modified July 25, 2023),
https://www.uspto.gov/patents/ptab/decisions/revised-interim-director-review-
process.

III. ARGUMENT

A number of statutes and Office rules are implicated by the Board’s decision.
Critically, none of the policy rationales underlying those implicated statutes and
rules align with the result of the Board’s decision. Indeed, the Board’s decision
withdraws from the public a prior art disclosure solely because the prior art applicant
purportedly used the wrong language to reference a set of appendices. This decision

fails to acknowledge that the Slivka Patent put the public on notice of the Slivka
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Appendices disclosure that was intended to be public as part of the Slivka Patent.
The decision also fails to credit the fact that the Slivka Appendices were indeed made
public at the same time and via the same means as if the applicant has stated the
appendices were “incorporated by reference,” rather than “attached.” This decision
allows others to patent that which had already been disclosed to the Office, directly
conflicting with the policy rationale underlying § 102(e).

A.  The Board’s Decision Undermines Policy Rationale of § 102(e)

Today, the Office maintains patent applications in confidence for eighteen
months after filing. 35 U.S.C. §122; 37 C.F.R. §1.211. When the application that
issued as the Slivka Patent was filed, applications were maintained confidentially
until issuance. Ex. 1018,37 C.F.R. § 1.11 (Rev. 2, July 1996), 4 (noting a patent and
its file history were made public upon issuance). But for this confidentiality policy
during which the Slivka Appendices were maintained confidentially for almost three
and a half years, they would have been made public—as the applicant intended—
upon filing. And had the Slivka application with appendices been made public upon
filing, they would have been prior art pursuant to 35 U.S.C. § 102(b), having been
filed many years before the earliest possible priority date for the Challenged Patent.

Accounting for this period of confidentiality post-filing and to ensure that the
patent system accurately recognizes the true first inventor of a given concept, §

102(e) dictates that disclosures submitted to the patent office before the priority date
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qualify as prior art even if they do not become publicly available until later. 35
U.S.C. § 102(e)(2); Hazeltine Research, 382 U.S. at 255-256 (explaining that prior
art is accorded the filing date because “[t]he delays of the patent office ought not to
cut down the effect of what has been done.”) (quoting Alexander Milburn Co. v.
Davis-Bournonville Co., 270 U.S. 390,46 S. Ct. 324, 70 L. Ed. 651 (1926)) (internal
quotations omitted). Indeed, Congress expressly codified this very rationale as §
102(e). S. Rep. No. 1979, 82d Cong., 2d Sess. 17 (1952) (explaining that § 102(e)
“is new and enacts the rule of Milburn v. Davis-Bournonville. . . for the purpose of
anticipating a subsequent inventor”). Further, the MPEP specifies that “[u]nder 35
U.S.C. §102(e), the entire disclosure of a U.S. patent having an earlier filing date .
.. can be relied on to reject the claims.” MPEP 2136.02 (emphasis added).

The rationale underlying § 102(e) strongly supports concluding that the Slivka
Appendices are prior art. They were submitted with the application well before the
priority date of the Challenged Patent and they became public (as part of the Slivka
Patent file history) after the priority date solely as a result of the Office policy that
maintains applications in confidence for a period of time post-filing. § 102(e)
ensures Office delay does not “cut down the effect of what has been done” “for the
purpose of anticipating a subsequent inventor.” Ignoring the Slivka Appendices, as
the Board’s decision did, fails to give effect to the full prior art disclosure and

permits others to recapture material that has been previously submitted to the Office
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by an earlier inventor. In doing so, the Board’s decision undermines the foundation
and purpose of § 102(e).

B. The Office’s Practical Policy Concerning Large Appendices Does
Not Justify Removing the Slivka Appendices From the Public

As a practical policy, the Office does not publish lengthy appendices with an
issued patent, but instead makes those disclosures available in a patent’s file history.
Ex. 2008, 10-12; MPEP 608.05. When the application that issued as the Slivka
Patent was filed, the MPEP expressly acknowledged “Computer Program Listings”
as a type of disclosure that is part of the patent but is not printed with the patent.
Paper 7, at 14, 25-27; Ex. 2008, 10-12. Based on logistical challenges related to
submitting such materials, the MPEP set forth specific procedures for submitting
appendices in the form of Computer Program Listings. Ex. 1017, 42793. The PTO
has since expanded the types of appendices with similar requirements. See MPEP
608.05 (imposing submission requirements for “Sequence Listing” and “Large
Tables”). The MPEP recognizes (1) that the three expressly identified types of
appendices are not exclusive, and (2) that all appendices are treated identically with
respect to publication. See MPEP 1121 (noting “[a]ppendices, other than those
containing ‘Sequence Listings’ . . . or ‘Large Tables’, are not printed if they are
contained on pages located after the claims[,]” and similarly noting that “‘Computer

Program Listing Appendices’ . . . are not printed as part of the patent”).
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But for this practical policy, the Slivka Appendices would have published as
part of the Slivka Patent, unquestionably constituting prior art pursuant to § 102(e).
This was the intent of the applicant. As noted above, the Slivka Patent specification
repeatedly refers to the appendices as “attached” to the patent and provides extensive
detail as to how the portions of the Slivka Appendices relied upon by Petitioner
relate to and elaborate on the relevant disclosures in the Slivka Patent. Having
submitted 177 pages of appendices, however, Office policy ensured they did not
print with the issued patent. The rationale for this policy turns on the considerations
implicated by large supplemental disclosures submitted with a patent application.
See Ex. 2008, 11 (noting that “lengthy computer program listings . . . can become
burdensome” and “[t]he cost of printing long computer programs in patent
documents is also very expensive”). No policy rationale supports the Board’s
decision to remove those disclosures from the prior art.

Nor is the Board’s decision supported by the Patent Owner’s suggestion that
the Slivka applicant failed to follow proper procedure when submitting the Slivka
Appendices. Paper 7, 25 (“[ T]he appendices cannot be considered part of the Slivka
application because Slivka failed to comply with MPEP 608.05 and 37 C.F.R. 1.96,
which set forth the specific steps an applicant is required to take when depositing
computer program listings with a patent application.”). Of the 177 pages submitted,

the vast majority of the Slivka Appendices are not material that could be properly
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characterized as “computer program listings.” Paper 9, 2-3 (explaining that “only 24
of the 177 pages of appendices relate to computer code, and those pages are merely
HTML templates” and that “[t]he remaining 153 pages of appendices are not
directed toward any type of computer code at all, and instead comprise material such
as textbook excerpts”). Accordingly, any procedural requirements imposed upon an
applicant when submitting “computer program” appendices did not apply to the
Slivka applicant. But even if the applicant were obligated to follow a specific
procedure, the Board correctly concluded rules do not set forth any consequence for
failing to comply. Paper 13, 12 (“[T]he relevant guidance and regulation at the time
... does not describe the effect if submissions were not compliant.”). Accordingly,
even if the Director were to find the applicant failed to follow the Office procedure
when submitting the Slivka Appendices, there is no guidance as to what
consequences result from that failure. More importantly, there is no suggestion in
the rules or rationale underlying Office policy that support punishing the public by
excluding the Slivka Appendices from the prior art. Any consequences that result
from an alleged procedural/clerical error perpetrated by the prior art applicant should
be imposed exclusively on the applicant, e.g., preventing the applicant from relying
on the Slivka Appendices for purposes of establishing compliance with the written

description or enablement requirements.
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C. None of the Case Law Relied Upon by the Board Supports
Punishing the Public by Withdrawing the Slivka Appendices From the
Prior Art

The Board cites two categories of cases in support of its conclusion that the
Slivka Appendices should be withdrawn from the prior art as a result of the applicant
having allegedly failed to properly incorporate them by reference into the Slivka
Patent. Neither supports the Board’s decision.

A first category of cases focuses on the need for an applicant to identify
material incorporated by reference with detailed particularity. Paper 13, 9-10 (citing
Advanced Display and Callaway Golf Co. v. Acushnet Co., 576 F.3d 1331, 1346
(Fed. Cir. 2009)). The Board quotes Advanced Display for the proposition that, “[t]o
incorporate material by reference, the host document must identify with detailed
particularity what specific material it incorporates and clearly indicate where that
material is found in the various documents.” Paper 13, 9. And it quotes Callaway
Golf for the proposition that “mere reference to another application, or patent, or
publication is not an incorporation of anything therein.” Id. at 9-10.

Here, there is no relevant concern that the applicant failed to reference the
Slivka Appendices with “detailed particularity.” As set forth above, the Slivka
Appendices were submitted as part of the application, are contained within the file
history, and are referred to as “attached” throughout the specification. Further, the

Slivka Patent provides extensive detail as to how the portions of the Slivka
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Appendices relied upon by Petitioner relate to and elaborate on the relevant
disclosures in the Slivka Patent. Ex. 1004 (Slivka Patent), 18:49-67 (explaining the
relevance of specific portions of the Slivka Appendices to specific portions of the
Slivka Patent) (annotated); Paper 1, 11-14 (explaining teachings from the Slivka
Patent and Slivka Appendices relevant to the proposed grounds).

Despite this extensive detail, the Board appears to have concluded that the
applicant failed to use the correct terminology that indicated a desire to formally
“incorporate” the Slivka Appendices into the Slivka Patent. Paper 13, 10 (“We agree
with Patent Owner that ‘Slivka did not note that he was incorporating the appendices

299

to the specification.”””) (emphasis in original). But not even the Board’s cited case
law stands for the proposition that the Office mandates language as specific as the
Board suggests. In Callaway Golf, the Federal Circuit concluded the language,
“[r]eference is made to[,]” . . . sufficient to indicate to one of skill in the art that the
referenced material is fully incorporated in the host document.” 576 F.3d at 1346.
The Federal Circuit has additionally explained that it “does not require ‘magic
words’ of reference or of incorporation.” Northrop Grumman Info. Tech., Inc. v.
United States, 535 F.3d 1339, 1346 (Fed. Cir. 2008) (discussing patent jurisprudence
in the context of a government contract issue). Indeed, the Federal Circuit recently

found that a user guide incorporated by reference a separate feature reference guide

where “the two documents were ‘collectively distributed as a single reference
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document,” and that the User Guide directs users to consult specific parts of the
Extended Feature Reference to implement the VPN features of the BinGO! Router.”
VirnetX Inc. v. Apple Inc., No. 2022-1523, 2023 WL 6933812, at *3 (Fed. Cir. Oct.
20, 2023) (concluding “that the two references can be considered as one for purposes
of anticipation”). Similar to the Federal Circuit’s analysis in VirnetX, the Slivka
Patent treats the Slivka Appendices as a part of its disclosure, repeatedly referring
the reader to the appendices as “attached” to the patent. For purposes of invalidity,
as in VirnetX, the Slivka Patent and Slivka Appendices should be considered a single
document. The Board’s overly narrow view that specific language is required for
incorporation by reference fails to properly credit that the Slivka Appendices were
referenced with particularity in the Slivka Patent, submitted together in a single
submission, and repeatedly described as “attached” to the Slivka Patent.

A second category of cases addresses the consequences of failing to properly
incorporate material by reference. The Board focuses this discussion on Southwest
Software, Inc. v. Harlequin Inc., 226 F.3d 1280, 1295 (Fed. Cir. 2000). Paper 13,
12-15. There, the PTO mistakenly failed to print 330 pages of computer code with
the asserted patent. Southwest Software, 226 F.3d at 1295-1296; Paper 13, 14. The
question addressed by the Federal Circuit was whether, assuming the patent claim
was invalid without the computer code (for failing to satisfy the written description

and enablement requirements), an accused infringer can be held liable for
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infringement that occurred before the certificate of correction issued. Southwest
Software, 226 F.3d at 1295-1296. The Federal Circuit held that, if the claim was in
fact invalid without the missing disclosure, the patentee’s delay in seeking the
correction should mean that an accused infringer cannot be held liable for infringing
during the period before the certificate of correction issued. /d. Ultimately, the
Federal Circuit remanded to determine if the uncorrected patent would have been
invalid. /d. at 1297.

The Board contends Southwest Software is instructive, but it fails to
acknowledge a critical distinction. Namely, the Federal Circuit punished the patentee
in Southwest Software for failing to act promptly to correct its own patent, but the
Board here punishes the public for an alleged failing on the part of the Slivka Patent
applicant. Policy may well support finding that the Slivka Patent may not rely on the
Slivka Appendices for purposes of supporting the scope or validity of its claims,
finding such a result appropriate for any alleged failure on the patentee’s part. But
no policy supports withdrawing the disclosures contained in the Slivka Appendices
from the public as a result of the Slivka patentee’s purported procedural failures.

IV. CONCLUSION

The Director should vacate the panel’s institution denial and remand for

further consideration.
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Adam Seitz, Reg. No. 52,206
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Declaration of Loren Terveen (“Dec.”)

Exhibit 1004

U.S. Patent No. 6,061,695 to Slivka et al. (“Slivka™)

Exhibit 1005

File History of U.S. Patent No. 6,061,695 (“Slivka FH”")

Exhibit 1006

U.S. Patent No. 6,091,518 to Anabuki (“Anabuki)

Exhibit 1007

Declaration of June Munford (“Munford Dec.”)

Exhibit 1008

PTAB - IPR2019-01278 (“Lenovo '083 FWD”)
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Lenovo Holding Company, Inc. v. DoDots Licensing Solutions LLC,
21-1521, No. 16 (Fed. Cir. Dec. 8, 2021) (“Federal Circuit Claim
Construction™)

Exhibit 1010

PTAB — IPR2023-00621, Paper 2 (“Samsung IPR Petition™)
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Exhibit 1012

Intentionally Left Blank

Exhibit 1013
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Thomas A. Powell 1998 (“Powell”)

Exhibit 1014
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Exhibit 1016

Dkt. 98, Joint Claim Construction Statement

Exhibit 1017
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19, 1996)
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patent subject matter that had been previously submitted to the Office.

Finally, as set forth in the below email chain, Petitioner inadvertently failed to sent this
notification email when the Requests for Director Review were filed via P-TACTS and were
served on Patent Owner’s counsel.

Respectfully,

Paul Hart | Shareholder

Erise IP, P.A.

717 17th St.

Suite 1400

Denver, CO 80202
(main) 913-777-5600
(direct) 720-689-5441
(fax) 913-777-5601

paul.hart@eriseip.com
www.eriseip.com

On Feb 28, 2024, at 1:52 PM, Paul Hart <paul.hart@eriseip.com> wrote:
To the Director,

First, I apologize for the miscommunications on our end. The below email was
originally sent on my behalf to Trials@uspto.gov, inquiring as to the status of
three Requests for Director Review we filed recently that were not reflected in the
Director Review Requests Status Spreadsheet. In response, Ms. Goldschlager
asked us to forward our original emails requesting Director review

to Director PTABDecision Review(@uspto.gov. Instead of forwarding the

requested information, we sent the below inquiry again.

Second, today’s communications revealed that my team inadvertently failed to
submit our Requests for Director Review

to Director PTABDecision Review(@uspto.gov after they were filed via P-

TACTS and served on Patent Owner’s counsel of record.

I am attaching all three Requests for Director Review that we filed via P-TACTS,
but that have not yet been submitted

to Director PTABDecision Review(@uspto.gov. The proceedings and challenged

patents are listed below. In each, the parties are the same and the issues for which
we seek Director Review are identical.

e [PR2023-00937 (U.S. Patent No. 9.369.545)
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o [PR2023-00938 (U.S. Patent No. 8,020,083)
o [PR2023-00939 (U.S. Patent No. 8,510,407)

Please let me know if you require any additional information regarding these
requests.

Respectfully,

Paul Hart | Shareholder

Erise IP, P.A.

717 17th St.

Suite 1400

Denver, CO 80202
(main) 913-777-5600
(direct) 720-689-5441
(fax) 913-777-5601

paul.hart@eriseip.com
www.eriseip.com

<EX1018 - 37 CFR 1.11 (Rev 2, 1996).pdf>
<IPR2023-00937 Request for Director Review.pdf>
<EX1018 - 37 CFR 1.11 (Rev 2, 1996).pdf>
<IPR2023-00939 407 Request for Director Review.pdf>
<EX1018 - 37 CFR 1.11 (Rev 2, 1996).pdf>
<IPR2023-00938 083 Request for Director Review.pdf>

On Feb 28, 2024, at 1:22 PM, Chalynda Giles
<chalynda.giles@eriseip.com> wrote:

Sent on behalf of Paul Hart
Good Morning,

I am writing on behalf of Petitioner, Apple Inc., in the matters of
IPR2023-00937, IPR2023-00938, and IPR2023-00939. Requests for
Director Review have been filed in each of the identified matters. On
P-TACTs, however, IPR2023-00937 reflects a status of “Institution
Denied” with no indication that the matter is currently pending
Director Review. Additionally, none of the identified matters are
reflected on the Director Review Requests Status Spreadsheet despite
the spreadsheet having been updated after each of the Requests for
Director Review had been filed. A summary chart of each of the
identified matters is below:

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



mailto:paul.hart@eriseip.com
https://gcc02.safelinks.protection.outlook.com/?url=http%3A%2F%2Fwww.eriseip.com%2F&data=05%7C02%7CDirector_PTABDecision_Review%40uspto.gov%7Cde0d3701c5354fde98f308dc38aafd81%7Cff4abfe983b540268b8ffa69a1cad0b8%7C1%7C0%7C638447556354399836%7CUnknown%7CTWFpbGZsb3d8eyJWIjoiMC4wLjAwMDAiLCJQIjoiV2luMzIiLCJBTiI6Ik1haWwiLCJXVCI6Mn0%3D%7C40000%7C%7C%7C&sdata=h9GoFb47xSWWKz%2Fk%2FtzaHdvayraFd5cjldAG%2BUCdtQc%3D&reserved=0
https://www.docketalarm.com/

<PastedGraphic-1.png>

Given the above, can you please confirm that each of the identified
matters is currently pending director review? Additionally, if
possible, are you able to clarify/correct (1) the incorrect status of
IPR2023-00937 on P-TACTs; and (2) the inclusion of each of the
matters from the Director Review Requests Status Spreadsheet?

Thank you.

Chalynda Giles

paralegal

P 913.777.5600 | D 913.777.5648
erise IP

7015 College Blvd., Ste. 700
Overland Park, KS 66211
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