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Pursuant to 37 C.F.R. § 42.51(b) and the Board’s May 7 email authorizing

this motion, Petitioner Samsung Bioepis Co., Ltd. (“Petitioner”) respectfully

requests that the Board order Patent Owner Regeneron Pharmaceuticals, Inc.

(“Patent Owner”) to produce certain materials from a parallel district court litigation,

Regeneron Pharmaceuticals, Inc. v. Mylan Pharmaceuticals, Inc., Case No. 22-

cv-61-TSK (N.D.W. Va.) (the “Mylan Litigation”) involving the same patent,

U.S. Patent No. 11,253,572, as this proceeding. Specifically, Petitioner requests

that Patent Owner produce transcripts and underlying exhibits of prior testimony

from Karen Chu and George Yancopoulos and exhibits cited in the District

Court’s decision invalidating the ’572 patent (collectively, “Requested Materials”

and more specifically listed in Ex. 3003 at 2).

Ms. Chu and Dr. Yancopoulos have both submitted declarations here

attempting to antedate certain prior art references. Exs. 2063; 2064.  Ms. Chu and

Dr. Yancopoulos also testified relating to the same or similar subject matter

relating to the patentability of the ’572 patent in the Mylan Litigation. See Exs.

1071 at 87-250; 1072 at 3-44; 1073 at 44-130; 1074; 1075.  The district court

considered this testimony in reaching its decision, citing Ms. Chu’s personal

testimony on “the history of Eylea’s clinical development as well as Dr.

Yancopoulos’s involvement” and Rule 30(b)(6) testimony on “Patent Owner’s

clinical trials, secondary considerations and reduction to practice of the claimed
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inventions,” and similar testimony from Dr. Yancopoulos regarding “his work

leading to the methods of treatment claimed in the [’572 patent].”  Ex. 2093 at

64-65.  This is useful information in evaluating the patentability of the ’572

patent in this proceeding, especially given that Patent Owner relies on

declarations from the same witnesses regarding the same patent.  As explained

below, the Requested Materials are required routine discovery and meet the five

factors set forth in Garmin Int’l, Inc. v. Cuozzo Speed Tech. L.L.C., IPR2012-

00001, Paper 26 (P.T.A.B. Mar. 5, 2013) for additional discovery.

I. FACTUAL BACKGROUND

The Mylan Litigation. In the Mylan Litigation, the district court

invalidated claims 6 and 25 of the ’572 patent. See generally Paper 55 (Joint

Summary of Related Proceedings).  Dr. Yancopoulos and Ms. Chu testified live

at trial, and excerpts of Ms. Chu’s deposition were also played at trial.  Neither

witness’s complete deposition testimony, including any of their deposition

exhibits, are publicly available, nor are the exhibits cited by the district court in

the portion of its opinion on the ’572 patent.

Correspondence with Regeneron Regarding Requested Materials.

Petitioner deposed Ms. Chu on April 11, and Dr. Yancopoulos the next day.  One

business day after Dr. Yancopoulos’s deposition, Petitioner requested that Patent

Owner produce, inter alia, the Requested Materials.  Ex. 1070 at 11-12.
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Following Petitioner diligently pushing the meet and confer process forward, the

parties reached an impasse on May 3, and Petitioner emailed the Board that same

day to request authorization to file this motion. Ex. 3003.  The Board authorized

Petitioner’s motion on May 7. Id.  Petitioner’s Reply is not due until June 10,

2024, over four weeks after briefing on this motion will be complete.  Paper 54.

During the meet and confer, Patent Owner made numerous requests of

Petitioner.  Ex. 1070 at 7.  Petitioner agreed to the following conditions on

production: (1) amend the protective order to allow for production on an

“Outside Counsel’s Eyes Only” basis for materials produced on that basis in the

Mylan Litigation and (2) agree not to seek additional depositions of Ms. Chu or

Dr. Yancopoulos unless Patent Owner submits additional declarations. Id. at 8.

Petitioner did not agree to Patent Owner’s proposal to redact the Requested Materials

of non-relevant information.  As Petitioner explained, “it’s not clear how Patent

Owner would be able to determine what is relevant versus what is not, and

performing the redactions only requires more burden and delay in producing the

materials.” Id. at 8.  Finally, Mylan has confirmed that it does not oppose

production of these materials.  Ex. 1069.

II. PETITIONER’S REQUEST SHOULD BE GRANTED

Routine Discovery Petitioner’s request is routine discovery under 37 C.F.R.

§ 42.51(b)(1)(iii).  The District Court found that the requested testimony and

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


