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I. INTRODUCTION 

Petitioner Cisco Systems, Inc. (“Petitioner”) respectfully submits that the 

Board should deny Orckit Corporation’s (“Patent Owner”) motion to stay Ex Parte 

Reexamination No. 90/015,261 (“the ’261 Reexamination”) involving U.S. Patent 

No. 10,652,111 (“the ’111 Patent”). The ’261 Reexamination should not be stayed 

because it involves different patentability arguments and different prior art than that 

raised in this IPR proceeding (“the ’554 IPR”). Indeed, when granting the ’261 

Reexamination, the Office determined that the arguments and prior art in the two 

proceedings “are not the same or substantially the same.” Moreover, the ’261 

Reexamination includes 27 claims of the ’111 Patent that are not challenged in the 

IPR; thus, resolution of the IPR will not resolve all issues in the reexamination. 

Simply put, a stay of the ’261 Reexamination will not lead to greater 

efficiencies or reduce the resources required to complete these two proceedings. 

Patent Owner bases its stay request largely on speculation about potential claim 

construction or possible conflicting decisions in the two proceedings. But these 

arguments are just that – speculation. Taken to their extreme, Patent Owner’s 

arguments would dictate that a reexamination proceeding is always stayed when 

there is a co-pending IPR. That is inconsistent with Patent Office regulations. 

Patent Owner’s motion should be denied. 
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II. LEGAL STANDARD 

35 U.S.C. § 315(d) states that “during the pendency of an inter partes review, 

if another proceeding or matter involving the [same] patent is before the Office, the 

Director may … stay, transfer, consolidate[e], or terminat[e]” the other proceeding 

or matter. See 37 C.F.R. § 42.122(a). The party seeking a stay “carries the burden of 

persuasion” and must show good cause for the stay. Arctic Cat, Inc. v. Polaris Indus., 

Inc., IPR2015-01781, -01783, Paper 78 at 2 (PTAB Sept. 25, 2018); see 37 C.F.R. 

§ 42.20(c). In determining whether good cause exists, the Board utilizes eight 

guiding factors (discussed individually below) and makes a decision based on the 

totality of the circumstances. See 84 Fed. Reg. 16,654, 16,656-57 (Apr. 22, 2019). 

III. THE ’261 REEXAMINATION SHOULD NOT BE STAYED 

The totality of the circumstances demonstrates that a stay of the ’261 

Reexamination is not warranted. At least Factors 1-5 and 8 weigh against a stay 

because the ’261 Reexamination involves 27 additional claims, different 

patentability arguments and different prior art as compared to the ’554 IPR. Factor 

6 is neutral, and Factor 7 weighs, at most, slightly against a stay.   

A. FACTOR 1 

Factor 1 relates to “[w]hether the claims challenged in the [IPR] are the same 

as or depend directly or indirectly from claims at issue in the [reexamination].” See 

84 Fed. Reg. at 16,656-57. This factor disfavors a stay because 27 out of the 54 total 

claims involved in the ’261 Reexamination proceeding (i.e., 50% of the claims) 
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are not challenged in the ’554 IPR. The ’261 Reexamination was granted on 

Claims 1-54 of the ’111 Patent, whereas the ’554 IPR challenges only Claims 1-9, 

12-24 and 27-31 of that patent. See EX1014; Paper 1. Thus, Claims 10-11, 25-26 

and 32-54 of the ’111 Patent are involved in the reexamination but not the IPR.  

  Claims 10-11 and 25-26 recite subject matter that is not claimed in any of 

the challenged claims in the ’554 IPR, including sending the packets to an 

application server for analysis, utilizing a specific OpenFlow protocol version, or 

providing an instruction with a Type-Length-Value (TLV) structure. EX1001, Cols. 

11:45-54, 12:46-50. In addition, Claims 32-54 do not depend directly or indirectly 

from any challenged claims in the ’554 IPR. Id., Cols. 13:8-14:60. Thus, the ’261 

Reexamination will involve different analysis than the ’554 IPR. As the PTAB 

explained in Arctic Cat, “a stay of the reexamination proceedings would not promote 

consistency with regard to the added claims, because the proceedings at hand [e.g., 

the IPR] will not address those [additional] claims.” IPR2015-01781, Paper 78 at 4. 

Indeed, a stay “would be a waste of resources because action with regard to the new 

claims would not be completed” by a Final Written Decision in the IPR. Id.  

Patent Owner argues that the additional claims at issue in the ’621 

Reexamination are of no import because (1) some of the additional claims have 

similar limitations to those involved in the ’554 IPR and (2) the ’554 IPR may “touch 

on” claim constructions that will affect the disposition of the ’261 Reexamination. 
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Paper 20 at 3-4. Patent Owner is wrong. First, as discussed above, some of the 

additional claims in the ’261 Reexamination recite additional limitations that are not 

at issue in claims of the ’554 IPR. Second, the claim construction argument is a red 

herring because reexaminations and IPRs use different claim construction standards 

(broadest reasonable construction vs. ordinary and customary meaning). Further, 

Patent Owner’s claim construction argument is speculative because the Board 

determined that no claim construction was necessary in its Institution Decision in 

the ’554 IPR (Paper 8 at 12), and the Office provided no claim construction in 

granting the ’261 Reexamination. EX1014. Moreover, while Patent Owner raised a 

claim construction argument for a “controller” in its Patent Owner Response, Patent 

Owner conceded that “it is not necessary for the Board to choose between the two 

competing constructions of ‘controller’” because the patentability analysis does not 

“turn on the Board resolving the parties’ dispute concerning the construction of 

‘controller.’” Paper 22 at 16-17. Thus, it is not expected that the Board will issue 

any constructions because the Board only construes terms if necessary to resolve a 

controversy. Nidec Motor Corp. v. Zhongshan Broad Ocean Motor Co., 868 F.3d 

1013, 1017 (Fed. Cir. 2017). Factor 1 weighs against a stay. 

B. FACTOR 2 

Factor 2 relates to “[w]hether the same grounds of unpatentability or the same 

prior art are at issue in both proceedings.” See 84 Fed. Reg. at 16,656-57. This factor 
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