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I. INTRODUCTION 

The Board should deny institution of inter partes review of claim 9 of U.S. 

Patent No. 8,495,242 (“the ’242 patent”) because (1) Petitioner’s primary reference 

in three of the four asserted grounds is not prior art and (2) combined discretionary 

considerations under Sections 314(a) and 325(d) strongly favor denying institution. 

Instituting review when three of Petitioner’s four asserted grounds are facially 

deficient is a waste of the Board’s and the parties’ resources. 

Petitioner’s primary reference in three of its four grounds, Samaniego, is not 

prior art. Samaniego is the pre-issuance publication of an earlier application in the 

’242 patent’s priority chain. Petitioner’s argument that the ’242 patent is not 

entitled to the earlier priority date is premised on a lack of overlapping inventors. 

Patent Owner, however, has petitioned for correction of inventorship of the priority 

application, which eliminates Petitioner’s argument. Further, Patent Owner 

demonstrates herein that the requirements of 35 U.S.C. § 120, including that the 

priority applications provide the required § 112 support for the claim, are met. 

Under Section 314(a), the Board should apply its informative 

Chevron/Deeper decisions and deny institution because three of Petitioner’s four 

grounds are facially deficient, and Board precedent disfavors instituting review 

when the majority of the challenges fail to satisfy the threshold for institution. 

Section 325(d) and the precedential Advanced Bionics decision compound the case 
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