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I. INTRODUCTION

Petitioner Samsung Electronics Co., Ltd. (“Samsung”) respectfully requests
rehearing of the Patent Trial and Appeal Board’s Decision of May 4, 2023 (Paper
10, “Dec.”), which denied institution of inter partes review for claims 11-17 and 19-
33 (“the challenged claims™) of U.S. Patent No. 7,116,710 (“the *710 patent™).!

Samsung’s petition (Paper 1, “Pet.”) presented three grounds of
unpatentability for the challenged claims primarily based on the Kobayashi
reference. Pet. at 3-4. Invoking NHK Spring Co. v. Intri-Plex Techs., Inc., IPR2018-
00752, Paper 8 (P.T.A.B. Sept. 12, 2018), and Apple Inc. v. Fintiv, Inc., IPR2020-
00019, Paper 11 (P.T.A.B. Mar. 20, 2020), the Board denied institution under
35 U.S.C. § 314(a) because of a parallel district court proceeding. Dec. at 13-15.

The Board should grant reconsideration. First, rehearing is warranted because

the Board erred in its overall balancing of the Fintiv factors. The Board

! The Board should grant reconsideration and set this case for rehearing before the
Precedential Opinion Panel (“POP”), for reasons stated in Petitioner’s

contemporaneously filed request for POP review.
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misconstrued Director Vidal’s interim guidance on discretionary denials® regarding
the compelling merits analysis with respect to Fintiv factor six to mean that if a
finding of compelling merits is not reached, then factor six cannot weigh against
discretionary denial. But Director Vidal’s Interim Guidance instructed only that,
when the merits are compelling, that automatically outweighs all the other Fintiv
factors, and requires institution. The Interim Guidance did not require the same
heightened compelling merits showing as part of the ordinary Fintiv balancing
inquiry, where an unpatentability challenge that is strong but not necessarily
compelling may (in combination with other factors) outweigh the factors that favor
denial. The Board (by a Precedential Opinion Panel (“POP”) if necessary) should
reconsider its erroneous analysis under Fintiv’s sixth factor, which infected the
overall multi-factor balancing assessment.

Second, if the Board nevertheless does not believe institution is warranted
under Fintiv, it should hold Samsung’s rehearing request until the resolution of a
pending Administrative Procedure Act (“APA”) challenge to the validity of the

Fintiv rule. If Fintiv is procedurally invalid, it cannot be relied upon to deny

2 Katherine K. Vidal, Memorandum, Interim Procedure for Discretionary Denials
in AIA Post Grant Proceedings with Parallel District Court Litigation (U.S.P.T.O.

June 21, 2022) (hereinafter, “Interim Guidance”).
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institution of Samsung’s petition on the basis of a parallel district court litigation.
Awaiting the resolution of an ongoing challenge to Fintiv’s legality would conserve
agency resources and serve the interests of fairness.

II. LEGAL STANDARD

“A party dissatisfied with a decision may file a single request for rehearing.”
37 C.F.R. § 42.71(d). “The request must specifically identify all matters the party
believes the Board misapprehended or overlooked, and the place where each matter
was previously addressed in a motion, an opposition, a reply, or a sur-reply.” Id.

Institution decisions are reviewed on rehearing for an abuse of discretion. See
37 C.F.R. § 42.71(c). An abuse of discretion occurs when a “decision [i]s based on
an erroneous conclusion of law or clearly erroneous factual findings, or. . . a clear
error of judgment.” Apple Inc. v. DSS Tech. Mgmt., Inc., IPR2015-00369, Paper No.
14 at 3 (Aug. 12, 2015) (citing PPG Indus. Inc. v. Celanese Polymer Specialties Co.,
840 F.2d 1565, 1567 (Fed. Cir. 1988)).

III. STATEMENT OF REASONS FOR RELIEF REQUESTED

A. The Board Should Reconsider Its Assessment of the Merits of
Samsung’s Petition Under Fintiv’s Multi-Factor Analysis

The sixth Fintiv factor requires the Board to consider, as part of its multi-
factor analysis, other “relevant circumstances in the case, including the merits.”
Fintiv, Paper No. 11 at 14. In considering the merits of Samsung’s petition under

Fintiv’s sixth factor, the Board asked whether Samsung’s petition “presents a

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.

2



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




