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480 Patent (IPR2023-00060): Single Instituted Ground
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‘s TAGS TO USER PROFIIL (58) Field of Classification Search
p ) CPC . GOGT 16/58; GOGT 16/583
-pplicant: Angel Technologies, LLC, San See application file for complete search history.
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Inventor:  Mark Frederick Frigon, San
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San Francisco, CA (US) 063,003 Bunt
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U.S.C. 154(b) by 0 days. :
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. 6,029,141
Appl. No.: 16/537,227 e s

Filed: Aug. 9, 2019 (Continued)
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Prior Publication Data OTHER PUBLICATIONS

US 2019/0361931 Al Nov. 28, 2019 Article entitled “Direct annotation: a drag-and-drop strategy for
labeling photos”, dated Jul. 21, 2000.%

Related U.S. Application Data (Continued)

Ground 1 Claims 1-30 are obvious over Robertson in view of Lloyd-Jones

(51) Int. CL objects such as persons within the photos without requiring
GOGF 16/00 (2019.01) the person submitting the photos to type in identification
GOGF 16/583 (2019.01) information for cach and every photo in a photo album. The
GUOGF 16/58 (2019.01) invention also allows users to automatically share their
GOSF 3/0482 (2013.01) photos with others and to automatically search for photos

(52) US. and/or certain people in photos.
cpe GOGF 16/583 (2019.01); GOGE 3/0482

(2013.01); GOGF 16/58 (2019.01) 30 Claims, 9 Drawing Sheets

-00060: Instit. Dec. at 2, 6, 8 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




480 Patent (IPR2023-00060): Disputed Issues

® Robertson is not analogous art

-00060 Resp. at 9-16; Sur-Reply at 3-12 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Robertson Must be Analogous Art for Petitioner’s Single Ground to Succeed

-00060: Resp. at 10

In order for a reference to be proper for use in an
obviousness rejection under 35 U.S.C. 103, the

reference must be analogous art to the claimed
Invention.

In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Analogous Art vs. Person Having Ordinary Skill in the Art

Analogous Art: Scope of the Art POSITA: Skill Level/Technical Sophistication

* |s the reference from the same field of endeavor * The educational level of the inventor
as the claimed invention? e Types of problems encountered in the art
Is the reference reasonably similar to the * Prior art solutions to those problems
problem the inventor faced? Rapidity with which inventions are made
Sophistication of the technology
Educational level for active workers in the field

“Thus, we attempt to more closely “In a given case, every factor may not be
approximate the reality of the circumstances present, and one or more factors may
surrounding the making of an invention by predominate. ”
only presuming knowledge by the inventor of In re GPAC Inc., 57 F.3d 1573, 1579 (Fed. Cir. 1995)
prior art in the field of his endeavor and in
analogous arts.”

In re Wood, 599 F.2d 1032, 1036 (C.C.P.A. 1979)

-00060: Sur-Reply at 3 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Robertson Is Not Analogous Art

-00060: Resp. at 10; Sur-Reply at 3

The field of endeavor is determined “by reference
to explanations of the invention’s subject matter

in the patent application, including embodiments,
function, and structure of the claimed invention.”

In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



"A80: The '480 Patent “Field of the Invention”
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(56) References Cited

e Field of the Invention
M The present invention relates to computer software. More
particularly, the invention relates to a method and apparatus

16/537,227

0
17,275, which is a
4/053.626, fil

for storing and sharing images such as photographs via a
P communications network and for permitting the identifica-
m oo 5 tion of objects and the location of the objects within the
e e images. The invention enables users to supply and/or receive

information about the existence of objects within images.

(2019.01)

-00060: Ex. 1001 at 1:19-26

-00060: Resp. at 3, 13; Sur-Reply at 4 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: All Embodiments of the “480 Patent are Systems with Images
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-00060: Ex. 1001 at Fig. 4
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"480: Petitioner’s Initial Positions Confirm the Inventor’s Field of Endeavor

Petition

Dr. Bederson

-00060: Sur-Reply at 5-6

The *480 Patent relates to photo tagging over a communications network—
enabling “users to supply and/or receive information about the existence of objects

within mmages.” EX1001, 1:16-17. The specification claims that prior art systems

%k %k %k %k %

But such networked photo tagging systems were available at the time.

45. The *480 patent describes a well-known system, computer program and
method “for storing and sharing images such as photographs via a communications
network.” Ex. 1001 at Abstract. The system enables all users to identify persons
within the photos, rather than requiring the person that origially uploaded the photo
to do so. Id. Users can automatically share and search for photos and/or persons

within the photos. /d.

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

-00060: Pet. at 1

-00060: Ex. 1003 at 9 45




"480: Petitioner’s Shifting Positions Fail to Account for the Invention

Dr. Bederson
Reply

-00060: Sur-Reply at 5-6

via a communications network.” Id., Abstract.

- It further discloses using a web page called an “identifying page” to create
associations—i.e., contact relationships among users. [Id., 11:13-23, Fig. 5;

Bederson 947. The *480 Patent claims are also directed to methods implemented on

. It further discloses

using a web page called an “identifying page” to create associations—i.e., contact

relationships among users. Id. at 11:13-20, Fig. 5; Bederson Decl. § 47. The *480

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

-00060: Reply at 4

-00060: Ex. 1039 at 9 23




'480: Petitioner’s Shifting Positions Fail to Account for the Invention
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A system, computer program. and method for storing and
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-00060: Sur-Reply at 5-6

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: Petitioner’s Proposed Field of Endeavor Is Overly Broad

The Board must:
e consider “the full disclosure”
e reference the “function and structure of the
invention”

In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004)

-00060: Resp. at 10; Sur-Reply at 3 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



"480: The Field of Endeavor Is Not “Networked and Web-based Media Applications”

-00060: Sur-Reply at 4-5

“Although the challenged patents cover electrical connections
between tubular portions of a device, those connections are
all within the context of an artificial tree. The Board thus did

not err in defining the field of endeavor as ‘artificial trees with
decorative lighting.”

Polygroup Ltd. MCO v. Willis Elec. Co., Ltd., 759 F. App’x 934, 942 (Fed. Cir. 2019)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: No Decision Disregards the Field of Endeavor Identified by the Inventor

Ex Parte Offenhartz: Field of endeavor is “configuration of software applications”

EX PARTE JOHN KEN OFFENHARTZ AND DANA DAWES, 2021 WL 5861582 (2021)

2021 WL 5861582 (Patent Tr. & App. Bd

Pt Tria and Appes! Board In this appeal, both the Appellant and the Examimner provide characterizations of the field of endeavor of the claimed invention
Bt Sl ook OTR G0} that, although different, are supported by the record. Appellant charactenizes the field of endeavor of the claimed invention

EX PARTE JOHN KEN OFFENHARTZ AND DAN| e . . . -y o i e . . 6 . . ¥
as “configuration of software applications.” Appeal Br. 9. We note that the Specification. titled “Dynamic Generated Web
Apy 2021 5257 - B
g UI ["User Interface™| for Configuration.” supports Appellant's characterization. See, e.g., Spec. § 17 (“Users can be able to
December 7, 2021 ~ - - . . .y . - . -~ S o = > :
ik configure their application with a utility which is designed to be easy to use and mnformative.”). Such configuration includes
*1 Before JOSEPH L DIXON, JASON I CHUNG, and MICHAEL T CYGAN o . : e . - - =
Aokieisater ot i mformation that 1s used to set up applications. Spec. q 13.
Adminstranve Patent Judge

DECISION ON APPEAL

Specification, titled “Dynamic Generated Web Ul for
Pur SSUSC § 1300, Appellant | appeals from the Examiner’s decision to reject clauns 1-20. Appeal Br, 3. We have Co nfigu ration”

juri under 35 US.C. § (b,
We AFFIRM

CLAIMED SUBJECT MATTER

Spec. 9 17 (“Users can be able to configure their

use and Spec®17.In 2 the confi parameters of the software applications, metadata is gathered
from thre applications and used to construct a configuration user interface. Spec® 8. For example, metadata indicating selectable I' t' 't h t H I 't h H h . d . d t b t
lists and fekds from a s user inectace can be nsed o produce sonfiguration dta thatis used by n paticularappliation. such application wi a utillity wnicn i1s aesigne O be easy 10

that nio modification of configuration code is required to create a web user interface for a new application. Jd. 9 13-15.

. .
use and informative.”)

ot of a first user

Such configuration includes information that is used to set

generating. using fie configuration application. a graphical user mierfice. the graphical user interface comprisinig

.
up applications (Spec. 9 13)

data entry field associated with the second configuration element.

-00060: Sur-Reply at 8 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: No Decision Disregards the Field of Endeavor Identified by the Inventor

In re Mettke: Field of endeavor is “pay-for-use public communication terminals”

In re Mettke, 570 F.3d 1356 (2009)

(571 ABSTRACT

S0 E.3d 1356
United States Court of Appeals,

" A “pay-as-you-use” communication terminal capable of

In re Richard P. METTKE

interfacing with all major commercial on-line communica-

e 79 = i tions services (I.LE. American On-Linc, Prodigy, Com-
: puServe, Genie, Delphi, Eworld). Users can receive a hard

BACKGROUND—FIELD OF INVENTION

Holdings: The Court of Appeals, Newman, Cirewt Fudg
Teld that

e This invention relates to an elecironic pay-as-you-use

was not linited to Infern ls. and

] o i s b sy of e message lerminal/apparatus capable of interfacing with all
major commercial on-line services.

Affirmed

West Headnotes (8)

1. A public on-line, pay-as-you-use communications tex-
minal comprising a housing, wherein said housing contain:

-00060: Sur-Reply at 8 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: No Decision Disregards the Field of Endeavor Identified by the Inventor

Snap v. Vaporstream: Field of endeavor is “handling electronic messages”

Snap Inc. v. Vaporstream, Inc., 2018 WL 3814307 (2018)

e (54) ELECTRONIC MESSAGE HANDLING
SYSTEM AND METHOD BETWEEN
SENDING AND RECIPIENT DEVICES WITH
jgress ¢ meny SEPARATION OF DISPLAY OF MEDIA
s i COMPONENT AND HEADER INFORMATION

Entered: August §, 2018

Attorneys and Law Firms
PETITIONER: Hewdi I Keefe, Andrew ¢ Mace, COOLEY LLP. hkeefed@cooley.com. amace(@cooley.com

PATENT OWNER: Miclwel F Hemn, Douglas R Wilson, Blame A Lason, HEIM PAYNE & CHORUSH. LLP
whem@hpellp.com, dwalsoni@hpelip com, blarson hpellp com, Jume T Gallagher, BIRCH TREE IP LAW & STRATEGY

FIELD OF THE INVENTION

Before JUSTIN T ARBES, STACEY G. WHITE, and JENNIFER MEYER CHAGNON, Admmistrative Patent Judges.

DECISION

Institution of futer Partes Review

pok ik The present invention generally relates to the field of elec-
WHITE, s P e tromic messaging. In particular, the present invention is

*1 Petiianer, Suap ., iled a Petition fo e p:. vl.\:ﬁ‘:?lu:jl:g: 1,46, 11, 15, and 16 of U S. Patent No 9413711 d 1 rec lcd [0 an C]QC [ I'L-H'I_ic mes H'c]_gc h.':ln d.] 1 l]g S}' stem and

B2 (Ex. 1001 Paper 2 (*Per”). wites. Vaporstream. Tnc.. filed a Preliminary Respouse. Paper §

P T ek ey PP Y Yo i e method between sending and recipient devices with separa-
e g Tk % ks tion of display of media component and header information.

e likelihood that the petinoner would prevail with respect
i inter partes veview of claims 1, 4-6. 11, 15, and 16 of the

711 parent on the grounds asserted in the Petition,

A. Related Matters
The 711 patest is at issue in Faporstream, Inc. v. Snap Inc., No. 2:17-cv-00220-MLH-KS (C.D. Cal ). Paper 3: Pet. 1. Petitioner
hias filed at least nine othier petitions for fnter parres review directed 1o related patents that are owned by Patent Owner. Paper 3

B. The 711 Patent
The 711 patent s directed to “faJn electronic messaging system and method with reduced traceability.” Ex. 1001, Abstrct. As
tioted in the ‘711 pateat specification. “{t]ypically. an electionic message between two people is not private.” fd. at 114546,

-00060: Sur-Reply at 8 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: No Decision Disregards the Field of Endeavor Identified by the Inventor

Snap Field of Endeavor ’480 Patent Disclosure

FIELD OF THE INVENTION Field of the Invention

The present invention relates to computer software. More
The present invention generally relates to the field of elec- particularly, the invention relates to a method and apparatus
tronic messaging. In particular, the present invention is for storing and sharing images such as photographs via a
directed to an electronic message handling system and communications network and for permitting the identifica-
method between sending and recipient devices with separa- - tion of objects and the location of the objects within the
tion of display of media component and header information. images. The invention enables users to supply and/or receive

information about the existence of objects within images.

-00060: Sur-Reply at 8 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



"480: Robertson Is Not In the Same Field of Endeavor

“When determining whether a prior art reference
meets the ‘same field of endeavor’ test for the

analogous art, the primary focus is on what the
reference discloses.”

Airbus S.A.S. v. Firepass Corp., 941 F.3d 1374, 1380 (Fed. Cir. 2019)

-00060: Resp. at 10-11 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Robertson’s Field of Endeavor is Contact Management Systems
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'480: Robertson’s Embodiments are Contact Management Systems
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-00060: Ex. 1012 at Fig. 6
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'480: Robertson’s Embodiments are Contact Management Systems

US007739139B2

() Patent No.: US 7,739,139 B2
45) Date of Patent: Jun. 15, 2010
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In a commercial embodiment of the present invention, the
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US 2008/0228887 Al Sep. 18, 2008
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P —— tered users. The personal contact manager 343 in some situ-
ations will notify a set of users of updates made to the data-

base 340 by another user to whom the notified set is related.

LS. PATENT DOCUMENTS

4626836 A 121986 Cutis <t al

-00060: Ex. 1012 at 4:10-16

-00060: Resp. at 14; Sur-Reply at 6-7 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



"480: Robertson’s Embodiments are Text-Based GUIs

PSEUDO GROUP LIST FORM
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-00060: Ex. 1012 at Fig. 8

: Resp. at 14; Sur-Reply at 7 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: Robertson Is Not in the Same Field Simply Because It Relates to Computers

-00060: Resp. at 11; Sur-Reply at 8

“The [cited prior] art is not in the same field of endeavor
as the claimed subject matter merely because it relates to
memories. It involves memory circuits in which modules of
varying sizes may be added or replaced; in contrast, the
subject patents teach compact modular memories.”

Wang Labs., Inc. v. Toshiba Corp., 993 F.2d 858, 864 (Fed. Cir. 1993)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



"480: Robertson Is Not in the Same Field of Endeavor

Dr. Bederson
Reply

-00060: Sur-Reply at 7

Fifth, even if the field of endeavor were limited to the “storing and sharing of
images and the identification of objects and location of objects within those images,”
Robertson_ A POSA would have understood that the web-based
technology disclosed in Robertson includes images. /d. 9929-32; EX2021 (Bederson

Tr.), 15:9-17:20, 18:17-19:11. As Dr. Bederson explained, websites such as those

31.  AsIexplained in my original declaration, at the time of the purported
invention, a skilled artisan would have been aware of the convergence of groupware
software like Robertson with multimedia applications that incorporated images.
Bederson Decl. 9 88-110; see also Ex. 1012 at 1:53-2:22 (describing groupware
prior art). Accordingly, even if the field of endeavor were limited to the “storing

and sharing of images and the identification of objects and location of objects within

those 1mages™ as Patent Owner and Dr. Saber contend, mm my opinion Robertson

would still - to that field of endeavor because Robertson_

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

-00060: Reply at 8

-00060: Exhibit 1039 at 9 31




"480: Robertson Is Not in the Same Field of Endeavor

-00060: Resp. at 10; Sur-Reply at 7

“A reference is analogous prior art when (1) it is from the
field of endeavor, regardless of the problem

addressed, or (2) if it is not from the same field of the
inventor’s endeavor, it is reasonably pertinent to the

particular problem with which the inventor is involved.”
In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004) (emphasis added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: No Credible Argument that Robertson Discloses or Suggests Images

Petition

Dr. Bederson

-00060: Resp. at 6; Sur-Reply at 9

Robertson was not cited or discussed during the 480 Patent prosecution.
Robertson discloses adding a contact based on an affiliation (i.e., an association),

but does not explicitly disclose affiliations with images.

-00060: Pet. at 19

69.  The *994 Application does not describe any operations with digital

_ Instead, the 994 Application 1s focused entirely on images (also

described as “digital images™ or “digital photographs™). It states that “[t]he present

-00060: Ex. 1003 at 9 69

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'A80: Robertson and the ‘480 Patent are in Different Fields of Endeavor

Vizio, inc. v. Nichia Corporation, 2017 WL 2901318 (2017)

2017 WL 2001318 (Patent Tr. & App. By
Only the Westlaw citation is currently available,

VIZIO. INC.. Petitioner,
v
NICHIA CORPORATION, Patent Owner

Patent Trial and Appeal Board.
Case IPR2017-00558
Patent §,309.375 B2
Filed: July 7, 2017
Attorneys and Law Firms
PETITIONER: David Tennant, dieumant@whitecase com.Nathan Zhang. Nathan.zhangi@whitecase com
PATENT OWNER: Catherme Nyarady. cuyarady(@paulweiss com. David Cole. deolef@panhweiss com
Before BRIAN 1. McNAMARA, STACEY G WHITE. and NABEEL U KHAN, Admmistrative Patent Judges
DECISION
Denying Institution of fnter Partes Review
37C.ER. §42.108
WHITE, Admunistrative Patent Judge.
L INTRODUCTION

A. Background
*1 Vizio, Inc. (“Petitioner”) filed a Petition (Paper 1. “Pet.") secking to institute an infer partes review of claims | and 4 of U,
Patent No. 8,309,375 B2 (Ex. 1001, “the '375 patent”™) pursuant to 35 US.C. §§ 311-319. Nichia Corporation (“Patent Owner”')
filed a Preliminary Response. (Paper 8. “Prelin. Resp.”). We have jurisdiction under 35 U S.C. § 314(a). which provides that
au inter partes review may not be instinited “unless . there is a reasonable likelibood that the petitioner would prevail with
vespeet 10 a least | of the elaims challenged in the petition.”

Petitioner contends the challenged claims are unpatentable wnder 35 U5 C_§ 103 on the following speeific grounds (Pet. 17-82)

Relerences | Claims Challenged

Baretz' and Pinnow | Tand 4

Baretz, Pinnow. Nakamure’, and Schwl® | 1 and 4

[Editor's Note: The preceding image contains the references for footnotes '+ =+ ¥}

For reasons discussed below, e deny Petitioner's request to institute iner partes review of claims | and 4 of the '375

B. Related Proceedings

The'375 patent describes a method for manufacturing a light emitting diode ("LED™).
%k %k %k 3k k

1. A method for manufacturing a light emitting device comprising:

%k %k %k %k k

According to Patent Owner, Pinnow and the '375 patent are directed to two distinct fields of endeavor, “Pinnow 1s a gas 1on
laser projection display system and the ['375 patent] invention is, in contrast, directed to LED light sources.” Prelim. Resp.
49. As noted 1n its specification, Pinnow describes its field of invention as “concerned with projection display systems and 1s
primarily concerned with those producing black and white images.” Ex. 1006, 1:5-7. Further, Pinnow's claims all are directed
to a “[v]isual display apparatus comprising a laser.” Id. at 5:8-9 (preamble of Pinnow's sole independent claim). Based on our
review of Pinnow's disclosures. we find no reference to an LED in the text of Pinnow. In addition, Patent Owner contends that
“[a]ll of Pinnow's embodiments concern gas 1on laser display systems that use a phosphor screen to create black and white
images.” Prelim. Rep. 50.
%k %k %k 3k k

*6 We are persuaded by Patent Owner's argument that Pinnow 1s not m the same field of endeavor as the '375 Patent because
“Pinmow was focused on a projection display system, not an LED light source.... Stated another wav. Pinnow does not teach a
white laser, but only a white image. In contrast, the light source—the white LED—is the primary focus of the ['375 patent's]
mvention.” Prelim. Resp. 55. Pinnow's disclosures are focused on laser projection displays and Petitioner has not provided
argument or evidence to persuade us that one of ordinary skill in the art would find the Pinnow and the '375 patent to be in
the same field of endeavor. Thus, Petitioner has failed to demonstrate that Pmnow and the '375 patent are analogous art based

a shared field of endeavor.

-00060: Sur-Reply at 7-8

Vizio, Inc. v. Nichia Corp., IPR2017-00558, 2017 WL 2901318, at *6 (PTAB July 7, 2017)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: Reasonable Pertinence Requires that the Problems Must be Compared

-00060: Resp. at 12; Sur-Reply at 10

“IW]hen addressing whether a reference is analogous art
with respect to a claimed invention under a reasonable-

pertinence theory, the problems to which both relate
must be identified and compared.”

Donner Tech., LLC v. Pro Stage Gear, LLC, 979 F.3d 1353, 1359 (Fed. Cir. 2020) (emphasis added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: Reasonable Pertinence Requires that the Problems Must be Compared

-00060: Resp. at 16; Sur-Reply at 10

“Thus, the purposes of both the invention and the prior
art are important in determining whether the reference is
reasonably pertinent to the problem the invention

attempts to solve.”
In re Clay, 966 F.2d 656, 659 (Fed. Cir. 1992)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Petitioner Improperly Conflates the ‘480 Problem with the Solution

- EX1046 947; Bederson Reply 935. The 480 Patent states that users

Petition Ak
searching.” See POR 15. Asnoted above, PO has stated that the "480 Patent ‘{claims

- EX1046 947. PO has also stated that the 480 Patent “allows users to

-00060: Reply at 10-11

-00060: Sur-Reply at 11 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Petitioner Improperly Conflates the ‘480 Problem with the Solution

36. The claims of the Angel Technologies Patents are directed at specific
problems existing in the realm of Internet-based digital photo and media sharing. For
example, “existing websites [did] not offer users the ability to identify objects within
photos” such that unless the viewer had prior knowledge of the individuals in the
photo, the viewer was unable to determine their identities. /d. at 1:62-2:1. Although
photo album sites “offer[ed] the ability to describe uploaded photos through the use of

captions or other descriptive fields,” this was insufficient. /d. at 2:1-3. For example, if

Ex. 1046 47
(Complaint)

The claims of each of the Angel Technologies Patents recite a specific
way to accomplish the features of the inventions. For example, the *432 Patent claims
specific unique IDs and associations that allow users to tag and search photos. See,
e.g., id. at claims 1 and 6. Similarly, the *291 Patent claims determining associations
between users of a network and enabling the use of a contact list to tag photos. See,
e.g.. Ex. B (°291 Patent) at claim 1. The *275 Patent claims the use of a facial
recognition algorithm to identify the same tagged user in other photos stored on the
system. See, e.g., Ex. C (’275 Patent) at claim 1. Finally, the "480 Patent claims the

addition of new contacts to a user’s contact list after the user views a tagged photo.

See, e.g.., Ex. D (480 Patent) at claim 1. -00060: Ex. 1046 at 19 36, 47

-00060: Sur-Reply at 11 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Petitioner Improperly Conflates the ‘480 Problem with the Solution

o) \)

IO

et A1

person’s album.” EXI1001, 9:38-41. It further explains that the use of contacts
“enables the system to filter the number of records in the users database and provide

only the most relevant people to the user when identifying people or searching for

photos.” 1d., 9:44-48.

-00060: Reply at 10

wish to receive or view photographs taken by the user. The
use of contacts, while not necessary, enables the system to 45
filter the number of records in the users database and provide
only the most relevant people to the user when identifying
people or searching for photos.

-00060: Sur-Reply at 11-12

a list of objects to identify in the image. Then system may
optionally filter this list providing only the most relevant
objects to select from (e.g. only providing a list of contacts).

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

-00060: Ex. 1001 at 9:44-48

-00060: Ex. 1001 at 11:17-19




'480: Petitioner Improperly Conflates the ‘480 Problem with the Solution

Smith & Nephew v. Hologic: No claim of reasonable pertinence based on similar solution

Galloway 1s titled, “Reciprocating Apparatus and Cam

Smith & Nephew, Inc. v. Hologic, Inc., 721 Fed.Appx. 943 (2018)

Follower for Winding a Package.” J.A. 878. “This mvention
72 e 04 o et © relates to the production of zlass fibers, and m particular,

b o e to winding a glass fiber strand to form packages.” Id. at

ation of judicial d ssue or alie s o constuction of claim  tenm
USC 2

1:21-23. Galloway discloses a reciprocating apparatus with a
SMITH & NEPHEW, INC., Covi LP, Appellants
oL, C, Apee wd e R helical groove. Id. at 2:19-21. The Board found that Galloway

2007-1008
|
Decided: January 30, 2018

Eli;:‘.i:u:d: P el e deson o e : e o In this case, the Board erred by too narrowly construing
rial and Appeal Board, which rejected patent of surgical v skill in the an would

:.’:l‘un_u tnstiument as anticipated or obvious in lizht of prior 1;“"“““““ ‘[he p1‘0b1e1]1 addlessed by ‘[he ,459 pa‘[ent The 111\'311‘[0“ Of
per rotation, and thus evi

Hings: Te ot o Apel,HoshesCici g, e : the "459 patent focused on solving the difficulty in cutting

that

e i cpoion” st o i = i v o large amounts of semi-rigid tissue. Galloway, in contrast, 1s

from one place 1o another and moving forward and backward
altemately

N e e > directed to “"illdillg QlﬁSS fiber. Even thOllQh both ended up
2] substantial evidence supported Board's rejection of claims (ol = <
as obviotis,

with simular mechanical solutions, 1t 1s beyond a stretch to say

i B Sehiaesintiarh that Galloway “logically would have commended itself to an
[4] prior patent relating to production of glass fibers was not

0 iplement predic = a - . u : - = i
— . o - mnventor's attention in considering his problem.” /d. at 659.

Fpctle S e Because Galloway 1s not analogous prior art, the Board erred

Procedural Posture(s): Review of Administrative Decision

by affirming Rejections 5 and 8.

needle to simultaneonsly rotate and reciprocate.

-00060: Sur-Reply at 11 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Robertson Is Not Reasonably Pertinent to the 480 Patent’s Problem

’480 Patent’s Problem Robertson’s Problem

Providing a contact management

: o - hari system that links individual users based
IR IS el S el on group affiliations and providing

and searching notifications when information for a
particular user has changed

v’ ldentifying objects in images and

-00060: Resp. at 14-16; Sur-Reply at 11-12 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: Robertson Is Directed to an Entirely Different Problem

“The reasonably-pertinent analysis ultimately rests on the
extent to which the reference of interest and the claimed
invention relate to a similar problem or purpose.”

Donner Tech., LLC v. Pro Stage Gear, LLC, 979 F.3d 1353, 1359 (Fed. Cir. 2020)

-00060: Sur-Reply at 10-12 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




480 Patent (IPR2023-00060): Disputed Issues

@ Robertson/Lloyd-Jones does not disclose or suggest the
claimed “associating input” (limitations 3[b]/30[b])

-00060: Resp. at 17-19; Sur-Reply at 13-14 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Robertson/Lloyd-Jones Does Not Disclose or Suggest Limitations 3[b]/30[b]

Claim 3

by the one or more computing devices, storing in memory
accessible to the one or more computing devices infor-
mation determined from an associating input received
from a computing device of a user of the communica-
3[b] tions network, the associating input indicating an asso-
ciation between the first user and an item of digital
media, the associating input received separately from
the naming nput;

Limitation

-00060: Ex. 1001 at Claim 3

* “associating input”
1. “indicating an association between the first user
and an item of digital media”
2. “received separately from the naming input”

-00060: Resp. at 17-19; Sur-Reply at 13-14 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Robertson Does Not Disclose Limitations 3[b]/30[b]

PSEUDD REGISTRATION FORM
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EX1012, Fig. 7 (annotated)

-00060: Pet. at 32

-00060: Resp. at 17-19; Sur-Reply at 13-14 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: Robertson Does Not Disclose Limitations 3[b]/30[b]

Second, Robertson discloses the affiliation 1s received from the client
computer (the associating input received) separately from the user’s personal name
nput (the naming input). Bederson 156. Specifically, Robertson teaches that the
Petition _ _ _
user’s personal name 1s received through data fields different from the groups the
user wishes to affiliate with. EX1012, 6:39-41 (describing different data fields in

Figure 7), Fig. 7. Because the input 1s received through different data fields, the

input is received separately.

-00060: Pet. at 33

-00060: Resp. at 17-19; Sur-Reply at 13-14 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Robertson Does Not Disclose or Suggest Limitations 3[b]/30[b]

Claim 3

by the one or more computing devices, storing in memory
accessible to the one or more computing devices infor-
mation determined from an associating input received
Limitation from a computing device of a user of the communica-
3[b] ti.{m.s network, the uss{jciming imput indif;aling an asso-
ciation between the first user and an item of digital
media, the associating input received separately from
the naming mnput;

-00060: Ex. 1001 at Claim 3

e “associating input”

l(. o .

-00060: Resp. at 17-19; Sur-Reply at 13-14 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Robertson/Lloyd-Jones Does Not Disclose or Suggest Limitations 3[b]/30[b]

Fourth, Robertson does not explicitly disclose that the associating input
indicat[es] an association between the first user and an item of digital media, but
this would have been obvious in view of Lloyd-Jones. Bederson ¥159. Like the
Aftinity Table of Robertson, Lloyd-Jones teaches “an association list, in a storage
device.” EXI1013, [0031]. Lloyd-Jones further teaches that the “association list
Petition preferably includes a tag indicating an association with the rendered image.” Id.

Notably, “if the image depicts a person called ‘Liza Hayward’, then the icon

associated with the name ‘I.iza Haywood’ can be selected” and “the metadata (e.g.,
the name ‘Liza Hayward’) associated with the selected 1cons 1s stored as an

association list ... linked to the rendered image.” Id., [0030]-[0031]; see also

Figs. 1.3 Accordingly, the association lst includes an association between the first.
user (e.g., Liza Hayward) and an item of digital media (c.g., image ID 1).

-00060: Pet. at 34

-00060: Resp. at 17-19; Sur-Reply at 13-14 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: Robertson/Lloyd-Jones Does Not Disclose or Suggest Limitations 3[b]/30[b]

301
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- <Entity | system 12ZNov_1.jpg NDATA jpeg=

<Entity 2 system 12Nov_2.jpg NDATA jpeg>
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Petition ! B

305

-00060: Pet. at 35

-00060: Resp. at 17-19; Sur-Reply at 13-14 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: Lloyd-Jones Discloses Associating Metadata with Image, Not a “First User”

! N [0029] The method of annotating an image using meta-

Genorate a lst of data, can now be described with reference to the flowchart
- 100 of FIG. 1, where the method is performed using the

Generatet Sty computer system 200. The process begins at step 101, where

of icons. a list of metadata labels 1s provided. The list of metadata

: labels 1s preferably provided automatically. For example, a
 hssociate cach list of people’s names can be provided automatically by
one of the icons extracting the names from an existing database of names,
. such as an e-mail address book. In this instance, names,
r Render an image.

v -00060: Ex. 1013 at 9 [0029]

Select at least one of
the icons and drop the
icon on the image.

v

Determine the location

of a desired subject erated icons. For example, one of the icons could be asso-

within the image.

1 clated with the name “Jenny Smith” which was included 1n
Store the location and an imported e-mail address book. The association of each

metadata associated
with the desired subject.

Any
more images?

-00060: Resp. at 7-8; Sur-Reply at 13-14 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

-00060: Ex. 1013 at 9 [0029]

-00060: Ex. 1013 at Fig. 1




'480: Lloyd-Jones Discloses Associating Metadata with Image, Not a “First User”

Generate a list of [0031] At the next step 113, the metadata (e.g. the name
metadata labels. &

T “Liza Hayward) associated with the selected icons is stored
. as an association list, in a storage device such as the hard

Generate a plurality . . ' .
of icons. disk drive 210, and linked to the rendered image. The
! position (x,y) and size (width, height) of the bounding box
Associate each (c.g. 503), associated with the subject, are also stored in the

metadata with at least

one of the icons association list, as at step 113, such that the metadata and
% bounding box information are linked together. Alternatively,
r Render an image. |,\/ 107
v

Select at least one of
the icons and drop the
icon on the image.

-00060: Ex. 1013 at 9 [0031]

! language used for associating metadata with images. An

Determine the location

of a desired subject example of the format of an XML file 301 is shown in FI1G.
SIS 3. Asseen in FIG. 3, the XML file includes the file name 300
Store the Iiation and of an image file, the metadata 303, and bounding box
i the desirod subject information 305 associated with the image file. In a further
implementation, the metadata and bounding box positional

oy information associated with the selected subject can be

more images? stored as part of the image file. For example, the . TIF image
-00060: Ex. 1013 at Fig. 1

-00060: Ex. 1013 at 9] [0031]

-00060: Resp. at 7-8; Sur-Reply at 13-14 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: The Combination Does Not Disclose or Suggest Limitations 3[b]/30[b]

The Petition, however, does not specify with particularity how Lange
teaches a memory hierarchy, and moving data between members of a

memory hierarchy, as required under our interpretation of the term “data

Trials@uspto.gov Paper No. 22

Tel: 3712727802 Entered: May 10, 2019 prefetch unit.” Our rules require that a petition specify with particularity

where each element of a claim is found in the prior art, and include a
UNITED STATES PATENT AND TRADEMARK OFFICE
—_— detailed explanation of the relevance of the prior art to the claim.

e e 37 CFR. § 42.104(b)(4) (“[t]he petition must specify where each element of

i oy P ey the claim is found in the prior art patents or printed publications relied
TR upon™); id. § 42.22(a)(2) (“[e]ach petition . . . must include . . . a detailed

" %k %k %k 3k k

SAINT REGIS MOHAWK TRIBE, that Lange teaches moving data between members of a hierarchy. With
Patent Owner.

regard to claim 1, Petitioner asserts that Lange discloses a first memory (i.e.,

Case IPR2019-00103 . i : . § :
Patent 7,149,867 B2 either the FIFO memory in the MARC core or BlockSelectRAM in the

i & — - 5 Q o Y [ ey e
Before KALYAN K. DESHPANDE, JUSTIN T. ARBES, FPGA) and a second memory (i.e., SRAM and/or DRAM accessed by the

and CHRISTA P. ZADO, Administrative Patent Judges. . . . ) o
MARC core back-end ports), as recited in the claim, but Petitioner does not

ZADO, Administrative Patent Judge.
specify that these memories comprise a memory hierarchy or explain why

~ DECISION that would be the case. Pet. 15-17 (asserting a first memory); id. at 21-22
Denying Inter Partes Review

S (asserting second memory); see generally id. at 15-22 (failing to specify a

memory hierarchy). With regard to claim 9, Petitioner identifies a memory,

Amazon Web Services, Inc. v. Saint Regis Mohawk Tribe, IPR2019-00103, Paper 22, at 16 (PTAB May 10, 2019

-00060: Resp. at 17-19; Sur-Reply at 13-14 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 47



'480: The Combination Does Not Disclose or Suggest Limitations 3[b]/30[b]

Claim 3

by the one or more computing devices, storing in memory
accessible to the one or more computing devices infor-
mation determined from an associating input received
Limitation ffﬂm a computing devic:e: qf a user gf ﬂ.lt?: gmnmunica-
tions network, the associating input indicating an asso-
3[b] ciation between the first user and an item of digital
media, the associating input received separately from
the naming nput;

-00060: Ex. 1001 at Claim 3

» “associating input”

lll . (]

-00060: Resp. at 17-19; Sur-Reply at 13-14 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



480 Patent (IPR2023-00060): Disputed Issues

® Robertson/Lloyd-Jones does not disclose or suggest the
claimed “prompt” to the “viewing user” (limitations

1[gl/2[c]/3Ic], 1[h]/2[d]/3[d]/30[d])

-00060: Resp. at 19-23 ; Sur-Reply at 14-18 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: Exemplary Claim 3 of the "480 Patent

) L\"))\)
3. A method implemented on one or more computing
devices connected via a communications network, the
method comprising:
by one or more computing devices, storing in memory
accessible to the one or more computing devices
descriptive naming information about a first user of the
communications network, the descriptive naming infor-
mation determined from a naming input received from
a computing device of the first user;

by the one or more computing devices, storing in memory
accessible to the one or more computing devices infor-
mation determined from an associating input received
from a computing device of a user of the communica-
tions network, the associating input indicating an asso-
ciation between the first user and an item of digital
media, the associating input received separately from
the naming input;

by the one “or more computing devices, transmitting

display data for presentation in a graphical user inter-
face on a computing device of a viewing user, the
display data indicating the association between the first
user and the item of digital media such that a graphical
display of the display data in the graphical user inter-
face includes:
1) information determined from the associating input,
i1) descriptive naming information determined from the
naming input, the descriptive naming information in
the display data being information other than infor-
mation received from the associating input, and
iii) an element configured to provide a prompt to the
viewing user to add an association between the first
user and the viewing user;

by the one or more computing devices, receiving an input

initiated by the yiewing user indicating a request to add
the association between the first user and the viewing
user; and

responsive to receiving the input initiated by the viewing

user, storing the association between the first user and
the viewing user in memory accessible to the one or
more computing devices.

-00060: Ex. 1001 at Claim 3 (annotated)

-00060: Resp. at 19-23; Sur-Reply at 14-18 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: The “First User” and “Viewing User” of the Claims

* Provides the naming input
e Associated with an item of digital media, e.g., tagged
in a photo

“Viewing User”
* Viewing the display data with the tagged photo
* Prompted to add an association with the first user,
e.g., add pictured user as a contact

-00060: Resp. at 19-23; Sur-Reply at 14-18 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Exemplary Claim 3 of the "480 Patent

3. A method implemented on one or more computing
devices connected via a communications network, the
method comprising:
by one or more computing devices, storing in memory
accessible to the one or more computing devices
descriptive naming information about a first user of the
communications network, the descriptive naming infor-
mation determined from a naming input received from
a computing device of the first user;

by the one or more computing devices, storing in memory
accessible to the one or more computing devices infor-
mation determined from an associating input received
from a computing device of a user of the communica-
tions network, the associating input indicating an asso-
ciation between the first user and an item of digital
media, the associating input received separately from
the naming input;

by the one or more computing devices, transmitting g Limitation
display data for presentation in a graphical user inter- 3[c]
face on a computing device of a viewing user, the
display data indicating the association between the first
user and the item of digital media such that a graphical
display of the display data in the graphical user inter-
face includes:
1) information determined from the associating input,
i1) descriptive naming information determined from the
naming input, the descriptive naming information in
the display data being information other than infor-
mation received from the associating input, and
iii) an element configured to provide a prompt to the e
viewing user to add an association between the first < Limitation
user and the viewing user; 3[c][3]
by the one or more computing devices, receiving an input e el .
initiated by the viewing user indicating a request to add < Limitation
the association between the first user and the viewing 3[d]
user; and
responsive to receiving the input initiated by the viewing
user, storing the association between the first user and
the viewing user in memory accessible to the one or
more computing devices.

-00060: Resp. at 19-23; Sur-Reply at 14-18

-00060: Ex. 1001 at Claim 3 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




: The “Display Data” with the “Element Configured to Provide a Prompt”

“Element Configured to Provide a Prompt”
* Graphical display of display data that includes the

association between the first user and item of digital
media with an element configured to prompt the
viewing user to add an association

-00060: Resp. at 19-23; Sur-Reply at 14-18 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: The Combination Does Not Disclose the Claimed “Prompt” or “Viewing User”

The "994 Application does not describe a viewing user adding an association
between themselves and a pictured user. The 994 Application merely
discloses that “a client, while viewing an image (or digital photograph) can
1dentify a person who appears within the image by clicking on the image and
selecting this person from a list of people.” EX1014, 5. Buta POSA would
have understood that identifying a user in an image forms an association
between the pictured user and the image, not an association between the
pictured user and the viewing user.

Petition

-00060: Pet. at 14-15

-00060: Sur-Reply at 16 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



: The Combination Does Not Disclose the Claimed “Prompt” or “Viewing User”

. T L Users database 230. Users may request to enter a number of
) ',\iQ atent (10) Patent No.:  US 10,628,480 B2

other persons as contacts or be prompted if they would like
to add specific users as contacts, for example when viewing
another person’s album. The contacts may include, for
example, friends and family members who regularly appear

g in photographs taken by the user and/or persons who may
wish to receive or view photographs taken by the user. The

L use of contacts, while not necessary, enables the system to
o g oo e filter the number of records in the users database and provide

1) Int.CL
GOGI 16/00 (2019.01)

_sE g : only the most relevant people to the user when identifying

people or searching for photos.

LGS TO USER PROFILES

©) C

-00060: Ex. 1001 at 9:38-48

-00060: Sur-Reply at 16 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: The Combination Does Not Disclose the Claimed “Prompt” or “Viewing User”

[A]lthough the prior art ... clearly allows users to annotate images with
people who appear in them, and ... teaches contact lists, the specific
use of prompting a viewing user (of another[] user’s images) to add
Petition (and subsequently store) an association between that viewing user and
the other user (which is interpreted as adding that other user to the
viewing user’s contact list ... ) 1s not found in the prior art in conjunction

with the rest of the limitations of the parent independent claim(s).

-00060: Pet. at 1

-00060: Sur-Reply at 16 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: Lloyd-Jones Does Not Disclose the Claimed “Viewing User”
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-00060: Resp. at 19-23; Sur-Reply at 14-18 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: Lloyd-Jones Does Not Disclose the Claimed “Prompt”

Q. Does Lloyd-Jones disclose a prompt to add a
contact from an image?

Dr. Bederson

A. .. Soldon't think | have a specific
opinion about whether Lloyd-Jones itself
discloses adding a prompt to add a contact
from an image.

-00060: Ex. 2021 at 49:11-50:5

-00060: Resp. at 21 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Robertson Does Not Disclose the Claimed “Prompt” or “Viewing User”

PSEUDO GROUP LIST FORM

L50-2
T a

US00773913952 Following are the other members who went fo

(o) Patent No.: US 7,739,139 B2 your college at about the same time.
45) Date of Patent: Jun. 15, 2010

; S580-4
rian D. Robertson, Boston, MA (US); v b 993 " al |
sy e SER Click on the boxes next to the names of the people

(s)

o e T et R L e you'd like to add to your Address Book.

SHELL

Notice:  Subjectto any disclaimer. the term of his Frrrpedy erzecal.
tont s exwnded or adjusted under e
potent s extendsd or adjusted under : 580~6 380-8
FOREIGN PATENT DOCUMENTS

Appl. No.: 124127,498

;'““" Muay 27, 2008 ' . UBL :('!-rl):(ms SfG‘te UniVerS”y, 1 982" 1986
Prior Publicution Duta Wellman (For A So i Analysis of Computer Networks), 550— /0 ‘550_ /Z

US 2008/0228887 Al Sep. 18, 2008

Related LS. Application Data Primary Examiner- R\:l(l:l,::"::” 550— /4
Continustion of appication No, 11102208 ’ (74) dttarney. Agent or Firnt Karobbe, Martens, Olson & \g John Doe (G radu cﬂed 1 9 8 5)
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1999,
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|:| Robert Johnson (Graduated 1986)
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[ ] Jane Smith (Graduated 1986)

fille for complete
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4626836 A 121986 Cutis ot al 25 Claims, 14 Drawing Sheets H

-00060: Ex. 1012 at Fig. 8

: Resp. at 19-23; Sur-Reply at 14-18 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: Robertson Does Not Disclose the Claimed “Prompt” or “Viewing User”

6'50—-\

PSEUDO MEMBER UPDATE

Member Update — 650-2
December 7, 1998
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10y Patent No.: US 7,739,139 B2
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rian D. Robertson, Boston. MA (
Warren W. Adums, Fdgartown, MA
(us)

Assignee: Amaxon Technologies, Inc., Reno, NV
us)

Notice: £ ¢ imer, the term of this
o 3%

Appl. Mo 12/127,495
Filed May 27, 2008

Prior Publ
US 2008/0228887 A1 ep. 18, 2008

Reluted US. Application Duta

7,194,419, whi
355,
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Sec application file for complete search history.
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Howell ot al
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(Continued)
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25 Claims, 14 Drawing Sheets
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—  Andrew Kress
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-00060: Ex. 1012 at Fig. 11

-00060: Resp. at 19-23; Sur-Reply at 14-18 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: Robertson Does Not Disclose the Claimed “Prompt” or “Viewing User”

000
wraenne: usrzoamn: | | 65 Referring now to FIG. 8, a pseudo GUI 580 1s shown that
- allows a first user to select other users they wish to add to their

personal address book. The list of contacts is created based on

(21) Appl. Mo 12/127,498

(22) Filed May 27, 2008

(65) Prior Publication Data
US 2008/0228887 Al Sep. 18, 2008

-00060: Ex. 1012 at 6:65-67

(60) Con

In another portion of the member update pseudo GUI 650
shown i FIG. 11, 1f one or more members has afhiliated with
a group with which the first user 1s also affiliated, a text
description 650-14 will alert the first user. The name of the
second user, the name of the group in which the first and
second users share an affiliation, and the ending date of the
second user’s affilation with that group are displayed 650-16. 20

-00060: Ex. 1012 at 11:14-20

Resp. at 22-23; Sur-Reply at 17 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: The Combination Does Not Disclose the Claimed “Prompt” or “Viewing User”

ADD CONTACT FROM IMAGE

/—530-2
Following are the other members who are tagged
in p(lotos with you:

< 7 ¥

AE Ne
L’ru Hgsward
| il

leck on the boxes next fo the names of the people M ”p rom pt” to add a n

you'd like to add fo your Address Book.

Petition jgsaf;fe—;\iversify. 1982-1986/5£g—£ a SSOCiatiO n With

580-10 S80-12

550—/4@ John D)e (Graduated 19@)) from image

[] Robert Johnson (Groduated 1986)

|:| Jane Smith (Groduated 1986)

No “viewing user”

rrG. &

EX1012, Fig. 8 (modified)

-00060: Resp. at 19-23; Sur-Reply at 14-18 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: The Combination Does Not Disclose the Claimed “Prompt” or “Viewing User”

Finally, PO alleges that Petitioner and Dr. Bederson “resort to fabricating new
figures” to meet the claim limitation, and that the moditied figures are “not the result

of a combination.” POR 21-22 (emphasis original). PO 1s plainly wrong. -

ftagged images. Pet. 41-48; see also KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 418

-00060: Reply at 17

-00060: Sur-Reply at 18 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



"480: Petitioner Cannot Resort to “Creativity” or “Common Sense”

-00060: Resp. at 23; Sur-Reply at 18

“IW]e conclude that while ‘common sense’ can be invoked,
even potentially to supply a limitation missing from the prior
art, it must still be supported by evidence and a reasoned

explanation.”

Arendi S.A.R.L. v. Apple Inc., 832 F.3d 1355, 1366-67 (Fed. Cir. 2016)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



"480: Petitioner Cannot Resort to “Creativity” or “Common Sense”

“The Board’s invocation of ‘ordinary creativity’ is no

different from the reference to ‘common sense’ that
we considered in Arendi.”

DSS Tech. Mgmt., Inc. v. Apple Inc., 885 F.3d 1367, 1374-75 (Fed. Cir. 2018)

-00060: Sur-Reply at 18 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



"480: Petitioner Cannot Resort to “Creativity” or “Common Sense”

-00060: Resp. at 23; Sur-Reply at 18

“In cases in which ‘common sense’ is used to supply a missing
limitation, as distinct from a motivation to combine, moreover,
our search for a reasoned basis for resort to common sense
must be searching. And, this is particularly true where the

missing limitation goes to the heart of an invention.”
Arendi S.A.R.L. v. Apple Inc., 832 F.3d 1355, 1366-67 (Fed. Cir. 2016) (emphasis added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




"480: Petitioner Cannot Resort to “Creativity” or “Common Sense”

DSS Tech. Management v. Apple: Rejected similarly conclusory expert testimony

805 F.3d 1367

g Cortot e “Because the base and mobile stations have the same physical structure, this

DSS TECHNOLOGY MANAGEMENT, INC., Appellant

would have been no more than using a known technique to improve similar

2016-2523, 2016-2524

o o devices in the same way”

Synopsis

Background: Campetitor petitioned for inter partes review of patent for reducing power consumption in bidirectional wireless

Soscomactrrts Tt T S WKL TS s “It would have been obvious to a [person of ordinary skill in the art] to have

4
o e i it O e e ey oty I _
evidence that it would have been obvious to modify base station transmitter in prior art to be energized in low duty cycle radia

frequency bursts as required by claims of patent.

Reversed

Newman, Circuit Judge, filed dissenting opinion

“The RF systems of the base station and mobile stations in Natarajan have

) N

o s A person of skill in the art “applying the exact design disclosed in Natarajan
s e to an application exactly as described in Natarajan,” where most users are

b b st i s likely to be inactive most of the time, _l

~‘low duty cycle RF bursts’™

{s): Review of L Decision

West Headnotes (10)

4 Patents W 291761 Radio ind toleommunications equipment

-00060: Sur-Reply at 18 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




480 Patent (IPR2023-00060): Disputed Issues

@ Petitioner fails to establish motivation to combine

-00060: Resp. at 24-30; Sur-Reply at 18-21 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



"480: Petitioner Fails to Establish Motivation to Combine

-00060: Resp. st 24

“[O]bviousness requires the additional showing that a
person of ordinary skill at the time of the invention
would have selected and combined those prior art

elements in the normal course of research and
development to yield the claimed invention.”

Unigene Labs., Inc. v. Apotex, Inc., 655 F.3d 1352, 1360 (Fed. Cir. 2011) (emphasis added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



"480: Petitioner Fails to Establish Motivation to Combine

Petitioner’s analysis fails for many reasons, including:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 10 Petitioner’s a na IySiS fa i IS to fOCuS On the Cla i med
05 pae oo invention

U.S. Patent No. 10.628.480 )
Issued: Apr. 21, 2020 )

Fig Do A 9200 ) . Petitioner fails to establish why a POSA would

For: Linking Tags to User Profiles

FILED VIA P-TACTS Sta rt W it h RO b e rts on

PETITION FOR INTER PARTES REVIEW OF

. Petitioner fails to establish why a POSA would
combine Lloyd-Jones with Robertson

Petition for Jnter Partes Review
U.S. Patent No. 10.628.480

-00060: Resp. at 24-30; Sur-Reply ay 18-21 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




"480: Petitioner Fails to Establish Motivation to Yield the Claimed Invention

A. Motivation to Combine

A POSA would have been motivated to combine the teachings of Robertson

and Lloyd-Jones. Bederson ¥4138-41. Specifically, a POSA would have recognized

(st Lloyd-Jones's image annotation and association features would have improved

Petition

-00060: Pet. at 24

-00060: Resp. at 24-30; Sur-Reply at 18-21 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




"480: Petitioner Fails to Establish Motivation to Yield the Claimed Invention

-00060: Resp. at 25-26; Sur-Reply at 19-20

“The inquiry is not whether a relevant artisan would
combine a first reference’s feature with a second

reference’s feature to meet requirements of the first

reference that are not requirements of the claims at

issue.”

Axonics, Inc. v. Medtronic, Inc., 73 F.4th 950, 957 (Fed. Cir. 2023) (emphasis added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Petitioner Fails to Establish Why a POSITA Would Start with Robertson

Personal Web Techs. v. Apple: It is not enough to show that a POSITA, once presented with two
references, would have understood they could be combined

Personal Web Technologles, LLC v. Apple, Inc., 848 F.3d 987 (2017)

12108P02d 1578

™ KeyCire Yellow Flag - Negntiv
Distiaguished by PGS Gieophy

848 F.3d 987
United States Court of Appeals, Federal Circuit.

PERSONAL WEB TECHNOLOGIES, LLC, Appeliant

v
APPLE, INC.. Appellce

2016-1174
|
Decided: February 14, 2017

Synopsis

Background: Computer manufacturer filed petition for inter
partes review of various claims of patent for controlling
access to data m data processing system. The United States
Patent and Trademark Office, Patent Trial and Appeal
Board, 2015 WL 1777147, construed claims and found them
unpatentable for obviousness. Patentee appealed.

Holdings: The Cowt of Appeals, Taanto, Cirenit Judge, held
that

eant iden t for data

1w pa ven it least

some bits in particular sequence of bits of particular data item,
and

[2] Board did not sufficiently explain and support its

conclusions.

Affinmed i part. vacated i part, and remanded

West Headnotes (12)

1] Patents o= Questions of law or fact

Patents &= Construction and Operation of

1s legal 1ssue reviewed
weiual findings

16 Cases that erte this headnote

Patents #= Data processing

Did claim fenm tequire construction by the

‘content-based identifier.” as used m patent

Patents = Scope of Review

Conrt of

determumna; for substantial evidence

24 Cises that cite this headnote

Patents #= Scope of Review

On factual components of nquiry as fo patent's
out asks whether reasonable fact

examination of record as a whole,
at both justifies

Patents o= Combination of Elements
Patents = Level of Ording Skall i the Art

In conducting obvi inquiry. in erder to

determine whetlier S apparent teasoi fo

1 fashion claimed by

patent at issue, court may look at variety of facts,

wncluding chings and marketplace
background knowledge

e and Determnation

-00060: Resp. at 27-29; Sur-Reply at 19-20

The Board's reasoning is also deficient in its finding that
a relevant skilled artisan would have had a motivation
to combine Woodhill and Stefik in the way claimed in
the "310 patent claims at issue and would have had a
reasonable expectation of success in doing so. The Board's
most substantial discussion of this issue merely agrees with
Apple's contention that “a person of ordmary skill m the
art reading Woodhill and Stefik would have understood
that the combination of Woodhill and Stefik would have
allowed for the selective access features of Stefik to be
used with Woodhill's content-dependent identifiers feature.”
Id. at *8 (emphasis added). But that reasoning seems to
say no more than that a skilled artisan, once presented
with the two references, would have understood that they
could be combined. And that i1s not enough: it does not
mply a motivation *994 to pick out those two references
and combine them to arrive at the claimed invention. See

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




"480: Petitioner Fails to Establish Why a POSITA Would Start with Robertson

“The real question is whether that skilled artisan would have plucked one
reference out of the sea of prior art (Phipps) and combined it with
conventional coolant elements to address some need present in the field
(the need for low—carbon monoxide emission marine gen-sets).”

WBIP, LLC v. Kohler Co., 829 F.3d 1317, 1337 (Fed. Cir. 2016) (emphasis added)

-00060: Resp. at 27-29; Sur-Reply at 18-21 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Petitioner’s Motivation to Combine Arguments Are Conclusory and Unsupported

_ Bederson §139. Specifically, a POSA would have recognized the

importance of images to establishing relationships and connections. Id.; see also,

Petition I S R RTRRTRRERT 7c<140

When a user enters a Travel Event into Robertson’s system, the user may be notified

that he will be crossing paths with another user. EX1012, 12:22-26, Fig. 11 (item

Id. §141. As discussed in the Technology Overview, at the relevant time in 2001, it

was obvious to develop software that could use the features of photo management

software, groupware, and social networking. See Section IV.A: Bederson 4141; see

-00060: Pet. at 25-26

-00060: Resp. at 25-30 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




"480: Petitioner Fails to Establish Why a POSITA Would Combine These References

-00060: Resp. at 27

“Absent some articulated rationale, a finding that a
combination of prior art would have been ‘common sense’ or
‘intuitive’ is no different than merely stating the combination
‘would have been obvious.” Such a conclusory assertion with no
explanation is inadequate to support a finding that there would

have been a motivation to combine.”
In re Van Os, 844 F.3d 1359, 1361 (Fed. Cir. 2017)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Conclusory Expert Testimony is Inadequate to Support Obviousness

-00060: Resp. at 29; Sur-Reply at 20

“IK]nowledge of a problem and motivation to solve it
are entirely different from motivation to combine

particular references to reach the particular claimed
method.”

Innogenetics, N.V. v. Abbott Labs., 512 F.3d 1363, 1373 (Fed. Cir. 2008)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Conclusory Expert Testimony is Inadequate to Support Obviousness

*1328 The opinion by Verizon's expert regarding the
motivation to combine references was likewise insufficient.

ActiveVideo Networks, Inc. v. Verizon Communications, Inc., 694 F.3d 1312 (2012)
dusPazdizal .

Verizon's expert testified that:

f KeyCite Yellow Flag - Negative Treatment
Declined to Extend by Verinata Heald, loc. v Ariosa Disgsostics, lac
NDCal. Janmary 13,2014

694 F.3d 1312
United States Count of Appeals, Federal Circuit.

ACTIVEVIDEO NETWORKS.
INC., Plaintiff-Cross Appellant,
v
VERIZON COMMUNICATIONS, INC., Verizon
Services Corp... Verizon Virginia lnc., and
Verizon South Ine... Defendants-Appellants.

Nos. 201 1-1538, 2011-1567, 20121129, 2012-1201
|
Aug. 24, 2012,

Synopsis

Background: Patentee brought action against video
service provider, alleging infringement of patents
relating to mteractive television systems. Video service
provider counterclaimed. seeking declamtory judgments of
noninfringement and imvalidity of asserted patents, and
alleging patentee’s minmgement of video service provider's
patents. Patentee counterclaimed allegmg invalidity and non-
infringement of video service provider's patents. Following
a thyee week jury trial, the United States District Cowt for
the Eastem District of Virginia, Raymond A. Jackson, )
07 F-Supp 2d 544, granted both patentee’s and video service
provider's motions for judgment as a matter of law (JMOL)
on validity, Subsequently, the jury found that the parties
nfrimged cach others’ patents, and the District Court, Juckson,
J., granted patentee’s motion for prejudgment mterest, post-
udgment nterest, and damages, 2011 WL 4899922 denied
video service provider's motion to alter or amend the
Judgment, 2011 WL 5 122, entered a permanent mjunction
against video service provider, and established a sunset
royalty for video service provider's continued infringement
until the injunction was to take effect, 827 F Supp.2d 641
and demted video service provider's motions for judgment asa
matter of law (JMOL) or new trial on infringement, damages,
and mvalidity, and denied patentee's motions for partial new
trial on infiingement and invalidity. Both parties appealed

Holdings: The Court of Appeals, Moore, Circuit Judge, held
that

[1] substantial evidence supported finding that video service
provider's accused system infringed “information service”
limitation

[2] substantial evidence supported finding that video
service provider's nccused system infringed “television
conunumication” limitation,;

|3] substantial evidence did not support finding that accused
system infringed “individually assignable processors”
Timutation;

[4] record evidence was insufficient to support a

determination of obviousness of patentee’s patents.

[5] evidence was insufficient to support a determination of
anticipation of patentee's patents:

[6] evidence was insufficient 1o support detenmination of
anticipation of video service provider's patents.

7] fact issue existed as to whether prior aut patent auticipated
certain claims of video service provider's patent: and

18] district court abused its discretion in granting a permanent
injunction enjoining video service provider from fture
nfringement

Affirmed in part, reversed in part, vacated in part. and
remanded

Procedural Posture(s): On Appeal. Motion for Judgmen as
a Maner of Law (IMOL )Y Directed Verdict

West Headuotes (43)

[l Courts &= Puticular questions or subject
matter
Federal Cirenit Court of Appeals reviews the
dental or grant of judgment 4s a matter of lnw
(JMOL) under regional circuit law. Fed Rules

The motivation to combie would
be because you wanted to buld
something better. You wanted a system
that was more efficient, cheaper, or
you wanted a system that had more
features, makes it more attractive to
your customers, because by combining
these two things you could do
something new that hadn't been able to

do before.

J.A_4709-10. This testimony 1s generic and bears no relation
to any specific combination of prior art elements. It also fails

CivProcRule 50, 28 USC A

1 Cases that cite tlis headnote

Resp. at 31; Sur-Reply at 19

to explaim why a person of ordinary skill in the art would have
combined elements from specific references in the way the
claimed invention does. See KSR, 550 U.S. at 418, 127 S.Ct.

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'480: Petitioner Fails to Establish Why a POSITA Would Combine These References

The Board must avoid “hindsight bias and must be

cautious of arguments reliant upon ex post reasoning.”

KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007)

-00060: Sur-Reply at 1-2 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



480 Patent (IPR2023-00060): Disputed Issues

@ Petitioner fails to establish reasonable expectation of success

-00060: Resp. at 30-33; Sur-Reply at 21-22 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



"'480: Conclusory Expert Testimony is Inadequate to Support Obviousness

ActiveVideo v. Verizon: Must explain how references are combined and would operate

ActiveVideo Networks, Inc. v. Verizon Communications, Inc., 694 F.3d 1312 (2012)

4USPQ2d 1241

= KeyCite Yellow Flag - Negative Treatment
- v Asioss Diagsostics, lac

694 F.3d 1312
United States Court of Appeals, Federal Circuit,

ACTIVEVIDEO NETWORKS,
INC., Plaintiff-Cross Appellant,
v
VERIZON COMMUNICATIONS, INC,, Verizon
Services Corp.. Verizon Vi
Verizon South Inc.. Defends

Nos. 20111538, 20111567, 2012-1129, 2012-1201
|
Aug. 24, 2012

Synopsis
Background: Patentee brought action  against
service  provider, allegmng infringement  of  patents
relating to interactive felevision systems. Video service
provider counterclaimed, secking declaratory judgments of
noninfringement and invalidity of asserted patents, and

video

alleging patentec’s minngement of video service provider's
patents. Patentee counterclaimed alleging mvalidity and nos
infringement of video service provider's patents. Following
a three week jury trial, the United States Distnier Cowt for
the Eastem District of Virginia, Raymond A. Jackson, 1
07 F-Supp.2d 544, granted both patentee’s and video service
provider's motions for judgment as a matter of law (J
on validity, Subsequently, the jury found that the
mfringed each others’ patents. and the District Court, Jw
1., granted patentee’s motion for prejudgment mterest, post-
judgment mterest. and damages, 2011 WL 4899922 demed
video service provider's motion fo alter or amend the
Judgment, 2011 WL 3 entered a permanent injunction
against video se

for video ser

provider's motions for ju

master of law (JMOL) or new trial on infringen
and invalidity, and denied patentee's motions for partial new
rial on infiingenient and invalidity. Both parties appealed

Holdings: The Cout of Appeals, Moore, Circuit Judge, held
that

11] substantial evidence supported finding that video service
provider's aceused system infringed “information service”
limitation:

[2] substantial evidence supported finding that video
setvice provider's accused system infringed “television
conummication” limitation;

|3 substantial evidence did not support finding that accused
system infringed “individually assignable  processors”
linutation,

[4] secord evidence was imsnfficient to support a

determination of obviousess of patentee’s patents.

5] evidence was insufficient to support a determination of
anticipation of patentee's patents:

6] evidence was insufficient fo support determination of
anticipation of video service provider's patents.

[7] fact issue existed as to whethes prior ut patent anticipated
cermain claims of video service provider's patent: and

|#] district court abused its discretion n granting a pennanent
injunction enjoining video service provider from finure
infringement.

Affinmed in part, reversed in part, vacated in part. and
remanded

Procedural Posture(s): On Appeal: Motion for Judgment as
a Maner of Law (JMOL)YDurected Verdict,

West Headuotes (43)

11l Courts = Paticular questions or subject
wmatler
Federal Circuit Court of Appeals reviews the
denial or grant of judgment as a matter of law
(JMOL) under regional circuit law. Fed Rules
Civ.Proc Rule 50,28 US.C.A

1 Cases that cite 1his headnote

We agree with the district court that the obviousness
testimony by Verizon's expert was conclusory and factually
unsupported. Although Verizon's expert testified that “[t]hese
are all components that are modular, and when I add one, it
doesn't change the way the other one works,” J.A. 4709, he
never provided any factual basis for his assertions. The expert
failed to explain how specific references could be combined,
which combination(s) of elements in specific references
would yield a predictable result, or how any specific
combination would operate or read on the asserted claims.

No explanation by Dr. Bederson of how Robertson
and Lloyd-Jones could be combined or how any
specific combination would operate or read on the
asserted claims

Dr. Bederson does not explain how to combine the
tagging functionality of Lloyd-Jones with

-00060: Resp. at 31, 33; Sur-Reply at 19

Robertson’s system

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



"480: Dr. Bederson Provides No Explanation How to Implement Tagging

144. The database of the Robertson system “is a relational database built
from a set of relational tables 350.” Ex. 1012 at 4:17-18. Lloyd-Jones describes
storing its association list in an Extensible Markup Language (XML) file. Ex. 1013

Dr. Bederson at [0031]. It would have been well within the skill of a POSA to add-

- As I described above in the Technology Overview section, a POSA would

-00060: Ex. 1003 at 9 144

-00060: Resp. at 30-33; Sur-Reply at 21-22 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'480: Conclusory Expert Testimony is Inadequate to Support Obviousness

Daifuku v. Murata Machinery: Must provide a specific engineering and technical analysis of
how the combination would have worked

Trials@uspto.gov Paperl0
Tel: 571-272-7822 Entered: May 4, 2015

UNITED STATES PATENT AND TRADEMARK OFFICE

Although the quoted statement 1s consistent with KSR, neither Petitioner nor

BEFORE THE PATENT TRIAL AND APPEAL BOARD

DAIFUKU CO., LTD. AND DAIFUKU AMERICA CORP., Dr. Sturges provides the important analysis of explaining why, based on the

Petitioner,

particular facts and evidence of the present case, one of ordinary skill would
MURATA MACHINERY, LTD..
Patent Owner.

have made the suggested modification or why the logic, judgment, and

Case IPR2015-00084 (Patent 7,771,153 B2)
Case IPR2015-00087 (Patent 7.165,927 B2)'

common sense of such a person would have led to the asserted combination

Before KEN B. BARRETT, BARRY L. GROSSMAN, and 1 1 ~ay 71 r = g 1
s it e e with a reasonable expectation of success. A review of the cited testimony

MURPHY, Administrative Patent Judge.

from paragraphs 60 and 61 of Dr. Sturges’s Declaration reveals similarly

DECISION conclusory testimony, unsupported by a specific engineering and technical

Denying Institution of furer Partes Review
37CFR §42.108

analysis of how the asserted combination would have worked and why 1t

would have been an obvious combination to one of skill in the art. See In re

! This Decision addresses the same legal and factual issues raised in
TPR2015-00084 and [PR2015-00087. The patents at issue in both cases are

related, and the claim hmitations at issue are very similar. The arguments
made by Petitioner and Patent Owner are largely the same in both cases.
Therefore, we issue one Decision to be entered in cach case.

-00060: Resp. at 30-33; Sur-Reply at 21-22 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




480 Patent (IPR2023-00060): Disputed Issues

©® Petitioner’s analysis of the dependent claims fails

-00060: Resp. at 33-35; Sur-Reply at 22-24 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



‘432 Patent (IPR2023-00057): Instituted Grounds

US00895443282

10y Patent No.: US 8,954,432 B2
45y Date of Patent: Feb. 10, 2015

Claims 1, 3 and 6-8 are obvious over Sharpe in view of knowledge of
POSITA

Claims 1-8 are obvious over Sharpe and Eintracht in view of
knowledge of POSITA

Claim 3 is obvious over Sharpe and Carey in view of knowledge of
POSITA

Claim 3 is obvious over Sharpe, Eintracht and Carey in view of
knowledge of POSITA

Ground 1

-00057: Instit. Dec. at 2, 7, 27 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



’291 Patent (IPR2023-00058): Instituted Grounds

US009959291B2

P (4‘) ‘\/)
) ) ratent (10) Patent No.: US 9,959,291 B2
/ 45) Date of Patent: May 1, 2018

- TAGGING USERS IN MEDIA ONLINE  (56) References Clted
U.S. PATENT DOCUMENTS

Claims 1, 5 and 10-26 are obvious over Sharpe in view of knowledge
of POSITA

Claims 1-26 are obvious over Sharpe and Eintracht in view of
knowledge of POSITA

Claims 18, 19 and 26 are obvious over Sharpe and Carey in view of
knowledge of POSITA

Claims 18, 19 and 26 are obvious over Sharpe, Eintracht and Carey
in view of knowledge of POSITA

- —

Ground 1

1 g

-00058: Instit. Dec. at 2, 7, 26, 28 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



’275 Patent (IPR2023-00059): Instituted Grounds

. NN R AR
US010417275B2

-
) ’) \ catent (10) Patent No:  US 10,417,275 B2
-~ 45) Date of Patent: Sep. 17,2019

LCIAL INTELLIGENCE ASSISTED (58) Field of Classification Search
SGING OF USERS IN DIGITAL MEDIA s GOGF 16/58; GOGF 16/583
ONLINE See application file foe complete search history.
(71) Applicant: Angel Technologics, LLC, San (6 References Cited
Francisco, CA (US)
USS. PATENT DOCUMENTS
(72) Inventor: Mark Frederick Frigon. San
Francisco, CA (US)
(73) Assignee: Angel Technologies, LLC, San
Fea . CA(US)

(*) Notice:  Subject 1o sclaimer, the term of this

(21) Appl. No: 15933531

L N

Claims 1, 5 and 1-26 are obvious over Sharpe, Eintracht and

SELUEEIN Fotofile in view of knowledge of POSITA

Claims 1-26 are obvious over Sharpe, Eintracht, Fotofile and Carey
in view of knowledge of POSITA

(2013.01): GOSF 1658 (2019.01) 12 Claims, 9 Drawing Sheets
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-00059: Instit. Dec. at 2, 6, 28 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'432/°291/'275 Patents: Selected Disputed Issues

@ Sharpe does not disclose or suggest the claimed “pictured user unique
identifier” /“unique user identifier” ("432/°291/’275)

-00057: Resp. at 18-23; Sur-Reply at 4-6, -00058: Resp. at 18-22; Sur-Reply at 4-6,

-00059: Resp. at 22-26: Sur-Reply at 3-7 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'432: Sharpe Does Not Disclose or Suggest the Claimed “pictured user unique identifier”

Claim 6

obtaining identification data from a first tagging user of
said computer network, wherein said identification data
Limitation comprises said unique image identifier and a pictured

6[e] user unigque identifier of a user of said computer network
pictured in said image data;

-00057: Ex. 1001 at Claim 6

-00057: Resp. at 18-23; Sur-Reply at 4-6 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'291: Sharpe Does Not Disclose or Suggest the Claimed “Unique User Identifier”

Claim 26

O
)’);)/
in response to receiving from the identifying user the

Limitation input indicating the selection of the named user from

26[d] the list of other users, determining a unique user
identifier of the named user; and

-00058: Ex. 1001 at Claim 26

-00058: Resp. at 18-22; Sur-Reply at 4-6 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'275: Sharpe Does Not Disclose or Suggest the Claimed “unique user identifier”

Claim 1

in response to receiving from the identifying user the
input indicating the selection of the named user from
the list of other users, determining a unique user
identifier of the named user;

Limitation
1[d]

-00059: Ex. 1001 at Claim 1

-00059: Resp. at 22-26; Sur-Reply at 3-7 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'432/°291/'275: Sharpe’s Single Disclosure Regarding a “User Name”

09981

US 7,461,099 B1

Before the starage process begins, when the registration
process (2 in FIG. 1) is carried out by a member or members
of the groups, information 1s stored in a group table 6a. A
group identifies a group and people in the group are identified.
When a user wishes to use the system they will enter a user
name and password thus identifying themselves as a member

of a group.

-00057/-00058/-00059: Ex. 1005 at 7:35-41

-00057: Resp at 18-19; Sur- Reply at 6, -00058: Resp. at 18-19; Sur-Reply at 6, DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'432/'291/)°275: Petitioner’s “Would” Language

’432
Petition

’291
Petition

’275
Petition

-00057: Resp. at 18-23; Sur-Reply at 4-6, -00058: Resp. at 18-22; Sur-Reply at

4-6, -00059: Resp. at 22-26; Sur-Reply at 3-7

“Sharpe’s system would use an identifier or ‘primary key’ that
is unique...Sharpe’s system would have used a person’s
username as the unique identifier...Sharpe’s user name would
be a primary key.”

-00057: Pet. at 31

“A POSA would understand the username would be the primary
key for the database 3.”

-00058: Pet. at 36

“A POSA would understand that to create relationships
between the tables, the system would need to use a unique
identifier or “primary key”...A POSA would understand the
username would be the primary key for the database 3.”

-00059: Pet. at 46-47

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'432/'291/'275: Petitioner’s Assertions Are Classic Words of Inherency

“Inherency ... may not be established by probabilities or
possibilities.”

“The mere fact that a certain thing may result from a given
set of circumstances is not sufficient.”

The patent challenger must “show that the natural result
flowing from the operation as taught would result in the

performance of the questioned function.”
In re Oelrich, 666 F.2d 578, 581 (CCPA 1981)

-00057: Resp. at 20, -00058: Resp. at 20, -00059: Resp. at 24 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'432/°291/'275: The Petition Does not Establish Inherency

Inherency requires a “stringent standard.”

Amgen Inc. v. Sandoz Inc., 66 F.4th 952, 966 (Fed. Cir. 2023)

-00057: Resp. at 21, -00058: Resp. at 21, -00059: Resp. at 25 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'432/°291/'275: The Petition Ignores Another Possible Way to Implement Sharpe

81. For instance, Petitioner and Dr. Bederson ignore that another
possible way—besides the speculative approach described in the Petition—to
implement Sharpe’s system is to have a piece of data different than the user name
for keeping track of each user. It was well known to assign an internal (¢.g., not

known to the user) unique identifier to a user. For example, it was an elementary

%k k %k %k k
Dr. Saber

name weould have been used in the specific way required by limitation 6[e]. To
the contrary, Dr. Bederson conceded, for example, that primary keys may be
created by combining multiple columns. Ex. 2019, 52:4-5, 52:18-20. A POSITA
would have known of multiple ways to implement databases relating to users,

including functionality regarding a “primary key” as described by Petitioner. A

-00057: Ex. 2021 at 9 81

-00057: Resp. at 21; Sur-Reply at 5, -00058: Resp. at 21; Sur-Reply at 5, -
00059; Resp, at. 24: Sur-Reply.at 4 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'432/'291/'275: Petitioner Has Not Presented Sufficient Obviousness Analysis

also EX1005, 7:39-41. Implementing Sharpe with the username as the unique
identifier would have been a known design choice, and the most obvious design
Petition

choice given that each user already required a username to logon to the system.

Bederson §307.

-00057: Pet. at 32

password thus identifying themselves as a member of a group.”). Using the

username as the primary key would have been a matter of design choice to a POSA.

Dr.
Bederson

Usernames are often used as primary keys in database schemas, and the most

obvious design choice for the Sharpe system given that each user already required a

username to log on to the system.

-00057: Ex. 1003 at 9 307

-00057: Resp. at 22; Sur-Reply at 5, -00058: Sur-Reply at 6, -00059: Sur-
Reply at 6

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'432/°291/'275: Patent Owner’s Argument

Patent
Owner’s
Sur-Reply

If Petitioner had wanted to say that it would have been obvious to modify
Sharpe’s system to use the username as a primary key, Petitioner should have
presented this analysis m 1ts Petition. PO explained why a POSITA would not have
necessarily understood Sharpe’s user name to be a primary key in the database based
on Sharpe’s singular reference to the term “user name,” a reference not made in the
context of a “primary key.” Response, 18-23. PO further explained that any

obviousness analysis on this 1ssue was msufficient (Response, 18-23).

-00057: Resp. at 18-23; Sur-Reply at 6, -00058: Resp. at 18-24; Sur-Reply DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

at 6, -00059: Resp. at 22-26: Sur-Reply at 5




'432/°291/'275 Patents: Selected Disputed Issues

@ Sharpe does not disclose or suggest the “second tagging user”
limitations ("432)

-00057: Resp. at 43-44; Sur-Reply at 6-7 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'437: Petition’s Argument for ‘432 Limitation 1[h]

Claim 1

)

) L\s))/ .. ; . -
receiving from a second tagging user a request to identify
Limitation users in said image data wherein said request contains
1[h] said 1image 1dentification and the user identification of

said second tagging user;

-00057: Ex. 1001 at Claim 1

-00057: Resp. at 43-44; Sur-Reply at 6-7 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'437: Petition’s Argument for ‘432 Limitation 1[h]

Sharpe discloses a collaborative system specifically intended to enable users
to interact with images. Id. 9224. Sharpe consistently explains that multiple users
can employ the functionalities described. Id. 9224. For example, Sharpe discusses
how “the members of the private group weork together ... to identify, collect,
translate or create digital media items in different media.” EX1005, 5:4-18. Sharpe
Petition discloses a server-based approach that enables multiple users to access the system
simultaneously using various devices. See id., 4:21-37, 5:50-67, Fig. 2; Bederson
9225. A POSA would have understood that a second user using Sharpe’s system—

for example, another member of the same group—would be able to perform the same

user 1dentification tasks as a first user as in 1[d]. Bederson 4226; see Section

VIILC.5 (Ground 1, 1[d]).

-00057: Pet. at 55

-00057: Resp. at 43-44; Sur-Reply at 6-7 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'437: Petition’s Argument for '432 Limitation 7[a], [b]

Claim 7

obtaining 1dentification data from a second tagging user of
said computer network, wherein said identification data
obtained from said second tagging user comprises said

e e . unique image identifier and an additional pictured user

Limitation unique identifier of a user of said computer network

7[a], [b] pictured in said image data;

storing said 1dentification data from said second tagging
user store an identifications database accessible by other
computers of said network whereby a user identifier may
be associated with one or more image identifiers and an
image identifier may be associated with one or more
users 1dentifiers.

-00057: Ex. 1001 at Claim 7

-00057: Resp. at 24-27; Sur-Reply at 5-7 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'437: Petitioner Mischaracterizes PO’s Arguments Regarding a Second Tagging User

“I1t would have been obvious to implement the claimed tagging features for
a second user.”

-00057: Reply at 4

Patent Owner does not assert that a POSITA would simply need to implement
the claimed features for a second user. Rather, the POR clearly explained that
Sharpe does not disclose or suggest identification data comprising “said unique
image identifier” and a “pictured user unique identifier of a user ... pictured in
said image data,” and as such, Sharpe also does not disclose or suggest obtaining
this identification from a second tagging user, when Sharpe does not disclose or
suggest obtaining the identification data at all.

Sur-Reply

-00057: Sur-Reply at 7

-00057: Resp. at 24-27; Sur-Reply at 5-7 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'432/°291/'275 Patents: Selected Disputed Issues

@ Sharpe does not disclose or suggest the “said image data” limitation
('432)

-00057: Resp. at 28-32, 36-45; Sur-Reply at 7-10 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'432: “Said Image Data” in Claim 8

Claim 8

Limitations
8[a], [b]

recelving a request for said image data from a viewing user
of said computer network:

displaying list of pictured users of said network that have
been identified by said first tagging user and said second
tagging user in said image data.

-00057: Resp. at 28-32; Sur-Reply at 7-10

-00057: Ex. 1001 at Claim 8

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'432: “Said Image Data” in Limitation 1[d]

Claim 1

) L\?)r)/

receiving from a first tagging user a request to identify
users of said computer network in said image data
wherein said request contains said image identification
and the user identification of said first tagging user;

Limitation
1[d]

-00057: Ex. 1001 at Claim 1

-00057: Resp. at 36-42; Sur-Reply at 7-10

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'432: “Said Image Data” in Limitation 1[h]

Claim 1

~)
J L\x')/

receiving from a second tagging user a request to identify

users 1n said image data wherein said request contains
1[b] saild 1image 1dentification and the user identification of
said second tagging user;

Limitation

-00057: Ex. 1001 at Claim 1

-00057: Resp. at 43-44; Sur-Reply at 7-10 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'432: “Said Image Data” in Limitation 1[b]

Exemplary Claim 1
‘432 Patent

-00057: Resp. at 28-32, 36-45; Sur-Reply at 7-10

1. In a multi-user computer network, a method for obtain-
ing and displaying information relating to existence of at least
one user of a computer network in an image comprising;

assigning unique user identifications to users of a computer

network and storing said unique user identifications in a
users database accessible to a plurality of computers of
said computer network;

obtaining image data from at least one uploading user of

said computer network;

assigning a unique image identification to said image data

and storing said unique image identification in an
images database accessible to a plurality of computers of
said computer network;
receiving from a first tagging user a request to identify
users of said computer network in said image data
wherein said request contains said image identification
and the user identification of said first tagging user;

responsive to said request presenting a client interface to
said first tagging user configured to provide identifying
information, wherein said identifving information com-
prises a user identification of a first pictured user of said
computer network and said image identification;

obtaining said identifying information from said first tag-
2ing user:

-00057: Ex. 1001 at Claim 1

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'4372: Sharpe’s System Does Not Seek to Retrieve a Specific Digital Media ltem

US00746109981

atent (10 Patent No.: US 7,461,099 B1

) Dot P e 2,20 Because the collection and indexing of the digital media
items is based on the episodic memory of the group. i.e. they
have chosen the material and indexed it according to its rel-
evance to them, the retrieval and browsing through data digi-
- o tal items are attuned to the memories of the user. The aim of
retrieval 1s not to retrieve a specific digital media item but
instead to retrieve any digital media items relating to a memo-
rable episode. [Thus the indexing system does not unmiquely
1identify digital media items, but replaces them within a highly
personal framework. For example, even if a specific photo-
graph were required, it would be remembered through the
event and hence retrieved by searching on the event or the
person. Thus the archive may contain many commonly
indexed images taken at the same time period involving the
same people at the same event.

-00057/-00058/-00059: Ex. 1005 at 2:16-19

Resp. at 28, 31-32, 36-40 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'432: Sharpe’s Retrieval
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-00057: Resp. at 28-31, 36-39; Sur-Reply at 7-10 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'432: Sharpe Doesn’t Disclose “Receiving a Request for Said Image Data”

92.  The user of Sharpe’s process/system, by entering parameters for the
retrieval process, isn't selecting or requesting a speeific digital media item (“said
image data™). Indeed. the user may not even know of a specific digital media item
because as I explained above, the aim of Sharpe is not to retrieve a specific digital
media item (e.g.. image) but rather to automatically find any digital media items
that match the parameters inputted by the user. Upon selecting the retrieve button
Dr. Saber o o |
61 shown above in Figure 7, multiple images may tumn up. and thus Sharpe does
not disclose “receiving a request for said image data.” Rather, Sharpe discloses
inputting parameters in order to retrieve any matching images (possibly multiple
images). Sharpe does not disclose a request for “said image data” at all, because
Sharpe’s user is not selecting a particular image. Unlike Sharpe’s disclosure,

limitation 8[a] requires a request for a particular image data. not the selection of

a set of parameters in order to retrieve any and all responsive images.

-00057: Resp. at 28-32; Sur-Reply at 7-10 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'432: Petitioner Conflates The ‘432 Patent’s Search Functionality with Tagging
Functionality

Petitioner’s
Reply

’432 Patent
“Preferred
Embodiment

”

-00057: Sur-Reply at 7-10

“PQO’s interpretation would exclude the preferred embodiment disclosed in the ‘432... a
user may search for several tagged users simultaneously, and the results may include
multiple images.”

-00057: Reply at 7

“The identifying page includes a photo 34 requested by the user, a list of contacts 36
associated with the user, and a “Submit” button or link 38...The host computer 200 may
display photos in an album alongside an “identify people” button or link that may be
selected to request an identifying page. Embedded in the button or link is a request for
an identifying page, the image 1.D. for the photo...”

-00057: Ex. 1001 at 10:2-36

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'432/°291/'275 Patents: Selected Disputed Issues

@ Sharpe does not disclose or suggest a “list of pictured users” ("432)

-00057: Resp. at 36-39, 45; Sur-Reply at 10-11 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'432: “List of Pictured Users” in Limitation 1[m]

Claim 1

~)
) L\x')/

Limitation displaying list of pictured users of said network that have
1[m] been identified by said first tagging vser and said second
tagging user in said image data.

-00057: Ex. 1001 at Claim 1

-00057: Resp. at 45; Sur-Reply at 10-11 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'432: “List of Pictured Users” in Limitation 8[b]

Claim 8

displaying list of pictured users of said network that have
been 1dentified by said first tagging vser and said second
tagging user in said image data.

Limitation
8[b]

-00057: Ex. 1001 at Claim 8

-00057: Resp. at 32-36; Sur-Reply at 10-11 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'432: Sharpe’s Drop Down Box 55
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-00057: Resp. at 36-39; Sur-Reply at 10-11 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'432: Sharpe’s Drop Down Box 55

USO07461099B1

10y Patent No.: US 7,461,099 B1
(%) Date of Patent: Dec. 2,2008

TOD AND SYSTEM FOR ARCHIVING 64385W BI* R0 Karolew ot o, s
BASED OK FOREIGN PATENT DOCUMENTS
I 2195

o I9IGT06IS
Sep. 26,2000

Resp. at 40-41

items. Beneath work space 51 are user controls for generating
index information for archiving or for generating a query
when retrieving. A drop down box 55 1s provided for selecting
any of a number of people within the group. A drop down box
56 1s provided for identifying one of a number of event types.

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

-00057/-00058/-00059: Ex. 1005 at 6:65-7:2




'432: Sharpe Does Not Disclose Displaying A “List of Pictured Users”

94,  Petitioner argues that “a POSA would have understood that Sharpe’s
UI would need to reflect the current retrieval parameters as the user repeatedly
narrows and broadens the scope (or “focus”) of their search. Thus, Sharpe’s UI
would update to display [the] list of pictured users of said network that are
associated with the displayed images.” Petition, 41. I disagree. Petitioner is
pointing to Sharpe’s retrieval process, which allows a user to set retrieval
parameters, which may include people. Ex. 1005, Fig. 4. However, despite
disclosing the ability to retrieve photos based on people associated with them,
Sharpe does not disclose “displaying list of pictured users...identified by said
first tagging user and said second tagging user in said image data.” The drop down

Dr. Sab
r. a e r list of people Petitioner points to may be selected as part of the retrieval of Sharpe.
Baut that drop down list is not a list of people pictured in the image: rather. itis a
list of people in the group, whom the user can select in order to receive images
previously associated with the selected person. Further, in Sharpe, the group
members shown in the drop down list would be the same regardless of what media
item is being shown. because it is dependent on who is in the group, not who is
in the image. If Petitioner is attempting to argue that the drop down list only

shows people pictured in the media item. this would run contrary to Sharpe’s

teachings, making 1t impossible for a user to tag additional members pictured in

the media item if the names subsequently disappeared as users were tagged and

only those present in the image were shown.

-00057: Resp. at 32-36 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'432/°291/'275 Patents: Selected Disputed Issues

® Sharpe and Eintracht do not disclose or suggest the “coordinates”
limitations ('432/°291/’275)

-00057: Resp. at 55-60; Sur-Reply at 19, -00058: Resp. at 56-60; _
Sur-Reply at 22, -00059: Resp. at 27-35; Sur-Reply at 3-7 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'4327: “Coordinates” in Claim 2

Claim 2

~)
J L\x')/

2. The method of 1, further comprising receiving location

information that identifies coordinates of where the pictured
users associated with said pictured user identifications appear
within said image data.

-00057: Resp. at 55-60; Sur-Reply at 19

-00057: Ex. 1001 at Claim 2

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'291: “Coordinates” in Claim 6

Claim 6

6. The method of claim 5, further comprising receiving,
via the communications network, one or more inputs initi-

ated by the second user indicating a set of coordinates

corresponding to a location of the first user within the image
data.

-00058: Ex. 1001 at Claim 6

-00058: Resp. at 56-60; Sur-Reply at 22 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



'275: “Coordinates” in Limitation 1[e]

Claim 1

)2

1)

Limitation receiving, from the identifying user, one or more inputs

1[e] indicating a set of coordinates corresponding to a
location of the named user within the image; and

-00059: Ex. 1001 at Claim 1

-00059: Resp. at 27-35; Sur-Reply at 3-7 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




'432/°291/'275: Eintracht’s Disclosures Regarding Coordinates
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