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H04M 1172427 
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(2021.01); H04M 1/72427 (2021.01); H04M 
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H04M 2250/22 (2013.01); H04M 2250/62 

(2013.01); H04M 2250/64 (2013.01); H04W 
4/12 (2013.01) 
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See application file for complete search history. 
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To view the complete listing of prior art documents cited 
during the proceeding for Reexamination Control Number 
90/014,507, please refer to the USPTO's public Patent 
Application Information Retrieval (PAIR) system under the 
Display References tab. 

Primary Examiner - Eric B. Kiss 

(57) ABSTRACT 

The system and method having a specialized software 
application on a personal computer or a PDA/cell phone that 
that enables a participant to force an automatic acknowl
edgement and a manual response to a text or voice message 
from other participants within the same network. Each 
participant's PDA/cell phone includes a force message alert 
software application program for both creating and process
ing these forced message alerts. The system and method 
enabled by the force message alert software application 
program provides the ability to (a) allow an operator to 
create and transmit a forced message alert from a sender 
PDA/cell phone to one or more recipient PCs and PDA/cell 
phones within the communication network; (b) automati
cally transmit an acknowledgement of receipt to the sender 
PDA cell phone upon the receipt of the forced message alert; 
( c) periodically resend the message to the recipient PCs and 
PDA/cell phones that have not sent an acknowledgement; 
( d) provide an indication of which recipient PCs and PDA/ 
cell phones have acknowledged the forced message alert; ( e) 
provide a manual response list on the display of the recipient 
PC and PDA/cell phone's display that can only be cleared by 
manually transmitting a response; and (f) provide an indi
cation on the sender PDA/cell phone of the status and 
content the manual responses. 

Attention is directed to the decision of AGIS Software 
Dev., LLC v. Google LLC, No. 2020-1401, slip op. (Fed. 
Cir. Feb. 4, 2021) relating to this patent. This reexami
nation may not have resolved all questions raised by this 
decision. See 37 CFR 1.552(c) for ex parte reexamination 
and 37 CFR 1.906(c) for inter partes reexamination. 
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EXPARTE 
REEXAMINATION CERTIFICATE 

THE PATENT IS HEREBY AMENDED AS 
INDICATED BELOW. 

Matter enclosed in heavy brackets [ ] appeared in the 
patent, but has been deleted and is no longer a part of the 
patent; matter printed in italics indicates additions made 10 

to the patent. 

AS A RESULT OF REEXAMINATION, IT HAS BEEN 
DETERMINED THAT: 

Claims 1 and 3-9 were previously cancelled. 

Claims 2 and 10 are determined to be patentable as 
amended. 

15 

Claims 11-13, dependent on an amended claim, are 
determined to be patentable. 

20 

2 
means for transmitting the acknowledgment ofreceipt to 

said sender PDA/cell phone immediately upon receiv
ing a forced message alert from the sender PDA/cell 
phone; 

means for controlling of the recipient PDA/cell phone 
upon transmitting said automatic acknowledgment and 
causing, in cases where the force message alert is a text 
message, the text message and a response list to be 
shown on the display of the recipient PDA/cell phone 
or causes, in cases where the forced message alert is a 
voice message, the voice message being periodically 
repeated by the speakers of the recipient PDA/cell 
phone while said response list is shown on the display; 

means for allowing a manual response to be manually 
selected from the response list or manually recorded 
and transmitting said manual response to the sender 
PDA/cell phone; and 

means for clearing the text message and a response list 
from the display of the recipient PDA/cell phone or 
stopping the repeating voice message and clearing the 
response list from the display of the recipient PDA/cell 
phone once the manual response is transmitted. 

10. A method of receiving, acknowledging and respond
ing to a forced message alert from a sender PDA/cell phone 

2. [The system as in claim 1] A communication system for 
transmitting, receiving, confirming receipt, and responding 
to an electronic message, comprising: a predetermined 
network of participants, wherein each participant has a 
similarly equipped PDA/cell phone that includes a CPU and 

25 to a recipient PDA/cell phone, wherein the receipt, acknowl
edgment, and response to said forced message alert is forced 
by a forced message alert software application program, said 
method comprising the steps of: a touch screen display a CPU and memory; a data trans

mission means that facilitates the transmission of electronic 
files between said PDA/cell phones in different locations; a 30 

sender PDA/cell phone and at least one recipient PDA/cell 
phone for each electronic message; a forced message alert 
software application program including a list of required 
possible responses to be selected by a participant recipient 
of a forced message response loaded on each participating 35 

P DA/cell phone; means for attaching a forced message alert 
software packet to a voice or text message creating a forced 
message alert that is transmitted by said sender PDA/cell 
phone to the recipient PDA/cell phone, said forced message 
alert software packet containing a list of possible required 40 

responses and requiring the forced message alert software 
on said recipient PDA/cell phone to transmit an automatic 
acknowledgment to the sender PDA/cell phone as soon as 
said forced message alert is received by the recipient PDAI 
cell phone; means for requiring a required manual response 45 

from the response list by the recipient in order to clear 
recipient's response list from recipient's cell phone display; 
means for receiving and displaying a listing of which 
recipient PDA/cell phones have automatically acknowl
edged the forced message alert and which recipient PDAI 50 

cell phones have not automatically acknowledged the forced 
message alert; means for periodically resending said forced 
message alert to said recipient PDA/cell phones that have 
not automatically acknowledged the forced message alert; 
and means for receiving and displaying a listing of which 55 

recipient PDA/cell phones have transmitted a manual 
response to said forced message alert and details the 
response from each recipient PDA/cell phone that 
responded; and means for displaying a geographical map 
with georeferenced entities on the display of the sender 60 

PDA/cell phone; means for obtaining location and status 
data associated with the recipient PDA/cell phone; and 
means for presenting a recipient symbol on the geographical 
map corresponding to a correct geographical location of the 
recipient PDA/cell phone, wherein the forced message alert 65 

software application program on the recipient PDA/cell 
phone includes: 

receiving an electronically transmitted electronic mes
sage; identifying said electronic message as a forced 
message alert, wherein said forced message alert com
prises of a voice or text message and a forced message 
alert application software packet, which triggers the 
activation of the forced message alert software appli-
cation program within the recipient PDA/cell phone; 

transmitting an automatic acknowledgment of receipt to 
the sender PDA/cell phone, which triggers the forced 
message alert software application program to take 
control of the recipient PDA/cell phone and show the 
content of the text message and a required response list 
on the display recipient PDA/cell phone or to repeat 
audibly the content of the voice message on the speak
ers of the recipient PDA/cell phone and show the 
required response list on the display recipient PD A/cell 
phone; and 

transmitting a selected required response from the 
response list in order to allow the message required 
response list to be cleared from the recipient's cell 
phone display, whether said selected response is a 
chosen option from the response list, causing the forced 
message alert software to release control of the recipi-
ent PDA/cell phone and stop showing the content of the 
text message and a response list on the display recipient 
PDA/cell phone and or stop repeating the content of the 
voice message on the speakers of the recipient PDA/ 
cell phone; 

displaying the response received from the PDA cell phone 
that transmitted the response on the sender of the forced 
alert PDA/cell phone; and 

providing a list of the recipient PDA/cell phones have 
automatically acknowledged receipt of a forced alert 
message and their response to the forced alert message; 
and displaying a geographical map with georeferenced 
entities on the display of the sender FDA/cellphone; 
obtaining location and status data associated with the 
recipient FDA/cellphone; and presenting a recipient 
symbol on the geographical map corresponding to a 
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correct geographical location of the recipient PDAI 
cellphone based on at least the location data. 

* * * * * 

4 

Page 6



UNITED STATES PATENT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE 

90/014,507 05/15/2020 

172615 7590 11/15/2021 

Fabricant LLP 
411 Theodore Fremd Road 
Suite 206 South 
Rye, NY 10580 

FIRST NAMED INVENTOR 

8213970 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONERFORPATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. 

2525.993REX0 

CONFIRMATION NO. 

6188 

EXAMINER 

KISS.ERIC B 

ART UNIT PAPER NUMBER 

3992 

MAIL DATE DELIVERY MODE 

11/15/2021 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

PTOL-90A (Rev. 04/07) 

Page 7



UNITED STATES PATENT AND TRADEMARK OFFICE 

DO NOT USE IN PALM PRINTER 

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS) 

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C. 
1100 NEWYORKAVENUE, N.W. 
WASHINGTON, DC 20005 

Commissioner for Patents 
United States Patent and Trademark Office 

P.O. Box 1450 
Alexandria, VA 22313-1450 

www.uspto.gov 

EX PARTEREEXAMINATION COMMUNICATION TRANSMITTAL FORM 

REEXAMINATION CONTROL NO. 90/014,507. 

PATENT UNDER REEXAMINATION 8213970. 

ART UNIT 3992. 

Enclosed is a copy of the latest communication from the United States Patent and Trademark 
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)). 

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a 
reply has passed, no submission on behalf of the ex parte reexamination requester will be 
acknowledged or considered (37 CFR 1.550(g)). 

PTOL-465 (Rev.07-04) 

Page 8



Notice of Intent to Issue 

Control No. 
90/014,507 

Patent Under Reexamination 
8213970 

Ex Parle Reexamination Certificate Examiner 
ERIC B KISS 

Art Unit 
3992 

AIA Status 
No 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

1. @ Prosecution on the merits is (or remains) closed in this ex parte reexamination proceeding. This proceeding is 
subject to reopening at the initiative of the Office or upon petition. Cf. 37 CFR 1.313(a). A Certificate will be 
issued in view of 
(a) @ Patent owner's communication(s) filed: 19 October 2021. 
(b) □ Patent owner's failure to file an appropriate timely response to the Office action mailed: __ . 
(c) □ Patent owner's failure to timely file an Appeal Brief (37 CFR 41.31 ). 
(d) D The decision on appeal by the D Board of Patent Appeals and Interferences D Court dated __ 

(e) D Other: __ . 

2. The Reexamination Certificate will indicate the following: 
(a) Change in the Specification: □ Yes @ No 
(b) Change in the Drawing(s): □ Yes @ No 
(c) Status of the Claim(s): 

(1) Patent claim(s) confirmed: . 
(2) Patent claim(s) amended (including dependent on amended claim(s)): 2 and 10-13 
(3) Patent claim(s) canceled: . 
(4) Newly presented claim(s) patentable: __ . 
(5) Newly presented canceled claims: 14-15. 
(6) Patent claim(s) □ previously □ currently disclaimed: __ 
(7) Patent claim(s) not subject to reexamination: __ . 

3. DA declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on . 

4. @ Note the attached statement of reasons for patentability and/or confirmation. Any comments considered 
necessary by patent owner regarding reasons for patentability and/or confirmation must be submitted promptly 
to avoid processing delays. Such submission(s) should be labeled: "Comments On Statement of Reasons for 
Patentability and/or Confirmation." 

5. □ Note attached NOTICE OF REFERENCES CITED (PTO-892). 

6. □ Note attached LIST OF REFERENCES CITED (PTO/SB/08 or PTO/SB/08 substitute). 

7. D The drawing correction request filed on __ is: □approved □disapproved. 

8. □ Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f). 
a) □ All b) □ Some* c) □None of the certified copies have 

□been received. 
□not been received. 
□been filed in Application No. __ . 
□been filed in reexamination Control No. __ 
□been received by the International Bureau in PCT Application No. __ . 

* Certified copies not received: __ . 

9. □ Note attached Examiner's Amendment. 

10. □ Note attached Interview Summary (PTO-474). 

11.@ Other: Claims 1 and 3-9 were canceled in IPR2018-01079 (Trial Cert. issued Sep. 1, 2021). 

All correspondence relating to this reexamination proceeding should be directed to the Central Reexamination 
Unit at the mail, FAX, or hand-carry addresses 1iven at the end of this Office action. 

cc: Requester (if third party requester) 
U.S. Patent and Trademark Office 
PTOL-469 (Rev. 08-13) Notice of Intent to Issue Ex Parte Reexamination Certificate Part of Paper No. 20211104 
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Control Number: 90/014,507 
Art Unit: 3992 

NOTICE OF INTENT TO ISSUE EX PARTE REEXAMINATION CERTIFICATE 

Claims 2 and 10-13 of U.S. Pat. 8,213,970 are under reexamination. 

Page 2 

The reply filed October 19, 2021, has been received and entered. Previously proposed claims 14 

and 15 have been canceled, their subject matter being incorporated into the proposed amendments to 

claims 2 and 10, respectively. 

Related Proceedings 

The examiner is aware of the following related matters: 

The '970 patent is currently involved in the litigation styled AGIS Software Dev., LLC v. Google 

LLC, Case No. 2:19-cv-00361 (E.D. Tex.), which was filed on November 4, 2019. 

The '970 patent was involved in an Inter Portes Review of claims 1 and 3-9, in which a Final 

Written Decision found the challenged claims unpatentable. See Google LLC v. AGIS Software Dev., LLC, 

IPR2018-01079, Final Written Decision (P.T.A.B. Nov. 19, 2019). A Notice of Appeal to the United States 

Court of Appeals for the Federal Circuit was filed on January 21, 2020. The Federal Circuit affirmed the 

decision of the Patent Trial and Appeal Board. AGIS Software Dev., LLC v. Google LLC, No. 2020-1401, 

slip op. (Fed. Cir. Feb. 4, 2021). 

Requests for Ex Porte Reexamination have been filed for commonly-assigned U.S. Pats. 

9,408,055; 9,445,251; and 9,467,838. 

Petitions for Inter Portes Review of commonly-assigned U.S. Pat. 9,820,123 have also been filed. 

Ex Porte Reexamination - Notice of Intent to Issue Ex Porte Reexamination Certificate Part of Paper No. 20211104 

Page 10



Control Number: 90/014,507 
Art Unit: 3992 

Patentable Subject Matter 

Claims 2 and 10-13 are patentable as amended. 

Page 3 

STATEMENT OF REASONS FOR PATENTABILITV AND/OR CONFIRMATION 

The following is an examiner's statement of reasons for patentability and/or confirmation of the 

claims found patentable in this reexamination proceeding: 

The prior art cited in the Request fails to teach or fairly suggest means for obtaining location and 

status data associated with the recipient PDA/cell phone (i.e., the algorithm described in the '970 patent 

at col. 3, lines 52-67) and means for presenting a recipient symbol on the geographical map (displayed 

on the means for displaying ... , i.e., on the LCD display of the sender PDA/cell phone, described in the 

'970 patent at col. 4, lines 12-16) corresponding to a correct geographical location of the recipient 

PDA/cell phone (i.e., the algorithm described in the '970 patent at col. 5, lines 28-44), in the context of 

independent claim 2. 

The prior art cited in the Request fails to teach or fairly suggest obtaining location and status 

data associated with the recipient PDA/cellphone and presenting a recipient symbol on the geographical 

map (displayed on the sender PDA/cell phone) corresponding to a correct geographical location of the 

recipient PDA/cellphone based on at least the location data, in the context of independent claim 10. 

Any comments considered necessary by PATENT OWNER regarding the above statement must 

be submitted promptly to avoid processing delays. Such submission by the patent owner should be 

labeled: "Comments on Statement of Reasons for Patentability and/or Confirmation" and will be placed 

in the reexamination file. 

Ex Porte Reexamination - Notice of Intent to Issue Ex Porte Reexamination Certificate Part of Paper No. 20211104 
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Control Number: 90/014,507 
Art Unit: 3992 

Conclusion 

Claims 2 and 10-13 of U.S. Pat. 8,213,970 are patentable as amended. 

Page 4 

All correspondence relating to this ex parte reexamination proceeding should be directed: 

By Mail to: 

By FAX to: 

Mail Stop Ex Porte Reexam 

Central Reexamination Unit 

Commissioner for Patents 

United States Patent & Trademark Office 

P.O. Box 1450 

Alexandria, VA 22313-1450 

(571) 273-9900 

Central Reexamination Unit 

Any inquiry concerning this communication should be directed to Central Reexamination Unit at 

telephone number (571) 272-7705. 

/Eric B. Kiss/ 

Primary Examiner, Art Unit 3992 

Conferees: 

/NICK CORSARO/ 
Primary Examiner, Art Unit 3992 

/ANDREW J. FISCHER/ 
Supervisory Patent Reexamination Specialist, Art Unit 3992 

Ex Porte Reexamination - Notice of Intent to Issue Ex Porte Reexamination Certificate Part of Paper No. 20211104 
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CLAIMS 

Attorney Docket No. 2525.993REX0 
Control No.: 90/014,507 (Re-exam of U.S. Patent No. 8,213,970) 

A listing of claims follows: 

Claim 1. A communication system for transmitting, receiving, confirming receipt, and 

responding to an electronic message, comprising: a predetermined network of participants, 

wherein each participant has a similarly equipped PDA/cell phone that includes a CPU and a 

touch screen display a CPU and memory; a data transmission means that facilitates the 

transmission of electronic files between said PDA/cell phones in different locations; a sender 

PDA/cell phone and at least one recipient PDA/cell phone for each electronic message; a forced 

message alert software application program including a list of required possible responses to be 

selected by a participant recipient of a forced message response loaded on each participating 

PDA/cell phone; means for attaching a forced message alert software packet to a voice or text 

message creating a forced message alert that is transmitted by said sender PDA/cell phone to the 

recipient PD A/cell phone, said forced message alert software packet containing a list of possible 

required responses and requiring the forced message alert software on said recipient PDA/cell 

phone to transmit an automatic acknowledgment to the sender PDA/cell phone as soon as said 

forced message alert is received by the recipient PD A/cell phone; means for requiring a required 

manual response from the response list by the recipient in order to clear recipient's response list 

from recipient's cell phone display; means for receiving and displaying a listing of which 

recipient PDA/cell phones have automatically acknowledged the forced message alert and which 

recipient PDA/cell phones have not automatically acknowledged the forced message alert; means 

for periodically resending said forced message alert to said recipient PD A/cell phones that have 

not automatically acknowledged the forced message alert; and means for receiving and 

displaying a listing of which recipient PD A/cell phones have transmitted a manual response to 

2 

Page 21



Attorney Docket No. 2525.993REX0 
Control No.: 90/014,507 (Re-exam of U.S. Patent No. 8,213,970) 

said forced message alert and details the response from each recipient PDA/cell phone that 

responded. 

Claim 2. (amended), [The system as in claim l] A communication system for transmitting, 

receiving, confirming receipt, and responding to an electronic message, comprising: a 

predetermined network of participants, wherein each participant has a similarly equipped 

PDA/cell phone that includes a CPU and a touch screen display a CPU and memory; a data 

transmission means that facilitates the transmission of electronic files between said PDA/cell 

phones in different locations; a sender PDA/cell phone and at least one recipient PDA/cell phone 

for each electronic message; a forced message alert software application program including a list 

of required possible responses to be selected by a participant recipient of a forced message 

response loaded on each participating PDA/cell phone; means for attaching a forced message 

alert software packet to a voice or text message creating a forced message alert that is transmitted 

by said sender PDA/cell phone to the recipient PD A/cell phone, said forced message alert 

software packet containing a list of possible required responses and requiring the forced message 

alert software on said recipient PDA/cell phone to transmit an automatic acknowledgment to the 

sender PDA/cell phone as soon as said forced message alert is received by the recipient PDA/cell 

phone; means for requiring a required manual response from the response list by the recipient in 

order to clear recipient's response list from recipient's cell phone display; means for receiving 

and displaying a listing of which recipient PD A/cell phones have automatically acknowledged 

the forced message alert and which recipient PDA/cell phones have not automatically 

acknowledged the forced message alert; means for periodically resending said forced message 

alert to said recipient PDA/cell phones that have not automatically acknowledged the forced 
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message alert; and means for receiving and displaying a listing of which recipient PD A/cell 

phones have transmitted a manual response to said forced message alert and details the response 

from each recipient PD A/cell phone that responded; and means for displaying a geographical 

map with georeferenced entities on the display of the sender PD A/cell phone; means for 

obtaining location and status data associated with the recipient PDA/cell phone; and means for 

presenting a recipient symbol on the geographical map corresponding to a correct geographical 

location of the recipient PD A/cell phone, wherein the forced message alert software application 

program on the recipient PDA/cell phone includes: means for transmitting the acknowledgment 

of receipt to said sender PD A/cell phone immediately upon receiving a forced message alert 

from the sender PD A/cell phone; means for controlling of the recipient PD A/cell phone upon 

transmitting said automatic acknowledgment and causing, in cases where the force message alert 

is a text message, the text message and a response list to be shown on the display of the recipient 

PDA/cell phone or causes, in cases where the forced message alert is a voice message, the voice 

message being periodically repeated by the speakers of the recipient PD A/cell phone while said 

response list is shown on the display; means for allowing a manual response to be manually 

selected from the response list or manually recorded and transmitting said manual response to the 

sender PDA/cell phone; and means for clearing the text message and a response list from the 

display of the recipient PD A/cell phone or stopping the repeating voice message and clearing the 

response list from the display of the recipient PD A/cell phone once the manual response is 

transmitted. 

Claim 3. The system as in claim 1, wherein said data transmission means is TCP/IP or another 

communications protocol. 
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Claim 4. The system as in claim 1, wherein the response list that is transmitted within the forced 

message alert software packet is a default response list that is embedded in the forced message 

alert software application program. 

Claim 5. The system as in claim 1, wherein the response list that is transmitted within the forced 

message alert software packet is a custom response list that is created at the time the specific 

forced message alert is created on the sender PDA/cell phone. 

Claim 6. A method of sending a forced message alert to one or more recipient PDA/cell phones 

within a predetermined communication network, wherein the receipt and response to said forced 

message alert by each intended recipient PDA/cell phone is tracked, said method comprising the 

steps of: accessing a forced message alert software application program on a sender PDA/cell 

phone; creating the forced message alert on said sender PDA/cell phone by attaching a voice or 

text message to a forced message alert application software packet to said voice or text message; 

designating one or more recipient PDA/cell phones in the communication network; electronically 

transmitting the forced message alert to said recipient PDA/cell phones; receiving automatic 

acknowledgements from the recipient PDA/cell phones that received the message and displaying 

a listing of which recipient PD A/cell phones have acknowledged receipt of the forced message 

alert and which recipient PD A/cell phones have not acknowledged receipt of the forced message 

alert; periodically resending the forced message alert to the recipient PDA/cell phones that have 

not acknowledged receipt; receiving responses to the forced message alert from the recipient 

PDA/cell phones and displaying the response from each recipient PDA/cell phone; and providing 

a manual response list on the display of the recipient PD A/cell phone that can only be cleared by 

the recipient providing a required response from the list; clearing the recipient's display screen or 
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causing the repeating voice alert to cease upon recipient selecting a response from the response 

list required that can only be cleared by manually selecting and transmitting a response to the 

manual response list. 

Claim 7. The method as in claim 6, wherein each PDA/cell phone within a predetermined 

communication network is similarly equipped and has the forced message alert software 

application program loaded on it. 

Claim 8. The method as in claim 6, wherein said forced message alert application software 

packet contains a response list, wherein said response list is a default list embedded in the forced 

message alert software application program. 

Claim 9. The method as in claim 6, wherein said forced message alert application software 

packet contains a response list, wherein said response list is a custom response list that is created 

at the time the specific forced message alert is created on the sender PDA/cell phone. 

Claim 10. (amended), A method of receiving, acknowledging and responding to a forced 

message alert from a sender PDA/cell phone to a recipient PDA/cell phone, wherein the receipt, 

acknowledgment, and response to said forced message alert is forced by a forced message alert 

software application program, said method comprising the steps of: receiving an electronically 

transmitted electronic message; identifying said electronic message as a forced message alert, 

wherein said forced message alert comprises of a voice or text message and a forced message 

alert application software packet, which triggers the activation of the forced message alert 

software application program within the recipient PDA/cell phone; transmitting an automatic 

acknowledgment of receipt to the sender PD A/cell phone, which triggers the forced message 

6 

Page 25



Attorney Docket No. 2525.993REX0 
Control No.: 90/014,507 (Re-exam of U.S. Patent No. 8,213,970) 

alert software application program to take control of the recipient PD A/cell phone and show the 

content of the text message and a required response list on the display recipient PD A/cell phone 

or to repeat audibly the content of the voice message on the speakers of the recipient PD A/cell 

phone and show the required response list on the display recipient PDA/cell phone; and 

transmitting a selected required response from the response list in order to allow the message 

required response list to be cleared from the recipient's cell phone display, whether said selected 

response is a chosen option from the response list, causing the forced message alert software to 

release control of the recipient PD A/cell phone and stop showing the content of the text message 

and a response list on the display recipient PDA/cell phone and or stop repeating the content of 

the voice message on the speakers of the recipient PD A/cell phone; displaying the response 

received from the PDA cell phone that transmitted the response on the sender of the forced alert 

PD A/cell phone; and providing a list of the recipient PD A/cell phones have automatically 

acknowledged receipt of a forced alert message and their response to the forced alert message; 

and displaying a geographical map with georeferenced entities on the display of the sender 

PDA/cellphone; obtaining location and status data associated with the recipient PDA/cellphone; 

and presenting a recipient symbol on the geographical map corresponding to a correct 

geographical location of the recipient PD A/cellphone based on at least the location data. 

Claim 11. The method as in claim 10, wherein each PDA/cell phone within a predetermined 

communication network is similarly equipped and has the forced message alert software 

application program loaded on it. 
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Claim 12. The method as in claim 10, wherein said forced message alert application software 

packet contains a response list, wherein said response list is a default list embedded in the forced 

message alert software application program. 

Claim 13. The method as in claim 10, wherein said forced message alert application software 

packet contains a response list, wherein said response list is a custom response list that is created 

at the time the specific forced message alert is created on the sender PDA/cell phone. 

Cancel claim 14. 

Cancel claim 15. 
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REMARKS 

This paper is in response to the final Office Action dated August 19, 2021. Claims 2 and 

10-13 (the "Challenged Claims") are subject to reexamination and stand rejected. Claims 14-15 

were previously added in the response to the non-final Office action mailed on March 3, 2021. 

In this response, claims 2 and 10 are amended to include the patentable subject matter recited in 

claims 14 and 15, respectively. Previously added claims 14 and 15 are canceled. Therefore, 

Claims 2 and 10-13 are present for reexamination. 

Claim Status 

Claims 2 and 10-13 are rejected under pre-AIA U.S.C. 103(a) as being unpatentable over 

U.S. Pat. App. Pub. 2006/0218232 to Kubala ("Kubala") in view of U.S. Pat. 6,854,007 to 

Hammond ("Hammond"). 

Claims 2 and 10-13 are rejected under pre-AIA 35 U.S.C. 103(a) as unpatentable over 

Hammond in view of U.S. Pat. 5,325,310 to Johnson ("Johnson") further in view of U.S. Pat. 

5,742,905 to Pepe ("Pepe") 

Claims 14 and 15 are patentable. 

Patent Owner's Summary of Examiner Interview 

Patent Owner thanks the Examiners for the courtesy extended during the Examiner 

interview on September 13, 2021 between Examiners Erik B. Kiss, Nick Corsaro, and Andrew J. 

Fischer, and Patent Owner's representatives, Jialin Zhong (Reg. No. 62,937) and Enrique W. 

Iturralde (Reg. No. 72,883). 

During the interview, different forms of amendments to claims for taking the patentable 

subject matter recited in claims 14 and 15 were discussed. The examiners indicated that the 
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rewritten versions of the claims with the scope identical to the patentable subject matter would 

be entered and allowed. 

Remarks 

While Patent Owner does not agree with the rejection on the merit, to facilitate matters, 

claim 2 has been rewritten without prejudice to include the subject matter of the base claim I and 

the subject matter of the patentable claim 14, and claim IO has been rewritten without prejudice 

to include the subject matter of the patentable claim 15. Therefore, independent claims 2 and 10 

as presented, as well as their respective dependent claims, are patentable over Kubala and 

Hammond and over Hammond, Johnson, and Pepe. 

CONCLUSION 

For these reasons, Patent Owner respectfully requests withdrawal of the rejections and 

issuance of a reexamination certificate allowing all of the Challenged Claims. 

Dated: October 19, 2021 

Zhong Law, LLC 
100 Connell Drive, STE 2300 
Berkeley Heights, NJ 07922 
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Jialin Zhong, Reg. No. 62,937 
Attorney for Owner 
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Control No. 

90/014,507 

Ex Parle Reexamination Interview Summary Examiner 

ERIC B KISS 

All participants (USPTO personnel, patent owner, patent owner's representative): 

(1) ERIC KISS (3) Jialin Zhong 

(2) Andrew J. Fischer (SPRS), Nick Corsaro (PRS) (4) Enrique Iturralde 

Date of Interview: 13 September 2021 

Type: a)~ Telephonic b) □ Video Conference 

Patent Under Reexamination 

8213970 

Art Unit 

3992 

AIA (FITF) Status 

No 

c) □ Personal (copy given to: 1) □ patent owner 2) □ patent owners representative) 

Exhibit shown or demonstration conducted: d) ~ Yes e) □ No. 
If Yes, brief description: Proposed amendment 

Agreement with respect to the claims f) ~ was reached. g) □ was not reached. h) □ N/A. 
Any other agreement(s) are set forth below under "Description of the general nature of what was agreed to ... " 

Claim(s) discussed: 14-15. 

Identification of prior art discussed: __ . 

Description of the general nature of what was agreed to if an agreement was reached, or any other comments: 
See Continuation Sheet . 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the 
claims patentable, if available, must be attached. Also, where no copy of the amendments that would render the 
claims patentable is available, a summary thereof must be attached.) 

A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION MUST INCLUDE PATENT OWNER'S 
STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. (See MPEP § 2281 ). IF A RESPONSE TO THE 
LAST OFFICE ACTION HAS ALREADY BEEN FILED, THEN PATENT OWNER IS GIVEN ONE MONTH FROM 
THIS INTERVIEW DATE TO PROVIDE THE MANDATORY STATEMENT OF THE SUBSTANCE OF THE 
INTERVIEW 
(37 CFR 1.560(b)). THE REQUIREMENT FOR PATENT OWNERS STATEMENT CAN NOT BE WAIVED. 
EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c). 

/Eric B. Kiss/ 
Patent Reexamination Specialis, Art 
Unit 3992 

cc: Requester (if third party requester) 
U.S. Patent and Trademark Office 

PTOL-474 (Rev. 04-01) Ex Parte Reexamination Interview Summary PaperNo.20210913 
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Continuation Sheet (PTOL-474) Reexam Control No. 90/014,507 

Continuation of Description of the general nature of what was agreed to if an agreement was reached, or 
any other comments: Parties discussed a proposed amendment to claims 14 and 15 that does not alter the 
scope of the claims, but rather simply includes all of the features of the parent claims. Because claims 14 
and 15 were previously found allowable, the examiner indicated that the rewritten versions of the same 
claims, which are identical in scope, would likewise be considered allowable. Parties briefly discussed 
proposed dependent claims 16-20, which contain the language found in previously-presented dependent 
claims. The examiner indicated that such proposed claims would be entered for the purpose of appeal if 
submitted in a formal response. Patent Owner's representatives asked whether it would be possible to 
somehow split the proceeding into two separate proceedings in order to preserve the allowable subject 
matter while appealing the rejected claims. The examiner was unable to suggest a proper procedure for 
doing so, but indicated allowed claims would naturally remain in the case upon appeal of the rejected claims. 
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EXAMINER INTERVIEW AGENDA 

App. No.: 90/014,507 
Title: Method of utilizing forced alerts for interactive remote communications 
Examiners: Eric B. Kiss, Nick Corsaro, Andrew J. Fischer 
Time: 11:00 AM on 9/13 
Patent Owner's Representatives: Jialin Zhong, Vincent Rubino, Enrique Iturralde 

Agenda: to discuss: 

1. Entry of proposed amendments to claims 14-15 and new claims 16-21. 

Proposed amendments: 

14. (New, amended) A communication system for transmitting, receiving, confirming receipt, 

and responding to an electronic message, comprising: a predetermined network of participants, 
wherein each participant has a similarly equipped PD A/cell phone that includes a CPU and a 
touch screen display a CPU and memory; a data transmission means that facilitates the 
transmission of electronic files between said PD A/cell phones in different locations; a sender 
PDA/cell phone and at least one recipient PD A/cell phone for each electronic message; a forced 
message alert software application program including a list of required possible responses to be 
selected by a participant recipient of a forced message response loaded on each participating 
PDA/cell phone; means for attaching a forced message alert software packet to a voice or text 

message creating a forced message alert that is transmitted by said sender PD A/cell phone to the 
recipient PD A/cell phone, said forced message alert software packet containing a list of possible 
required responses and requiring the forced message alert software on said recipient PDA/cell 
phone to transmit an automatic acknowledgment to the sender PD A/cell phone as soon as said 
forced message alert is received by the recipient PDA/cell phone; means for requiring a required 
manual response from the response list by the recipient in order to clear recipient's response list 
from recipient's cell phone display; means for receiving and displaying a listing of which 
recipient PDA/cell phones have automatically acknowledged the forced message alert and which 

recipient PDA/cell phones have not automatically acknowledged the forced message alert; means 
for periodically resending said forced message alert to said recipient PDA/cell phones that have 
not automatically acknowledged the forced message alert; means for receiving and displaying a 
listing of which recipient PD A/cell phones have transmitted a manual response to said forced 
message alert and details the response from each recipient PDA/cell phone that responded; and 
means for displaying a geographical map with georeferenced entities on the display of the sender 
PDA/cell phone; means for obtaining location and status data associated with the recipient 
PDA/cell phone; and means for presenting a recipient symbol on the geographical map 
corresponding to a correct geographical location of the recipient PD A/cell phone, wherein the 

forced message alert software application program on the recipient PDA/cell phone includes: 
means for transmitting the acknowledgment of receipt to said sender PD A/cell phone 
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immediately upon receiving a forced message alert from the sender PD A/cell phone; means for 
controlling of the recipient PD A/cell phone upon transmitting said automatic acknowledgment 
and causing, in cases where the force message alert is a text message, the text message and a 
response list to be shown on the display of the recipient PD A/cell phone or causes, in cases 
where the forced message alert is a voice message, the voice message being periodically repeated 

by the speakers of the recipient PD A/cell phone while said response list is shown on the display; 
means for allowing a manual response to be manually selected from the response list or manually 
recorded and transmitting said manual response to the sender PDA/cell phone; and means for 
clearing the text message and a response list from the display of the recipient PD A/cell phone or 
stopping the repeating voice message and clearing the response list from the display of the 
recipient PDA/cell phone once the manual response is transmitted. 

15. (New, amended) A method ofreceiving, acknowledging and responding to a forced message 
alert from a sender PD A/cell phone to a recipient PDA/cell phone, wherein the receipt, 

acknowledgment, and response to said forced message alert is forced by a forced message alert 
software application program, said method comprising the steps of: receiving an electronically 
transmitted electronic message; identifying said electronic message as a forced message alert, 
wherein said forced message alert comprises of a voice or text message and a forced message 
alert application software packet, which triggers the activation of the forced message alert 
software application program within the recipient PDA/cell phone; transmitting an automatic 
acknowledgment of receipt to the sender PD A/cell phone, which triggers the forced message 
alert software application program to take control of the recipient PD A/cell phone and show the 

content of the text message and a required response list on the display recipient PD A/cell phone 
or to repeat audibly the content of the voice message on the speakers of the recipient PD A/cell 
phone and show the required response list on the display recipient PDA/cell phone; and 
transmitting a selected required response from the response list in order to allow the message 
required response list to be cleared from the recipient's cell phone display, whether said selected 
response is a chosen option from the response list, causing the forced message alert software to 
release control of the recipient PD A/cell phone and stop showing the content of the text message 
and a response list on the display recipient PDA/cell phone and or stop repeating the content of 
the voice message on the speakers of the recipient PD A/cell phone; displaying the response 

received from the PDA cell phone that transmitted the response on the sender of the forced alert 
PD A/cell phone; providing a list of the recipient PD A/cell phones have automatically 
acknowledged receipt of a forced alert message and their response to the forced alert message; 
and displaying a geographical map with georeferenced entities on the display of the sender 
PDA/cellphone; obtaining location and status data associated with the recipient PDA/cellphone; 
and presenting a recipient symbol on the geographical map corresponding to a correct 
geographical location of the recipient PD A/cellphone based on at least the location data. 

16. (New) The system as in claim 14, wherein said data transmission means is TCP/IP or another 

communications protocol. 
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17. (New) The system as in claim 14, wherein the response list that is transmitted within the 

forced message alert software packet is a default response list that is embedded in the forced 

message alert software application program. 

18. (New) The system as in claim 14, wherein the response list that is transmitted within the 

forced message alert software packet is a custom response list that is created at the time the 

specific forced message alert is created on the sender PDA/cell phone. 

19. (New) The method as in claim 15, wherein each PDA/cell phone within a predetermined 

communication network is similarly equipped and has the forced message alert software 

application program loaded on it. 

20. (New) The method as in claim 15, wherein said forced message alert application software 

packet contains a response list, wherein said response list is a default list embedded in the forced 

message alert software application program. 

21. (New) The method as in claim 15, wherein said forced message alert application software 

packet contains a response list, wherein said response list is a custom response list that is created 

at the time the specific forced message alert is created on the sender PDA/cell phone. 

Date: September 12, 2021 /Jialin Zhong/ 
Jialin Zhong 
Reg. No.: 62,937 
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Application/Control Number: 90/014,507 
Art Unit: 3992 

FINAL ACTION 

Claims 2 and 10-13 of U.S. Pat. 8,213,970 are under reexamination. 

Page 2 

The reply filed June 3, 2021, has been received and entered. The patent owner has proposed 

new claims 14 and 15. Claims 2 and 10-15 are pending. 

Extensions of time under 37 CFR l.136(a) will not be permitted in these proceedings because 

the provisions of 37 CFR 1.136 apply only to "an applicant" and not to parties in a reexamination 

proceeding. Additionally, 35 U.S.C. 305 requires that ex parte reexamination proceedings "will be 

conducted with special dispatch" (37 CFR l.550(a)). Extensions of time in ex parte reexamination 

proceedings are provided for in 37 CFR l.550(c). 

The patent owner is reminded of the continuing responsibility under 37 CFR l.565(a) to apprise 

the Office of any litigation activity, or other prior or concurrent proceeding, involving Patent 8,213,970 

throughout the course of this reexamination proceeding. The third party requester is also reminded of 

the ability to similarly apprise the Office of any such activity or proceeding throughout the course of this 

reexamination proceeding. See MPEP §§ 2207, 2282 and 2286. 

Related Proceedings 

The examiner is aware of the following related matters: 

The '970 patent is currently involved in the litigation styled AGIS Software Dev., LLC v. Google 

LLC, Case No. 2:19-cv-00361 (E.D. Tex.), which was filed on November 4, 2019. 

The '970 patent was involved in an Inter Portes Review of claims 1 and 3-9, in which a Final 

Written Decision found the challenged claims unpatentable. See Google LLC v. AGIS Software Dev., LLC, 

IPR2018-01079, Final Written Decision (P.T.A.B. Nov. 19, 2019). A Notice of Appeal to the United States 

Court of Appeals for the Federal Circuit was filed on January 21, 2020. The Federal Circuit affirmed the 

decision of the Patent Trial and Appeal Board. AGIS Software Dev., LLC v. Google LLC, No. 2020-1401, 

slip op. (Fed. Cir. Feb. 4, 2021). 
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Application/Control Number: 90/014,507 
Art Unit: 3992 

Requests for Ex Porte Reexamination have been filed for commonly-assigned U.S. Pats. 

9,408,055; 9,445,251; and 9,467,838. 

Page 3 

Petitions for Inter Portes Review of commonly-assigned U.S. Pat. 9,820,123 have also been filed. 

Patents and Publications Cited in the Request 

The request cites the following prior art patents and printed publications: 

1) U.S. Pat. App. Pub. 2006/0218232 (Kubala); 

2) U.S. Pat. 6,854,007 (Hammond); 

3) U.S. Pat. 5,325,310 (Johnson); and 

4) U.S. Pat. 5,742,905 (Pepe). 

Response to Amendment 

The amendment filed June 3, 2021, is objected to as failing to comply with 37 CFR § l.530(e), 

which requires an explanation of the support in the disclosure of the patent for the changes to the 

claims made by the amendment paper. 

Additional Evidence Considered 

The Declaration of David Hilliard Williams, filed by the third party requester, has been 

considered. 

The Declaration of Dr. Loren Terveen, filed by the patent owner, has been considered. 

Response to Arguments 

Disavowal of claim scope 

The patent owner contends: 

As an additional preliminary matter, the representative claim 2 of the '970 patent do 
not cover email messages. In particular, the claimed forced message alerts are not email 
messages. For the purposes of clarity, and to the extent any parties have incorrectly 
interpreted the claim term forced message alerts to mean email messages, Patent 
Owner expressly disavows the claim scope for email messages. The Kubala reference 
concerns email messages and the Kubala embodiments relied upon in the Office Action 
describe only email messages. Kubala, as applied in the Office Action, is thus 
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inapplicable to the inventions in Claims 2 and 10-13 of the '970 patent. See Terveen 
Deel. at ,J,J 14-15, 17-18. 

(Remarks at 9 (emphasis added).) 

Page 4 

Applicant may rebut the presumption of plain meaning by clearly disavowing the full scope of 

the claim term in the specification. Disavowal, or disclaimer of claim scope, is only considered when it is 

clear and unmistakable. See SciMed Life Sys., Inc. v. Advanced Cardiovascular Sys., Inc., 242 F.3d 1337, 

1341, 58 USPQ2d 1059, 1063 (Fed.Cir.2001) ("Where the specification makes clear that the invention 

does not include a particular feature, that feature is deemed to be outside the reach of the claims of the 

patent, even though the language of the claims, read without reference to the specification, might be 

considered broad enough to encompass the feature in question."). 

An applicant may not add a special definition or disavowal after the filing date of the 

application. MPEP 2173.01(1). However, an applicant may point out or explain in remarks where the 

specification as filed contains a special definition or disavowal. Id. 

Here, the patent owner's attempted disavowal is ineffective because the specification as filed 

contains no clear and unmistakable language indicating such a disavowal. 

Claim 2 - Kubala and "means for controlling" 

The patent owner contends that because Kubala requires a user to open an email message 

containing a mandatory response flag in order to initiate the requirement for the recipient to respond, 

there is no teaching of a "means for controlling" which "cause[s] ... the text message and a response 

list to be shown on the display of the recipient PDA/cell phone," as required by claim 2, (see Remarks at 

10-12). The patent owner further contends that Kubala's email application does not "take control" to 

display the text message and response list, (see Remarks at 12-13). 

In the Final Written Decision in the Inter Portes Review of claims 1 and 3-9 of the '970 patent, 

the Patent Trial and Appeal Board discussed the "taking control" aspect of claim 2 (in rejecting the 
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patent owner's contention that claim 1 required "taking control of the device until a response is made, 

and then releasing control of the device," the Board noted that claim 2 explicitly recites "means for 

controlling a PDA/cell phone, supporting our determination that claim 1 does not require taking control 

of a PDA/cell phone"). Google LLC v. AGIS Software Dev., LLC, IPR2018-01079, Final Written Decision 

(P.T.A.B. Nov. 19, 2019), pp. 51-52. The Board discussed the proper interpretation of the "taking 

control" aspect of the invention, noting that "[e]ven if we were to agree with Patent Owner that claim 1 

requires taking control of a PDA/cell phone, this would not alter the outcome of our Final Decision." Id. 

at 52. The Board reasoned: 

In light of the claim language and Specification, we would interpret the forced message 
alert software application program "effectively tak[ing] control" of a PDA/cell phone to 
mean that the application program does not allow a recipient to clear a text message 
and response list or stop a voice message from repeating until the recipient selects a 
response, because this is the only written description associated with taking control of a 
PDA/cell phone. ['970 patent, 9:46-54, Claim 2; see also '970 patent at 8:52-57] 
(explaining that when the recipient selects a response, the application program 
"releases control" of the recipient device, clearing the display and stopping repeating 
the voice message). The Specification offers no support for a broader interpretation of 
taking control of a PDA/cell phone. 

Under the hypothetical interpretation in the preceding paragraph, we would find 
Petitioner has made a persuasive showing because, as we discussed above, Petitioner 
has shown Kubala teaches requiring a required manual response from the response list 
by the recipient in order to clear recipient's response list from recipient's cell phone 
display. We note that a finding that Kubala teaches e-mail application 206 taking control 
of a PDA/cell phone would be further supported by Kubala's disclosure that "the user 
must reply to the received e-mail in some manner before the e-mail application will 
allow the user to perform some other action." [Kubala] ,i 53 (emphasis added). 

When asked why a skilled artisan wouldn't have understood "taking control" to be 
limited to the only written description in the Specification of what happens when the 
application program effectively takes control of a PDA (i.e., ['970 patent], 8:39-51 and 
corresponding portion of Figure 4), Patent Owner responded that "taking control" must 
mean more because Figure 4 states "the forced voice alert software takes control of the 
recipient's cell phone ... and causes" display of the text message or repeating the voice 
message until a response is sent-the "and" indicating taking control must mean 
something other than displaying the text message or repeating the voice message until 
a response is sent, according to Patent Owner. [Hearing Tr.] 36:18-37:25. Patent 
Owner's position appeared to be that because "taking control" must mean more than 
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what is described at 8:39-51 and corresponding portion of Figure 4, and because the 
Specification doesn't explicitly describe any other form of taking control, taking control 
could be so broad as to include physically grabbing a phone away from someone's 
hands. Id. If we were to consider this belated argument, we would reject Patent Owner's 
conclusion that "take control" is so broad. The broadest reasonable interpretation of a 
claim that invokes 35 U.S.C. § 112, ,i 6 is the structure, material, or act described in the 
specification as performing the entire claimed function and equivalents thereof. In re 
Donaldson Co., 16 F.3d 1189, 1193 (Fed. Cir. 1994) (en bane). Therefore, we would not 
interpret limitation 1.6 more broadly than what is described in the Specification as 
taking control of a PDA. As we discussed above, the only possible description of taking 
control of a PDA/cell phone is at 8:39-51 and the corresponding portion of Figure 4. 

Id. at 52-54. 

Page 6 

Although claims 2 and 10-13 were not before the PTAB in the IPR proceeding, the examiner 

arrived at similar findings here. Specifically, the examiner finds that the "taking control" aspect of the 

invention, as recited in claims 2 and 10, is supported only by col. 8, lines 39-51, and the corresponding 

portions of Fig. 4 of the '970 patent, and the forced message alert software application program 

"effectively tak[ing] control" of a PDA/cell phone means that the application program does not allow a 

recipient to clear a text message and response list or stop a voice message from repeating until the 

recipient selects a response. The examiner maintains that Kubala teaches such "taking control." Kubala 

teaches requiring a required manual response from the response list by the recipient in order to clear 

recipient's response list from recipient's cell phone display, and further, Kubala discloses that "the user 

must reply to the received e-mail in some manner before the e-mail application will allow the user to 

perform some other action." See Kubala at ,i 53. 

Claim 10 - Kubala and "take control" 

Regarding claim 10, the patent owner contends that Kubala does not teach "tak[ing] control of 

the recipient PDA/cell phone," (Remarks at 13). This argument has been addressed above and is 

unpersuasive for reasons already stated. 
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Claim 10 - Kubala and "release control" 
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The patent owner additionally contends that Kubala does not teach the communication system 

causing the forced message alert software to release control of the recipient PDA/cell phone, (Remarks 

at 14-15). 

Kubala discloses "causing the forced message alert software to release control of the recipient 

PDA/cell phone" as claimed. For example, each of the embodiments that Kubala explicitly discloses and 

suggests "represent[s] a different way of attempting to fulfill a request from the sender of the original 

message that the recipient should or must provide a reply message in response to the original message." 

Kubala at ,i [0054]. In particular, Kubala discloses that "the user must reply to the received e-mail 

message in some manner before the e-mail application will allow the user to perform some other 

action." Id. at ,i [0053]. The plain language of Kubala suggests that a user is (1) not allowed to perform 

some other action before replying to the received e-mail message in some manner, and (2) allowed to 

perform some other action after replying to the received e-mail message in some manner. Thus, Kubala 

teaches both "tak[ing] control" and "releas[ing] control" as claimed. 

Disavowal of claim scope and enablement of Kubala 

As noted above, the patent owner's attempted disavowal of claim scope is ineffective. Patent 

owner's contention that the Kubala reference's disclosure is only enabled as to email applications for 

email messages and does not disclose how to carry out a mandatory response flag for any other types of 

messages that are not email messages, (Remarks at 15-16), is not persuasive because the patent 

owner's showing is not commensurate in scope with the claims. Email messaging is reasonably within 

the scope of the claims. The patent owner has admitted that Kubala is enabling for carrying out 

mandatory response flags for email messages, (see id.), which is sufficient to show that Kubala is 

enabling as applied in the claim rejections. 
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The patent owner contends that because Hammond requires that "the recipient accesses and 

reviews a message," there is no teaching of a "means for controlling" which "cause[s] ... the text 

message and a response list to be shown on the display of the recipient PDA/cell phone," as required by 

claim 2, (see Remarks at 17-20). The patent owner further contends that Hammond's system does not 

"take control" to display the text message and response list, (see Remarks at 19-20). 

In response to applicant's arguments against the references individually, one cannot show 

nonobviousness by attacking references individually where the rejections are based on combinations of 

references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 

231 USPQ 375 (Fed. Cir. 1986). 

Claims 2 and 10-13 are rejected based on the combination of Hammond, Pepe, and Johnson. As 

noted in the previous Office action, and maintained below, Pepe discloses the structure and Hammond 

and Johnson disclose the claimed function of the "means for controlling ... " limitation. First, Johnson 

discloses "controlling of the recipient PDA/cell phone upon transmitting said automatic 

acknowledgment" as claimed. For example, Johnson's electronic mail object takes control of a device 

and response must be provided by a recipient in order to clear a received message from recipient's 

display. See Johnson at 4:27-31 ("[T]he sender of the electronic mail object may mark or associate an 

attribute with the electronic mail object such that it cannot be exited out of until the appropriate reply 

has been made."); see also id. at 4:18-42. 

Second, Hammond discloses "causing, in cases where the force message alert is a text message, 

the text message and a response list to be shown on the display of the recipient PDA/cell phone or 

causes, in cases where the forced message alert is a voice message, the voice message being periodically 

repeated by the speakers of the recipient PDA/cell phone while said response list is shown on the 

display" as claimed. For example, Hammond explains that "electronic messages" can include email, text, 
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and voice messages. Hammond at 1:13-16, 1:21-26. Hammond's "system tracks whether each message 

has been delivered and reviewed by to [sic] each recipient, and uses the message information to resend 

the messages whose delivery or review is not confirmed." Id. at 2:47-50; see also id. at Abstract, 2:1-8, 

4:21-28, 5:6-20, 6:66-7:63, 10:48-63, Figs. 2, 3A-3B, 4, SA-SB. 

Third, Pepe discloses the claimed structure required by this means-plus-function limitation. For 

example, Pepe discloses the "application software residing in the PDA'' that is described in Pepe by "the 

screens displayed on a PCI subscriber's PDA." Pepe at 34:10-15; see also id. at 5:17-20 ("The application 

residing in the PDA is described in FIGS. 28-45, which illustrate exemplary screens displayed to a PCI 

subscriber using a wireless PDA."), 34:9-36:51, Figs. 28-45. Specifically, Pepe's Figures 42 and 45 are 

exemplary screens that may appear when a user wants to edit a message to be sent to another PDA/cell 

phone. Each of these screens includes a list of possible responses (i.e., box 710 in Figure 42 and box 734 

in Figure 45) that can be selected by the user to send in response to a received message. See id. at 

36:16-20, 36:38-51. 

Claim 10 - Hammond/Pepe/Johnson and "take control" 

Regarding claim 10, the patent owner contends that Hammond does not teach "tak[ing] control 

of the recipient PDA/cell phone," (Remarks at 20). This argument has been addressed above and is 

unpersuasive for reasons already stated. 

Claim 10 - Hammond/Pepe/Johnson and "release control" 

The patent owner additionally contends that the combination of Hammond, Pepe, and Johnson 

does not teach the communication system causing the forced message alert software to release control 

of the recipient PDA/cell phone, (Remarks at 20-22). 

Page 57



Application/Control Number: 90/014,507 
Art Unit: 3992 

Page 10 

As set forth in the previous Office action, and maintained below, Johnson discloses "which 

triggers the ... application program to take control of the recipient PDA/cell phone" as claimed. For 

example, Johnson states that "[t]he recipient of the electronic mail object is prompted for a specific 

response in response to the recipient opening an electronic mail object and is prohibited from 

performing a selected action until the specific response has been entered by the recipient." Johnson at 

Abstract. Thus, Johnson demonstrates that the email application takes control of a recipient device until 

the recipient provides a specific response. As Johnson takes control until an appropriate reply is made as 

described above, Johnson also releases control once the reply is made. Johnson at 4:11-42. 
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Claim Rejections - 35 USC § 103 

In the event the determination of the status of the application as subject to AIA 35 U.S.C. 102 

and 103 (or as subject to pre-AIA 35 U.S.C. 102 and 103) is incorrect, any correction of the statutory 

basis for the rejection will not be considered a new ground of rejection if the prior art relied upon, and 

the rationale supporting the rejection, would be the same under either status. 

The following is a quotation of pre-AIA 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102, if the differences between the subject matter sought to be patented and the 

prior art are such that the subject matter as a whole would have been obvious at the time the 

invention was made to a person having ordinary skill in the art to which said subject matter pertains. 

Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2 and 10-13 are rejected under pre-AIA 35 U.S.C. 103{a) as being unpatentable over 

Kubala and Hammond. 

The claim chart below discusses relevant teachings of the prior art corresponding to the claim 

elements. 

Claims Prior Art 

2. [A communication system for transmitting, Kubala discloses a communication system for 
receiving, confirming receipt, and responding to transmitting, receiving, and responding to an 
an electronic message, comprising:] electronic message. See Kubala at ,i [0054], 

Abstract. 

Kubala also discloses that the communication 
system was known to "generate return receipts 
to the sender when the sender's e-mail message 
is received at its intended destination or when 
the recipient opens the e-mail message, thereby 
providing an acknowledgment that a particular 
message has been received and/or opened. Id. at 
,J[0006]. 

[a predetermined network of participants, Kubala discloses a predetermined network of 
wherein each participant has a similarly equipped participants, which includes a plurality of 
PDA/cell phone that includes a CPU and a touch personal digital assistants 107, 112. Kubala at 
screen display a CPU and memory;] ,J,J[0026]-[0027], Fig. lA. 
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[a data transmission means that facilitates the 
transmission of electronic files between said 
PDA/cell phones in different locations;] 

[a sender PDA/cell phone and at least one 
recipient PDA/cell phone for each electronic 
message;] 

[a forced message alert software application 
program including a list of required possible 
responses to be selected by a participant 
recipient of a forced message response loaded on 
each participating PDA/cell phone;] 

Page 12 

Each PDA/cell phone includes at least one CPU 
122, a memory 124, 126, and a user interface 
adapter 148, which Kubala describes as being 
coupled to a touch-screen display. Id. at 
,i,i [0029]-[0030], Fig. 1B. 

Kubala supports a network 109, a client 110, and 
PDAs/cell phones 112 that (1) "communicate 
with one another" using, for example, TCP/IP or 
(2) "directly transfer data between themselves" 
using, for example, "Bluetooth™ wireless 
technology or WiFi technology (IEEE 802.11)." 
Kubala at ,i,i [0026]-[0027], Fig. lA. 

Kubala discloses a plurality of PDAs/cell phones 
that communicate with each other. Kubala at ,i,i 
[0027], [0032]-[0033], Fig. lA. In other words, 
one PDA/cell phone sends an electronic message 
(i.e., "a sender PDA/cell phone") and another 
PDA/cell phone receives it (i.e., a "recipient 
PDA/cell phone"). 

Kubala Figure 2 illustrates an enhanced email 
application 208 that includes a mandatory
response functional unit 212. The combined 
enhanced email application 208 and mandatory
response functional unit 212 read on the claimed 
"forced message alert software application 
program." Referring to Figure 2, Kubala explains 
that the mandatory-response functional unit 212 
provides an email message 218 in response to an 
email message 214 with manadatory-response 
flag 216. Kubala at ,i [0035]; see also id. at ,i,i 
[0013], [0033], [0036]. 

Kubala also discloses the claimed "list of possible 
responses to be selected by a participant 
recipient of a forced message response loaded on 
each participating PDA/cell phone." Kubala's 
Figure 11C shows an example of alerting a user 
by displaying a menu 1120 of possible responses 
to a sender's message. Kubala explains that a 
recipient's selection of one of the "quick 
response[s]" in menu 1120 fulfills "the sender's 
request that the recipient is required to provide a 
mandatory response." Kubala at ,i,i [0022], 
[0047], [0057]; see also id. at ,i,i [0054]-[0055]. 
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[means for attaching a forced message alert 
software packet to a voice or text message 
creating a forced message alert that is 
transmitted by said sender PDA/cell phone to the 
recipient PDA/cell phone, said forced message 
alert software packet containing a list of possible 
required responses and requiring the forced 
message alert software on said recipient PDA/cell 
phone to transmit an automatic acknowledgment 
to the sender PDA/cell phone as soon as said 
forced message alert is received by the recipient 
PDA/cell phone;] 
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Kubala's Figure llA shows an example of alerting 
a user by displaying a warning message 1102 
when an e-mail message that contains a 
mandatory request flag is received, and that the 
recipient "must provide a reply message in 
response to the original message." Kuballa at 
,i,i [0054 ]. 

Kubala discloses an enhanced email application 
206 on a computing device (e.g., PDA) 202, as 
illustrated in Fig. 2. See Kubala at ,i,i [0033]
[0036]. 

Kubala discloses a mandatory-response flag 216 
that is attached to an email message 214, as 
illustrated in Fig. 2. Kubala explains that thee
mail message 214 may be a text message, 
voicemail message, audio message, video 
message, or other type of message. Kubala at ,i 
[0032]. Kubala also explains that "[m]andatory 
response flag 216 may be implemented in a 
variety of data formats .... " Id. at ,J[0035]; see 
also id. at ,i,i [0036]-[0041], [0054]-[0061], Figs. 
3-4. Thus, Kubala creates the claimed "forced 
message alert." For example, Kubala's 
mandatory-response flag 216 that is attached to 
email message 214 reads on "attaching a forced 
message alert software packet to a voice or text 
message creating a forced message alert" as 
claimed. 

Kubala also discloses the claimed "list of possible 
required responses." Kubala's Fig. llC illustrates 
an example of alerting a user by displaying a 
menu 1120 of possible responses that a recipient 
may choose from in order to respond to a 
sender's message. Kubala at ,i,i [0022], [0047], 
[0057]. And, Kubala discloses that, in one 
embodiment, the "text strings that are used as 
menu items" may be "extracted from the original 
e-mail message that was received from the 
sender .... " Id. at ,J[0057]; see also id. at ,i 
[0040]-[0041]. 

Moreover, Kubala teaches or suggests the 
claimed functionality of "requiring the forced 
message alert software on said recipient PDA/cell 
phone to transmit an automatic acknowledgment 

Page 61



Application/Control Number: 90/014,507 
Art Unit: 3992 

[means for requiring a required manual response 
from the response list by the recipient in order to 
clear recipient's response list from recipient's cell 
phone display;] 
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to the sender PDA/cell phone as soon as said 
forced message alert is received by the recipient 
PDA/cell phone." In fact, Kubala discloses that it 
was known "to generate return receipts to the 
sender when the sender's email message is 
received at its intended destination or when the 
recipient opens the e-mail message, thereby 
providing an acknowledgment that a particular 
message has been received." Kubala at ,i [0006]. 
Based on these teachings in Kubala, a person of 
ordinary skill in the art at the time of invention 
would have understood that the condition that 
causes the acknowledgement to be sent back to 
the sender is a configurable parameter which 
could be set to occur when the sender's email 
message is received at its intended destination 
or, in other words, as soon as it is received at the 
recipient's device. 

Kubala discloses an enhanced email application 
206 on a computing device (e.g., PDA) 202, as 
illustrated in Fig. 2. See Kubala at ,i,i [0033]-
[0036]. 

Kubala also discloses: "The e-mail application 
may indicate the presence of a mandatory 
response flag: using a message within a pop-up 
window; other information within a status bar; 
through the use of colors on a display screen; or 
through some other means of alerting the user." 
See Kubala at ,i [0047]. Again, Kubala discloses 
"diagrams that represent a set of GUI windows 
through which an e-mail application alerts a user 
by displaying warning messages and error 
messages to the user as a result of a user action 
when the e-mail application has an e-
mail message that contains a mandatory request 
flag." See id. at ,i [0022]. An example of the GUI 
window alert includes a menu of possible 
responses from which a recipient can choose. See 

id. at ,i,i [0047], [0057], Fig. llC (menu 1120) 
which satisfy the claimed "response list." 

Although the specific embodiment illustrated in 
Figure llC shows that a user can "select 
'CANCEL' to close without sending a reply," 
Kubala also explicitly teaches that "the recipient 
can be prevented from closing a review of the 
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[means for receiving and displaying a listing of 
which recipient PDA/cell phones have 
automatically acknowledged the forced message 
alert and which recipient PDA/cell phones have 
not automatically acknowledged the forced 
message alert;] 

Page 15 

received e-mail message, from deleting the 
received e-mail message, and from exiting thee-
mail application until the recipient has responded 
to the received email message." Id. at ,i [0009], 
Fig. llC; see also id. at ,i [DOSS]. Moreover, 
Kubala also discloses that a recipient being 
required to respond to a mandatory-response 
message is a configurable feature. See id. at ,i,i 
[0009], [0054]-[00SS], [0059]-[0060]. For 
example, the recipient may be required to 
respond "when the recipient first reviews thee-
mail message." Id. at ,i [0060]. 

Kubala discloses an enhanced email application 
program 206, 208 that includes mandatory-
response functional unit 210, 212 on a PDA. See 
Kubala at ,i,i [0033]-[0036], Fig. 2. 

Kubala further explains that it was known to 
automatically acknowledge receipt of an 
electronic message. See id. at ,J[0006]. 
In addition, Kubala explicitly discloses that the 
receiving e-mail application may collect and 
record information about the manner in which 
the recipient responds to an e-mail message that 
has a mandatory-response flag. The information 
may include mandatory-response return-status 
codes included within the reply e-mail. Id. at ,i,i 
[OOS0]-[0051], [0061], Fig. 9. A person of ordinary 
skill in the art at the time of invention would have 
known that a listing of the recorded information 
regarding the responses or automatic 
acknowledgements were accessible. 

To the extent it is argued that Kubala does not 
teach this limitation, Hammond also states that 
"the recipient computer systems provide receipts 
when messages are received and when messages 
are reviewed .... " Hammond at 5:20-23; see 

also id. at Abstract, 2:11-18. 
These acknowledgement receipts are tracked in 
Hammond's Message Tracking Tables, as 
depicted in Figure 2 and are described 
throughout the specification. See id. at 3:1-
4:28, 5:31-37, 6:56-8:45, 10:6-22. 

A person of ordinary skill in the art at the time of 
invention would have been motivated to 
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[means for periodically resending said forced 
message alert to said recipient PDA/cell phones 
that have not automatically acknowledged the 
forced message alert; and] 
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combine Hammond with Kubala based on the 
disclosures in the references themselves, 
particularly as they relate to exchanging and 
tracking recipient-device acknowledgements. 
Again, Kubala generally discloses that it was 
known to provide acknowledgement receipts,, 
see Kubala at ,i [0006], and record details 
about the responses to the emails with 
mandatory-response flags. Hammond also 
discloses acknowledgement receipts and how to 
track these acknowledgement receipts. Because 
these disclosures in Kubala and Hammond are 
directed to tracking responses to mandatory-
responses messages, these disclosures would 
have motivated a person of ordinary skill in the 
art to combine Hammond and Kubala. Moreover, 
it would have been obvious to one of ordinary 
skill in the art at the time of invention to utilize 
the tracking tables of Hammond with the system 
of Kubala in order to manage response tracking 
information in a known effective way. 

Kubala discloses an enhanced email application 
208 that includes mandatory-response functional 
unit 212 on a PDA. See Kubala at ,i,i [0033]-
[0036], Fig. 2. 

Kubala discloses that when a reply to an email 
message with an associated mandatory-response 
flag has not been made, the enhanced email 
application 208 loops back to alert the recipient 
via 1012, as illustrated in Figure 10. The looping 
back at 1012 has the effect of resending the 
message to the user until the user replies to the 
received e-mail message as required. See Kubala 
at ,J [0053], Fig. 10. 

To the extent that it is argued that Kubala does 
not teach this limitation, Hammond's "system 
tracks whether each message has been delivered 
and reviewed by to [sic] each recipient, and uses 
the message information to resend the messages 
whose delivery or review is not confirmed." 
Hammond at 2:47-50; see also id. at Abstract, 
2:1-8, 4:21-28, 5:5-6:20, 6:66-7:63, 10:48-63, Figs. 
2, 3A, 3B, 4, SA, SB. 
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[means for receiving and displaying a listing of 
which recipient PDA/cell phones have 
transmitted a manual response to said forced 
message alert and details the response from each 
recipient PDA/cell phone that responded.] 

... wherein the forced message alert software 
application program on the recipient PDA/cell 
phone includes: 

means for transmitting the acknowledgment of 
receipt to said sender PDA/cell phone 
immediately upon receiving a forced message 
alert from the sender PDA/cell phone; 

Page 17 

Kubala discloses an enhanced email application 
206, 208 and a mandatory-response functional 
unit 210, 212 on a PDA, which together are 
designed to receive and display a listing of which 
recipient PDA/cell phones have transmitted a 
manual response to said forced-message alert, 
and details the response from each recipient 
PDA/cell phone that responded. See Kubala at 
,i,i [0033]-[0036], [00S0]-[0051], [0061], Fig. 2. 

Kubala's Figure 2 shows that a sending PDA (e.g., 
computing device 202) can receive and display a 
response (e.g., email message 218) from a 
recipient PDA (e.g., computing device 204). See 

Kubala at ,i,i [0026]-[0041]. 

Kubala also discloses "receiving and displaying a 
listing of which recipient PDA/cell phones have 
transmitted a manual response to said forced 
message alert." For example, Kubala states that 
the receiving e-mail application 208 may collect 
and record information about the manner in 
which the recipient responds to an e-mail 
message that has a mandatory-response flag. The 
information may include mandatory-response 
return-status codes included within the reply e-
mail. Kubala at ,i,i [00S0]-[0051], [0061], Fig. 9. 

A person of ordinary skill in the art at the time of 
invention would have known that a listing of the 
recorded information regarding the responses to 
e-mail messages were available and accessible. 

Kubala discloses the claimed "forced message 
alert software application program" as a 
combination of an enhanced email application 
208 and mandatory response functional unit 212, 
on a receiving computing device (e.g., PDA) 204, 
as illustrated in Figure 2. 

Kubala discloses the combination of an enhanced 
email application 208 and mandatory response 
functional unit 212 on a recipient computing 
device 204 (e.g., PDA), as illustrated in Figure 2. 
See Kubala at ,i,i [0033]-[0036]. 

Kubala discloses that it was known "to generate 
return receipts to the sender when the sender's 
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means for controlling of the recipient PDA/cell 
phone upon transmitting said automatic 
acknowledgment and causing, in cases where the 
force message alert is a text message, the text 
message and a response list to be shown on the 
display of the recipient PDA/cell phone or causes, 
in cases where the forced message alert is a voice 
message, the voice message being periodically 
repeated by the speakers of the recipient 
PDA/cell phone while said response list is shown 
on the display; 
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email message is received at its 
intended destination or when the recipient opens 
the e-mail message, thereby providing an 
acknowledgment that a particular message has 
been received." Kubala at ,i [0006]. 

Based on these teachings in Kubala, a person of 
ordinary skill in the art at the time of invention 
would have understood that the condition that 
causes the acknowledgement to be sent back to 
the sender is a configurable parameter which 
could be set to occur when the sender's email 
message is received at its intended destination 
or, in other words, as soon as it is received at the 
recipient's device. 

Kubala discloses the combination of an enhanced 
email application 208 and mandatory response 
functional unit 212 on a recipient computing 
device 204 (e.g., PDA). Kubala at ,i,i [0033]-
[0036], Fig. 2. 

Kubala discloses the required function of 
"controlling ... the recipient PDA/cell phone upon 
transmitting said automatic acknowledgment." 
As discussed above, Kubala discloses various 
embodiments for requiring a response to an "e-
mail message." And Kubala explains that 
its disclosure is not limited to only emails; 
instead, according to Kubala, "an e-mail message 
comprise various types of electronic messages, 
e.g., text messages, instant messages, fax 
messages, voicemail messages, video messages, 
audio messages, and other types of messages." 
Kubala at ,i [0032]. Each of the embodiments 
that Kubala explicitly discloses and suggests 
"represents] a different way of attempting to 
fulfill a request from the sender of the original 
message that the recipient should or must 
provide a reply message in response to the 
original message." Id. at ,i [0054]. In particular, 
Kubala discloses that "the user must reply to the 
received e-mail message in some manner before 
the e-mail application will allow the user to 
perform some other action." Id. at ,i [0053]. 

Although the specific embodiment illustrated in 
Figure llC shows that a user can "select 
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'CANCEL' to close without sending a reply," 
Kubala also explicitly teaches that "the recipient 
can be prevented from closing a review of the 
received e-mail message, from deleting the 
received e-mail message, and from exiting the e
mail application until the recipient has responded 
to the received email message." Kubala at ,i 
[0009], Fig. llC; see also id. at ,J [DOSS]. 
Moreover, Kubala also discloses that a recipient 
being required to respond to a mandatory
response message is a configurable feature. See 
id. at ,i,i [0054]-[00SS], [0059]-[0060]. For 
example, the recipient may be required 
to respond "when the recipient first reviews the 
e-mail message." Id. at ,i [0060]. 

Kubala's Figure llA (reproduced below) shows 
an example of alerting a user by displaying a 
warning message 1102 when an e-mail message 
that contains a mandatory request flag 
is received, and shows that the recipient "must 
provide a reply message in response to the 
original message." Id. at ,i [0054]. 

Kubala teaches or suggests the claimed 
requirement of "causing, in cases where the 
force[d] message alert is a text message, the text 
message and a response list to be shown on 
the display of the recipient PDA/cell phone or 
causes, in cases where the forced message alert 
is a voice message, the voice message being 
periodically repeated by the speakers of the 
recipient PDA/cell phone while said response list 
is shown on the display." As set forth above, 
Kubala explains that e-mail message 214 may be 
a text message or a voicemail or audio message. 
Kubala at ,i [0032]. Kubala discloses that when a 
reply to an email message with an associated 
mandatory-response flag has not been made, the 
enhanced email application 208 loops back to 
alert the recipient via 1012, as illustrated in 
Figure 10. The looping back at 1012 has the effect 
of resending the message-that can be a text or 
voice message-to the user until the user replies 
to the received message as required. See id. at ,i 
[0053]; Fig. 10. 
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means for allowing a manual response to be 
manually selected from the response list or 
manually recorded and transmitting said manual 
response to the sender PDA/cell phone; and 
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To the extent that it is argued that Kubala does 
not teach this limitation, Hammond's "system 
tracks whether each message has been delivered 
and reviewed by to [sic] each recipient, and uses 
the message information to resend the messages 
whose delivery or review is not confirmed." 
Hammond at 2:47-50; see also id. at Abstract, 
2:1-8, 4:21-28, 5:5-6:20, 6:66-7:63, 10:48-63, Figs. 
2, 3A, 3B, 4, SA, SB. 

Kubala's Figure 2 shows that a receiving PDA 
(e.g., computing device 204) can receive email 
message 214 from a sender PDA (e.g., computing 
device 202). Kubala discloses an enhanced email 
application 208 and a mandatory-response 
functional unit 212 on a recipient PDA, 
which together are designed to receive and 
display a response list, and also transmit a 
selection from the response list to computing 
device 202-the sender PDA-via email message 
218. See Kubala at ,i,i [0033]-[0036], [0050]-
[0051], [0061], Fig. 2. 

Kubala states that the receiving e-mail 
application 208 may collect and record 
information about the manner in which the 
recipient responds to an e-mail message that has 
a mandatory-response flag. The information may 
include mandatory-response return-status codes 
included within the reply e-mail. Kubala at ,i,i 
[0041], [00S0]-[0051], [0061], Fig. 9. A person of 
ordinary skill in the art at the time of invention 
would have known that a listing of the recorded 
information regarding the responses to e-mail 
messages were available and accessible. 

Hammond also provides this disclosure. 
Hammond discloses a "Message Receipt Tracker 
component [that] attempts to identify when sent 
messages have been delivered to recipients 
and when sent messages have been reviewed by 
recipients." Hammond at 5:17-20; see also id.at 

5:20-6:55. Hammond's Figure 2 shows a Message 
Tracking Table that includes detailed information 
about electronic messages that have been read 
by recipients. See id. at 6:56-8:45. And Hammond 
discloses a Message Receipt Tracker routine, id. 
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means for clearing the text message and a 
response list from the display of the recipient 
PDA/cell phone or stopping the repeating voice 
message and clearing the response list from the 
display of the recipient PDA/cell phone once the 
manual response is transmitted. 

10. A method of receiving, acknowledging and 
responding to a forced message alert from a 
sender PDA/cell phone to a recipient PDA/cell 
phone, wherein the receipt, acknowledgment, 
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at Fig. 4, 10:5-47, and a Message Tracking Table 
Processor routine, id. at Figs. SA, SB, 10:48-11:48. 

Kubala discloses that a user can select a response 
from a menu of responses. Kubala's use of the 
term "email message" includes "text messages, 
instant messages, fax messages, voicemail 
messages, video messages, audio messages, and 
other types of messages." Kubala at ,i,i [0032]-
[0033], [0057], Fig. llC. 

Kubala also teaches the required function of 
"clearing the text message and a response list 
from the display of the recipient PDA/cell phone 
or stopping the repeating voice message 
and clearing the response list from the display of 
the recipient PDA/cell phone once the 
manual response is transmitted." For example, 
after selecting a response from menu 1120, a 
user presses the "INSTANT'' button 1118, which 
closes window 1112, thus clearing or stopping 
the text message, the repeating voice message, 
and a response list from the display of the 
recipient PDA, and generating a reply message. 
Kubala at ,i [0057]. Kubala explains: 

"INSTANT'' button 1118 closes window 
1112 and then creates a reply e-mail 
message with an automatically generated 
reply message in which the message 
body is predetermined or pre-configured; 
in this example, when "INSTANT'' 
button 1118 is selected, the e-mail 
application determines which menu item 
within menu 
1120 has been selected by the user as a 
quick response to the original e-mail 
message, thereby fulfilling the sender's 
request that the recipient is required 
to provide a mandatory response. 

Id.; see also id. at ,i,i [0033]-[0036], [0049], 
[0053]-[0054], Figs. 2, 8, 10, llC. 

Kubala discloses a "method of receiving, 
acknowledging and responding to a forced 
message alert from a sender PDA/cell phone to a 
recipient PD A/cell phone" as claimed. For 
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and response to said forced message alert is 
forced by a forced message alert software 
application program, said method comprising the 
steps of: 
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example, Kubala discloses a communication 
system for receiving, and responding to an 
electronic message. See Kubala at ,i 
[0054], Abstract. Kubala also discloses a plurality 
of PDAs/cell phones that communicate with each 
other. Id. at ,i,i [0027], [0032]-[0033], Fig. lA. In 
other words, one PDA/cell phone sends an 
electronic message (i.e., "a sender PDA/cell 
phone") and another PDA/cell phone receives it 
(i.e., a "recipient PDA/cell phone"). 

Kubala also discloses "wherein the receipt, 
acknowledgment, and response to said forced 
message alert is forced by a forced message alert 
software application program" as claimed. Kubala 
discloses that it was known to "generate return 
receipts to the sender when the sender's e-mail 
message is received at its intended destination or 
when the recipient opens the e-mail message, 
thereby providing an acknowledgement that a 
particular message has been received and/or 
opened." Kubala at ,i [0006]. 

Kubala's Figure 2 illustrates an enhanced email 
application 208 that includes a mandatory
response functional unit 212. The combined 
enhanced email application 208 and mandatory
response functional unit 212 read on the claimed 
"forced message alert software application 
program." Referring to Figure 2, Kubala explains 
that the mandatory-response functional unit 212 
provides an email message 218 in response to an 
email message 214 with a mandatory-response 
flag 216. As discussed above, the mandatory
response flag 216 attached to the email message 
214 reads on the claimed "forced message alert." 
Id. at ,i [0035]; see also id. at ,i,i [0013], [0036]. 

Kubala's Figure llA shows an example of alerting 
a user by displaying a warning message 1102 
when an e-mail message that contains a 
mandatory request flag is received, and that the 
recipient "must provide a reply message in 
response to the original message." Kubala at ,i 
[0054]. This demonstrates that the response to 
said forced message alert is forced by 
the combination of Kubala's enhanced email 
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receiving an electronically transmitted electronic 
message; 

identifying said electronic message as a forced 
message alert, wherein said forced message alert 
comprises of a voice or text message and a forced 
message alert application software packet, which 
triggers the activation of the forced message 
alert software application program within the 
recipient PDA/cell phone; 

transmitting an automatic acknowledgment of 
receipt to the sender PDA/cell phone, which 
triggers the forced message alert software 
application program to take control of the 
recipient PDA/cell phone and show the content 
of the text message and a required response list 
on the display recipient PDA/cell phone or to 
repeat audibly the content of the voice message 
on the speakers of the recipient PDA/cell phone 
and show the required response list on the 
display recipient PDA/cell phone; and 

application 208 and mandatory response 
functional unit 212. 

Page 23 

Kubala discloses the claimed forced message 
alert software application program as the 
combination of an enhanced email application 
208 and mandatory response functional unit 212 
on a receiving computing device 204 (e.g., 
receiving PDA) that receives email message 214, 
as illustrated in Figure 2. See Kubala at ,i,i [0033]
[0036]. 

The claimed "forced message alert [that] 
comprises of a voice or text message and a forced 
message alert application software packet" is met 
by Kubala's disclosure of email message 214 
and the mandatory response flag 216. Kubala 
explains that e-mail message 214 may be a text 
message, voicemail message, audio message, 
video message, or other type of message. Kubala 
at ,i [0032]. Kubala also explains that 
"[mandatory response flag 216 acts as an 
indicator ... to e-mail application 208 that e-mail 
message 214 should be handled as an important 
message with a required mandatory response. 
Mandatory response flag 216 may 
be implemented in a variety of data formats .... " 
Id. at ,i [0035]; see also id. at ,i,i [0036]-[0041], 
Figs. 3, 4. 

Kubala discloses "transmitting an automatic 
acknowledgment of receipt to the sender 
PDA/cell phone" as claimed. For example, Kubala 
discloses that it was known to "generate return 
receipts to the sender when the sender's e-mail 
message is received at its intended destination or 
when the recipient opens the e-mail 
message, thereby providing an acknowledgement 
that a particular message has been received 
and/or opened." Kubala at ,i [0006]. 

Kubala discloses "triggers the forced message 
alert software application program to take 
control of the recipient PDA/cell phone" as 
claimed. For example, Kuba la's Figure 2 illustrates 
an enhanced email application 208 that includes 
a mandatory-response functional unit 212 on 
computing device 204. The combined enhanced 
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email application 208 and mandatory-response 
functional unit 212 read on the claimed "forced 
message alert software application program to 
take control of the recipient PDA/cell phone." 
Referring to Figure 2, Kubala explains that the 
mandatory-response functional unit 210 provides 
an email message 218 in response to an email 
message 214 with a mandatory-response flag 
216. Id. at ,i [0035]; see also id. at ,i,i [0013], 
[0033], [0036]. 

Each of the embodiments that Kubala explicitly 
discloses and suggests "represent a different way 
of attempting to fulfill a request from the sender 
of the original message that the recipient should 
or must provide a reply message in response to 
the original message." Kubala at ,i [0054]. 
In particular, Kubala discloses that "the user must 
reply to the received e-mail message in 
some manner before the e-mail application will 
allow the user to perform some other action." Id. 
at ,i [0053]. 

Kubala also discloses the claimed "show the 
content of the text message and a required 
response list on the display recipient PDA/cell 
phone" as claimed. Kubala's Figure llC shows an 
example of displaying the content of a message 
and a menu 1120 of possible responses to a 
sender's message. 

Kubala also discloses "to repeat audibly the 
content of the voice message on the speakers of 
the recipient PDA/cell phone and show the 
required response list on the display recipient 
PDA/cell phone" as claimed. Kubala explains that 
e-mail message 214 may be a text message, or a 
voicemail or audio message. Kubala at ,i [0032]. 
And, Kubala states that a data processing system 
such as a PDA can include an "audio output 
system." Id.at ,i [0029]. Kubala discloses that 
when a reply to an email message with an 
associated mandatory-response flag has not been 
made, the enhanced email application 208 loops 
back to alert the recipient via 1012, as illustrated 
in Figure 10. The looping back at 1012 has the 
effect of resending the message to the user until 
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transmitting a selected required response from 
the response list in order to allow the message 
required response list to be cleared from the 
recipient's cell phone display, whether said 
selected response is a chosen option from the 
response list, causing the forced message alert 
software to release control of the recipient 
PDA/cell phone and stop showing the content of 
the text message and a response list on the 
display recipient PDA/cell phone and or stop 
repeating the content of the voice message on 
the speakers of the recipient PDA/cell phone; 
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the user replies to the received e-mail message 
as required. See id. at ,i [0053], Fig. 10. 

To the extent that it is argued that Kubala does 
not teach this limitation, Hammond's "system 
tracks whether each message has been delivered 
and reviewed by to [sic] each recipient, and uses 
the message information to resend the messages 
whose delivery or review is not confirmed." 
Hammond at 2:47-50; see also id. at Abstract, 
2:1-8, 4:21-28, 5:5-6:20, 6:66-7:63, 10:48-63, Figs. 
2, 3A, 3B, 4, SA, SB. 

Kubala discloses "transmitting a selected 
required response from the response list in order 
to allow the message required response list to 
be cleared from the recipient's cell phone display, 
whether said selected response is a chosen 
option from the response list, causing the forced 
message alert software to ... stop showing the 
content of the text message and a response list 
on the display recipient PDA/cell phone and or 
stop repeating the content of the voice message 
on the speakers of the recipient PDA/cell phone" 
as claimed. For example, Kubala discloses that a 
user can select a response from a menu of 
responses. Kubala's use of the term "email 
message" includes "text messages, instant 
messages, fax messages, voicemail messages, 
video messages, audio messages, and other types 
of messages." See Kubala at ,i,i [0032]-[0033], 
[0057], Fig. llC. 

After selecting a response from menu 1120, a 
user presses the "INSTANT'' button 1118, which 
closes window 1112, thus clearing or stopping 
the text message, the repeating voice message, 
and a response list from the display of the 
recipient PDA, and generating a reply message. 
Kubala at ,i [0057]. Kubala explains: 

"INSTANT'' button 1118 closes window 
1112 and then creates a reply e-mail 
message with an automatically generated 
reply message in which the message 
body is predetermined or pre-configured; 
in this example, when "INSTANT'' 
button 1118 is selected, the e-mail 
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displaying the response received from the PDA[/] 
cell phone that transmitted the response on the 
sender of the forced alert PDA/cell phone; and 
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application determines which menu item 
within menu 1120 has been selected by 
the user as a quick response to the 
original e-mail message, thereby fulfilling 
the sender's request that the recipient is 
required to provide a mandatory 
response. 

Id.; see also id. at ,i,i [0022], [0033]-[0036], 
[0047], [0049], [0053]-[0055], [0057], [0060], 
Figs. 2, 8, 10, llC. 

Kubala discloses "causing the forced message 
alert software to release control of the recipient 
PDA/cell phone" as claimed. For example, each of 
the embodiments that Kubala explicitly discloses 
and suggests "represent[s] a different way of 
attempting to fulfill a request from the sender of 
the original message that the recipient should or 
must provide a reply message in response to the 
original message." Kubala at ,i [0054]. In 
particular, Kubala discloses that "the user 
must reply to the received e-mail message in 
some manner before the e-mail application will 
allow the user to perform some other action." Id. 

at ,i [0053]. Accordingly, after the user has 
replied to the received email, it follows that 
Kubala's e-mail application releases control of the 
PDA/cell phone to allow the user to perform 
some other action. 

Kubala discloses "displaying the response 
received from the PDA[/]cell phone that 
transmitted the response on the sender of the 
forced alert PDA/cell phone" as claimed. Kubala 
discloses an enhanced email application 206, 208 
and a mandatory-response functional unit 210, 
212 on a PDA, which together are designed to 
receive and display a listing of which recipient 
PDA/cell phone (e.g., computing device 204) has 
transmitted a manual response to the forced 
message alert, and details the response from 
each recipient PDA/cell phone that responded. 
See Kubala at ,i,i [0033]-[0036], [0050]-[0051], 
[0061], Fig. 2. 

Kubala's Figure 2 shows that a sending PDA (e.g., 
computing device 202) can receive and display a 
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response (e.g., email message 218) from a 
recipient PDA (e.g., computing device 204). See 
Kubala at ,i,i [0026]-[0041]. This disclosure from 
Kubala meets the claimed requirement 
"displaying the response received from the 
PDA[/]cell phone that transmitted the response 
on the sender of the forced alert PDA/cell 
phone." 

Hammond also provides this disclosure. 
Hammond discloses "displaying the response 
received from the PDA[/]cell phone that 
transmitted the response on the sender of the 
forced alert PDA/cell phone," as claimed. For 
example, Hammond discloses a "Message Receipt 
Tracker component [that] attempts to identify 
when sent messages have been delivered to 
recipients and when sent messages have been 
reviewed by recipients." Hammond at 5:17-20; 
see also id. at 5:20-6:55. Hammond's Figure 2 
shows a Message Tracking Table that includes 
detailed information about electronic messages 
that have been read by recipients. See id. at 6:56-
8:45. And, Hammond discloses a Message 
Receipt Tracker routine, id. at FIG. 4, 10:5-47, and 
a Message Tracking Table Processor routine, id. 
at Figs. SA, SB, 10:48-11:48. 

A person of ordinary skill in the art at the time of 
invention would have been motivated to 
combine Hammond with Kubala based on the 
disclosures in the references themselves, 
particularly as they relate to exchanging and 
tracking recipient-device acknowledgements. 
Again, Kubala generally discloses that it was 
known to provide acknowledgement receipts, , 
see Kubala at ,i [0006], and record details 
about the responses to the emails with 
mandatory-response flags. Hammond also 
discloses acknowledgement receipts and how to 
track these acknowledgement receipts. Because 
these disclosures in Kubala and Hammond are 
directed to tracking responses to mandatory
responses messages, these disclosures would 
have motivated a person of ordinary skill in the 
art to combine Hammond and Kubala. Moreover, 
it would have been obvious to one of ordinary 
skill in the art at the time of invention to utilize 
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providing a list of the recipient PDA/cell phones 
have automatically acknowledged receipt of a 
forced alert message and their response to the 
forced alert message. 

11. The method as in claim 10, wherein each 
PDA/cell phone within a predetermined 
communication network is similarly equipped 
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the tracking tables of Hammond with the system 
of Kubala in order to manage response tracking 
information in a known effective way. 

Kubala discloses "providing a list of the recipient 
PDA/cell phones have automatically 
acknowledged receipt of a forced alert message 
and their response to the forced alert message" 
as claimed. For example, Kubala discloses an 
enhanced email application 206, 208 that 
includes mandatory-response functional unit 210, 
212 on a PDA. See Kubala at ,i,i [0033]-[0036], 
Fig. 2. Kubala further explains that it was known 
to automatically acknowledge receipt of an 
electronic message. See id. at ,i [0006]. In 
addition, Kubala explicitly discloses that the 
receiving e-mail application may collect and 
record information about the manner in 
which the recipient responds to an e-mail 
message that has a mandatory-response flag. The 
information may include mandatory-response 
return-status codes included within the reply e-
mail. Id. at ,i,i [0050]-[0051], [0061], Fig. 9. A 
person of ordinary skill in the art at the time of 
invention would have known that a listing of the 
recorded information regarding the responses or 
automatic acknowledgements were accessible. 

To the extent it is argued that Kubala does not 
teach this limitation, Hammond also discloses 
"providing a list of the recipient PDA/cell phones 
have automatically acknowledged receipt of 
a forced alert message and their response to the 
forced alert message" as claimed. For 
example, Hammond states that "the recipient 
computer systems provide receipts when 
messages are received and when messages are 
reviewed ... Hammond at 5:20-23; see also id. at 
Abstract, 2:11-18. These acknowledgement 
receipts are tracked in Hammond's Message 
Tracking Tables, as depicted in Figure 2, and are 
described throughout the specification. See id at 
3:1-4:28, 5:31-37, 10:6-22, 6:56-8:45. 

Kubala discloses "wherein each PDA/cell phone 
within a predetermined communication network 
is similarly equipped and has the forced message 
alert software application program loaded on it" 
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and has the forced message alert software 
application program loaded on it. 

12. The method as in claim 10, wherein said 
forced message alert application software packet 
contains a response list, wherein said response 
list is a default list embedded in the forced 
message alert software application program. 

13. The method as in claim 10, wherein said 
forced message alert application software packet 
contains a response list, wherein said response 
list is a custom response list that is created at the 

Page 29 

as claimed. For example, the predetermined 
network of participants is shown in Kubala's 
Figure lA, which includes a plurality of personal 
digital assistants 107, 112. See Kubala at ,i,i 
[0026]-[0027]. 

Kubala's Figure 1B illustrates that each PDA/cell 
phone includes at least one CPU 122, a memory 
124, 126, and a user interface adapter 148, which 
Kubala describes as being coupled to a touch-
screen display. See Kubala at ,i,i [0029]-[0030]. 

Kubala's Figure 2 illustrates an enhanced email 
application 206, 208 that includes a mandatory-
response functional unit 210, 212. The combined 
enhanced email application 206, 208 and 
mandatory-response functional unit 210, 212 
read on the claimed "forced message alert 
software application program loaded on" 
computing device 202, 204 that can be a PDA/cell 
phone. Kubala at ,i [0035]; see also id. at ,i,i 
[0013], [0033], [0036]. 

Kubala teaches or suggests at least a "forced 
message alert application software packet 
contains a response list, wherein said response 
list is a default list embedded in the forced 
message alert software application program," as 
claimed. For example, Kubala says that "[t]he text 
strings that are used as menu items may be 
obtained in a variety of manners." Kubala at 
,J[0057]. Furthermore, Kubala's Figure llC 
includes a list of possible default responses, 
including "too busy right now," "looks okay," and 
"request declined." Id. at ,i [0057], Fig. llC. 
These are default responses. Kubala also explains 
that the text strings may be "required and 
standardized within a data format specification, 
e.g., in a standard similar to RFC 2822." Id. at ,i 
[0057]; see also id. at ,i [0060]. Kubala's 
disclosure of these types of menu items teaches 
or suggests the claimed "default [response] list." 

Kubala discloses "wherein said forced message 
alert application software packet contains a 
response list, wherein said response list is a 
custom response list that is created at the time 
the specific forced message alert is created on 
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time the specific forced message alert is created 
on the sender PDA/cell phone. 
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the sender PDA/cell phone" as claimed. Again, 
Kubala says that "[t]he text strings that are used 
as menu items may be obtained in a variety of 
manners." Kubala at ,i [0057]. In one example, 
the text strings are "configurable": 

[T]he text strings may be configurable 
through the enhanced e-mail application 
by allowing user-specifiable or system
administrator-specifiable parameters. 
As another alternative, the text strings 
may be extracted from the original e
mail message that was received from the 
sender, in which case the text strings may 
have been configured as user-specifiable 
or system-administrator-
specifiable parameters in the sender's 
instance of the enhanced e-mail 
application." 

Id.; see also id. at ,i [0060]. Kubala's disclosure of 
"configurable" menu items teaches or suggests 
the claimed "custom response list." 

Claims 2 and 10-13 are rejected under pre-AIA 35 U.S.C. 103{a) as being unpatentable over 

Hammond, Johnson, and Pepe. 

The claim chart below discusses relevant teachings of the prior art corresponding to the claim 

elements. The Declaration of David Hilliard Williams (filed with the Request) is also cited below, as 

relevant to determining the scope and content of the prior art. 

Claims Prior Art 

2. [A communication system for transmitting, Hammond, Johnson, and Pepe each disclose 
receiving, confirming receipt, and responding to communication systems for transmitting, 
an electronic message, comprising:] receiving, and responding to electronic messages. 

See Hammond at Abstract, 2:11-18; Johnson at 
Abstract, 3:4-15, Fig. 1; Pepe at Abstract, 3:45-57, 
5:28-14:21, Figs. 1-6. And, Hammond's and 
Johnson's systems "confirm [] receipt" of 
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[a predetermined network of participants, 
wherein each participant has a similarly equipped 
PDA/cell phone that includes a CPU and a touch 
screen display a CPU and memory;] 
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electronic messages, as claimed. See Hammond 
at 3:1-30, 5:17-61; Johnson at 1:58-61, 3:64-4:2. 

Hammond, Johnson, and Pepe each disclose "a 
predetermined network of participants," as 
claimed. See Hammond at Abstract, 2:11-18; 
Johnson at Abstract, 2:16-31, 3:4-15, Fig. 1; Pepe 
at Abstract, 3:45-57, 5:28-14:21, Figs. 1-6. But, 
Hammond's and Johnson's networks include 
"computers." See, e.g., Hammond at 4:29-47, Fig. 
1 (describing computer systems 100, 150, 160, 
170, and 180); Johnson at 3:4-4:2, Fig. 1 
(describing computers 12 and 30 in LAN 10 and 
32). 

To the extent that Hammond and Johnson's 
disclosure of "computers" is found to not 
encompass a PDA/cell phone, Pepe supplies this 
missing disclosure. For example, Pepe's Figures 1-
6 show a plurality of PDA/cell phones interacting 
in a network. See also Pepe at 5:28-14:21. Each 
PDA includes a CPU, an input-output device, a 
display, and a memory. See id. at 16:50-61, Fig. 
12. Although the phrase "touchscreen display" 
does not appear in Pepe, a person of ordinary 
skill in the art at the time of invention would have 
understood Pepe's disclosure of an input-output 
device and display to teach or suggest the 
claimed touchscreen display, because PDAs with 
touchscreen displays were known well before the 
'970 patent. (See Williams Deel. at ,i,i 5, 80, 82, 
93, 99, 258, 263 (discussing devices that included 
a touchscreen display).) 

A person of ordinary skill in the art at the time of 
invention would have been motivated to 
combine Pepe with Hammond and Johnson at 
least based on the teachings in these references. 
For example, all these references are directed to 
sending and receiving electronic messages. See 

Hammond at Abstract, 2:11-17; Johnson at 
Abstract, 3:4-15, Fig. 1; Pepe at Abstract, 3:45-58, 
5:28-14:21, Figs. 1-6. And, Hammond says that 
"any transmission medium" -including "wireless 
RF"-"can be used for the transmission of the 
electronic messages." Hammond at 4:33-38. 
Similarly, Johnson says that "[t]he electronic mail 
object may be in the form of text, an image, or a 
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[a data transmission means that facilitates the 
transmission of electronic files between said 
PDA/cell phones in different locations;] 

[a sender PDA/cell phone and at least one 
recipient PDA/cell phone for each electronic 
message;] 

[a forced message alert software application 
program including a list of required possible 
responses to be selected by a participant 
recipient of a forced message response loaded on 
each participating PDA/cell phone;] 
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voice message." Johnson at 4:1-2; see also id. at 
4:3-18. Hammond's disclosure of "wireless RF" 
and Johnson's disclosure of "text," "image," or 
"voice" messages suggests the use of a PDA/cell 
phone. (See Williams Deel. at ,i,i 264-265.) Based 
on these disclosures, a person of ordinary skill in 
the art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with the force-response message systems of 
Hammond and Johnson. 

Pepe discloses a PCI server 48 that 
enables the PDA/cell phone to communicate 
according to TCP/IP. See Pepe at 24:31-38, 24:54-
61. And, those communications can be with other 
PDAs/cell phones. See id. at 33:4-34:10. 

Pepe expressly discloses a sender PDA/cell phone 
and at least one recipient PDA/cell phone for 
each electronic message. Pepe explains that a 
first PDA/cell phone can send a message to a 
second PDA/cell phone. See Pepe at 33:5-52, Figs. 
25-26; see also id. at Figs. 1-6 (showing PDAs in a 
network), 9:1-6 (explaining that a plurality of 
PDAs may be connected to a wireless network 
and messages may be sent to and from those 
PDAs). 

The combination of Hammond, Johnson, and 
Pepe discloses this limitation. In particular, 
Hammond and Johnson each disclose systems for 
requiring a response to an electronic message. 
See Hammond at Abstract, 1:66-2:50, 3:31-4:28, 
6:3-19, 9:12-15; Johnson at Abstract, 1:58-61, 
3:64-4:2, 4:28-39, 5:1-6:65, 7:46-62, Fig. 6. Yet 
neither Hammond nor Johnson discloses a 
software-application program that is loaded on 
each PDA/cell phone and that includes a list of 
possible responses. 

Pepe supplies this missing disclosure. It discloses 
"application software residing in the PDA'' that is 
described in Pepe by "the screens displayed on a 
PCI subscriber's PDA." Pepe at 34:10-15; see also 

id. at 5:17-20 ("The application residing in the 
PDA is described in FIGS. 28-45, which illustrate 
exemplary screens displayed to a PCI subscriber 
using a wireless PDA."), 34:9-36:51, Figs. 28-45. 
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[means for attaching a forced message alert 
software packet to a voice or text message 
creating a forced message alert that is 
transmitted by said sender PDA/cell phone to the 
recipient PDA/cell phone, said forced message 
alert software packet containing a list of possible 
required responses and requiring the forced 
message alert software on said recipient PDA/cell 
phone to transmit an automatic acknowledgment 
to the sender PDA/cell phone as soon as said 
forced message alert is received by the recipient 
PDA/cell phone;] 
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Specifically, Pepe's Figures 42 and 45 are 
exemplary screens that may appear when a user 
wants to edit a message to be sent to another 
PDA/cell phone. Each of these screens includes a 
list of possible responses (i.e., box 710 in Figure 
42 and box 734 in 
Figure 45) that can be selected by the user to 
send in response to a received message. See id. at 
36:16-20, 36:38-51. 

As explained above, a person of ordinary skill in 
the art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with the forced-response message systems of 
Hammond and Johnson. 

The combination of Hammond, Johnson, and 
Pepe discloses this limitation. In particular, 
Hammond and Johnson each alone discloses the 
transmission of forced message alerts to 
recipient computers. For example, Hammond 
explains that "electronic messages" include 
"email, paging [text] messages, and voice mail." 
Hammond at 1:13-16, 1:21-26. Hammond also 
discloses "message delivery information" that is 
attached to a message. Id. at 3:31-43. Thus, 
Hammond creates the claimed "forced message 
alert." For example, Hammond's "message 
delivery information" that is attached to a 
message reads on "attaching a forced message 
alert software packet to a voice or text message 
creating a forced message alert" as claimed. See 

id. at Abstract, 1:66-2:50, 3:1-4:28, 5:17-61, 6:3-
19. 

Johnson discloses "a mechanism for forcing a 
recipient to reply to an electronic mail object 
with data." Johnson at 4:4-6. Johnson also states 
that "the sender of the electronic mail object 
may mark or associate an attribute with the 
electronic mail object such that it cannot be 
exited out of until the appropriate reply has been 
made. These attributes are called 'persistent 
reply attributes'." Id. at 4:28-32. And, Johnson 
says that "[t]he electronic mail object may be in 
the form of text, an image, or a voice message." 
Id. at 4:1-2. Thus, Johnson's persistent reply 
attribute reads on the claimed "forced message 
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[means for requiring a required manual response 
from the response list by the recipient in order to 
clear recipient's response list from recipient's cell 
phone display;] 
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alert software packet" as the persistent reply 
attribute marks or attaches to a "voice or text 
message creating a forced message alert" as 
claimed. See id. at 1:58-61, 2:1-35, 3:64-4:42, 
6:60-65. Thus, Johnson creates the claimed 
"forced message alert." 

And, Hammond and Johnson also each disclose 
that the transmitted message requires the 
recipient device to transmit an automatic 
acknowledgement as soon as the message is 
received by the recipient device. See Hammond 
at 1:46-54, 5:17-44, 11:55-12:6; Johnson at 1:58-
61, 2:6-15, 3:64-4:1. Yet, Hammond and Johnson 
do not explicitly disclose application software on 
a PDA/cell phone as required by the recited 
"means for attaching ... ", nor do 
these references explicitly disclose a list of 
possible required responses-as recited in this 
claim. 

Pepe, however, describes both. First, as set forth 
above, Pepe discloses "application software 
residing in the PDA." See Pepe at 5:17-20, 34:9-
36:51, Figs. 28-45. 

Second, as also set forth above, Pepe discloses a 
list of possible responses that can be selected by 
a user to send in response to a received message. 
See id. at 36:16-20, 36:38-51, Figs. 42, 45. 

Johnson discloses the function, and Pepe 
discloses the structure, recited in this limitation. 
In particular, Johnson discloses that a response 
must be provided by a "recipient in order to clear 
[a received message] from recipient's cell phone 
display." See Johnson at 4:27-31 ("[T]he sender of 
the electronic mail object may mark or associate 
an attribute with the electronic mail object such 
that it cannot be exited out of until the 
appropriate reply has been made."); see also id. 

at 4:18-42. Pepe discloses the structure required 
by this means-plus-function, the application 
software that is resident on the PDA/cell phone, 
Pepe at 5:17-20, 34:9-36:51, Figs. 28-45, and a 
list of possible responses that can be selected by 
a user to send in response to a received message. 
See Pepe at 36:16-20, 36:38-51, Figs. 42, 45. As 
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[means for receiving and displaying a listing of 
which recipient PDA/cell phones have 
automatically acknowledged the forced message 
alert and which recipient PDA/cell phones have 
not automatically acknowledged the forced 
message alert;] 

[means for periodically resending said forced 
message alert to said recipient PDA/cell phones 
that have not automatically acknowledged the 
forced message alert; and] 
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explained above, a person of ordinary skill in the 
art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with Johnson's forced-response message system. 

Hammond discloses the function, and Pepe 
discloses the structure, recited in this limitation. 
In particular, Hammond tracks which recipients 
have automatically acknowledged a forced-
message alert. See Hammond at 2:11-15 
(disclosing that Hammond's system tracks 
"message delivery information and message 
review information"); see also id. at 5:17-8:45, 
(disclosing additional details about the Message 
Receipt Tracker component and Message 
Tracking Table Processor component), Fig. 2 
(illustrating an example Message Tracking Table). 
Hammond also tracks which recipients have not 
automatically acknowledged the forced message 
alert. See id. at 2:11-15 (disclosing 
that Hammond's system "specifies actions to take 
when a message is not delivered or not 
reviewed within a specified period of time."); see 

also id. at 5:17-8:45 (disclosing additional details 
about the Message Receipt Tracker component), 
FIG. 2 (illustrating an example Message Tracking 
Table). Despite disclosing these claimed 
functions, Hammond does not disclose the 
claimed structure-Le., application software on a 
PDA-required by this means-plus-function 
limitation. 

But, Pepe discloses this structure. Specifically, 
Pepe discloses application software that is 
resident on the PDA/cell phone. See Pepe at 5:17-
20, 34:9-36:51, Figs. 28-45. And, as 
explained above, a person of ordinary skill in the 
art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with Hammond's forced-response message 
system. 

Hammond discloses the claimed function, and 
Pepe discloses the claimed structure. In 
particular, Hammond's "system tracks whether 
each message has been delivered and reviewed 
by to [sic] each recipient, and uses the message 
information to resend the messages whose 
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[means for receiving and displaying a listing of 
which recipient PDA/cell phones have 
transmitted a manual response to said forced 
message alert and details the response from each 
recipient PDA/cell phone that responded.] 
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delivery or review is not confirmed." Hammond 
at 2:47-50; see also id. at Abstract, 2:1-8, 4:21-28, 
5:6-20, 6:66-7:63, 10:48-63, Figs. 2, 3A-3B, 4, SA-
SB. Despite disclosing this function, Hammond 
does not disclose the claimed structure-Le., 
application software on a PDA-required by this 
means-plus-function limitation. 

But, Pepe discloses this structure. Specifically, 
Pepe discloses application software that is 
resident on the PDA/cell phone. See Pepe at 5:17-
20, 34:9-36:51, Figs. 28-45. And, as 
explained above, a person of ordinary skill in the 
art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with Hammond's forced-response message 
system. 

Hammond discloses the claimed function, and 
Pepe discloses the claimed structure. In 
particular, Hammond discloses a "Message 
Receipt Tracker component [that] attempts to 
identify when sent messages have been delivered 
to recipients and when sent messages have been 
reviewed by recipients." Hammond at 5:17-20; 
see also id., 5:20-6:55. Hammond's Figure 2 
shows a Message Tracking Table that includes 
detailed information about electronic messages 
that have been read by recipients. See id. at 6:56-
8:45. And, Hammond discloses a Message 
Receipt Tracker routine, id. at Fig. 4, 10:5-47, and 
a Message Tracking Table Processor routine, id. 

at Figs. SA, SB, 10:48-11:48. Despite disclosing 
these functions, Hammond does not expressly 
disclose the claimed structure-Le., application 
software on a PDA-required by this means-plus-
function limitation. 
But, Pepe discloses this structure. Specifically, 
Pepe discloses application software that is 
resident on the PDA/cell phone. See Pepe at 5:17-
20, 34:9-36:51, Figs. 28-45. And, as 
explained above, a person of ordinary skill in the 
art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with Hammond's force response message 
system. 
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... wherein the forced message alert software 
application program on the recipient PDA/cell 
phone includes: 

means for transmitting the acknowledgment of 
receipt to said sender PDA/cell phone 
immediately upon receiving a forced message 
alert from the sender PDA/cell phone; 
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Hammond and Johnson each disclose a "recipient 
PDA/cell phone" as claimed. In particular, 
Hammond and Johnson each disclose systems for 
requiring a response to an electronic message. 
See Hammond at Abstract, 1:66-2:50, 3:31-4:28, 
6:3-19, 9:12-15; Johnson at Abstract, 1:58-61, 
3:64-4:2, 4:28-39, 5:1-6:65, 7:46-62, Fig. 6. Yet 
neither Hammond nor Johnson discloses a 
software-application program that is loaded on 
each PDA/cell phone and that includes a list of 
possible responses. 

Pepe supplies this missing disclosure. Pepe 
discloses "forced message alert software 
application program on the recipient PDA/cell 
phone" as claimed. For example, Pepe 
discloses "application software residing in the 
PDA'' that is described in Pepe by "the screens 
displayed on a PCI subscriber's PDA." Pepe at 
34:10-15; see also id. at 5:17-20 ("The application 
residing in the PDA is described in FIGS. 28-45, 
which illustrate exemplary screens displayed to a 
PCI subscriber using a wireless PDA''), 34:9-36:51, 
Figs. 28-45. Specifically, Pepe's Figures 42 and 
45 are exemplary screens that may appear when 
a user wants to edit a message to be sent to 
another PDA/cell phone. Each of these screens 
includes a list of possible responses (i.e., box 710 
in Figure 42 and box 734 in Figure 45) that can be 
selected by the user to send in response to a 
received message. See id. at 36:16-20, 36:38-51. 

As explained above, a person of ordinary skill in 
the art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with the forced response message systems of 
Hammond and Johnson. 

Hammond and Johnson disclose the claimed 
function, and Pepe discloses the claimed 
structure. Hammond and Johnson each disclose 
"transmitting the acknowledgment of receipt to 
said sender PDA/cell phone immediately upon 
receiving a forced message alert from the 
sender PDA/cell phone" as claimed. For example, 
Hammond and Johnson disclose that a 
transmitted message requires the recipient 
device to transmit an automatic 
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means for controlling of the recipient PDA/cell 
phone upon transmitting said automatic 
acknowledgment and causing, in cases where the 
force message alert is a text message, the text 
message and a response list to be shown on the 
display of the recipient PDA/cell phone or causes, 
in cases where the forced message alert is a voice 
message, the voice message being periodically 
repeated by the speakers of the recipient 
PDA/cell phone while said response list is shown 
on the display; 
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acknowledgement as soon as the message is 
received by the recipient device. See Hammond 
at 1:46-54, 5:17-44, 11:55-12:6; Johnson at 1:58-
61, 2:6-15, 3:64-4:1. Pepe discloses the claimed 
structure required by this means-plus-function 
limitation. For example, Pepe discloses 
application software that is resident on the 
PDA/cell phone. See Pepe, 5:17-20, 34:9-36:51, 
Figs. 28-45. 

As explained above, a person of ordinary skill in 
the art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with the forced-response message systems of 
Hammond and Johnson. 

Pepe discloses the structure and Hammond and 
Johnson disclose the claimed function of this 
limitation. First, Johnson discloses "controlling of 
the recipient PDA/cell phone upon transmitting 
said automatic acknowledgment" as claimed. For 
example, Johnson's electronic mail object takes 
control of a device and response must be 
provided by a recipient in order to clear a 
received message from recipient's display. See 

Johnson at 4:27-31 ("[T]he sender of the 
electronic mail object may mark or associate an 
attribute with the electronic mail object such that 
it cannot be exited out of until the appropriate 
reply has been made."); see also id. at 4:18-42. 

Second, Hammond discloses "causing, in cases 
where the force message alert is a text message, 
the text message and a response list to be shown 
on the display of the recipient PDA/cell phone or 
causes, in cases where the forced message alert 
is a voice message, the voice message being 
periodically repeated by the speakers of the 
recipient PDA/cell phone while said response 
list is shown on the display" as claimed. For 
example, Hammond explains that "electronic 
messages" can include email, text, and voice 
messages. Hammond at 1:13-16, 1:21-26. 
Hammond's "system tracks whether each 
message has been delivered and reviewed by to 
[sic] each recipient, and uses the message 
information to resend the messages whose 
delivery or review is not confirmed." Id. at 2:47-
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means for allowing a manual response to be 
manually selected from the response list or 
manually recorded and transmitting said manual 
response to the sender PDA/cell phone; and 
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50; see also id. at Abstract, 2:1-8, 4:21-28, 5:6-20, 
6:66-7:63, 10:48-63, Figs. 2, 3A-3B, 4, SA-SB. 

Third, Pepe discloses the claimed structure 
required by this means-plus-function limitation. 
For example, Pepe discloses the "application 
software residing in the PDA'' that is described in 
Pepe by "the screens displayed on a PCI 
subscriber's PDA." Pepe at 34:10-15; see also id. 
at 5:17-20 ("The application residing in the PDA is 
described in FIGS. 28-45, which illustrate 
exemplary screens displayed to a PCI subscriber 
using a wireless PDA."), 34:9-36:51, Figs. 28-45. 
Specifically, Pepe's Figures 42 and 45 are 
exemplary screens that may appear when a user 
wants to edit a message to be sent to another 
PDA/cell phone. Each of these screens includes a 
list of possible responses (i.e., box 710 in Figure 
42 and box 734 in Figure 45) that can be selected 
by the user to send in response to a received 
message. See id. at 36:16-20, 36:38-51. 

As explained above, a person of ordinary skill in 
the art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with Hammond and Johnson's forced-response 
message system. 

Hammond discloses the claimed function, and 
Pepe discloses the claimed structure. Hammond 
discloses "allowing a manual response to be 
manually selected from the response list 
or manually recorded and transmitting said 
manual response to the sender PDA/cell phone" 
as claimed. In particular, Hammond discloses a 
"Message Receipt Tracker component [that] 
attempts to identify when sent messages have 
been delivered to recipients and when sent 
messages have been reviewed by recipients." 
Hammond at 5:17-20; see also id. at 5:20-6:55. 
Hammond's Figure 2 shows a Message Tracking 
Table that includes detailed information 
about electronic messages that have been read 
by recipients. See id. at 6:56-8:45. And, 
Hammond discloses a Message Receipt Tracker 
routine, id. at FIG. 4, 10:5-47, and a Message 
Tracking Table Processor routine, id. at Figs. SA, 
SB, 10:48-11:48. Thus, Hammond teaches or 
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means for clearing the text message and a 
response list from the display of the recipient 
PDA/cell phone or stopping the repeating voice 
message and clearing the response list from the 
display of the recipient PDA/cell phone once the 
manual response is transmitted. 
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suggests "allowing a manual response to be 
manually selected from the response list or 
manually recorded and transmitting said manual 
response" as claimed. Despite disclosing these 
functions, Hammond does not expressly disclose 
the claimed structure-Le., application software 
on a PDA-required by this means-plus-function 
limitation. 

But Pepe discloses the required structure of this 
means-plus-function limitation. Specifically, Pepe 
discloses application software that is resident on 
the PDA/cell phone. See Pepe at 5:17-20, 34:9-
36:51, Figs. 28-45. And, as explained above, a 
person of ordinary skill in the art would have 
been motivated to combine Pepe's PD A/cell 
phone with Hammond's forced-response 
message system. 

As set forth above, Pepe provides the structure 
and Johnson discloses the function of this 
limitation. Johnson at 4:18-42; Pepe at 5:17-20, 
34:9-36:51, Figs. 28-45. Johnson discloses 
"clearing the text message and a response list 
from the display of the recipient PDA/cell phone 
or stopping the repeating voice message and 
clearing the response list from the display of the 
recipient PDA/cell phone once the manual 
response is transmitted" as claimed. In particular, 
Johnson discloses that "the sender of the 
electronic mail object may mark or associate an 
attribute with the electronic mail object such that 
it cannot be exited out of until the appropriate 
reply has been made" Johnson at 4:27-31; see 
also id. at 4:18-24, 4:33-42. 

And, Pepe discloses the structure required by this 
means-plus-function limitation. For example, 
Pepe discloses application software that is 
resident on the PDA/cell phone, Pepe at 5:17-20, 
34:9-36:51, Figs. 28-45, and a list of possible 
responses that can be selected by a user to send 
in response to a received message, id. at 36:16-
20, 36:38-51, Figs. 42, 45. As explained above, a 
person of ordinary skill in the art at the time of 
invention would have been motivated to 
combine Pepe's PDA/cell phone with Johnson's 
forced-response system. 
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10. A method of receiving, acknowledging and 
responding to a forced message alert from a 
sender PDA/cell phone to a recipient PDA/cell 
phone, wherein the receipt, acknowledgment, 
and response to said forced message alert is 
forced by a forced message alert software 
application program, said method comprising the 
steps of: 
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Hammond and Johnson disclose "receiving, 
acknowledging and responding to a forced 
message alert from a sender PDA/cell phone to a 
recipient PDA/cell phone, wherein the receipt, 
acknowledgment, and response to said forced 
message alert is forced" as claimed. For example, 
Hammond and Johnson each disclose 
communication systems for transmitting, 
receiving, and responding to electronic messages. 
See Hammond at Abstract, 2:11-18; Johnson at 
Abstract, 3:4-15, Fig. 1. And, Hammond's and 
Johnson's systems include 
receipt, acknowledgement" of electronic 
messages, as claimed. See Hammond at 3:1-30, 
1:46-54; 5:17-61; Johnson at 1:58-61, 3:64-4:2. 

Hammond and Johnson each disclose systems for 
requiring a response to an electronic message. 
See Hammond at Abstract, 1:66-2:50, 3:31-4:28, 
6:3-19, 9:12-15; Johnson at Abstract, 1:58-61, 
3:64-4:2, 4:28-39, 5:1-6:65, 7:46-62, Fig. 6. Yet, 
neither Hammond nor Johnson discloses 
a software-application program that is loaded on 
each PDA/cell phone and that includes a list 
of possible responses. 

Pepe supplies this missing disclosure. First, Pepe 
discloses "receiving, acknowledging and 
responding to a forced message alert from a 
sender PDA/cell phone to a recipient PDA/cell 
phone," as claimed. For example, Pepe discloses 
communication systems for transmitting, 
receiving, and responding to electronic messages. 
See Pepe at Abstract, 3:45-57, 5:28-14:21, Figs. 1-
6. And, Pepe expressly discloses a sender 
PDA/cell phone and at least one recipient 
PDA/cell phone for each electronic message. 
Pepe explains that a first PDA/cell phone can 
send a message to a second PDA/cell phone. See 

id. at 33:5-52, Figs. 25-26; see also id. at Figs. 1-6 
(showing PDAs in a network), 9:1-6 (explaining 
that a plurality of PDAs may be connected to a 
wireless network and messages may be sent to 
and from those PDAs. 

Second, Pepe discloses "wherein the receipt, 
acknowledgment, and response to said forced 
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receiving an electronically transmitted electronic 
message; 

identifying said electronic message as a forced 
message alert, wherein said forced message alert 
comprises of a voice or text message and a forced 
message alert application software packet, which 
triggers the activation of the forced message 
alert software application program within the 
recipient PDA/cell phone; 
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message alert is ... by a forced message alert 
software application program" as claimed. 
For example, Pepe discloses "application 
software residing in the PDA'' that is described in 
Pepe by "the screens displayed on a PCI 
subscriber's PDA." Pepe at 34:10-15; see also id. 
at 5:17-20 ("The application residing in the PDA is 
described in FIGS. 28-45, which illustrate 
exemplary screens displayed to a PCI subscriber 
using a wireless PDA."), 34:9-36:51, Figs. 28-45. 
Specifically, Pepe's Figures 42 and 45 are 
exemplary screens that may appear when a 
user wants to edit a message to be sent to 
another PDA/cell phone. Each of these screens 
includes a list of possible responses (i.e., box 710 
in Figure 42 and box 734 in Figure 45) that can be 
selected by the user to send in response to a 
received message. See id. at 36:16-20, 36:38-51. 

As explained above, a person of ordinary skill in 
the art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with the forced-response message systems of 
Hammond and Johnson. 

The combination of Hammond, Johnson, and 
Pepe disclose this limitation. Hammond and 
Johnson disclose "receiving an electronically 
transmitted electronic message; identifying 
said electronic message as a forced message 
alert, wherein said forced message alert 
comprises of a voice or text message and a forced 
message alert application software packet, which 
triggers the activation of the ... application 
program within the recipient PDA/cell phone" as 
claimed. In particular, Hammond and Johnson 
each alone discloses the transmission of forced 
message alerts to recipient computers. See 
Hammond at Abstract, 1:66-2:50, 3:1-4:28, 5:17-
61, 6:3-19; Johnson at 1:58-61, 2:3-35, 3:64-4:42, 
6:60-65. But, Hammond and Johnson do not 
explicitly disclose application software on a 
PDA/cell phone as required. 

Pepe, however, discloses "forced message alert 
software application program within the recipient 
PDA/cell phone" as claimed. For example, Pepe 
discloses "application software residing in the 
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transmitting an automatic acknowledgment of 
receipt to the sender PDA/cell phone, which 
triggers the forced message alert software 
application program to take control of the 
recipient PDA/cell phone and show the content 
of the text message and a required response list 
on the display recipient PDA/cell phone or to 
repeat audibly the content of the voice message 
on the speakers of the recipient PDA/cell phone 
and show the required response list on the 
display recipient PDA/cell phone; and 
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PDA." See Pepe at 5:17-20, 34:9-36:51, Figs. 28-
45. As explained above, a person of ordinary skill 
in the art at the time of invention would have 
been motivated to combine Pepe's PDA/cell 
phone with the forced-response message 
systems of Hammond and Johnson. 

First, Hammond and Johnson disclose 
"transmitting an automatic acknowledgment of 
receipt to the sender PDA/cell phone" as claimed. 
Hammond and Johnson each discloses that the 
transmitted message requires the 
recipient device to transmit an automatic 
acknowledgement as soon as the message is 
received by the recipient device. See Hammond 
at 1:46-54, 5:17-44, 11:55-12:6; Johnson at 1:58-
61, 2:6-15, 3:64-4:1. 

Second, Johnson discloses "which triggers the ... 
application program to take control of the 
recipient PDA/cell phone" as claimed. For 
example, Johnson states that "[t]he recipient of 
the electronic mail object is prompted for a 
specific response in response to the recipient 
opening an electronic mail object and is 
prohibited from performing a selected action 
until the specific response has been entered by 
the recipient." Johnson at Abstract. Thus, 
Johnson demonstrates that the email application 
takes control of a recipient device until the 
recipient provides a specific response. 

Third, Hammond and Johnson also disclose 
"show the content of the text message and a 
required response ... on the display recipient 
PDA/cell phone or to repeat audibly the content 
of the voice message on the speakers of the 
recipient PDA/cell phone and show the required 
response ... on the display recipient PDA/cell 
phone" as claimed. For example, Hammond and 
Johnson's electronic messages include text and 
voice messages. Hammond at 1:13-16; Johnson 
at 4:1-2; see also Johnson at 4:3-18. Johnson 
discloses a "mechanism for forcing a recipient to 
reply to an electronic mail object ... the 
mechanism may prevent the deletion and 
archival of the note or image until an appropriate 
reply is made." Johnson at 4:4-28. Thus, the 
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transmitting a selected required response from 
the response list in order to allow the message 
required response list to be cleared from the 
recipient's cell phone display, whether said 
selected response is a chosen option from the 
response list, causing the forced message alert 
software to release control of the recipient 
PDA/cell phone and stop showing the content of 
the text message and a response list on the 
display recipient PDA/cell phone and or stop 
repeating the content of the voice message on 
the speakers of the recipient PDA/cell phone; 
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content of the text or voice message remains on 
the display or is repeated until the recipient 
provides the required response. And, Hammond's 
"system tracks whether each message has been 
delivered and reviewed by to [sic] each recipient, 
and uses the message information to resend the 
messages whose delivery or review is not 
confirmed." Hammond at 2:47-50; see also id. at 
Abstract, 2:1-8, 4:21-28, 5:6:19, 6:66-7:63, 10:48-
63, Figs. 2, 3 A, 3B, 4, SA, SB. 

But, Hammond and Johnson do not explicitly 
disclose application software on a PDA/cell 
phone, nor do these references explicitly disclose 
a list of possible required responses. 

Pepe, however, supplies both limitations. Pepe 
discloses "the forced message alert software 
application program ... of the recipient PDA/cell 
phone" and the "required response list" as 
claimed. As set forth above, Pepe discloses 
"application software residing in the PDA." See 

Pepe at 5:17-20, 34:9-36:51, Figs. 28-45. And, as 
set forth above, Pepe discloses a list of possible 
responses that can be selected by a user to send 
in response to a received message. See id. at 
36:16-20, 36:38-51, Figs. 42, 45. 

As explained above, a person of ordinary skill in 
the art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with the forced-response message systems of 
Hammond and Johnson. 

As set forth above, the combination of Pepe and 
Johnson discloses the features of this limitation. 
Johnson discloses "transmitting a selected 
required response ... in order to allow 
the message ... to be cleared from the 
recipient's cell phone display, whether said 
selected response is a chosen option ... causing 
the ... software to release control of the 
recipient PDA/cell phone and stop showing the 
content of the text message and a response ... 
on the display recipient PDA/cell phone and or 
stop repeating the content of the voice message 
on the speakers of the recipient 
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displaying the response received from the PDA[/] 
cell phone that transmitted the response on the 
sender of the forced alert PDA/cell phone; and 
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PDA/cell phone" as claimed. As Johnson takes 
control until an appropriate reply is made as 
described above, Johnson also releases control 
once the reply is made. Johnson at 4:11-42. 

Pepe discloses the "response list" as claimed as 
well as the "forced message alert software ... 
of the recipient PDA/cell phone" as claimed. For 
example, Pepe discloses application software that 
is resident on the PDA/cell phone, Pepe at 5:17-
20, 34:9-36:51, Figs. 28-45, and a list of possible 
responses that can be selected by a user to send 
in response to a received message, id. at 36:16-
20, 36:38-51, Figs. 42, 45. As explained above, a 
person of ordinary skill in the art at the time of 
invention would have been motivated to 
combine Pepe's PDA/cell phone with Johnson's 
forced-response system. 

Hammond and Pepe disclose the claimed 
limitation. Hammond discloses "displaying the 
response received from the PDA[/]cell phone that 
transmitted the response on the sender of 
the forced alert PD A/cell phone" as claimed. In 
particular, Hammond discloses a "Message 
Receipt Tracker component [that] attempts to 
identify when sent messages have been delivered 
to recipients and when sent messages have been 
reviewed by recipients." Hammond at 5:17-20; 
see also id. at 5:20-6:55. Hammond's Figure 2 
shows a Message Tracking Table that 
includes detailed information about electronic 
messages that have been read by recipients. See 
id. at 6:56-8:45. And, Hammond discloses a 
Message Receipt Tracker routine, id. at Fig. 4, 
10:5-47, and a Message Tracking Table Processor 
routine, id. at Figs. SA-SB, 10:48-11:48. 

Hammond does not expressly disclose the 
application software on a PDA. But, Pepe 
discloses this structure. Specifically, Pepe 
discloses application software that is resident on 
the PDA/cell phone. See Pepe at 5:17-20, 34:9-
36:51, Figs. 28-45. And, as explained above, a 
person of ordinary skill in the art at the time of 
invention would have been motivated to 
combine Pepe's PDA/cell phone with Hammond's 
forced-response message system. 
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providing a list of the recipient PDA/cell phones 
have automatically acknowledged receipt of a 
forced alert message and their response to the 
forced alert message. 

11. The method as in claim 10, wherein each 
PDA/cell phone within a predetermined 
communication network is similarly equipped 
and has the forced message alert software 
application program loaded on it. 
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Hammond discloses "providing a list of the 
recipient PDA/cell phones [that] have 
automatically acknowledged receipt of a forced 
alert message and their response to the forced 
alert message" as claimed. In 
particular, Hammond tracks which recipients 
have automatically acknowledged a forced-
message alert. See Hammond at 2:11-15 
(disclosing that Hammond's system tracks 
"message delivery information and message 
review information"); see also id. at 5:17-8:45 
(disclosing additional details about the Message 
Receipt Tracker component and Message 
Tracking Table Processor component), Fig. 
2 (illustrating an example Message Tracking 
Table). Hammond also tracks which recipients 
have not automatically acknowledged the forced 
message alert. See id. at 2:11-15 (disclosing that 
Hammond's system "specifies actions to take 
when a message is not delivered or not reviewed 
within a specified period of time"); see also id. at 
5:17-8:45, (disclosing additional details about the 
Message Receipt Tracker component), Fig. 2 
(illustrating an example Message Tracking Table). 
Despite disclosing these claimed functions, 
Hammond does not disclose the application 
software on a PDA. 

But, Pepe discloses this structure. Specifically, 
Pepe discloses application software that is 
resident on the PDA/cell phone. See Pepe at 5:17-
20, 34:9-36:51, Figs. 28-45. And, as 
explained above, a person of ordinary skill in the 
art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with Hammond's forced-response message 
system. 

Hammond, Johnson, and Pepe each disclose "a 
predetermined network of participants," as 
claimed. See Hammond at Abstract, 2:11-
18; Johnson at Abstract, 2:16-31, 3:4-15, Fig. 1; 
Pepe at Abstract, 3:45-58, 5:28-14:21, Figs. 1-6. 
But, Hammond's and Johnson's networks include 
"computers." See, e.g., Hammond at 4:29-47, Fig. 
1 (describing computer systems 100, 150, 160, 
170, and 180); Johnson at 3:4-4:2, Fig. 1 
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12. The method as in claim 10, wherein said 
forced message alert application software packet 
contains a response list, wherein said response 
list is a default list embedded in the forced 
message alert software application program. 

13. The method as in claim 10, wherein said 
forced message alert application software packet 
contains a response list, wherein said response 
list is a custom response list that is created at the 
time the specific forced message alert is created 
on the sender PDA/cell phone. 
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(describing computers 12 and 30 in LAN 10 and 
32). 

To the extent that Hammond and Johnson's 
disclosure of "computers" is found to not 
encompass a PDA/cell phone, Pepe supplies this 
missing disclosure. Pepe discloses "each 
PDA/cell phone within a predetermined 
communication network is similarly equipped 
and has the forced message alert software 
application program loaded on it" as claimed. For 
example, Pepe's Figures 1-6 show a plurality of 
PDA/cell phones interacting in a network. See 

also Pepe at 5:28-14:21. Each PDA includes a 
CPU, an input-output device, a display, and a 
memory. See id. at 16:50-61, Fig. 12. 

Pepe discloses application software that is 
resident on the PDA/cell phone. See Pepe at 5:17-
20, 34:9-36:51, Figs. 28-45. And, as explained 
above, a person of ordinary skill in the art at the 
time of invention would have been motivated to 
combine Pepe's PDA/cell phone with Hammond 
and Johnson's forced-response message system. 

Pepe discloses "said forced message alert 
application software packet contains a response 
list, wherein said response list is a default list 
embedded in the forced message alert software 
application program" as claimed. For example, 
Pepe discloses application software residing in 
the PDA. Pepe at 5:17-20, 34:9-36:51, Figs. 28-45. 
In Figures 42 and 45, Pepe shows a list of possible 
responses (i.e., box 710 in Figure 42 and box 
734 in Figure 45) that can be selected by the user 
to send in response to a received message. See 

id. at 36:16-20, 36:38-51. A person of ordinary 
skill in the art at the time of invention would have 
understood Pepe's list of possible responses to 
teach or suggest the claimed default response 
list. 

Pepe discloses "said forced message alert 
application software packet contains a response 
list, wherein said response list is a custom 
response list" as claimed. Specifically, Pepe 
discloses application software residing in 
the PDA. Pepe at 5:17-20, 34:9-36:51, Figs. 28-45. 
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Pepe's Figures 42 and 45 show lists of 
possible responses. And, Pepe says that "[t]he 
user may compose a unique message in box 708 
or edit one already on a list shown in box 710." 
Id. at 36:16-20. 

Johnson discloses "said response ... is a custom 
response list that is created at the time the 
specific forced message alert is created on the 
sender PDA/cell phone" as claimed. For 
example, Johnson discloses that the sender of a 
forced-response message may set certain 
"persistent reply attributes" that "govern user 
interaction for forcing a reply containing data 
from the recipient of the electronic mail object." 
Johnson at 4:33-39; see also id. at 5:43-6:65. A 
person of ordinary skill in the art at the time of 
invention would have understood that Johnson's 
persistent reply attributes are compatible with 
Pepe's teachings, and could have been used to 
specify a custom response list to be displayed on 
a recipient's PDA/cell phone, as taught by Pepe. 

And, as explained above, a person of ordinary 
skill in the art at the time of invention would have 
been motivated to combine Pepe's PDA/cell 
phone with Johnson's forced-response message 
system. 
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Patentable Subject Matter 

Proposed new claims 14 and 15 are patentable. 
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The prior art cited in the Request fails to teach or fairly suggest means for obtaining location and 

status data associated with the recipient PDA/cell phone (i.e., the algorithm described in the '970 patent 

at col. 3, lines 52-67) and means for presenting a recipient symbol on the geographical map (displayed 

on the means for displaying ... , i.e., on the LCD display of the sender PDA/cell phone, described in the 

'970 patent at col. 4, lines 12-16) corresponding to a correct geographical location of the recipient 

PDA/cell phone (i.e., the algorithm described in the '970 patent at col. 5, lines 28-44), in the context of 

parent claim 2. 

The prior art cited in the Request fails to teach or fairly suggest obtaining location and status 

data associated with the recipient PDA/cellphone and presenting a recipient symbol on the geographical 

map (displayed on the sender PDA/cell phone) corresponding to a correct geographical location of the 

recipient PDA/cellphone based on at least the location data, in the context of parent claim 10. 

Page 97



Application/Control Number: 90/014,507 
Art Unit: 3992 

THIS ACTION IS MADE FINAL. 
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Conclusion 

A shortened statutory period for response to this action is set to expire two months from the 

mailing date of this action. 

Extensions of time under 37 CFR 1.136{a) do not apply in reexamination proceedings. The 

provisions of 37 CFR 1.136 apply only to "an applicant" and not to parties in a reexamination 

proceeding. Further, in 35 U.S.C. 305 and in 37 CFR l.550(a), it is required that reexamination 

proceedings "will be conducted with special dispatch within the Office." 

Extensions of time in reexamination proceedings are provided for in 37 CFR 1.SS0{c). A request 

for extension of time must specify the requested period of extension and it must be accompanied by the 

petition fee set forth in 37 CFR l.17(g). Any request for an extension in a third party requested ex parte 

reexamination must be filed on or before the day on which action by the patent owner is due, and the 

mere filing of a request will not effect any extension of time. A request for an extension of time in a 

third party requested ex parte reexamination will be granted only for sufficient cause, and for a 

reasonable time specified. Any request for extension in a patent owner requested ex parte 

reexamination (including reexamination ordered under 35 U.S.C. 257) for up to two months from the 

time period set in the Office action must be filed no later than two months from the expiration of the 

time period set in the Office action. A request for an extension in a patent owner requested ex parte 

reexamination for more than two months from the time period set in the Office action must be filed on 

or before the day on which action by the patent owner is due, and the mere filing of a request for an 

extension for more than two months will not effect the extension. The time for taking action in a patent 

owner requested ex parte reexamination will not be extended for more than two months from the time 

period set in the Office action in the absence of sufficient cause or for more than a reasonable time. 
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The filing of a timely first response to this final rejection will be construed as including a request 

to extend the shortened statutory period for an additional two months. In no event, however, will the 

statutory period for response expire later than SIX MONTHS from the mailing date of the final action. 

See M PEP§ 2265. All correspondence relating to this ex parte reexamination proceeding should be 

directed: 

By Mail to: 

By FAX to: 

Mail Stop Ex Porte Reexam 

Central Reexamination Unit 

Commissioner for Patents 

United States Patent & Trademark Office 

P.O. Box 1450 

Alexandria, VA 22313-1450 

(571) 273-9900 

Central Reexamination Unit 

Any inquiry concerning this communication should be directed to Central Reexamination Unit at 

telephone number (571) 272-7705. 

/Eric B. Kiss/ 

Primary Examiner, Art Unit 3992 

Conferees: 

/NICK CORSARO/ 
Primary Examiner, Art Unit 3992 

/ANDREW J. FISCHER/ 
Supervisory Patent Reexamination Specialist, Art Unit 3992 
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-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address -

a. 0 Responsive to the communication(s) filed on 03 June 2021. 

0 A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on __ . 

b. 0 This action is made FINAL. 

c. 0 A statement under 37 CFR 1.530 has not been received from the patent owner. 

A shortened statutory period for response to this action is set to expire 2 month(s) from the mailing date of this letter. 
Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination 
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c). 
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Part II SUMMARY OF ACTION 

1 a. 0 Claims 2 and 10-15 are subject to reexamination. 

1 b. 0 
2. □ 
3. 0 
4. 0 
5. □ 
6. □ 

Claims 1 and 3-9 are not subject to reexamination. 

Claims __ have been canceled in the present reexamination proceeding. 

Claims 14-15 are patentable and/or confirmed. 

Claims 2 and 10-13 are rejected. 

Claims __ are objected to. 

The drawings, filed on __ are acceptable. 

7. □ The proposed drawing correction, filed on __ has been (7a) 0 approved (7b) 0 disapproved. 

8. □ Acknowledgment is made of the priority claim under 35 U.S.C. 119(a)-(d) or (f). 

a) 0 All b) 0 Some* c) 0 None of the certified copies have 

1 0 been received. 

2 0 not been received. 

3 0 been filed in Application No. __ 

4 0 been filed in reexamination Control No. --
5 0 been received by the International Bureau in PCT application No. __ 

* See the attached detailed Office action for a list of the certified copies not received. 

9. 0 Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal 
matters, prosecution as to the merits is closed in accordance with the practice under ExparteQuayle, 1935 C.D. 
11, 453 O.G. 213. 
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U.S. PATENT NO.: 8,213,970 ART UNIT: 3992 

CONTROL CONF. NO.: 6188 
NUMBER: 90/014,507 

FILING DATE: May 15, 2020 
EXAMINER: Kiss, Eric B. 

TITLE: METHOD OF UTILIZING FORCED ALERTS FOR 
INTERACTIVE REMOTE COMMUNICATIONS 

Mail Stop Ex Parte Reexam 
ATTN: Central Reexamination Unit 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

FILED ELECTRO NI CALLY 

AMENDMENT AND REPLY UNDER 37 C.F.R. 1.111 TO A NON-FINAL OFFICE 
ACTION 

This paper is submitted under 37 C.F.R .1.111 in response to the Office Action mailed 

from the Office on March 3, 2021. Owner authorizes any required fee to be charged to Deposit 

Account No. 60-3614. 

A listing of the claims begins on page 2. 

Remarks begin on page 9. 
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A listing of claims follows: 

1. A communication system for transmitting, receiving, confirming receipt, and responding to an 

electronic message, comprising: a predetermined network of participants, wherein each 

participant has a similarly equipped PDA/cell phone that includes a CPU and a touch screen 

display a CPU and memory; a data transmission means that facilitates the transmission of 

electronic files between said PDA/cell phones in different locations; a sender PDA/cell phone 

and at least one recipient PDA/cell phone for each electronic message; a forced message alert 

software application program including a list of required possible responses to be selected by a 

participant recipient of a forced message response loaded on each participating PDA/cell phone; 

means for attaching a forced message alert software packet to a voice or text message creating a 

forced message alert that is transmitted by said sender PDA/cell phone to the recipient PDA/cell 

phone, said forced message alert software packet containing a list of possible required responses 

and requiring the forced message alert software on said recipient PDA/cell phone to transmit an 

automatic acknowledgment to the sender PDA/cell phone as soon as said forced message alert is 

received by the recipient PD A/cell phone; means for requiring a required manual response from 

the response list by the recipient in order to clear recipient's response list from recipient's cell 

phone display; means for receiving and displaying a listing of which recipient PD A/cell phones 

have automatically acknowledged the forced message alert and which recipient PDA/cell phones 

have not automatically acknowledged the forced message alert; means for periodically resending 

said forced message alert to said recipient PD A/cell phones that have not automatically 

acknowledged the forced message alert; and means for receiving and displaying a listing of 

2 
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which recipient PDA/cell phones have transmitted a manual response to said forced message 

alert and details the response from each recipient PD A/cell phone that responded. 

2. The system as in claim 1, wherein the forced message alert software application program on 

the recipient PD A/cell phone includes: means for transmitting the acknowledgment of receipt to 

said sender PDA/cell phone immediately upon receiving a forced message alert from the sender 

PD A/cell phone; means for controlling of the recipient PD A/cell phone upon transmitting said 

automatic acknowledgment and causing, in cases where the force message alert is a text 

message, the text message and a response list to be shown on the display of the recipient 

PDA/cell phone or causes, in cases where the forced message alert is a voice message, the voice 

message being periodically repeated by the speakers of the recipient PD A/cell phone while said 

response list is shown on the display; means for allowing a manual response to be manually 

selected from the response list or manually recorded and transmitting said manual response to the 

sender PDA/cell phone; and means for clearing the text message and a response list from the 

display of the recipient PD A/cell phone or stopping the repeating voice message and clearing the 

response list from the display of the recipient PD A/cell phone once the manual response is 

transmitted. 

3. The system as in claim 1, wherein said data transmission means is TCP/IP or another 

communications protocol. 

4. The system as in claim 1, wherein the response list that is transmitted within the forced 

message alert software packet is a default response list that is embedded in the forced message 

alert software application program. 

3 
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5. The system as in claim 1, wherein the response list that is transmitted within the forced 

message alert software packet is a custom response list that is created at the time the specific 

forced message alert is created on the sender PDA/cell phone. 

6. A method of sending a forced message alert to one or more recipient PDA/cell phones within a 

predetermined communication network, wherein the receipt and response to said forced message 

alert by each intended recipient PDA/cell phone is tracked, said method comprising the steps of: 

accessing a forced message alert software application program on a sender PDA/cell phone; 

creating the forced message alert on said sender PDA/cell phone by attaching a voice or text 

message to a forced message alert application software packet to said voice or text message; 

designating one or more recipient PDA/cell phones in the communication network; electronically 

transmitting the forced message alert to said recipient PDA/cell phones; receiving automatic 

acknowledgements from the recipient PDA/cell phones that received the message and displaying 

a listing of which recipient PD A/cell phones have acknowledged receipt of the forced message 

alert and which recipient PD A/cell phones have not acknowledged receipt of the forced message 

alert; periodically resending the forced message alert to the recipient PDA/cell phones that have 

not acknowledged receipt; receiving responses to the forced message alert from the recipient 

PDA/cell phones and displaying the response from each recipient PDA/cell phone; and providing 

a manual response list on the display of the recipient PD A/cell phone that can only be cleared by 

the recipient providing a required response from the list; clearing the recipient's display screen or 

causing the repeating voice alert to cease upon recipient selecting a response from the response 

list required that can only be cleared by manually selecting and transmitting a response to the 

manual response list. 
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7. The method as in claim 6, wherein each PD A/cell phone within a predetermined 

communication network is similarly equipped and has the forced message alert software 

application program loaded on it. 

8. The method as in claim 6, wherein said forced message alert application software packet 

contains a response list, wherein said response list is a default list embedded in the forced 

message alert software application program. 

9. The method as in claim 6, wherein said forced message alert application software packet 

contains a response list, wherein said response list is a custom response list that is created at the 

time the specific forced message alert is created on the sender PDA/cell phone. 

10. A method of receiving, acknowledging and responding to a forced message alert from a 

sender PDA/cell phone to a recipient PDA/cell phone, wherein the receipt, acknowledgment, and 

response to said forced message alert is forced by a forced message alert software application 

program, said method comprising the steps of: receiving an electronically transmitted electronic 

message; identifying said electronic message as a forced message alert, wherein said forced 

message alert comprises of a voice or text message and a forced message alert application 

software packet, which triggers the activation of the forced message alert software application 

program within the recipient PDA/cell phone; transmitting an automatic acknowledgment of 

receipt to the sender PDA/cell phone, which triggers the forced message alert software 

application program to take control of the recipient PD A/cell phone and show the content of the 

text message and a required response list on the display recipient PD A/cell phone or to repeat 

audibly the content of the voice message on the speakers of the recipient PD A/cell phone and 

show the required response list on the display recipient PDA/cell phone; and transmitting a 
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selected required response from the response list in order to allow the message required response 

list to be cleared from the recipient's cell phone display, whether said selected response is a 

chosen option from the response list, causing the forced message alert software to release control 

of the recipient PD A/cell phone and stop showing the content of the text message and a response 

list on the display recipient PD A/cell phone and or stop repeating the content of the voice 

message on the speakers of the recipient PD A/cell phone; displaying the response received from 

the PDA cell phone that transmitted the response on the sender of the forced alert PD A/cell 

phone; and providing a list of the recipient PD A/cell phones have automatically acknowledged 

receipt of a forced alert message and their response to the forced alert message. 

11. The method as in claim 10, wherein each PDA/cell phone within a predetermined 

communication network is similarly equipped and has the forced message alert software 

application program loaded on it. 

12. The method as in claim 10, wherein said forced message alert application software packet 

contains a response list, wherein said response list is a default list embedded in the forced 

message alert software application program. 

13. The method as in claim 10, wherein said forced message alert application software packet 

contains a response list, wherein said response list is a custom response list that is created at the 

time the specific forced message alert is created on the sender PDA/cell phone. 

14. (New) The system as in claim 2, further comprising: means for displaying a geographical 

map with georeferenced entities on the display of the sender PD A/cell phone; means for 

obtaining location and status data associated with the recipient PDA/cell phone; and means for 
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presenting a recipient symbol on the geographical map corresponding to a correct geographical 

location of the recipient PD A/cell phone. 

15. (New) The method as in claim 10, further comprising: displaying a geographical map with 

georeferenced entities on the display of the sender PD A/cellphone; obtaining location and status 

data associated with the recipient PDA/cellphone; and presenting a recipient symbol on the 

geographical map corresponding to a correct geographical location of the recipient 

PDA/cellphone based on at least the location data. 
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REMARKS 

This paper is in response to the Office Action dated March 3, 2021. Claims 2 and 10-13 

(the "Challenged Claims") are subject to reexamination and stand rejected. Patent Owner 

respectfully traverses the rejection of Claims 2 and 10-13 for the reasons stated herein. No 

claims are amended or cancelled in this paper. Claims 14 and 15 are added. Therefore, Claims 2 

and 10-13 are subject to reexamination and Claims 14-15 are subject to examination. 

Patent Owner's Summary of Examiner Interview 

Patent Owner thanks the Examiners for the courtesy extended during the Examiner 

interview on May 17, 2021 between Examiners Erik B. Kiss, Nick Corsaro, and Andrew J. 

Fischer, and Patent Owner's representatives, Jialin Zhong (Reg. No. 62,937), Vincent J. Rubino, 

III (Reg. No. 68,594), and Enrique W. Iturralde (Reg. No. 72,883). 

During the interview, Patent Owner's representative Vincent Rubino discussed the 

rejection of claims 2 and 10 over the Kubala and Hammond references, including (a) the means

plus function limitation "means for controlling ... " of claim 2, and the (b) limitation for taking 

control and releasing control of claim 10. Patent Owner's representative Jialin Zhong discussed 

new claims. Examiners requested an identification of the corresponding algorithm for the 

"means for controlling ... " limitation of claim 2, and Examiners indicated that Patent Owner's 

forthcoming response and expert declaration would be given further consideration. No 

agreement was reached during the interview. 
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Rejection 1 (Kubala) under 35 U.S.C. § 103 

The Office Action states at page 3 that Claims 2 and 10-13 of U.S. Patent No. 8,213,970 

(the "'970 Patent") are rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent 

Application 2006/0218232 ("Kubala"), U.S. Patent No. 6,854,007 ("Hammond"), U.S. Patent 

No. 5,325,310 ("Johnson"), and U.S. Patent No. 5,742,905 ("Pepe"). Patent Owner respectfully 

traverses this rejection for the following reasons. This response is supported by the Declaration 

of Dr. Loren Terveen, Ph.D. ("Terveen Deel."). 

As a preliminary matter, the below issues have not been considered or decided in any 

prior proceedings before the Patent Trial and Appeal Board (PTAB) or the U.S. Court of Appeals 

for the Federal Circuit (CAFC). This is because Claims 2 and 10 (and the specific limitations 

identified below) were not the subject of prior IPR challenges. 

As an additional preliminary matter, the representative claim 2 of the '970 patent do not 

cover email messages. In particular, the claimed forced message alerts are not email messages. 

For the purposes of clarity, and to the extent any parties have incorrectly interpreted the claim 

term forced message alerts to mean email messages, Patent Owner expressly disavows the claim 

scope for email messages. The Kubala reference concerns email messages and the Kubala 

embodiments relied upon in the Office Action describe only email messages. Kubala, as applied 

in the Office Action, is thus inapplicable to the inventions in Claims 2 and 10-13 of the '970 

patent. See Terveen Deel. atCJ{Cj{ 14-15, 17-18. 

The Office Action concerns two different types of claims. First, Claim 2 is subject to 

section 112 sixth paragraph because it comprises computer-implemented means-plus-function 

limitations. Such limitations require that patent specification specify one or more algorithms for 

performing the claimed function. Below, in response to Examiner's request, the Patent Owner 
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identifies the corresponding algorithm for the "means for controlling" limitation of Claim 2. 

Second, Claims 10-13 are not subject to section 112 sixth paragraph because they do not contain 

any means-plus-function limitations. Accordingly, Patent Owner is not required to identify any 

corresponding algorithms for Claims 10-13. See Terveen Deel. at CJ{ 16. 

Claim 2 recites "means for controlling of the recipient PD A/cell phone upon transmitting 

said automatic acknowledgment and causing, in cases where the force message alert is a text 

message, the text message and a response list to be shown on the display of the recipient 

PDA/cell phone or causes, in cases where the forced message alert is a voice message, the voice 

message being periodically repeated by the speakers of the recipient PD A/cell phone while said 

response list is shown on the display." With respect to the claimed limitation "causing, in cases 

where the force message alert is a text message, the text message and a response list to be shown 

on the display of the recipient PD A/cell phone or causes, in cases where the forced message alert 

is a voice message, the voice message being periodically repeated by the speakers of the 

recipient PDA/cell phone while said response list is shown on the display," the Office Action 

maps the forced message alert and text message to Kubala's e-mail message 214 with a flag, but 

fails to identify any teaching in which the "means for controlling" is responsible for "causing, in 

cases where the force message alert is a text message, the text message and a response list to be 

shown on the display of the recipient PD A/cell phone." This is not surprising because Kubala' s 

purported invention is an email application in which a user must open emails. See Terveen 

Deel. at CJICJI 19-21. The Office Action focuses on Kubala's purported teaching of a flag in an 

email corresponding to an indication that the recipient "must provide a reply message in response 

to the original message." But Kubala's flag does not control the recipient device so as to cause 

"the text message and a response list to be shown on the display" of the recipient device." To the 
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contrary, Kubala requires user selection of a control to open and review emails. See Terveen 

Deel. at enen 19-21. There is no teaching or suggestion in Kubala of a communication system with 

a "means for controlling" which "cause[s] ... the text message and a response list to be shown 

on the display of the recipient PDA/cell phone." See Terveen Deel. at enen 19-21. 

Instead, as described in the Office Action's mapping, Kubala describes an email 

application 208 with certain enhancements for flagging email messages. Office Action at 11-12. 

The Office Action notes particular attention to Kubala's disclosure that "the user must reply to 

the received e-mail message in some manner before the e-mail application will allow the user to 

perform some other action" and "the recipient can be prevented from closing a review of the 

received e-mail message, from deleting the received e-mail message, and from exiting the e-mail 

application until the recipient has responded to the received message." Office Action at 11. But 

Kubala's email application does not teach or suggest a "means for controlling" which is 

responsible for "causing ... the text message and a response list to be shown on the display of 

the recipient PDA/cell phone." The Office Action identifies flags corresponding to Kubala's 

emails. But these flags do not teach or suggest any "causing ... the text message and a response 

list to be shown on the display of the recipient PD A/cell phone." This is because the flags do not 

require the email to be opened or displayed in any way. See Terveen Deel. at en 22. Rather, as 

described in the Office Action, the recipient may be required to respond, "when the recipient first 

reviews the e-mail message." Office Action at 12. Kubala requires user input to open the email 

message, which means that there is no communication system with a "means for controlling" 

which "cause[s] ... the text message and a response list to be shown on the display of the 

recipient PD A/cell phone," as required by Claim 2. See Terveen Deel. at en 22. Kubala explicitly 

states that "a recipient opens an email message that contains a mandatory response flag" and 
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"selecting a control within an e-mail application to open an e-mail message." Kubala at 

paragraph 0047. See Terveen Deel. at CJ{ 22. 

In comparison, Claim 2 of the '970 patent requires more: a communication system with a 

"means for controlling" which "cause[s] ... the text message and a response list to be shown on 

the display of the recipient PD A/cell phone." The claimed "means for controlling" function is 

clearly linked to the algorithm described in Fig. 4 of the '970 patent, which requires that "the 

forced voice alert software takes control of the recipient's cell phone, integrated PDA/cell phone 

or PC and causes the text message to be displayed or the voice message to be periodically 

repeated and a list of responses to be shown on the display of the recipient cell phone, integrated 

PDA/cell phone or PC PDA/cell." See Terveen Deel. at CJ{ 23. This algorithm corresponding to 

the "means for controlling" function is further described in the specification at 8:37-44 ("the 

forced voice alert software application program effectively takes control of the recipient PC or 

PDA/cell phone. If a text message was received, the forced voice alert software application 

program causes the text message and the response list to be shown on the display of the recipient 

PC or PDA/cell phone until a manual response is selected from the response list."). See Terveen 

Deel. at CJ{ 23. Contrary to the disclosed algorithm in the '970 patent specification, Kubala's 

email application does not take control to display the text message and response list. See 

Terveen Deel. at CJ{ 23. Instead, as discussed above and as stated in the Office Action, the user of 

Kubala's email application must open and view the email message (which also does not 

expressly contain a response list as claimed). See Terveen Deel. at CJ{ 23. 

As Dr. Terveen explains, a person of ordinary skill in the art would have understood that 

the "means for controlling" the claimed communication system of Claim 2 must cause the 

display of the text message and the response list. See Terveen Deel. at CJ{ 24. Dr. Terveen 
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confirms that a user opening an email does not satisfy this claimed requirement and does not 

comport with the claim as a whole which requires a forced message alert rather than an email 

added to the inbox queue awaiting opening by a user like any other email. See Terveen Deel. at 

CJ{ 24. The addition of a flag to the email for requiring a response does not teach taking control so 

as to cause the display of the text message and response list. This is especially true because 

Kubala explicitly teaches that a user must open the email. Kubala at paragraph 0047. In Kubala, 

the user retains control of displaying the email because the user must open the email. See 

Terveen Deel. at CJ{ 24. A person of ordinary skill in the art would not have understood Kubala's 

teaching that a user alone retains control of opening an email to satisfy the "means for 

controlling" recited in Claim 2 because Kubala' s email application does not take control to cause 

a text message and a response list to be shown on the display of the recipient device. See 

Terveen Deel. at CJ{ 24. 

Similarly, Claim 10 requires "transmitting an automatic acknowledgment of receipt to the 

sender PD A/cell phone, which triggers the forced message alert software application program 

to take control of the recipient PDA/cell phone and show the content of the text message and a 

required response list on the display recipient PDA/cell phone or to repeat audibly the content 

of the voice message on the speakers of the recipient PD A/cell phone and show the required 

response list on the display recipient PDA/cell phone." As Dr. Terveen states, Claim 10 also 

requires that forced alert message alert software application program to take control of the 

recipient device and show the text message and response list on the display of the recipient 

device. See Terveen Deel. at CJ{ 25. For the same reasons provided above in response to Claim 2, 

Kubala does not teach Claim 10. See Terveen Deel. at CJ{ 25. 
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In addition, Claim 10 requires "transmitting a selected required response from the 

response list in order to allow the message required response list to be cleared from the 

recipient's cell phone display, whether said selected response is a chosen option from the 

response list, causing the forced message alert software to release control of the recipient 

PD A/cell phone and stop showing the content of the text message and a response list on the 

display recipient PDA/cell phone and or stop repeating the content of the voice message on the 

speakers of the recipient PD A/cell phone." As Dr. Terveen states, Kubala does not disclose the 

communication system causing the forced message alert software to release control of the 

recipient PDA/cell phone. See Terveen Deel. at CJ{ 26. The Office Action does not map any 

teaching in Kubala to this portion of the limitation. Instead, the Office Action identifies a user 

"must reply to the received e-mail message in some manner before the e-mail application will 

allow the user to perform some other action." Office Action at 19. The Office Action further 

contends that "it follows that Kubala's e-mail application releases control of the PDA/cell phone 

to allow the user to perform some other action." But the Office Action's use of "it follows" 

demonstrates that Kubala does not teach causing the forced message alert software to release 

control of the device. See Terveen Deel. at CJ{ 26. There is no citation to Kubala for this portion 

of the limitation and there is no teaching in Kubala to support that this limitation is met by 

Kubala. See Terveen Deel. at CJ{ 26. 

As Dr. Terveen states, Kubala does not teach a forced message alert software program 

that takes control or releases control of the PD A/cell phone. See Terveen Deel. at CJ{ 27. Kubala 

at most concerns a mandatory response flag in an email to request a mandatory response. Kubala 

at paragraphs 0053-54. But Kubala does not take control in a manner that forces open a text 

message and a response list or release control in the manner required by Claim 10. See Terveen 
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Deel. at CJ{ 27. As Dr. Terveen opines, to the extent the Office Action reads in any form of control 

into the reference, Kubala's recitation of "before the e-mail application will allow the user to 

perform some other action," does not teach or suggest releasing control as required by the 

claims. See Terveen Deel. at CJ{ 27. Dr. Terveen opines that a person of ordinary skill in the art 

would not have understood the Kubala reference to teach or suggest any releasing control of the 

recipient device, as required by Claim 10. See Terveen Deel. at CJ{ 27. 

Finally, regarding Patent Owner's disavowal of email messages, Dr. Terveen opines that, 

to the extent the Kubala reference states that "email message comprise various types of 

electronic messages, e.g., text messages, instant messages, fax messages, voicemail messages, 

video messages, audio messages, and other types of messages," the Kubala reference's 

disclosure is sufficiently enabled only as to email applications for email messages. Terveen 

Deel. at CJICJI 17-18. Kubala describes how the mandatory response flag would be implemented in 

emails (i.e., email message headers for delivery using, for example, SMTP or MIME formats) 

and expressly states that any header that is not recognized by an email application "should be 

ignored." Kubala at paragraphs 37-38. The law requires that, to render a claim obvious, the 

prior art must enable a skilled artisan to make and use the claimed invention. Raytheon Techs. 

Corp. v. Gen. Elec. Co., 993 F.3d 1374, 1380 (Fed. Cir. 2021). In the absence of such other 

supporting evidence to enable a skilled artisan to make the claimed invention, a standalone 

section 103 reference must enable the portions of its disclosure being relied upon. Id. at 1381. 

Kubala does not describe how to carry out or make or use any mandatory response flag in any 

other types of applications or for any types of messages besides email messages. Terveen Deel. 

at CJICJI 17-18. There is no other relevant disclosure in the asserted prior art for mandatory response 

flags, so Kubala itself must be self-enabling for mandatory response flags. Terveen Deel. at CJICJI 

15 

Page 115



Attorney Docket No. 2525.993REX0 
Control No.: 90/014,507 (Re-exam of U.S. Patent No. 8,213,970) 

17-18. In this case, Kubala is only self-enabling as to email messages and Kubala provides no 

enabling disclosure regarding how to carry out mandatory response flags for any other types of 

messages that are not email messages in email formats. Terveen Deel. at CJICJI 17-18. Dr. Terveen 

opines that a skilled artisan would understand that Kubala' s disclosure is limited to email 

messages and that an email message (notwithstanding any messages that are part of, attached to, 

comprised within the email message) in an email format for an email application would be 

required to carry out Kubala's invention. Terveen Deel. at CJICJI 17-18. Indeed, the embodiments 

identified in the Office Action are disclosures related only to email messages within email 

applications. Because the '970 patent is not directed to email messages, as email messages are 

expressly disavowed by Patent Owner herein, the Kubala reference does not teach or suggest the 

claimed inventions of the '970 patent. Terveen Deel. at CJ{CJ{ 17-18. 

Accordingly, Patent Owner respectfully requests a notice confirming the validity of 

Claims 2 and 10-13 of the '970 patent. 

Rejection 2 (Hammond) under 35 U.S.C. § 103 

The Office Action states, at page 23, that Claims 2 and 10-13 of U.S. Patent No. 

8,213,970 (the "'970 Patent") are rejected under 35 U.S.C. § 103(a) as being unpatentable over 

U.S. Patent No. 6,854,007 ("Hammond"), U.S. Patent No. 5,325,310 ("Johnson"), and U.S. 

Patent No. 5,742,905 ("Pepe"). Patent Owner respectfully traverses this rejection for the 

following reasons. This response is supported by the Declaration of Dr. Loren Terveen, Ph.D. 

("Terveen Deel."). 

Patent Owner submits that Claims 2 and 10-13 are valid for similar reasons as presented 

above and as applied to Hammond. Claim 2 recites "means for controlling of the recipient 

PDA/cell phone upon transmitting said automatic acknowledgment and causing, in cases where 
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the force message alert is a text message, the text message and a response list to be shown on the 

display of the recipient PD A/cell phone or causes, in cases where the forced message alert is a 

voice message, the voice message being periodically repeated by the speakers of the recipient 

PDA/cell phone while said response list is shown on the display." With respect to the claimed 

requirement "causing, in cases where the force message alert is a text message, the text message 

and a response list to be shown on the display of the recipient PD A/cell phone or causes, in cases 

where the forced message alert is a voice message, the voice message being periodically repeated 

by the speakers of the recipient PD A/cell phone while said response list is shown on the 

display," the Office Action maps the forced message alert and text message to Hammond's 

"electronic messages" with "message delivery information" (Office Action at 26), but fails to 

identify any teaching in which the "means for controlling" is responsible for "causing, in cases 

where the force message alert is a text message, the text message and a response list to be shown 

on the display of the recipient PDA/cell phone." This is because Hammond's purported 

invention requires that users must open electronic messages. See Terveen Deel. at CJ{ 28. The 

Office Action focuses on Hammond's purported teaching of a "system tracks whether each 

message has been delivered and reviewed by to [sic] each recipient and uses the message 

information to resend the messages whose delivery or reviewed is not confirmed." Office Action 

at 31. But this teaching confirms that users must access and open electronic messages and that 

users must take affirmative actions to access and open messages. See Terveen Deel. at CJ{ 28. 

Similar to the relied upon portions of Kubala, the Office Action focuses on Hammond's ensuring 

transmission of the message and checking for replies. See Terveen Deel. at CJ{ 28. The disclosure 

teaching that Hammond's server checks for delivery/review and resends messages when 

"review[] is not confirmed" demonstrates that there is no "means for controlling" that "cause[s] 
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the text message and a response list to be shown on the display" of the recipient device." To the 

contrary, Hammond requires that "the recipient accesses and reviews a message." Hammond at 

5:20-31. There is no teaching in Hammond of a communication system with a "means for 

controlling" which "cause[s] ... the text message and a response list to be shown on the display 

of the recipient PD A/cell phone." See Terveen Deel. at CJ{ 28. 

The Office Action identifies Hammond's "electronic messages" and "message delivery 

information" but these elements do not "caus[e] ... the text message and a response list to be 

shown on the display of the recipient PD A/cell phone." This is because Hammond expressly 

states that "electronic messages" must be accessed and reviewed by the user recipient, and there 

is no teaching otherwise. See Terveen Deel. at CJ{ 29. Additionally, Hammond's "message 

delivery information" does not modify Hammond's "electronic messages" in any manner so as to 

"caus[e] ... the text message and a response list to be shown on the display of the recipient 

PDA/cell phone." Rather, as described in the Office Action, the server waits for the recipient to 

review the electronic messages and is directed to tracking those opening and reviewing the 

messages. Office Action at 31. Hammond expressly requires user input to access and review the 

electronic messages, which means that there is no communication system with a "means for 

controlling" which "cause[s] ... the text message and a response list to be shown on the display 

of the recipient PD A/cell phone," as required by Claim 2. Hammond explicitly states that "the 

recipient accesses and reviews a message." Hammond at 5:20-31. See Terveen Deel. at CJ{ 29. 

In comparison, Claim 2 of the '970 patent requires more: a communication system with a 

"means for controlling" which "cause[s] ... the text message and a response list to be shown on 

the display of the recipient PD A/cell phone." As stated above, the claimed "means for 

controlling" function is clearly linked to the algorithm described in Fig. 4 of the '970 patent, 
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which requires that "the forced voice alert software takes control of the recipient's cell phone, 

integrated PDA/cell phone or PC and causes the text message to be displayed or the voice 

message to be periodically repeated and a list of responses to be shown on the display of the 

recipient cell phone, integrated PDA/cell phone or PC PDA/cell." See Terveen Deel. at CJ{ 30. 

This algorithm corresponding to the "means for controlling" function is further described in the 

specification at 8:37-44 ("the forced voice alert software application program effectively takes 

control of the recipient PC or PD A/cell phone. If a text message was received, the forced voice 

alert software application program causes the text message and the response list to be shown on 

the display of the recipient PC or PD A/cell phone until a manual response is selected from the 

response list."). See Terveen Deel. at CJ{ 30. Contrary to the disclosed algorithm in the '970 

patent specification, Hammond's system (the Office Action at page 25 concedes that Hammond 

does not teach or suggest any relevant application to meet the forced message alert software 

program) does not take control to show the text message and response list on the display. See 

Terveen Deel. at CJ{ 30. Instead, as discussed above and as stated in the Office Action, the 

recipient user must access and open for review Hammond's electronic message. See Terveen 

Deel. at CJ{ 30. 

As Dr. Terveen explains, a person of ordinary skill in the art would have understood that 

the "means for controlling" of the claimed communication system of Claim 2 must cause the 

display of the text message and the response list. See Terveen Deel. at CJ{ 31. Dr. Terveen 

confirms that requiring a user to access and open an email for review does not satisfy this 

claimed requirement and does not comport with the claim as a whole which requires a forced 

message alert, rather than an electronic message added to a queue awaiting access by a user like 

any other type of message. See Terveen Deel. at CJ{ 31. The addition of Hammond's "message 
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delivery information" to the message for tracking/resending the message does not teach taking 

control so as to cause the display of the text message and response list on the recipient device's 

display. This is especially true because Hammond explicitly teaches that the recipient user must 

herself access and open for the message for review and Hammond confirms that messages do not 

need to be accessed and can sit in a state of "reviewed is not confirmed." Hammond at 5:20-31; 

Office Action at 31. In Hammond, the user retains control of accessing and displaying the 

messages because the user must access the messages. See Terveen Deel. at CJ{ 31. A person of 

ordinary skill in the art would not have understood Hammond's teaching that a user alone retains 

control of accessing/opening an electronic message to satisfy the "means for controlling" recited 

in Claim 2 because Hammond's system does not take control to cause a text message and a 

response list to be shown on the display of the recipient device. See Terveen Deel. at CJ{ 31. 

Similarly, Claim 10 requires "transmitting an automatic acknowledgment of receipt to the 

sender PD A/cell phone, which triggers the forced message alert software application program 

to take control of the recipient PDA/cell phone and show the content of the text message and a 

required response list on the display recipient PDA/cell phone or to repeat audibly the content 

of the voice message on the speakers of the recipient PD A/cell phone and show the required 

response list on the display recipient PDA/cell phone." As Dr. Terveen states, Claim 10 also 

requires that forced alert message alert software application program to take control of the 

recipient device and show the text message and response list on the display of the recipient 

device. See Terveen Deel. at CJ{ 32. For the same reasons provided above in response to Claim 2, 

Hammond does not teach Claim 10. See Terveen Deel. at CJ{ 32. 

In addition, Claim 10 requires "transmitting a selected required response from the 

response list in order to allow the message required response list to be cleared from the 
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recipient's cell phone display, whether said selected response is a chosen option from the 

response list, causing the forced message alert software to release control of the recipient 

PD A/cell phone and stop showing the content of the text message and a response list on the 

display recipient PDA/cell phone and or stop repeating the content of the voice message on the 

speakers of the recipient PD A/cell phone." For this limitation, the Office Action pivots to state 

that Johnson at 4: 11-42 teaches takes control and releases control. While the Office Action does 

not identify what elements in Johnson are responsible for taking control and releasing control, it 

appears that the Office Action is relying on Johnson's "persistent reply attributes" as a 

mechanism that is "set on an electronic mail object before the electronic mail object is sent for 

distribution" to "prevent the deletion and archival of the note or image until an appropriate reply 

is made." Johnson at 4: 11-42. This data structure is similar to Kubala' s "mandatory response 

flag," described above, and the same rationale for traversal applies here. See Terveen Deel. at CJ{ 

33. As with all emails, Johnson's disclosure is provided "in response to the recipient opening the 

electronic mail object" which means that the user must open the email and thus cannot meet the 

limitations triggers the forced message alert software application program to take control of 

the recipient PDA/cell phone and show the content of the text message and a required 

response list on the display recipient PDA/cell phone or causing the forced message alert 

software to release control of the recipient PD A/cell phone and stop showing the content of the 

text message and a response list on the display recipient PDA/cell phone as required by Claim 

10. As Dr. Terveen states, the combination of Hammond, Johnson, and Pepe does not teach a 

forced message alert software program that takes control or releases control of the PD A/cell 

phone. See Terveen Deel. at CJ{ 33. Instead, the user in Johnson retains control of opening and 
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displaying a message and the user causes display of the text message and response list. See 

Terveen Deel. at CJ{ 33. 

Accordingly, Patent Owner respectfully requests a notice confirming the validity of 

Claims 2 and 10-13 of the '970 patent. 

Newly Added Claims 14-15 

Patent Owner respectfully requests consideration of newly added claims 14 and 15, 

which are directed to displaying a geographical map with georeferenced entities on the display of 

the sender PDA/cellphone; obtaining location and status data associated with the recipient 

PD A/cellphone; and presenting a recipient symbol on the geographical map corresponding to a 

correct geographical location of the recipient PD A/cellphone based on at least the location data, 

as well as means for performing the same steps. Patent Owner submits that new claims 14 and 

15 do not add new matter and are supported by the original disclosure of the patent. As Dr. 

Terveen opines, newly added claims 14 and 15 are patentable and valid over the prior art 

references in the Office Action. See Terveen Deel. at CJ{ 34. To the extent that the above 

disavowal and traversal does not overcome the existing prior art rejection, Patent Owner 

respectfully requests consideration and allowance of Claims 14 and 15 and invites Examiner to 

contact Patent Owner's counsel of record to discuss further amendments to advance the 

prosecution of the reexamination application. 
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CONCLUSION 

For these reasons, Patent Owner respectfully requests withdrawal of the rejections and 

issuance of a reexamination certificate allowing all of the Challenged Claims. 

Date: June 3, 2021 

100 Connell Drive, Suite 2300 
Berkeley Heights, New Jersey 07922 
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Respectfully submitted, 

ZHONG LAW, LLC 
Attorneys/ Agents for Applicants 

/Jialin Zhong/ 

Jialin Zhong 
Registration No. 62,937 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

U.S. PATENT NO.: 8,213,970 

CONTROL NUMBER: 90/014,507 

ART UNIT: 3992 

CONF. NO.: 6188 

FILING DATE: May 15, 2020 EXAMINER: Eric B. Kiss 

TITLE: METHOD OF UTILIZING FORCED ALERTS FOR 
INTERACTIVE REMOTE COMMUNICATIONS 

Mail Stop Ex Parte Reexam 
ATTN: Central Reexamination Unit 
Commissioner for Patents 
P. 0. Box 1450 
Alexandria, VA 22313-1450 

FILED ELECTRO NI CALLY 

RESPONSE TO EX PARTE NON-FINAL OFFICE ACTION TRANSMITTAL 

Dear Commissioner: 

The undersigned, on behalf of the Patent Owner, hereby submits a response to the Ex 

Parte Non-Final Office action mailed March 3, 2021. 

Date: June 3, 2021 

100 Connell Drive, Suite 2300 
Berkeley Heights, New Jersey 07922 

1 

Respectfully submitted, 

ZHONG LAW, LLC 
Attorneys/ Agents for Applicants 

/Jialin Zhong/ 
Jialin Zhong 
Registration No. 62,937 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

U.S. PATENT NO.: 8,213,970 

CONTROL NUMBER: 90/014,507 

ART UNIT: 3992 

CONF. NO.: 6188 

FILING DATE: May 15, 2020 EXAMINER: Eric B. Kiss 

TITLE: METHOD OF UTILIZING FORCED ALERTS FOR 
INTERACTIVE REMOTE COMMUNICATIONS 

FILED ELECTRO NI CALLY 
Mail Stop Ex Parte Reexam 
ATTN: Central Reexamination Unit 
Commissioner for Patents 
P. 0. Box 1450 
Alexandria, VA 22313-1450 

CERTIFICATE OF SERVICE ON THIRD-PARTY REOUESTOR 

Dear Commissioner: 

The undersigned, on behalf of the Patent Owner, hereby certifies that copies of the 

following documents are being served on the Third-Party Requestor electronically on June 3, 

2021: 

1. Response to non-final Office Action mailed March 3, 2021 

2. Declaration of Dr. Loren Terveen 

The name and addresses of the parties being served are as follows: 

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C. 
11 00 New York Avenue, N.W. 
Washington, D.C. 20005 
Tel.: 202-371-2600 
Fax: 202-371-2540 

Attorneys for Third-Party Requestor, Google LLC 
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Date: June 3, 2021 

100 Connell Drive, Suite 2300 
Berkeley Heights, New Jersey 07922 

2 

Respectfully submitted, 

ZHONG LAW, LLC 
Attorneys/ Agents for Applicants 

/Jialin Zhong/ 
Jialin Zhong 
Registration No. 62,937 
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[N THE UNITKD S'I'ATl1:S PATENT AND TRADl1=1"1ARK (WFICE 

U.S. PATENT NO.: 8,213,970 ART UNIT: 3992 

CONTROL CON'F. NO.: 6188 
NUMBER: 90/014,507 

FILING DATE: May 15, 2020 
EXAMINER: Kiss, Eric B. 

TITLE: IVIETHOD OF UTILIZING FORCED ALERTS FOR 
lNTERACT[VlI REMOTE COMMUNlCATlONS 

Mail Stop Ex Parte Reexam 
ATTN: Central Reexamination Unit 
Commissioner for Patents 
PO Box 1450 
Alexandria, VA 22313-1450 

FILED ELECTRONlCALLY 

In:CLARATI0N ()]<' DR L0RlIN Tl1:RVEEN IN SUP.PORT OF 
REPLY UNDER 37 CF.R. 1.111 TO A NON-FINAL OFFICE ACTION 

1, Loren G. Terveen, Ph.D., being duly sworn, hereby state as follows: 

Background 

1. I am a Professor and Distinguished NicKnight University Professor of Computer 

Science and Engineering at the University of Minnesota. I hold a Ph.D. and Master of Science 

degree in Cornputer Sciences frorn University of Texas and a Bachelor of Arts degree in 

Computer Science, Mathematics, and History from the University of South Dakota. I have been 

associated with human-computer interaction, computing systems, and electronics industry as a 

designer and consultant and am a named inventor on 10 U.S. patents. 

2. JVIy skills and experience are in areas of information systems and processing, 

human-computer interactions, computing systems, location-based data and applications, 

graphical user interfaces. Specifically, I have: 

l 
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conducted research regarding algorithm design, human-computer interaction, 
artificial intelligence, computing systems, and online communities; 

taught courses in user interface design, irnplementation, and evaluation, 
collaborative and social computing, computer programming, GUI toolkits and 
implementation, and collaborative computing; 

provided expert services, investigating both process and design technologies of 
various devices (graphical user interfaces), systems (interactive prograrn guide 
systems, information processing, hypertext, inforence, information search), 
products related to wireless tracking and geofencing; and 

3. I am an inventor on a number of patents directed to wireless communication of 

location and tracking information, including a wireless myoelectric control apparatus and 

rnethods and systern and method for selecting and displaying hyperlinked information resources. 

4. Because of my background, training, and experience, I am qualified as an expert 

to opine on the patent under examination. A more detailed account of my work experience and 

other qualifications is listed in my Curriculum Vitae attached as Exhibit 1\ to this declaration. 

The '970 Patent and its Prose('.ution History 

5. United States Patent No. 8,213,970 ("'970 Patent") is entitled "METHOD OF 

UTILIZING FORCED ALERTS FOR 1NTERACTIVE RENIOTE CONilvfUNICATIONS" and 

issued on July 3, 2012. The '970 Patent, filed on November 26, 2008, was given Application 

No. 12/324, 122. The '970 Patent includes on independent apparatus clairn, four dependent 

apparatus claims, two independent method claims, and six dependent method claims. 

6. I reviewed the prosecution history of the '970 Patent, inclusive of cited prior art, 

and expect to testify with respect to these documents to explain the subject matter and 

disclosures of this patent. The following sections contain a smnmary of this review. 

7. An Office Action was issued by the PTO on September 20, 2010, in which the 

Examiner rejected claims I through 14. Claims 1, 4, and 6 were rejected under 35 U.S.C. § 
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102(e) as anticipated by Keating et al. US 20040082352. Claims 2, 3, and 5 were rejected under 

35 U.S.C. § 103(a) as being unpatentable over Keating et al. 1.JS20040082352 in view of Esler et 

al. US 20050241026. Claims 7 through 14 were rejected under 35 U.S.C. § 103(a) as being 

unpatentable over Keating et al US 20040082352 in vie,.v of Dalton et al. US20040192365. 1 

8. Applicant submitted an Amendment dated December 17, 2010, that amended 

claims 2-7, and 11 and canceled claim 1. 2 

9. An Office Action was issued by the PTO on March 11, 2011, in which the 

Examiner rejected claims 2 through 14. Claims 2 through 10 were rejected under 35 U S.C. § 

103(a) as being unpatentahie over Keating et al. US 20040082352 in view of Maggenti et al. US 

20020061762. Claims 11 through 14 were rejected under 35 lJ.S.C. § 103(a) as being 

unpatentable over Keating et al. US 200400823 52 in view of Dalton et al. US 20040192365. 3 

10. Applicant submitted an Arnendment dated Septernber 9, 2011, that arnended 

claims 2, 3, 7, and 11 4 

l l. A Notice of Allowance was issued by the PTO on April 25, 2012 that allowed 

claims 2 through 14. 5 

The Level of Ordinan Skill in The Art 

12. In my opinion, a person of ordinary skill in the alt at the time of the claimed 

invention is someone with at least a bachelor's degree in computer science or computer 

engineering with one to two years of experience in the field of computer programming for 

1 See '970 Patent Prosecution History, Office Action dated Sept 20, 2010, pp. 2-12. 
2 Id, Preliminary Amendment dated Dec. 17, 2010, pp. 8-12. 
3 Id, Office Action dated March l l, 2011, pp. 2-13. 
4 Id., Preliminary Amendrnent dated Sept. 9, 2011, pp. 8-12. 
5 Id Notice of Allowance dated Apr. 25, 2012. 
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communications systems, or the equivalent education and work experience. Extensive experience 

and technical training might substitute for educational requirements, ,vhile advanced degrees 

might substitute for experience. At times, I will refer to a person of ordinary skill in the art as a 

"POSIT A" or a "skilled artisan." 

Rejection 1: The Combination of Kubala, Hammond. Johnson. and Pepe 

13. I have reviewed the Office Action mailed on May 3, 2021. I understand that 

Clairns 2 and 10-13 of U.S. Patent No. 8,213,970 (the '"970 Patent") are rejected under 35 

U.S.C. § 103(a) as being unpatentable over U.S. Patent Application 2006/0218232 ("Kubala''), 

l r s· J> t'N' .. 8'-4 007 ("H' d") TT S n t N' ,:; 32-i 310 (" 1' h " ,,. rl (TS ). . aten 1 o. b, .J , ammon , L ., . r a ent o. -·, -·, ~ _ ..io n~on ), anL 1.,. 

Patent No. 5,742,905 ("Pepe"). I have reviewed the Kubala, Hammond, Johnson, and Pepe 

references. 

14. I note that the portions relied upon in the asserted prior art are directed to email 

messages. I understand that Patent Owner, in its response to this Office Action, has expressly 

stated that the claims of the '970 patent do not cover email messages and that, the claimed forced 

message alerts, specifically, are not email messages. I understand that the Patent Owner has 

expressly stated that to the extent any parties have incorrectly interpreted forced message alerts 

to mean email messages, Patent Ovmer expressly disavows the claim scope for email messages 

as they would pertain to the claimed forced message alerts. 

15. In my opinion, this disavowal of subject matter is particularly relevant to the 

Office _Action because the Kubala reference concerns ''email messages" and the Kubala 

embodiments relied upon in the Office Action are limited to "email messages." I understand that 

one of the Office's guiding principles is to provide "high quality patents" and to "optimize patent 
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quality by providing clear notice to the public of the boundaries of the inventive subject matter" 

MPEP 2173. Here, the Patent Owner never intended to cover "email messages" and has 

specifically disavowed "email messages" from the claim scope of "forced message alert" in an 

effort to raise confidence in the quality of this patent and to avoid any ambiguity as to the 

breadth of the claim scope. 

l 6. I note that there are two sets of claims at issue in this reexamination. The first set 

includes claim 2, which contains computer-implemented means-plus-function limitations. For 

computer-irnplemented means-plus-function limitations, the law requires the disclosure in the 

specification of an algorithm for performing the claimed function. The second set includes 

claims 10-13. Claims 10-13 do not recite any computer-implemented means-plus-function 

limitations and thus do not require the identification of an algorithm. Below, I discuss the 

algorithm for the "means for controlling" limitation in claim 2. 

17. Kubala is inapplicable to claims 2 and 10-13 of the '970 patent The Office 

Action relies solely on the disclosure of an email application for transmitting email messages and 

including flags in those email messages within the confines of known email fom1ats for email 

messages. The Office Action relies on an enhanced email application 208 which includes a 

mandatory-response functional unit 212 to read on the claimed "forced message alert software 

application program." Office Action at 5. The Office Action relies on the email message 214 

with a mandatory response flag 216 to read on the claimed "forced rnessage alert." Office 

Action at 6. 

18. I understand that the law requires that, to render a claim obvious, the prior art 

must enable a skilled artisan to make and use the claimed invention. I also understand that in the 

absence of such other supporting evidence to enable a skilled artisan to make the claimed 
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invention, a section 103 reference must enable the portions of its disclosure being relied upon. 

Id. at 13 81. As presented in the Office Action and as explained herein, I understand that the 

Office Action relies on Kubala' s email application and email messages with mandatory response 

flags in its obviousness rejection of clairns 2 and 10-13. However, Kubala does not describe how 

to carry out or make or use any mandatory response il ag in any other types of applications or for 

any types of messages besides email messages. Because there is no other relevant disclosure in 

the asserted prior art for mandatory response flags, Kubala itself must be self-enabling for 

mandatory response flags. In this case, Kubala is only self-enabling as to disclosing mandatory 

response flags in email messages with email formats, and Kubala provides no enabling 

disclosure regarding how to carry out mandatory response flags for any other types of messages 

that are not email messages with email formats. To the extent the Office Action points to the 

statement that "ernail message comprise various types of electronic messages, e.g., text 

messages, instant messages, fax messages, voicemail messages, video messages, audio messages, 

and other types of messages," this does not change the fact that Kubala' s disclosure is 

sufficiently enabled only as to email applications for email messages with email formats. Kubala 

describes how the rnandatory response flag would be implemented in ernails (i.e., email message 

headers for delivery using, for example, SMTP or MIME formats) and expressly states that any 

header that is not recognized by an email application "should be ignored." Kubala at paragraphs 

37-38. I have reviewed Kubala in its entirety, and Kubala does not sufficiently describe how to 

carry out or make or use any mandatory response flag in any other types of applications or for 

any other types of messages besides email messages. In my opinion, a skilled artisan would 

understand that Kubala's disclosure is limited to email messages and that an email message 

(notwithstanding any messages that are part o( attached to, comprised within the ernail message) 
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in an email format for an email application would be required to carry out Kubala' s invention. 

Otherwise, the embodiments identified in the Office Action are disclosures related only to email 

messages within email applications. Because the '970 patent is not directed to email messages, 

as email messages are expressly disavowed by Patent Owner herein, the Kubala reference does 

not disclose or suggest the claimed inventions of the '970 patent. 

l 9. I have reviev.red Rejection 1 in view of Kubala, Hammond, Johnson, and Pepe, 

and it is my opinion that the rejection should be withdrawn and the Office should confirm the 

validity of clairns 2 and 10-13. I note that Claim 2 recites "means for controlling of the recipient 

PD1Vceli phone upon transmitting said automatic acknowledgment and causing, in cases where 

the force message alert is a text message, the text message and a response list to be shown on the 

display of the recipient PD A/cell phone or causes, in cases where the forced message alert is a 

voice message, the voice message being periodically repeated by the speakers of the recipient 

PDA/cell phone while said response list is shown on the display." In my opinion, this limitation 

is not met by Kubala, particularly with respect to the ponion reciting "means for 

controlling ... causing, in cases where the force message alert is a text message, the text message 

and a response list to be shown on the display of the recipient PDA/cell phone." 

20. For this limitation, Examiner applies Kubala's e-mail message 214 with a flag to 

the claimed the forced message alert and text message. However, there is no teaching in Kubala 

that discloses or suggests that the "rneans for controlling" and "causing, in cases where the force 

message alert is a text message, the text message and a response list to be shown on the display 
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of the recipient PD A/cell phone." This is because Kubala's purported invention is an email 

application in which a user must open emails. 

21. Examiner focuses on Kubala's flag in an email corresponding to an indication that 

the recipient "must provide a reply message in response to the original message." But a person 

of ordinary skill in the art would understand that Kubala's flag does not control the recipient 

device so as to cause the text message and a response list to be shown on the display of the 

recipient device. This is because Kubala expressly requires user selection of a control to open 

and review emails. Accordingly, a person of ordinary skill in the art would understand that, in 

Kubala, the user retains control and the user causes the di splay of the email There is no teaching 

in Kubala of a communication system ,vith a "means for controlling" v.rhich "cause[s] ... the 

text message and a response list to be shown on the display of the recipient PD A/cell phone." In 

rny opinion, this is an important difference between the clairned invention and Kubala's ernail 

application, and the rejection should be withdrawn. 

Examiner notes that Kubala describes an email application 208 with certain 

enhancements for flagging email messages. Office Action at 11-12. Further, Examiner draws 

attention to Kubala's disclosure that "the user must reply to the received e-mail message in sorne 

manner before the e-mail application v.rill allow the user to perfom1 some other action" and ''the 

recipient can be prevented from closing a reviev.r of the received e-mail message, from deleting 

the received e-mail rnessage, and from exiting the e-mail application until the recipient has 

responded to the received message." Office Action at l l. But a person of ordinary skill in the 

art would understand that Kubala' s email application does not disclose a ''means for controlling" 

which is responsible for "causing ... the text message and a response list to be shown on the 

display of the recipient PDAJcell phone." Examiner identifies flags corresponding to Kubala's 
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emails. But a person of ordinary skill in the art would understand that Kubala's flags do not 

disclose any "causing ... the text message and a response list to be shown on the display of the 

recipient PDA/cell phone." Rather, the skilled artisan would understand that Kubala's flags do 

not take control or cause the ernail to be opened or displayed in any way. Examiner appears to 

acknowledge this when it cites to Kubala's teaching that the recipient may be required to 

respond, ''when the recipient first reviews the e-mail message." Office Action at 12. Like other 

email applications, Kubala needs users to open the email message. Kubala explicitly teaches that 

"a recipient opens an email message that contains a mandatory response flag" and "selecting a 

control within an e-mail application to open an e-mail message." Kubala at paragraph 0047. 

This disclosure supports my opinion that Kubala does not disclose or suggest communication 

system with a communication system with a "means for controlling" which "cause[s] ... the text 

rnessage and a response list to be shown on the display of the recipient PD A/cell phone." 

23. In my opinion, this limitation is a means-plus-function limitation subject to§ 112 

6th paragraph, ,vhich requires a corresponding structure in the fom1 of an algorithm (because it is 

a computer-based limitation). I note that the claimed "means for controlling" function is clearly 

linked to the algorithm described in Fig. 4 of the '970 patent, which requires that "the forced 

voice alert software takes control of the recipient's cell phone, integrated PD,1Vceli phone or PC 

and causes the text message to be displayed or the voice message to be periodically repeated and 

a list of responses to be shown on the display of the recipient cell phone, integrated PD A/cell 

phone or PC PDA/celL" This algorithm corresponding to the "means for controlling" function is 

further described in the specification at 8:37-44 ("the forced voice alert software application 

program effectively takes control of the recipient PC or PD1Vcell phone. If a text message was 

received, the forced voice alert software application program causes the text message and the 
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response list to be shown on the display of the recipient PC or PD A/cell phone until a manual 

response is selected from the response list"). Kubala does not disclose the claimed function or 

corresponding structure in the fom1 of an algorithm. Contrary to the disclosed algorithm in the 

'970 patent specification, Kubala's ernail application does not take control to display the text 

message and response list. This element is missing from Kubala, which teaches that a user must 

open and vievv the email message. Kubala at paragraph 0047. There is no teaching otherwise. 

24. A person of ordinary skill in the art would have understood that the "means for 

controlling" the claimed communication system of Claim 2 must cause the display of the text 

message and the response list. The skilled artisan \.vould understand that a user opening an email 

(I) does not satisfy this claimed requirement and (2) does not meet the claim as a ,vhole which 

requires a forced message alert rather than an email added to the inbox queue awaiting opening 

by a user like any other email. The skilled artisan would have understood that, because the user 

must open the email to review, Kubala's addition of a flag for requiring a response to an email 

does not teach taking control so as to cause the display of the text message and response list. 

Kubala at paragraph 0047. In each and every embodiment disclosed in Kubala, the user retains 

control of displaying the email because the user must open the email. A person of ordinary skill 

in the an ,vould not have understood Kubala to disclose or suggest the claimed "means for 

controlling" recited in Claim 2 because (1) Kubala' s user retains control of opening and 

displaying ernails and (2) Kubala's email application does not take control to cause a text 

message and a response list to be shown on the display of the recipient device. 

25. I note that Claim iO also requires ''transmitting an automatic acknmvledgment of 

receipt to the sender PDA/cell phone, which triggers the forced message alert software 

application program to take control of the recipient PD A/cell phone and show the content of 
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the text message and a required response list on the display recipient PDA/cell phone or to 

repeat audibly the content of the voice message on the speakers of the recipient PDA/cell 

plume and slum' the required response list on the display recipient PDAlcell plume." A person 

of ordinary skill in the art would understand that Claim l O also requires that forced alert rnessage 

alert software application program to take control of the recipient device and show the text 

message and response list on the display of the recipient device. Thus, for the same reasons 

provided above, it is my opinion that Kubala does not teach Claim 10. 

26. Finally, I note that Claim l O requires "transrnitting a selected required response 

from the response list in order to allow the message required response list to be cleared from the 

recipient's cell phone display, whether said selected response is a chosen option from the 

response list, causing the forced message alert software to release control of the recipient 

PD A/cell plume and stop slmwing the content of the text tnessage and a response list on the 

display recipient PDA/cell plwne and or stop repeating the content of the voice message on the 

speakers of the recipient PD A/cell phone." In my opinion, Kubala does not disclose the 

communication system causing the forced message alert softvvare to release control of the 

recipient PD A/cell phone. I reviewed the relevant section of the Office Action, and I am unable 

to identity any mapping of a specific element in Kubala to this portion of the limitation. I note 

that the Office Action identifies a user ''must reply to the received e-mail message in some 

manner before the e-mail application will allow the user to perfonn sorne other action." Office 

Action at 19. I note that Examiner states that "it follows that Kubala's e-mail application 

releases control of the PD1Vcell phone to allow the user to pe1form some other action." I 

disagree with Examiner's conclusory statement that "it follows" that Kubala releases control. To 

the contrary, this conclusory statement is unsupported by the Kubala reference and demonstrates 
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that Kubala does not teach causing the forced message alert soft\.vare to release control of the 

device. A person of ordinary skill in the art would understand that Kubala does not disclose 

releasing control and that there is no teaching in Kubala to support that this limitation is met by 

Kubala. 

27. In my expert opinion, Kubala does not teach a forced message alert software 

program that takes control or releases control of the PD A/cell phone. Kubala discloses a 

mandatory response flag in an email to request a mandatory response. Kubala at 0053-0054. 

Kubala does not take control in a manner that forces open a text message and a response list or 

release control. Kubala' s recitation of "'before the e-mail application will allow the user to 

perform some other action," does not teach or suggest releasing control as required by the 

claims. A person of ordinary skill in the art would not have understood the Kubala reference to 

disclose any releasing control of the recipient device. Thus, it is my opinion that Kubala does 

not teach Claim 10. 

Rejection 2: The Combination of Hammond, Johnson, and Pepe 

28. In my opinion, the combination based on Hammond, Johnson and Pepe does not 

render obvious claims 2 and 10-13 for similar reasons. Regarding claim 2, the Hammond 

combination does not disclose a communication system with a "means for controlling" which 

includes "causing, in cases where the force message alert is a text message, the text message and 

a response list to he shown on the display of the recipient PD A/cell phone." Examiner applies 

Hammond's "electronic messages" with "message delivery information" (Office Action at 26) to 

the claimed forced message alert and text message. However, Hammond's "electronic 

messages" with "message delivery information" fails to meet the required "means for 
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controlling" which "caus[es], in cases where the force message alert is a text message, the text 

message and a response list to be shown on the display of the recipient PD A/cell phone." Again, 

Hammond's purported invention requires that users must open electronic messages, which means 

that it fails to disclose the limitation. Examiner focuses on Harnmond's teaching of a "system 

tracks \.vhether each message has been delivered and reviewed by to [sic] each recipient and uses 

the message information to resend the messages whose delivery or reviewed is not confim1ed." 

Office Action at 31. A person of ordinary skill in the art would understand that this teaching 

confirms that users must access and open electronic messages, that users must take affinnative 

actions to access and open messages and that the cited disclosures focus merely on Hammond's 

ensuring transmission of the message and checking for replies. The skilled artisan would 

understand that a server checking for delivery or review of messages and resends messages when 

"review[] is not confirmed" demonstrates that there is no "means for controlling" that "cause[s] 

the text message and a response list to he shown on the display" of the recipient device." My 

opinions are supported by Hammond's disclosure, which requires that "the recipient accesses 

and reviews a message." Hammond at 5 :20-31. Accordingly, Hammond cannot teach a 

communication system with a "means for controlling" which "cause[s] ... the text rnessage and 

a response list to he shown on the display of the recipient PD1Vcell phone." 

29. In my opinion, Hammond's "electronic messages" and "message delivery 

infonnation" do not "caus[e] .. the text message and a response list to he shown on the display 

of the recipient PD A/cell phone." My opinion is supported by the fact that Hammond expressly 

states that ''electronic messages" must be accessed and reviewed by the user recipient, and there 

is no teaching othenvise. Hammond at 5:20-31. Hammond's "message delivery information" 

does not modify Hammond's "electronic messages" in any manner so as to "caus[e] ... the text 
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message and a response list to be shown on the display of the recipient PD1Vcell phone." 

Rather, Hammond's server waits for the recipient to review the electronic messages and is 

directed to tracking those opening and reviewing the messages. Office Action at 31. 

Hammond's systern has no control over displaying messages. Hanunond expressly requires user 

input to access and revie\.v the electronic messages, which means that there is no communication 

system ,vith a ''means for controlling" vlhich "cause[s] ... the text message and a response list to 

be shown on the display of the recipient PDAJcell phone," as required by Claim 2. Hammond 

explicitly teaches that "the recipient accesses and revie,.vs a message." Hammond at 5 :20-31. 

30. As stated above, this limitation is a means-plus-function limitation and the 

claimed ''means for controlling" function is clearly linked to the algorithm described in Fig. 4 of 

the '970 patent, which requires that "the forced voice alert software takes control of the 

recipient's cell phone, integrated PDA/cell phone or PC and causes the text message to be 

displayed or the voice message to be periodically repeated and a list of responses to be shown on 

the display of the recipient cell phone, integrated PD1Vceil phone or PC PD A/cell." This 

algorithm corresponding to the "means for controlling" function is further described in the 

specification at 8:37-44 ("the forced voice alert software application program effectively takes 

control of the recipient PC or PD A/cell phone. ff a text message was received, the forced voice 

alert software application program causes the text message and the response list to be shmvn on 

the display of the recipient PC or PD A/cell phone until a manual response is selected frorn the 

response list"). Hammond's disclosure does not meet the function or the corresponding 

structure. I agree vlith the Examiner's finding that Hammond does not disclose any relevant 

application to meet the forced message alert software program. Office Action at page 25. 

Hammond also does not take control to show the text message and response list on the display 
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because Hammond explicitly describes that a recipient user must access and open for review 

Hammond's electronic message. 

31. As I explained above, a person of ordinary skill in the art would have understood 

that the "rneans for controlling" of the claimed communication system of Clairn 2 nmst cause the 

display of the text message and the response list. A person of ordinary skill in the art would 

understand that requiring a user to access and open an email for review means that an electronic 

message is added to a queue to await access by a user like any other type of message, and that 

explicit requirement (l) does not satisfy this claimed requirement and (2) does not meet the 

claim as a whole which requires ajbrced message alert,. Further, the skilled artisan would 

understand that the addition of Hammond's ''message delivery information" to the message for 

tracking/resending the message does not teach taking control so as to cause the display of the text 

rnessage and response list on the recipient device's display. This is especially true because 

Hammond explicitly teaches that the recipient user must access and open the message for revie\.v 

and Hammond confirms that messages do not need to be accessed and can remain un-displayed 

in a state of "reviewed is not confirmed." Hammond at 5 :20-31; Office Action at 31. As in 

Kubala, the user in Hammond retains control of accessing and displaying the messages because 

the user must access the messages. A person of ordinary skill in the art would not have 

understood Hammond's teaching that a user alone retains control of accessing/opening an 

electronic message to satisfy the "means for controlling" recited in Claim 2 because Harmnond's 

system does not take control to cause a text message and a response list to be shown on the 

display of the recipient device. 

32. I\1y opinions also rely to Clain1 10, \Vhich requires ''tra11smitting a11 auton1atic 

acknowledgment of receipt to the sender PD A/cell phone, lvhich triggers the forced message 
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alert s,~ftware application program to take control of the recipient PD A/cell phone and shaw 

the content r~{ the text message and a required response list rm the display recipient PD A/cell 

plume or to repeat audibly the content of the voice message on the speakers of the recipient 

PD.A/cell plume and shaw the required response list on the display recipient PIJA/cel! phone." 

A person of ordinary skill in the art would understand that Claim l O also requires that forced 

ale11 message alert software application program to take control of the recipient device and show 

the text message and response list on the display of the recipient device. Thus, for the same 

reasons provided above, it is my opinion that Eiarnmond does not teach Claim l 0. 

33 Finally, I note that Claim 10 further requires "the forced message alert software 

to release control of the recipient PD.A/cell phone and stop shmving the content ~{ the text 

message and a response list on the display recipient PDA/celf phone." I note that Examiner 

switches the reading to apply Johnson at 4: 11-42 to the takes control and releases control 

limitations. Examiner does not identify what elements in Johnson are responsible for taking 

control and releasing control. It appears that the Office Action is relying on Johnson's 

"persistent reply attributes" as a mechanism that is "set on an electronic mail object before the 

electronic mail object is sent for distribution" to "prevent the deletion and archival of the note or 

image until an appropriate reply is made." Johnson at 4:l l-42. Johnson's ''persistent reply 

attribute" appears to be a data structure ,vhich is similar to Kubala' s "mandatory response flag." 

Thus, the claims are not rnet for the same reasons. A person of ordinary skill in the art would 

understand that Johnson's disclosure is similar to all emails and email applications and that 

Johnson's emails are only shown on the display ''in response to the recipient opening the 

electronic mail object." The skilled artisan would understand this disclosure to mean that the 

user in Johnson must open the ernail and thus cannot meet the limitations triggers the forced 
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message alert software application program to take control ,~fthe recipient PDA/cell phone 

and shmv the content r~f the text message and a required response list on the display recipient 

PDAicell phone or causing the forced message alert software to release control of the recipient 

PD A/cell plume and stop slmwing the content of the text nU?ssage and a response list on the 

display recipient PDA/cell plwne as required by Claim 10. Thus, the combination of Hammond, 

Johnson and Pepe does not teach a forced message alert software program that takes control or 

releases control of the PD A/cell phone, as required by claim 10, because the user in Johnson 

retains control of opening and displaying a rnessage. 

New Claims 

34. I understand that Patent Owner is adding claims 14 and 15 and is requesting 

consideration of these claims for patentability. I have reviewed added clairns 14 and 15 and 

compared the claims against the prior art in the Office Action. In my opinion, claims 14 and 15 

are patentable and valid over the prior art in the Office Action. The prior an in the Office Action 

does not teach or suggest the claimed inventions of claims 2 and 10 with the additional 

lirnitations reciting displaying a geographical map with georeferenced entities on the di splay of 

the sender PD1Vcellphone, obtaining location and status data associated with the recipient 

PDA/cellphone, and presenting a recipient symbol on the geographical map corresponding to a 

correct geographical location of the recipient PDAJcellphone based on at least the location data. 
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I declare under the penalty of perjury that the foregoing is true and correct to the best of 

my knowledge. 

Executed this yd day of June, 2021 in Minneapolis, rv:IN. 

Loren G. Terveen, Ph.D. 
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RESEARCH 

External Funding 

NSF:CHS:Small: Incorporating and Balancing Stakeholder Values in Algorithm Design (U1\/IN 
Pl), /\\vard Total $500,000, UMN Share $243,941 for 8/1/2019 to 7/31/2022. 

NSF: EAGER: AI-DCL: Capture, Explain and Negotiate the Inherent Trade-offs in Machine 
Learning Algorithrns (lJJ\iIN rn-PI), Award Total $295,713, UMN Share $103,267 for 10/1/2019 
to 9/30/2022. 

NSF :Cl-IS: Small: Collaborative Research: Structured Data Peer Production: Addressing 
Challenges and Leveraging Opp011unities (PI), $249,738 for 9/1/2018 - 8/3 l/2021. 

National Cancer Institute (NCI): Restore: Improving sexual outcomes of gay and bisexual 
prostate cancer survivors (R. Simon Rosser PI; my role: Co-PI); $2,039,220 (directs) 
$3,039,541 (total), 2017-2022. 

NSF· "PFI:BIC: Smart Human-Centered Collision Warning System: sensors, intelligent 
algorithrns and human-computer interfaces for safe and minirnally intrusive car-bicycle 
interactions" (Co-PI, with Rajesh Rajamani (PI), !\/fax Donath, and Nichole Morris), $999,773 
for September 1, 2016 to August 31, 2019. 

NSF: ''Computer-Supported Cooperative Work Doctoral Colloquium" (Pl), $25,000 for 
03/0l/2016 to 02/28/2017. 

National Institute on Drug Abuse: "A Technology-Delivered Peer-to-Peer Support ARB 
Adherence Intervention for HIV+ Adults", (Co-Pl, with Keith Horvath(PI) and Darin Erickson), 
$3,302,62 for 07/01-2015 to 05/31/2020. 

NSF: "HCC: Tools and :Mechanisms to Support Social Participation Efforts", (PI), $499,399 for 
10/01/2012 to 09/30/2015. 

NSF: "SoCS: Collaborative Research: Novel Algorithms and Interaction Mechanisms to 
Enhance Social Production", (Pl), $527,140, for 7/01/2012 to 06/30/2015. 

NSF: "Collaborative Research: Supp011ing Nev.rcomer Socialization in Online Production 
Communities", (PI), $301,135.00 for 08/2011 to 08/31/2015. 

Minnesota Department of Transportation: "Statewide Cycloplan: A Bicycle Planning Tool with 
Participatory GIS", (PI), $130,000, for 10/01/201 l to 06/30/2013. 

Metropolitan Council· "Cycloplan lT', (PI), $71,350, for 08/15/201 l to 05/31/2012. 

NSF: ''\Vikisym Doctoral Consortium", (PI), $13,163, for 05/01/2011 to 04/30/2012. 
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IBNI: "Mobile Crmvdsensing", (Pl), $100,000 awarded 04/01/201 l 

NSF: "Social-Computational Systems (SoCS) Community Meeting" (PI), $48,801 for 
09/01/2010 to 08/31/2011 

NSF: "SoCS: Collaborative Research: Information Framing: Intelligent Interfaces for an Online 
Production Community'', (Pl), $375,000 for 09/15/2010 to 08/31/2015 

NSF: "Collaborative Research: Guiding Folksonomy Developrnent to Enable Novel Tagging 
Applications" (PI. with J. Riedl and S. Sen (Macalester College)). $949, 788 for 04/1/2010 to 
03/312014 (UlvfN Share). 

Minnesota Department of Transportation: Bike, Bus, and Beyond: Extending Cyclopath to 
Enable MultiModal Routing (Pl), $60,627, for 07/08/2010 to 01/31/2012 

NIH: An Interactive \Vebsite to Promote Communication about Sexual Health and Dating 
Relationships between Parents and Teens (Co-Pl, with Sonya Brady (PI), Simon Rosser, and 
Renee Sieving), $679,500 for 09/30/2009 to 08/31/20 l l. 

Metropolitan Council: ''Cydoplan" (Pl), $185,000, October 2009 --- March 20! l. 

NSF "Collaborative Research: Understanding Online Volunteer Communities: Toward Theory
Based Design" (co-Pl, with J. Riedl, J. Konstan, M. Snyder, & Y. Ren; R. Kraut (CMU) 

$2,400,000 for 08/01/2008 to 07/31/2013. 

NSF: ''Recommender Systems Doctoral Consortium" (Pl) $15,415, 2007-2008. 

NSF: "Mining Spatiotemporal Data: From Personal Use to Community Knowledge" (Pl) 
$449,570 for 12/1/2005 to 11/30/2009. 

NSF: ''Collaborative Research: Mark This! - Operationalizing the notion of "place" for 
interactive community systems'' (Pl, with Q. Jones (NJIT) and S. Whittaker (Univ. of 
Sheffield)). $173,411 for 6/1/2003 to 5/31/2007 (UNIN share). 

NSF. "Being There: Mobile Devices for Community and Commerce" (Pl, with J. Konstan, J. 
Riedl, and S. Shekhar). $120,000 for 9/1/2002 to 8/31/2005. 

NSF· "ITR: Collaborative Research: Designing On-Line Communities to Enhance Participation" 
(co-Pl, with J. Konstan & J. Riedl, R. Kraut & S. Kiesler (CMU), P. Resnick and Y. Chen (Univ. 
of Michigan)). $1,246,017 for 9/1/2003 to 8/31/2009 (UMN share). 

AT&T: "\.7l.ffil: Collaborative Filte1ing and Intelligent Interface Design for Enhanced TV 
Applications" (Pl). $35,000 for November 1, 2008 to October 31, 2009. 
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AT&T: ''VURI: Collaborative Filtering and Intelligent Interface Design for Enhanced TV 
Applications" (PI). $35,000 for June 1, 2007 to May 31, 2008. 

Internal Funding 
Minnesota/China Collaborative Research Grant "Expertise Oriented Mining for \Veb 
Community". $10,000 for July 1, 2007 to June 30, 2008 (PI, with Jie Tang, Tsinghua University, 
Beijing China). 

University of Minnesota TEL grant ''The Next Generation Online Learning Environment: 
Designing for Community and Collaboration". $10,00 for September 2006 to May 2007. (co-PI, 
with Joan Hughes, David Ernst, and Ann Ooms, College of Education and Human 
Development). 

University of Minnesota Digital Technology Center: "Indoor Navigation Aids for Visually 
Impaired People". $25,67 for June 2005 to December 2006. (co-PI, ,vith S. Shekhar and G. 
Legge). 

University of Minnesota Digital Technology Center: "Eye-Tracking Research on Community 
Websites: Photo Directories and Building Social Networks". $19,300 for June 2004 to June 
2005. (co-PI, with l Konstan) 

University of Minnesota Grant-In-Aid: "Facilitating Participation in Online Communities''. 
$20,397 for 1/l/2003 to 6/30/2004. 

Books 
1. Bickhard, M.H. and Terveen, L. G. Foundational Issues in Artificial Intelligence and 

Cognitive Science: Impasse and Solution, (1995), Elsevier Science. 

Refereed Journal Papers 
2. Levonian, Z., Dow, M., Erickson, D.R., Ghosh, S., Miller Hillherg, H, Narayanan, S., 

Terveen, L. and Yarosh, L Patterns of Patient and Caregiver Mutual Support Connections in 
an Online Health Community. In Proceedings of the AClvf on Human-Computer Interaction, 
Vol. 4 (2020). 

3. Zhu, H., Yu, B., Halfaker, A., and Terveen, L. Value-Sensitive Algorithm Design: Method, 
Case Study, and Lessons. In Proceedings of the ACAf on Human-Computer Interaction, Vol. 
2, No. 2 (2018). 

4. Miller Hillberg, H., Levonian, Z., Terveen, L., and Hecht, B. \Vhat I See is \Vhat You Don't 
Get Effects of Seeing Emoji Rendering Differences Across Platforms. In Proceedings of the 
AC'Jsv! on Human-C'omputer Interaction, Vol. 2, No. 2 (2018). 

5. Hall, A., Terveen, L., and Halfaker, A. Bot Detection in Wikidata Using Behavioral Cues. In 
Proceedings of the ACAi on Human-Computer interaction, Vol. 2, No. 2 (2018). 

6. Sheppard, S.A., Turner, J., Thebault-Spieker, J., Zhu, H., and Terveen, L. Never Too Old, 
Cold or Dry to Watch the Sky: A Survival Analysis of Citizen Science Volunteerism. In 
Proceedings of the ACf\.1 on Human-Computer Interaction, Vol. 1, No. 2 (2017). 

7. Thebault-Spieker, J., Kluver/ D., Klein, Iv!., Halfaker, A., Hecht, B., Ten'een, L., a11d 
Konstan, J. Simulation Experiments On (The .Absence of) Ratings Bias in Reputation 
Systems. In Proceedings cf the AC\1 on Human-Computer interaction, Vol. 1, No. 2 (2017). 
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8. Yu, B., \Vang, X., Lin, A.Y., Ren, Y., Terveen, L., and Zhu, H. Out With The Old, In With 
The New? Unpacking Member Turnover in Online Production Groups. In Proceedings of the 
ACJvl on Human-Computer Interaction, Vol. 1, No. 2 (2017). 

9. Nguyen, T.T, Harper, F.M., Terveen, L., and Konstan, J. User Personality and User 
Satisfaction with Recommender Systems. In Information Systems Frontiers (2017). 

10. Filson Moses, J., Dv.yer, P.C., Fugelstad, P.T., Kim, J.S., Maki, A., Synder, M., and Terveen, 
L. Encouraging Online Engagement: The Role ofinterdependent Self-Construal and Social 
Motives in Fostering Online Participation. In Personality and Individual D(tJerences (2017). 

11. Thebault-Spieker, J., Terveen, L., and Hecht, B. Towards a Geographic Understanding of the 
Sharing econorny: Systemic Biases in UberX and TaskRabbit. In AC!'vf Transactions on 
Computer-Human Interaction (2017). 

12. Brady, S.S., Sieving, R.E., Terveen, LG., Rosser, R. S., Kodet, A.l, and Rothberg, VJ). An 
Interactive Website to Reduce Sexual Risk Behavior: Process Evaluation of 
TeensTalkHealth, JMIR Research Protocols (2015). 

13. Ren, Y., Harper, F.M., Drenner, S, Terveen, L, Kiesler, S., Riedl, J., and Kraut, RE. (2012). 
Building Member Attachment in Online Communities: Applying The01ies of Group Identity 
and Interpersonal Bonds. Aianagement Information Systems Quarterly. 

14. Jones, Q., Grandhi, S., Karam, S., Whittaker, S., Zhou, C., and Terveen, L Geographic 
'Place' and Community Infom1ation Preferences, in Computer-Supported Cooperative Work. 

l 5. Zhou, C., Frankowski, D, Ludford, P, Shekhar, S., Terveen, L., Discovering Personally 
Meaningful Places from Location Data: An Interactive Clustering Approach. AC.1vf 
Transactions on Information S)'stem, 25, 3 (July 2007). 

16. Ling, K., Beenen, G., Ludford, P.J., Wang, X., Chang, K., Li, X., Cosley, D, Frankowski, 
D., Terveen, L., Rashid, A.M., Resnick, P., and Kraut, RE. Using Psychology to Motivate 
Contributions to Online Communities. Journal of Computer-Afediated Communication, l 0, 4 
(June 2005 ). 

17. Terveen, L. and McDonald, D. Social Matching: A Framework and Research Agenda. AClvl 
Transactions on Computer-Human Interaction, 12, 3 (2005), 401-434. 

18. Whittaker, S, Jones, Q, Nardi, B., Creech, M., Terveen, L., Isaacs, E., and Hainsworth, J. 
ContactMap: organizing communication in a social desktop, in ACJ-vf Transactions on 
Computer-Human interaction, 11, 4 (December 2004), 445-471. 

19. Jones, Q., Grandhi, S, Terveen, L., and \:Vhittaker, S. People-To-People-to-Geographical
Places: The P3 Framevmrk for Location-Based Community Systems. in Computer
Supported Cooperative /!Vork, 13, 3-4 (.August 2004), 249-282. 

20. Herlocker, J.L., Konstan, J.A, Terveen, L.G., and Riedl, J.T. Evaluating Collaborative 
Filte1ing Recommender Systems, ACJ'vf Transactions on fl~formation 5'ystems (2004). 

21. Amento, B., Terveen, L., Hill, \V., Frix, D., and Schulrnan, R Experirnents in Social Data 
Mining: The TopicShop System, inACJ\.11hmsactions on Computer-Human interaction, 10, 
l (March 2003 ), 54-85. 

22. Whittaker, S , Terveen, LG, and Nardi, B.A. Let's stop pushing the envelope and start 
addressing it, in Human-Computer Interaction, 15, 2-3 (Sep 2000), 75-106. 

23. Terveen, L.G., Hill, W.C., and Amento, B. Constructing, Organizing, and Visualizing 
Collections of Topically Related \Veb Resources, in AC.NI Transactions on Computer-Human 
Interaction, 6, 1 (~far. 1999), 67-94. 
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24. Selfridge, P.G. and Terveen, LG. Knmvledge Management Tools for Business Process 
Support and Reengineering, in Journal of intelligent Systems in Accounting, Finance, and 
1vlanagemem (Jan. 1996). 

25. Terveen, L.G. An Overview of Human-Computer Collaboration, in Knowledge-Based 
\'vs·t=>n·••· 8 '}_1 (J 0 9.;;·i b-7-81 /.,._,JI... it:: t.:;' . :, /..., -· - / ~-' /' . 

26. Terveen, LG., Selfridge, P.G., and Long, M.D. Living Design Memory: Framework, System, 
and Lessons Learned, in Human-Computer interaction, 10, 1 (1995), 1-3 7 

27. Terveen, LG. Intelligent Systems as Cooperative Systems, in International Journal of 
lntelligent5'ystems, 3, 2-4 (1993), 217-250. 

28. Brachman, R.J., Selfridge, PG, Terveen, L.G., Altrnan, B, Borgida, A., Halper, F., Kirk, T., 
Lazar, A., McGuinness, D.L., and Resnick, L.A. Integrated Support for Data Archaeology, in 
International Journal <~lfntelligent and Cooperative lriformation 5:ystems, 2, 2 0 993), 159-
185. 

Refereed Conference Papers 
29. Yu, B., Y'e, Y., Ter\'een, L., \\Tu, Z.S., Forlizzi, J., and Zhu, H. 'f(eeping I)esigr1ers in the 

L.oop: (.\~n11rnunicati1\~~ Inherent i\Ji~orithrnic ·rra.de•~•oftl:; i\c-ross ]\.-'Iu1tip1e ()!:)jt:cti\/es. 1n 
}}_rt)Ct}t.?tlir(g-:3/ (t/.{.Jl,5 2020, the /\(:l\.J c:on.fi:~re1lc.e on I)esi~~ning~ Interacti,/e S·ysten1s. 

30. Smith, C.E., Yu, B., S1ivastava, A., Halfaker, A., Terveen, L., and Zhu, H. Keeping 
Community in the Loop: Understanding Wikipedia Stakeholder Values for Machine 
Learning-Based Systerns. ln Proceedings qf Cffl 2020, the AO\-! Cm!{erence on Human 
Factors in Computing 5'ystems. 

31. Levonian, Z., Erikson, D., Luo, W., Narayanan, S., Rubya, S., Vachher, P., Terveen, Land 
Yarosh. S. Bridging Qualitative and Quantitative Methods for User Modeling: Tracing 
Cancer Patient Behavior in an Online Health Community. In Proceedings ofICFVSlvf 2020, 
AAA! Conference on the f.-fieb and Social Afedia. 

32. Cheng, HF., Yu, B., Fu, S., Zhao, J., Hecht, B., Konstan, J., Terveen, L, Yarosh, S., and 
Zhu, H. Teaching UI Design at Global Scales: A Case Study of Designing Collaborative 
Capstone Projects for MOOC Students, in Proceedings c!f'A0\-1 Leaming at Scale 2019. 

33. Hall, A., Thebault-Spieker, J., Sen, S., Hecht, B., and Terveen, L Exploring the Relationship 
Between "Informal Standards" and Contributor Practice in OpenStreetMap. In Proceedings 
qfOpenc"))mz 2018. 

34. Thebault-Spieker, J., Halfaker, A., Terveen, L., and Hecht, B. 

c.fCH! 2018, the AC.At Cm?ference on Human Factors in Computing 5'ystems. 
35. Thebault-Spieker, J., Hecht, B., and Terveen, L. Geographic Biases are 'Born, not Made'· 

Exploring Contributors' Spatiotemporal Behavior in OpenSteetMap. In Proceedings c?{ACA.f 
Group 2018. 

36. ~(a111:~> J.> (:or1diff, l(.> (J1an~~\ S.~ ··rerveen., :t.,, l(onstar1, J, ar1d ~-Ia11)er, r~.j\,,.1. 
lJr1derstandin[:; ]~10\-\,.. :People l}se N-atu.ral [_.ang~tia.g~e to i\sk i\;r Ilecornrnend.a.tions_; in }?f:c1S'vs 
.201.7. 

37. Miller, H, Kluver, D., Thebault-Spieker, J., Terveen, L., and Hecht, B Understanding Emoji 
Ambiguity in Context: The Role of Text in Emoji-Related Miscommunication. In 
Proceedings of lCW5'.~12017, AAA! Conference on the /!Veb and Social t'vfedia. 

38. 1-fall, A., McRoberts, S., Thebault-Spieker, J., Lin, A.Y., Sen, S, Hecht, B , and Terveen, L. 
Freedom versus Standardization: Structured Data Generation in a Peer Production 
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Community. In Proceedings of CHI 2017, the A C\f Conference on Human Factors in 
Computing Systems (CHI 2017.) 

39. Yu, B., Ren, Y., Terveen, L., and Zhu, H. Predicting Member Productivity and \Vithdrawal 
from Pre-Joining Attachments in Online Production Groups. In Proceedings of CSC/IV 20 I 7, 
7he A C!'vf C'or1ference on Computer-Supported Cooperative Work and Social Computing. 

40. Chang, S., Harper, M., and Terveen, L Crowd-Based Personalized Natural Language 
Explanations for Recommendations In Proceedings of RecSys 20 I 6, Ihe ACAf Conference on 
Recommender 5'ystems. 

41. Chang, S., Harper, M., He, L., and Terveen, L CrmvdLens: Experimenting ,vith Crmvd
Powered Reconunendation and Explanation. In Proceedings c?{JC/IVS'1'42016, AAAI 
Conference on the f.'Veb and Social Afedia. 

42. Miller, H., Thebault-Spieker, J., Chang, S., Johnson, I., Terveen, L., and Hecht, B. 
"Blissfully happy" or "ready to fight": Varying Intervretations of Ernoji. In Proceedings (4 
ICWS1\12016, AAA! Conference Web and Social Afedia. 

43. Zhao, Q., Huang, Z., Harper, F.M., Terveen, L., and Konstan, l "Precision Crowdsourcing: 
Closing the Loop to Turn Information Consumers into Information Producers". In 
Proceedings of CSCW 20 I 6, Ihe ACAf Conference on Computer Supported Cooperative 
f,,fiork and Social Computing. 

44. Harper, F.M., Xu, F., Kaur, H., Condiff: K., Chang, S., and Terveen, L. Putting Users in 
Control of their Recommendations. In Proceedings of RecSys2015, The ACA1 Cmiference on 
Recommender Systems. 

45. Kapoor, K., Kumar, V., Terveen, L., Konstan, J.A., and Schrater, P. "I like to explore 
sometimes" --- .Adapting to Dynamic User Novelty Preferences. In Proceedings (~l 
Red'J"ys2015, 17-1e AClvf Co-nference on Recommender ,'}'y•stems. 

46. \Varncke-Wang, M., Ranjan, V., Terveen, L., and Hecht, B. Misalignment Bet\veen Supply 

47. Chang, S., Harper, F.M., and Terveen, L. Using Groups of Items to Bootstrap New Users in 
Recommender Systerns. In ProceedinJss of the 18th ACAf cor1ference on Computer supported 
cooperative work & social computinx (CSC\V '15). ACM, New York, NY, USA. 

48. Miller, H, Chang, S., and Terveen, L. "I LOVE THIS SITE!'' vs. "It's a little girly": 
Perceptions of and Initial User Experience with Pinterest. In Proceedings (?lthe 18th ACM 
conference on Computer supported cooperative 1,vork & social computing (CSCW 'l 5). 
ACM, Ne\-v York, NY, US.A. 

49. Thebault-Spieker, J., Terveen, L., and Hecht, B. 2015. Avoiding the South Side and the 
Suburbs: The Geography of Mobile Crmvdsourcing Markets. In ProceedinJss ~lthe 18th 
ACA1 conference on Computer supported cooperative -work & social computing (CSC\V '15). 
ACM, New York, NY, USA. 

50. Warncke-Wang, M., Hecht, B., and Terveen, L. The Success and Failure of Quality 
Improvement Projects in Peer Production Communities. ln ProceedinJss qlthe 18th ACM 
conference on Computer supported cooperative -work & social computing (CSCW '15). 
ACM, New York, NY, USA. 

51. Panciera, K., Masli, M., and Terveen, L. Creme de la Creme: Elite contributors in an online 
community, in Proceedings of the 10th International Symposium on Open Collaboration 
(OpenSyrn 2014). 
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52. Kumar, V., Kluver, D., Terveen, L, and Riedl, J. More Efficient Tagging Systems ,vith Tag 
Seeding, in Proceedings ofIEEE Social Corn 2014. 

53. Nguyen, T., Hui, P., Ha11Jer, F.M., Terveen, L., and Konstan, J. Exploring the Filter Bubble: 
The Effect of Using Recommender Systems on Content Diversity, in Proceedings of WWW 
2014. 

54. Halfaker, A., Geiger, S., and Terveen, L. Snuggle: Designing for Efficient Socialization and 
Ideological Critique, in Proceedings of CHI 2014. 

55. Chang, S., Kumar, V., Gilbert, E., and Terveen, L. Specialization, Homophily, and Gender in 
a Social Curation Site Findings from Pinterest, in Proceedings of CSCW 2014. 

56. Grevet, C., Terveen, L., and Gilbert, E. Managing Political Differences in Social Media, in 
Proceedings of CSCW 2014. 

57. Masli, M., and Terveen, L Leveraging the Contributory Potential of User Feedback, in 
Proceedings of CSCW 2014. 

58. Sheppard, S.A., \Viggins, A., and Terveen, L. Capturing Quality: Retaining Provenance for 
Curated Volunteer Monitoring Data, in Proceedings of CSCW 2014. 

59. Delong, C., Terveen, L., and Srivastava, J. (2013). TeamSkill and the NBA: Applying 
Lessons from the Virtual World to the Real World, in Proceedings of ASONA1\/I 2013. 

60. Torre, F., Liu, Y., Liu, Z, and Terveen, L (2013). Local Knowledge Matters for 
Crowdsourcing Systems: Experience from Transferring an American Site to China, in 
Proceedings ofICWSM 2013 

61. Gilbert, E., Bakshi, S, Chang, S., and Terveen, L. (2013). "I Need to Try This!": A Statistical 
Overview of Pinterest, in Proceedings of CHI 2013. 

62. Torre, F., Pitchford, D., Brown, P., and Terveen, L. (2012). Matching GPS Traces to 
(Possibly) Incomplete Map Data: Bridging Map Building and Map Matching, in ACM 
SIG-SPATIAL GIS 2012. 

63. Dunne, L, Zhang, l, and Terveen, L (2012). An Investigation of Contents and Use of the 
Home ·wardrobe, in UbiComp 2012. 

64. Dong, Z., Shi, C., Sen, S., Terveen, L., and Riedl, J. (2012). War Versus Inspirational in 
FoITest Gump: Cultural Effects in Tagging Cormnunities, in ICWSM 2012. 

65.1\tiasli, :rvI. and Terveen, L. (20'12) ]=~··valuating c:orn_plianc-t>~\\Tithou.t~.J}resstire I'ech_niqties for 
IncreasJ111:~ Participation in ()nlir1e (:orn_n1unities, ir1 (: ~-II 20 -~ 2 

66. Fuglestad P.T., Dwyer, P.C., Filson Moses, J., Kim, J.S., Mannino, C.A., Terveen, L., and 
Snyder, NI. (2012) What !\fakes Users Rate (Share, Tag, Edit. .. )? Predicting Patterns 
of Participation in Online Communities, in CSCW 2012. 

67. Nathan, :M., Topkara, M., Lai, J., Pan, S., \Vood, S., Boston, J., and Terveen, L. (2012) In 
Case You Missed It Benefits of Attendee-Shared Annotations for Non-attendees of Remote 
Meetings, in CSC\:V 2012. 

68. Priedhorsky, R., Pitchford, D., Sen, S., and Terveen, L. (2012), Recommending Routes in the 
Context of Bicycling: .Algorithms, Evaluation, and the Value of Personalization, in CSCW 
2012. 

69. Lam, S.K., Uduwage, A., Dong, Z., Sen, S., Musicant, D.R., Terveen, L., and Riedl, J. 

70. Panciera, K., Masli, M., and Terveen, L.G. (2011). ''How Should I Go from _to _without 
Getting Killed? Motivations and Benefits in Open Collaboration", in Wikisyrn 2011. 
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71. Priedhorsky, R., and Terveen, L.G. (2011). \Viki Grows Up: Arbitrary Data Models, Access 
Control, and Beyond, in Wikisym 2011 

72. Sheppard, S.A. and Terveen, L.G. (2011). Quality is a Verb: The Operationalization of Data 
Quality in a Citizen Science Community, in Wikisym 2011. 

73. Masli, M., Priedhorsky, R., and Terveen, L. (2011). Task Specialization in Social Production 
Communities: The Case of Geographic Volunteer Work, in the Proceedings the 4th 

International AAAI Conference on Weblogs and Social Media (ICWSM 2011). 
74. Torre, F., Sheppard, S.A., Priedhorsky, R., and Terveen, L (2010) bumpy, caution with 

merging: An Exploration of Tagging in a Geowiki, in GROUP 2010. 
75. Panciera, K, Priedhorsky, R., Erickson, T, and Terveen, L. (2010). Lurking'' Cyclopaths? A 

Quantitative Analysis of User Behavior in a Geowiki, in CHI 2010. Best of CHI Nominee. 
76. Priedhorsky, R., Masli, M., and Terveen, L (2010). Eliciting and Focusing Geographic 

Volunteer \.Vork, in CSC\:V 2010. 
77. Panciera, K., Halfaker, A., and Terveen, L. (2009). Wikipedians are Born, Not Made: A 

Study of Power Editors on Wikipedia, in GROUP 2009. 36%Acceptance Rate. 
78. Reily, K., Ludford Finnerty, P., and Terveen, L. Two Peers are Better than One: Aggregating 

Peer Reviews for Computing Assignments is Surprisingly Accurate, in GROUP 2009. 36% 
Acceptance Rate. 

79. Ludwig, M., Priedhorsky, R., and Terveen, L. (2009). Path Selection: A Novel Interaction 
Technique for Mapping Applications, to appear in CHI 2009. 24% acceptance rate. 

80. Priedhorsky, R, and Terveen, L. (2008). The Computational Geowiki. What, Why, and How, 
in CSCW 2008. 23% acceptance rate. Best of CSC\V Nominee. 

81. Drenner, S., Sen, S, and Terveen, L (2008). Crafting the Initial User Experience to Achieve 
Community Goals, in RecSys 2008. 30% acceptance rate. 

82. Reily, K., Ludford, P., and Terveen, L. (2008). Sharescape: An Interface for Place 
Annotation, in NordiCHI 2008. 30% acceptance rate. 

83. Nathan, M., Harrison, C., Yarosh, S., Terveen, L, Stead, L., and Amento, B. (2008), 
CollaboraTV: Making Television Viewing Social Again, in uxTV 2008. 

84. Priedhorsky, R., Jordan, B., and Terveen, L. (2007), Hm.v a Personalized Geowiki Can 1-ielp 
Bicyclists Share Infonnation More Effectively, in \-VikiSym 2007. 50%i acceptance rate. 

85. Priedhorsky, R., Chen, J., Lam, A., Panciera, K., Terveen, L., and Riedl, J. (2007), Creating, 
Destroying, and Restoring Value in Wikipedia, in ACM Group 2007. 

86. Rouben, A. and Terveen, L. (2007), Speech and Non-Speech Audio: Navigational 
Information and Cognitive Load, in International Conference on Auditory Displays (!CAD). 

87. Ludford, P., Priedhorsky, R, Reily, K., and Terveen, L. (2007), Capturing, Sharing, and 
Using Local Place Information, in CHI 2007. 25% acceptance rate. 

88. Cosley, D., Frankowski, D., Terveen, L, and Riedl, l (2007), SuggestBot: Using Intelligent 
Task Routing to Help People Find \-Vork in \Vikipedia, in IUI 2007. 229-f; acceptance rate. 

89. Harper, F.M., Frankowski, D., Drenner, S., Ren, Y, Kiesler, S., Terveen, L., Kraut, R., and 
Riedl, J. (2007), Talk Arnongst Yourselves: Inviting Users To Participate 1n Online 
Conversations, in IUI 2007. 22% acceptance rate. 

90. Frankowski, D, Cosley, D., Sen, S., Terveen, L., and Riedl, J. You Are What You Say
Privacy Risks of Public Mentions, in SJGIR 2006. 19% acceptance rate. 

91. Ludford, P.J., Frankmvski, D., Reily, K., Wilms, K., and Terveen, L., Because I Carry Niy 
Cell Phone Anyway: Functional Location-Based Reminder Applications, in Proceedings of 
CHI 2006. 23% acceptance rate. 
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92. Cosley, D., Frankowski, D., Terveen, L, and Riedl, J., Using Intelligent Task Routing and 
Contribution Review to Help Cmnmunities Build Artifacts of Lasting Value, in Proceedings 
cf CHI 2006. 23% acceptance rate. 

93. Drenner, S, Harper, M., Frankmvski, D., Riedl, J., and Terveen, L Insert Movie Reference 
Here: A Systern to Bridge Conversation and ItemOriented Web Sites, in Proceedings (?lCHI 
2006 (Tech Note). 

94. Zhou, C., Ludford, P., Frankmvski, D., and Terveen, L How Do People's Concepts of Place 
Relate to Physical Locations? In Proceedings ofINTE'RACT 2005. 279-f; acceptance rate. 

95. D. Cosley, D. Frankowski, S. Kiesler, L Terveen, J. Riedl. How Oversight Improves 
Member-Maintained Communities. In Proceedings c?{ CHI 2005, Portland, OR, 2005. 25% 
acceptance rate. 

96. Jones, Q., Grandhi, S., Whittaker, S., Chivakula, K, and Terveen, L. Putting Systems into 
Place: A Qualitative Study of Design Requirements for Location Aware Community 
Systems, in Proceedings qfCSCW 2004. 30% acceptance rate. 

97. Zhou, C., Ludford, P, Shekhar, S., and Terveen, L. Discovering Personal Gazetteers: An 
Interactive Clustering Approach, in ACA1 (3JS 200-1 (12th International Symposium on 
Geographic Information Systems). 33% acceptance rate. 

98. Ludford, P., Cosley, D, Frankowski, D, and Terveen, L.G. Think Different: Increasing 
Online Community Participation Using Uniqueness and Group Dissimilarity, in Proceedings 
<~lCHl 2004. 16% acceptance rate 

99. Cosley, D., Ludford, P. and Terveen, LG. Studying the Effect of Similarity in Online Task
Focused Interactions, Proceedings of GROUP 2003. 35% acceptance rate. 

100. Ludford, P. and Terveen, LG. Does an Individual's Myers-Briggs Type Indicator 
Preference Influence Task-Oriented Technology Use?, Proceedings oflnteract 2003. 3-1% 
acceptance rate. 

101. Whittaker, S., Jones, Q, and Terveen, L.G. Contact JVIanagement: Identifying Contacts to 
Support Long-Term Communication, Proceedings qfCSCW 2002, 216-225. 20% acceptance 
rate. 

102. Terveen, L.G., McMackin, J., Amento, B, and Hill, W. Specifying Preferences Based On 
User History, Proceedings cf CHI 2002, 315-322. 15% acceptance rate. 

103. Whittaker, S., Jones, Q, and Terveen, L.G. Managing Long Term Conversations: 
Conversation and Contact Management, Proceedings qfH!CSS 2002. 50% acceptance rate. 

104. Amento, B., Terveen, L., Hill, \V., and Hix, D. TopicShop: Enhanced Support for 
Evaluating and Organizing Collections of Web Sites, Proceedings of [71ST 2000. 26% 
acceptance rate. 

105. #Amento, B., Terveen, L., and Hill, \V. Does 'Authority' Mean Quality? Predicting 
Expert Quality Ratings of Web Documents, Proceedings q/SIGIR 2000. 27% acceptance 
rate. 

106. Amento, B., Hill, W., Terveen, L., Hix, D., and Ju, P. An Empirical Evaluation of User 
Interfaces for Topic Management of\Veb Sites, Proceedings (4.CHI 1999, 552-559. 25% 
acceptance rate. 

107. Terveen, L.G and Hill, W.C. Evaluating Emergent Collaboration on the Web, 
Proceedings qfCSCW 1998, 355-362. 19% acceptance rate. 

108. Whittaker, S., Terveen, L.G, Hill, W.C., and Cherny, L. The Dynamics of Mass 
Interaction, Proceedings qfCSCFV 1998, 257-264. 199-o acceptance rate. 
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109. Terveen, LG and Hill, W.C. Finding and Visualizing Inter-site Clan Graphs, 
Proceedings of CHI 1998, 448-455. 23% acceptance rate. 

1 JO. Terveen, L.G and Hill, \V.C. Involving Users in Continuous Design of \Veb Content, in 
Proceedings of DIS 1997, ACM Press, 137-145 -11% acceptance rate 

111. Terveen, L.G., 1-iill, WC., Amento, B, McDonald, D, and Creter, J. Building Task-
Specific Interfaces to High Volume Conversational Data, Proceedings of CHI 1997, 226-233. 
23% acceptance rate. 

112. Hill, W.C. and Terveen, L.G Using Frequency-of-Mention in Public Conversations for 
Social Filtering, Proceedings of CSCTY 1996, 106-112. 

113. Terveen, L.G. and Murray, L Helping Users Program Their Personal Agents, 
Proceedings ofCIJJ 1996, 355-361. 239--{; acceptance rate. 

114. Terveen, L.G. and Tuomenoksa, M.L. DynaDesigner: A Tool for Rapid Creation of 
Device-Independent, Proceedings c!f'JNIE7RAC'T 1995, 386-389. 

115. Terveen, L.G. and Selfridge, P.G. Intelligent Assistance for Soft\vare Construction: A 
Case Study, Proceedings ofKnowledge-Based S(~fhvare Engineering 1994, 14-21 

l 16. Terveen, LG., Selfridge, P.G., and Long, M.D. From 'Folklore' to 'Living Design 
Memory', in Proceedings of JNTERCHJ 1993, 15-22. 19%.Acceptance Rate. 

117. Terveen, L.G. Interface Support for Data Archaeology, ISlv!lvllnternational Conference 
on Injbrmation and Knmt'ledge lvfanagement (CIKM'93). (acceptance rate for 1992 
unknown; average is 2-1%). 

118. Brachman, R. J., Selfridge, PG, Terveen, L.G., Altrnan, B, Borgida, A., Helper, F., 
Kirk, T., Lazar, A., McGuinness, D.L., and Resnick, LA., Knmvledge Representation 
Support for Data Archaeology, IS}vfA--1 International Conference on Information and 
Knowledge Afanagement (CIKM'92). (acceptance rate for 1992 unknown; average is 241!/r.J. 

119. Selfridge, P.G., Terveen, L.G., and Long, M.D. Managing Design Knowledge to Provide 
Assistance to Large-Scale Sofhvare Development, Proceedings ofKnoi,vledge-Based 
Sqftware Engineering 199 2, 154-162. 

120. Terveen, L.G. and \Vroblewski, D.A. A Tool for Achieving Consensus in Knowledge 
Editing, Proceedings (~jAAAI 1991, 7 4-79. 2-19-o acceptance rate. 

121. Terveen, L.G., \Vroblewski, D.A., and Tighe, S.N. Intelligent Assistance Through 
Collaborative Manipulation, Proceedings of1JCAI 1991, 9-14. (acceptance rate for 1991 
unknown; typically in low 20s). 

122. Terveen, L.G. and \Vroblewski, D.A. A Collaborative Interface for Brmvsing and Editing 
Large Knowledge Bases, Proceedings ofAAAI 1990, 491-496. 18% acceptance rate. 

Book Chapters 
123. Terveen, L., Riedl, J., Konstan, J., and Lampe, C. (2014) "Study, Build, Repeat: Using 
Online Communities as a Research Platform", in Human Computer Interaction T,Vays of 
Knowing, edited by Judith S. Olson and Wendy Kellogg, Ne\-v York: Springer. 
124. Amento, B., Harrison, C., Nathan, M., and Terveen, L. (2009), Asynchronous 

Communication -- Fostering Social Interaction with CollaboraTV, in Cesar, P., Geerts, D., 
and Chorianopoulos, K. (ed.), Social Interactive Television: lmmersive Shared Erperiences 
and Perspectives (2009), Information Science Reference. 

125. Amento, B, Terveen, L.G and Hill, W. From PHOAKS to TopicShop: Experiments in 
Social Data Mining, in Lueg, C. and Fisher, D. (ed.), From l.J.c;enet to Co Webs: Interacting 
·with Social Information Spaces (2002), Springer. 
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126. Whittaker, S., Terveen, L.G, Hill, W.C., and Cherny, L. The Dynamics of Mass 
Interaction, in Lueg, C. and Fisher, D. (ed.), From Uc;enet to Co Webs: Interacting with Social 
Information ~'1paces (2002), (this chapter is a reprint of\,Vhittaker et al 1998), Springer. 

127. Terveen, L.G and Hill, W. Beyond Recommender Systems: Helping People Help Each 
Other, in Carroll, J. (ed.), HCl in the Ne)11 lv!illennium (2001), Addison Wesley. 

128. Terveen, LG. Computer-Mediated Collaboration, in Afore than Screen Deep: Toward 
Every-Citizen Interfaces to the Nation's Jnf"ormation Infrastructure (1997), National 
Academy Press. 

Other Publications 
129. Kaur, H., Johnson, I., :Miller, H., Terveen, L, Lampe, C., Hecht, b., and Lasecki, \V. Oh 
The Places You'll Share: An Affordances-Based Model of Social Media Posting Behaviors. In 
E-ctended Abstracts cf CHI 2017 (ACM Conference on Human Factors in Computing Systems). 
40% acceptance rate. 
130. Masli, M. and Terveen, L. Geographical Social Production: Lessons from Cyclopath, in 
CHI 2013 GeoHCI Workshop. 
131. Masli, NI., Bouman, L., Owen, A., and Terveen, L. Gemviki + route analysis= improved 
transportation planning, CSCW 2013 Interactive Poster. 
132. Brady, S. S., Sieving, R. E., Terveen, LG., Rosser, B. R. S., Kodet, A J., & Rothberg, 
V D. (2012, October). TeensTalkHealth: An interactive website to promote healthy relationships 
and prevent STh Paper presented at the annual meeting of the Arnerican Public Health 
Association, San Francisco, CA. 
133. Society for Personality and Social Psychology, San Antonio, TX. January, 2011. "The 
role of community orientation in promoting online participation" (with J. S. Kim, P. C. Dvvyer, J. 
Filson Moses, P. T. Fuglestad, C. A. Mannino, R Davies, & M. Snyder) 
134. Society for Personality and Social Psychology, San Antonio, TX. January, 201 l. 
"Applying a functional approach to participation in online groups" (with P. T. Fuglestad, P. C. 
Dwyer, J. Filson Moses, J. S. Kim, C. A. Mannino, R Davies, & M. Snyder) 
135. Society for Personality and Social Psychology, San Antonio, TX. January, 2011. "Past 
volunteerism predicts amount of content contributed in an online community" (with P. C. Dvvyer, 
J. Filson Moses, P T Fuglestad, J S. Kim, C. A. Mannino, R Davies, & M. Snyder) 
136. Society for Personality and Social Psychology, San Antonio, TX January, 2011. "Social 
motives and personality as predictors of online participation" (with J. Filson Moses, P. C. 
Dvvyer, P. T. Fuglestad, J. S. Kim, C. A. Mannino, R Davies, & M. Snyder) 
137. Kapoor, N., Frankowski, D., Konstan, J., and Terveen, L. Lessons Learned in 
Implementing the CHiplace Online Community, in Proceedings of Human-Computer Interaction 
International 2005. 
138. Zhou, C., Ludford, P., Frankowski, D., and Terveen, L. An Experiment in Exploring How 
People Describe Places, Short Paper in Proceedings of Pervasive 2005. 
139. Zhou, C., Ludford, P., Frankowski, D., and Terveen, L. An Expe1iment in Discovering 
Personally Meaningful Places from Location Data, Short Paper in Proceedings of CHI 2005. 
140. Kapoor, N., Konstan, J., and Terveen, L. Eiow Peer Photos Influence Mernber 
Participation in Online Communities, Short Paper in Proceedings qf CHI 2005. 
141. Amento, B, Hill, W., and Terveen, L. The Sound of One Hand: A Wrist-mounted Bio-
acoustic Fingertip Gesture Interface, Short Paper in Proceedings cf CHI 2002, 724-725. 33% 
acceptance rate. 
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142. Terveen, L., Hill, W., and Amento, B. Collaborative Filtering to Locate, Comprehend, 
and Organize Collections of Websites, in SIGART Bulletin, 9, 3&.4 (1998), 10-17. 
143. Terveen, L., Hill, \V., Amento, B., McDonald, D., and Creter, J. 1997. PHOi\KS: a 
system for sharing recommendations. Commun. ACAI 40, 3 (Mar. 1997), 59-62. 
144. Terveen, L.G., Stolze, M., and Hill, W. From 'J\fodel ·world' to 'Magic World', in S!GCJfl 
Bulletin, 27, 4 (1995), 31-34. 
145. Terveen, L.G., Papavero, E, and Tuornenoksa, M. DynaDesigner: A Tool for Rapid 
Design and Deployment of Device-Independent Interactive Services, Refereed Formal 
Demonstration in Adjunct Proceedings ofCH/'95, 29-30. 
146. Terveen, L.G. Person-Computer Cooperation through Collaborative Manipulation. Ph.D. 
Thesis, University of Texas Department of Computer Sciences, 1991. 

Invited Presentations 
Carnegie Niellon University 

Northwestern University 

The University of California Irvine 

Carleton College 

Twin Cities MetroGIS Policy Board 

Hennepin County Bicycle Advisory Committee 

University of Minnesota Digital Humanities Collaborative 

University of Minnesota Advanced Transportation Technologies Seminar Series 

Georgia Tech 

University of Minnesota Urban Ecosystems Symposium 

University of Minnesota New Media 

IBNI T.J. Watson Research 

University of Illinois 

University of Niaryland 

University of Washington 

Carnegie-Mellon University 

Swedish Institute of Computer Science/ Royal Institute of Technology 

Uppsaia University, Sweden 

New Jersey Institute of Technology 

Microsoft Research 

Vassar University 

Rensselaer Polytechnic Institute 

University of Colorado 

Virginia Tech 

University of Nebraska 
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Conference Presentations 
• ACM Conference on Computer-Supponed Cooperative Work (CSCW), 20!4. 

• ACM Conference on Computer-Supported Cooperative Work (CSCW), 2012. 

• ACM Conference on Computer-Supported Cooperative \Vork (CSC\V), 2002. 

• ACM Conference on Computer-Supponed Cooperative Work (CSCW), 1998. 

• ACM Conference on Human Factors in Computing Systems (CHI), 1998. 

• ACM Conference on Design of Interactive Systems, 1997. 

• ACJVI Conference on 1-imnan Factors in Cornputing Systerns (CHI), 1997. 

• ACM Conference on Human Factors in Computing Systems (CHI), 1996. 

• IFIP TC13 International Conference on Human-Cornputer Interaction (INTERACT), 1995. 

• IEEE Conference on Knowledge-Based Software Engineering, 1994. 

• ACM Conference on Human Factors in Computing Systems (CHI), 1993. 

• Conference on Information and Knowledge Management, 1993. 

• Conference on Infomrntion and Knowledge Management, 1992. 

• National Conference on Artificial Intelligence (AAA.I), 1991. 

• International Joint Conference on Artificial Intelligence (UCAI), 1991. 

• National Conference on Artificial Intelligence (AA.Al), 1990. 

Workshop Presentations 
• CHI 2013 GeoHCI Workshop 

c "Geographical Social Production: Lessons from Cyclopath" 

• CSCW 2002 Workshop on "The Role of Place in Shaping Virtual Communities": 

c "Place-Based Community Information Systems". 

• CHI 99 Workshop on "Interacting with Recommender Systems". 

c "Visualization Interfaces for Recommender Systems". 

• 1999 Human-Computer Interaction Consortium Workshop: 

c "A Reference Task Agenda for Human-Computer Interaction". 

• 1998 AA.I Workshop on "Recommender Systems": 

o "The PHOAKS Recommender System". 

• 1997 Human-Computer Interaction Consortium Workshop: 

o "The PHOAKS Recommender System". 

• 1995 Lifelike Computer Characters Workshop: 

o "Hidden Hands, not Talking Heads: The Magic World Interaction Paradigm" 

• 1995 Lifelike Computer Characters Workshop: 

o "Moving Agent-User Voice Dialogue tm.vards Natural Conversation". 
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• CHI 95 \Vorkshop on '"Niodel World' to 'Nfagic World': n-faking Visual Objects the 
Medium for Intelligent Design Assistance". 

o "The 'Magic \Vorld' Approach to Human-Computer Collaboration". 

• 1993 AAAI Fall Symposium: "Human-Computer Collaboration: Reconciling Theory, 
Synthesizing Practice": 

CJ "A Frame\-vork for Human-Computer Collaboration" 

• 1993 AI-ED \Vorkshop on "Collaborative Problem Solving: Theoretical Frameworks and 
Innovative Systems": 

CJ "Collaborative Problern Solving in Interactive Systems". 

• 1992 CAIA Workshop on" Applying AI To Software Problems: Assessing Promises and 
Pitfalls"· 

c "Representing and Disseminating Software Design Knowledge". 

• 1992 AAAI Spring Symposimn on "Cognitive Aspects of Knowledge Acquisition". 

c "In The Footprints of The Masters: Embedding Knmvledge Acquisition in 
Organizational Activity". 

• AAAI 90 \Vorkshop on "Complex Systems, Ethnomethodology, and Interaction Analysis": 

o "Resources for Person-Computer Collaboration". 

• 1990 AAAJ Spring Symposium on "Knowledge-Based Human-Computer Communication": 

o "Tools for Human-Computer Collaboration". 

Patents 
U.S. Patent# 5,388,188. Apparatus and methods for providing design advice. (,vith P. 
Se] fridge). Issued February 7, 199 5. 

U.S. Patent #5,659,724. Interactive data analysis apparatus employing a knowledge base. (with 
A. Borgida, RJ. Brachman, T. Kirk, and P. Selfridge). Issued August 19, 1997. 

U.S. Patent #5,680,530. Graphical environment for interactively specifying a target system (with 
P Selfridge). Issued October 21, 1997. 

U.S. Patent #5,806,060. Interactive data analysis employing a knowledge base. (with A. 
Borgida, R . .J. Brachman, T. Kirk, and P Selfridge). Issued September 8, 1998. 

U.S. Patent# 5,809,492. Apparatus and method for defining rules for personal agents. (with L. 
Murray). Issued September 15, I 998. 

U.S. Patent# 5,953,393 Personal Telephone Agent. (With P. Culbreth, P. Danielsen, R.J. Jfall, 
E. Papavero, and M. Tuomenoksa). Issued September 14, 1999. 

U.S. Patent #6,029, 192. System and method for locating resources on a network using resource 
evaluations derived from electronic messages. (with W.C. Hill). Issued February 22, 2000. 

U.S. Patent #6,244,873. Wireless rnyoelectric control apparatus and rnethods. ( with W.C. Jiill, 
F.C. Pereira, and Y. Singer). Issued June 12, 2001. 

U.S. Patent #6,256,648. System and method for selecting and displaying hyperlinked information 
resources. (with \V.C. Hill). Issued July 3, 200 l. 
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U.S. Patent #9,430,043. Bioacoustic Control System, Method, and Apparatus. (with B. Amento 
and W.C. 1-iill) Issued August 30, 2016. 

CONSULTING 
This is rny consulting record for the years 2016-2020. I have received compensation for the 
patent litigation cases listed below in the past 4 years. I provide details for the cases ,vhere my 
role has been disclosed publicly and general descriptions otherwise. 

• Retained on behalf of a computer software and hardware company. General technology 
area: information processing, hypertext, inference. Writing expert reports. 

• Retained on behalf of a computer software and hardware company. General technology 
area: graphical user interfaces. Writing expert reports. 

• Retained by on behalf of a consumer electronics company. General technology area: 
graphical user interfaces. Writing expert reports. 

• Retained by Erise IP on behalf Apple (2020) 
o \Vorked on Inter Partes review declaration 
o Deposed: September 2020 

• Retained on behalf of a communications company. General technology area: interactive 
program guide systems. \Vriting expert reports. 

• Retained on behalf of a computer and internet software company. General technology 
area: information search. Did not write expert reports. 

• Retained by Erise IP on Behalf of Unified Patents, Inc. (2018) 
o \Vorked on Inter Partes review declaration 
o Deposed: September 2019 

• Retained on behalf of a computer software and hardv.rare company. General technology 
area: graphical user interfaces. Wrote expert reports. 

• Retained by Klarquist Sparkman on behalf ofLinkedin (2018) 
o Worked on an Inter Partes review declaration 

• Retained by Klarquist Sparkman on behalf of Microsoft (2017-2018) 
o Worked on multiple inter Partes revie\-v declarations and a Post Grant Review 

d eel ara ti on 

• Microsoft Corporation and Microsoft Mobile, Inc. vs. Koninklijke Philips N. V. 
o Retained as expert on behalf of Microsoft by Perkins Coie (2017-2019) 
o PTAB Case No. IPR.2018-00023 
o \Vrote an Inter Partes Review declaration 
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111 Deposed: July 2018 
o District Court Case 

111 Deposed: July 2019 

• Retained by Perkins-Coie on behalf of Microsoft (vs Cypress Lake Software) 
o \Vrote a Post Grant Review declaration 

• Retained on behalf of a horne entertaimnent cornpany. General technology area: 
interactive program guide systems. ·writing expert reports. 

SERVICE 

University of Minnesota Committees 
• College of Science & Engineering Consultative Committee: 2015-2018 

• College of Science & Engineering Honors & Awards Committee, 20! 7-2020 

External Professional Activities 

ACM Special Interest Group on Cornputer Human Interaction 
• President: 2015-2018 

• Executive Committee: Adjunct Chair for Av.rards, 2012 --- 2015. 

• Executive Committee: Vice President for Membership and Communication, 2009 --- 2012. 

Conference Chair 
• CHI 2002: ACM Conference on Human Factors in Computing Systems 

• IUI 1998: ACM Conference on Intelligent User Interfaces. 

Program Comrnittee Chair 
• CSCW 2004: ACM Conference on Computer-Supported Cooperative Work. 

• CSCW 2013: ACM Conference on Computer-Supported Cooperative Work. 

Computer Supported Cooperative Work (CSCVV) Steering Committee 
• Chair, 2012-2014 (First elected Chair of the committee that oversees the CSCW Conference 

and the general CSC\V and Social Computing research community.) 

Awards Committee Chair 
• CSCW 2008: ACM Conference on Computer-Supported Cooperative Work. 

Journals Edited 
• Special Issue of Knmvledge-Based 5'ystems on Human-Computer Collaboration, Vol. 8, No. 

2-3, 1995. 
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Proceedings Edited 
• Proceedings of the 2002 ACNI Conference on Human Factors in Computing Systems (CHI 

2002). 

• Proceedings of the 1998 ACM Conference on Intelligent User Interfaces (H.JI 1998). 

Editorial Boards 
• Communications of the ACM, 2009-present. 

• ACM Transactions on CHI, 2000-2006. 

• Knowledge-Based Systems, 1993-present. 

• ACM intelligence, 1998-2001. 

Program Committees 
• ACM Conference on Human Factors in Computing Systems (CEU): 1999-2004, 2006, 2016. 

• ACM Conference on Computer-Supported Cooperative Work (CSC\V): 2000, 2006, 2008, 
2010, 2011,2012,2015. 

• ACM Conference on Intelligent User Inte1faces (IUI): 1997-2000, 2004. 

• ACM Recommender Systems Conference: 2007, 2008, 2009, 2010, 2013. 

• ACM GROUP Conference: 2007, 2009, 2010. 

• ACM SIG-IR Conference: 2008. 

• AAAI Confi.~rence on the \.Veb and Social Media: 2011, 2012, 2016. 

• User Modeling, Adaptation, and Personalization: 20! l, 2016. 

• NordiCHI 2008, 2010. 

• Communities and Technology: 2009. 

• Computer-Supported Cooperative Learning 2002. 

• User Modeling: 200 l. 

• International Conference on Knowledge Capture 2001. 

• Knowledge-Based Software Engineering (KBSE): 1994-1999. 

• Intelligent Data Analysis: 1997. 

• National Conference on Artificial Intelligence (AAA]): 1996-1997. 

• IEEE Conference on Artificial Intelligence for Applications (CAIA): 1994. 

• International Workshop on Privacy-A\.vare Location-based Mobile Services: 2007. 

• SIGIR ·workshop on Future Challenges in Expertise Retrieval: 2008. 

Other conference leadership positions 
• ACJVI Conference on Computer-Supported Cooperative Work Doctoral Consortium Co

Chair, 2016 and 2011. 

• The 2nd AAAI Conference on Human Computation and Crowdsourcing (HCOMP 2014) 
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Doctoral Consortium Co-Chair. 

• International Syrnposium on Wilds and Open Collaboration Doctoral Symposium Chair, 
201 l. 

• ACM Conference on Recommender Systems Doctoral Consortium, Co-Chair, 2007. 

• International Joint Conference for Artificial Intelligence Doctoral Consortium, Co-Chair, 
1997. 

• Arnerican Association for Artificial Intelligence Doctoral Consortium, Co-Chair, 1997. 

• American Association for Artificial Intelligence Doctoral Consortium, Co-Chair, 1996. 

Reviewer 

Journals 

• ACM Computing Surveys. 

• IEEE Transactions on Data and Knowledge Engineering. 

• IEEE Expert. 

• Information Systems. 

• International Journal of Human-Computer Studies. 

• Journal of Computer-Supported Cooperative Work. 

Conferences 

• Ninth IFJP International Conference on Human-Cornputer Interaction (INTERACT): 2003. 

• ACM Conference on Human Factors in Computing Systems (CHI): 1995-1998. 

• ACJVI Conference on Computer-Supported Cooperative Work (CSCW): 1998. 

• ACM Symposium on User Interface Software and Technology (UIST): 1996. 

• ISSM Conference on Information and Knm-vledge Management: 1993 

National Science Foundations Panels 
Served on panels in 1996, 1998, 200!, 2003, 2005, 2010, 2012, 2013. 

Workshops Organized 
• ACM Wikis and Open Collaboration Doctoral Symposium, 2011. 

• Social Computational Systems Community Workshop, 2011. 

• ACM Computer Supp01ied Cooperative \Vork Doctoral Consortium, 201 l. 

• International Conference on Ubiquitous Computing (UbiComp): ''Multi-device Interfaces for 
Ubiquitous Peripheral Interaction", 2003. 

• ACM Conference on Human Factors in Computer Systems (CHI): "Interacting with 
Recommender Systems'', 1999. 

• International Joint Conference for Artificial Intelligence Doctoral Consortium, 1997. 
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• American Association for Artificial Intelligence Doctoral Consortium, 1997. 

• Arnerican Association for Artificial Intelligence Doctoral Consortium, 1996. 

• ACM Conforence on Human Factors in Computer Systems (CHI): '"Model \,Vorld' to 'Magic 
World'. Making Visual Objects the Medium for Intelligent Design Assistance", 1995. 

• ACM Conforence on Human Factors in Computer Systems (CHI): "New Uses and Abuses of 
Interaction Hi story", l 994. 

• AAAJ Fall Syrnposium: "Hmnan-Computer Collaboration: Reconciling Theory, Synthesizing 
Practice", 1993. 

• World Conference on Artificial Intelligence and Education- ''Collaborative Problem Solving: 
Theoretical Frameworks and Innovative Systems", 1993. 

• Conference on AI for Applications: ''Applying AI To Software Problems: Assessing 
Promises and Pitfalls", 1992. 

Other Professional Service 
• Member of SIGCHI Publications Board and Conference Management Committee, 2002-

2004. 

• ACM Special Interest Group on Artificial Intelligence Conference Chair (1995-1999): 
originated and co-organized Doctoral Consortia held in conjunction with AAA! and IJCAI. 

Internal Service 
• Associate Department Head, 2019-

• Chair, Department 1-iead Search Comrnittee, 2015 

• Chair, Strategic Planning Committee, 2013-20!4. 

• Chair, Social Computing Faculty Search Cornmittee, 2013-2014. 

• Curriculum Committee, 2012-2013. 

• Chair, Strategic Planning Committee/ Faculty Recruiting Committee, 2011-2012. 

• Director of Graduate Studies: 2007-2010. 

• Communications Committee: 2007 

• Newsletter/Brochure Committee (chair): 2006-2007 

• Research Opportunities Committee: 2005-2007 

• Curriculmn Committee: 2003-2005. 

• Hosted Robert Kraut, Cray Colloquium speaker: October 2003. 

• Participated in recruiting and admission activities. 

• Information, Technology, and Everyday Life Initiative: Committee Member. 
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TEACHING AND ADVISING 

Ph.D. Students Advised 
• Dan Cosley (co-advised with John Riedl): cornpleted PhD July 2006, cuITently an Associate 

Professor at Cornell University; on leave as Program Director at NSF. 

• Pamela Ludford: completed PhD September 2007, currently an independent consultant. 

• Reid P1iedhorksy: completed PhD August 2010, currently a Postdoctoral Research Associate 
at Los Alamos National Laboratories. 

• Mikhil Masli: cornpleted PhD July 2013, cuITently employed atlBM. 

• Aaron Halfaker (co-advised with John Riedl): completed PhD September 2013, currently 
employed at the Wikimedia Foundation. 

• Katie Panciera: completed PhD August 2014; currently employed at Google. 

• Fernando Torre: completed PhD September 2014; founder of a startup. 

• Shuo (Steven) Chang: completed PhD August 2016; currently employed at Quora. 

• Tien Nguyen (co-advised \-Vith Joe Konstan): completed PhD August 2016; currently 
employed at Pinterest. 

• Morten \Vamcke-Wang (co-advised with Brent Hecht): completed PhD December 2016. 

• Jacob Thebault-Spieker (co-advised with Brent Hecht): completed PhD December 2017; 
currently PostDoc at Virginia Tech. 

• Hannah Miller (co-advised with Brent Hecht): completed PhD August 2018; currently 
Assistant Professor at University of Wisconsin Oshkosh. 

• Vikas Kumar (entered program Fall 20! l; co-advised ,vith Joe Konstan). 

• Andrew Hall: completed PhD August 2019; currently employed at 3M. 

• Bowen Yu (entered program Fall 2014; co-advised ,vith Haiyi Zhu). 

• Zach Levonian (entered program Fall 2017; co-advised with Lana Yarosh). 

• Charles Chuankai Zhang (entered program Fall 2019). 

• Colleen Estelle Smith ( entered program Fall 2016) 

• Mohammed (Mo) Houtti (entered program Fall 2019) 

M.S. Students Advised 
• Tyler Danielsen - received degree in 2016 

• Jie Kang - received degree in 2016 

• Zahra Eslami --- received degree in 2015 

• Yanjie Liu - received degree in 2013 

• Renji Yu --- received degree in 2012 

• Carol Drysdale - received degree in 2011 

• Jingwen Zhang --- received degree in 2011 
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• Jisu Oh --- received degree in 20! 0 

• Sara Drenner - received degree in 2008 

• Anna Rouben - received degree in 2006 

• Arjun Sundararajan --- received degree in 2006 

• Pamela Ludford - received degree in 2005 

• Rahul Akolkar --- graduated May 2004 

Undergraduate Honors I Senior Thesis Students Advised 
• Avleen Kaur 2020 

• Harmanprett Kaur, 2016 

• Arlo Siemsen, 2014 

• Johnathan Frenz, 2013 

• David Pitchford - 2012 

• Michael Ludwig - 2010 

• Jordan Focht- 2010 

• Kurt \Vilms - 2005 

• John Murphy --- 2004 

Other Committees 
• Catherine Grevet, PhD_: member of preliminary and final examination committees (Gerogia 

Tech). 

• Loxley Wang, PhD: member of preliminary and final examination committees_ 

• Abigail Bakke, PhD: member of preliminary and final examination committees 

• Tahir Sousa, MS: member of final examination committee 

• Tony Lam, PhD. member of preliminary examination committee_ 

• Michael Janseen, PhD: member of preliminary examination committee. 

• Hal eh Hagh Shenas, PhD: member of preliminary & final examination committees. 

• Julie Beilfuss, MS: member of final examination committee. 

• Liv Knatterud, !VIS: member of final examination committee. 

• Sean McNee, MS: rnember of final examination conunittee. 

• Shankar Subrahmanian, MS: member of final examination committee. 

• Vamsee Venuturumilli, MS: member of final examination committee_ 

• Eric Gilbert, Ph.D. Preliminary and Final Examination Committees (UIUC, 2009/2010): 
member of thesis committee. 

• Yi (Jenny) Zhang, Ph.D. (New- Jersey Institute of Technology, 2004): member of thesis 
committee. 
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• Brian Amento, Ph.D. (Virginia Tech, 2001): member of thesis committee. 

• David McDonald, Ph.D. (UC Irvine, 2000): member of thesis committee. 

Courses taught 
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Semeste1· Course 

Fall 2016 CSCI 5115: User Interface Design, Implementation, and Evaluation 

Spring 2016 CSCI 5125· Collaborative and Social Computing 

Fall 2015 CSCI 1133H: Introduction to Computer Science (Honors) 

CSCI 8115. Human-Computer Interaction and UI Technology 

Spring 2015 CSCI 5125: Collaborative and Social Computing 

Fall 2014 CSCI 5115· User Interface Design, lmplernentation, and Evaluation 

HSEM 2519H: Honors Seminar on Crowdsourcing 

Spring 2014 CSCI 8115. Human-Computer Interaction and UI Technology 

Fall 2013 CSCI 1901H: Introduction to Computer Science (Honors) 

CSCI 5115· User Interface Design, lmplernentation, and Evaluation 

Spring 2013 CSCI 5125. Collaborative and Social Computing 

SEng 5115: User Interface Design and Evaluation 

Fail 2012 CSCI 5115· User Interface Design, Implementation, and Evaluation 

Spring 2012 CSCI 8115: Human-Computer Interaction and UI Technology 

SEng 5115: User Interface Design and Evaluation 

Fall 2011 CSCI 1902: Structure of Computer Programming H 

CSCI 5115· User Interface Design, lmplernentation, and Evaluation 

Spring 2011 CSCI 5125: Collaborative and Social Computing 

SEng 5115: User Interface Design and Evaluation 

Fall 2010 CSCI 5115: User Interface Design, Implementation, and Evaluation 

Spring 2010 CSCI 8115· Hmnan-Computer Interaction and UI Technology 

Fall 2009 CSCI 5115: User Interface Design, Implementation, and Evaluation 

Spring 2009 CSCI 5125: Collaborative and Social Computing 

SEng 5115: User Interface Design and Evaluation 

Fall 2008 CSCI 5115: User Interface Design, Implementation, and Evaluation 

Spring 2008 CSCI 1902: Structure of Computer Programming II 

SEng 5115: User Interface Design and Evaluation 

Fail 2007 CSCI 5115· User Interface Design, Implementation, and Evaluation 

Spring 2007 SEng 5115: lJ ser Interface Design and Evaluation 

Spring 2007 CSCI 5125. Collaborative and Social Computing 

Fall 2006 CSCI 1902: Structure of Computer Programming II 

CSCI 5115· User Interface Design, Implernentation, and Evaluation 

Spring 2006 CSCI 8115: Human-Computer Interaction and UI Technology 

Fall 2005 CSCI 1902. Structure of Computer Programming II 

Spring 20005 CSCI 5116: GUI Toolkits and Their Implementation 

Page 24 of 25 

Page 169



Fall 2004 

Spring 2004 

Fall 2003 

Spring 2003 

Fall 2002 

Tutorials 

CSCI 5115. User Interface Design, Implementation, and Evaluation 

CSCI 5980: Collaborative Computing 

CSCI 5115: User Interface Design, Implementation, and Evaluation 

CSCI 5116: GUI Toolkits and Their Implementation 

CS 8115: Hurnan-Cmnputer Interaction and UI Technology 

"Intelligent User Interfaces: Issues, Approaches, Evaluation", offered at 1993 Conference on 
Artificial Intelligence for Applications. 
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Post Card, as described in MPEP 503. 
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If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR 
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PTO/SB/06 (09-11) 
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U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995. no persons are required to respond to a collection of information unless it displays a valid 0MB control number. 

PATENT APPLICATION FEE DETERMINATION RECORD Application or Docket Number I Filing Date I Substitute for Form PTO-875 
90/014,507 05/15/2020 □To be Mailed 

ENTITY: 0 LARGE D SMALL D MICRO 

APPLICATION AS FILED - PART I 
Column 1) (Column 2) 

FOR NUMBER FILED NUMBER EXTRA RATE($) FEE($) 

LJ BASIC FEE N/A N/A N/A 
(37 CFR 1.16(a), (b), or (c)) 

LJ SEARCH FEE N/A N/A N/A 
(37 CFR 1.16(k), (ii, or (ml) 

LJ EXAMINATION FEE N/A N/A N/A 
(37 CFR 1.16(0), (p), or !n)) 

TOTAL CLAIMS 15 minus 20 = ·O X $100 = 0 
(37 CFR 1.16(i)) 

INDEPENDENT CLAIMS 
(37 CFR 1.16(h)) 

3 minus 3 = ·O X $460 = 0 

If the specification and drawings exceed 100 sheets 

□APPLICATION SIZE FEE (37 
of paper, the application size fee due is $310 ($155 
for small entity) for each additional 50 sheets or 

CFR 1.16(s)) fraction thereof. See 35 U.S.C. 41 (a)(1 )(G) and 37 
CFR 1.16(s). 

0 MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j)) 

* If the difference in column 1 is less than zero, enter "O" in column 2. TOTAL 0 

APPLICATION AS AMENDED - PART II 

(Column 1) (Column 2) (Column 3 
CLAIMS HIGHEST 

06/03/2021 REMAINING NUMBER 
PRESENT EXTRA RATE($) ADDITIONAL FEE($) 

I- AFTER PREVIOUSLY 
z AMENDMENT PAID FOR w 

Total ** 20 =0 $ 100 ::iii: * 15 Minus X = 0 
C f37CFR 1.16'ill 

z Independent *3 Minus *** 3 =0 X $480 = 0 w !37 CFR 1.16fhll 

::iii: D Application Size Fee (37 CFR 1.16(s)) c( 

0 FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 
1.16(j)) 

TOTAL ADD'L FEE 0 
(Column 1) (Column 2) (Column 3 
CLAIMS HIGHEST 

REMAINING NUMBER 
PRESENT EXTRA RATE($) ADDITIONAL FEE($) 

AFTER PREVIOUSLY 
I- AMENDMENT PAID FOR z 

Total X $0 w * Minus ** = = ::iii: (37 CFR 1.16"ill 

C Independent * Minus *** = X $0 = z (37 CFR 1.16(h)) w D Application Size Fee (37 CFR 1.16(s)) ::iii: 
c( LJ FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 

1.16(j)) 

TOTAL ADD'L FEE 

* If the entry in column 1 is less than the entry in column 2, write "O" in column 3. LIE 

** If the "Hiahest Number Previouslv Paid For" IN THIS SPACE is less than 20, enter "20". /RHONDA BELL/ 

*** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3". 

The "Highest Number Previously Paid For" (Total or Independent) is the highest number found in the appropriate box in column 1. 

This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, 
preparing, and submitting the completed application form to the US PTO. Time will vary depending upon the individual case. Any comments on the amount of time you 
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. 
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 
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Fabricant LLP 
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Rye, NY 10580 

FIRST NAMED INVENTOR 

8213970 

UNITED STATES DEPARTMENT OF COMMERCE 
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Address: COMMISSIONERFORPATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
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EXAMINER 

KISS.ERIC B 

ART UNIT PAPER NUMBER 

3992 

MAIL DATE DELIVERY MODE 
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Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

PTOL-90A (Rev. 04/07) 

Page 175



UNITED STATES PATENT AND TRADEMARK OFFICE 

DO NOT USE IN PALM PRINTER 

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS) 

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C. 
1100 NEWYORKAVENUE, N.W. 
WASHINGTON, DC 20005 

Commissioner for Patents 
United States Patent and Trademark Office 

P.O. Box 1450 
Alexandria, VA 22313-1450 

www.uspto.gov 

EX PARTEREEXAMINATION COMMUNICATION TRANSMITTAL FORM 

REEXAMINATION CONTROL NO. 90/014,507. 

PATENT UNDER REEXAMINATION 8213970. 

ART UNIT 3992. 

Enclosed is a copy of the latest communication from the United States Patent and Trademark 
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)). 

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a 
reply has passed, no submission on behalf of the ex parte reexamination requester will be 
acknowledged or considered (37 CFR 1.550(g)). 

PTOL-465 (Rev.07-04) 

Page 176



Control No. 

90/014,507 

Ex Parle Reexamination Interview Summary Examiner 

Patent Under Reexamination 

8213970 

Art Unit 

ERIC B KISS 3992 

All participants (USPTO personnel, patent owner, patent owner's representative): 

(1) ERIC KISS 

(2) Nick Corsaro, Andrew Fischer 

Date of Interview: 17 May 2021 

Type: a)~ Telephonic b) □ Video Conference 

(3) Jialin Zhong, Vincent Rubino 

(4) Enrique Iturralde 

AIA (FITF) Status 

No 

c) □ Personal (copy given to: 1) □ patent owner 2) □ patent owners representative) 

Exhibit shown or demonstration conducted: d) □ Yes e) ~ No. 
If Yes, brief description: __ 

Agreement with respect to the claims f) D was reached. g) ~ was not reached. h) D N/A. 
Any other agreement(s) are set forth below under "Description of the general nature of what was agreed to ... " 

Claim(s) discussed: g. 

Identification of prior art discussed: Kubala, Hammond . 

Description of the general nature of what was agreed to if an agreement was reached, or any other comments: 
See Continuation Sheet . 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the 
claims patentable, if available, must be attached. Also, where no copy of the amendments that would render the 
claims patentable is available, a summary thereof must be attached.) 

A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION MUST INCLUDE PATENT OWNER'S 
STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. (See MPEP § 2281 ). IF A RESPONSE TO THE 
LAST OFFICE ACTION HAS ALREADY BEEN FILED, THEN PATENT OWNER IS GIVEN ONE MONTH FROM 
THIS INTERVIEW DATE TO PROVIDE THE MANDATORY STATEMENT OF THE SUBSTANCE OF THE 
INTERVIEW 
(37 CFR 1.560(b)). THE REQUIREMENT FOR PATENT OWNERS STATEMENT CAN NOT BE WAIVED. 
EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c). 

/Eric B. Kiss/ 
Patent Reexamination Specialis, Art 
Unit 3992 

cc: Requester (if third party requester) 
U.S. Patent and Trademark Office 

PTOL-474 (Rev. 04-01) Ex Parte Reexamination Interview Summary PaperNo.20210518 
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Continuation Sheet (PTOL-474) Reexam Control No. 90/014,507 

Continuation of Description of the general nature of what was agreed to if an agreement was reached, or 
any other comments: In addition to claim 2, the parties discussed proposed new claims 14-16 (see attached 
agenda). 

Parties discussed the "means for controlling of the recipient PDA/cell phone ... " feature of claim 2. Patent 
Owner's representatives contended that this limitation required more than merely taking control of an email 
program, for example, because a user could hypothetically close the email program or use different software 
applications on the controlled device. The examiners stressed that the system claims must be structurally 
different from the prior art and requested clarification as to the specific structure corresponding to the 
claimed "means for controlling of the recipient PDA/cell phone". Patent Owner's representatives explained 
that the means described in the specification is software, and the examiners requested that the Patent 
Owner clarify in its response the specific algorithm within the patent disclosure that corresponds to the 
claimed feature. Similarly, with regard to proposed new claims 14 and 15, the examiners requested that 
Patent Owner specifically point out the corresponding structures for the claimed means, and to the extent 
that any of the means are software, to point to the specific algorithms disclosed in the patent. 

With regard to proposed new claims 15 and 16, Patent Owner's representatives indicated that the 
corresponding disclosure is found in the '728 patent, incorporated by reference into the '970 patent 
disclosure. The examiners requested that Patent Owner demonstrate in its response that such an 
incorporation is legally proper to support the proposed claims. 
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EXAMINER INTERVIEW AGENDA 

App. No.: 90/014,507 
Title: Method of utilizing forced alerts for interactive remote communications 
Examiners: Eric B. Kiss, Nick Corsaro, Andrew J. Fischer 
Time: 15:00-16:00 PM, May 17, 2021 
Communication: TBD by Examiners 
Patent Owner's Representatives: Jialin Zhong, Vincent Rubino, Enrique Iturralde 

Relevant Issues: 

1. Claims 2 and 10-13 are rejected as unpatentable over Kubala and Hammond. 
2. Claims 2 and 10-13 are rejected as unpatentable over Hammond, Johnson, and Pepe. 

Agenda: to discuss: 

1. the feature of "means for controlling of the recipient PDA/cell phone ... " recited in 
claim 2 in view of Kubala and Hammond and in view of Hammond, Johnson, and Pepe, and 

2. proposed new claims 14-16. 

New claims 14-16: 

14. (New) The system as in claim 2, further comprising means for releasing control of the 
recipient PDA/cell phone after selection of the response to the sender PDA/cell phone. 

15. (New) The system as in claim 2, further comprising: 
means for displaying a geographical map with georeferenced entities on the display of 

the sender PDA/cell phone; 
means for obtaining location and status data associated with the recipient PDA/cell 

phone;and 
means for presenting a recipient symbol on the geographical map corresponding to a 

correct geographical location of the recipient PDA/cell phone. 

16. (New) The method as in claim 10, further comprising: 
displaying a geographical map with georeferenced entities on the display of the sender 

PDA/cellphone; 
obtaining location and status data associated with the recipient PDA/cellphone; and 
presenting a recipient symbol on the geographical map corresponding to a correct 

geographical location of the recipient PDA/cellphone based on at least the location data. 

Date: May 13, 2021 /Jialin Zhong/ 
Jialin Zhong 
Reg. No.: 62,937 
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Attorney Docket No.: 2525.993REX0 

Control No.: 90/014,507 (Re-exam of U.S. Pat. No. 8,213,970) 

' ~- IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

U.S. PATENT NO.: 8,213,970 

CONTROL NUMBER: 90/014,507 

ART UNIT: 3992 

CONF. NO.: 6188 

FILING DATE: May 15, 2020 EXAMINER: Eric B. Kiss 

TITLE: METHOD OF UTILIZING FORCED ALERTS FOR 
INTERACTIVE REMOTE COMMUNICATIONS 

FILED ELECTRONICALLY 
Mail Stop Ex Parte Reexam 
ATTN: Central Reexamination Unit 
Commissioner for Patents 
P. 0. Box 1450 
Alexandria, VA 22313-1450 

CERTIFICATE OF SERVICE ON THIRD-PARTY REOUESTOR 

Dear Commissioner: 

The undersigned, on behalf of the Patent Owner, hereby certifies that copies of the 

following documents are being served on the Third-Party Requestor electronically on April 12, 

2021: 

1. Petition for Extension of Time Under 37 C.F.R. § l.550(c) 

The name and addresses of the parties being served are as follows: 

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C. 
11 00 New York Avenue, N.W. 
Washington, D.C. 20005 
Tel.: 202-371-2600 
Fax: 202-371-2540 

Attorneys for Third-Party Requestor, Google LLC 

1 
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-.. 

Dated: April 12, 2021 

FABRICANT LLP 

230 Park Ave, 3rd Fl. W. 

New York, NY 10169 

Tel: 212-257-5797 

Fax: 212-257-5796 

Attorney Docket No.: 2525.993REX0 
Control No.: 90/014,507 (Re-exam of U.S. Pat. No. 8,213,970) 

2 

Respectfully submitted, 

FABRICANT LLP 

/Peter Lambrianakos/ 
Peter Lambrianakos, Reg. No. 58,279 
Attorney for Patent Owner 
Email: plambrianakos@fabricantllp.com 
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Attorney Docket No.: 2525.993REX0 
Control No.: 90/014,507 (Re-exam of U.S. Pat. No. 8,213,970) 

IN THE UNITED ST ATES PA TENT AND TRADEMARK OFFICE 

U.S. PATENT NO.: 8,213,970 

CONTROL NUMBER: 90/014,507 

ART UNIT: 3992 

CONF. NO.: 6188 

FILING DATE: May 15, 2020 EXAMINER: Eric B. Kiss 

TITLE: METHOD OF UTILIZING FORCED ALERTS FOR 
INTERACTIVE REivlOTE COMMUNICATIONS 

Mail Stop Ex Parte Reexam 
ATTN: Central Reexamination Unit 
Commissioner for Patents 
P. 0. Box 1450 
Alexandria, VA 22313-1450 

PETITION FOR EXTENSION OF TIME UNDER 37 C.F.R. § 1.550(c) 

Dear Commissioner: 

AGIS Software Development LLC '("Patent ·owner" or "AGIS") hereby petitions for a 

one-month extension of time to file its response to the Office Action mailed on March 3, 2021 in 

the ex parte reexamination proceeding of U.S. Patent No. 8,213,970 ("the '970 Patent") with the 

control number 90/014,507 ("the '970 Reexam"). The Office Action set a two-month period for 

filing a response, which would make the Response due on or before May 3, 2021. If granted, 

this Petition would extend the deadline for Patent Owner's response to June 3, 2021. The 

petition foe set forth in 37 C.F.R 1.17(g) is paid herewith. 

PERTINENT FACTS 

1. Patent Owner AGIS is the owner of the '970 patent. 

2. Upon receipt of the Non-final Office Actions in the above-listed proceedings in the '970 

Reexam, Patent Owner has been diligently reviewing the Office Actions, the prior art, and 

the relevant prosecution history files. Patent Owner has been in communication with counsel 
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Attorney Docket No.: 2525.993REX0 
Control No.: 90/014,507 (Re-exam of U.S. Pat. No. 8,213,970) 

in connection with the same, including determining whether an Examiner interview would be 

prudent given the nature and content of the Office Action. 

3. The COVID-19 pandemic has significantly affected Patent Owner's ability to prepare its 

response to the Office Action. 

4. Due to the COVID-19 pandemic, Patent Owner's offices have been closed and its operations 

have been significantly delayed because of the shift to remote work. 

5. Patent Owner AGIS is a Texas company. Inventor Malcom K. Beyer, Jr. resides in Florida. 

6. Restrictive measures imposed to contain the COVID-19 virus have substantially affected the 

work activities of AGIS personnel and the named inventor who is all located remotely and 

who is unable to convene in-person. These restrictive measures are necessary to ensure the 

safety of Patent Owner's personnel, including Mr. Beyer. 

7. Due to the COVID-19 pandemic, Patent Owner and its•counsel have experienced significant 

delays in preparing a response to the Office Action. 

8. Patent Owner is currently working with its counsel to retain an expert witness for the 

preparation and submission of an expert declaration in the '970 Reexam. Patent Owner's 

efforts to retain an expert have been significantly delayed by the COVID-19 pandemic and 

the related travel restrictions. 

LEGAL AUTHORITY 

37 C.F.R. 1.550 provides, in relevant part: 

( c) The time for taking any action by a patent owner in an ex pa.rte 

reexamination proceeding may be extended as provided in this 

paragraph. 

2 
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Attorney Docket No.: 2525.993REX0 
Control No.: 90/014,507 (Re-exam of U.S. Pat. No. 8,213,970) 

(1) Any request for such an extension must specify the requested 

period of extension and be accompanied by the petition fee set 

forth in § 1.1 7(g). 

(2) Any request for an extension in a third party requested ex parte 

reexamination must be filed on or before the day on which action 

by the patent owner is due, and the mere filing of such a request 

for extension will not effect the extension. A request for an 

extension in a third party requested ex parte reexamination will not 

be granted in the absence of sufficient cause or for more than a 

reasonable time. 

(3) Any request for an extension in a patent owner requested or 

Director ordered ex parte reexamination for up to two months from 

the time period set in the Office action must be filed no later than 

two months from the expiration of the time period set in the Office 

action. A request for an extension in a patent owner requested or 

Director ordered ex parte reexamination for more than two months 

from the time period set in the Office action must be filed on or 

before the day on which action by the patent owner is due, and the 

mere filing of a request for an extension for more than two months 

from the time period set in the Office action will not effect the 

extension. The time for taking action in a patent owner requested 

or Director ordered ex parte reexamination will not be extended for 

more than two months from the time period set in the Office action 

3 
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Attorney Docket No.: 2525.993REX0 
Control No.: 90/014,507 (Re-exam of U.S. Pat. No. 8,213,970) 

in the absence of sufficient cause or for more than a reasonable 

time. 

MPEP 2265 provides in relevant part: 

Requests for any extension of time in third party requested 

reexaminations, and requests for an extension of more than two 

months from the time period set in the Office action in patent 

owner requested or Director ordered reexaminations, must include 

a showing of sufficient cause, and the extension must be for a 

reasonable time. 

Any evaluation of whether sufficient cause has been shown for an 

extension must balance the need to provide the patent owner with a ~ 

fair opportunity to present an argument against any attack on the 

patent, and the requirement of the statute (35 U.S.C. 305) that the 

proceeding be conducted with special dispatch. 

Any request for an extension of time, except for the "no cause" 

extension in patent owner requested or Director ordered 

reexamination provided in 37 CFR l.550(c), must fully state the 

reasons therefor. The reasons must include a statement of what 

action the patent owner has taken to provide a response as of the 

date the request for extension is submitted, and why, in spite of the 

action taken thus far, the requested additional time is needed. The 

4 
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Attorney Docket No.: 2525.993REX0 
Control No.: 90/014,507 (Re-exam of U.S. Pat. No. 8,213,970) 

statement must include a factual accounting of reasonably diligent 

behavior by all those responsible for preparing a response to the 

outstanding Office action within the statutory time period. 

However, in third party requested ex parte reexaminations, a first 

request for an extension of time will generally be granted if a 

sufficient cause is shown, and for a reasonable time specified 

usually one month. The reasons stated in the request will be 

evaluated by the CRU SPRS or TC Director, and the requests will 

be favorably considered where there is a factual accounting of 

reasonably diligent behavior by all those responsible for preparing 

a response within the statutory time period. Second or subsequent 

requests for an extension of time and requests for an extension of 

more than one month in third party requested reexaminations will 

only be granted in extraordinary situations. 

DISCUSSION 

In support of this Petition, Patent Owner states as follows: 

1 • ' .,._ 

Despite Patent Owner's substantial efforts and resources devoted to this reexamination, 

the one-month period for filing a response to the Non-final Office Action in the '970 Reexam is 

unduly burdensome. Without a one-month extension of time, which is warranted during the 

extraordinary situation arising from the COVID-19 pandemic, Patent Owner will be significantly 

prejudiced. 

5 
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Control No.: 90/014,507 (Re-exam of U.S. Pat. No. 8,213,970) 

Patent Owner requires the one-month extension to overcome substantial delays resulting 

from the COVID-19 pandemic. Because of the COVID-19 pandemic, Patent Owner's efforts to 

retain an expert for the preparation and submission of an expert declaration in the '970 Reexam 

have been significantly delayed by the COVID-19 pandemic. Additionally, the COVID-19 

pandemic has significantly affected Patent Owner's ability to prepare its response to the Office 

Action. Due to the COVID-19 pandemic, Patent Owner's offices have been closed and its 

operations have been significantly delayed because of the shift to remote work. Patent Owner 

AGIS is a Texas company. Inventor Malcom K. Beyer, Jr. resides in Florida. Restrictive 

measures imposed to contain the COVID-19 virus have substantially affected the work activities 

of AGIS personnel and the named inventor who is all located remotely and who is unable to 

convene in-person. These restrictive measures are necessary to ensure the safety of Patent 

Owner's personnel, including Mr. Beyer. Due to the COVID-19 pandemic, Patent Owneland its 

counsel have experienced significant delays in preparing a response to the Office Action. 'Patent 

Owner is currently working with its counsel to retain an expert witness for the preparation and 

submission of an expert declaration in the '970 Reexam. Patent Owner's efforts to retain an 

expert have been significantly delayed by the COVID-19 pandemic and tl1e related travel 

restrictions. 

Given the need for input from AGIS personnel and the inventor located across the 

country and given the need to retain an expert witness, Patent Owner respectfully requests a one

month extension of time to allow Patent Owner to coordinate schedules and receive such input 

and to allow the expert witness to review all pertinent materials and prepare his expert 

declaration. The current two-month time period to prepare this response is insufficient due to the 

conflicting schedules and remote locations of all parties involved. 

6 
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Control No.: 90/014,507 (Re-exam of U.S. Pat. No. 8,213,970) 

Patent Owner respectfully submits that, with the one-month extension, the proceedings 

will proceed with "special dispatch" under 35 U.S.C. 305, while providing the Patent Owner 

with a fair opportunity to present argument against the challenges to its patents. A one-month 

extension in this reexamination would provide a due date of June 3, 2021. 

CONCLUSION 

Given the foregoing, Patent Owner believes that this extraordinary situation warrants 

additional time needed to respond to the grounds ofrejection in the Non-final Office Action. 

Because of substantial delays arising from the COVID-19 pandemic, Patent Owner respectfully 

requests a one-month extension of time to file its response to the Office Action mailed on March 

3, 2021 in the '970 Reexam. The requested extension would Office Action would extend the 

current due date of May 3, 2021 to June 3, 2021. 

The Commissioner is further authorized to deduct any underpayment of fees or an/ 

additional fees required in connection with the filing of this paper from Deposit Account No. 

603614. 

Dated: April 12, 2021 

FABRICANT LLP 

230 Park Ave, 3rd Fl. W. 

New York, NY 10169 

Tel: 212-257-5797 

Fax: 212-257-5796 

7 

Respectfully submitted, 

FABRJCANT LLP 

/Peter Lambrianakos/ 
Peter Lambrianakos, Reg. No. 58,279 
Attorney for Patent Owner 
Email: plambrianakos@fabricantllp.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE 

90/014,507 05/15/2020 

172615 7590 04/14/2021 

Fabricant LLP 
411 Theodore Fremd Road 
Suite 206 South 
Rye, NY 10580 

FIRST NAMED INVENTOR 

8213970 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

2525.993REX0 6188 

EXAMINER 

KISS.ERIC B 

ART UNIT PAPER NUMBER 

3992 

MAIL DATE DELIVERY MODE 

04/14/2021 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

PTOL-90A (Rev. 04/07) 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

THIRD PAR TY REQUESTER'S CORRESPONDENCE ADDRESS 

STERNE, KESSLER, GOLDSTEIN & FOX PLLC 

1100 NEW YORK A VENUE, NW 

WASHING TON, DC 20005 

Commissioner for Patents 
United States Patents and Trademark Office 

P.O.Box 1450 
Alexandria, VA 22313-1450 

www.uspto.gov 

Date: April 14, 2021 

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM 

REEXAMINATION CONTROL NO. : 90014507 

PATENT NO. : 8213970 

ART UNIT: 3992 

Enclosed is a copy of the latest communication from the United States Patent and Trademark Office 
in the above identified ex parte reexamination proceeding (37 CFR l.550(f)). 

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a reply 
has passed, no submission on behalf of the ex parte reexamination requester will be acknowledged 
or considered (37 CFR l.550(g)). 
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Decision on Petition for Extension 
of Time in Reexamination 

Application No. 
90/014,507 
Examiner 
Eric B. KISS 

Applicant(s) 
8,213,970 B2 
Art Unit I 
3992 

1. THIS IS A DECISION ON THE PETITION FILED April 12, 2021 with Certificate of Service on April 13, 2021. 

2. THIS DECISION IS ISSUED PURSUANT TO: 
A. ~ 37 CFR 1.550(c) - The time for taking any action by a patent owner in a third party requested ex parte 

reexamination proceeding will be extended only for sufficient cause and for a reasonable time specified. 
B. D 37 CFR 1 .550(c) - The time for taking action by a patent owner in a patent owner requested ex parte 

reexamination proceeding will only be extended for more than two months for sufficient cause and for a 
reasonable time specified. 

C. D 37 CFR 1.956 - The time for taking any action by a patent owner in an inter partes reexamination proceeding 
will be extended only for sufficient cause and for a reasonable time specified. 

The petition is before the Central Reexamination Unit for consideration. 

3. FORMAL MATTERS 
Patent Owner requests that the period for filing a response to the Non-Final Office action mailed March 3, 2021, which 
set a two (2) month period to file a response (i.e., response due May 3, 2021), be extended by an additional one (1) 
month (i.e., response due June 3, 2021). 

A. Petition fee per 37 CFR §1.17(g)): 

i. D Petition includes authorization to debit a deposit account. 

ii. ~ Petition includes authorization to charge a credit card account. 
iii. D Other: ____ _ 

B. ~ Proper certificate of service was provided. (Not required in reexamination where patent owner is requester.) 

C. ~ Petition was timely filed. 

D. ~ Petition properly signed. 

4. DECISION (See MPEP 2265 and 2665) 

A. ~ Granted or D Granted-in-part for one (1) month. (See 37 CFR 1.550(c) and 37 CFR 1.956). 
i. ~ Other/comment: See CONCLUSION below. 

B. D Dismissed because: 

i. D Formal matters (See unchecked box(es) (A, B, C and/or D) in section 4 above). 

ii. D Petitioner failed to provide a factual accounting of reasonably diligent behavior by all those 
responsible for preparing a response to the outstanding Office action within the statutory time period. 

iii. D Petitioner failed to explain why, in spite of the action taken thus far, the requested additional time is 
needed. 

iv. D The statements provided fail to establish sufficient cause to warrant extension of the time for taking 
action (See attached). 

v. D The petition is moot. 

vi. D Other/comment: __ 

5. CONCLUSION: Patent Owner's April 12, 2021 "PETITION FOR EXTENSION OF TIME UNDER 37 C.F.R. 
§ 1.550(c)" is hereby granted for "sufficient cause" for one (1) additional month. Accordingly, the response 
time period is extended from May 3, 2021 to June 3, 2021 and the response to the March 3, 2021 Non-Final 
Office action is now due by the end of the day on Thursday, June 3, 2021. 

Telephone inquiries with regard to this decision should be directed to Gay Ann Spahn at 571-272-7731 in the CRU. 

U.S. Patent and Trademark Office 
PTO-2293 (Rev. 11-2013) 

/Gay Ann Spahn/ 
Supervisory Patent Reexamination Specialist 
Central Reexamination Unit 

Part of Paper No. 04142021 
Decision on Petition for Extension of Time in Reexamination 

Page 192



Attorney Docket No.: 2525.993REX0 
Control No.: 90/014,507 (Re-exam of U.S. Pat. No. 8,213,970) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

U.S. PATENT NO.: 8,213,970 

CONTROL NUMBER: 90/014,507 

ART UNIT: 3992 

CONF. NO.: 6188 

FILING DATE: May 15, 2020 EXAMINER: Eric B. Kiss 

TITLE: METHOD OF UTILIZING FORCED ALERTS FOR 
INTERACTIVE REMOTE COMMUNICATIONS 

FILED ELECTRONICALLY 
Mail Stop Ex Parte Reexam 
ATTN: Central Reexamination Unit 
Commissioner for Patents 
P. 0. Box 1450 
Alexandria, VA 22313-1450 

CERTIFICATE OF SERVICE ON THIRD-PARTY REOUESTOR 

Dear Commissioner: 

The undersigned, on behalf of the Patent Owner, hereby certifies that copies of the 

following documents were served on the Third-Party Requestor via first class mail on April 12, 

2021: 

1. Petition for Extension of Time Under 37 C.F.R. § l.550(c) 

The name and addresses of the parties being served are as follows: 

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C. 
11 00 New York Avenue, N.W. 
Washington, D.C. 20005 
Tel.: 202-371-2600 
Fax: 202-371-2540 

Attorneys for Third-Party Requestor, Google LLC 

1 
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Dated: April 13, 2021 

FABRICANTLLP 

230 Park Ave, 3rd Fl. W. 

New York, NY 10169 

Tel: 212-257-5797 

Fax: 212-257-5796 

Attorney Docket No.: 2525.993REX0 
Control No.: 90/014,507 (Re-exam of U.S. Pat. No. 8,213,970) 

2 

Respectfully submitted, 

FABRICANT LLP 

/Peter Lambrianakos/ 
Peter Lambrianakos, Reg. No. 58,279 
Attorney for Patent Owner 
Email: plambrianakos@fabricantllp.com 
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Electronic Acknowledgement Receipt 

EFSID: 42439075 

Application Number: 90014507 

International Application Number: 

Confirmation Number: 6188 

Title of Invention: 
METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE 
COMMUNICATIONS 

First Named Inventor/Applicant Name: 8213970 

Customer Number: 172615 

Filer: Peter Lambrianakos/Eddie Rowell 

Filer Authorized By: Peter Lambrianakos 

Attorney Docket Number: 2525.993REX0 

Receipt Date: 13-APR-2021 

Filing Date: 15-MAY-2020 

Time Stamp: 13:01:02 

Application Type: Reexam (Patent Owner) 

Payment information: 

Submitted with Payment I no 

File Listing: 

Document 
Document Description File Name 

File Size(Bytes}/ Multi Pages 
Number Message Digest Part /.zip (if appl.) 

161283 

1 Reexam Certificate of Service 
90-014507 _Certificate_of_Servi 

no 2 
ce.pdf 

7c21330e6b325770e94eb832059b8d1 f99a 
ba0d1 

Warnings: 

Page 195



Information: 

Total Files Size (in bytes)~ 161283 

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents, 
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a 
Post Card, as described in MPEP 503. 

New Applications Under 35 U.S.C. 111 
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR 
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this 
Acknowledgement Receipt will establish the filing date of the application. 
National Stage of an International Application under 35 U.S.C. 371 
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35 
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a 
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course. 
New International Application Filed with the USPTO as a Receiving Office 
If a new international application is being filed and the international application includes the necessary components for 
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number 
and of the International Filing Date (Form PCT/RO/1 OS) will be issued in due course, subject to prescriptions concerning 
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of 
the application. 
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Attorney Docket No.: 2525.993REX0 
Control No.: 90/014,507 (Re-exam of U.S. Pat. No. 8,213,970) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

U.S. PATENT NO.: 8,213,970 

CONTROL NUMBER: 90/014,507 

ART UNIT: 3992 

CONF. NO.: 6188 

FILING DATE: May 15, 2020 EXAMINER: Eric B. Kiss 

TITLE: METHOD OF UTILIZING FORCED ALERTS FOR 
INTERACTIVE REMOTE COMMUNICATIONS 

Mail Stop Ex Parte Reexam 
ATTN: Central Reexamination Unit 
Commissioner for Patents 
P. 0. Box 1450 
Alexandria, VA 22313-1450 

PETITION FOR EXTENSION OF TIME UNDER 37 C.F.R. § 1.550(c) 

Dear Commissioner: 

AGIS Software Development LLC ("Patent Owner" or "AGIS") hereby petitions for a 

one-month extension of time to file its response to the Office Action mailed on March 3, 2021 in 

the ex parte reexamination proceeding of U.S. Patent No. 8,213,970 ("the '970 Patent") with the 

control number 90/014,507 ("the '970 Reexam"). The Office Action set a two-month period for 

filing a response, which would make the Response due on or before May 3, 2021. If granted, 

this Petition would extend the deadline for Patent Owner's response to June 3, 2021. The 

petition fee set forth in 3 7 C .F .R 1.17 (g) is paid herewith. 

PERTINENT FACTS 

1. Patent Owner AGIS is the owner of the '970 patent. 

2. Upon receipt of the Non-final Office Actions in the above-listed proceedings in the '970 

Reexam, Patent Owner has been diligently reviewing the Office Actions, the prior art, and 

the relevant prosecution history files. Patent Owner has been in communication with counsel 

1 
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in connection with the same, including determining whether an Examiner interview would be 

prudent given the nature and content of the Office Action. 

3. The COVID-19 pandemic has significantly affected Patent Owner's ability to prepare its 

response to the Office Action. 

4. Due to the COVID-19 pandemic, Patent Owner's offices have been closed and its operations 

have been significantly delayed because of the shift to remote work. 

5. Patent Owner AGIS is a Texas company. Inventor Malcom K. Beyer, Jr. resides in Florida. 

6. Restrictive measures imposed to contain the COVID-19 virus have substantially affected the 

work activities of AGIS personnel and the named inventor who is all located remotely and 

who is unable to convene in-person. These restrictive measures are necessary to ensure the 

safety of Patent Owner's personnel, including Mr. Beyer. 

7. Due to the COVID-19 pandemic, Patent Owner and its counsel have experienced significant 

delays in preparing a response to the Office Action. 

8. Patent Owner is currently working with its counsel to retain an expert witness for the 

preparation and submission of an expert declaration in the '970 Reexam. Patent Owner's 

efforts to retain an expert have been significantly delayed by the COVID-19 pandemic and 

the related travel restrictions. 

LEGAL AUTHORITY 

37 C.F.R. 1.550 provides, in relevant part: 

( c) The time for taking any action by a patent owner in an ex parte 

reexamination proceeding may be extended as provided in this 

paragraph. 

2 
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(1) Any request for such an extension must specify the requested 

period of extension and be accompanied by the petition fee set 

forth in § 1.17 (g). 

(2) Any request for an extension in a third party requested ex parte 

reexamination must be filed on or before the day on which action 

by the patent owner is due, and the mere filing of such a request 

for extension will not effect the extension. A request for an 

extension in a third party requested ex parte reexamination will not 

be granted in the absence of sufficient cause or for more than a 

reasonable time. 

(3) Any request for an extension in a patent owner requested or 

Director ordered ex parte reexamination for up to two months from 

the time period set in the Office action must be filed no later than 

two months from the expiration of the time period set in the Office 

action. A request for an extension in a patent owner requested or 

Director ordered ex parte reexamination for more than two months 

from the time period set in the Office action must be filed on or 

before the day on which action by the patent owner is due, and the 

mere filing of a request for an extension for more than two months 

from the time period set in the Office action will not effect the 

extension. The time for taking action in a patent owner requested 

or Director ordered ex parte reexamination will not be extended for 

more than two months from the time period set in the Office action 
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in the absence of sufficient cause or for more than a reasonable 

time. 

MPEP 2265 provides in relevant part: 

Requests for any extension of time in third party requested 

reexaminations, and requests for an extension of more than two 

months from the time period set in the Office action in patent 

owner requested or Director ordered reexaminations, must include 

a showing of sufficient cause, and the extension must be for a 

reasonable time. 

Any evaluation of whether sufficient cause has been shown for an 

extension must balance the need to provide the patent owner with a 

fair opportunity to present an argument against any attack on the 

patent, and the requirement of the statute (35 U.S.C. 305) that the 

proceeding be conducted with special dispatch. 

Any request for an extension of time, except for the "no cause" 

extension in patent owner requested or Director ordered 

reexamination provided in 37 CFR l.550(c), must fully state the 

reasons therefor. The reasons must include a statement of what 

action the patent owner has taken to provide a response as of the 

date the request for extension is submitted, and why, in spite of the 

action taken thus far, the requested additional time is needed. The 

4 
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statement must include a factual accounting of reasonably diligent 

behavior by all those responsible for preparing a response to the 

outstanding Office action within the statutory time period. 

However, in third party requested ex parte reexaminations, a first 

request for an extension of time will generally be granted if a 

sufficient cause is shown, and for a reasonable time specified -

usually one month. The reasons stated in the request will be 

evaluated by the CRU SPRS or TC Director, and the requests will 

be favorably considered where there is a factual accounting of 

reasonably diligent behavior by all those responsible for preparing 

a response within the statutory time period. Second or subsequent 

requests for an extension of time and requests for an extension of 

more than one month in third party requested reexaminations will 

only be granted in extraordinary situations. 

DISCUSSION 

In support of this Petition, Patent Owner states as follows: 

Despite Patent Owner's substantial efforts and resources devoted to this reexamination, 

the one-month period for filing a response to the Non-final Office Action in the '970 Reexam is 

unduly burdensome. Without a one-month extension of time, which is warranted during the 

extraordinary situation arising from the COVID-19 pandemic, Patent Owner will be significantly 

prejudiced. 
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Patent Owner requires the one-month extension to overcome substantial delays resulting 

from the COVID-19 pandemic. Because of the COVID-19 pandemic, Patent Owner's efforts to 

retain an expert for the preparation and submission of an expert declaration in the '970 Reexam 

have been significantly delayed by the COVID-19 pandemic. Additionally, the COVID-19 

pandemic has significantly affected Patent Owner's ability to prepare its response to the Office 

Action. Due to the COVID-19 pandemic, Patent Owner's offices have been closed and its 

operations have been significantly delayed because of the shift to remote work. Patent Owner 

AGIS is a Texas company. Inventor Malcom K. Beyer, Jr. resides in Florida. Restrictive 

measures imposed to contain the COVID-19 virus have substantially affected the work activities 

of AGIS personnel and the named inventor who is all located remotely and who is unable to 

convene in-person. These restrictive measures are necessary to ensure the safety of Patent 

Owner's personnel, including Mr. Beyer. Due to the COVID-19 pandemic, Patent Owner and its 

counsel have experienced significant delays in preparing a response to the Office Action. Patent 

Owner is currently working with its counsel to retain an expert witness for the preparation and 

submission of an expert declaration in the '970 Reexam. Patent Owner's efforts to retain an 

expert have been significantly delayed by the COVID-19 pandemic and the related travel 

restrictions. 

Given the need for input from AGIS personnel and the inventor located across the 

country and given the need to retain an expert witness, Patent Owner respectfully requests a one

month extension of time to allow Patent Owner to coordinate schedules and receive such input 

and to allow the expert witness to review all pertinent materials and prepare his expert 

declaration. The current two-month time period to prepare this response is insufficient due to the 

conflicting schedules and remote locations of all parties involved. 
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Patent Owner respectfully submits that, with the one-month extension, the proceedings 

will proceed with "special dispatch" under 35 U.S.C. 305, while providing the Patent Owner 

with a fair opportunity to present argument against the challenges to its patents. A one-month 

extension in this reexamination would provide a due date of June 3, 2021. 

CONCLUSION 

Given the foregoing, Patent Owner believes that this extraordinary situation warrants 

additional time needed to respond to the grounds ofrejection in the Non-final Office Action. 

Because of substantial delays arising from the COVID-19 pandemic, Patent Owner respectfully 

requests a one-month extension of time to file its response to the Office Action mailed on March 

3, 2021 in the '970 Reexam. The requested extension would Office Action would extend the 

current due date of May 3, 2021 to June 3, 2021. 

The Commissioner is further authorized to deduct any underpayment of fees or any 

additional fees required in connection with the filing of this paper from Deposit Account No. 

603614. 

Dated: April 12, 2021 

FABRICANTLLP 

230 Park Ave, 3rd Fl. W. 

New York, NY 10169 

Tel: 212-257-5797 

Fax: 212-257-5796 
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Respectfully submitted, 

FABRICANT LLP 

/Peter Lambrianakos/ 
Peter Lambrianakos, Reg. No. 58,279 
Attorney for Patent Owner 
Email: plambrianakos@fabricantllp.com 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

U.S. PATENT NO.: 8,213,970 

CONTROL NUMBER: 90/014,507 

ART UNIT: 3992 

CONF. NO.: 6188 

FILING DATE: May 15, 2020 EXAMINER: Eric B. Kiss 

TITLE: METHOD OF UTILIZING FORCED ALERTS FOR 
INTERACTIVE REMOTE COMMUNICATIONS 

FILED ELECTRO NI CALLY 
Mail Stop Ex Parte Reexam 
ATTN: Central Reexamination Unit 
Commissioner for Patents 
P. 0. Box 1450 
Alexandria, VA 22313-1450 

CERTIFICATE OF SERVICE ON THIRD-PARTY REOUESTOR 

Dear Commissioner: 

The undersigned, on behalf of the Patent Owner, hereby certifies that copies of the 

following documents are being served on the Third-Party Requestor electronically on April 12, 

2021: 

1. Petition for Extension of Time Under 37 C.F.R. § 1.550(c) 

The name and addresses of the parties being served are as follows: 

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C. 
11 00 New York Avenue, N.W. 
Washington, D.C. 20005 
Tel.: 202-371-2600 
Fax: 202-371-2540 

Attorneys for Third-Party Requestor, Google LLC 
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Dated: April 12, 2021 

FABRICANT LLP 

230 Park Ave, 3rd Fl. W. 

New York, NY 10169 

Tel: 212-257-5797 

Fax: 212-257-5796 

Attorney Docket No.: 2525.993REX0 
Control No.: 90/014,507 (Re-exam of U.S. Pat. No. 8,213,970) 

2 

Respectfully submitted, 

FABRICANT LLP 

/Peter Lambrianakos/ 
Peter Lambrianakos, Reg. No. 58,279 
Attorney for Patent Owner 
Email: plambrianakos@fabricantllp.com 
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and of the International Filing Date (Form PCT/RO/1 OS) will be issued in due course, subject to prescriptions concerning 
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APPLICATION NO. FILING DATE 

90/014,507 05/15/2020 

172615 7590 03/03/2021 

Fabricant LLP 
411 Theodore Fremd Road 
Suite 206 South 
Rye, NY 10580 

FIRST NAMED INVENTOR 

8213970 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONERFORPATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. 

2525.993REX0 

CONFIRMATION NO. 

6188 

EXAMINER 

KISS.ERIC B 

ART UNIT PAPER NUMBER 

3992 

MAIL DATE DELIVERY MODE 

03/03/2021 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

PTOL-90A (Rev. 04/07) 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

DO NOT USE IN PALM PRINTER 

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS) 

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C. 
1100 NEWYORKAVENUE, N.W. 
WASHINGTON, DC 20005 

Commissioner for Patents 
United States Patent and Trademark Office 

P.O. Box 1450 
Alexandria, VA 22313-1450 

www.uspto.gov 

EX PARTEREEXAMINATION COMMUNICATION TRANSMITTAL FORM 

REEXAMINATION CONTROL NO. 90/014,507. 

PATENT UNDER REEXAMINATION 8213970. 

ART UNIT 3992. 

Enclosed is a copy of the latest communication from the United States Patent and Trademark 
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)). 

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a 
reply has passed, no submission on behalf of the ex parte reexamination requester will be 
acknowledged or considered (37 CFR 1.550(g)). 

PTOL-465 (Rev.07-04) 
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Office Action in Ex Parle Reexamination 

Control No. 
90/014,507 

Examiner 
ERIC B KISS 

Patent Under Reexamination 
8213970 

Art Unit 
3992 

AIA (FITF) Status 
No 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address -

a. 0 Responsive to the communication(s) filed on 15 May 2020. 

0 A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on __ . 

b. 0 This action is made FINAL. 

c. 0 A statement under 37 CFR 1.530 has not been received from the patent owner. 

A shortened statutory period for response to this action is set to expire 2 month(s) from the mailing date of this letter. 
Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination 
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c). 
If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days 
will be considered timely. 

THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION: Part I 

1. 0 Notice of References Cited by Examiner, PTO-892. 3. 0 Interview Summary, PTO-474. 

2. 0 Information Disclosure Statement, PTO/SB/08. 4. 0 

Part II SUMMARY OF ACTION 

1 a. 0 Claims 2 and 10-13 are subject to reexamination. 

1 b. 0 
2. □ 
3. □ 
4. 0 
5. □ 
6. □ 

Claims 1 and 3-9 are not subject to reexamination. 

Claims __ have been canceled in the present reexamination proceeding. 

Claims __ are patentable and/or confirmed. 

Claims 2 and 10-13 are rejected. 

Claims __ are objected to. 

The drawings, filed on __ are acceptable. 

7. □ The proposed drawing correction, filed on __ has been (7a) 0 approved (7b) 0 disapproved. 

8. □ Acknowledgment is made of the priority claim under 35 U.S.C. 119(a)-(d) or (f). 

a) 0 All b) 0 Some* c) 0 None of the certified copies have 

1 0 been received. 

2 0 not been received. 

3 0 been filed in Application No. __ 

4 0 been filed in reexamination Control No. --
5 0 been received by the International Bureau in PCT application No. __ 

* See the attached detailed Office action for a list of the certified copies not received. 

9. 0 Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal 
matters, prosecution as to the merits is closed in accordance with the practice under ExparteQuayle, 1935 C.D. 
11, 453 O.G. 213. 

10. 0 Other: 

cc: Requester (if third oartv requester) 
U.S. Patent and Trademark Office 

PTOL-466 (Rev. 08-13) Office Action in Ex Parte Reexamination Part of Paper No. 20210114 
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NON-FINAL ACTION 

Claims 2 and 10-13 of U.S. Pat. 8,213,970 are under reexamination. 

Page 2 

Extensions of time under 37 CFR l.136(a) will not be permitted in these proceedings because 

the provisions of 37 CFR 1.136 apply only to "an applicant" and not to parties in a reexamination 

proceeding. Additionally, 35 U.S.C. 305 requires that ex parte reexamination proceedings "will be 

conducted with special dispatch" (37 CFR l.550(a)). Extensions of time in ex parte reexamination 

proceedings are provided for in 37 CFR l.550(c). 

The patent owner is reminded of the continuing responsibility under 37 CFR l.565(a) to apprise 

the Office of any litigation activity, or other prior or concurrent proceeding, involving Patent 8,213,970 

throughout the course of this reexamination proceeding. The third party requester is also reminded of 

the ability to similarly apprise the Office of any such activity or proceeding throughout the course of this 

reexamination proceeding. See MPEP §§ 2207, 2282 and 2286. 

Related Proceedings 

The examiner is aware of the following related matters: 

The '970 patent is currently involved in the litigation styled AGIS Software Dev., LLC v. Google 

LLC, Case No. 2:19-cv-00361 (E.D. Tex.), which was filed on November 4, 2019. 

The '970 patent was involved in an Inter Portes Review of claims 1 and 3-9, in which a Final 

Written Decision found the challenged claims unpatentable. See Google LLC v. AGIS Software Dev., LLC, 

IPR2018-01079, Final Written Decision (P.T.A.B. Nov. 19, 2019). A Notice of Appeal to the United States 

Court of Appeals for the Federal Circuit was filed on January 21, 2020. The Federal Circuit affirmed the 

decision of the Patent Trial and Appeal Board. AGIS Software Dev., LLC v. Google LLC, No. 2020-1401, 

slip op. (Fed. Cir. Feb. 4, 2021). 

Requests for Ex Porte Reexamination have been filed for commonly-assigned U.S. Pats. 

9,408,055; 9,445,251; and 9,467,838. 
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Petitions for Inter Portes Review of commonly-assigned U.S. Pat. 9,820,123 have also been filed. 

Patents and Publications Cited in the Request 

The request cites the following prior art patents and printed publications: 

1) U.S. Pat. App. Pub. 2006/0218232 (Kubala); 

2) U.S. Pat. 6,854,007 (Hammond); 

3) U.S. Pat. 5,325,310 (Johnson); and 

4) U.S. Pat. 5,742,905 (Pepe). 

Additional Evidence Considered 

The Declaration of David Hilliard Williams, filed by the third party requester, has been 

considered. 

Priority Date 

The Request contends that the '970 patent is not entitled to priority to any of the earlier-filed 

applications in its continuity chain, and is instead entitled to a priority date of only November 26, 2008-

its actual filing date, (Request at 17-20). 

Upon review, the examiner agrees with the contentions and evidentiary support in the Request, 

(see id.), that none of the earlier-filed applications provide sufficient written description support for at 

least a forced-message alert software-application program, as required by each independent claims of 

the '970 patent. Accordingly, the examiner agrees that the '970 patent is entitled to a priority date of 

November 26, 2008. 

Claim Rejections - 35 USC § 103 

In the event the determination of the status of the application as subject to AIA 35 U.S.C. 102 

and 103 (or as subject to pre-AIA 35 U.S.C. 102 and 103) is incorrect, any correction of the statutory 

basis for the rejection will not be considered a new ground of rejection if the prior art relied upon, and 

the rationale supporting the rejection, would be the same under either status. 
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The following is a quotation of pre-AIA 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102, if the differences between the subject matter sought to be patented and the 

prior art are such that the subject matter as a whole would have been obvious at the time the 

invention was made to a person having ordinary skill in the art to which said subject matter pertains. 

Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2 and 10-13 are rejected under pre-AIA 35 U.S.C. 103{a) as being unpatentable over 

Kubala and Hammond. 

The claim chart below discusses relevant teachings of the prior art corresponding to the claim 

elements. 

Claims 

2. [A communication system for transmitting, 
receiving, confirming receipt, and responding to 
an electronic message, comprising:] 

[a predetermined network of participants, 
wherein each participant has a similarly equipped 
PDA/cell phone that includes a CPU and a touch 
screen display a CPU and memory;] 

[a data transmission means that facilitates the 
transmission of electronic files between said 
PDA/cell phones in different locations;] 

Prior Art 

Kubala discloses a communication system for 
transmitting, receiving, and responding to an 
electronic message. See Kubala at ,i [0054], 
Abstract. 

Kubala also discloses that the communication 
system was known to "generate return receipts 
to the sender when the sender's e-mail message 
is received at its intended destination or when 
the recipient opens the e-mail message, thereby 
providing an acknowledgment that a particular 
message has been received and/or opened. Id. at 
,J[0006]. 

Kubala discloses a predetermined network of 
participants, which includes a plurality of 
personal digital assistants 107, 112. Kubala at 
,J,J[0026]-[0027], Fig. lA. 

Each PDA/cell phone includes at least one CPU 
122, a memory 124, 126, and a user interface 
adapter 148, which Kubala describes as being 
coupled to a touch-screen display. Id. at 
,i,i [0029]-[0030], Fig. 1B. 

Kubala supports a network 109, a client 110, and 
PDAs/cell phones 112 that (1) "communicate 
with one another" using, for example, TCP/IP or 
(2) "directly transfer data between themselves" 
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[a sender PDA/cell phone and at least one 
recipient PDA/cell phone for each electronic 
message;] 

[a forced message alert software application 
program including a list of required possible 
responses to be selected by a participant 
recipient of a forced message response loaded on 
each participating PDA/cell phone;] 

[means for attaching a forced message alert 
software packet to a voice or text message 

Page 5 

using, for example, "Bluetooth™ wireless 
technology or WiFi technology (IEEE 802.11)." 
Kubala at ,i,i [0026]-[0027], Fig. lA. 

Kubala discloses a plurality of PDAs/cell phones 
that communicate with each other. Kubala at ,i,i 
[0027], [0032]-[0033], Fig. lA. In other words, 
one PDA/cell phone sends an electronic message 
(i.e., "a sender PDA/cell phone") and another 
PDA/cell phone receives it (i.e., a "recipient 
PDA/cell phone"). 

Kubala Figure 2 illustrates an enhanced email 
application 208 that includes a mandatory
response functional unit 212. The combined 
enhanced email application 208 and mandatory
response functional unit 212 read on the claimed 
"forced message alert software application 
program." Referring to Figure 2, Kubala explains 
that the mandatory-response functional unit 212 
provides an email message 218 in response to an 
email message 214 with manadatory-response 
flag 216. Kubala at ,i [0035]; see also id. at ,i,i 
[0013], [0033], [0036]. 

Kubala also discloses the claimed "list of possible 
responses to be selected by a participant 
recipient of a forced message response loaded on 
each participating PDA/cell phone." Kubala's 
Figure llC shows an example of alerting a user 
by displaying a menu 1120 of possible responses 
to a sender's message. Kubala explains that a 
recipient's selection of one of the "quick 
response[s]" in menu 1120 fulfills "the sender's 
request that the recipient is required to provide a 
mandatory response." Kubala at ,i,i [0022], 
[0047], [0057]; see also id. at ,i,i [0054]-[0055]. 

Kubala's Figure llA shows an example of alerting 
a user by displaying a warning message 1102 
when an e-mail message that contains a 
mandatory request flag is received, and that the 
recipient "must provide a reply message in 
response to the original message." Kuballa at 
,i,i [0054 ]. 

Kubala discloses an enhanced email application 
206 on a computing device (e.g., PDA) 202, as 

Page 216



Application/Control Number: 90/014,507 
Art Unit: 3992 

creating a forced message alert that is 
transmitted by said sender PDA/cell phone to the 
recipient PDA/cell phone, said forced message 
alert software packet containing a list of possible 
required responses and requiring the forced 
message alert software on said recipient PDA/cell 
phone to transmit an automatic acknowledgment 
to the sender PDA/cell phone as soon as said 
forced message alert is received by the recipient 
PDA/cell phone;] 
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illustrated in Fig. 2. See Kubala at ,i,i [0033]
[0036]. 

Kubala discloses a mandatory-response flag 216 
that is attached to an email message 214, as 
illustrated in Fig. 2. Kubala explains that thee
mail message 214 may be a text message, 
voicemail message, audio message, video 
message, or other type of message. Kubala at ,i 
[0032]. Kubala also explains that "[m]andatory 
response flag 216 may be implemented in a 
variety of data formats .... " Id. at ,J[0035]; see 
also id. at ,i,i [0036]-[0041], [0054]-[0061], Figs. 
3-4. Thus, Kubala creates the claimed "forced 
message alert." For example, Kubala's 
mandatory-response flag 216 that is attached to 
email message 214 reads on "attaching a forced 
message alert software packet to a voice or text 
message creating a forced message alert" as 
claimed. 

Kubala also discloses the claimed "list of possible 
required responses." Kubala's Fig. llC illustrates 
an example of alerting a user by displaying a 
menu 1120 of possible responses that a recipient 
may choose from in order to respond to a 
sender's message. Kubala at ,i,i [0022], [0047], 
[0057]. And, Kubala discloses that, in one 
embodiment, the "text strings that are used as 
menu items" may be "extracted from the original 
e-mail message that was received from the 
sender .... " Id. at ,J[0057]; see also id. at ,i 
[0040]-[0041]. 

Moreover, Kubala teaches or suggests the 
claimed functionality of "requiring the forced 
message alert software on said recipient PDA/cell 
phone to transmit an automatic acknowledgment 
to the sender PDA/cell phone as soon as said 
forced message alert is received by the recipient 
PDA/cell phone." In fact, Kubala discloses that it 
was known "to generate return receipts to the 
sender when the sender's email message is 
received at its intended destination or when the 
recipient opens the e-mail message, thereby 
providing an acknowledgment that a particular 
message has been received." Kubala at ,i [0006]. 
Based on these teachings in Kubala, a person of 
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[means for requiring a required manual response 
from the response list by the recipient in order to 
clear recipient's response list from recipient's cell 
phone display;] 
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ordinary skill in the art at the time of invention 
would have understood that the condition that 
causes the acknowledgement to be sent back to 
the sender is a configurable parameter which 
could be set to occur when the sender's email 
message is received at its intended destination 
or, in other words, as soon as it is received at the 
recipient's device. 

Kubala discloses an enhanced email application 
206 on a computing device (e.g., PDA) 202, as 
illustrated in Fig. 2. See Kubala at ,i,i [0033]-
[0036]. 

Kubala also discloses: "The e-mail application 
may indicate the presence of a mandatory 
response flag: using a message within a pop-up 
window; other information within a status bar; 
through the use of colors on a display screen; or 
through some other means of alerting the user." 
See Kubala at ,i [0047]. Again, Kubala discloses 
"diagrams that represent a set of GUI windows 
through which an e-mail application alerts a user 
by displaying warning messages and error 
messages to the user as a result of a user action 
when the e-mail application has an e-
mail message that contains a mandatory request 
flag." See id. at ,i [0022]. An example of the GUI 
window alert includes a menu of possible 
responses from which a recipient can choose. See 

id. at ,i,i [0047], [0057], Fig. llC (menu 1120) 
which satisfy the claimed "response list." 

Although the specific embodiment illustrated in 
Figure llC shows that a user can "select 
'CANCEL' to close without sending a reply," 
Kubala also explicitly teaches that "the recipient 
can be prevented from closing a review of the 
received e-mail message, from deleting the 
received e-mail message, and from exiting thee-
mail application until the recipient has responded 
to the received email message." Id. at ,i [0009], 
Fig. llC; see also id. at ,i [DOSS]. Moreover, 
Kubala also discloses that a recipient being 
required to respond to a mandatory-response 
message is a configurable feature. See id. at ,i,i 
[0009], [0054]-[00SS], [0059]-[0060]. For 
example, the recipient may be required to 
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[means for receiving and displaying a listing of 
which recipient PDA/cell phones have 
automatically acknowledged the forced message 
alert and which recipient PDA/cell phones have 
not automatically acknowledged the forced 
message alert;] 
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respond "when the recipient first reviews thee-
mail message." Id. at ,i [0060]. 

Kubala discloses an enhanced email application 
program 206, 208 that includes mandatory-
response functional unit 210, 212 on a PDA. See 
Kubala at ,i,i [0033]-[0036], Fig. 2. 

Kubala further explains that it was known to 
automatically acknowledge receipt of an 
electronic message. See id. at ,J[0006]. 
In addition, Kubala explicitly discloses that the 
receiving e-mail application may collect and 
record information about the manner in which 
the recipient responds to an e-mail message that 
has a mandatory-response flag. The information 
may include mandatory-response return-status 
codes included within the reply e-mail. Id. at ,i,i 
[0050]-[0051], [0061], Fig. 9. A person of ordinary 
skill in the art at the time of invention would have 
known that a listing of the recorded information 
regarding the responses or automatic 
acknowledgements were accessible. 

To the extent it is argued that Kubala does not 
teach this limitation, Hammond also states that 
"the recipient computer systems provide receipts 
when messages are received and when messages 
are reviewed .... " Hammond at 5:20-23; see 

also id. at Abstract, 2:11-18. 
These acknowledgement receipts are tracked in 
Hammond's Message Tracking Tables, as 
depicted in Figure 2 and are described 
throughout the specification. See id. at 3:1-
4:28, 5:31-37, 6:56-8:45, 10:6-22. 

A person of ordinary skill in the art at the time of 
invention would have been motivated to 
combine Hammond with Kubala based on the 
disclosures in the references themselves, 
particularly as they relate to exchanging and 
tracking recipient-device acknowledgements. 
Again, Kubala generally discloses that it was 
known to provide acknowledgement receipts, , 
see Kubala at ,i [0006], and record details 
about the responses to the emails with 
mandatory-response flags. Hammond also 
discloses acknowledgement receipts and how to 
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[means for periodically resending said forced 
message alert to said recipient PDA/cell phones 
that have not automatically acknowledged the 
forced message alert; and] 

[means for receiving and displaying a listing of 
which recipient PDA/cell phones have 
transmitted a manual response to said forced 
message alert and details the response from each 
recipient PDA/cell phone that responded.] 
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track these acknowledgement receipts. Because 
these disclosures in Kubala and Hammond are 
directed to tracking responses to mandatory-
responses messages, these disclosures would 
have motivated a person of ordinary skill in the 
art to combine Hammond and Kubala. Moreover, 
it would have been obvious to one of ordinary 
skill in the art at the time of invention to utilize 
the tracking tables of Hammond with the system 
of Kubala in order to manage response tracking 
information in a known effective way. 

Kubala discloses an enhanced email application 
208 that includes mandatory-response functional 
unit 212 on a PDA. See Kubala at ,i,i [0033]-
[0036], Fig. 2. 

Kubala discloses that when a reply to an email 
message with an associated mandatory-response 
flag has not been made, the enhanced email 
application 208 loops back to alert the recipient 
via 1012, as illustrated in Figure 10. The looping 
back at 1012 has the effect of resending the 
message to the user until the user replies to the 
received e-mail message as required. See Kubala 
at ,J [0053], Fig. 10. 

To the extent that it is argued that Kubala does 
not teach this limitation, Hammond's "system 
tracks whether each message has been delivered 
and reviewed by to [sic] each recipient, and uses 
the message information to resend the messages 
whose delivery or review is not confirmed." 
Hammond at 2:47-50; see also id. at Abstract, 
2:1-8, 4:21-28, 5:5-6:20, 6:66-7:63, 10:48-63, Figs. 
2, 3A, 3B, 4, SA, SB. 

Kubala discloses an enhanced email application 
206, 208 and a mandatory-response functional 
unit 210, 212 on a PDA, which together are 
designed to receive and display a listing of which 
recipient PDA/cell phones have transmitted a 
manual response to said forced-message alert, 
and details the response from each recipient 
PDA/cell phone that responded. See Kubala at 
,i,i [0033]-[0036], [00S0]-[0051], [0061], Fig. 2. 
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... wherein the forced message alert software 
application program on the recipient PDA/cell 
phone includes: 

means for transmitting the acknowledgment of 
receipt to said sender PDA/cell phone 
immediately upon receiving a forced message 
alert from the sender PDA/cell phone; 
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Kubala's Figure 2 shows that a sending PDA (e.g., 
computing device 202) can receive and display a 
response (e.g., email message 218) from a 
recipient PDA (e.g., computing device 204). See 

Kubala at ,i,i [0026]-[0041]. 

Kubala also discloses "receiving and displaying a 
listing of which recipient PDA/cell phones have 
transmitted a manual response to said forced 
message alert." For example, Kubala states that 
the receiving e-mail application 208 may collect 
and record information about the manner in 
which the recipient responds to an e-mail 
message that has a mandatory-response flag. The 
information may include mandatory-response 
return-status codes included within the reply e-
mail. Kubala at ,i,i [00S0]-[0051], [0061], Fig. 9. 

A person of ordinary skill in the art at the time of 
invention would have known that a listing of the 
recorded information regarding the responses to 
e-mail messages were available and accessible. 

Kubala discloses the claimed "forced message 
alert software application program" as a 
combination of an enhanced email application 
208 and mandatory response functional unit 212, 
on a receiving computing device (e.g., PDA) 204, 
as illustrated in Figure 2. 

Kubala discloses the combination of an enhanced 
email application 208 and mandatory response 
functional unit 212 on a recipient computing 
device 204 (e.g., PDA), as illustrated in Figure 2. 
See Kubala at ,i,i [0033]-[0036]. 

Kubala discloses that it was known "to generate 
return receipts to the sender when the sender's 
email message is received at its 
intended destination or when the recipient opens 
the e-mail message, thereby providing an 
acknowledgment that a particular message has 
been received." Kubala at ,i [0006]. 

Based on these teachings in Kubala, a person of 
ordinary skill in the art at the time of invention 
would have understood that the condition that 
causes the acknowledgement to be sent back to 
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means for controlling of the recipient PDA/cell 
phone upon transmitting said automatic 
acknowledgment and causing, in cases where the 
force message alert is a text message, the text 
message and a response list to be shown on the 
display of the recipient PDA/cell phone or causes, 
in cases where the forced message alert is a voice 
message, the voice message being periodically 
repeated by the speakers of the recipient 
PDA/cell phone while said response list is shown 
on the display; 
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the sender is a configurable parameter which 
could be set to occur when the sender's email 
message is received at its intended destination 
or, in other words, as soon as it is received at the 
recipient's device. 

Kubala discloses the combination of an enhanced 
email application 208 and mandatory response 
functional unit 212 on a recipient computing 
device 204 (e.g., PDA). Kubala at ,i,i [0033]-
[0036], Fig. 2. 

Kubala discloses the required function of 
"controlling ... the recipient PDA/cell phone upon 
transmitting said automatic acknowledgment." 
As discussed above, Kubala discloses various 
embodiments for requiring a response to an "e-
mail message." And Kubala explains that 
its disclosure is not limited to only emails; 
instead, according to Kubala, "an e-mail message 
comprise various types of electronic messages, 
e.g., text messages, instant messages, fax 
messages, voicemail messages, video messages, 
audio messages, and other types of messages." 
Kubala at ,i [0032]. Each of the embodiments 
that Kubala explicitly discloses and suggests 
"represents] a different way of attempting to 
fulfill a request from the sender of the original 
message that the recipient should or must 
provide a reply message in response to the 
original message." Id. at ,i [0054]. In particular, 
Kubala discloses that "the user must reply to the 
received e-mail message in some manner before 
the e-mail application will allow the user to 
perform some other action." Id. at ,i [0053]. 

Although the specific embodiment illustrated in 
Figure llC shows that a user can "select 
'CANCEL' to close without sending a reply," 
Kubala also explicitly teaches that "the recipient 
can be prevented from closing a review of the 
received e-mail message, from deleting the 
received e-mail message, and from exiting the e-
mail application until the recipient has responded 
to the received email message." Kubala at ,i 
[0009], Fig. llC; see also id. at ,J [DOSS]. 
Moreover, Kubala also discloses that a recipient 
being required to respond to a mandatory-
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response message is a configurable feature. See 
id. at ,i,i [0054]-[00SS], [0059]-[0060]. For 
example, the recipient may be required 
to respond "when the recipient first reviews the 
e-mail message." Id. at ,i [0060]. 

Kubala's Figure llA (reproduced below) shows 
an example of alerting a user by displaying a 
warning message 1102 when an e-mail message 
that contains a mandatory request flag 
is received, and shows that the recipient "must 
provide a reply message in response to the 
original message." Id. at ,i [0054]. 

Kubala teaches or suggests the claimed 
requirement of "causing, in cases where the 
force[d] message alert is a text message, the text 
message and a response list to be shown on 
the display of the recipient PDA/cell phone or 
causes, in cases where the forced message alert 
is a voice message, the voice message being 
periodically repeated by the speakers of the 
recipient PDA/cell phone while said response list 
is shown on the display." As set forth above, 
Kubala explains that e-mail message 214 may be 
a text message or a voicemail or audio message. 
Kubala at ,i [0032]. Kubala discloses that when a 
reply to an email message with an associated 
mandatory-response flag has not been made, the 
enhanced email application 208 loops back to 
alert the recipient via 1012, as illustrated in 
Figure 10. The looping back at 1012 has the effect 
of resending the message-that can be a text or 
voice message-to the user until the user replies 
to the received message as required. See id. at ,i 
[0053]; Fig. 10. 

To the extent that it is argued that Kubala does 
not teach this limitation, Hammond's "system 
tracks whether each message has been delivered 
and reviewed by to [sic] each recipient, and uses 
the message information to resend the messages 
whose delivery or review is not confirmed." 
Hammond at 2:47-50; see also id. at Abstract, 
2:1-8, 4:21-28, 5:5-6:20, 6:66-7:63, 10:48-63, Figs. 
2, 3A, 3B, 4, SA, SB. 
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means for allowing a manual response to be 
manually selected from the response list or 
manually recorded and transmitting said manual 
response to the sender PDA/cell phone; and 

means for clearing the text message and a 
response list from the display of the recipient 
PDA/cell phone or stopping the repeating voice 
message and clearing the response list from the 
display of the recipient PDA/cell phone once the 
manual response is transmitted. 
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Kubala's Figure 2 shows that a receiving PDA 
(e.g., computing device 204) can receive email 
message 214 from a sender PDA (e.g., computing 
device 202). Kubala discloses an enhanced email 
application 208 and a mandatory-response 
functional unit 212 on a recipient PDA, 
which together are designed to receive and 
display a response list, and also transmit a 
selection from the response list to computing 
device 202-the sender PDA-via email message 
218. See Kubala at ,i,i [0033]-[0036], [0050]-
[0051], [0061], Fig. 2. 

Kubala states that the receiving e-mail 
application 208 may collect and record 
information about the manner in which the 
recipient responds to an e-mail message that has 
a mandatory-response flag. The information may 
include mandatory-response return-status codes 
included within the reply e-mail. Kubala at ,i,i 
[0041], [00S0]-[0051], [0061], Fig. 9. A person of 
ordinary skill in the art at the time of invention 
would have known that a listing of the recorded 
information regarding the responses to e-mail 
messages were available and accessible. 

Hammond also provides this disclosure. 
Hammond discloses a "Message Receipt Tracker 
component [that] attempts to identify when sent 
messages have been delivered to recipients 
and when sent messages have been reviewed by 
recipients." Hammond at 5:17-20; see also id.at 

5:20-6:55. Hammond's Figure 2 shows a Message 
Tracking Table that includes detailed information 
about electronic messages that have been read 
by recipients. See id. at 6:56-8:45. And Hammond 
discloses a Message Receipt Tracker routine, id. 

at Fig. 4, 10:5-47, and a Message Tracking Table 
Processor routine, id. at Figs. SA, SB, 10:48-11:48. 

Kubala discloses that a user can select a response 
from a menu of responses. Kubala's use of the 
term "email message" includes "text messages, 
instant messages, fax messages, voicemail 
messages, video messages, audio messages, and 
other types of messages." Kubala at ,i,i [0032]-
[0033], [0057], Fig. llC. 
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10. A method of receiving, acknowledging and 
responding to a forced message alert from a 
sender PDA/cell phone to a recipient PDA/cell 
phone, wherein the receipt, acknowledgment, 
and response to said forced message alert is 
forced by a forced message alert software 
application program, said method comprising the 
steps of: 
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Kubala also teaches the required function of 
"clearing the text message and a response list 
from the display of the recipient PDA/cell phone 
or stopping the repeating voice message 
and clearing the response list from the display of 
the recipient PDA/cell phone once the 
manual response is transmitted." For example, 
after selecting a response from menu 1120, a 
user presses the "INSTANT'' button 1118, which 
closes window 1112, thus clearing or stopping 
the text message, the repeating voice message, 
and a response list from the display of the 
recipient PDA, and generating a reply message. 
Kubala at ,i [0057]. Kubala explains: 

"INSTANT'' button 1118 closes window 
1112 and then creates a reply e-mail 
message with an automatically generated 
reply message in which the message 
body is predetermined or pre-configured; 
in this example, when "INSTANT'' 
button 1118 is selected, the e-mail 
application determines which menu item 
within menu 
1120 has been selected by the user as a 
quick response to the original e-mail 
message, thereby fulfilling the sender's 
request that the recipient is required 
to provide a mandatory response. 

Id.; see also id. at ,i,i [0033]-[0036], [0049], 
[0053]-[0054], Figs. 2, 8, 10, llC. 

Kubala discloses a "method of receiving, 
acknowledging and responding to a forced 
message alert from a sender PDA/cell phone to a 
recipient PD A/cell phone" as claimed. For 
example, Kubala discloses a communication 
system for receiving, and responding to an 
electronic message. See Kubala at ,i 
[0054], Abstract. Kubala also discloses a plurality 
of PDAs/cell phones that communicate with each 
other. Id. at ,i,i [0027], [0032]-[0033], Fig. lA. In 
other words, one PDA/cell phone sends an 
electronic message (i.e., "a sender PDA/cell 
phone") and another PDA/cell phone receives it 
(i.e., a "recipient PDA/cell phone"). 
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receiving an electronically transmitted electronic 
message; 

identifying said electronic message as a forced 
message alert, wherein said forced message alert 
comprises of a voice or text message and a forced 
message alert application software packet, which 
triggers the activation of the forced message 
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Kubala also discloses "wherein the receipt, 
acknowledgment, and response to said forced 
message alert is forced by a forced message alert 
software application program" as claimed. Kubala 
discloses that it was known to "generate return 
receipts to the sender when the sender's e-mail 
message is received at its intended destination or 
when the recipient opens the e-mail message, 
thereby providing an acknowledgement that a 
particular message has been received and/or 
opened." Kubala at ,i [0006]. 

Kubala's Figure 2 illustrates an enhanced email 
application 208 that includes a mandatory-
response functional unit 212. The combined 
enhanced email application 208 and mandatory-
response functional unit 212 read on the claimed 
"forced message alert software application 
program." Referring to Figure 2, Kubala explains 
that the mandatory-response functional unit 212 
provides an email message 218 in response to an 
email message 214 with a mandatory-response 
flag 216. As discussed above, the mandatory-
response flag 216 attached to the email message 
214 reads on the claimed "forced message alert." 
Id. at ,i [0035]; see also id. at ,i,i [0013], [0036]. 

Kubala's Figure llA shows an example of alerting 
a user by displaying a warning message 1102 
when an e-mail message that contains a 
mandatory request flag is received, and that the 
recipient "must provide a reply message in 
response to the original message." Kubala at ,i 
[0054]. This demonstrates that the response to 
said forced message alert is forced by 
the combination of Kubala's enhanced email 
application 208 and mandatory response 
functional unit 212. 

Kubala discloses the claimed forced message 
alert software application program as the 
combination of an enhanced email application 
208 and mandatory response functional unit 212 
on a receiving computing device 204 (e.g., 
receiving PDA) that receives email message 214, 
as illustrated in Figure 2. See Kubala at ,i,i [0033]-
[0036]. 
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alert software application program within the 
recipient PDA/cell phone; 

transmitting an automatic acknowledgment of 
receipt to the sender PDA/cell phone, which 
triggers the forced message alert software 
application program to take control of the 
recipient PDA/cell phone and show the content 
of the text message and a required response list 
on the display recipient PDA/cell phone or to 
repeat audibly the content of the voice message 
on the speakers of the recipient PDA/cell phone 
and show the required response list on the 
display recipient PDA/cell phone; and 
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The claimed "forced message alert [that] 
comprises of a voice or text message and a forced 
message alert application software packet" is met 
by Kubala's disclosure of email message 214 
and the mandatory response flag 216. Kubala 
explains that e-mail message 214 may be a text 
message, voicemail message, audio message, 
video message, or other type of message. Kubala 
at ,i [0032]. Kubala also explains that 
"[mandatory response flag 216 acts as an 
indicator ... to e-mail application 208 that e-mail 
message 214 should be handled as an important 
message with a required mandatory response. 
Mandatory response flag 216 may 
be implemented in a variety of data formats .... " 
Id. at ,i [0035]; see also id. at ,i,i [0036]-[0041], 
Figs. 3, 4. 

Kubala discloses "transmitting an automatic 
acknowledgment of receipt to the sender 
PDA/cell phone" as claimed. For example, Kubala 
discloses that it was known to "generate return 
receipts to the sender when the sender's e-mail 
message is received at its intended destination or 
when the recipient opens the e-mail 
message, thereby providing an acknowledgement 
that a particular message has been received 
and/or opened." Kubala at ,i [0006]. 

Kubala discloses "triggers the forced message 
alert software application program to take 
control of the recipient PDA/cell phone" as 
claimed. For example, Kuba la's Figure 2 illustrates 
an enhanced email application 208 that includes 
a mandatory-response functional unit 212 on 
computing device 204. The combined enhanced 
email application 208 and mandatory-response 
functional unit 212 read on the claimed "forced 
message alert software application program to 
take control of the recipient PDA/cell phone." 
Referring to Figure 2, Kubala explains that the 
mandatory-response functional unit 210 provides 
an email message 218 in response to an email 
message 214 with a mandatory-response flag 
216. Id. at ,i [0035]; see also id. at ,i,i [0013], 
[0033], [0036]. 
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Each of the embodiments that Kubala explicitly 
discloses and suggests "represent a different way 
of attempting to fulfill a request from the sender 
of the original message that the recipient should 
or must provide a reply message in response to 
the original message." Kubala at ,i [0054]. 
In particular, Kubala discloses that "the user must 
reply to the received e-mail message in 
some manner before the e-mail application will 
allow the user to perform some other action." Id. 

at ,i [0053]. 

Kubala also discloses the claimed "show the 
content of the text message and a required 
response list on the display recipient PDA/cell 
phone" as claimed. Kubala's Figure llC shows an 
example of displaying the content of a message 
and a menu 1120 of possible responses to a 
sender's message. 

Kubala also discloses "to repeat audibly the 
content of the voice message on the speakers of 
the recipient PDA/cell phone and show the 
required response list on the display recipient 
PDA/cell phone" as claimed. Kubala explains that 
e-mail message 214 may be a text message, or a 
voicemail or audio message. Kubala at ,i [0032]. 
And, Kubala states that a data processing system 
such as a PDA can include an "audio output 
system." Id.at ,i [0029]. Kubala discloses that 
when a reply to an email message with an 
associated mandatory-response flag has not been 
made, the enhanced email application 208 loops 
back to alert the recipient via 1012, as illustrated 
in Figure 10. The looping back at 1012 has the 
effect of resending the message to the user until 
the user replies to the received e-mail message 
as required. See id. at ,i [0053], Fig. 10. 

To the extent that it is argued that Kubala does 
not teach this limitation, Hammond's "system 
tracks whether each message has been delivered 
and reviewed by to [sic] each recipient, and uses 
the message information to resend the messages 
whose delivery or review is not confirmed." 
Hammond at 2:47-50; see also id. at Abstract, 
2:1-8, 4:21-28, 5:5-6:20, 6:66-7:63, 10:48-63, Figs. 
2, 3A, 3B, 4, SA, SB. 
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transmitting a selected required response from 
the response list in order to allow the message 
required response list to be cleared from the 
recipient's cell phone display, whether said 
selected response is a chosen option from the 
response list, causing the forced message alert 
software to release control of the recipient 
PDA/cell phone and stop showing the content of 
the text message and a response list on the 
display recipient PDA/cell phone and or stop 
repeating the content of the voice message on 
the speakers of the recipient PDA/cell phone; 
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Kubala discloses "transmitting a selected 
required response from the response list in order 
to allow the message required response list to 
be cleared from the recipient's cell phone display, 
whether said selected response is a chosen 
option from the response list, causing the forced 
message alert software to ... stop showing the 
content of the text message and a response list 
on the display recipient PDA/cell phone and or 
stop repeating the content of the voice message 
on the speakers of the recipient PDA/cell phone" 
as claimed. For example, Kubala discloses that a 
user can select a response from a menu of 
responses. Kubala's use of the term "email 
message" includes "text messages, instant 
messages, fax messages, voicemail messages, 
video messages, audio messages, and other types 
of messages." See Kubala at ,i,i [0032]-[0033], 
[0057], Fig. llC. 

After selecting a response from menu 1120, a 
user presses the "INSTANT'' button 1118, which 
closes window 1112, thus clearing or stopping 
the text message, the repeating voice message, 
and a response list from the display of the 
recipient PDA, and generating a reply message. 
Kubala at ,i [0057]. Kubala explains: 

"INSTANT'' button 1118 closes window 
1112 and then creates a reply e-mail 
message with an automatically generated 
reply message in which the message 
body is predetermined or pre-configured; 
in this example, when "INSTANT'' 
button 1118 is selected, the e-mail 
application determines which menu item 
within menu 1120 has been selected by 
the user as a quick response to the 
original e-mail message, thereby fulfilling 
the sender's request that the recipient is 
required to provide a mandatory 
response. 

Id.; see also id. at ,i,i [0022], [0033]-[0036], 
[0047], [0049], [0053]-[0055], [0057], [0060], 
Figs. 2, 8, 10, llC. 
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displaying the response received from the PDA[/] 
cell phone that transmitted the response on the 
sender of the forced alert PDA/cell phone; and 
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Kubala discloses "causing the forced message 
alert software to release control of the recipient 
PDA/cell phone" as claimed. For example, each of 
the embodiments that Kubala explicitly discloses 
and suggests "represent[s] a different way of 
attempting to fulfill a request from the sender of 
the original message that the recipient should or 
must provide a reply message in response to the 
original message." Kubala at ,i [0054]. In 
particular, Kubala discloses that "the user 
must reply to the received e-mail message in 
some manner before the e-mail application will 
allow the user to perform some other action." Id. 
at ,i [0053]. Accordingly, after the user has 
replied to the received email, it follows that 
Kubala's e-mail application releases control of the 
PDA/cell phone to allow the user to perform 
some other action. 

Kubala discloses "displaying the response 
received from the PDA[/]cell phone that 
transmitted the response on the sender of the 
forced alert PDA/cell phone" as claimed. Kubala 
discloses an enhanced email application 206, 208 
and a mandatory-response functional unit 210, 
212 on a PDA, which together are designed to 
receive and display a listing of which recipient 
PDA/cell phone (e.g., computing device 204) has 
transmitted a manual response to the forced 
message alert, and details the response from 
each recipient PDA/cell phone that responded. 
See Kubala at ,i,i [0033]-[0036], [0050]-[0051], 
[0061], Fig. 2. 

Kubala's Figure 2 shows that a sending PDA (e.g., 
computing device 202) can receive and display a 
response (e.g., email message 218) from a 
recipient PDA (e.g., computing device 204). See 

Kubala at ,i,i [0026]-[0041]. This disclosure from 
Kubala meets the claimed requirement 
"displaying the response received from the 
PDA[/]cell phone that transmitted the response 
on the sender of the forced alert PDA/cell 
phone." 

Hammond also provides this disclosure. 
Hammond discloses "displaying the response 
received from the PDA[/]cell phone that 
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providing a list of the recipient PDA/cell phones 
have automatically acknowledged receipt of a 
forced alert message and their response to the 
forced alert message. 
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transmitted the response on the sender of the 
forced alert PDA/cell phone," as claimed. For 
example, Hammond discloses a "Message Receipt 
Tracker component [that] attempts to identify 
when sent messages have been delivered to 
recipients and when sent messages have been 
reviewed by recipients." Hammond at 5:17-20; 
see also id. at 5:20-6:55. Hammond's Figure 2 
shows a Message Tracking Table that includes 
detailed information about electronic messages 
that have been read by recipients. See id. at 6:56-
8:45. And, Hammond discloses a Message 
Receipt Tracker routine, id. at FIG. 4, 10:5-47, and 
a Message Tracking Table Processor routine, id. 

at Figs. SA, SB, 10:48-11:48. 

A person of ordinary skill in the art at the time of 
invention would have been motivated to 
combine Hammond with Kubala based on the 
disclosures in the references themselves, 
particularly as they relate to exchanging and 
tracking recipient-device acknowledgements. 
Again, Kubala generally discloses that it was 
known to provide acknowledgement receipts, , 
see Kubala at ,i [0006], and record details 
about the responses to the emails with 
mandatory-response flags. Hammond also 
discloses acknowledgement receipts and how to 
track these acknowledgement receipts. Because 
these disclosures in Kubala and Hammond are 
directed to tracking responses to mandatory-
responses messages, these disclosures would 
have motivated a person of ordinary skill in the 
art to combine Hammond and Kubala. Moreover, 
it would have been obvious to one of ordinary 
skill in the art at the time of invention to utilize 
the tracking tables of Hammond with the system 
of Kubala in order to manage response tracking 
information in a known effective way. 

Kubala discloses "providing a list of the recipient 
PDA/cell phones have automatically 
acknowledged receipt of a forced alert message 
and their response to the forced alert message" 
as claimed. For example, Kubala discloses an 
enhanced email application 206, 208 that 
includes mandatory-response functional unit 210, 
212 on a PDA. See Kubala at ,i,i [0033]-[0036], 
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11. The method as in claim 10, wherein each 
PDA/cell phone within a predetermined 
communication network is similarly equipped 
and has the forced message alert software 
application program loaded on it. 
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Fig. 2. Kubala further explains that it was known 
to automatically acknowledge receipt of an 
electronic message. See id. at ,i [0006]. In 
addition, Kubala explicitly discloses that the 
receiving e-mail application may collect and 
record information about the manner in 
which the recipient responds to an e-mail 
message that has a mandatory-response flag. The 
information may include mandatory-response 
return-status codes included within the reply e-
mail. Id. at ,i,i [0050]-[0051], [0061], Fig. 9. A 
person of ordinary skill in the art at the time of 
invention would have known that a listing of the 
recorded information regarding the responses or 
automatic acknowledgements were accessible. 

To the extent it is argued that Kubala does not 
teach this limitation, Hammond also discloses 
"providing a list of the recipient PDA/cell phones 
have automatically acknowledged receipt of 
a forced alert message and their response to the 
forced alert message" as claimed. For 
example, Hammond states that "the recipient 
computer systems provide receipts when 
messages are received and when messages are 
reviewed ... Hammond at 5:20-23; see also id. at 
Abstract, 2:11-18. These acknowledgement 
receipts are tracked in Hammond's Message 
Tracking Tables, as depicted in Figure 2, and are 
described throughout the specification. See id at 
3:1-4:28, 5:31-37, 10:6-22, 6:56-8:45. 

Kubala discloses "wherein each PDA/cell phone 
within a predetermined communication network 
is similarly equipped and has the forced message 
alert software application program loaded on it" 
as claimed. For example, the predetermined 
network of participants is shown in Kubala's 
Figure lA, which includes a plurality of personal 
digital assistants 107, 112. See Kubala at ,i,i 
[0026]-[0027]. 

Kubala's Figure 1B illustrates that each PDA/cell 
phone includes at least one CPU 122, a memory 
124, 126, and a user interface adapter 148, which 
Kubala describes as being coupled to a touch-
screen display. See Kubala at ,i,i [0029]-[0030]. 
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12. The method as in claim 10, wherein said 
forced message alert application software packet 
contains a response list, wherein said response 
list is a default list embedded in the forced 
message alert software application program. 

13. The method as in claim 10, wherein said 
forced message alert application software packet 
contains a response list, wherein said response 
list is a custom response list that is created at the 
time the specific forced message alert is created 
on the sender PDA/cell phone. 
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Kubala's Figure 2 illustrates an enhanced email 
application 206, 208 that includes a mandatory-
response functional unit 210, 212. The combined 
enhanced email application 206, 208 and 
mandatory-response functional unit 210, 212 
read on the claimed "forced message alert 
software application program loaded on" 
computing device 202, 204 that can be a PDA/cell 
phone. Kubala at ,i [0035]; see also id. at ,i,i 
[0013], [0033], [0036]. 

Kubala teaches or suggests at least a "forced 
message alert application software packet 
contains a response list, wherein said response 
list is a default list embedded in the forced 
message alert software application program," as 
claimed. For example, Kubala says that "[t]he text 
strings that are used as menu items may be 
obtained in a variety of manners." Kubala at 
,J[0057]. Furthermore, Kubala's Figure llC 
includes a list of possible default responses, 
including "too busy right now," "looks okay," and 
"request declined." Id. at ,i [0057], Fig. llC. 
These are default responses. Kubala also explains 
that the text strings may be "required and 
standardized within a data format specification, 
e.g., in a standard similar to RFC 2822." Id. at ,i 
[0057]; see also id. at ,i [0060]. Kubala's 
disclosure of these types of menu items teaches 
or suggests the claimed "default [response] list." 

Kubala discloses "wherein said forced message 
alert application software packet contains a 
response list, wherein said response list is a 
custom response list that is created at the time 
the specific forced message alert is created on 
the sender PDA/cell phone" as claimed. Again, 
Kubala says that "[t]he text strings that are used 
as menu items may be obtained in a variety of 
manners." Kubala at ,i [0057]. In one example, 
the text strings are "configurable": 

[T]he text strings may be configurable 
through the enhanced e-mail application 
by allowing user-specifiable or system-
administrator-specifiable parameters. 
As another alternative, the text strings 
may be extracted from the original e-
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mail message that was received from the 
sender, in which case the text strings may 
have been configured as user-specifiable 
or system-administrator-
specifiable parameters in the sender's 
instance of the enhanced e-mail 
application." 

Id.; see also id. at ,i [0060]. Kubala's disclosure of 
"configurable" menu items teaches or suggests 
the claimed "custom response list." 

Claims 2 and 10-13 are rejected under pre-AIA 35 U.S.C. 103{a) as being unpatentable over 

Hammond, Johnson, and Pepe. 

The claim chart below discusses relevant teachings of the prior art corresponding to the claim 

elements. The Declaration of David Hilliard Williams (filed with the Request) is also cited below, as 

relevant to determining the scope and content of the prior art. 

Claims Prior Art 

2. [A communication system for transmitting, Hammond, Johnson, and Pepe each disclose 
receiving, confirming receipt, and responding to communication systems for transmitting, 
an electronic message, comprising:] receiving, and responding to electronic messages. 

See Hammond at Abstract, 2:11-18; Johnson at 
Abstract, 3:4-15, Fig. 1; Pepe at Abstract, 3:45-57, 
5:28-14:21, Figs. 1-6. And, Hammond's and 
Johnson's systems "confirm [] receipt" of 
electronic messages, as claimed. See Hammond 
at 3:1-30, 5:17-61; Johnson at 1:58-61, 3:64-4:2. 

[a predetermined network of participants, Hammond, Johnson, and Pepe each disclose "a 
wherein each participant has a similarly equipped predetermined network of participants," as 
PDA/cell phone that includes a CPU and a touch claimed. See Hammond at Abstract, 2:11-18; 
screen display a CPU and memory;] Johnson at Abstract, 2:16-31, 3:4-15, Fig. 1; Pepe 

at Abstract, 3:45-57, 5:28-14:21, Figs. 1-6. But, 
Hammond's and Johnson's networks include 
"computers." See, e.g., Hammond at 4:29-47, Fig. 
1 (describing computer systems 100, 150, 160, 
170, and 180); Johnson at 3:4-4:2, Fig. 1 
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(describing computers 12 and 30 in LAN 10 and 
32). 

To the extent that Hammond and Johnson's 
disclosure of "computers" is found to not 
encompass a PDA/cell phone, Pepe supplies this 
missing disclosure. For example, Pepe's Figures 1-
6 show a plurality of PDA/cell phones interacting 
in a network. See also Pepe at 5:28-14:21. Each 
PDA includes a CPU, an input-output device, a 
display, and a memory. See id. at 16:50-61, Fig. 
12. Although the phrase "touchscreen display" 
does not appear in Pepe, a person of ordinary 
skill in the art at the time of invention would have 
understood Pepe's disclosure of an input-output 
device and display to teach or suggest the 
claimed touchscreen display, because PDAs with 
touchscreen displays were known well before the 
'970 patent. (See Williams Deel. at ,i,i 5, 80, 82, 
93, 99, 258, 263 (discussing devices that included 
a touchscreen display).) 

A person of ordinary skill in the art at the time of 
invention would have been motivated to 
combine Pepe with Hammond and Johnson at 
least based on the teachings in these references. 
For example, all these references are directed to 
sending and receiving electronic messages. See 

Hammond at Abstract, 2:11-17; Johnson at 
Abstract, 3:4-15, Fig. 1; Pepe at Abstract, 3:45-58, 
5:28-14:21, Figs. 1-6. And, Hammond says that 
"any transmission medium" -including "wireless 
RF"-"can be used for the transmission of the 
electronic messages." Hammond at 4:33-38. 
Similarly, Johnson says that "[t]he electronic mail 
object may be in the form of text, an image, or a 
voice message." Johnson at 4:1-2; see also id. at 
4:3-18. Hammond's disclosure of "wireless RF" 
and Johnson's disclosure of "text," "image," or 
"voice" messages suggests the use of a PDA/cell 
phone. (See Williams Deel. at ,i,i 264-265.) Based 
on these disclosures, a person of ordinary skill in 
the art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with the force-response message systems of 
Hammond and Johnson. 
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[a data transmission means that facilitates the 
transmission of electronic files between said 
PDA/cell phones in different locations;] 

[a sender PDA/cell phone and at least one 
recipient PDA/cell phone for each electronic 
message;] 

[a forced message alert software application 
program including a list of required possible 
responses to be selected by a participant 
recipient of a forced message response loaded on 
each participating PDA/cell phone;] 
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Pepe discloses a PCI server 48 that 
enables the PDA/cell phone to communicate 
according to TCP/IP. See Pepe at 24:31-38, 24:54-
61. And, those communications can be with other 
PDAs/cell phones. See id. at 33:4-34:10. 

Pepe expressly discloses a sender PDA/cell phone 
and at least one recipient PDA/cell phone for 
each electronic message. Pepe explains that a 
first PDA/cell phone can send a message to a 
second PDA/cell phone. See Pepe at 33:5-52, Figs. 
25-26; see also id. at Figs. 1-6 (showing PDAs in a 
network), 9:1-6 (explaining that a plurality of 
PDAs may be connected to a wireless network 
and messages may be sent to and from those 
PDAs). 

The combination of Hammond, Johnson, and 
Pepe discloses this limitation. In particular, 
Hammond and Johnson each disclose systems for 
requiring a response to an electronic message. 
See Hammond at Abstract, 1:66-2:50, 3:31-4:28, 
6:3-19, 9:12-15; Johnson at Abstract, 1:58-61, 
3:64-4:2, 4:28-39, 5:1-6:65, 7:46-62, Fig. 6. Yet 
neither Hammond nor Johnson discloses a 
software-application program that is loaded on 
each PDA/cell phone and that includes a list of 
possible responses. 

Pepe supplies this missing disclosure. It discloses 
"application software residing in the PDA'' that is 
described in Pepe by "the screens displayed on a 
PCI subscriber's PDA." Pepe at 34:10-15; see also 

id. at 5:17-20 ("The application residing in the 
PDA is described in FIGS. 28-45, which illustrate 
exemplary screens displayed to a PCI subscriber 
using a wireless PDA."), 34:9-36:51, Figs. 28-45. 
Specifically, Pepe's Figures 42 and 45 are 
exemplary screens that may appear when a user 
wants to edit a message to be sent to another 
PDA/cell phone. Each of these screens includes a 
list of possible responses (i.e., box 710 in Figure 
42 and box 734 in 
Figure 45) that can be selected by the user to 
send in response to a received message. See id. at 
36:16-20, 36:38-51. 
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[means for attaching a forced message alert 
software packet to a voice or text message 
creating a forced message alert that is 
transmitted by said sender PDA/cell phone to the 
recipient PDA/cell phone, said forced message 
alert software packet containing a list of possible 
required responses and requiring the forced 
message alert software on said recipient PDA/cell 
phone to transmit an automatic acknowledgment 
to the sender PDA/cell phone as soon as said 
forced message alert is received by the recipient 
PDA/cell phone;] 
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As explained above, a person of ordinary skill in 
the art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with the forced-response message systems of 
Hammond and Johnson. 

The combination of Hammond, Johnson, and 
Pepe discloses this limitation. In particular, 
Hammond and Johnson each alone discloses the 
transmission of forced message alerts to 
recipient computers. For example, Hammond 
explains that "electronic messages" include 
"email, paging [text] messages, and voice mail." 
Hammond at 1:13-16, 1:21-26. Hammond also 
discloses "message delivery information" that is 
attached to a message. Id. at 3:31-43. Thus, 
Hammond creates the claimed "forced message 
alert." For example, Hammond's "message 
delivery information" that is attached to a 
message reads on "attaching a forced message 
alert software packet to a voice or text message 
creating a forced message alert" as claimed. See 

id. at Abstract, 1:66-2:50, 3:1-4:28, 5:17-61, 6:3-
19. 

Johnson discloses "a mechanism for forcing a 
recipient to reply to an electronic mail object 
with data." Johnson at 4:4-6. Johnson also states 
that "the sender of the electronic mail object 
may mark or associate an attribute with the 
electronic mail object such that it cannot be 
exited out of until the appropriate reply has been 
made. These attributes are called 'persistent 
reply attributes'." Id. at 4:28-32. And, Johnson 
says that "[t]he electronic mail object may be in 
the form of text, an image, or a voice message." 
Id. at 4:1-2. Thus, Johnson's persistent reply 
attribute reads on the claimed "forced message 
alert software packet" as the persistent reply 
attribute marks or attaches to a "voice or text 
message creating a forced message alert" as 
claimed. See id. at 1:58-61, 2:1-35, 3:64-4:42, 
6:60-65. Thus, Johnson creates the claimed 
"forced message alert." 

And, Hammond and Johnson also each disclose 
that the transmitted message requires the 
recipient device to transmit an automatic 
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[means for requiring a required manual response 
from the response list by the recipient in order to 
clear recipient's response list from recipient's cell 
phone display;] 

[means for receiving and displaying a listing of 
which recipient PDA/cell phones have 
automatically acknowledged the forced message 
alert and which recipient PDA/cell phones have 
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acknowledgement as soon as the message is 
received by the recipient device. See Hammond 
at 1:46-54, 5:17-44, 11:55-12:6; Johnson at 1:58-
61, 2:6-15, 3:64-4:1. Yet, Hammond and Johnson 
do not explicitly disclose application software on 
a PDA/cell phone as required by the recited 
"means for attaching ... ", nor do 
these references explicitly disclose a list of 
possible required responses-as recited in this 
claim. 

Pepe, however, describes both. First, as set forth 
above, Pepe discloses "application software 
residing in the PDA." See Pepe at 5:17-20, 34:9-
36:51, Figs. 28-45. 

Second, as also set forth above, Pepe discloses a 
list of possible responses that can be selected by 
a user to send in response to a received message. 
See id. at 36:16-20, 36:38-51, Figs. 42, 45. 

Johnson discloses the function, and Pepe 
discloses the structure, recited in this limitation. 
In particular, Johnson discloses that a response 
must be provided by a "recipient in order to clear 
[a received message] from recipient's cell phone 
display." See Johnson at 4:27-31 ("[T]he sender of 
the electronic mail object may mark or associate 
an attribute with the electronic mail object such 
that it cannot be exited out of until the 
appropriate reply has been made."); see also id. 

at 4:18-42. Pepe discloses the structure required 
by this means-plus-function, the application 
software that is resident on the PDA/cell phone, 
Pepe at 5:17-20, 34:9-36:51, Figs. 28-45, and a 
list of possible responses that can be selected by 
a user to send in response to a received message. 
See Pepe at 36:16-20, 36:38-51, Figs. 42, 45. As 
explained above, a person of ordinary skill in the 
art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with Johnson's forced-response message system. 

Hammond discloses the function, and Pepe 
discloses the structure, recited in this limitation. 
In particular, Hammond tracks which recipients 
have automatically acknowledged a forced-
message alert. See Hammond at 2:11-15 
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not automatically acknowledged the forced 
message alert;] 

[means for periodically resending said forced 
message alert to said recipient PDA/cell phones 
that have not automatically acknowledged the 
forced message alert; and] 
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(disclosing that Hammond's system tracks 
"message delivery information and message 
review information"); see also id. at 5:17-8:45, 
(disclosing additional details about the Message 
Receipt Tracker component and Message 
Tracking Table Processor component), Fig. 2 
(illustrating an example Message Tracking Table). 
Hammond also tracks which recipients have not 
automatically acknowledged the forced message 
alert. See id. at 2:11-15 (disclosing 
that Hammond's system "specifies actions to take 
when a message is not delivered or not 
reviewed within a specified period of time."); see 
also id. at 5:17-8:45 (disclosing additional details 
about the Message Receipt Tracker component), 
FIG. 2 (illustrating an example Message Tracking 
Table). Despite disclosing these claimed 
functions, Hammond does not disclose the 
claimed structure-Le., application software on a 
PDA-required by this means-plus-function 
limitation. 

But, Pepe discloses this structure. Specifically, 
Pepe discloses application software that is 
resident on the PDA/cell phone. See Pepe at 5:17-
20, 34:9-36:51, Figs. 28-45. And, as 
explained above, a person of ordinary skill in the 
art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with Hammond's forced-response message 
system. 

Hammond discloses the claimed function, and 
Pepe discloses the claimed structure. In 
particular, Hammond's "system tracks whether 
each message has been delivered and reviewed 
by to [sic] each recipient, and uses the message 
information to resend the messages whose 
delivery or review is not confirmed." Hammond 
at 2:47-50; see also id. at Abstract, 2:1-8, 4:21-28, 
5:6-20, 6:66-7:63, 10:48-63, Figs. 2, 3A-3B, 4, SA-
SB. Despite disclosing this function, Hammond 
does not disclose the claimed structure-Le., 
application software on a PDA-required by this 
means-plus-function limitation. 

But, Pepe discloses this structure. Specifically, 
Pepe discloses application software that is 
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[means for receiving and displaying a listing of 
which recipient PDA/cell phones have 
transmitted a manual response to said forced 
message alert and details the response from each 
recipient PDA/cell phone that responded.] 

... wherein the forced message alert software 
application program on the recipient PDA/cell 
phone includes: 
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resident on the PDA/cell phone. See Pepe at 5:17-
20, 34:9-36:51, Figs. 28-45. And, as 
explained above, a person of ordinary skill in the 
art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with Hammond's forced-response message 
system. 

Hammond discloses the claimed function, and 
Pepe discloses the claimed structure. In 
particular, Hammond discloses a "Message 
Receipt Tracker component [that] attempts to 
identify when sent messages have been delivered 
to recipients and when sent messages have been 
reviewed by recipients." Hammond at 5:17-20; 
see also id., 5:20-6:55. Hammond's Figure 2 
shows a Message Tracking Table that includes 
detailed information about electronic messages 
that have been read by recipients. See id. at 6:56-
8:45. And, Hammond discloses a Message 
Receipt Tracker routine, id. at Fig. 4, 10:5-47, and 
a Message Tracking Table Processor routine, id. 

at Figs. SA, SB, 10:48-11:48. Despite disclosing 
these functions, Hammond does not expressly 
disclose the claimed structure-Le., application 
software on a PDA-required by this means-plus-
function limitation. 
But, Pepe discloses this structure. Specifically, 
Pepe discloses application software that is 
resident on the PDA/cell phone. See Pepe at 5:17-
20, 34:9-36:51, Figs. 28-45. And, as 
explained above, a person of ordinary skill in the 
art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with Hammond's force response message 
system. 

Hammond and Johnson each disclose a "recipient 
PDA/cell phone" as claimed. In particular, 
Hammond and Johnson each disclose systems for 
requiring a response to an electronic message. 
See Hammond at Abstract, 1:66-2:50, 3:31-4:28, 
6:3-19, 9:12-15; Johnson at Abstract, 1:58-61, 
3:64-4:2, 4:28-39, 5:1-6:65, 7:46-62, Fig. 6. Yet 
neither Hammond nor Johnson discloses a 
software-application program that is loaded on 
each PDA/cell phone and that includes a list of 
possible responses. 
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means for transmitting the acknowledgment of 
receipt to said sender PDA/cell phone 
immediately upon receiving a forced message 
alert from the sender PDA/cell phone; 
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Pepe supplies this missing disclosure. Pepe 
discloses "forced message alert software 
application program on the recipient PDA/cell 
phone" as claimed. For example, Pepe 
discloses "application software residing in the 
PDA'' that is described in Pepe by "the screens 
displayed on a PCI subscriber's PDA." Pepe at 
34:10-15; see also id. at 5:17-20 ("The application 
residing in the PDA is described in FIGS. 28-45, 
which illustrate exemplary screens displayed to a 
PCI subscriber using a wireless PDA''), 34:9-36:51, 
Figs. 28-45. Specifically, Pepe's Figures 42 and 
45 are exemplary screens that may appear when 
a user wants to edit a message to be sent to 
another PDA/cell phone. Each of these screens 
includes a list of possible responses (i.e., box 710 
in Figure 42 and box 734 in Figure 45) that can be 
selected by the user to send in response to a 
received message. See id. at 36:16-20, 36:38-51. 

As explained above, a person of ordinary skill in 
the art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with the forced response message systems of 
Hammond and Johnson. 

Hammond and Johnson disclose the claimed 
function, and Pepe discloses the claimed 
structure. Hammond and Johnson each disclose 
"transmitting the acknowledgment of receipt to 
said sender PDA/cell phone immediately upon 
receiving a forced message alert from the 
sender PDA/cell phone" as claimed. For example, 
Hammond and Johnson disclose that a 
transmitted message requires the recipient 
device to transmit an automatic 
acknowledgement as soon as the message is 
received by the recipient device. See Hammond 
at 1:46-54, 5:17-44, 11:55-12:6; Johnson at 1:58-
61, 2:6-15, 3:64-4:1. Pepe discloses the claimed 
structure required by this means-plus-function 
limitation. For example, Pepe discloses 
application software that is resident on the 
PDA/cell phone. See Pepe, 5:17-20, 34:9-36:51, 
Figs. 28-45. 
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means for controlling of the recipient PDA/cell 
phone upon transmitting said automatic 
acknowledgment and causing, in cases where the 
force message alert is a text message, the text 
message and a response list to be shown on the 
display of the recipient PDA/cell phone or causes, 
in cases where the forced message alert is a voice 
message, the voice message being periodically 
repeated by the speakers of the recipient 
PDA/cell phone while said response list is shown 
on the display; 
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As explained above, a person of ordinary skill in 
the art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with the forced-response message systems of 
Hammond and Johnson. 

Pepe discloses the structure and Hammond and 
Johnson disclose the claimed function of this 
limitation. First, Johnson discloses "controlling of 
the recipient PDA/cell phone upon transmitting 
said automatic acknowledgment" as claimed. For 
example, Johnson's electronic mail object takes 
control of a device and response must be 
provided by a recipient in order to clear a 
received message from recipient's display. See 

Johnson at 4:27-31 ("[T]he sender of the 
electronic mail object may mark or associate an 
attribute with the electronic mail object such that 
it cannot be exited out of until the appropriate 
reply has been made."); see also id. at 4:18-42. 

Second, Hammond discloses "causing, in cases 
where the force message alert is a text message, 
the text message and a response list to be shown 
on the display of the recipient PDA/cell phone or 
causes, in cases where the forced message alert 
is a voice message, the voice message being 
periodically repeated by the speakers of the 
recipient PDA/cell phone while said response 
list is shown on the display" as claimed. For 
example, Hammond explains that "electronic 
messages" can include email, text, and voice 
messages. Hammond at 1:13-16, 1:21-26. 
Hammond's "system tracks whether each 
message has been delivered and reviewed by to 
[sic] each recipient, and uses the message 
information to resend the messages whose 
delivery or review is not confirmed." Id. at 2:47-
50; see also id. at Abstract, 2:1-8, 4:21-28, 5:6-20, 
6:66-7:63, 10:48-63, Figs. 2, 3A-3B, 4, SA-SB. 

Third, Pepe discloses the claimed structure 
required by this means-plus-function limitation. 
For example, Pepe discloses the "application 
software residing in the PDA'' that is described in 
Pepe by "the screens displayed on a PCI 
subscriber's PDA." Pepe at 34:10-15; see also id. 
at 5:17-20 ("The application residing in the PDA is 
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means for allowing a manual response to be 
manually selected from the response list or 
manually recorded and transmitting said manual 
response to the sender PDA/cell phone; and 
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described in FIGS. 28-45, which illustrate 
exemplary screens displayed to a PCI subscriber 
using a wireless PDA."), 34:9-36:51, Figs. 28-45. 
Specifically, Pepe's Figures 42 and 45 are 
exemplary screens that may appear when a user 
wants to edit a message to be sent to another 
PDA/cell phone. Each of these screens includes a 
list of possible responses (i.e., box 710 in Figure 
42 and box 734 in Figure 45) that can be selected 
by the user to send in response to a received 
message. See id. at 36:16-20, 36:38-51. 

As explained above, a person of ordinary skill in 
the art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with Hammond and Johnson's forced-response 
message system. 

Hammond discloses the claimed function, and 
Pepe discloses the claimed structure. Hammond 
discloses "allowing a manual response to be 
manually selected from the response list 
or manually recorded and transmitting said 
manual response to the sender PDA/cell phone" 
as claimed. In particular, Hammond discloses a 
"Message Receipt Tracker component [that] 
attempts to identify when sent messages have 
been delivered to recipients and when sent 
messages have been reviewed by recipients." 
Hammond at 5:17-20; see also id. at 5:20-6:55. 
Hammond's Figure 2 shows a Message Tracking 
Table that includes detailed information 
about electronic messages that have been read 
by recipients. See id. at 6:56-8:45. And, 
Hammond discloses a Message Receipt Tracker 
routine, id. at FIG. 4, 10:5-47, and a Message 
Tracking Table Processor routine, id. at Figs. SA, 
SB, 10:48-11:48. Thus, Hammond teaches or 
suggests "allowing a manual response to be 
manually selected from the response list or 
manually recorded and transmitting said manual 
response" as claimed. Despite disclosing these 
functions, Hammond does not expressly disclose 
the claimed structure-Le., application software 
on a PDA-required by this means-plus-function 
limitation. 
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means for clearing the text message and a 
response list from the display of the recipient 
PDA/cell phone or stopping the repeating voice 
message and clearing the response list from the 
display of the recipient PDA/cell phone once the 
manual response is transmitted. 

10. A method of receiving, acknowledging and 
responding to a forced message alert from a 
sender PDA/cell phone to a recipient PDA/cell 
phone, wherein the receipt, acknowledgment, 
and response to said forced message alert is 
forced by a forced message alert software 
application program, said method comprising the 
steps of: 
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But Pepe discloses the required structure of this 
means-plus-function limitation. Specifically, Pepe 
discloses application software that is resident on 
the PDA/cell phone. See Pepe at 5:17-20, 34:9-
36:51, Figs. 28-45. And, as explained above, a 
person of ordinary skill in the art would have 
been motivated to combine Pepe's PD A/cell 
phone with Hammond's forced-response 
message system. 

As set forth above, Pepe provides the structure 
and Johnson discloses the function of this 
limitation. Johnson at 4:18-42; Pepe at 5:17-20, 
34:9-36:51, Figs. 28-45. Johnson discloses 
"clearing the text message and a response list 
from the display of the recipient PDA/cell phone 
or stopping the repeating voice message and 
clearing the response list from the display of the 
recipient PDA/cell phone once the manual 
response is transmitted" as claimed. In particular, 
Johnson discloses that "the sender of the 
electronic mail object may mark or associate an 
attribute with the electronic mail object such that 
it cannot be exited out of until the appropriate 
reply has been made" Johnson at 4:27-31; see 
also id. at 4:18-24, 4:33-42. 

And, Pepe discloses the structure required by this 
means-plus-function limitation. For example, 
Pepe discloses application software that is 
resident on the PDA/cell phone, Pepe at 5:17-20, 
34:9-36:51, Figs. 28-45, and a list of possible 
responses that can be selected by a user to send 
in response to a received message, id. at 36:16-
20, 36:38-51, Figs. 42, 45. As explained above, a 
person of ordinary skill in the art at the time of 
invention would have been motivated to 
combine Pepe's PDA/cell phone with Johnson's 
forced-response system. 

Hammond and Johnson disclose "receiving, 
acknowledging and responding to a forced 
message alert from a sender PDA/cell phone to a 
recipient PDA/cell phone, wherein the receipt, 
acknowledgment, and response to said forced 
message alert is forced" as claimed. For example, 
Hammond and Johnson each disclose 
communication systems for transmitting, 
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receiving, and responding to electronic messages. 
See Hammond at Abstract, 2:11-18; Johnson at 
Abstract, 3:4-15, Fig. 1. And, Hammond's and 
Johnson's systems include 
receipt, acknowledgement" of electronic 
messages, as claimed. See Hammond at 3:1-30, 
1:46-54; 5:17-61; Johnson at 1:58-61, 3:64-4:2. 

Hammond and Johnson each disclose systems for 
requiring a response to an electronic message. 
See Hammond at Abstract, 1:66-2:50, 3:31-4:28, 
6:3-19, 9:12-15; Johnson at Abstract, 1:58-61, 
3:64-4:2, 4:28-39, 5:1-6:65, 7:46-62, Fig. 6. Yet, 
neither Hammond nor Johnson discloses 
a software-application program that is loaded on 
each PDA/cell phone and that includes a list 
of possible responses. 

Pepe supplies this missing disclosure. First, Pepe 
discloses "receiving, acknowledging and 
responding to a forced message alert from a 
sender PDA/cell phone to a recipient PDA/cell 
phone," as claimed. For example, Pepe discloses 
communication systems for transmitting, 
receiving, and responding to electronic messages. 
See Pepe at Abstract, 3:45-57, 5:28-14:21, Figs. 1-
6. And, Pepe expressly discloses a sender 
PDA/cell phone and at least one recipient 
PDA/cell phone for each electronic message. 
Pepe explains that a first PDA/cell phone can 
send a message to a second PDA/cell phone. See 

id. at 33:5-52, Figs. 25-26; see also id. at Figs. 1-6 
(showing PDAs in a network), 9:1-6 (explaining 
that a plurality of PDAs may be connected to a 
wireless network and messages may be sent to 
and from those PDAs. 

Second, Pepe discloses "wherein the receipt, 
acknowledgment, and response to said forced 
message alert is ... by a forced message alert 
software application program" as claimed. 
For example, Pepe discloses "application 
software residing in the PDA'' that is described in 
Pepe by "the screens displayed on a PCI 
subscriber's PDA." Pepe at 34:10-15; see also id. 

at 5:17-20 ("The application residing in the PDA is 
described in FIGS. 28-45, which illustrate 
exemplary screens displayed to a PCI subscriber 
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receiving an electronically transmitted electronic 
message; 

identifying said electronic message as a forced 
message alert, wherein said forced message alert 
comprises of a voice or text message and a forced 
message alert application software packet, which 
triggers the activation of the forced message 
alert software application program within the 
recipient PDA/cell phone; 

transmitting an automatic acknowledgment of 
receipt to the sender PDA/cell phone, which 
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using a wireless PDA."), 34:9-36:51, Figs. 28-45. 
Specifically, Pepe's Figures 42 and 45 are 
exemplary screens that may appear when a 
user wants to edit a message to be sent to 
another PDA/cell phone. Each of these screens 
includes a list of possible responses (i.e., box 710 
in Figure 42 and box 734 in Figure 45) that can be 
selected by the user to send in response to a 
received message. See id. at 36:16-20, 36:38-51. 

As explained above, a person of ordinary skill in 
the art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with the forced-response message systems of 
Hammond and Johnson. 

The combination of Hammond, Johnson, and 
Pepe disclose this limitation. Hammond and 
Johnson disclose "receiving an electronically 
transmitted electronic message; identifying 
said electronic message as a forced message 
alert, wherein said forced message alert 
comprises of a voice or text message and a forced 
message alert application software packet, which 
triggers the activation of the ... application 
program within the recipient PDA/cell phone" as 
claimed. In particular, Hammond and Johnson 
each alone discloses the transmission of forced 
message alerts to recipient computers. See 

Hammond at Abstract, 1:66-2:50, 3:1-4:28, 5:17-
61, 6:3-19; Johnson at 1:58-61, 2:3-35, 3:64-4:42, 
6:60-65. But, Hammond and Johnson do not 
explicitly disclose application software on a 
PDA/cell phone as required. 

Pepe, however, discloses "forced message alert 
software application program within the recipient 
PDA/cell phone" as claimed. For example, Pepe 
discloses "application software residing in the 
PDA." See Pepe at 5:17-20, 34:9-36:51, Figs. 28-
45. As explained above, a person of ordinary skill 
in the art at the time of invention would have 
been motivated to combine Pepe's PDA/cell 
phone with the forced-response message 
systems of Hammond and Johnson. 

First, Hammond and Johnson disclose 
"transmitting an automatic acknowledgment of 
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triggers the forced message alert software 
application program to take control of the 
recipient PDA/cell phone and show the content 
of the text message and a required response list 
on the display recipient PDA/cell phone or to 
repeat audibly the content of the voice message 
on the speakers of the recipient PDA/cell phone 
and show the required response list on the 
display recipient PDA/cell phone; and 
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receipt to the sender PDA/cell phone" as claimed. 
Hammond and Johnson each discloses that the 
transmitted message requires the 
recipient device to transmit an automatic 
acknowledgement as soon as the message is 
received by the recipient device. See Hammond 
at 1:46-54, 5:17-44, 11:55-12:6; Johnson at 1:58-
61, 2:6-15, 3:64-4:1. 

Second, Johnson discloses "which triggers the ... 
application program to take control of the 
recipient PDA/cell phone" as claimed. For 
example, Johnson states that "[t]he recipient of 
the electronic mail object is prompted for a 
specific response in response to the recipient 
opening an electronic mail object and is 
prohibited from performing a selected action 
until the specific response has been entered by 
the recipient." Johnson at Abstract. Thus, 
Johnson demonstrates that the email application 
takes control of a recipient device until the 
recipient provides a specific response. 

Third, Hammond and Johnson also disclose 
"show the content of the text message and a 
required response ... on the display recipient 
PDA/cell phone or to repeat audibly the content 
of the voice message on the speakers of the 
recipient PDA/cell phone and show the required 
response ... on the display recipient PDA/cell 
phone" as claimed. For example, Hammond and 
Johnson's electronic messages include text and 
voice messages. Hammond at 1:13-16; Johnson 
at 4:1-2; see also Johnson at 4:3-18. Johnson 
discloses a "mechanism for forcing a recipient to 
reply to an electronic mail object ... the 
mechanism may prevent the deletion and 
archival of the note or image until an appropriate 
reply is made." Johnson at 4:4-28. Thus, the 
content of the text or voice message remains on 
the display or is repeated until the recipient 
provides the required response. And, Hammond's 
"system tracks whether each message has been 
delivered and reviewed by to [sic] each recipient, 
and uses the message information to resend the 
messages whose delivery or review is not 
confirmed." Hammond at 2:47-50; see also id. at 
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transmitting a selected required response from 
the response list in order to allow the message 
required response list to be cleared from the 
recipient's cell phone display, whether said 
selected response is a chosen option from the 
response list, causing the forced message alert 
software to release control of the recipient 
PDA/cell phone and stop showing the content of 
the text message and a response list on the 
display recipient PDA/cell phone and or stop 
repeating the content of the voice message on 
the speakers of the recipient PDA/cell phone; 

Page 37 

Abstract, 2:1-8, 4:21-28, 5:6:19, 6:66-7:63, 10:48-
63, Figs. 2, 3 A, 3B, 4, SA, SB. 

But, Hammond and Johnson do not explicitly 
disclose application software on a PDA/cell 
phone, nor do these references explicitly disclose 
a list of possible required responses. 

Pepe, however, supplies both limitations. Pepe 
discloses "the forced message alert software 
application program ... of the recipient PDA/cell 
phone" and the "required response list" as 
claimed. As set forth above, Pepe discloses 
"application software residing in the PDA." See 

Pepe at 5:17-20, 34:9-36:51, Figs. 28-45. And, as 
set forth above, Pepe discloses a list of possible 
responses that can be selected by a user to send 
in response to a received message. See id. at 
36:16-20, 36:38-51, Figs. 42, 45. 

As explained above, a person of ordinary skill in 
the art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with the forced-response message systems of 
Hammond and Johnson. 

As set forth above, the combination of Pepe and 
Johnson discloses the features of this limitation. 
Johnson discloses "transmitting a selected 
required response ... in order to allow 
the message ... to be cleared from the 
recipient's cell phone display, whether said 
selected response is a chosen option ... causing 
the ... software to release control of the 
recipient PDA/cell phone and stop showing the 
content of the text message and a response ... 
on the display recipient PDA/cell phone and or 
stop repeating the content of the voice message 
on the speakers of the recipient 
PDA/cell phone" as claimed. As Johnson takes 
control until an appropriate reply is made as 
described above, Johnson also releases control 
once the reply is made. Johnson at 4:11-42. 

Pepe discloses the "response list" as claimed as 
well as the "forced message alert software ... 
of the recipient PDA/cell phone" as claimed. For 
example, Pepe discloses application software that 
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displaying the response received from the PDA[/] 
cell phone that transmitted the response on the 
sender of the forced alert PDA/cell phone; and 

providing a list of the recipient PDA/cell phones 
have automatically acknowledged receipt of a 
forced alert message and their response to the 
forced alert message. 
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is resident on the PDA/cell phone, Pepe at 5:17-
20, 34:9-36:51, Figs. 28-45, and a list of possible 
responses that can be selected by a user to send 
in response to a received message, id. at 36:16-
20, 36:38-51, Figs. 42, 45. As explained above, a 
person of ordinary skill in the art at the time of 
invention would have been motivated to 
combine Pepe's PDA/cell phone with Johnson's 
forced-response system. 

Hammond and Pepe disclose the claimed 
limitation. Hammond discloses "displaying the 
response received from the PDA[/]cell phone that 
transmitted the response on the sender of 
the forced alert PD A/cell phone" as claimed. In 
particular, Hammond discloses a "Message 
Receipt Tracker component [that] attempts to 
identify when sent messages have been delivered 
to recipients and when sent messages have been 
reviewed by recipients." Hammond at 5:17-20; 
see also id. at 5:20-6:55. Hammond's Figure 2 
shows a Message Tracking Table that 
includes detailed information about electronic 
messages that have been read by recipients. See 
id. at 6:56-8:45. And, Hammond discloses a 
Message Receipt Tracker routine, id. at Fig. 4, 
10:5-47, and a Message Tracking Table Processor 
routine, id. at Figs. SA-SB, 10:48-11:48. 

Hammond does not expressly disclose the 
application software on a PDA. But, Pepe 
discloses this structure. Specifically, Pepe 
discloses application software that is resident on 
the PDA/cell phone. See Pepe at 5:17-20, 34:9-
36:51, Figs. 28-45. And, as explained above, a 
person of ordinary skill in the art at the time of 
invention would have been motivated to 
combine Pepe's PDA/cell phone with Hammond's 
forced-response message system. 

Hammond discloses "providing a list of the 
recipient PDA/cell phones [that] have 
automatically acknowledged receipt of a forced 
alert message and their response to the forced 
alert message" as claimed. In 
particular, Hammond tracks which recipients 
have automatically acknowledged a forced-
message alert. See Hammond at 2:11-15 
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11. The method as in claim 10, wherein each 
PDA/cell phone within a predetermined 
communication network is similarly equipped 
and has the forced message alert software 
application program loaded on it. 
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(disclosing that Hammond's system tracks 
"message delivery information and message 
review information"); see also id. at 5:17-8:45 
(disclosing additional details about the Message 
Receipt Tracker component and Message 
Tracking Table Processor component), Fig. 
2 (illustrating an example Message Tracking 
Table). Hammond also tracks which recipients 
have not automatically acknowledged the forced 
message alert. See id. at 2:11-15 (disclosing that 
Hammond's system "specifies actions to take 
when a message is not delivered or not reviewed 
within a specified period of time"); see also id. at 
5:17-8:45, (disclosing additional details about the 
Message Receipt Tracker component), Fig. 2 
(illustrating an example Message Tracking Table). 
Despite disclosing these claimed functions, 
Hammond does not disclose the application 
software on a PDA. 

But, Pepe discloses this structure. Specifically, 
Pepe discloses application software that is 
resident on the PDA/cell phone. See Pepe at 5:17-
20, 34:9-36:51, Figs. 28-45. And, as 
explained above, a person of ordinary skill in the 
art at the time of invention would have been 
motivated to combine Pepe's PDA/cell phone 
with Hammond's forced-response message 
system. 

Hammond, Johnson, and Pepe each disclose "a 
predetermined network of participants," as 
claimed. See Hammond at Abstract, 2:11-
18; Johnson at Abstract, 2:16-31, 3:4-15, Fig. 1; 
Pepe at Abstract, 3:45-58, 5:28-14:21, Figs. 1-6. 
But, Hammond's and Johnson's networks include 
"computers." See, e.g., Hammond at 4:29-47, Fig. 
1 (describing computer systems 100, 150, 160, 
170, and 180); Johnson at 3:4-4:2, Fig. 1 
(describing computers 12 and 30 in LAN 10 and 
32). 

To the extent that Hammond and Johnson's 
disclosure of "computers" is found to not 
encompass a PDA/cell phone, Pepe supplies this 
missing disclosure. Pepe discloses "each 
PDA/cell phone within a predetermined 
communication network is similarly equipped 
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12. The method as in claim 10, wherein said 
forced message alert application software packet 
contains a response list, wherein said response 
list is a default list embedded in the forced 
message alert software application program. 

13. The method as in claim 10, wherein said 
forced message alert application software packet 
contains a response list, wherein said response 
list is a custom response list that is created at the 
time the specific forced message alert is created 
on the sender PDA/cell phone. 
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and has the forced message alert software 
application program loaded on it" as claimed. For 
example, Pepe's Figures 1-6 show a plurality of 
PDA/cell phones interacting in a network. See 

also Pepe at 5:28-14:21. Each PDA includes a 
CPU, an input-output device, a display, and a 
memory. See id. at 16:50-61, Fig. 12. 

Pepe discloses application software that is 
resident on the PDA/cell phone. See Pepe at 5:17-
20, 34:9-36:51, Figs. 28-45. And, as explained 
above, a person of ordinary skill in the art at the 
time of invention would have been motivated to 
combine Pepe's PDA/cell phone with Hammond 
and Johnson's forced-response message system. 

Pepe discloses "said forced message alert 
application software packet contains a response 
list, wherein said response list is a default list 
embedded in the forced message alert software 
application program" as claimed. For example, 
Pepe discloses application software residing in 
the PDA. Pepe at 5:17-20, 34:9-36:51, Figs. 28-45. 
In Figures 42 and 45, Pepe shows a list of possible 
responses (i.e., box 710 in Figure 42 and box 
734 in Figure 45) that can be selected by the user 
to send in response to a received message. See 
id. at 36:16-20, 36:38-51. A person of ordinary 
skill in the art at the time of invention would have 
understood Pepe's list of possible responses to 
teach or suggest the claimed default response 
list. 

Pepe discloses "said forced message alert 
application software packet contains a response 
list, wherein said response list is a custom 
response list" as claimed. Specifically, Pepe 
discloses application software residing in 
the PDA. Pepe at 5:17-20, 34:9-36:51, Figs. 28-45. 
Pepe's Figures 42 and 45 show lists of 
possible responses. And, Pepe says that "[t]he 
user may compose a unique message in box 708 
or edit one already on a list shown in box 710." 
Id. at 36:16-20. 

Johnson discloses "said response ... is a custom 
response list that is created at the time the 
specific forced message alert is created on the 
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sender PDA/cell phone" as claimed. For 
example, Johnson discloses that the sender of a 
forced-response message may set certain 
"persistent reply attributes" that "govern user 
interaction for forcing a reply containing data 
from the recipient of the electronic mail object." 
Johnson at 4:33-39; see also id. at 5:43-6:65. A 
person of ordinary skill in the art at the time of 
invention would have understood that Johnson's 
persistent reply attributes are compatible with 
Pepe's teachings, and could have been used to 
specify a custom response list to be displayed on 
a recipient's PDA/cell phone, as taught by Pepe. 

And, as explained above, a person of ordinary 
skill in the art at the time of invention would have 
been motivated to combine Pepe's PDA/cell 
phone with Johnson's forced-response message 
system. 
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In order to ensure full consideration of any amendments, affidavits or declarations, or other 

documents as evidence of patentability, such documents must be submitted in response to this Office 

action. Submissions after the next Office action, which is intended to be a final action, will be governed 

by the requirements of 37 CFR 1.116, after final rejection and 37 CFR 41.33 after appeal, which will be 

strictly enforced. 

All correspondence relating to this ex parte reexamination proceeding should be directed: 

By Mail to: 

By FAX to: 

By hand: 

Mail Stop Ex Porte Reexam 

Central Reexamination Unit 

Commissioner for Patents 

United States Patent & Trademark Office 

P.O. Box 1450 

Alexandria, VA 22313-1450 

(571) 273-9900 

Central Reexamination Unit 

Customer Service Window 

Randolph Building 

401 Dulany Street 

Alexandria, VA 22314 

Any inquiry concerning this communication should be directed to Central Reexamination Unit at 

telephone number (571) 272-7705. 

/Eric B. Kiss/ 

Primary Examiner, Art Unit 3992 

Conferees: 

/NICK CORSARO/ 
Primary Examiner, Art Unit 3992 

/ALEXANDER J KOSOWSKI/ 
Supervisory Patent Examiner, Art Unit 3992 
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4901 NW 17th Way, Suite 308 
FORT LAUDERDALE, FL 33309 

Ul\TfED STATES DEPA RTME'IT OF COMMERCE 
United States Patent and Trademark Office 
Adiliess. COMMISSIO'JER FOR PATENTS 

PO Box 1450 
Alexandria, Virgmia 22313-1450 
\VVi\V.USpto.gov 

FIRST NAMED APPLICANT ATTY. DOCKET NO./TITLE 

8213970 2525.993REX0 
CONFIRMATION NO. 6188 

POWER OF ATTORNEY NOTICE 

111111111111111111111111]~!1]!~1!~1! ~l~!ll!IHll lllll lllll lllll llll llll 

Date Mailed: 09/18/2020 

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY 

This is in response to the Power of Attorney filed 09/15/2020. 

• The Power of Attorney to you in this application has been revoked by the assignee who has intervened as 
provided by 37 CFR 3.71. Future correspondence will be mailed to the new address of record(37 CFR 1.33). 

/rbell/ 

Questions about the contents of this notice and the 
requirements it sets forth should be directed to the Office 

of Data Management, Application Assistance Unit, at 
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101. 

page 1 of 1 

Page 255



UNITED STATES PATENT AND TAADEMARK OFFICE 

1111111111111111111111111111111111111111111111111111111111111111111111 

Bib Data Sheet 

FILING OR 371(c) 

SERIAL NUMBER DATE CLASS 
12/324, 122 11/26/2008 455 

RULE 

AIA (First Inventor to File): NO 

INVENTORS 
Malcolm K. Beyer JR., Jupiter Inlet Colony, FL; 

APPLICANTS 
Malcolm K. Beyer JR., Jupiter Inlet Colony, FL; 

** CONTINUING DATA************************* 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Addres" COMMISSIONER fOR PATE's!TS 

P.O. Bux 1450 
Alexandria, Virginia 22313-1450 
V/\VW.uspto.gov 

CONFIRMATION NO. 9036 

GROUP ART UNIT ATTORNEY DOCKET 
NO. 

2617 
10963.3819 

This application is a CIP of 11/612,830 12/19/2006 PAT 7853273 
which is a CIP of 11/308,648 04/17/2006 PAT 7630724 
which is a CIP of 10/711,490 09/21/2004 PAT 7031728 

** FOREIGN APPLICATIONS ******************** 

IF REQUIRED, FOREIGN FILING LICENSE GRANTED ** ** SMALL ENTITY ** 
12/08/2008 

Foreign Priority claimed Dyes D no 

35 USC 119 (a-d) conditions D yes D no D Met after 
STATE OR SHEETS TOTAL INDEPENDENT 
COUNTRY DRAWING CLAIMS CLAIMS met Allowance 

Verified and FL 6 14 3 
Acknowledaed Examiner's Sianature Initials 

ADDRESS 
172615 

TITLE 

METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE COMMUNICATIONS 

I □ All Fees I 
I □ 1.16 Fees (Filing) I 

FILING FEE FEES: Authority has been given in Paper D 1.17 Fees ( Processing Ext. of 
RECEIVED No. to charge/credit DEPOSIT ACCOUNT time) 

762 No. for following: ID 1.18 Fees ( Issue ) I 
I □ other I 
I □ Credit I 
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UNITED STATES PATENT AND TRA.DEMARK OFFICE 
UKITED STATES DEPARTME.'\IT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIO:-JER POR PATENTS 

P.O. Box 1450 
Alexandria, V:irgmia 22313-1450 
\V\V\1/.uspto.gov 

I lllllll lllll lllll lllll lllll llllll llll llllll llll lllll 11111111111111111 CONFIRMATION NO.1477 
Bib Data Sheet 

SERIAL NUMBER 
90/014,509 

FILING OR 371(c) 
DATE 

05/15/2020 
CLASS 

455 

GROUP ART UNIT 
3992 

RULE 

AIA (First Inventor to File): YES 

INVENTORS 
9445251, Residence Not Provided; 
AGIS SOFTWARE DEVELOPMENT LLC, MARSHALL, TX; 
JONATHAN TUMINARO (3RD PTY REQ.), WASHINGTON, DC; 

APPLICANTS 
STERNE, KESSLER, GOLDSTEIN & FOX PLLC, WASHINGTON, DC 

** CONTINUING DATA************************* 

This application is a REX of 14/633,804 02/27/2015 PAT 9445251 
which is a CON of 14/529,978 10/31/2014 PAT 9467838 
which is a CIP of 14/027,410 09/16/2013 PAT 8880042 
which is a CON of 13/751,453 01/28/2013 PAT 8538393 
which is a CIP of 12/761,533 04/16/2010 PAT 8364129 
which is a CIP of 11/615,472 12/22/2006 PAT 8126441 
which is a CIP of 11/308,648 04/17/2006 PAT 7630724 
which is a CIP of 10/711,490 09/21/2004 PAT 7031728 

** FOREIGN APPLICATIONS ******************** 

Foreign Priority claimed D yes D no 

35 USC 119 (a-d) conditions D yes D no D Met after 
met Allowance 
Verified and 
Acknowledqed Examiner's Siqnature Initials 

ADDRESS 
172615 

TITLE 

STATE OR SHEETS 
COUNTRY DRAWING 

TOTAL 
CLAIMS 

35 

ATTORNEY 
DOCKET NO. 

2525.995REX0 

INDEPENDENT 
CLAIMS 

2 

METHOD TO PROVIDE AD HOC AND PASSWORD PROTECTED DIGITAL AND VOICE NETWORKS 

I □ All Fees 
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I □ 1.16 Fees (Filing) I 
D 1 .17 Fees ( Processing Ext. of 

FILING FEE FEES: Authority has been given in Paper time) 
RECEIVED No. to charge/credit DEPOSIT ACCOUNT 

ID 1 .18 Fees ( Issue ) I 12000 No. for following: 

I □ Other I 
I □ Credit I 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

APPLICATION NUMBER 

90/014,507 

172615 
Fabricant LLP 
230 Park Avenue. 3FL W. 
New York, NY 10169 

FILING OR 3 71 (C) DATE 

05/15/2020 

Ul\TfED STATES DEPA RTME'IT OF COMMERCE 
United States Patent and Trademark Office 
Adiliess. COMMISSIO'JER FOR PATENTS 

PO Box 1450 
Alexandria, Virgmia 22313-1450 
\VVi\V.USpto.gov 

FIRST NAMED APPLICANT ATTY. DOCKET NO./TITLE 

8213970 2525.993REX0 
CONFIRMATION NO. 6188 

POA ACCEPTANCE LETTER 

111111111111111111111111]~!1]!~1!~1! ~i~i11i11~ ~ll lllll 111111111111111111 

Date Mailed: 09/18/2020 

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY 

This is in response to the Power of Attorney filed 09/15/2020. 

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the 
above address as provided by 37 CFR 1.33. 

/rbell/ 

Questions about the contents of this notice and the 
requirements it sets forth should be directed to the Office 

of Data Management, Application Assistance Unit, at 
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101. 
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Privacy Act St.1ternent 

The Privacy Act of 1974 fPL 93-579) require$ th,:1t y,)u b€ given certain informatior, in rnnn0ctii:in wlth y,xir 
s:..:brn~ssk~n of th<:~ ~~ltH<~h~~d iorn1 n~~t~1ted to a pat~t1·t appiicstion or p~it€nt }\G(~)r}~Hng!y, p:..n~~?B.Srit to the 
f~!q,,i,~,rnent, ,itthe Act, i)leas;,, be advls--ect tt,at U) !rm g~nemi a:..ilhorily fot the (;.;)!ie(:-tion of this h,formati<>n Is 
3b Ll .. S,C 2(b}(2): (2) h.irnistiing Gf th1.:\ lnfom~tion so,,,:it0<.i ,~; voluntaiy and (:-!.) the principal purp0Se f(.,r \Nhich 
th0 lnfomis~tion ,s u~,~~d by th,~ U.S. P<.~t~nt .~nd Ttadern;ark Gtflc-e ,s to p;'(.x:e:ss ~mdfor ~~:<,~ff>.:n0 y,mr submission 
n,ii<lted to ;:i p.~tent application or patent !f you do no! fwnish ttw re<iueste~i inforrnsilon, the U.S. Patent and 
Trndernarl<: Office may not be abit~ k.i pro:X!SS <rnr:ti{)r ex,,imm~ your s,mmiss-km. which rnay re:wlt in terrninaMn 
of fH"(H.::eed~nt;s Qr abantk)nn~eni <)f th~ ~pp~icat:or~ or expiration of ttH~ p:al~:nt 

1. The intOrrnat~on on this fon-n \.Vm b<:.~ tr<:.~..:.~ted c.onfider:t~~Hy to the e~<tent ath:::\l>/ed ,:nd~~r the r:r{~~~d<H11 of 
hform&tlon Ad {5 U.S C. f.-52) ,rn<l the Hiv¥:y AcU5 U.S,C SS2a). Records frGrn lhl~ $',;Stern oi records
n~ay b~ db'sc!osed to t}"':e Oepartrnent of .Justk,<=:: to (k~tt~rrn}n€~ \!Vn~ther djscioswrt: of th~s<:.: r(:cords is 
required hy th0 Fr00dom of !nforrnatkm Act 

2. A rewrd frorn thi~; ~;yzt;~n1 ;)! r~cords may be 1,sclosed, as a ro:..,hnt~ ,.is~\ in the ;~(mn,e of pres;,;nfo~ 
evidence to a e◊,Jrt, rnagis-trnt,i. or .idministrHt:ve t,it,urn:iL mc,tJcting disdosums to opposing coun~,1:it in 
the c:o:.fft:~ of s~~!UHn1s~nt n€got:at~,1:!S. 

:t A rec;::,rd in tn,s :sy;,.teni of m<:ords n-my b1:, ;:l:$Glm,0d. as a routln"' use. to a M(:tnO<iff of Coq1ress 
zubmirnnr; ,~ re<;ue~,t in11oi\i;rtg a;~ individ,_isi;, to whorn t!l<i! H,;x;;-d per1;:lint .• vn0n the indtvid:..,al h,ts 
mqueste<:! assls-!Em<:e fr<:<rn tb~ fykrnb.,~r with te,,ped to the subJec! matter of th;~ re1~,ird. 

4. /\ r1::c;xd in this syi,tem Gt t€tctd:s rnay O<:: di:sdosect, t~s :a r<,utin{; use. to,, ;::ontrsctor of trie AS0flCY 
having flee<l forth0. lnfonr,,ition in onktlc ,,0iforn1 a contract Recipients of informilt.i(m shall be r'-"<;l,ired 
to ,:z>mpiy with !he r~q,iirements of the Privacy Act of hl74, <11, arn~~nd,~<L purn,;;mt !o 5 U.S.C. t::5-2a(m). 

5, A r<,,,C<X<::! miatN1 to afl lntemaUom;I A>;pHc,~fon rned under th"' Patent Coo;:::,0r~1tion Tm<;!y in thii, syste,:; 
,,f i<:iCG,,i,, rn;:ly be <lisc;os$::i, as a routln"', use, to tt»~ in{;~r,1,st.:ona! Burwu of th<;:; \Vo,1<1 lnt;~Hechml 
Property (},'f:i<,miwU,>n, p~B'su,m! to the Patent Coop"'ra!ion Treaty. 

s. ,/\ t<,,CC:(! in !h:S SVS!(:m d rnccirdz may be disdO$ed, as $ !'OtHine US-0, to t~n◊ther fod0n~l ,lif$nOy for 
pmpcses <:d Nationat $;~wrltv review (35 U S.C. ·mi 'J. and for revi0w pursu,inl to the .Atomic Energy Act 
(42 lJ.S £> 2i8{t:)). 

'i'. .A record from thb :,ysk,m of r:~(~>rdi, m,~y t)e ct,sdose<i, as a routin1:, :..,S<:.,, tc thi~ Administn~tor. Generni 
81:ffvic~!i\, «t nisfh€r d~signee, during an tns;:::,0cfon d records (~;)ndud%d bi GSA as part 1)f !ri,~t ,i{1en,:y's 
responsibHity to nK:oTTlffIBnd ~rr:p:-ov{~ff':<:!nt~~ ~:-: reeords rr:anagernent pr~ch(:B~ ~~nd pn~$r~rn:s: und€'r 
authoritv of 44 U.S.C. 2904 Hn;:l .2SOI3. Such ,j,sdosure shslH ;:.:-(~ rn,,t(k in act:ord;:lnce with th% GSA 
rHftutat~Ons gover:1ing h1specHon of rt:c<.H"d~ fo:- this purp~)s>z~ and any (>ther re}{:\:'~1nt U {~ , (3-S/\. (H' 
ComrnefC<;:,j d:r0cUve. Such r:lisdosurn shaH not be used !c n,a!<e d1~t1~m1inHtions about iM,vioua!s, 

e /.\ ,<:,;xa,i frNn thi~, sysct"'tn of ,%0:<ls may be oisclos1:itl. HS " rouiine use. to the p;hlic afttN ;~iUwr 
puhncatlo;: of tti1_:\ applic~1Uon pursu,mt lo 35 U.~\G. t22(b; or is:suan<:e <:,f « pHtHn1 pursuant to :m VS,C, 
i51. Fur!h(~r, a i~:c;x<l rnay be disdos;,;o, subject to ttl0. HrnilEttkH1:;. ,)i 37 CH-: ·u 4, as a :outln~ wi~, to 
ihe ,,uhhc if the record was- filed in an t~ppibttl<:in whidi t,ec,lme ;:lbandoned or in which !h(~ rro<:e1:i(lln11i, 
wern terrninal0d ;:,nd which ;,qplk:<iMn is re-fe,·enced by either a publish1:id ~ippii;~;,ltiM. ,:in ;:ippii;::ation 
ot-,'Bn !Q publl,~ intp!:Hjkm or ,:in iswed parent 

s. /,. rn,:ord fmm this iy:stem of rncor<ls rnay b0 cli~cksed, ::,~, ::, ro~itinH use, to s F~oersi, State, or ioc&i !aw 
enfor<:ern1~nt ~1u<ci<'K'y\ if t!w U~3F'TD b€Mme,, awa,"' of a viol;:,ti<:,n or ;:.:,oknlla! viol;,ifo:in of i,lw or 
n~fiu!aMn. 
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OR 

07iOJ/'J:C12 

!\Aethe>d ot' utl!izirig forced alerts t'or interactive remote commurilcations 

~u1 as~ign~ of ;-ess th~n th:~ -:::r~t~t~ figt:t. ilne~ &r:d int~r,~st ~n 
{T't:e exter:t (t:y percsriiEl~fJ) }1f ~is C}'l\"nen~hip in~rest is 

An ~~Bsignrnent f:-0rr: th~ H':V*ntor(s) of th::: p~~!~~:-:! ~pp!icatior:/patent k3<:.:ntif~!i3 ~$b<tv~. The ass~f;::rnent ·-.t~<;:3$ fec~}rd~d ir~ 

;h~~ United Stat*S P~t&:--:t and T:·B<lf~~t?~:-k ()Hk:~ at R~$(_ _______ ._ ............ , ______ ._ .... ,u., F-rar::-:~~ ........... , ...................................... ,.,.,. ...................... , or~ ~~opy"'· 

;s atta~~h~3(i. 

,~GiS H0{~J:n9s. tn(:, 
.,.,,, ......................................................................................................... ,,,,, ..................................................... . 
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Privacy i\ct Statement 

H,;,, Privacy Act of 1974 {P.L 93--5.W) requires that you tx, ;Jiv"';n ;~ertain ,nform=a!km In 1~onr,0ciion 

V\.t:th )lour sub:-rtiss;on ~i tt:}~ Htt1ch€ct t'orrn r'Ztat~......_-i to ;;i pat{~nt ;:tp:,:)HC~hon or patent ,AG~>:)rdlt~f§iY: 

/M-Sl..ismt to the ,1~quir"';ment~, ;){ tna Act pk,ase t;,~ ,3<ivb,ed that ( 1 j th~i ~)!3.lfl{ff;,il authNity fut the 

conection of thb infcmMlkin is 3fi U.S c_ 2{b){2); {2) furnithing of tne tnf<.:-trnc.ith>n ~,;)Heil~;:: is vo!tmtaiy; 

and {3) the prln(jp~il puq)OS€ for \.•Vhich th~ infofrn~tion ~s used by th% tLS. PHtt:nt and Tr-..~derr:ar?< 
Of!k:e l$ to pmc0ss :andior ,~.:«imin;,, yi);J, wt:rnission related t,i ,, p;::t~nt application or p,)t{mt if you do 

not furnish the r~,g.mst0d lnfoirn,:1EM. the (JS, Patent mid T,,,di:;mark Office may not b1:, ,,ib!~ k, 

p:(:-c~ss t~ndlor exHrt.~ne your subn1tssion~ wh~ch rnay re~<Uit in tsnr1ln~~tl<:~n of proce.~d~ngs or 
Ht:-~lndnr~rnent of ·tn-s appVication :~x {:>:pfr~~fi(~n of the patent 

T!i0 in1,)mxitio:: on this form wm b<2, h~al{;(J O)nfl:jenMny to th{, i~.id<:;nt ,l!!(l,Ve,i under th0 

:::.--n~<:~d(!rD of inforrr.aHon .t\ct {5 tLS.C:. 552) ~nd th€ Pr}va<::y t'\ci (5 U.S.C 5fj2a}. Records f:(Hi~ 

this systern of records n·i<.3Y b~~ d~sc:o:s€ct to ttH~ D~p::,:rtrn(~nt Gi Jlrs·Nce to dett~nr~in{: ,¥t;eth€t 
discJot;uB:~ o·f Htf!~:~::} r€¾t)rds iS feqttlr~~j by H""te f:-~~edorn of inforrnaHon }\Gt. 

:t ,\ ri:;corsl frorn th$ :,yslxim cf recNds m~y be dis1Jo:,1:,d, ,3s a routine use. in tr,e ,:etm«~ ot' 

pres.entinfl evkfonce k, a court, magisirnte, ;)r "drnlnmrmtve trit:1n~1L ini~k,ding d;sc,osums to 

,)ppc~,in9 c,ounte! ,n the courst~ of ;;dt~m~nt n£>got;ations. 
3. /:, r~~ord in th~t> $yst~~:-n of :~1ccrds rnay ~~ disc3<.:~;i::d, a~~ a rout~ne t~s:.:\ to <S ~i(:H'Ylb$! of 

Connrns~; ~;ubrnil:ting a rn,west invoMr;q ::m indiv:d,ia!, to whom ttm reconJ perli:lms, when th{; 

indlvldu::ii ti;,i~; rN)ue::ii;,,d a$sistance from th~; ,\,ii:;,Y\ber with resp<::ct lo th~ ::,ubjed matter of U;,~ 

f6(:{):"(j_ 

4, A ,'$cord in thi$ systi~m ,,f r;,\c;)r1s may ~ <.'Uscio:,<:.,:}, ;;ii, a n)utme use, to;.~ ,xmk.,,Gt()f of the 

1\gency having need for th<:.; inforrnatkm in on:ler to p(Hl<)ffn -~ contract Recip:<:.mt~, <.:f 
in:forrnation $haH t<3.l rnquh<:.:,j to cnmply with tt\<3.l requir0ments Df the Privacy i-\c:t c4 1B74, as 

arr:{:ndt:d. put~as~nt tc 5 U .S,C. f552~3(rr:). 
~j. A i~c<H'd related to an ht0rr"~lional Appiic-ation fa<3.ld under th~; Patent Coopemti::..'n Tredy ln 

thts $)'Stem of rncc:-,js m,~y t)£> dis.dosed, as a wutiiw us~. to the 1nt<::n:~tiDnal BlH~.~u or the 

VVorld hteiiectua! Prnpe'ty O,'g<lnl:z:ation. pursu&nt t,) lhB Patent Cooperotion Tt1:1aty. 
6. .A record in ttiis systern of recc:,rd:~ m;.~y b1:1 disct)~ied, as a mutifi0 us{~, t.o another fu('i0rat 

a9z,nq" 1N purpo:;;es of Natbnt~l S<cicwity H~vie\t,' (:35 US.C, 1$i) ,md br review ptffSlwnt !:o 

the /,torni(: Ern~rgy /-,ct (42 U.SJ> 21,3{,:)). 
7. /\ r,:,C,)n:l fr,)rn this system of rncon% m;;,y bi:; discio.sed, :;,$ a t(HJ!ir:.e use, t◊ the t~dministrnt.c,r, 

G,:,ni;irni Services, or !'ll$/t,<::r t5es:;Jm,~. during an inspection of ,1:,ton,is cond,ict~id by GSA ,:IS 

f)<,,1 of that ag$0Cy's r~spMsibi!ity k) re-eornrn-£:nd imp,,,\l;;,menh in ,;,,cc:-rds m<1na~wrn;;,nt 

pra<::tk:.~s anti proHr<~rns~ under authci:dty of 44 U s.c:. 2:904 and 29t)t~. ,S:..~ch dlsciosu:"'€ shal} 
tH,, mact<3.l in accordam~1:, ,,,:fth the GSA :<zg,t!at:ons. 90,u~minq inspecthm of records for !his 

f)Urpose, and ;.~ny oth{,t mh,N,'lnt {i.r->., GSA or Conirn<.:in::~l) directive. Such dls.dos.ln\, ~,h:an not 

b{, ut,;~d t,) rmske <i<ztem,in.,tions a:botii. in(liv,du,s!s, 
8, A r0oxd from this system of rnconfa m,,y bi:; disc!osed, olS a routine ,,3e, b the pudic after 

ei!h~~t puc,!k;;,itiM ()J' he af>p!ication pursuant tc, ?SU.SC. ·12.2{b) or iss,iant~Z: d ;:t p,~t."'"~t 

purnu;;:r:t to '.-lfi U5.C i:5·1, FwtrH~i, ,3 ,1:,uird may be dlsdcsed, suoi&Gl b the !imitations of 2;? 

CFH ·i .14, as« ro,iUn(~ usi,. io the public ;fthe record w;;i~; filed in M application ~'vhlch 
txic.ame t~bi:ind:X,i:)d or in 'Nl,ich the proceedings wem t{;rmir,ated and wni<::.~1 a;::,pt,c;;iti,m :~, 

refornnced by eltr:;~i a p~ib,d1e,:i ,::pp!icati,:in. an ,,ppii<::Ht~in (ipen to pubiic inspection or an 

issuect pat,:3.lnt. 
8. ,<\ mcnrd from th,s $fStsm of records ni,~y bt~ ditelM;~,t as ~ mutint, tist\ t() " Fe;j~rnl, State. 

or ~oca; i~v1 enfvrcernent .agerH::.V: if th~~ lJHPT() b~corr:_.$S avY-:at{~ cf~~ ~ii~)1Htion vr p<)tent;a! 
vio!;;itkin of!,~,_,.,, or :<zg,,!atlnn. 
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APPLICATION NO. FILING DATE 

90/014,507 05/15/2020 

22235 7590 07/27/2020 

Malin Haley DiMaggio & Bowen, P.A. 
Spectrum Office Building 
4901 NW 17th Way, Suite 308 
FORT LAUDERDALE, FL 33309 

FIRST NAMED INVENTOR 

8213970 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONERFORPATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. 

2525.993REX0 

CONFIRMATION NO. 

6188 

EXAMINER 

KISS.ERIC B 

ART UNIT PAPER NUMBER 

3992 

MAIL DATE DELIVERY MODE 

07/27/2020 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

PTOL-90A (Rev. 04/07) 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

DO NOT USE IN PALM PRINTER 

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS) 

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C. 
1100 NEWYORKAVENUE, N.W. 
WASHINGTON, DC 20005 

Commissioner for Patents 
United States Patent and Trademark Office 

P.O. Box 1450 
Alexandria, VA 22313-1450 

www.uspto.gov 

EX PARTEREEXAMINATION COMMUNICATION TRANSMITTAL FORM 

REEXAMINATION CONTROL NO. 90/014,507. 

PATENT UNDER REEXAMINATION 8213970. 

ART UNIT 3992. 

Enclosed is a copy of the latest communication from the United States Patent and Trademark 
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)). 

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a 
reply has passed, no submission on behalf of the ex parte reexamination requester will be 
acknowledged or considered (37 CFR 1.550(g)). 

PTOL-465 (Rev.07-04) 
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Order Granting Request For 
Ex Parle Reexamination 

Control No. 

90/014,507 

Examiner 

ERIC B KISS 

Patent Under Reexamination 

8213970 

Art Unit AIA (FITF) Status 

3992 No 

--The MAILING DA TE of this communication appears on the cover sheet with the correspondence address--

The request for ex parte reexamination filed 05/15/2020 has been considered and a determination has 
been made. An identification of the claims, the references relied upon, and the rationale supporting the 
determination are attached. 

Attachments: a)□ PT0-892, PTO/SB/08, c)O Other: 

1. 0 The request for ex parte reexamination is GRANTED. 

RESPONSE TIMES ARE SET AS FOLLOWS: 

For Patent Owner's Statement (Optional): TWO MONTHS from the mailing date of this communication 
(37 CFR 1.530 (b)). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c). 

For Requester's Reply (optional): TWO MONTHS from the date of service of any timely filed 
Patent Owner's Statement (37 CFR 1.535). NO EXTENSION OF THIS TIME PERIOD IS PERMITTED. 
If Patent Owner does not file a timely statement under 37 CFR 1.530(b), then no reply by requester 
is permitted. 

cc:Requester ( if third party requester) 
U.S. Patent and Trademark Office 
PTOL-471G(Rev. 01-13) Office Action in Ex Parte Reexamination Part of Paper No. 20200727 
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Control Number: 90/014,507 
Art Unit: 3992 

ORDER GRANTING EXPARTE REEXAMINATION 

Page 2 

A substantial new question of patentability affecting claims 2 and 10-13 of U.S. Pat. 8,213,970 is 

raised by the request for exporte reexamination. 

Extensions of time under 37 CFR 1.136(a) will not be permitted in these proceedings because 

the provisions of 37 CFR 1.136 apply only to "an applicant" and not to parties in a reexamination 

proceeding. Additionally, 35 U.S.C. 305 requires that exporte reexamination proceedings "will be 

conducted with special dispatch" (37 CFR 1.550(a)). Extensions of time in ex porte reexamination 

proceedings are provided for in 37 CFR 1.550(c). 

The patent owner is reminded of the continuing responsibility under 37 CFR 1.565(a) to apprise 

the Office of any litigation activity, or other prior or concurrent proceeding, involving Patent 8,213,970 

throughout the course of this reexamination proceeding. The third party requester is also reminded of 

the ability to similarly apprise the Office of any such activity or proceeding throughout the course of this 

reexamination proceeding. See MPEP §§ 2207, 2282 and 2286. 

Related Proceedings 

The examiner is aware of the following related matters: 

The '970 patent is currently involved in the litigation styled AGISSoftwore Dev., LLCv. Google 

LLC, Case No. 2:19-cv-00361 (E.D. Tex.), which was filed on November 4, 2019. 

The '970 patent was involved in an Inter Portes Review of claims 1 and 3-9, in which a Final 

Written Decision found the challenged claims unpatentable. See Google LLC v. AGISSoftwore Dev., LLC, 

IPR2018-01079, Final Written Decision (P.T.A.B. Nov.19, 2019). A Notice of Appeal to the United States 

Court of Appea Is for the Federa I Circuit was filed on January 21, 2020. 

Requests for Ex Porte Reexamination have been filed for commonly-assigned U.S. Pats. 

9,408,055; 9,445,251; and 9,467,838. 

Petitions for Inter Portes Review of commonly-assigned U.S. Pat. 9,820,123 have also been filed. 

Ex Porte Reexamination - Order Granting the Request Part of Paper No. 20200727 
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Control Number: 90/014,507 
Art Unit: 3992 

Patents and Publications Cited in the Request 

The request cites the following prior art patents and printed publications: 

1) U.S. Pat. App. Pub. 2006/0218232 (Kubala); 

2) U.S. Pat. 6,854,007 (Hammond); 

3) U.S. Pat. 5,325,310 (Johnson); and 

4) U.S. Pat. 5,742,905 (Pepe). 

Prosecution History 

Page3 

U.S. Patent 8,213,970 issued from App. 12/324,122, filed on Nov. 26, 2008. The '122 App. is a 

continuation-in-part of App. 11/612,830 (filed on Dec. 19, 2006, and now U.S. Pat. 7,853,273), which is a 

continuation-in-part of App. 11/308,648 (filed on Apr. 17, 2006, and now U.S. Pat. 7,630,724), which is a 

continuation-in-part of App. 10/711,490 (filed on Sep. 21, 2004, and now U.S. Pat. 7,031,728). 

The '122 App. was originally filed with 14 claims. 

The Office initially rejected claims 1, 4, and 6 under 35 U.S.C. § 102(e) as being anticipated by 

U.S. Pat. App. Pub. 2004/0082352 (Keating et al.). '122 App., Non-Final Rej., Sep. 20, 2010, p. 2. Claims 

2, 3, and 5 were rejected under 35 U.S.C. § 103(a) as being unpatentable over Keating in view of U.S. Pat 

App. Pub. 2005/0241026 (Esler et al.). Id. at 4. Claims 7-14 were rejected under§ 103(a) as being 

unpatentable over Keating in view of U.S. Pat App. Pub. 2004/0192365 (Dalton et al.). Id. at 6. 

Applicant responded by canceling claim 1 and amending claims 2-7 and arguing that Keating 

does not disclose a forced message alert software application program loaded on each participating PC 

or PDA/cell phone as required in the amended claims. See '122 App., Remarks, Dec.17, 2010, p. 8. 

The Office rejected claims 2-10 under§ 103(a) as being unpatentable over Keating in view of 

U.S. Pat. App. Pub. 2002/0061762 (Maggenti et al.). '122 App., Final Rej., Mar. 11, 2011, p. 2. Claims 11-

14 were rejected under§ 103(a) as being unpatentable over Keating in view of Dalton. Id. at 10. 

Ex Porte Reexamination - Order Granting the Request Part of Paper No. 20200727 
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Control Number: 90/014,507 
Art Unit: 3992 

Page4 

Applicant responded by a mending claims 2, 3, and 7. Applicant again contended, intera/ia, that 

Keating did not disclose a forced message alert system. See '122 App., Remarks, Sep. 9, 2011, p. 7. 

The examiner subsequently allowed claims 2-14 upon entry of an Examiner'sAmendment 

removing references to a "PC" in all pending claims. '122 App., Examiner's Amendment, Apr. 25, 2012. 

The examiner provided the following statement of reasons for allowance of the amended claims: 

Id. at 9. 

[C]laims 2-14 have been found to be novel and the inventive because prior art record 
fails to show or teach means for attaching a forced message alert software packet to a 
voice or text message creating a forced message alert that is transmitted by said sender 
PDA/cell phone to the recipient PDA/cell phone, said forced message alert software 
packet containing a list of possible required responses and requiring the forced message 
alert software on said recipient PDA/cell phone to transmit an automatic 
acknowledgment to the sender PD A/cell phone as soon as said forced message alert 
is received by the recipient PD A/cell phone; means for requiring a required manua I 
response from the response list by the recipient in order to clear recipient's response list 

from recipient's cell phone display; means for receiving and displaying a listing of which 
recipient PDA/cell phones have automatically acknowledged the forced message alert 
and which recipient PDA/cell phones have not automatically acknowledged the forced 
message alert. 

Priority Date 

The Request contends thatthe '970 patent is not entitled to priority to any of the earlier-filed 

applications in its continuity cha in, and is instead entitled to a priority date of only November 26, 2008-

its actual filing date, (Request at 17-20). 

U pan review, the examiner agrees with the contentions and evidentia ry support in the Request, 

(see id.), that none of the earlier-filed applications provide sufficient written description support for at 

least a forced-message alert software-application program, as required by each independent claims of 

the '970 patent. Accordingly, the examiner agreesthatthe '970 patent is entitled to a priority date of 

November 26, 2008. 

Ex Porte Reexamination - Order Granting the Request Part of Paper No. 20200727 
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Control Number: 90/014,507 
Art Unit: 3992 

Substantial New Questions of Paten ta bility (SNQs) 

A. TheSNQrequirement 

Pages 

The Office may only grant a reexamination request if an SNQ affecting any claim of the patent 

concerned is raised by the request, with or without consideration of other patents or printed 

publications. 35 U.S.C. §§ 303(a) and 304. 

The court in Swanson evaluated the scope of the SNQ requirement in reexamination, extensively 

citing the legislative history of the origina I reexamination statute and the 2002 amendment: 

"[l]n passing the original reexamination statute, Congress stated that 'this new procedure will 

permit any party to petition the patent office to review the efficacy of a patent, subsequent to its 

issuance, on the basis of new information about preexisting technology which may have escaped review 

atthe time of the initial examination of the patent application,' and explained thatthe substantial new 

question requirement bars 'reconsideration of any argument a I ready decided by the office, whether 

during the original examination or an earlier reexamination."' In re Swanson, 540 F.3d 1368, 1377 (Fed. 

Cir. 2008) (quoting H.R. Rep. No. 96-1307 (1980)) (emphasis omitted). "[T]he substantial new question 

requirement 'guard[s] against simply repeating the prior examination on the same issues and 

arguments' and bars 'a second examination, on the identical ground that had previously been raised and 

overcome." Id. at 1380 (quoting In re Recreative Technologies Corp., 83 F.3d 1394, 1396-97 (Fed. Cir. 

1996)). Further, "[t]he issue raised must be more than just questioning the judgment of the examiner." 

Id. (quoting H.R. Rep. No.107-120 (2002)). "[T]o decide whether a reference that was previously 

considered by the PTO creates a substantial new question of patentability, the PTO should evaluate the 

context in which the reference was previously considered and the scope of the prior consideration and 

determine whether the reference is now being considered for a substantially different purpose." Id. 

A prior a rt patent or printed publication raises a substa ntia I question of patenta bility where 

there is a substantia I likelihood that a reasonable examiner would consider the prior art patent or 
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question of patentability has already been decided as to the claim in a final holding of invalidity by the 

Federal court system or by the Office in a previous examination. MPEP § 2242. 

B. KubalaandHammond{SNQl) 

The request asserts that a substa ntia I new question of patenta bility as to claims 2 and 10-13 of 

the '970 patent is raised by Kubala and Hammond, (Request at 7). The examiner agrees. 

Neither Kubala nor Hammond were considered by the examiner during the prosecution of the 

application that matured into the '970 patent. 

As described in the Request, Kuba la discloses PD As that send and receive mandatory-response 

messages, (see Request at 32-35 (citing Kuba la at Abstract, FIGS. 2, 9, 11A, llC, ,i,i 22, 32, 33, 35, 36, 

50, 51, 57, and 61)). 

As described in the Request, Hammond discloses tracking acknowledgements of and responses 

to mandatory-response messages, (see Request at 35-37 (citing Hammond at 1:13-16, 1:21-26, 3:1-5, 

3:31-43, 6:3-19, 6:56-8:45, 10:5-11:48; FIGS. 2, 4, SA, SB)). 

Because these new and non-cummulative technica I teachings appear to be releva ntto the 

specific features cited by the examiner as being absent from the prior art during prosecution of the '970 

patent, there is a substantial likelihood that a reasonable examiner would consider these teachings 

important in deciding whether claims 2 and 10-13 of the '970 patent are patentable. Accordingly, 

Kubala and Hammond raise a substantial new question of patentability as to these claims. 

C. Hammond,Johnson,and Pepe{SNQ2) 

The request asserts that a substantial new question of patentability as to claims 2 and 10-13 of 

the '970 patent is raised by Hammond, Johnson, and Pepe, (Request at 8-9). The examiner agrees. 

Hammond, Johnson, and Pepe were not considered by the examiner in the application that 

matured into the '970 patent. 
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As described in the Request, Hammond discloses tracking acknowledgements of and responses 

to mandatory-response messages, (see Request at 35-37 (citing Hammond at 1: 13-16, 1:21-26, 3: 1-5, 

3:31-43, 6:3-19, 6:56-8:45, 10:5-11:48; FIGS. 2, 4, SA, SB)). 

As described in the Request, Johnson discloses preventing a user from closing a mandatory-

response message that has not been responded to, (see Request at 38-39 (citing Johnson at Abstract, 

4:1-6, 28-32)). 

As described in the Request, Pepe discloses PDAs that provide an on-screen menu of possible 

responses to an incoming message, (see Request at 39 (citing Pepe at 34:10-15, 36:16-20, 36:38-51, 

FIGS. 42, 45)). 

Because these new and non-cummulative technica I teachings appear to be releva ntto the 

specific features cited by the examiner as being absent from the prior art during prosecution of the '970 

patent, there is a substantial likelihood that a reasonable examiner would consider these teachings 

important in deciding whether claims 2 and 10-13 of the '970 patent are patentable. Accordingly, 

Hammond, Johnson, and Pepe raise a substantial new question of patenta bility as to these claims. 
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A substantial new question of patentability has been raised as to claims 2 and 10-13 of U.S. Pat. 

8,213,970. 

All correspondence relating to this ex pa rte reexamination proceeding should be directed: 

By Mail to: 

By FAX to: 

By hand: 

Ma ii Stop Ex Porte Reexa m 

Central Reexamination Unit 

Commissioner for Patents 

United States Patent & Trademark Office 

P.O. Box 1450 

Alexandria, VA 22313-1450 

(571) 273-9900 

Central Reexamination Unit 

Customer Service Window 

Randolph Building 

401 Dulany Street 

Alexandria, VA 22314 

Any inquiry concerning this communication should be directed to Central Reexamination Unit at 

telephone number (571) 272-7705. 

/Eric B. Kiss/ 

Primary Examiner, Art Unit 3992 

Conferees: 

/NICK CORSARO/ 
Primary Examiner, Art Unit 3992 

/ANDREWJ. FISCHER/ 
Supervisory Patent Reexamination Specialist, Art Unit 3992 
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Spectrum Office Building 
4901 NW 17th Way, Suite 308 
FORT LAUDERDALE, FL 33309 

FIRST NAMED INVENTOR 

8213970 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONERFORPATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. 

2525.993REX0 

CONFIRMATION NO. 

6188 

EXAMINER 

CORSARO. NICK 

ART UNIT PAPER NUMBER 

3992 

MAIL DATE DELIVERY MODE 

05/28/2020 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

PTOL-90A (Rev. 04/07) 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

DO NOT USE IN PALM PRINTER 

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS) 

STERNE KESSLER GOLDSTEIN & FOX PLLC 
1100 NEWYORKAVENUE, NW 
WASHINGTON, DC 20005 

Commissioner for Patents 
United States Patent and Trademark Office 

P.O. Box 1450 
Alexandria, VA 22313-1450 

www.uspto.gov 

EX PARTEREEXAMINATION COMMUNICATION TRANSMITTAL FORM 

REEXAMINATION CONTROL NO. 90/014,507. 

PATENT UNDER REEXAMINATION 8213970. 

ART UNIT 3992. 

Enclosed is a copy of the latest communication from the United States Patent and Trademark 
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)). 

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a 
reply has passed, no submission on behalf of the ex parte reexamination requester will be 
acknowledged or considered (37 CFR 1.550(g)). 

PTOL-465 (Rev.07-04) 
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Ex Parle Reexamination Interview Summary 
- Pilot Program for Waiver of Patent 

Owners Statement 

Control No. 

90/014,507 

Examiner 

CORSARO 

Patent Under Reexamination is 
Requested 

8213970 

Art Unit 

3992 

AIA (FITF) Status 

No 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address. --

All participants (USPTO official and patent owner}: 

(1) 

(2) 

MANUELSALDANA,CRU 

BARRY HALEY, REG 25339 

Date of Telephonic Interview: 18 May 2020. 

(3) 

(4) 

A. The USPTO official requested waiver of the patent owner's statement pursuant to the pilot program for 
waiver of patent owner's statement in ex parte reexamination proceedings.* 

D The patent owner agreed to waive its right to file a patent owner's statement under 35 U.S.C. 304 in the event 
reexamination is ordered for the above-identified patent. 

0 The patent owner did not agree to waive its right to file a patent owner's statement under 35 U.S.C. 304 at this 
time. 

~ USPTO personnel were unable to reach the patent owner.** 

B. The Patent Owner of record telephoned the Office and indicated they would like to participate in the pilot 
program for waiver of patent owner's statement in ex parte reexamination proceedings.* 

0 The Patent owner of record telephoned the Office and agreed to waive its right to file a patent owner's statement 
under 35 U.S.C. 304 in the event reexamination is ordered for the above-identified patent. 

The patent owner is not required to file a written statement of this telephone communication under 37 CFR 1.560(b) or 
otherwise. However, any disagreement as to this interview summary must be brought to the immediate attention of the 
USPTO, and no later than one month from the mailing date of this interview summary. Extensions of time are 
governed by 37 CFR 1 .550(c). 

*For more information regarding this pilot program, see Pilot Program tor Waiver of Patent Owner's Statement in Ex 
Parle Reexamination Proceedings, 75 Fed Reg. 47269 (August 5, 2010), available on the USPTO Web site at 
http://www.uspto.gov/patents/law/notices/201 0.jsp. 

**The patent owner may contact the USPTO personnel at (571) 272-7705 or at the telephone number provided below if 
the patent owner decides to waive the right to file a patent owner's statement under 35 U.S.C. 304. 

/MANUEL SALDANA/ (571)272-7740 
Signature and telephone number of the USPTO official, who contacted, was contacted by, or attempted to contact the patent owner. 

cc: Requester (if third party requester) 

U.S. Patent and Trademark Office Paper No. 20200525 

PTOL-2292 (11-12) Ex Parte Reexamination Interview Summary- Pilot Program for Waiver of Patent Owner's Statement 
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UNITED STATES PATENT A'fD TRADEMARK OFFICE 

REEXAM CONTROL NUMBER 

90/014,507 

22235 
Malin Haley DiMaggio & Bowen, P.A. 
Spectrum Office Building 
4901 NW 17th Way, Suite 308 
FORT LAUDERDALE, FL 33309 

FILINGOR371 (c)DATE 

05/15/2020 

Ul\Tfl':D STATF,S Dl':PA RTMKYf OF COJVT1VfF.Rf:1' 
United States Patent and Trademark Office 

gmv11vmll'!IO"'ER FOR PATENTS 

22313-1450 

PATENT NUl'vlBER 

8213970 
CONFIRMATION NO. 6188 

REEXAM ASSIGNMENT NOTICE 

11111111111111111111111111111111111111111111111 lll~~~~!~j~l~l~IJ~~l~IJ!~~ 

Date Mailed: 05/19/2020 

NOTICE OF ASSIGNMENT OF REEXAMINATION REQUEST 

The above-identified request for reexamination has been assigned to Art Unit 3992. All future correspondence to 
the proceeding should be identified by the control number listed above and directed to the assigned Art Unit. 

A copy of this Notice is being sent to the latest attorney or agent of record in the patent file or to all owners of 
record. (See 37 CFR 1.33(c)). If the addressee is not, or does not represent, the current owner, he or she is 
required to forward all communications regarding this proceeding to the current owner(s). An attorney or agent 
receiving this communication who does not represent the current owner(s) may wish to seek to withdraw pursuant 
to 37 CFR 1.36 in order to avoid receiving future communications. If the address of the current owner(s) is 
unknown, this communication should be returned within the request to withdraw pursuant to Section 1.36. 

NOTICE OF USPTO EX PARTE REEXAMINATION PATENT OWNER STATEMENT WAIVER PROGRAM 

The USPTO has implemented a pilot program where, after a reexamination proceeding has been granted a 
filing date and before the examiner begins his or her review, the patent owner may orally waive the right to file a 
patent owner's statement. See "Pilot Program for Waiver of Patent Owner's Statement in Ex Parte Reexamination 
Proceedings," 75 FR 47269 (August 5, 2010). One goal of the pilot program is to reduce the pendency of 
reexamination proceedings and improve the efficiency of the reexamination process. 

Ordinarily when ex parte reexamination is ordered, the USPTO must wait until after the receipt of the patent 
owner's statement and the third party requester's reply, or after the expiration of the time period for filing the 
statement and reply (a period that can be as long as 5 to 6 months), before mailing a first determination of 
patentability. The USPTO's first determination of patentability is usually a first Office action on the merits or a 
Notice of Intent to Issue Reexamination Certificate (NIRC). 

Under the pilot program, the patent owner's oral waiver allows the USPTO to act on the first determination 
of patentability immediately after determining that reexamination will be ordered, and in a suitable case 
issue the reexamination order and the first determination of patentability (which could be a NIRC if the 
claims under reexamination are confirmed) at the same time. 

Benefits to the Patent Owner for participating in this pilot program include reduction in pendency. 

To participate in this pilot program, Patent Owners may contact the USPTO's Central Reexamination Unit 
(CRU) at 571-272-7705. The USPTO will make the oral waiver of record in the reexamination file in an interview 
summary and a copy will be mailed to the patent owner and any third party requester. 

cc: Third Party Requester(if any) 
STERNE, KESSLER, GOLDSTEIN & FOX PLLC 
1100 NEW YORK AVENUE, NW 
WASHINGTON, DC 20005 

/rbell/ 

Legal Instruments Examiner 
Central Reexamination Unit 571-272-7705; FAX No. 571-273-9900 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

REEXAM CONTROL NUMBER 

90/014,507 

STERNE, KESSLER, GOLDSTEIN & FOX PLLC 
1100 NEW YORK AVENUE, NW 
WASHINGTON, DC 20005 

FILING OR 371 (c) DATE 

05/15/2020 

Ul\TfED STATES DEPA RTME'IT OF COMMERCE 
United States Patent and Trademark Office 
Adiliess. COMMISSIO'JER FOR PATENTS 

PO Box 1450 
Alexandria, Virgmia 22313-1450 
\VVi\V.USpto.gov 

PATENT NUMBER 

8213970 
CONFIRMATION NO. 6188 

REEXAMINATION REQUEST 
NOTICE 

11111111111111111111111111111111111111111111111 lll~~jmljj~l~l~IJ~ijl~~~j~ 

Date Mailed: 05/19/2020 

NOTICE OF REEXAMINATION REQUEST FILING DATE 

(Third Party Requester) 

Requester is hereby notified that the filing date of the request for reexamination is 05/15/2020, the date that the 
filing requirements of 37 CFR § 1.510 were received. 

A decision on the request for reexamination will be mailed within three months from the filing date of the request 
for reexamination. (See 37 CFR 1.515(a)). 

A copy of the Notice is being sent to the person identified by the requester as the patent owner. Further patent 
owner correspondence will be the latest attorney or agent of record in the patent file. (See 37 CFR 1.33). Any 
paper filed should include a reference to the present request for reexamination (by Reexamination Control 
Number). 

cc: Patent Owner 
22235 
Malin Haley DiMaggio & Bowen, P.A. 
Spectrum Office Building 
4901 NW 17th Way, Suite 308 
FORT LAUDERDALE, FL 33309 

/rbell/ 

Legal Instruments Examiner 
Central Reexamination Unit 571-272-7705; FAX No. 571-273-9900 
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i §<~h+~.::"~'0 t~~:!:'i:.,~~'l1::(~~i~{t) i 
L,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,J 

Case assigned lo District .Judge F~odney G;!stn~p. (er;,) {Entered· 

1-1/0412049) 

Notice 0f Filing ot PatentJTraden·,ark Forrn (AO 120). AO ~ 20 mai!ed 

t.o the Direi..-1or of the U.S. Patent and Tradenv;rk Oftice. (Baxter, 

Ss~uel) (Entere,:-J: 1·1/04/2079) 

!n acco•dance win1 Uie pr0visions of 28 USC Section 636(c)_ you 

a.re hereby notitie,J that a U.S. Msg;strate Judge of this district c,:,urt 

;s availab!e to condtict Bny or a.Ii prnceecfa;gs in this sasf! inc!uding 

a jvry ci;· non-ju;y tria: and to nrder tr;e entry nf a fina: judgment The 

form Consent to Pr-:,cee,:-J Before h,1a.gistmte .Judge is avsi!abie on 

our 1,.vebsitr:~. A!I r:,ignr:~d consent forms, excluding pm se partier:,, 

sh,;uid be ,i:ed e:ectrocicEliy using the event N,otier. Regarding 

Consent to Ptl)Cfjed Beforn Magist.atfj Judge. (d1,) (Ente,ed: 

Deveiooment U.C identifying Corporate Pa,ent AGIS Holdings, !nc. 

for AG!S Softv,:are Deveiopment LLC. {Gaxtff, Sarnue!) {Entered: 

11104/2019) 

NOTICE nt Attorney Appearance by A:tred Ross Fabr;cant. on beha!f 

,:,f i\GIS Softv,:are Deveiopment LLC {Fabric.ant, ;\:fred) (Entere,J: 
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5/16/2020 2:19ev361, Agis Software Development Lie V. Google Lie 

Proceeding Text :'.) 

SUMf\.10NS Rf!tumerJ Executed by AGIS Sottvvam Deve:f;pment 

LLC. Googie LLC ser.1,:-d on 4115/20·19, a.nsv,:er di.•e ·1 ·J/261204 9. 

(Fabricant, A!fred) (Entf:fff!d: ~ 1/06/2019) 

NOT!CE nt Attorney Appearance by ,James Mark M;rnn on bef,a:t of 

Goog!e LLC (Mann. James) (Entered: 4·1/24/20-H~} 

Defendant's Unopp0serJ First Apo!ica1ion for Extfjns;0n of Time t0 

Ans;ver Complaint re Google LU>( Mann, ~l;;rnes) (i::nt.ernd: 

Defendant's Unopp0serJ F!RST App!ication for Extr:~ns;on of ~me to 

Ansv,:er Complaint is grante,J pursuant to Local Ruie CV--·12 for 

Goog!e LLC t,:, 12i26/20!9. 30 03ys Gr211ted for Deadiine 

to .1\nswer C-:,mpl2im is gra!!ted pursuant to Loc31 Ru!e CV-7 2 for 

Goog!e LLC tn ·1/40/2020. 15 Days Granted tor Deadline Extens;on. 

( ,:.h.} (EnterEd: ·12/26/2049) 

ORDER gram;ng 13 Unooposf!d MOTION for E.xt.er;r:,ion of Tirnf! to 

ORDER denying 15 An•,f!nderJ MOTION for Extr:ins;0n of Time t0 

FHe AnswEr or Otherw!se Respond to Pia;i1tiffs Complai!!t. G,:,ogle 

LLC a!!swers due 2i'18/2020. Signed by District Judge Rodney 

t,JOTICE of Attorney Apoea,ance - Pm Hae Vice by Mm"k. Liang on 

behalr of Google LLC. Fiilcg lee $100, rece;pt n,;0ber 0540-

7667356. (L.iang_ f\1ark) (E:itf:~rf!d: 02/18/2020) 

NOTICE of Attorney Appearance - Pro Hae Vice by Darin V\l Snyder 

on behalf or Google LLC. Fi'lng fee$ ·100. receipt number 0540-

.-, 
Source V 
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Proceeding Text :'.) 

NOT!CE 0t AUo;r:ey Apper:ffancfj - Pro Hflc Vice by David S 

A:111el;11g on beha:f of Goog:e l_LC. F;iing fee $100, re,:eipt number 

0540-7667492 (Alme:in;J, David) (Entered: 02/18/2020) 

NOT!CE nt Attorney Appearance by 13;11 Tr;;c on bef1a:f of Gnog:e 

L.LC (Trac, 8i!i) (Entere,J: 02i4 8/2020} 

Unopposed MOT!Ot,J fo; l..Jjave t0 Fi:f! Dr:~tendflnt'r:, Motion to 

Dismiss tar Improper Venue Under Se;;I by Goog!e :_LC 

CORPORATE DISCLOSURE STATEMENT tiled by Goog!e l.LC 

!denMyi!!g Corporate Parent Alphabet Inc. for Go,:,gie L.LC. (Man!!, 

Jan-H:')r:,) (Entered· 02/18/2020) 

[)[:\JlAND tor T,;a! tty ~Jury by Google :...LC (Mann, ,James) (Entered: 

REDACTION to 25 SEAi.ED PATENT MOTION 10 Dismiss for 

COMSOUDATION ORDER - above-captionfjd cases are l1ereby 

ORDERED t,; be CONSOLIDATED for ali P•Etrial issues with the 

LEAD CASE, Case No. 2:! 9-cv-00361. Ail pmties are instructed to 

ti:e any frilure fii;ngs ;n Hie LEAD CASI:' lncfrv·idual cases rnrna;n 

active fortriai. Signed by District Judge R-:,dney Gi!strap on 

ORDER granting 24 Unopposed MOTION for Leave to Fiie 

Def.:-ndant's Motio!! to Dis0iss for !0propff V,:-nue Und,:-r Seai. 

Signed by O!stri-:.t Judge Rodney Giistrap o!! 2/27/2020. (-:.11.) 

.-, 
Source V 
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5/16/2020 2:19ev361, Agis Software Development Lie V. Google Lie 

Proceeding Text :'.) 

ORDER granting 31 A~Jreed MOT!ON fo; Extf!nsi0n of Time tor 

P:aint.ft to Respond to Defendant's Mot!on t,:, D•sm•ss for !mwoper 

Ven\~e. Signed by District J\~dge Rodney Gi:strap on 2/27/2020. (d1. 

~3. ti 4 !:·f:-:::..~;1. G, # 5 :::>·hit:;t ~), # C: fxhib:t t:, # 7 ,::xhib;t ;:_ # 8 

t:.~.t-::Vi. ~}, # 9 t:x:·:i:J•'. H, # 10 F.:•hi:..:,·t l, # 11 t:x~!lb:t ,.:, # 12 t:x::;;-_,i:.J<. 

# 1 J t:x~,ib:: ! __ # ·14 ::.,di;t,il fv~, # ·1 S !:·fi-:i:..i•l ~.:, # ·16 t:fi-:i:..i!l C, # ·17 

to Transtf!r Ven.Jfj to ltifj Northern District of Ca!ifornia Under Sr:~al 

Signed by D•slrict .Judge Radney Gi!strap on 3/4/2020. (ch,) 

(Entered: 03/04i2020) 

ORDER gram,ng 37 Unooposf!d MOTION for Leavf! to Fi!e Motion 

to T!a.11sfe! Ve11ue to the Northern Dist!•ct of CE!iforn!a Under Sea.I. 

Si~Jned by Dir,trict Judgf! Rminey Gi!strao m: 3/4/2020. (di,) 

File Answer m Othe:·Nise Respond to Piaim;ffs Complaint Signed 

by Distr!ct Judge Ro,Jney Gi:strap on 3/4/2020. (ch,) (EntEred: 

~lo•nl MOT!ON for !:'xlension of Tirne fo;- Pl;;int.ft AGIS Soft.ware 

Deveiopment L.LC to Comp!y with P. R. 3 .. ·1 &. 3-2 (Infringement 

Cm:tentions) and for Defendants Goog!e :...LC_ Samsung Electronics 

Co .. Lt,J., Samsung EIEctron!cs A0erica. !nc. .. and VVaze Mobile 

Limited to Cornpiy w!tl1 P.R. 3-3 & 3 .. 4 (lnvaiidity Co:'1tentions) by 

AGIS Sofh,vare Develnprnenl U_C_ (A1t;;d1rnenls· # 1 l{:xi. .-_:f 

.-, 
Source V 
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5/16/2020 2:19ev361, Agis Software Development Lie V. Google Lie 

Proceeding Text :'.) 

ORDER granting 43 Motio:i Joint MOTION to, Extf!nsi0n of Time tor 

P:aint.ft AG!S SoftwE!E Devel,:,prnent LL..C to Comply 1,vith P.R. 3-·1 

& 3-2 (l:drir:gr:in1ent Contenti0ns) and for Defendants Goo~Jie l_l_C, 

Samsung Electron;cs Co., Ud, $;;msung E!ectrnnics America, Inc, 

and Waze Mobile Limited to Comply wi:h P.R. 3-3 & 3-4 (l,,valid:ty 

Cm:tentions). Signf!d by Disuict Jud~Je Rodnf!y Gilr:,trap on 

on behalf ot AG:$ Softw;;re Deve:oprnent U.C (Mess;ng, 

A:essandra} (EnterEd: 03/i:J/2020) 

Ag,eed MOT!Ot,J to Extend Dead!irlfj for Plaintiftto Resp0nd to 

\Naze Mot,i!e Urnited's Mot.;nn to Transfer Venue to tt,e Northern 

District of Caiifomia Un,Jer 28 U.S.C. § -1404(a) by AGIS Softv,,,are 

for 3/23/2020 !7 :00 AM before District Judge Rodney G!lstr2p. 

*""*Tlie Court's teiephnne conference mm1t1er is 877-336-'1839 The 

Access Code !s 57374H~#. Parti,:.ipE!!ts should usE a IEndii!!e ph,:,ne 

c0nnection, trn:fjss use ot a Cfj!lular connectim: is trJfj on:y viabie 

means Evai:able. Partic!pants shall 0ute themsei'..1Es up,:,11 jo!ning 

tl1e conference a!!d st2y muted u!!less speaking. Further 

pa:ticioant.s stoa!I ;dent;ty tr;emselves each and every tirne Uiey 

speak.'*'Ornl) (Entered: 03119i2020) 

.-, 
Source V 
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Proceeding Text :'.) 

Minute Enuy tor p•oceedings ~1eld bf!fo•e Jtidge Rodney Gilsuap: 

Sc.hedu!ing Co!!ference he:d v•a Te!econferenc.e on 3/23/2020. 

Counsei toe tfie parties appeaced and Wf!Ce asked it they consentf!d 

lo a trial betore tJ1e United Stales ~,,1ag•strate .Judge. Tlie Court lhen 

gave Mmkrnan a!!d Jury Seie-:.tio!! dz.tes; an,J dead!ines for 

1 O c:xt,,i,:t_:, # 1-1 [:_,:,::-_.;, ,:, # 12 :,/:1:t,:, ;-:, # '13 [:_,:,::-_.;, :_, # 14 

: .. ,~ .. 2~~ •.:,. # i.; --,:;··-_,·1 N, 1t 10 --,~;-:,·~ (. # i 7 --,:;··-_,·L:\ # 18 

~:x~•-b:t c~, # -19 ~:xt.;!:-it_R, # 20 ~:xt,,!:-:t '.3-. #- 21 :::,;·ii~;::·:,# 22 t:.,:~:t,i: 

.:~L # 23 S~~:::J;?~~.\·:, # 24 .'.] •. ;-JJ.:~:tii, # 25 f~>£t~0~1Li. # 26 f~td?i~.)~, # 

"7 --"':l;'·.•t·', # 28 :>,~ .. l<l\,\, # 29 _:·:;,·,,-1:..L·:.;·..,, # 30 :"·.··}·'-< ··~~.:., # J·. 

.-, 
Source V 
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5/16/2020 2:19ev361, Agis Software Development Lie V. Google Lie 

Proceeding Text :'.) 

NOT!CE 0t AUo;r:ey Appefff:fHlGfj by Sarah Gabrie:le Hartman on 

behalf of /-\GI$ Software DEve:opme!!t LLC (Hartman, Sarah} 

(Entered: 04/02/2020) 

~Jo;nl MOT!ON for Entry of D;sput.ed Docket Contro: Order by AG!$ 

SoftwErE DEvel,:,pme!!t LLC. (Attachments:# i f..:~llJ~L~t:..~:::~<:::~lf 

Agreed Disco\tery Order S;gned by District ,Judge Rodney G;lstrap 

011 4i7/2020. (ch,) (Entered: 04/07/2020) 

DOCKET CONTROL ORDER - GRANTr·<G 64 Jo;m MOTION f0,

t:nlry ot Dispvted Docket Control Order. Pretrial Conference sel for 

2/24i2021 09:00 A~v1 before District Judge Rodney GHstr2r:•., 

Arnended Plead;ngs rbe tty 7117/2020., ~Jury Seiection set for 

415/202·1 09:00AM before District Judge Rodney Gilstrap .. MarkmE!! 

Hearing set for i 0/2/2020 Ci .30 PM befo•e D;strict Judge R0tfr:ey 

Gilstrap., Moti,::,ns due by 2/8i202·1., Propose,J Pretrial Ordff ,Jue by 

2i'19/202·1.). Signed by Dis1rict Ju,Jge Rodney Gilstrap on 4/8/2020. 

(Entered: 04/14i2020) 

ORDER gram;ng 69 Joint MOT!Ot,J for Extf!nsion ot Ti:iie to Filf! 

Proposed Prote,:.tive Order. Signed by D!strict .. li.•dge Rodney 

Gils:rnp c,11 4i'l4/2020. (ch,) (Entered: 04i14i2020) 

Unopposed MOT!ON for :_eave tn Fi:e F~eply t3rief on Sripport ot !ts 

Motion t,:, Transfer Vem•e to Tho:- N,:-rthern District of Caiifornia tiy 

San1sun~] Electro:i;ss A•nf!rica, !nc., Samsun~] Eies1ro:iiss Co, 

(Emere,J: 04!"14/2020) 

SEAL.ED REPL'v' to Resp0nsfj to Motion m 35 SEALED PATENT 

MOTION to Transfer Venue to The Northern District or Cal;forniE 

fi!ed by Sa:m;ung Elf!clronicr:, America, Inc., Sa,nsLmg Eleclronicr:, 

.-, 
Source V 
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5/16/2020 2:19ev361, Agis Software Development Lie V. Google Lie 

Proceeding Text :'.) 

SEAL.ED REPL'v' to Resp0nsfj to Motion m 38 SEALED PATENT 

MOTION to Transfer Venue to The Northern District or Cal;forniE 

ORDER gram;ng 70 Unooposf!d MOTION for Leavf! to Fi!e Rep:y 

Brief •n Supp,:,rt of Its Mot!on to D•sm•ss for Improper Vem•e. Sign,:-d 

by District Judge R-:,dney Gi!strap on 4/'16/2020. (ch,) (E!!tered: 

Brief in S\mport of Its Mm;on to Trnnsfer \/f!nue t0 Tlie Nortr1f!rn 

District. of Caiifornia S•gned by District ,Judge Rodney G•lstrap on 

4i'16/2020. (ch,) (Entered: 04/1 G/2020) 

ORDER granting 75 Unopposed MOTION for L.eBve to Fiie Reo!y 

Bri,:-f in Si.•pport of Its Motio!! to T•a!!sfer \/enue to The f\lorthe!!! 

District ot CB!ifornia S;gned by District Jtidge Rodney Gilstrap on 

REDAC:T!CN t.o 74 Se;;led Rep:y to Response to Motion, to 

Transfer Venue to The Northern District of Cai•forniE by Samsung 

E!ectmnics Amer;sa, Ins., Samsung E!ectronics Co., LTD_. 

11\t~a.0· ,m~n·s· # 1 C'~c·.-.: :•··:.n .. n· •::•'' ... ,".,,ti 2 !:·/:--::::.~;~ --:·. # 3 :: . .:J;;~_,it 

U~(;\.,.~;:::-:n,. ,J::--:.n••:~:: (Entered: 04/·I 6/2020) 

Sur-Rep:ies In Fu;ttoer Opposit.inn to Detendants Gnog:e·s Mot•on to 

Dismiss (0kt. 25) and VVaze f\.fobile and Sai-r1su!!g's Motions for 

Transh':r (Dkts 33 and 39) 'Oy AGIB Software Deveiownent LLC. 

(Entere•:t 04!"17 /2020) 

ORDER gr;;nting 84 Unopposed MCTIO~~ tor Extens•on of Time tar 

P:aint.ft to FHe !ts Sur·RepiiEs In Further Oppositi,:,11 to Defe!!dants 

(Entere•:t 04i20/2020) 

Jo;nt MOT!ON for Entry of Dir,r.,uted Pr0tective Order by AGIS 

SoftwErE DEvel,:,pme!!t LLC. (Attachments:# i I.t~~ti:lL~~~i:li~:..':1~'i.t:~~ 

86 Jo:ot MOTION for Entry of Agremi E-D;smvery Order. s;gnr,d by 

Distnct . .Judge Rod!!ey Gilstrap on 4/2·1/2020. (ch,) (EntEred: 

PROTECT!Vt: ORDER 87 .Joont MOT!ON for Entry of Disputed 

Protective Ordff. Signe,J by District Judge Rodney G!lsU-a.p on 

.-, 
Source V 
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5/16/2020 2:19ev361, Agis Software Development Lie V. Google Lie 

Proceeding Text :'.) 

SEAL.ED SUR-REPLY to Reply to Rer:,ponr:,e to f\.folion !n Furn1er 

Opposit•on to Google LLC's SEi\LED PATENT MOTION to D!sm!ss 

for lrnpmptff Venue (DKL 25) fi!ed by AGIS Soti:Wffff! Df!velf.iprr:ent 

SEAl_ED SUR-REPLY to Rr:ioly to Response to Motim: In Futil1er 

Oppos!tion to Samsung Defendants· SE/-\L..ED PATENT MOTION to 

Transfor Venue to The Northern Distr!ct of C2!ifor!!!c1 (Dkt. 35) filed 

i =Rihk~»'~ &1~~t\1Wt'$}';;~{~} i 
L'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"'"J 

Patents 

Number Title 

Method of uti!izing forced alerts for interactive remote 

communications 

Issued 

07/03/2012 

Method to provide ad hoc and password protected digital 08/02/2016 

and voice neb\:orks 

Method to provide ad hoc and password protected digital 09/13/2016 

Qnd vo,ce netlNorks 

MeUiod to provide ad hoc and pass:uord protected di9jtal 10/11/2016 

~!nd \1o!ce networks 

Met!:od to provide ad l:oc and password protected digit~! 08/29/20:1. 7 

and vo:ce networks 

MeU~od to orcvide ad hoc and pass·-Nord protected digjtal 11/:1.4/2017 

and voice networks 

Copyright (c;) Lex:sr~exls C,:,urtUnk, Inc. t\l! Rights Reserved. 

*** TH!:, DAT!\ !S FDR JNFORM,l\TJDN.t,L PURPOSES ONL\' ~~~ 

Class 

45S 

Source ::) 

Subclass 

466 
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Lexis Nexis~ 

Dockets 

... PATENT MOTION for Summary Judgment of Non-Infringement of U.S. Patent No. 8,213,970 by Apple, 
Inc .. (AUad1ments: # 1 Ex. 1 - US Patent 8,213,970 Ex. 1 - US Patent 8,213,970 ... 
... 01 - US 9,467,838, # 3 Ex 02 - US 8,213,970 Ex 02 - US 8,213,970, # 4 Ex 03 - Oxford Am 
Dictionary ... 
... by Apple, Inc .. (Attachments:# 1 Ex. 16 - US Patent 8,213,970 Ex. 16 - US Patent 8,213,970 , # 2 Ex. 20 
- AGISTX_00007018-AGISTX_00007034 Ex. 20 -AGISTX_00007018-AGISTX_00007034 ... 
... hoc and password protected digital and voice networks 2016-08-02 1 1 8,213,970 Method of utilizing 
forced alerts for interactive remote communications 2012-07-03 455 ... 
... PATENT MOTION for Summary Judgment of Non-Infringement of U.S. Patent No. 8,213,970 by Apple, 
Inc .. (Attachments:# 1 Ex. 1 - US Patent 8,213,970 , # 2 ... 
... PATENT MOTION for Summary Judgment of Non-Infringement of U.S. Patent No. 8,213,970 filed by 
Apple, Inc .. (Attachments:# 1 Exhibit 11 , # ... 

Court: Texas Eastern District Court i Date: Jun 21, 2017 

... to Motion,, For Summary Judgment of Non-Infringement of U.S. Patent No. 8,213,970 [Dkt. 112] by AGIS 
Software Development LLC. (Attactunents: # 1 Declaration ... 
... No Direct Infringement and No Indirect Infringement of U.S. Patent No. 8,213,970 by HTC Corporation. 
(Attachments: # 1 Text of Proposed Order , ... 
... SEALED MOTION for Summary Judgment of Non-Infringement of U.S. Patent No. 8,213,970 filed by 
AGIS Software Development LLC. (Attachments:# 1 Declaration of ... 
... hoc and password protected digital and voice networks 2016-08-02 1 1 8,213,970 Method of utilizing 
forced alerts for interactive remote communications 2012-07-03 455 ... 
... SEALED MOTION for Summary Judgment of Non-Infringement of U.S. Patent No. 8,213,970 by LG 
Electronics, Inc .. (Attachments:# 1 Text of Proposed Order ... 
... No Direct lnfrin~1ement and No Indirect Infringement of U.S. Patent No. 8,213,970 filed by AGIS Software 
Development LLC. (Attachments: # 1 Declaration of ... 
... to Motion, For Summary Judgment Of Non-Infringement Of US Patent No. 8,213,970 [0kt. 112] by AGIS 
Software Development LLC. (Attachments: # 1 Declaration ... 

Court: Texas Eastern District Court ! Date: Jun 21, 2017 

... hoc and password protected digital and voice networks 2016-08-02 1 1 8,213,970 Method of utilizing 
forced alerts for interactive remote communications 2012-07-03 455 ... 

Court: Texas Eastern District Court i Date: Jun 21, 2017 
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... hoc and password protected digital and voice networks 2016-08-02 1 1 8,213,970 Method of utilizing 
forced alerts for interactive remote communications 2012-07-03 455 ... 

Court: Texas Eastern District Court ! Date: Jun 21, 2017 

... hoc and password protected digital and voice networks 2016-08-02 1 1 8,213,970 Method of utilizing 
forced alerts for interactive remote communications 2012-07-03 455 ... 

Court: Texas Eastern District Court i Date: Jun 21, 2017 

... District Court for the Eastern District of TEXAS [LIVE] 2019-11-04 5X6G-C5D1-J9YR-S3M6-00000-00 
8,213,970 Method of utilizing forced alerts for interactive remote communications 2012-07-03 455 ... 

Court: Texas Eastern District Court i Date: Nov 04, 2019 

... Al US District Court for the California Northern District 2018-10-09 ST JJ-9GV1-DXDT-G2CC-00000-00 
8,213,970 Method of utilizing forced alerts for interactive remote communications 2012-07-03 455 ... 

Court: California Northern District Court ! Date: Oct 09, 2018 

... 2018 U.S. Dist LEXIS 150749 8,213,970 Method of utilizing forced alerts for interactive remote 
communications 2012-07-03 455 ... 

Court: Florida Soutt1em District Court i Date: Aug 17, 2018 

... Method of providing a cellular phone/PDA communication system 2012-03-06 455 437 8,213,970 
Method of utilizing forced alerts for interactive remote communications 2012-07-03 455 ... 

Court: California Northern District Court ! Date: Jan 12, 2015 

... Method of providing a cellular phone/PDA communication system 2012-03-06 455 437 8,213,970 
MeH1od of utilizing forced alerts for interactive remote communications 2012-07-03 455 ... 

Court: California Northern District Court ! Date: Jan 12, 2015 

... Method of providing a cellular phone/PDA communication system 2012-03-06 455 437 8,213,970 
Method of utilizing forced alerts for interactive remote communications 2012-07-03 455 ... 
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Court California Northern District Court i Date: Jan 12, 2015 

... 7,031,728 Cellular phone/PDA communication system 2006-04-18 455 456.3 8,213,970 Method of 
utilizing forced alerts for interactive remote communications 2012-07-03 455 ... 

Court: California Northern District Corni i Date: Oct 09, 2018 

... 7,031,728 Cellular pt1one/PDA communication system 2006-04-18 455 456.3 8,213,970 Method of 
utilizing forced alerts for interactive remote communications 2012-07-03 455 ... 

Court: California Northern District Court i Date: Oct 09, 2018 
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5/16/2020 6 results for 8213970 OR 8,213,970 

8213970 OR 8,213,9j (z 
Search: Everything > 

I S~lect Category l 
! N E~'AlS t) ,,~.... : 
l , ~ ,, , , ., -s ~ .,__. ,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,: 

> 

·············· .. 
: News (6) 

............... : 

Group Duplicates: Off 

Sort by: 

Diarios Onciais - Brazil Feb 28, 2020 I NTEGRA; Pg. 43 ! 2603 words 

... CIRCULANTE 6.814 6.814 PROVISOES CONTINGENCIAIS (NOTA 14) 6.814 6.814 PATRIMONIO LIQUIDO 
(NOTA 15) 8.213,970 1.803.087 CAPITAL 12.263.529 10.059.852 De domiciHados no pafs 12.263.529 
1.0.059B52 PRE.JUIZOSACUMULADOS ... 
... Lucro do Exercicio - 4207.206 4.207.206 Saldos em 31/1.2/201912.263.529 (4.049.559) 8.213.970 
MUTA<;OES NO PERiODO 2.203.677 4207.206 6.410.883 As notas explicativas sao ... 

Targeted News Service : Jul 05, 2012 ! 4046 words ! Targeted News Service Targeted News Service 

... (12/324,122). The full-text of the patent can be found at http://patft.uspto.gov/netacgi/nph-Parser'? 
Sectl~PTO2&Sect2~HITOFF&p~l&u~%2Fnetahtml%2FPTO%2Fsearch-
bool.html&r~ l&f~G&I ~50&co1 ~AN D&d~ PTXT&s 1 ~ 8,213,970&OS~8,213,970&RS~8,213,970 Written by 
Satyaban Rath; edited by Hemanta Panigrahi. *** Cardiac Pacemakers ... 
... Information Systems, Jupiter, Fla., has been assigned a patent (8,213,970) developed by Malcolm K. Beyer. 
Jupiter Inlet Colony, Fla., for ... 

Dlarios Oflciais - Brazil Feb 28. 2020 I NTEGRA; Pg.45 ! 1976 words 

... Resultado do exerdcio 4.207.206184.700 Resultado Acumulado (4.049.559) (8.256.765) Total do PL R213.970 
1.803.087 (a,1) em outubro/2019 a acionista reaHzou aumento de capital, ... 

Targeted News Service ! Jul 05. 2012 : 370 words ! largeted News Service 

... (12/324,122). The full-text of the patent can be found at http://patft.uspto.gov/netacgi/nph-Parser? 
Sectl~PTO2&Sect2~HITOFF&p~l&u~%2Fnetahtml%2FPTO%2Fsearch-
bool.html&r~ l&f~G&I ~50&co1 ~AN D&d~ PTXT&s 1 ~ 8,213,970&OS~8,213,970&RS~8,213,970 Written by 
Satyaban Rath; edited by Hemanta Panigrahi. For more information ... 

https://advance. lexis.com/search/?pdmfid=1 000516&crid=2dbc11 0c-9d 11-4c56-9f02-1448c52685f9&pdsearchterms=8213970+OR+8%2C213%2C970... 1 /2 Page 306



5/16/2020 6 results for 8213970 OR 8,213,970 

... lnfonnat1on Systems, Jupiter, Fla,, has been assigned a patent (8,213,970) developed by Malcolm K. Beyer, 
Jupiter Inlet Colony, Fla.,•<< 

Diaries Onciais - Brazil Dec 17, 2018 i PAGI NAS SEM CADERNO; Pg. 114 1T73 v✓0rds 

'" EXTRATO DE DIS PENSA DE LICITA(.AO N° DO DOCUMENTO 371/2018 PROCESSO N" 8213970 /2018 / 
VIPROC/SESA; OBJETO: Aquisk;ao de 08 ca1xas (corn 100 cornprirnidos) ... 

GlobalAdSource (German) ! Apr 16. 2010 : 32 words 

... Matthias-Sportcenter ID 8213970 Price $12.0 USD Media Type Print Country Germany Source LEIPZIGER 
VOLKSZEITUNG ... 

https://advance.lexis.com/search/?pdmfid=1000516&crid=2dbc11 0c-9d11-4c56-9f02-1448c52685f9&pdsearchterms=8213970+OR+8%2C213%2C970... 2/2 Page 307
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History (30) 

Direct History (18) 

1. METHOD O>' UTIL:Z:NG FORCED ALERTS FOR l["~TERACTIIJE RE:\J:OTE COMMUN:CATl!J["~S 
US PAT 8213970, U.S. PTO Utility, July 03, 2012 

Construed by 

2. AGIS Softwe.,e Deve,opment. LLC v. Huawei Dev,ce USA Inc. 
2018 WL 4908169, E.D.Tex., Oct. 10, 2018 

AND Construed by 

3. Goo~1le LLC v. AGIS Sof:w;ire Development. LLC 
2018 WL 6131538, Patent Tr. & App. Bd., Nov. 20, 2018 

Rehearing Denied by 

4. G:Jogle LLC ,:. AGIS Software Developnm1t LLC 
2019 WL 3365934 , Patent Tr. & App. Bd. , July 25, 2019 

5. METHOD TO PROVIDE AD HOC AND PASSWORD PROTECTED DIGITAL AND VOICE NETWORl<.S 

US PAT 9408055, U.S. PTO Utility, Aug. 02, 2016 

Construed by 

6. AGIS 8oftvvr:,e Deve,opment. l.l.C v. Humvei Dev,ce USA In,~. 
2018 WL 4908169, E.D.Tex., Oct. 10, 2018 
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US PAT 9445251 , U.S. PTO Utility, Sep. 13, 2016 

Construed by 

8. App:e, ,nc. v. AGIS Sotlvvare Develor,rnent. U.C 
2018 WL 5267091 , Patent Tr. & App. Bd. , Oct. 03, 2018 

AND Construed by 

9. AGIS Software Deve!oprnent. LLC v. Huawei Dev!ce USA lr:c. 
2018 WL 4908169, E.D.Tex., Oct. 10, 2018 

AND Construed by 

10. Go:Jg:e LLC v. ,1\GIS 8:Jftware Development, LLC 
2018 WL 6131542, Patent Tr. & App. Bd., Nov. 20, 2018 

AND Construed by 

11. G0:1g:e l.:.C v. AGIS S:1ftwme Development, I.LC 
2018 WL 6131943, Patent Tr. & App. Bd., Nov. 20, 2018 

AND Construed by 

12. Goog!e LLC v. AGIS Software Development, LLC 
2019 WL 165569 , Patent Tr. & App. Bd. , Jan. 10, 2019 

13. fv1ETHOD TO PROV:DE AD HOC AND PASSWORD PROTECTED DIGITAL AND VOICE NETWORKS 

US PAT 9467838 , U.S. PTO Utility , Oct. 11, 2016 
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14. Ml,;:,:~"") VGTT.\11/::ff:~ ueveinpmer::, Lt} • .,- V. M\J3.Wf:l Uf:V!f.e UbA me. 

2018 WL 4908169, E.D.Tex., Oct. 10, 2018 

AND Construed by 

15. Goog!e LLC v. AGIS Software Development, LLC 
2018 WL 6069986 , Patent Tr. & App. Bd. , Nov. 19, 2018 

AND Construed by 

16. GO:JQ:e LLC v. ,1\GIS 8:Jftware Development, LLC 
2018 WL 6524383 , Patent Tr. & App. Bd. , Dec. 10, 2018 

17. IVlf.'THDD TO PROV:DE AD HOC AND PASSWORD PROTECTED DIGITAL AND VOICE f\if.'TWORKS 

US PAT 9749829, U.S. PTO Utility, Aug. 29, 2017 

Construed by 

18. AGIS Software Developmen:, l .. l.C v. H,rnwei Device vSA ,:ii::. 

2018 WL 4908169, E.D.Tex., Oct. 10, 2018 

Related References (12) 

19. AGIS Schwai-e Development LLC v. ;--;uawe: Device USA Inc. 
2018 WL 2329752 , E.D.Tex. , May 23, 2018 

20. Apple. Ir.:::. v. AG,S Software Development, l.l.C 
2018 WL 3811807 , Patent Tr. & App. Bd. , Aug. 08, 2018 
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22. Apple. Inc. v. AG:S Software Development, LLC 
2018 WL 5276565 , Patent Tr. & App. Bd. , Oct. 03, 2018 

23. Goog,e, l .. l.C v. AG:S Software Dev,,lopm,,nt, l.:.C 
2018 WL 5259495 , Patent Tr. & App. Bd. , Oct. 05, 2018 

24. Apple. lr:c. v. ,1\G:S Sof1.vvare Development, LLC 
2018 WL 5298632 , Patent Tr. & App. Bd. , Oct. 23, 2018 

25. Goog:e, LLC ·,. AG:S Softw;_ire Development, LLC 
2018 WL 5305041 , Patent Tr. & App. Bd. , Oct. 24, 2018 

26. Goog:e. LLC v .AG:S SOft'Nf\re Development, LLC 
2018 WL 530504 7 , Patent Tr. & App. Bd. , Oct. 24, 2018 

27. G0:1g:e, l.LG v AG:S S:1ftwar,, Development, l..l.C 
2018 WL 5314 789 , Patent Tr. & App. Bd. , Oct. 26, 2018 

28. Goog:e LLC v. ,1\GIS Sof1.vvare Development, LLC 
2018 WL 642814 7 , Patent Tr. & App. Bd. , Dec. 04, 2018 

29. GO:JQ:e LLC v. ,1\GIS 8:Jftware Development, LLC 
2019 WL 151596 , Patent Tr. & App. Bd. , Jan. 09, 2019 

30. Goog,e LLC v. AGIS Software Development, LLC 
2019 WL 151612 , Patent Tr. & App. Bd. , Jan. 09, 2019 
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PTO/SB/81C (12-08) 
Approved for use through 03/31/2021. 0MB 0651-0035 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid 0MB control number. 

'EEXAMINATION - THIRD PARTY REQUESTER 
Control Number(s) To Be Assigned ""' 

POWER OF ATTORNEY OR 
Filing Date(s) Herewith 

REVOCATION OF POWER OF ATTORNEY WITH 
First Named Inventor Malcolm K. Bever 

A NEW POWER OF ATTORNEY 
Title Method of Utilizina Forced Al~ 

AND 
Patent Number 8,213 970 

CHANGE OF CORRESPONDENCE ADDRESS Examiner Name To Be Assiqned 
Attorney Docket No(s). 2525. 993REX0 

I hereby revoke all previous requester powers of attorney given in the above-identified reexamination proceeding control number(s). 

□ A Power of Attorney is submitted herewith. 

OR 

[i] 
I hereby appoint Practitioner(s) associated with the following Customer Number as my/our 
attorney(s) or agent(s) to prosecute the proceeding(s) identified above, and to transact all 26111 
business in the United States Patent and Trademark Office connected therewith: 

OR 

□ 
I hereby appoint Practitioner(s) named below as my/our attorney(s) or agent(s) to prosecute the proceeding(s) 
identified above, and to transact all business in the United States Patent and Trademark Office connected therewith: 

Practitioner(s) Name Registration Number 

Please recognize or change the correspondence address for the above-identified reexamination proceeding control number(s) 
(more than one may be changed only if they are merged proceedings) to be: 

□ The address associated with the above-mentioned Customer Number. 

OR 
i] The address associated with Customer Number: 26111 

OR 

□ 
Firm or 
Individual Name 

Address 

City I State I I Zip I 
Country 

Telephone I Email I 

I am the third party requester. 

□ Proof of authority to act on behalf of requester submitted herewith or filed on 

\ SIGNATURE of Third Party Requester 

Signature <~ \i'a--.----_., I Date 14/29/2020 
Name Jennife'rl Poise I Telephone I 
Title and Company Director Litioation Gooale LLC 
This collection of information is required by 37 CFR 1.31, 1.32 and 1.33. The information is required to obtain or retain a benefit by the public which is to file (and by the 
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 3 minutes to complete, 
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on 
the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and 
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 
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c12) United States Patent 
Beyer 

(54) METHOD OF UTILIZING FORCED ALERTS 
FOR INTERACTIVE REMOTE 
COMMUNICATIONS 

(75) Inventor: Malcolm K. Beyer, Jupiter Inlet Colony, 
FL (US) 

(73) Assignee: Advanced Ground Information 
Systems, Inc., Jupiter, FL (US) 

( *) Notice: Subject to any disclaimer, the term ofthis 
patent is extended or adjusted under 35 
U.S.C. 154(b) by 367 days. 
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(57) ABSTRACT 

The system and method having a specialized software appli
cation on a personal computer or a PDA/cell phone that that 
enables a participant to force an automatic acknowledgement 
and a manual response to a text or voice message from other 
participants within the same network. Each participant's 
PDA/cell phone includes a force message alert software 
application program for both creating and processing these 
forced message alerts. The system and method enabled by the 
force message alert software application program provides 
the ability to (a) allow an operator to create and transmit a 
forced message alert from a sender PDA/cell phone to one or 
more recipient PCs and PDA/cell phones within the commu
nication network; (b) automatically transmit an acknowl
edgement of receipt to the sender PDA cell phone upon the 
receipt of the forced message alert; ( c) periodically resend the 
message to the recipient PCs and PDA/cell phones that have 
not sent an acknowledgement; (d) provide an indication of 
which recipient PCs and PDA/cell phones have acknowl
edged the forced message alert; ( e) provide a manual response 
list on the display of the recipient PC and PDA/cell phone's 
display that can only be cleared by manually transmitting a 
response; and (f) provide an indication on the sender PDA/ 
cell phone of the status and content the manual responses. 

13 Claims, 6 Drawing Sheets 
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PROVIDE EACH ACS NETWORK PARTICIPANT WITH A 
CELL PHONE/ PDA / GPS WITH TOUCH SCREEN DISPLAY 

i 
PROVIDE A MAP FOR GEOGRAPHICAL DISPLAY IN EACH 

PHONE 

t 
PROVIDE A DATABASE OF FIXED SITES AND THEIR 

LATITUDE- LONGTITUDE AND THEIR PHONE NUMBERS 

i 
PROVIDE A SYMBOL GENERATOR THAT CREATES A 

DISPLAY SYMBOL AT THE CORRECT LOCATION 
REPRESENTING AN ACS NETWORK PARTICIPANT OR ONE 

OF THE FIXED LOCATIONS ON THE GEOGRAPHICAL 
DISPLAY 

i 
CONTROL THE ACS DISPLAY THROUGH THE USE OF 

LAYERED SOFT SWITCHES 

i 
PROVIDE ACS THAT CAUSES THE EXCHANGE OF 

IDENTITY, LOCATION AND STATUS DATA BETWEEN THE 
PARTICIPANTS AND THE EXCHANGE OF FREE TEXT, 

PREFORMATTED TEXT MESSAGES, PHOTOGRAPHS AND 
VIDEOS 

i SET UP 

PROVIDE ACS THAT AUTOMATICALLY INITIATES A CALL CONFERENCES 

TO A PARTICIPANT BY TOUCHING THE PARTICIPANT'S 1.....-. BY SELECTING A 

SYMBOL ON THE DISPLAY AND SELECTING THE CALL PLURALITY OF 

SWITCH SYMBOLS 

i 
PROVIDE ACS THAT PERFORMS THE FUNCTJON OF 

REMOTELY CALLING ANOTHER PARTICIPANT'S CELL 
PHONE 

i 
SEND A MESSAGE TO THE REMOTE PHONE'S ACS THAT 

CAUSES IT TO CALL ANOTHER PHONE NUMBER OR 
PERFORM OTHER FUNCTIONS 

Fig 1b 
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Fig. 2 
START 

i 
The Forced Messaging Alert Software is installed on a plurality 
of cell phones, integrated PDA/cell phones and PCs, creating a 

communication network 

One or more default response lists for the communication 
network are created 

The contact and identifying information for each cell phone, 
integrated PDA/cell phone and PC that is a member of the 
communication network and the default response list(s) are 
loaded on to every member cell phone, integrated PDA/cell 

phone and PC. A list is kept of each integrated PDA/cell phone 
and PC as they sign on the communications network. 

' 
END 
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Fig. 3A 

[ START 

The sender selects the forced messaging alert application 
software on a sender cell phone, integrated PDA/cell phone or 

PC and is prompted by said sender cell phone, integrated 
PDA/cell phone or PC to type the text message or record the 

voice message 

The sender types a text message or records a voice message 
on said sender cell phone, integrated PDA/cell phone or PC 
and is then prompted by said sender cell phone, integrated 
PDA/cell phone or PC to select if the message is to be sent 

to: a. a single user, b. all users participating in the network or 
c. a list of users. 

The sender then selects the default response list or creates a 
new response list that is sent with the text message or voice 

recording 

The sender designates instructs said sender cell phone, 
integrated PDA/cell phone or PC to transmit the message 

The forced message alert is transmitted to every designated 
recipient cell phone, integrated PDA/cell phone and PC 

GOTO 
FIG. 38 
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Fig. 3B 

FROM FIG. 3A 

The sender cell phone, integrated PDA/cell phone or PC 
receives and monitors for acknowledgments of receipt from 

recipient cell phones, integrated PDA/cell phones and PCs and 
displays an indication of which recipient cell phones, integrated 

PDA/cell phones and PCs have acknowledged receipt of the 
message alert 

The sender cell phone, integrated PDA/cell phone or PC 
periodically resends the message alert to the recipient cell 
phones, integrated PDA/cell phones or PCs that have not 

acknowledged receipt. 

The sender cell phone, integrated PDA/cell phone or PC monitors 
for and receives responses to the message alert from the 

recipient cell phones, integrated PDA/cell phones and PCs and 
displays an indication of the response from each recipient cell 

phone, integrated PDA/cell phone and PC. 

END 
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Fig. 4 

START 

l 
The forced alert message is received by the recipient cell phone, 

integrated PDA/cell phone or PC. In response to receipt of the 
forced alert message, the recipient phone software prepares and 

sends an automatic acknowledgement of the receipt to the 
sender cell phone, integrated PDA/cell phone or PC 

i 
After the acknowledgement of receipt is sent, the forced voice 

alert software takes control of the recipient's cell phone, 
integrated PDA/cell phone or PC and causes the text message 

to be displayed or the voice message to be periodically repeated 
and a list of responses to be shown on the display of the 

recipient cell phone inteqrated PDA/cell phone or PC PDA/cell 

i 
The recipient selects a response from the response list and the 
recipient cell phone and transmits the response to the senders 

cell phone. 

The forced message alert software releases control of the 
recipient cell phone, integrated PDA/cell phone or PC and 
clears the display or stops repeating the voice message 

END 
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METHOD OF UTILIZING FORCED ALERTS 
FOR INTERACTIVE REMOTE 

COMMUNICATIONS 

This application is a continuation-in-part of U.S. patent 
application Ser. No. 11/612,830 filed on Dec. 19, 2006 which 
is a continuation-in-part of U.S. patent application Ser. No. 
11/308,648 filedApr. 17, 2006 which is a continuation-in-part 
of U.S. patent application Ser. No. 10/711,490 now U.S. Pat. 
No. 7,031,728. 

BACKGROUND OF THE INVENTION 

1. Field of the Invention 
A communications system and method that uses a plurality 

of PCs and PD A/cell phones for the coordination of two or 
more people through the use of a communications network. 
The system and method provide each user with a PC or 
PDA/cell phone that has forced message alert software that 
enables a user to create and send a voice or text message alert 
that forces an automatic acknowledgement upon receipt and a 
manual response from the recipient. 

2. Description of Related Art 
The purpose of a communications system is to transmit 

information bearing digital messages from a source, located 
at one point, to a user destination, located at another point 
some distance away. A communications system is generally 
comprised of three basic elements: transmitter, information 
channel and receiver. One form of communication in recent 
years is cellular phone telephony. A network of cellular com
munication systems set up around an area such as the United 
States allows multiple users to talk to each other, either on 
individual calls or on group calls, with handheld devices. 
Some cellular phone services enable a cellular phone to 
engage in conference calls with a small number of users. 
Furthermore, cellular conference calls can be established 
through 800 number services. Cellular telephony also now 
includes the ability to access local WiFi connections, allow
ing the devices to utilize cellular phone data transmission 
technology as well as the data transmission ability of the 
Internet. 

The method and operation of the integrated PDA/cell 
phones ( cell phone/PDA/GPS with touch screen) used herein 
is described in U.S. Pat. No. 7,031,728, which is hereby 
incorporated by reference, pending U.S. patent application 
Ser. No. 11/308,648, and pending U.S. patent application Ser. 
No. 11/612,830, and are usually discussed herein as a cell 
phone. 

In many situations it is desirable for a user to be able to 
simultaneously send a message to the cell phones or PCs of a 
large group of people. This can be typically accomplished 
using Digital SMS (Smart Message Service) and TCP/IP 
messages that are transmitted using cellular technology such 

2 
SUMMARY OF THE INVENTION 

Applicant's communication system and method described 
herein is embodied in the forced alert software developed by 

5 applicant and installed in the PCs and PDA/cell phones used 
herein. 

A plurality of PCs and PDA/cell phones each having forced 
alert software installed providing a communication network 
of PCs and PDA/cell phones with the ability to: a) allow an 

10 operator to create and transmit (via TCP/IP or another digital 
transmission means) a forced voice alert, wherein said forced 
voice alert is comprised of a text or voice message file and a 
forced alert software packet, from a sender PC or PDA/cell 

15 
phone to one or more recipient PCs and PDA/cell phones 
within said communication network; (b) automatically trans
mit an acknowledgement of receipt from said recipient PCs 
and PDA/cell phones to the sender PCs or PDA/cell phones 
upon receipt of the forced message alert by the recipient PCs 

20 and PDA/cell phones; ( c) periodically resend the message to 
the recipient PCs and PDA/cell phones that have not sent an 
acknowledgement until an acknowledgement is received 
from every recipient PC and PDA/cell phone; (d) provide an 
indication on the display of the sender PC or PD A/cell phone 

25 of which recipient PCs and PDA/cell phones have acknowl
edged the forced message alert; ( e) provide a manual response 
list on the display of the recipient PC and PDA/cell phone's 
display that can only be cleared by manually selecting and 
transmitting a response from the list or recording and trans-

30 mitting a voice response after sending said automatic 
acknowledgment; and (f) provide an indication on the sender 
PC or PDA/cell phone of the status the manual response and 
the content of the manual response from each recipient PCs 

35 
and PDA/cell phones. 

A communication network server can act as a forwarder for 
TCP/IP communications between any combination of PC 
users or PDA/cell phone users. The server can also act as a 
forwarder of data addressed from one participant to one or 

40 more addressed participants, thus permitting the transmission 
of forced text or voice messages, other messages, photo
graphs, video, E-mail and URL data from one network par
ticipant to other selected network participants. 

The above functions can also be accomplished using WiFi, 
45 WiMax or other peer to peer communications. However, for 

use with cellular communications and to assure the level of 
security that cell phone companies require, a centralized 
static IP mutable server is used. 

It is the object of this invention provide to a method in 
50 which by sending a forced text or voice message to a recipient 

or a group of recipients, a sender can compel an automatic 
acknowledgement of receipt from each recipient's PC or 
PDA/cell phone and require a manual response from the 
recipient via the recipient's cell phone before the message can 

55 be cleared. 
In accordance with these and other objects which will 

become apparent hereinafter, the instant invention will now 
be described with particular reference to the accompanying 
drawings. 

BRIEF DESCRIPTION OF THE DRAWINGS 

as the various versions of GSM and CDMA or via a WiFi local 
area network. However, in some situations it is additionally 
desirable to know: (a) which people received the message on 
their cell phone or PC, (b) which people did not receive the 
message on their cell phone or PC, and ( c) the response of 60 

each person receiving the message. Digital SMS and TCP/IP 
messages do not provide each of those functions. As a result, 
what is needed is a method in which a sender of a text or voice 
message can force an automatic acknowledgement upon 
receipt from a recipient's cell phone or PC and a manual 
response from the recipient via the recipient's cell phone or 
PC when sending the text or voice message. 

FIG. la shows a front elevational view of an integrated 
PDA/cell phone having a touch screen that includes forced 

65 message alert software described herein. 
FIG. lb shows a flow chart that explains the device shown 

in FIG. la. 
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FIG. 2 shows the installation and set up of the forced 
message alert software on a communication network of cell 
phones, integrated PDA/cell phones, and PCs. 

4 

FIG. 3A shows the first section of a flow chart showing a 
process of sending a forced message alert to one or more 5 

recipients as well as for ascertaining which rec1p1ents 
received the forced message alert and which recipients 
responded to the forced message alert. 

The server also acts as a forwarder of data addressed from 
one participant to one or more addressed participants, thus 
permitting the transmission of forced message alerts, other 
text and voice messages, photographs, video, E-mail and 
URL data from one network participant to other selected 
network participants. 

The above functions can also be accomplished using WiFi, 
WiMax, or other peer to peer communications. However, for 
use with cellular communications and to assure the level of FIG. 3B shows the second section of a flow chart showing 

a process of sending a forced message alert to one or more 
recipients as well as for ascertaining which recipients 
received the forced message alert and which recipients 
responded to the forced message alert. 

10 security that cell phone companies require, a centralized 
static IP mutable server is used. 

Referring now to the drawings and, in particular, FIGS. la 

FIG. 4 shows a flow chart showing a process ofreceiving a 
15 

forced message alert as well as providing an acknowledgment 
ofreceipt and a response by the recipient. 

and lb, a small handheld cellular phone 10 is shown that 
includes a PDA integrated in housing 12 that includes an 
on/off power switch 19, a microphone 38, and an LCD dis
play 16 that is also a touch screen system. The small area 16a 
is the navigation bar that depicts the telephone, GPS and other 
status data and the active software. Each cell phone includes 
a CPU and databases that store information useful in the PREFERRED EMBODIMENT OF THE 

INVENTION 

A communication system and method that joins partici
pants in a communications network using personal computers 
("PC") and handheld cell phones having integrated personal 
digital assistant ("PDA/cell phone") with a forced message 
alert software application program that allows a participant to 
send a text or voice message to a group of people and force an 
automatic acknowledgment of receipt and a manual response. 

Each PDA/cell phone described herein for the participant 
network has its own individual on/off power and can function 
just as any other cell phone. It can also function with its PDA. 
To operate on the network, obviously the PDA/cell phone 
power switch has to be on. If the PDA/cell phone is com
pletely turned off, then it is not part of the participating 
network and cannot send or receive any forced message 
alerts. In addition to its own on and off power switch, it has the 
forced message alert software application program that is 
activated manually when preparing to send a text or voice 
message or is activated automatically when receiving a forced 
message alert from another PC or PDA/cell phone. 

Each PC described herein is like any other contemporary 
PC, except that it has the forced message alert software appli
cation program installed on it. To operate on the network, 
obviously the PC must be on and have an active connection to 
the Internet or other digital transmission means. If the PC is 
completely turned off, then it is not part of the participating 
network and cannot send or receive any forced message 
alerts. The forced message alert software application program 
on the PC is activated manually when preparing to send a text 
or voice message or is activated automatically when receiving 
a forced message alert from another PC or PDA/cell phone. 

The communication system also includes a server that acts 
as a forwarder for IP communications between any combina
tion of PD A/cell phone users and/or PC based users. Network 
participant location, identity and status messages are sent to 
the server by each user. The users are the network partici
pants. Network participant entered tracks are also sent to the 
server. Because this data is of interest to all the network 

20 communication network. With the touch screen 16, data can 
be entered through the operator using a stylus 14 ( or operator 
finger) by manipulatively directing the stylus 14 to literally 
touch display 16. Soft switches 16d displayed on the display 
16 are likewise activated by using a stylus 14 and physically 

25 and manipulatively directing the stylus to literally touch dis
play 16. The display x, y coordinates of the touched point are 
known by a CPU in the PDA section of the communication 
system in housing 12 that can coordinate various information 
contained in the PDA relative to the x, y coordinate position 

30 on the display 16. Inside housing 12 is contained the conven
tional cellular phone elements including a modem, a CPU for 
use with a PDA and associated circuitry connected to speaker 
24 and microphone 38. Conventional PDA/cellular phones 
are currently on sale and sold as a unit that can be used for 

35 cellular telephone calls and sending cellular SMS and TCP/IP 
or other messages using the PDA's display 16 and CPU. The 
device 10 includes a pair of cellular phone hardware activat
ing buttons 20 to tum the cellular phone on and 22 to turn the 
cellular phone off. Navigation pad actuator 18 is similar to a 

40 joy or force stick in that the actuator 18 manually provides 
movement commands that can be used by the PDA' s software 
to move a cursor on display 16. Switches 26 and 28 are 
designed to quickly select an operator specified network soft
ware program. Speaker 24 and microphone 38 are used for 

45 audio messages. Switch 19 at the top left of device 10 is the 
power on and power off switch for the entire device. 

The heart of the invention lies in the forced message alert 
software application program provided in each PC or PDA/ 
cell phone. The forced message alert software application 

50 program is activated through use of a screen drawn soft switch 
or by clicking on an icon on the PC or PD A/cell phone display 
screen or when a forced message alert transmission is 
received by another PC or PDA/cell phone. The display 16 is 
mounted within the housing 12 as part of the PDA and the 

55 CPU (not shown). The internal CPU includes databases and 
software application programs that provide for a geographi
cal map and georeferenced entities that are shown as display 
portion 16b that includes as part of the display various areas 

participants, the server forwards the data received from one 
participant to all other participants, thus providing the infor- 60 

mation necessary for all network participants to know the 
identity, location and status of all other network participants. 

of interest in the particular local map section. 
When looking at display 16, the software switches (soft 

switches) which appear at the very bottom of the display 16d 
are used to control by touch many of the software driven 
functions of the PDA/cell phone. The soft switches are acti
vated through the operator's use of the navigation pad 18, or 

In addition, the server keeps all of the network participants 
updated on information kept in its databases, such as all of the 
participants' telephone numbers, E-mail addresses and other 
information necessary to carry on the communications 
described herein. 

65 a small track ball, force stick or similar hardware display 
cursor pointing device. Alternatively, the operator may 
choose to activate the software switches by touching the 
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Equally important, an operator/user with a PD A/cell phone 
call the police station or any other specific geographical facil
ity displayed on the cell display map, including: buildings, 
locations of people, vehicles, facilities, restaurants, and the 

screen with a stylus 14 (or finger) at the switches' 16d loca
tions. When some of the software switches are activated, 
different software switches appear. The bar display 16d 
shows the software switches "ZM IN (zoom in)," "ZM OT 
(zoom out)," "CENT ( center)" and "GRAB (pan/grab)" at the 
bottom of the screen. These software switches enable the 
operator to perform these functions. The "SWITH (switch)" 
software switch at the lower right causes a matrix oflayered 
software switches (soft switches) to appear above the bottom 
row of switches. Through use of the software switches, the 
operator can also manipulate the geographical map 16b or 
chart display. When looking at FIG. la, display symbols 
depict permanent geographical locations and buildings are 
shown. For example, the police station is shown and, when the 
symbol is touched by the stylus or finger, the latitude and 
longitude of the symbol's location, as shown in display sec
tion 16c, is displayed at the bottom left of the screen. The 
bottom right side of display 16c is a multifunction inset area 
that can contain a variety of information including: a) a list of 
the communication link participants; b) a list of received 
messages; a) a map, aerial photograph or satellite image with 
an indication of the zoom and offset location of the main map 
display, which is indicated by a square that depicts the area 
actually displayed in the main geographical screen 16b; d) 
applicable status information; and e) a list of the communi
cation net participants. Each participant user would have a 
device 10 shown in FIGS. la and lb. 

5 like, whose PD A/cell phone numbers and, if available, E-nail 
addresses, IP addresses and their URLs are previously stored 
in the database, by touching a specific facility location on the 
map display using the stylus 14 and then touching the cellular 
phone call switch. As an example, the operator/user can touch 

10 and point to call a restaurant using a soft switch by touching 
the restaurant location on the display with a stylus and then 
touching the call soft switch. The cellular phone will then call 
the restaurant. Thus, using the present invention, each partici
pant can touch and point to call to one or more other net 

15 participants symbolically displayed on the map, each of 
whom has a device as shown in FIG. la and can also point to 
call facilities and regular phone numbers that had been pre
viously stored in the phone's database. Furthermore, this 
symbol hooking and soft switch technique can be used to go 

20 to a fixed facility's website or to automatically enter the fixed 
facility's E-mail address in an e-mail. 

Each PDA/cell phone user device is identified on the map 
display of the other participants users' phone devices by a 
display symbol that is generated on each user phone display to 

Also shown on the display screen 16, specifically the geo
graphical display 16b, is a pair of different looking symbols 
30 and 34, a small triangle and a small square, which are not 
labeled. These symbols 30 and 34 can represent communica
tion net participants having cellular phones in the displayed 
geographical area that are part of the overall cellular phone 
communications net, each participant having the same device 

25 indicate each user's identity. Each symbol is placed at the 
correct geographical location on the user display and is cor
related with the map on the display. The operator of each 
PDA/ cell phone device may also enter one or more other fixed 
entities (buildings, facilities, restaurants, police stations, etc.) 

30 and geo-referenced events such as fires, accidents, or other 
events into its database. This information can be likewise 

10 used. The latitude and longitude of symbol 30 is associated 35 

within a database with a specific cell phone number and, if 
available, its IP address and E-mail address. The screen dis
play 16b, which is a touch screen, provides x and y coordi
nates of the screen 16b to the CPU's software from a map in 
a geographical database. The software has an algorithm that 40 

relates the x and y coordinates to latitude and longitude and 
can access a communications net participant's symbol or a 
fixed or movable entity's symbol as being the one closest to 
that point. 

In order to initiate a telephone call to the PDA/cell phone 45 

user ( communication net participant) represented by symbol 
(triangle) 30 at a specific latitude and longitude displayed on 
chart 16b, the operator touches the triangle 30 symbol with 
the stylus 14. The operator then touches a "call" software 
switch from a matrix of displayed soft switches that would 50 

overlay the display area 16c. Immediately, the PDA/cell 
phone will initiate a cellular telephone call to the PDA/cell 
phone user at the geographical location shown that represents 
symbol 30. A second PDA/cell phone user (communication 
net participant) is represented by symbol 34 which is a small 55 

square (but could be any shape or icon) to represent an indi
vidual cellular phone device in the display area. The ring 32 
around symbol 30 indicates that the symbol 30 has been 
touched and that a telephone call can be initiated by touching 
the soft switch that says "call." When this is done, the tele- 60 

phone call is initiated. Other types of symbolic elements on 
the display 16 can indicate that a cellular phone call is in 
effect. Additionally, the operator can touch both symbol 34 
and symbol 30 and can activate a conference call between the 
two cellular phones and users represented by symbols 30 and 65 

34. Again, a symbolic ring around symbol 34 indicates that a 
call has been initiated. 

transmitted to all the other participants on the communica
tions net. The map, fixed entities, events and PDA/cell phone 
device communication net participants' latitude and longi
tude information is related to the "x" and "y" location on the 
touch screen display map by a mathematical correlation algo
rithm. 

When the PDA/cell phone device user uses a stylus or 
finger to touch one or more of the symbols or a location 
displayed on the cellular phone map display, the system's 
software causes the status and latitude and longitude infor
mation concerning that symbol or location to be displayed. In 
order to hook a symbol or "track" such as another net partici
pant which represents an entity on the geo-referenced map 
display, or a fixed geographical entity such as a restaurant, 
police station or a new entity observed by a cell phone user 
which is discussed below, the operator points at or near the 
location of a geo-referenced symbol appearing on the PDA/ 
cell phone display that represents a specific track or specific 
participant or other entity. The hook application software 
determines that the stylus is pointed close to or at the location 
of the symbol and puts a circle, square or other indication 
around the symbol indicating that amplification information 
concerning the symbol is to be displayed and indicating that 
additional data or change in data can be made to the indicated 
symbol. The hook application code then sends a message to 
the display application code to display the net participant, 
facility or entity's amplifying data. The display application 
code retrieves the primary data and amplification data con
cerning the symbol or entity from the database and displays 
the information at the correct screen location. The operator 
can then read the amplification data that relates to that specific 
symbol at the specific location. The PD A/cell phone operator 
can also select soft switches on the touch screen display to 
change the primary data and amplification data. Furthermore, 
the operator can use a similar method of hooking and select
ing to activate particular soft switches to take other actions 
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which could include: making cellular phone calls, conference 
calls, 800 number calls; sending a free text message, operator 
selected preformattedmessages, photographs or videos to the 
hooked symbol; or to drop a entered symbol. 

Each known net participant has a PD A/cell phone number, 
IP address and, if available, E-mail address that is stored in 
each participant's device database. 

Referring now to FIG. 2, in order to set up a communica
tion network that utilizes the forced message alert system, the 
forced message alert software application program must be 
installed on a plurality of PCs and/or PDA/cell phones. The 
application will provide for a forced alert message that can be 
designated for transmission according to several criteria: a.) 
A single PC and/or PDA/cell phone, b.) The list of users 
currently participating in the network, and c.) A user or 
administrator predefined list of network participants. 

A required response list which will be either preinstalled in 
the phone application software or sent with the forced mes
sage alert will be presented to the user operator upon receipt 
of the forced message. When the forced text or voice alert is 
received, the user operator is presented with the required 
response list. In order to clear the forced text message alert 
from the user operator's PC or PDA/cell phone display, the 
user operator is required to select a reply from this list. If the 
alert is a voice message, the message keeps repeating at a 
defined rate until the user operator selects from the required 
response list. A military default response list would typically 
consist of choices such as, "will comply," "will not comply," 
and "have complied." However, depending on the nature of 
the industry in which the users in the communication network 
are in, this default response list could vary significantly. 

The contact and identifying information for each PC and 
PDA/cell phone that is anticipated to be a member of the 
communication network and the default response list is 
loaded on to every member PC and PDA/cell phone in the 
preferred embodiment. This step makes sure the each user of 
the communication network has, in addition to the necessary 
software, the necessary information to send a forced message 
alert to any and every known member of the communication 
network. When operating in an open network mode where all 
that know the password can join the network, the default list 
is created or expanded as new members join. 

Referring now to FIG. 3A and FIG. 3B, the process of 
sending a forced message alert from a PC or PDA/cell phone 
begins with a sender selecting the forced message alert soft
ware application program on a sender PC or PD A/cell phone. 
The sender can then select by said sender PC or PDA/cell 
phone to type a text message or record a voice message or 
select the text alert or voice alert from a list. Once the sender 
types a text message or records a voice message or selects a 
voice or text message on said PC or PDA/cell phone, the 
sender can then use a soft switch or selection from a list to 
send the forced alert to: a.) Another network participant, b.) 
The current PC or PD A/cell phone network participants or c.) 
A user or administrator predefined list of network partici
pants. The response list from which the message receiver 
must select can either be included in the forced alert message 

8 
Then, the sender PC or PDA/cell phone provides an indica
tion of which of the PC or PDA/cell phone that the forced 
message alert was sent to have acknowledged receipt and 
which of the PC or PDA/cell phone that the forced message 

5 alert was sent to have not acknowledged receipt on its display. 
The sender PC or PDA/cell phone will then periodically 
resend the forced message alert to the PC or PD A/cell phone 
that have not acknowledged receipt. 

The sender PC or PDA/cell phone also monitors for and 
10 receives electronic transmissions with manual responses to 

the forced message alert from the PC or PD A/cell phone that 
received the message. As these electronic transmissions with 
manual responses are received, the sender PC or PDA/cell 
phone displays an indication of the response from each recipi-

15 ent cell phone, integrated PDA/cell phone and PC. 
Referring now to FIG. 4, the process ofreceiving, acknow !

edging and responding to a forced message alert from the 
sender PC or PDA/cell phone begins when an electronic 
transmission is received by a recipient PC or PDA/cell phone. 

20 When the electronic transmission is received by the recipient 
PC or PDA/cell phone, the recipient PC or PDA/cell phone 
identifies the transmission as a forced message alert and the 
forced message alert software application program on the 
recipient PC or PDA/cell phone separates the text or voice 

25 message and the forced message alert software packet. Imme
diately following the detection of the forced message alert, 
the forced message alert software application program on the 
recipient PC or PDA/cell phone prepares and electronically 
transmits an automatic acknowledgement of receipt to the 

30 sender PC or PD A/cell phone. However, if the recipient PC or 
PDA/cell phone is powered off or is not able to receive elec
tronic transmissions, the forced message alert is not received 
by the recipient PC or PDA/cell phone and no acknowledg
ment is transmitted. Ifno acknowledgement is received, the 

35 sender PC or PDA/cell phone continues to transmit the forced 
alert at a predefined rate until acknowledged. 

After the acknowledgement of receipt is transmitted, the 
forced voice alert software application program effectively 
takes control of the recipient PC or PDA/cell phone. If a text 

40 message was received, the forced voice alert software appli
cation program causes the text message and the response list 
to be shown on the display of the recipient PC or PD A/cell 
phone until a manual response is selected from the response 
list. Upon selection of the desired response, the forced alert 

45 text data is cleared from the recipient PC or PDA/cell phone 
display. If a voice message was received, the forced voice 
alert software application program causes the voice message 
to be periodically repeated using the speakers of the recipient 
PC or PDA/cell phone while the response list is shown on the 

50 display. This voice message cannot be stopped from repeating 
until one of the entries on the response list is selected. 

Once a response is selected or recorded and transmitted to 
the sender PC or PDA/cell phone, the forced message alert 
software application program releases effective control of the 

55 recipient PC or PDA/cell phone, clears the display, and or 
stops repeating the voice message and transmits the response 
to the force alert sender. 

or be preloaded in each phone. The forced alert message is 
then transmitted via TCP/IP or other digital transmission 
means to every PC or PDA/cell phone designated to receive 60 

the forced message alert either directly or through a server 
whose function is to retransmit the messages to the correct 
users in the communications network. 

The instant invention has been shown and described herein 
in what is considered to be the most practical and preferred 
embodiment. It is recognized, however, that departures may 
be made there from within the scope of the invention and that 
obvious modifications will occur to a person skilled in the art. 

After the forced message alert is transmitted, the sender PC 
or PDA/cell phone monitors for and receives electronic trans- 65 

missions with acknowledgments of receipt from the PCs or 
PDA/cell phones that have received the forced message alert. 

What is claimed is: 
1. A communication system for transmitting, receiving, 

confirming receipt, and responding to an electronic message, 
comprising: 
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is a default response list that is embedded in the forced mes
sage alert software application program. 

a predetermined network of participants, wherein each par
ticipant has a similarly equipped PDA/cell phone that 
includes a CPU and a touch screen display a CPU and 
memory; 

a data transmission means that facilitates the transmission 
of electronic files between said PDA/cell phones in dif
ferent locations; 

a sender PDA/cell phone and at least one recipient PDA/ 
cell phone for each electronic message; 

a forced message alert software application program 
including a list of required possible responses to be 
selected by a participant recipient of a forced message 
response loaded on each participating PDA/cell phone; 

5. The system as in claim 1, wherein the response list that 
is transmitted within the forced message alert software packet 

5 is a custom response list that is created at the time the specific 
forced message alert is created on the sender PD A/cell phone. 

6. A method of sending a forced message alert to one or 
more recipient PD A/cell phones within a predetermined com
munication network, wherein the receipt and response to said 

10 forced message alert by each intended recipient PDA/cell 
phone is tracked, said method comprising the steps of: 

accessing a forced message alert software application pro
gram on a sender PDA/cell phone; 

means for attaching a forced message alert software packet 
to a voice or text message creating a forced message alert 15 

that is transmitted by said sender PDA/cell phone to the 
recipient PDA/cell phone, said forced message alert 
software packet containing a list of possible required 
responses and requiring the forced message alert soft
ware on said recipient PDA/cell phone to transmit an 20 

automatic acknowledgment to the sender PDA/cell 
phone as soon as said forced message alert is received by 
the recipient PDA/cell phone; 

means for requiring a required manual response from the 
response list by the recipient in order to clear recipient's 25 

response list from recipient's cell phone display; 
means for receiving and displaying a listing of which 

recipient PDA/cell phones have automatically acknowl
edged the forced message alert and which recipient 
PDA/cell phones have not automatically acknowledged 30 

the forced message alert; 
means for periodically resending said forced message alert 

to said recipient PDA/cell phones that have not auto
matically acknowledged the forced message alert; and 

means for receiving and displaying a listing of which 35 

recipient PDA/cell phones have transmitted a manual 
response to said forced message alert and details the 
response from each recipient PDA/cell phone that 
responded. 

2. The system as in claim 1, wherein the forced message 40 

alert software application program on the recipient PD A/cell 
phone includes: 

means for transmitting the acknowledgment of receipt to 
said sender PDA/ cell phone immediately upon receiving 
a forced message alert from the sender PDA/cell phone; 45 

means for controlling of the recipient PDA/ cell phone upon 
transmitting said automatic acknowledgment and caus
ing, in cases where the force message alert is a text 
message, the text message and a response list to be 
shown on the display of the recipient PDA/cell phone or 50 

causes, in cases where the forced message alert is a voice 
message, the voice message being periodically repeated 
by the speakers of the recipient PDA/cell phone while 
said response list is shown on the display; 

means for allowing a manual response to be manually 55 

selected from the response list or manually recorded and 
transmitting said manual response to the sender PDA/ 
cell phone; and 

means for clearing the text message and a response list 
from the display of the recipient PDA/cell phone or 60 

stopping the repeating voice message and clearing the 
response list from the display of the recipient PDA/cell 
phone once the manual response is transmitted. 

3. The system as in claim 1, wherein said data transmission 
means is TCP/IP or another communications protocol. 

4. The system as in claim 1, wherein the response list that 
is transmitted within the forced message alert software packet 

65 

creating the forced message alert on said sender PD A/cell 
phone by attaching a voice or text message to a forced 
message alert application software packet to said voice 
or text message; 

designating one or more recipient PDA/cell phones in the 
communication network; 

electronically transmitting the forced message alert to said 
recipient PDA/cell phones; 

receiving automatic acknowledgements from the recipient 
PDA/cell phones that received the message and display
ing a listing of which recipient PDA/cell phones have 
acknowledged receipt of the forced message alert and 
which recipient PDA/cell phones have not acknowl-
edged receipt of the forced message alert; 

periodically resending the forced message alert to the 
recipient PDA/cell phones that have not acknowledged 
receipt; 

receiving responses to the forced message alert from the 
recipient PDA/cell phones and displaying the response 
from each recipient PDA/cell phone; and 

providing a manual response list on the display of the 
recipient PD A/cell phone that can only be cleared by the 
recipient providing a required response from the list; 

clearing the recipient's display screen or causing the 
repeating voice alert to cease upon recipient selecting a 
response from the response list required that can only be 
cleared by manually selecting and transmitting a 
response to the manual response list. 

7. The method as in claim 6, wherein each PD A/cell phone 
within a predetermined communication network is similarly 
equipped and has the forced message alert software applica
tion program loaded on it. 

8. The method as in claim 6, wherein said forced message 
alert application software packet contains a response list, 
wherein said response list is a default list embedded in the 
forced message alert software application program. 

9. The method as in claim 6, wherein said forced message 
alert application software packet contains a response list, 
wherein said response list is a custom response list that is 
created at the time the specific forced message alert is created 
on the sender PDA/cell phone. 

10. A method ofreceiving, acknow !edging and responding 
to a forced message alert from a sender PDA/cell phone to a 
recipient PDA/cell phone, wherein the receipt, acknowledg
ment, and response to said forced message alert is forced by 
a forced message alert software application program, said 
method comprising the steps of: 

receiving an electronically transmitted electronic message; 
identifying said electronic message as a forced message 
alert, wherein said forced message alert comprises of a 
voice or text message and a forced message alert appli
cation software packet, which triggers the activation of 
the forced message alert software application program 
within the recipient PDA/cell phone; 
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displaying the response received from the PDA cell phone 
that transmitted the response on the sender of the forced 
alert PDA/cell phone; and 

transmitting an automatic acknowledgment of receipt to 
the sender PDA/cell phone, which triggers the forced 
message alert software application program to take con
trol of the recipient PDA/cell phone and show the con
tent of the text message and a required response list on 5 

the display recipient PDA/cell phone orto repeat audibly 
the content of the voice message on the speakers of the 
recipient PDA/cell phone and show the required 
response list on the display recipient PDA/cell phone; 
and 

providing a list of the recipient PDA/cell phones have 
automatically acknowledged receipt of a forced alert 
message and their response to the forced alert message. 

11. The method as in claim 10, wherein each PDA/cell 
phone within a predetermined communication network is 
similarly equipped and has the forced message alert software 

10 application program loaded on it. 
transmitting a selected required response from the 

response list in order to allow the message required 
response list to be cleared from the recipient's cell phone 
display, whether said selected response is a chosen 
option from the response list, causing the forced mes- 15 

sage alert software to release control of the recipient 
PDA/ cell phone and stop showing the content of the text 
message and a response list on the display recipient 
PDA/cell phone and or stop repeating the content of the 
voice message on the speakers of the recipient PD A/cell 20 

phone; 

12. The method as in claim 10, wherein said forced mes
sage alert application software packet contains a response list, 
wherein said response list is a default list embedded in the 
forced message alert software application program. 

13. The method as in claim 10, wherein said forced mes-
sage alert application software packet contains a response list, 
wherein said response list is a custom response list that is 
created at the time the specific forced message alert is created 
on the sender PDA/cell phone. 

* * * * * 
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METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE 
COMMUNICATIONS 

BACKGROUND OF THE INVENTIO~ 

5 This application is a continuation-in-pad of U.S. Patent Application Serial No. 11/612830 
filed on December 19, 2006 which is a continuation-in-part of U.S. Patent Application Serial 

No. 11/308,648 filed April 17, 2006 which is a continuation-in-part of U.S. Patent Application 
Serial No. 10/711,490 now U.S. Patent No. 7,031,728. 

Field of the Invention 

A communications system and method that uses a plurality of PCs and PDA/cell 

phones for the coordination of two or more people through the use of a communications 

network. The system and method provide each user with a PC or PDA/cell phone that has 

forced message alert software that enables a user to create and send a voice or text message 

15 alert that forces an automatic acknowledgement upon receipt and a manual response from the 

recipient. 

2. Description of Related Art 

The purpose of a communications system is to transmit information bearing digital 

messages from a source, located at one point, to a user destination, located at another point 

20 some distance away. A communications system is generally comprised of three basic 

elements: transmitter, information channel and receiver. One form of communication in 

recent years is cellular phone telephony. A network of cellular communication systems set up 

around an area such as the United States allows multiple users to talk to each other, either on 

individual calls or on group calls, with handheld devices. Some cellular phone services enable 

25 a cellular phone to engage in conference calls with a small number of users. Fuithermore, 
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cellular conference calls can be established through 800 number services. Cellular telephony 

also now includes the ability to access local WiFi connections, allowing the devices to utilize 

cellular phone data transmission technology as well as the data transmission ability of the 

Internet. 

5 The method and operation of the integrated PDA/cell phones (cell phone/PDA/GPS 

with touch screen) used herein is described in U.S. Patent 7,031,728, which is hereby 

incorporated by reference, pending U.S. Patent Application Serial No. 11/308,648, and 

pending U.S. Patent Application Serial No. 11/612,830, and are usually discussed herein as a 

cell phone. 

10 In many situations it is desirable for a user to be able to simultaneously send a message 

to the cell phones or PCs of a large group of people. This can be typically accomplished usmg 

Digital SMS (Smart Message Service) and TCP/lP messages that are transmitted using cellular 

technology such as the various versions of GSM and CDMA or via a WiFi local area network. 

However, in some situations it is additionally desirable to know: (a) which people received the 

15 message on their cell phone or PC, (b) which people did not receive the message on their cell 

phone or PC, and ( c) the response of each person receivmg the message. Digital SMS and 

TCP/IP messages do not provide each of those functions. As a result, what is needed is a 

method in which a sender of a text or voice message can force an automatic acknowledgement 

upon receipt from a recipient's cell phone or PC and a manual response from the recipient via 

20 the recipient's cell phone or PC when sendmg the text or voice message. 
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SUMMARY OF THE INVENTION 

Applicant's communication system and method described herein is embodied in the 

forced alert software developed by applicant and installed in the PCs and PDA/cell phones 

5 used herein. 

A plurality of PCs and PDA/cel1 phones each having forced ale1i software installed 

providing a communication network of PCs and PDA/cell phones with the ability to: a) allow 

an operator to create and transmit (via TCP/lP or another digital transmission means) a forced 

voice alert, wherein said forced voice alert is comprised of a text or voice message file and a 

10 forced alert software packet, from a sender PC or PD A/cell phone to one or more recipient 

PCs and PDA/cell phones within said communication network; (b) automatically transmit an 

acknowledgement of receipt from said recipient PCs and PDA/cell phones to the sender PCs 

or PDA/cell phones upon receipt of the forced message alert by the recipient PCs and 

PDA/cell phones; (c) periodically resend the message to the recipient PCs and PDA/cell 

15 phones that have not sent an acknowledgement until an acknowledgement is received from 

every recipient PC and PD A/cell phone; ( d) provide an indication on the display of the sender 

PC or PDA/cell phone of which recipient PCs and PDA/cell phones have acknowledged the 

forced message alert; ( e) provide a manual response list on the display of the recipient PC and 

PDA/cell phone's display that can only be cleared by manually selecting and transmitting a 

20 response from the list or recording and transmitting a voice response after sending said 

automatic acknowledgment; and (f) provide an indication on the sender PC or PDA/cell phone 
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of the status the manual response and the content of the manual response from each recipient 

PCs and PDA/cell phones. 

A communication network server can act as a forwarder for TCP/IP communications 

between any combination of PC users or PDA/cell phone users. The server can also act as a 

5 forwarder of data addressed from one participant to one or more addressed participants, thus 

permitting the transmission of forced text or voice messages, other messages, photographs, 

video, E-mail and URL data from one network participant to other selected network 

participants. 

The above functions can also be accomplished using WiFi, WiMax or other peer to 

l O peer communications. However, for use with cellular communications and to assure the level 

of security that cell phone companies require, a centralized static IP mutable server is used. 

It is the object of this invention provide to a method in which by sending a forced text 

or voice message to a recipient or a group of recipients, a sender can compel an automatic 

acknowledgement of receipt from each recipient's PC or PDA/cell phone and require a manual 

15 response from the recipient via the recipient's cell phone before the message can be cleared. 

In accordance with these and other objects which will become apparent hereinafter, the 

instant invention will now be described with particular reference to the accompanying 

drawings. 
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BRIEF DESCRIPTION OF THE DRAWINGS 

Figme la shows a front elevational view of an integrated PDA/cell phone having a 

touch screen that includes forced message alert software described herein. 

Figure 1 b shows a flow chait that explains the device shown in Figure 1 a. 

5 Figure 2 shows the installation and set up of the forced message alert software on a 

communication network of cell phones, integrated PDA/cell phones, and PCs. 

Figure 3A shows the first section of a flow chart showing a process of sending a forced 

message alert to one or more recipients as well as for asce1iaining which recipients received 

the forced message ale1i and which recipients responded to the forced message alett. 

10 Figure 3B shows the second section of a flow chart showing a process of sending a 

15 

forced message alert to one or more recipients as well as for ascertaining which recipients 

received the forced message alert and which recipients responded to the forced message ale1t. 

Figure 4 shows a flow chart showing a process of receiving a forced message alert as 

well as providing an acknowledgment of receipt and a response by the recipient. 
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PREFERRED ElvIBODIMENT OF THE INVENTION 

A communication system and method that joins participants in a communications 

network using personal computers ("PC") and handheld cell phones having integrated 

5 personal digital assistant ("PD A/cell phone") with a forced message ale1t software application 

program that allows a participant to send a text or voice message to a group of people and 

force an automatic acknowledgment of receipt and a manual response. 

Each PDA/cell phone described herein for the participant network has its own 

individual on/off power and can function just as any other cell phone. It can also function 

10 with its PDA. To operate on the network, obviously the PDA/cell phone power switch has to 

be on. If the PDA/cell phone is completely turned off, then it is not part of the paiticipating 

network and cannot send or receive any forced message alerts. In addition to its own on and 

off power switch, it has the forced message alert software application program that is activated 

manually when preparing to send a text or voice message or is activated automatically when 

15 receiving a forced message alert from another PC or PD A/cell phone. 

Each PC described herein is like any other contemporary PC, except that it has the 

forced message alert software application program installed on it. To operate on the network, 

obviously the PC must be on and have an active connection to the Internet or other digital 

transmission means. If the PC is completely turned off, then it is not part of the participating 

20 network and cannot send or receive any forced message alerts. The forced message alert 

software application program on the PC is activated manually when preparing to send a text or 
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voice message or is activated automatically when receiving a forced message alert from 

another PC or PDA/cell phone. 

The communication system also includes a server that acts as a forwarder for IP 

communications between any combination of PDA/cell phone users and/or PC based users .. 

5 Network participant location, identity and status messages are sent to the server by each user. 

The users are the network participants. Network participant entered tracks are also sent to the 

server. Because this data is of interest to all the network participants, the server forwards the 

data received from one participant to all other participants, thus providing the information 

necessary for all network pmticipants to know the identity, location and status of all other 

10 network pmticipants. In addition, the server keeps all of the network participants updated on 

infom1ation kept in its databases, such as all of the participants' telephone numbers, E-mail 

addresses and other information necessary to carry on the communications described herein. 

The server also acts as a forwarder of data addressed from one participant to one or 

more addressed participants, thus pcnnitting the transmission of forced message alerts, other 

15 text and voice messages, photographs, video, E-mail and URL data from one network 

participant to other selected network participants. 

The above functions can also be accomplished using WiFi, WiMax, or other peer to 

peer communications. However, for use with cellular communications and to assure the level 

of security 1hat cell phone companies require, a centralized static IP routable server is used. 

20 Referring now to the drawings and, in particulai-, Figme 1 a and 1 b, a small handheld 

cellular phone 10 is shown that includes a PDA integrated in housing 12 that includes an 
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on/off power switch 19, a microphone 38, and an LCD display 16 that is also a touch screen 

system. The small area 16a is the navigation bar that depicts the telephone, GPS and other 

status data and the active software. Each cell phone includes a CPU and databases that store 

information useful in the communication network. With the touch screen 16, data can be 

5 entered through the operator using a stylus 14 (or operator finger) by manipulatively directing 

the stylus 14 to literally touch display 16. Soft switches 16d displayed on the display 16 are 

likewise activated by using a stylus 14 and physically and manipulatively directing the stylus 

to literally touch display 16. The display x, y coordinates of the touched point are known by a 

CPU in the PDA section of the communication system in housing 12 that can coordinate 

10 various_ information contained in the PDA relative to the x, y coordinate position on the 

display 16. Inside housing 12 is contained the conventional cellular phone elements including 

a modem, a CPU for use with a PDA and associated circuitry connected to speaker 24 and 

microphone 38. Conventional PDA/ce1lular phones are currently on sale and sold as a unit that 

can be used for cellular telephone calls and sending cellular SMS and TCP/IP or other 

15 messages using the PDA's display 16 and CPU. The device 10 includes a pair of cellular 

phone hardware activating buttons 20 to turn the cellular phone on and 22 to turn the cellular 

phone off. Navigation pad actuator 18 is similar to a joy or force stick in that the actuator 18 

manually provides movement commands that can be used by the PDA,s software to move a 

cmsor on display 16. Switches 26 and 28 are designed to quickly select an operator specified 

20 network software program. Speaker 24 and microphone 38 are used for audio messages. 
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Switch 19 at the top left of device 10 is the power on and power off switch for the entire 

device. 

The heart of the invention lies in the forced message alert software application 

program provided in each PC or PDA/cell phone. The forced message alert software 

5 application program is activated through use of a screen drawn soft switch or by clicking on an 

icon on the PC or PDA/cell phone display screen or when a forced message alert transmission 

is received by another PC or PDA/cell phone. The display 16 is mounted within the housing 

12 as part of the PDA and the CPU (not shown). The internal CPU includes databases and 

software application programs that provide for a geographical map and georeferenced entities 

10 that are shown as display portion 16b that includes as part of the display various areas of 

interest in the particular local map section. 

When looking at display 16, the software switches (soft switches) which appear at the 

ve1y bottom of the display 16d are used to control by touch many of the software driven 

functions of the PDA/cell phone. The soft switches are activated through the operator's use of 

15 the navigation pad 18, or a small track ball, force stick or similar hardware display cursor 

pointing device. Alternatively, the operator may choose to activate the software switches by 

touching the screen with a stylus 14 (or finger) at the switches' 16d locations. When some of 

the software switches are activated, different software switches appear. The bar display 16d 

shows the software switches "ZM Il\f (zoom in}," "ZM OT (zoom out)," "CENT (center)" and 

20 "GRAB (pan/grab)" at the bottom of the screen. These software switches enable the operator 

to perform these functions. The "SWlTH (switch)" software switch at the lower right causes a 
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switches. Through use of the software switches, the operator can also manipulate the 

geographical map 16b or chart display. When looking at Figure la, display symbols depict 

permanent geographical locations and buildings are shown. For example, the police station is 

5 shown and, when the symbol is touched by the stylus or finger, the latitude and longitude of 

the symbol's location, as shown in display section 16c, is displayed at the bottom left of the 

screen. The bottom right side of display 16c is a multifunction inset area that can contain a 

variety of infonnation including: a) a list of the communication link participants; b) a list of 

received messages; c) a map, aerial photograph or satellite image with an indication of the 

10 zoom and offset location of the main map display, which is indicated by a square that depicts 

the area actually displayed in the main geographical screen 16b; d) applicable status 

information; and e) a list of the communication net participants. Each participant user would 

have a device 10 shown in Figure 1 a and 1 b. 

Also shown on the display screen 16, specifically the geographical display 16b, is a 

15 pair of different looking symbols 30 and 34, a small triangle and a small square, which are not 

labeled. These symbols 30 and 34 can represent communication net participants having 

cellular phones in the displayed geographical area that are part of the overall cellular phone 

communications net, each participant having the same device 10 used. The latitude and 

longitude of symbol 30 is associated within a database with a specific cell phone number and, 

20 if available, its IP addre~s and E-mail address. The screen display 16b, which is a touch 

screen, provides x and y coordinates of the screen 16b to the CPU's software from a map in a 
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geographical database. The software has an algorithm that relates the x and y coordinates to 

latitude and longitude and can access a communications net paiticipant' s symbol or a fixed or 

movable entity's symbol as being the one closest to that point. 

In order to initiate a telephone call to the PDA!cell phone user (communication net 

5 participant) represented by symbol (triangle) 30 at a specific latitude and longitude displayed 

on chart 16b, the operator touches the triangle 30 symbol with the stylus 14. The operator then 

touches a "call" software switch from a matrix of displayed soft switches that would overlay 

the display area 16c. Immediately, the PlJA/cell phone will initiate a cellular telephone call to 

the PDA/cell phone user at the geographical location shown that represents symbol 30. A 

10 second PDA/cell phone user (communication net participant) is represented by symbol 34 

which is a small square (but could be any shape or icon) to represent an individual cellular 

phone device in the display area. The ring 32 around symbol 30 indicates that the symbol 30 

has been touched and that a telephone call can be initiated by touching the soft switch that says 

"call." When this is done, the telephone call is initiated. Other types of symbolic elements on 

15 the display 16 can indicate that a cellular phone call is in effect. Additionally, the operator can 

touch both symbol 34 and symbol 30 and can activate a conference call between the two 

cellular phones and users represented by symbols 30 and 34. Again, a symbolic ring around 

symbol 34 indicates that a call has been initiated. 

Equally important, an operator/user with a PDA/cell phone call the police station or 

20 any other specific geographical facility displayed on the cell display map, including: buildings, 

locations of people, vehicles, facilities, restaurants, and the like, whose PDA/cell phone 
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numbers and, if available, E-mail addresses, IP addresses and their URLs are previously 

stored in the database, by touching a specific facility location on the map display using the 

stylus 14 and then touching the cellular phone call switch. As an example, the operator/user 

can touch and point to call a restaurant using a soft switch by touching the restaurant location 

5 on the display with a stylus and then touching the call soft switch. The cellular phone will then 

call the restamant. Thus, using the present invention, each pa:iticipant can touch and point to 

call to one or more other net paiticipants symbolically displayed on the map, each of whom 

has a device as shown in Figure la and can also point to call facilities and regular phone 

numbers that had been previously stored in the phone's database. Furthe1more, this symbol 

10 hooking and soft switch technique can be used to go to a fixed facility's website or to 

automatically enter the fixed facility's E-mail address in an e-mail. 

Each PDA/cell phone user device is identified on the map display of the other 

participants users' phone devices by a display symbol that is generated on each user phone 

display to indicate each user's identity. Each symbol is placed at the correct geographical 

15 location on the user display and is correlated with the map on the display. The operator of 

each PDA/cell phone device may also enter one or more other fixed entities (buildings, 

facilities, restaurants, police stations, etc.) and gee-referenced events such as fires, accidents, 

or other events into its database. This information can be likewise transmitted to all the other 

patiicipants on the communications net. The map, fixed entities, events and PDA/cell phone 

20 device communication net participants' Iatih1de and longitude information is related to the "x" 

and "y" location on the touch screen display map by a mathematical correlation algorithm. 
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When the PDA/cell phone device user uses a stylus or finger to touch one or more of 

the symbols or a location displayed on the cellular phone map display, the system's software 

causes the status and latitude and longitude information concerning that symbol or location to 

be displayed. In order to hook a symbol or "track" such as another net participant which 

5 represents an entity on the geo-referenced map display, or a fixed geographical entity such as a 

restaurant, police station or a new entity observed by a cell phone user which is discussed 

below, the operator points at or near the location of a geo-referenced symbol appearing on the 

PDA/cell phone display that represents a specific track or specific participant or other entity. 

The hook application software determines that the stylus is pointed close to or at the location 

10 of the symbol and puts a circle, square or other indication around the symbol indicating that 

amplification information concerning the symbol is to be displayed and indicating that 

additional data or change in data can be made to the indicated symbol. The hook application 

code then sends a message to the display application code to display the net participant, 

facility or entity's amplifying data. The display application code retrieves the primary data 

15 and amplification data concerning the symbol or entity from the database and displays the 

information at the c01rect screen location. The operator can then read the amplification data 

that relates to that specific symbol at the specific location. The PDNcell phone operator can 

also select soft switches on the touch screen display to change the primary data and 

amplification data. Furthermore, the operator can use a similar method of hooking and 

20 selecting to activate particular soft switches to take other actions which could include: making 

cellular phone calls, conference calls, 800 number calls; sending a free text message, operator 

0017 Page 345



- 14 -

selected prefonnatted messages, photographs or videos to the hooked symbol; or to drop a 

entered symbol. 

Each known net paiticipant has a PD A/cell phone number, IP address and, if available, 

E-mail address that is stored in each participant's device database. 

5 Referring now to Figure 2, in order to set up a communication network that utilizes the 

forced message alert system, the forced message alert software application program must be 

installed on a plurality of PCs and/or PDA/cell phones. The application will provide for a 

forced alert message that can be designated for transmission according to several criteria: a.) A 

single PC and/or PDA/cell phone, b.) The list of users currently participating in the network, 

10 and c.) A user or administrator predefined list of network participants. 

A required response list which will be either preinstalled in the phone application 

software or sent with the forced message alert will be presented to the user operator upon 

receipt of the forced message. When the forced text or voice alert is received, the user operator 

is presented with the required response list. In order to clear the forced text message alert from 
. 

15 the user operator's PC or PDA/cell phone display, the user operator is required to select a 

reply from this list. If the alert is a voice message, the message keeps repeating at a defined 

rate until the user operator selects from the required response list. A military default response 

list would typically consist of choices such as, "will comply," will not comply," and "have 

complied." However, depending on the nature of the industry in which the users in the 

20 communication network are in, this default response list could vary significantly. 
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The contact and identifying infonnation for each PC and PDA/cell phone that is 

anticipated to be a member of the communication network and the default response list is 

loaded on to every member PC and PDA/cell phone in the preferred embodiment. This step 

makes sure the each user of the communication network has, in addition to the necessary 

5 software, the necessmy information to send a forced message alert to any and eve1y known 

member of the communication network. When operating in an open network mode where all 

that know the password can join the network, the ·default list is created or expanded as new 

members join. 

Referring now to Figure 3A and Figure 3B, the process of sending a forced message 

10 alert from a PC or PDA/cell phone begins with a sender selecting the forced message alert 

software application program on a sender PC or PDA/cell phone. The sender can then select 

by said sender PC or PDA/cell phone to type a text message or record a voice message or 

select the text alert or voice alert from a list. Once the sender types a text message or records a 

voice message or selects a voice or text message on said PC or PDA/cell phone, the sender can 

15 then use a soft switch or selection from a list to send the forced alert to: a.) Another network 

participant, b.) The ctment PC or PDA/cell phone network participants or c.) A user or 

administrator predefined list of network participants. The response list from which the 

message receiver must select can either be included in the forced ale1t message or be 

preloaded in each phone. The forced alert message is then transmitted via TCP/IP or other 

20 digital b·ansmission means to every PC or PDA/cell phone designated to receive the forced 
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message alert either directly or through a server whose :function is to retransmit the messages 

to the correct users in the communications network. 

After the forced message alert is transmitted, the sender PC or PDA/cell phone 

monitors for and receives electronic transmissions with acknowledgments of receipt from the 

5 PCs or PDA/cell phones that have received the forced message ale11. Then, the sender PC or 

PD A/cell phone provides an indication of which of the PC or PD A/cell phone that the forced 

message aleti was sent to have acknowledged receipt and which of the PC or P DA/cell phone 

that the forced message alert was sent to have not acknowledged receipt on its display. The 

. . 
sender PC or PDA/cell phone will then periodically resend the forced message alert to the PC 

IO or PDA/cell phone that have not aclrnowledged receipt. 

The sender PC or PDA/cell phone also monitors for and receives electronic 

transmissions with manual responses to the forced message alert from the PC or FDA/cell 

phone that received the message. As these electronic transmissions with manual responses are 

received, the sender PC or PDA/cell phone displays an indication of the response from each 

15 recipient cell phone, integrated PDA/cell phone and PC. 

Referring now to Figure 4, the process of receiving, acknowledging and responding to 

a forced message aleti from the sender PC or PDA/cell phone begins when an electronic 

transmission is received by a recipient PC or PDA/cell phone. When the electronic 

transmission is received by the recipient PC or PD A/cell phone, the recipient PC or FDA/cell 

20 phone identifies the transmission as a forced message aleti and the forced message alert 

software application program on the recipient PC or PDA/cell phone separates the text or 
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voice message and the forced message alert software packet. Immediately following the 

detection of the forced message ale1t, the forced message alert software application program 

on the recipient PC or PDA/cell phone prepares and electronically transmits an automatic 

acknowledgement of receipt to the sender PC or PD A/cell phone. However, if the recipient PC 

5 or PDA/cell phone is powered off or is not able to receive electronic transmissions, the forced 

message alert is not received by the recipient PC or PDA/cell phone and no acknowledgment 

is transmitted. Ifno acknowledgement is received, the sender PC or PDA/cell phone continues 

to transmit the forced alert at a predefined rate until acknowledged. 

After the acknowledgement of receipt is transmitted, the forced voice aleit software 

10 application program effectively takes control of the recipient PC or PD A/cell phone. If a text 

message was received, the forced voice alert software application program causes the text 

message and the response list io be shown on the display of the recipient PC or PDA/cell 

phone until a manual response is selected from the response list. Upon selection of the desired 

response, the forced alert text data is cleared from the recipient PC or PDA/cell phone display. 

15 If a voice message was received, the forced voice alert software application program causes 

the voice message to be periodically repeated using the speakers of the recipient PC or 

PDA/cell phone while the response list is shown on the display. This voice message cannot be 

stopped from repeating until one of the entries on the response list is selected. 

Once a response is selected or recorded and transmitted to the sender PC or PDA/cell 

20 phone, the forced message alert software application program releases effective control of the 
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recipient PC or PDA/cell phone, clears the display, and or stops repeating the voice message 

and transmits the response to the force alert sender. 

The instant invention has been shown and described herein in what is considered to be 

the most practical and prefened embodiment. It is recognized, however, that departures may 

5 be made there from within the scope of the invention and that obvious modifications will 

occur to a person skilled in the art 
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CLAIMS 

What is claimed is: 

1. A communication system for transmitting, receiving, confitming receipt, and 

responding to an electronic message, comprising: 

a predetermined network of participants, wherein each paiiicipant has a 

similarly equipped PC or PDA/cell phone that includes a CPU and a touch screen display a 

CPU and memory; 

a data transmission means that facilitates the transmission of electronic files 

between said PCs and said PDA/cell phones in different locations; 

a sender PC or PD A/cell phone and at least one recipient PC or PON cell phone 

for each electronic message; and 

a forced message alert software application program loaded on each 

participating PC or FDA/cell phone. 

2. The system as in claim 1, wherein the forced message alert software application 

15 program on the sender PC or PDA/cell phone: 

means for attaching a forced message alert software packet to a voice or text message 

creating a forced message alert that is transmitted by said sender PC or PDA/cell phone to the 

recipient PC or PDA/cell phone, wherein said forced message alert software packet contains a 

response list and requires the forced message aleit software on said recipient PC or FDA/cell 

20 phone to transmit an automatic acknowledgment to the sender PC or FDA/cell phone as soon 

as said forced message alert is received by the recipient PC or PDNcell phone; 
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means for receiving and displaying a listing of which recipient PCs or PDA/cell 

phones have automatically acknowledged the forced message alert and which recipient PCs or 

PD A/cell phones have not automatically acknowledged the forced message alert; 

means for periodically resending said forced message alert to said recipient PCs 

5 or PD A/cell phones that have not automatically acknowledged the forced message ale1t; and 

means for receiving and displaying a listing of which recipient PCs or PDA/cell 

phones have transmitted a manual response to said forced message alert and details the 

response from each recipient PC or PD A/cell phone that responded. 

3. The system as in claim 1, wherein the forced message alert software application 

10 program on the recipient PC or PD A/cell phone: 

means for transmitting the acknowledgment of receipt to said sender PC or 

PDA/cell phone immediately upon receiving a forced message alert from the sender PC or 

PDA/cell phone; 

means for controlling of the recipient PC or PDA/cell phone upon transmitting 

15 said automatic acknowledgment and causes, in cases where the force message alert is a text 

message, the text message and a response list to be shown on the display of the recipient PC or 

PD A/cell phone or causes, in cases where the force message ale1t is a voice message, the voice 

message to be periodically repeated by the speakers of the recipient PC or PDA/cell phone 

while said response list is shown on the display; 
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means for allowing a manual response to be manually selected from the 

response list or manually recorded and transmits said manual response to the sender PC or 

PDA/cell phone; and 

means for clearing the text message and a response list from the display of the 

5 recipient PC or PDA/cell phone or stops the repeating voice message and clears the response 

list from the display of the recipient PC or PDA/cell phone once the manual response is 

transmitted. 

4. The system as in claim 1, wherein said data transmission means is TCP/IP or 

another communications protocol. 

5. The system as in claim 1, wherein the response list that is transmitted within 

the forced message alert software packet is a default response list that is embedded in the 

forced message alert software application program. 

6. The system as in claim 1, wherein the response list that is transmitted within 

the forced message alert software packet is a custom response list that is created at the time the 

15 specific forced message ale1t is created on the sender PC or PDA/ cell phone. 

20 

7. A method of sending a forced message ale1t to one or more recipient PCs or 

PDA/cell phones within a predete1mined communication network, wherein the receipt and 

response to said forced message alert by each intended recipient PC or PDA/cell phone is 

tracked, said method comprising the steps of: 

accessing a forced message alert software application program on a sender PC 

or PD A/cell phone; 

0025 Page 353



- 22 -

creating the forced message alert on said sender PC or PDA/cell phone by 

attaching a voice or text message to a forced message alert application software packet to said 

voice or text message; 

designating one or more recipient PCs or PDA/cell phones m the 

5 communication network; 

electronica1ly transmitting the forced message ale1t to said recipient PCs or 

PDA/cell phones; 

receiving automatic acknowledgements from the recipient PCs or PUA/cell 

phones that received the message and displaying a listing of which recipient PCs or PD A/cell 

10 phones have acknowledged receipt of the forced message aleit and which recipient PCs or 

PD A/cell phones have not acknowledged receipt of the forced message alert; 

periodically resending the forced message alert to the recipient PCs or PDA/cell 

phones that have not aclmowledged receipt; 

receiving responses to the forced message ale1t from the recipient PCs or 

15 PDA/cell phones and displaying the response from each recipient PC or PDA/cell phone; and 

clearing the receiver's display screen or causing the repeating voice alert to 

cease upon selecting a response. 

8. The method as in claim 7, wherein each PC or PDAJcell phone within a 

predete1111ined communication network is similarly equipped and has the forced message alert 

20 software application program loaded on it. 
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9. The method as in claim 7, wherein said forced message alert application 

software packet contains a response list, wherein said response list is a default list embedded 

in the forced message ale1t software application program. 

10. The method as in claim 7, wherein said forced message ale1t application 

5 software packet contains a response list, wherein said response list is a custom response list 

that is created at the time the specific forced message alert is created on the sender PC or 

PDA/cell phone. 

11. A method of receiving, acknowledging and responding to a forced message 

alert from a sender PC or PDA/cell phone to a recipient PC or PDAJcell phone, wherein the 

10 receipt, acknowledgment, and response to said forced message ale1t is forced by a forced 

·message alert software application program, said method comprising the steps of: 

receiving an electronically transmitted electronic message; 

. . 

identifying said electronic message as a forced message alert, wherein said 

forced message alert consists of a voice or text message and a forced message alert application 

15 software packet, which triggers the activation of the forced message ale1t software application 

program within the recipient PC or PDA/cell phone; 

transmitting an automatic acknowledgment of receipt to the sender PC or 

PDA/cell phone, which triggers the forced message alert software application program to take 

control of the recipient PC or PDA/cell phone and show the content of the text message and a 

20 Iesponse list on the display recipient PC or P DA/cell phone or to repeat audibly the content of 
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the voice message on the speakers of the recipient PC or PDA/cell phone and show the 

response list on the display recipient PC or PDA/cell phone; and 

transmitting a selected response, whether said selected response is a chosen 

option from the response list, causing the forced message alert software to release control of 

5 the recipient PC or PDA/cell phone and stop showing the content of the text message and a 

response list on the display recipient PC or PDA/cell phone and or stop repeating the content 

of the voice message on the speakers of the recipient PC or PDA/cell phone; 

15 

displaying the response received from the PC or PDA cell phone that 

transmitted the response on the sender of the forced alert PC or PD A/cell phone; and 

providing a list of the recipient PC or PDA/cell phones have automatically 

acknowledged receipt of a forced alert message and their response to the forced alert message. 

12. The method as in claim 11, wherein each PC or PDA/cell phone within a 

predetermined communication network is similarly equipped and has the forced message alert 

software application program loaded on it 

13. The method as in claim 11, wherein said forced message alert application 

software packet contains a response list, wherein said response list is a default list embedded 

in the forced message alert software application program. 

14. The method as in claim 11, wherein said forced message alert application 

software packet contains a response list, wherein said response list is a custom response list 

20 that is created at the time the specific forced message ale1t is created on the sender PC or 

FDA/cell phone. 

0028 Page 356



- 25 -

ABSTRACT OF THE DISCLOSURE 

The system and method having a specialized software application on a personal 

computer or a PD A/cell phone that that enables a participant to force an automatic 

acknowledgement and a manual response to a text or voice message from other paiticipants 

5 within the same network. Each participant's PC or PDA/cell phone includes a force message 

ale1t software application program for both creating and processing these forced message 

alerts. The system and method enabled by the force message alert software application 

program provides the ability to (a) allow an operator to create and transmit a forced message 

alert from a sender PC or PDA/cell phone to one or more recipient PCs and FDA/cell phones 

10 within the communication network; (b) automatically transmit an acknowledgement of receipt 

to the sender PC or PDA cell phone upon the receipt of the forced message alert; (c) 

periodically resend the message to the recipient PCs and PD A/cell phones that have not sent 

an aclmowledgement; (d) provide an indication of which recipient PCs and PD A/cell phones 

have acknowledged the forced message alert; ( e) provide a manual response list on the display 

15 of the recipient PC and PD A/cell phone's display that can only be cleared by manually 

transmitting a response; and (f) provide an indication on the sender PC or PDA/cell phone of 

the status and content the manual responses 

20 l:\10000\10963\patents\3819.application with cap's comments.doc 
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Fig 1a 
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PROVIDE EACH ACS NETWORK PARTICIPANT WITH A 
-- CE---kb-PHON~--/-PQA--/--GPS Wl-TH +G-lJG-/-:,1.-£.G-Rtt-N- DISP-LAY -- .... -- -- - . - .. - . -- - - - -- - - - -- - - -

i 
PROVIDE A MAP FOR GEOGRAPHICAL DISPLAY IN EACH 

PHONE 

i 
PROVIDE A DATABASE OF FIXED SITES AND THEIR 

LATITUDE- LONGTITUDE AND THEIR PHONE NUMBERS 

i 
PROVIDE A SYMBOL GENERATOR THAT CREATES A 

DISPLAY SYMBOL AT THE CORRECT LOCATION 
REPRESENTING AN ACS NETWORK PARTICIPANT OR ONE 

OF THE FIXED LOCATIONS ON THE GEOGRAPHICAL 
DISPLAY 

i 
CONTROL THE ACS DISPLAY THROUGH THE USE OF 

LAYERED SOFT SWITCHES 

i 
PROVIDE ACS THAT CAUSES THE EXCHANGE OF 

IDENTITY, LOCATION AND STATUS DATA BETWEEN THE 
PARTICIPANTS AND THE EXCHANGE OF FREE TEXT, 

PREFORMATTED TEXT MESSAGES, PHOTOGRAPHS AND 
VIDEOS 

i SETUP 

PROVIDE ACS THAT AUTOMATICALLY INITIATES A CALL CONFERENCES 

TO A PARTICIPANT BY TOUCHING THE PARTICIPANT'S l+------t,, BY SELECTING A 

SYMBOL ON THE DISPLAY AND SELECTING THE CALL PLURALITY OF 

SWITCH SYMBOLS 

i 
PROVIDE ACS THAT PERFORMS THE FUNCTION OF 

REMOTELY CALLING ANOTHER PARTICIPANTS CELL 
PHONE 

i 
SEND A MESSAGE TO THE REMOTE PHONE'S ACS THAT 

CAUSES IT TO CALL ANOTHER PHONE NUMBER OR 
PERFORM OTHER FUNCTIONS 

Fig 1b 
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Fig. 2 
START 

i 
The Forced Messaging Alert Software is installed on a plurality 
of cell phones, integrated PDA/cell phones and PCs, creating a 

communication network 

'" 
One or more default response lists for the communication 

network are created 

The contact and identifying information for each cell phone, 
integrated PDA/cell phone and PC that is a member of the 
communication network and the default response list(s) are 
loaded on to every member cell phone, integrated PDA/cell 

phone and PC. A list is kept of each integrated PDA/cell phone 
and PC as they sign on the communications network. 

, 

END 
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Fig. 3A 

[ START 

, 

The sender selects the forced messaging alert application 
software on a sender cell phone, integrated PDA/cell phone or 

PC and is prompted by said sender cell phone, integrated 
PDA/cell phone or PC to type the text message or record the 

vOJce message 

The sender types a text message or records a voice message 
on said sender cell phone, integrated PDA/cell phone or PC 
and is then prompted by said sender cell phone, integrated 
PDA/cell phone or PC to select if the message is to be sent 

to: a. a single user, b. all users participating in the network or 
c. a list of users. 

The sender then selects the default response list or creates a 
new response list that is sent with the text message or voice 

recording 

The sender designates instructs said sender cell phone, 
integrated PDA/cell phone or PC to transmit the message 

The forced message alert is transmitted to every designated 
recipient cell phone, integrated PDA/cell phone and PC 

GOTO 
FIG. 38 
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Fig. 3B 

FROM FIG. 3A 

The sender cell phone, integrated PDA/cell phone or PC 
receives and monitors for acknowledgments of receipt from 

recipient cell phones, integrated PDA/cell phones and PCs and 
displays an indication of which recipient cell phones, integrated 

PDA/cell phones and PCs have acknowledged receipt of the 
message alert 

, .. 

The sender cell phone, integrated PDA/cell phone or PC 
periodically resends the message alert to the recipient cell 
phones, integrated PDA/cell phones or PCs that have not 

acknowledged receipt. 

The sender cell phone, integrated PDA/cell phone or PC monitors 
for and receives responses to the message alert from the 

recipient cell phones, integrated PDA/cell phones and PCs and 
displays an indication of the response from each recipient cell 

phone, integrated PDA/cell phone and PC . 

. 
END 
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Fig. 4 

START 

l 
The forced alert message is received by the recipient cell phone, 

integrated PDA/cell phone or PC. In response to receipt of the 
forced alert message, the recipient phone software prepares and 

sends an automatic acknowledgement of the receipt to the 
sender cell phone, integrated PDA/cell phone or PC 

~ 
After the acknowledgement of receipt is sent, the forced voice 

alert software takes control of the recipient's cell phone, 
integrated PDA/cell phone or PC and causes the text message 

to be displayed or the voice message to be periodically repeated 
and a list of responses to be shown on the display of the 

recipient cell phone inteqrated PDA/cell phone or PC PDA/cell 

i 
The recipient selects a response from the response list and the 
recipient cell phone and transmits the response to the senders 

cell phone. 

The forced message alert software releases control of the 
recipient cell phone, integrated PDA/cell phone or PC and 
clears the display or stops repeating the voice message 

~ 

END 
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Bany L, Haley. Registration No. 251339 
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Custo:merNo. 22235 
19.36 South Andrews Avenue 
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Post OfficeAddtess 
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Citizenship 
1JNlTED STATES OF AMERICA 
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Date 
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Title 

METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE COMMUNICATIONS 

Preliminary Class 

455 

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES 

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no 
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent 
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international 
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same 
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing 
of patent applications on the same invention in member countries, but does not result in a grant of "an international 
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent 
protection is desired. 

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an 
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ 
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific 
foreign countries to ensure that patent rights are not lost prematurely. 

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must 
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application 
serves as a request for a foreign filing license. The application's filing receipt contains further information and 
guidance as to the status of applicant's license for foreign filing. 

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the 
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign 
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it 
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html. 

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish 
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative, 
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific 
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may 
call the U.S. Government hotline at 1-866-999-HAL T (1-866-999-4158). 

GRANTED 
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Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of 
Treasury (31 CFR Parts 500+) and the Department of Energy. 

NOT GRANTED 

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12, 
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed 
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35 
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b). 
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UI\ITF.D ST,\.TF.S DF.PARTMF.'IT OF GOMMF.RGF. 
United States Patent and Trademark Office 
Addms. COMMISSIO'!ER FOR PATENTS 

PO Box 1450 
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FIRST NAMED APPLICANT 

Malcolm K. Beyer JR. 

NOTICE 

ATTY. DOCKET NO./TITLE 

10963.3819 
CONFIRMATION NO. 9036 
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Date Mailed: 12/10/2008 

NOTICE OF INFORMAL APPLICATION 

This application is considered to be informal since it does not comply with the regulations for the reason(s) 
indicated below. The period within to correct the informalities noted below and avoid abandonment is set in the 
accompanying Office action. 

Items Required To Avoid Processing Delays: 

The item(s) indicated below are also required and should be submitted with any reply to this notice to avoid 
further processing delays. 

• Early Pre-grant Publication has been requested, however the early Pre-GRANT Publication Fee of $300 as 
required by 37 CFR 1.18(d) has not been paid. The application will be published as per the normal publication 
schedule. 
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Application Number 12324122 

Filing Date 2008-11-26 

INFORMATION DISCLOSURE First Named Inventor I Malcolm K. Beyer JR. 
STATEMENT BY APPLICANT 

Art Unit 
( Not for submission under 37 CFR 1.99) 

Examiner Name I 
Attorney Docket Number 10963.3819 

CERTIFICATION STATEMENT 

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection(s): 

That each item of information contained in the information disclosure statement was first cited in any communication 
D from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the 

information disclosure statement. See 37 CFR 1.97(e)(1 ). 

OR 

That no item of information contained in the information disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification 
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to 

D any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure 
statement. See 37 CFR 1.97(e)(2). 

D See attached certification statement. 

D Fee set forth in 37 CFR 1.17 (p) has been submitted herewith. 

[8] None 
SIGNATURE 

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4( d) for the 
form of the signature. 

Signature /barry I haley/ Date (YYYY-MM-DD) 2009-02-19 

Name/Print Barry L. Haley Registration Number 25,339 

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the 
public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 
1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed 
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you 
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. 
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND 
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, 
VA 22313-1450. 
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Privacy Act Statement 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the 
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised 
that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited 
is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office is to 
process and/or examine your submission related to a patent application or patent. If you do not furnish the requested 
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may 
result in termination of proceedings or abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act 
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the 
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records. 

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a 
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement 
negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a 
request involving an individual, to whom the record pertains, when the individual has requested assistance from the 
Member with respect to the subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for 
the information in order to perform a contract. Recipients of information shall be required to comply with the 
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records 
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant 
to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of 
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or 
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to 
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and 
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make 
determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of the 
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may be 
disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an application 
which became abandoned or in which the proceedings were terminated and which application is referenced by either a 
published application, an application open to public inspections or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law 
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation. 
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Title:METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE COMMUNICATIONS 

Publication No.US-2009-0075685-A 1 
Publication Date:03/19/2009 

NOTICE OF PUBLICATION OF APPLICATION 

The above-identified application will be electronically published as a patent application publication pursuant to 37 
CFR 1.211, et seq. The patent application publication number and publication date are set forth above. 

The publication may be accessed through the USPTO's publically available Searchable Databases via the 
Internet at www.uspto.gov. The direct link to access the publication is currently http://www.uspto.gov/patft/. 

The publication process established by the Office does not provide for mailing a copy of the publication to 
applicant. A copy of the publication may be obtained from the Office upon payment of the appropriate fee set forth 
in 37 CFR 1.19(a)(1 ). Orders for copies of patent application publications are handled by the USPTO's Office of 
Public Records. The Office of Public Records can be reached by telephone at (703) 308-9726 or (800) 972-6382, 
by facsimile at (703) 305-8759, by mail addressed to the United States Patent and Trademark Office, Office of 
Public Records, Alexandria, VA 22313-1450 or via the Internet. 

In addition, information on the status of the application, including the mailing date of Office actions and the 
dates of receipt of correspondence filed in the Office, may also be accessed via the Internet through the Patent 
Electronic Business Center at www.uspto.gov using the public side of the Patent Application Information and 
Retrieval (PAIR) system. The direct link to access this status information is currently http://pair.uspto.gov/. Prior to 
publication, such status information is confidential and may only be obtained by applicant using the private side of 
PAIR. 

Further assistance in electronically accessing the publication, or about PAIR, is available by calling the Patent 
Electronic Business Center at 1-866-217-9197. 

Office of Data Managment, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101 
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Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address( es): 

info@mhdpatents.com 
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Applicant(s) Application No. 

12/324,122 BEYER, MALCOLM K. 

Office Action Summary Examiner 

AMANUEL LEBASSI 

Art Unit 

2617 I 
-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1- MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )1:8:1 Responsive to communication(s) filed on 26 November 2008. 

2a)0 This action is FINAL. 2b)i:8J This action is non-final. 

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims 

4)1:8:l Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) __ is/are withdrawn from consideration. 

5)0 Claim(s) __ is/are allowed. 

6)1:8:l Claim(s) 1-14 is/are rejected. 

7)0 Claim(s) __ is/are objected to. 

8)0 Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

10)1:8:l The drawing(s) filed on 26 November 2008 is/are: a)i:8:1 accepted or b)O objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

11 )0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some* c)O None of: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. __ . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

Attachment(s) 

1) l:8J Notice of References Cited (PTO-892) 

2) 0 Notice of Draftsperson's Patent Drawing Review (PTO-948) 

4) 0 Interview Summary (PTO-413) 
Paper No(s)/Mail Date. __ . 

5) 0 Notice of Informal Patent Application 3) l:8J Information Disclosure Statement(s) (PTO/SB/08) 
Paper No(s)/Mail Date __ . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 

6) 0 Other: __ . 

Office Action Summary Part of Paper No./Mail Date 20100909 
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Application/Control Number: 12/324, 122 

Art Unit: 2617 

DETAILED ACTION 

Claim Rejections - 35 USC§ 102 

Page 2 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

2. Claims 1, 4 and 6 are rejected under 35 U.S.C. 102(e) as being unpatentable by 

Keating et al. US 20040082352. 

Regarding claim 1, Keating discloses A communication system for 

transmitting, receiving, confirming receipt, and responding to an electronic 

message (see abstract - selecting a group of mobile stations to participate 

in the wireless group call and causing an invitation message to be 

transmitted to the group of mobile stations). Keating discloses a 

predetermined network of participants, wherein each participant has a similarly 

equipped PC or PDA/cell phone that includes a CPU and a touch screen display 

a CPU and memory (paragraph [0016] where participants are mobile stations 

such as 16a and 16b and so on). Keating discloses a data transmission means 

that facilitates the transmission of electronic flies between said PCs and said 

PDA/cell phones in different locations (paragraph [0020] where wireless data 

controller controls transmission of data therefore a data transmission 

means that facilitates the transmission of electronic flies). Keating 

discloses a sender PC or PDA/cell phone and at least one recipient PC or 
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Art Unit: 2617 

Page 3 

PDA/cell phone for each electronic message (paragraph [0022] where a group 

call originator, or leader, initiates set-up of a group call through his or her 

mobile station y choosing or selecting a group call participant list therefore 

a sender PC or PDA/cell phone and at least one recipient PC or PDA). 

Keating discloses a forced message alert software application program loaded 

on each participating PC or PDA/cell phone (paragraph [0025] where an alert 

message is queued in the mobile stations therefore a message alert software 

application program). 

Regarding claim 4, Keating discloses wherein said data transmission 

means is TCP/IP or another communications protocol (paragraph [0020] -

Internet Protocol (IP)). 

Regarding claim 6, Keating discloses wherein the response list that is 

transmitted Within the forced message alert software packet is a custom 

response list that is created at the time the specific forced message alert is 

created on the sender PC or PDA/cell phone (see Fig. 2). 
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Application/Control Number: 12/324, 122 

Art Unit: 2617 

Claim Rejections - 35 USC§ 103 

Page 4 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claim 2, 3, and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Keating et al. US 20040082352 in view of Esler at al. US 20050241026. 

Regarding claim 2, the combination of above discloses wherein the forced 

message alert software application program on the sender PC or PDA/cell phone 

:means for attaching a forced message alert software packet to a voice or text 

message creating a forced message alert that is transmitted by said sender PC 

or PDA/cell phone to the recipient PC or PDA/cell phone, wherein said forced 

message alert software packet contains a response list and requires the forced 

message alert software on said recipient PC or PDA/cell phone to transmit an 

automatic acknowledgment to the sender PC or PDA/cell phone as soon as said 

forced message alert is received by the recipient PC or PDA/cell phone; 

means for receiving and displaying a listing of which recipient PCs or PDA/cell 

phones have automatically acknowledged the forced message alert and which 

recipient PCs or PDA/cell phones have not automatically acknowledged the 
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Page 5 

forced message alert; means for periodically resending said forced message 

alert to said recipient PCs or PDA/cell phones that have not automatically 

acknowledged the forced message alert; and means for receiving and displaying 

a listing of which recipient PCs or PDA/cell phones have transmitted a manual 

response to said forced message alert and details the response from each 

recipient PC or PDA/cell phone that responded (see above). 

Regarding claim 3, Keating modified by Esler discloses wherein the forced 

message alert software application program on the recipient PC or PDA/cell 

phone: means for transmitting the acknowledgment of receipt to said sender PC 

or PDA/cell phone immediately upon receiving a forced message alert from the 

sender PC or PDA/cell phone (paragraph [0027] where Keating discloses 

where a message is sent to inform the mobile stations that the group call is 

set to begin). Keating modified by Esler discloses means for controlling of the 

recipient PC or PDA/cell phone upon transmitting said automatic 

acknowledgment and causes, in cases where the force message alert is a text 

message, the text message and a response list to be shown on the display of the 

recipient PC or PDA/cell phone or causes, in cases where the force message 

alert is a voice message, the voice message to be periodically repeated by the 

speakers of the recipient PC or PDA/cell phone while said response list is shown 

on the display (paragraph [0027] where the message is displayed on the 

participating mobile phones). Keating modified by Esler discloses means for 
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allowing a manual response to be manually selected from the response list or 

manually recorded and transmits said manual response to the sender PC or 

PDA/cell phone (paragraph [0027]) and means for clearing the text message 

and a response list from the display of the recipient PC or PON cell phone or 

stops the repeating voice message and clears the response list from the display 

of the recipient PC or PDA/cell phone once the manual response is transmitted 

(paragraph [0028] where the message is cleared). 

Regarding claim 5, Keating modified by Esler discloses wherein the 

response list that is transmitted within the forced message alert software packet 

is a default response list that is embedded in the forced message alert software 

application program (paragraph [00271). 

3. Claim 7-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Keating et al. US 20040082352 in view of Dalton et al. US 20040192365. 

Regarding claim 7, Keating discloses a method of sending a forced 

message alert to one or more recipient PCs or PDNcell phones within a 

predetermined communication network, wherein the receipt and response to said 

forced message alert by each intended recipient PC or PDA/cell phone is 

tracked, said method comprising the steps of: accessing a forced message alert 

software application program on a sender PC or PDNcell phone (paragraph 
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[0025] where an alert message is queued in the mobile stations therefore a 

forced message alert software application program). Keating discloses 

creating the forced message alert on said sender PC or PDNcell phone by 

attaching a voice or text message to a forced message alert application software 

packet to said voice or text message (paragraph [00221). Keating discloses 

designating one or more recipient PCs or PDA/cell phones in the communication 

network (paragraph [0022] where a group call originator, or leader, initiates 

set-up of a group call through his or her mobile station y choosing or 

selecting a group call participant list). Keating discloses electronically 

transmitting the forced message alert to said recipient PCs or PDNcell phones 

(paragraph [00221). Keating discloses receiving automatic acknowledgements 

from the recipient PCs or PDA/cell phones that received the message and 

displaying a listing of which recipient PCs or PON cell phones have 

acknowledged receipt of the forced message alert and which recipient PCs or 

PDA/cell phones have not acknowledged receipt of the forced message alert 

(see Fig. 2 - steps 42 and 43 where acknowledgements are received from 

the recipient mobile phones). Keating discloses periodically resending the 

forced message alert to the recipient PCs or PDNcell phones that have not 

acknowledged receipt (see Fig. 2). Keating discloses receiving responses to 

the forced message alert from the recipient PCs or PDNcell phones and 

displaying the response from each recipient PC or PDNcell phone and clearing 
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the receiver's display screen or causing the repeating voice alert to cease upon 

selecting a response (paragraph [0028] where the message is cleared). 

Keating is silent responses to the forced message alert from the recipient 

PCs or PDA/cell phones and displaying the response from each recipient PC or 

PDA/cell phone and clearing the receiver's display screen or causing the 

repeating voice alert to cease upon selecting a response. However, Dalton 

teaches responses to the forced message alert from the recipient PCs or 

PDA/cell phones and displaying the response from each recipient PC or PDNcell 

phone and clearing the receiver's display screen or causing the repeating voice 

alert to cease upon selecting a response (paragraph [0014] where each active 

mobile device responds to the predetermined message and performs a 

specific function related to the predetermined message). 

At the time of invention, it would have been obvious to a person of 

ordinary skill in the art to modify the invention of Keating with that of Dalton, 

thereby integrating plurality of mobile devices as taught by Dalton 

(paragraph [00011). 

Regarding claim 8, Keating discloses herein each PC or PDA]cell phone 

within a predetermined communication network is similarly equipped and has the 

forced message alert software application program loaded on it (paragraph 

[0016] where participants are mobile stations such as 16a and 16b and so 

on which are similarly equipped). 
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Regarding claim 9, Keating modified by Dalton discloses wherein said 

forced message alert application software packet contains a response list, 

wherein said response list is a default list embedded in the forced message alert 

software application program (paragraph [00271). 

Regarding claim 10, Keating discloses wherein said forced message alert 

application software packet contains a response list, wherein said response list is 

a custom response list that is created at the time the specific forced message 

alert is created on the sender PC or PDNcell phone (paragraph [00271) .. 

Regarding claim 11, Keating discloses a method of receiving, 

acknowledging and responding to a forced message alert from a sender PC or 

PDA/cell phone to a recipient PC or PDNcell phone, wherein the 

receipt, acknowledgment, and response to said forced message alert is forced by 

a forced message alert software application program (paragraph [0027] where 

Keating discloses where a message is sent to inform the mobile stations 

that the group call is set to begin), said method comprising the steps of: 

receiving an electronically transmitted electronic message (Fig. 2 step 34 where 

message is received after being transmitted). Keating discloses identifying 

said electronic message as a forced message alert, wherein said forced 

message alert consists of a voice or text message and a forced message alert 
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application software packet, which triggers the activation of the forced message 

alert software application program within the recipient PC or PDA/cell phone 

(abstract where an invitation message to be transmitted to the group of 

mobile stations). Keating discloses transmitting an automatic acknowledgment 

of receipt to the sender PC or PDNcell phone, which triggers the forced 

message alert software application program to take control of the recipient PC or 

PDA/cell phone and show the content of the text message and a response list on 

the display recipient PC or PDNcell phone or to repeat audibly the content of the 

voice message on the speakers of the recipient PC or PDNcell phone and show 

the response list on the display recipient PC or PDA/cell phone (see Fig. 2 -

steps 42 and 43 where acknowledgements are received from the recipient 

mobile phones) and transmitting a selected response, whether said selected 

response is a chosen option from the response I ist, causing the forced message 

alert software to release control of tile recipient PC or PDNcell phone and stop 

showing the content of the text message and a response list on the display 

recipient PC or PDA/cel1 phone and or stop repeating the content of the voice 

message on the speakers of the recipient PC or PDA/cell phone (paragraph 

[0028] where a message is responded). Keating discloses displaying the 

response received from the PC or PDA cell phone that transmitted the response 

on the sender of the forced alert PC or PDNcell phone (see Fig. 2 step 36 

where list of responsive participants is displayed upon request) and 

providing a list of the recipient PC or PDNcell phones have automatically 

0065 Page 393



Application/Control Number: 12/324, 122 

Art Unit: 2617 

Page 11 

acknowledged receipt of a forced alert message (see Fig. 2 step 43 where 

group members allow communication therefore automatically 

acknowledged receipt of a forced alert message). 

Keating is silent their response to the forced alert message. . However, 

Dalton teaches responses to the forced message alert (paragraph [0014] where 

each active mobile device responds to the predetermined message and 

performs a specific function related to the predetermined message). 

At the time of invention, it would have been obvious to a person of 

ordinary skill in the art to modify the invention of Keating with that of Dalton, 

thereby integrating plurality of mobile devices as taught by Dalton 

(paragraph [00011). 

Regarding claim 12, Keating discloses wherein each PC or PDNcell 

phone within a predetermined communication network is similarly equipped and 

has the forced message alert software application program loaded on it 

(paragraph [0016] where participants are mobile stations such as 16a and 

16b and so on). 

Regarding claim 13, Keating discloses wherein said forced message alert 

application software packet contains a response list, wherein said response list is 

a default list embedded in the forced message alert software application program 
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(paragraph [0027] where the message is displayed on the participating 

mobile phones). 

Regarding claim 14, Keating discloses wherein said forced message alert 

application software packet contains a response list, wherein said response list is 

a custom response list that is created at the time the specific forced message 

alert is created on the sender PC or PDNcell phone (see Fig. 2). 

Conclusion 

1. Any inquiry concerning this communication or earlier communications from the 

Examiner should be directed to Amanuel Lebassi, whose telephone number is (571) 

270-5303. The Examiner can normally be reached on Monday-Thursday from 8:00am to 

5:00pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 

supervisor, Nick Corsaro can be reached at (571) 272-7876. The fax phone number for 

the organization where this application or proceeding is assigned is (571) 273-

8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for published 

applications may be obtained from either Private PAIR or Public PAIR. Status 

information for unpublished applications is available through Private PAIR only. For 

more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
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have questions on access to the Private PAIR system, contact the Electronic Business 

Center (EBC) at 866-217-9197 (toll-free) or 703-305-3028. 

Any inquiry of a general nature or relating to the status of this application or 

proceeding should be directed to the receptionist/customer service whose telephone 

number is (571) 272-2600. 

Amanuel Lebassi 
/A. L/ 

09092010 

/NICK CORSARO/ 
Supervisory Patent Examiner, Art Unit 2617 
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Serial No.: 12/324,122 
Attorney Docket No.: 10963.3819 

PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of: Malcolm K. Beyer, Jr. ) 
) 

Serial No.: 12/324,122 ) 
) 

Filed: November 26, 2008 ) 
) 

Entitled: METHOD OF UTILIZING ) 
FORCED ALERTS FOR ) 
INTERACTIVE REMOTE ) 
COMMUNICATIONS ) 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Confirmation No: 9036 

Group Art Unit: 2617 

Examiner: LEBASSI, Amanuel 

December I 7, 20 I 0 

Filed Electronically 

RESPONSE AND AMENDMENT 

Dear Sir: 

In response to the Office Action dated September 20, 2010, please amend the above 

referenced patent application as follows and consider the remarks below. This Response is 

believed to be timely. However, in the event that any further extension of time is required, please 

consider this a request therefor. The Commissioner is authorized to charge any additional fees 

due or credit any overpayment to Deposit Account 13-1130. 

Please amend the claims as shown on pages 2-7. 

Remarks begin on page 8. 
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Please amend the claims (strikethrough indicating deletion and underline indicating 

insertion) as follows: 

l. (Cancelled) 

2. (Currently Amended) A communication system for transmitting, receiving, 

confirming receipt, and responding to an electronic message, comprising: 

a predetermined network of participants, wherein each participant has a similarly 

equipped PC or PDA/cell phone that includes a CPU and a touch screen display a CPU and 

memory; 

a data transmission means that facilitates the transmission of electronic files between said 

PCs and said PD A/cell phones in different locations; 

a sender PC or PDA/cell phone and at least one recipient PC or PDA/cell phone for each 

electronic message; fffiEl 

a forced message alert software application program loaded on each participating PC or 

PDA/cell phone [.] ~ 

The system as in claim 1, wherein the forced message alert software application program 

on the sender PC or PDA/cell phone: 

means for attaching a forced message alert software packet to a voice or text message 

creating a forced message alert that is transmitted by said sender PC or PDA/cell phone to the 

recipient PC or PDA/cell phone, wherein said forced message alert software packet contains 

containing a response list and requires requiring the forced message alert software on said 

recipient PC or PDA/cell phone to transmit an automatic acknowledgment to the sender PC or 
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PDA/cell phone as soon as said forced message alert is received by the recipient PC or PDA/cell 

phone; 

means for receiving and displaying a listing of which recipient PCs or PDA/cell phones 

have automatically acknowledged the forced message ~ alert and which recipient PCs or 

PD A/cell phones have not automatically acknowledged the forced message alert; 

means for periodically resending said forced message alert to said recipient PCs or 

PD A/cell phones that have not automatically acknowledged the forced message alert; and 

means for receiving and displaying a listing of which recipient PCs or PDA/cell phones 

have transmitted a manual response to said forced message alert and details the response from 

each recipient PC or PDA/cell phone that responded. 

3. (Currently Amended) The system as in claim -l- 2 , wherein the forced message 

alert software application program on the recipient PC or PD A/cell phone includes: 

means for transmitting the acknowledgment of receipt to said sender PC or PDA/cell 

phone immediately upon receiving a forced message alert from the sender PC or PDA/cell 

phone; 

means for controlling of the recipient PC or PDA/cell phone upon transmitting said 

automatic acknowledgment and 6ffilS-eS- causing, in cases where the force message alert is a text 

message, the text message and a response list to be shown on the display of the recipient PC or 

PDA/cell phone or causes, in cases where the force message alert is a voice message, the voice 

message te---ee being periodically repeated by the speakers of the recipient PC or PD A/cell phone 

while said response list is shown on the display; 
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means for allowing a manual response to be manually selected from the response list or 

manually recorded and transmits transmitting said manual response to the sender PC or PDA/cell 

phone;and 

means for clearing the text message and a response list from the display of the recipient 

PC or PDA/cell phone or steps- stopping the repeating voice message and elears- clearing the 

response list from the display of the recipient PC or PD A/cell phone once the manual response is 

transmitted. 

4. (Currently Amended) The system as in claim -l- 2, wherein said data transmission 

means is TCP/JP or another communications protocol. 

5. (Currently Amended) The system as in claim -l- _2, wherein the response list that is 

transmitted within the forced message alert software packet is a default response list that is 

embedded in the forced message alert software application program. 

6. (Currently Amended) The system as in claim -l- _2, wherein the response list that is 

transmitted within the forced message alert software packet is a custom response list that is 

created at the time the specific forced message alert is created on the sender PC or PDA/cell 

phone. 

7. (Currently Amended) A method of sending a forced message alert to one or more 

recipient PCs or PDA/cell phones within a predetermined communication network, wherein the 

receipt and response to said forced message alert by each intended recipient PC or PDA/cell 

phone is tracked, said method comprising the steps of: 

accessing a forced message alert software application program on a sender PC or 

PD A/cell phone; 
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creating the forced message ale1i on said sender PC or PDA/cell phone by attaching a 

voice or text message to a forced message alert application software packet to said voice or text 

message; 

designating one or more recipient PCs or PDA/cell phones m the communication 

network; 

electronically transmitting the forced message alert to said recipient PCs or PDA/cell 

phones; 

receiving automatic acknowledgements from the recipient PCs or PDA/cell phones that 

received the message and displaying a listing of which recipient PCs or PDA/cell phones have 

acknowledged receipt of the forced message ale1i and which recipient PCs or PDA/cell phones 

have not acknowledged receipt of the forced message alert; 

periodically resending the forced message alert to the recipient PCs or PDA/cell phones 

that have not acknowledged receipt; 

receiving responses to the forced message alert from the recipient PCs or PDA/cell 

phones and displaying the response from each recipient PC or PD A/cell phone; and 

providing a manual response list on the display of the recipient PC or PD A/cell phone; 

clearing the receiver's display screen or causing the repeating voice alert to cease upon 

selecting a response that can only be cleared by manually selecting and transmitting a response 

to the manual response list. 

8. (Original) The method as in claim 7, wherein each PC or PDA/cell phone within a 

predetermined communication network is similarly equipped and has the forced message alert 

software application program loaded on it. 
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9. (Original) The method as in claim 7, wherein said forced message alert application 

software packet contains a response list, wherein said response list is a default list embedded in 

the forced message alert software application program. 

10. (Original) The method as in claim 7, wherein said forced message alert application 

software packet contains a response list, wherein said response list is a custom response list that 

is created at the time the specific forced message alert is created on the sender PC or PDA/cell 

phone. 

11. (Currently Amended) A method of receiving, acknowledging and responding to a 

forced message alert from a sender PC or PDA/cell phone to a recipient PC or PDA/cell phone, 

wherein the receipt, acknowledgment, and response to said forced message alert is forced by a 

forced message alert software application program, said method comprising the steps of: 

receiving an electronically transmitted electronic message; 

identifying said electronic message as a forced message alert, wherein said forced 

message alert consists comprises of a voice or text message and a forced message alert 

application software packet, which triggers the activation of the forced message alert software 

application program within the recipient PC or PD A/cell phone; 

transmitting an automatic acknowledgment of receipt to the sender PC or PDA/cell 

phone, which triggers the forced message alert software application program to take control of 

the recipient PC or PD A/cell phone and show the content of the text message and a response list 

on the display recipient PC or PDA/cell phone or to repeat audibly the content of the voice 

message on the speakers of the recipient PC or PD A/cell phone and show the response list on the 

display recipient PC or PD A/cell phone; and 
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transmitting a selected response, whether said selected response is a chosen option from 

the response list, causing the forced message alert software to release control of the recipient PC 

or PDA/cell phone and stop showing the content of the text message and a response list on the 

display recipient PC or PDA/cell phone and or stop repeating the content of the voice message 

on the speakers of the recipient PC or PD A/cell phone; 

displaying the response received from the PC or PDA cell phone that transmitted the 

response on the sender of the forced alert PC or PD A/cell phone; and 

providing a list of the recipient PC or PD A/cell phones have automatically acknowledged 

receipt of a forced alert message and their response to the forced alert message. 

12. (Original) The method as in claim 11, wherein each PC or PDA/cell phone within a 

predetermined communication network is similarly equipped and has the forced message alert 

software application program loaded on it. 

13. (Original) The method as in claim 11, wherein said forced message alert application 

software packet contains a response list, wherein said response list is a default list embedded in 

the forced message alert software application program. 

14. (Original) The method as in claim 11, wherein said forced message alert application 

software packet contains a response list, wherein said response list is a custom response list that 

is created at the time the specific forced message alert is created on the sender PC or PDA/cell 

phone 
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The Office Action mailed September 20, 2010 has been received and reviewed. By the 

present Response and Amendment, Claim 1 is canceled, Claims 2-7 and 11 have been amended 

and claims 2-14 remain. No new matter is introduced. 

Claim Rejections-35 USC§ 102 

The Examiner's rejection of Claims 1, 4 and 6 under 35 U.S.C. § 102(e) as being 

anticipated by Keating et al. (US 2004/0082352) is respectfully traversed. It is elementary patent 

law that to sustain a rejection based on anticipation, each and every element recited in the claims 

that are rejected must be present in the reference cited by the Examiner. Claim 1 has been 

canceled. Remaining claims 4 and 6 have been amended to depend from amended claim 2. The 

Keating et al. patent is very specific about being a system and method to develop accurate billing 

for Push To Talk (PTT) phones. The described technique sets up a group of mobile stations 

based on digital replies automatically received from the group of mobile stations. Applicant's 

invention is about sending commands to individuals using any communications means that 

require a manual response from the individual to whom the command was issued, in much the 

same manner that when a U.S. Marine issues a command and he demands a "Yes Sir" or "No 

Sir" response from the person to whom the command was issued. Additionally, there is no use of 

remote or automatically generated voice commands that demand a response being sent in 

Keating et al. The Keating et al. reference does not disclose a forced message alert software 

application program loaded on each participating PC or PDA/cell phone as required in amended 

independent claim 2 from which claims 4 and 6 depend. The system in the Keating et al. 

reference is completely different in purpose and methodology and in other words structure and 
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function. The purpose of the system in the Keating et al. reference is to enable accurate billing of 

multiple call participants in a wireless group. There is no discussion or suggestion in Keating et 

al. to provide a forced message alert which is described in Applicant's specification. The 

Examiner states in the rejection that "Keating et al. discloses a forced message alert software 

application program loaded on each participating PC in paragraph (0025)". A review of 

paragraph (0025) of the Keating et al. reference shows that the leader sends a message to a 

wireless data controller that requests a list of participants that have responded that want to 

participate in a group call. This is not the forced message alert as described in applicant's 

specification and recited in amended claim 2. In the Keating et al. reference if there is no 

response then the recipient is not added to the group. Applicant's forced message alert forces a 

recipient to respond with an appropriate predetermined response. Again, the whole purpose of 

the Keating et al. invention is to make sure that there is an accurate billing among the receipt 

members. See paragraph (0005) of Keating et al.; the Keating et al. reference does not anticipate 

amended claim 2 from which claims 4 and 6 depend and therefore claims 4 and 6 are allowable. 

Claim Rejections-35 U.S.C. § 103 

The Examiner's rejection of Claims 2, 3 and 5 under 35 U.S.C. 103(a) as being 

unpatentable over Keating et al. (US 2004/0082352) in view of Esler et al. (US 2005/0241026) 

is respectfully traversed. As stated above, with respect to the Keating et al. reference, the 

structure, methodology, and purpose of the Keating et al. reference are completely different than 

those in Applicant's claimed invention. Applicant's Claim 2 has been amended to distinguish the 

forced message alert. Esler et al. shows a device and method for storing data message alerts on 

medical devices. The medical device can be interrogated with a programmer. The method in 
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Esler' s patent is the reverse of Applicant's patent claims. In the Esler patent, the individuals 

automatically provide unsolicited data to a remote computer which periodically polls for health 

data. There is no command sent to the participant to manually respond. There is no voice 

command involved. The method may also include communicating the data message alert by the 

programmer in response to detecting the data message alert stored in a dedicated alert field of a 

medical device. It is difficult to understand how a person of ordinary skill in the art that deals 

with the communication network that has forced message alerts would even consider the 

combination of device and method disclosed in the Keating et al. reference in conjunction with 

the method disclosed in Esler et al. since the two methods and systems are completely different 

and offer no suggestion or motivation to arrive at Applicant's claimed invention. It is Applicant's 

position that even if one combined or attempted to combine the method and systems described in 

Keating et al. with the method and systems described in Esler et al., one would not arrive at 

Applicant's claimed invention. Since the references even if combined do not provide a prima 

facie obviousness rejection of these claims, it is Applicant's position that these claims are 

allowable over the references cited by the examiner. 

The Examiner's rejection of Claims 7 - 14 under 35 U.S.C. § 103(a) as being 

unpatentable over Keating et al. (US 2004/0082352) in view of Dalton et al. (US 2004/0192365) 

is respectfully traversed. Applicant hereby asserts the arguments made above as to why Keating 

et al. is not an appropriate reference with respect to Applicant's claimed invention and claims 7 

through 14. Applicant's claim 7 has been amended to include the steps of providing a manual 

response list on the display of the recipient PC/PDA and providing that clearing of the receiver's 

display screen in order to get the alert to cease can only be cleared by manually selecting and 

transmitting a response to the manual response list. Additionally, there is no use of remote or 
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automatically generated voice commands that demand a response being sent in Dalton et al. The 

steps are not taught or suggested in the references when viewed together cited by the Examiner. 

Dalton et al. shows a communications system and method that includes a data concentrator 

computer and a gateway device that allows direct communication between first and second 

mobile data acquisition devices. Again, it is Applicant's position that even if the method and 

reference device shown in Keating et al. were somehow to be combined with the system and 

method shown in Dalton et al., Applicant's claimed invention cannot result based on the 

amendments to claim 7. Therefore, the Examiner has failed to present a prima facie case of 

obviousness under 35 U.S.C. § 103 with respect to claim 7. Therefore, it is Applicant's position 

that claims 7-14 are allowable over the art of record. 

Claim 1 is canceled. Claims 2 through 14 are believed allowable over the art record for 

the reasons stated above. 

11 

0091 Page 419



CONCLUSION 

Serial No.: 12/324,122 
Attorney Docket No.: 10963.3819 

PATENT 

In view of the amendments submitted herein and the above comments, it is believed that all 

grounds of rejection are overcome and that the application has now been placed in full condition 

for allowance. Accordingly, Applicant earnestly solicits early and favorable action. Should there 

be any further questions or reservations, the Examiner is urged to telephone Applicant's 

undersigned attorney at (954) 763-3303. 

Customer No.: 22235 
MALIN HALEY DiMAGGIO 
BOWEN & LHOTA, P.A. 
1936 South Andrews Avenue 
Fort Lauderdale, Florida 33316 
Telephone: (954) 763-3303 
Facsimile: (954) 522-6507 
E-Mail: info@mhdpatents.com 

Respectfully submitted, 

s/ Barry L. Haley 
Barry L. Haley, Esq. (Reg. No. 25,339) 

I:\10000\10963\3819\To PTO\0l_Response to OA Mailed 09-20-10.doc 
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Application/Control Number: 12/324, 122 

Art Unit: 2617 

DETAILED ACTION 

Response to Arguments 

Page 2 

1. Applicant's arguments with respect to claims 2-14 have been considered but are 

moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC§ 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claim 2-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Keating et al. US 20040082352 in view of Maggenti at al. US 20020061762. 

Regarding claim 2, Keating discloses a communication system for 

transmitting, receiving, confirming receipt, and responding to an electronic 

message (see abstract - selecting a group of mobile stations to participate 

in the wireless group call and causing an invitation message to be 

transmitted to the group of mobile stations). Keating discloses a 

predetermined network of participants, wherein each participant has a similarly 

equipped PC or PDA/cell phone that includes a CPU and a touch screen display 

a CPU and memory (paragraph [0016] where participants are mobile stations 

such as 16a and 16b and so on). Keating disclose a data transmission means 

that facilitates the transmission of electronic files between said PCs and said 
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PDA/cell phones in different locations (paragraph [0020] where wireless data 

controller controls transmission of data therefore a data transmission 

means that facilitates the transmission of electronic flies). Keating 

discloses a sender PC or PDA/cell phone and at least one recipient PC or 

PDA/cell phone for each electronic message (paragraph [0022] where a group 

call originator, or leader, initiates set-up of a group call through his or her 

mobile station y choosing or selecting a group call participant list therefore 

a sender PC or PDA/cell phone and at least one recipient PC or PDA). 

Keating discloses a forced message alert software application program loaded 

on each participating PC or PDA/cell phone (paragraph [0025] where an alert 

message is queued in the mobile stations therefore a message alert 

software application program). Keating discloses an alert message but is 

silent on disclosing means for attaching a forced message alert software packet 

to a voice or text message creating a forced message alert that is transmitted by 

said sender PC or PDA/cell phone to the recipient PC or PDA/cell phone, 

wherein said forced message alert software packet contains containing a 

response list and requires requiring the forced message alert software on said 

recipient PC or PDA/cell phone to transmit an automatic acknowledgment to the 

sender PC or PDA/cell phone as soon as said forced message alert is received 

by the recipient PC or PDA/cell phone; means for receiving and displaying a 

listing of which recipient PCs or PDA/cell phones have automatically 

acknowledged the forced message ~ alert and which recipient PCs or P DA/cell 
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phones have not automatically acknowledged the forced message alert; means 

for periodically resending said forced message alert to said recipient PCs or 

PDA/cell phones that have not automatically acknowledged the forced message 

alert; and means for receiving and displaying a listing of which recipient PCs or 

PDA/cell phones have transmitted a manual response to said forced message 

alert and details the response from each recipient PC or P DA/cell phone that 

responded. 

Maggenti teaches means for attaching a forced message alert software 

packet to a voice or text message creating a forced message alert that is 

transmitted by said sender PC or PDA/cell phone to the recipient PC or PDA/cell 

phone, wherein said forced message alert software packet contains containing a 

response list and requires requiring the forced message alert software on said 

recipient PC or PDA/cell phone to transmit an automatic acknowledgment to the 

sender PC or PDA/cell phone as soon as said forced message alert is received 

by the recipient PC or PDA/cell phone (paragraph [0120] and [0129] where an 

alert message is transmitted and upon receiving the request where the 

communication device acknowledges the response). Maggenti teaches 

means for receiving and displaying a listing of which recipient PCs or PDA/cell 

phones have automatically acknowledged the forced message alert and which 

recipient PCs or PDA/cell phones have not automatically acknowledged the 

forced message alert (paragraph [0141] where communication devices 

confirm the invitation by sending acknowledgements therefore list of 
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recipients have or not automatically acknowledged the forced message 

alert). Maggenti teaches means for periodically resending said forced message 

alert to said recipient PCs or PDA/cell phones that have not automatically 

acknowledged the forced message alert (paragraph [0129] where the alert is 

resend therefore periodically resending said forced message alert to said 

recipient) and means for receiving and displaying a listing of which recipient PCs 

or P DA/cell phones have transmitted a manual response to said forced message 

alert and details the response from each recipient PC or P DA/cell phone that 

responded (paragraph [0153] where server responds by resending the lost 

message response). 

At the time of invention, it would have been obvious to a person of 

ordinary skill in the art to modify the invention of Keating with that of Maggenti, 

thereby determining participants in a net within a group communication network 

as taught by Maggenti (paragraph [0004]). 

Regarding claim 3, Maggenti teaches wherein the forced message alert 

software application program on the recipient PC or PDA/cell phone includes: 

means for transmitting the acknowledgment of receipt to said sender PC or 

PDA/cell phone immediately upon receiving a forced message alert from the 

sender PC or PDA/cell phone (paragraph [0120] and [0129]. Maggenti teaches 

means for controlling of the recipient PC or PDA/cell phone upon transmitting 
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said automatic acknowledgment and causing, in cases where the force message 

alert is a text message, the text message and a response list to be shown on the 

display of the recipient PC or PDA/cell phone or causes, in cases where the force 

message alert is a voice message, the voice message being periodically 

repeated by the speakers of the recipient PC or PDA/cell phone while said 

response list is shown on the display (paragraph [0141]) and means for allowing 

a manual response to be manually selected from the response list or manually 

recorded and transmitting said manual response to the sender PC or PDA/cell 

phone and means for clearing the text message and a response list from the 

display of the recipient PC or PDA/cell phone or stopping the repeating voice 

message and clearing the response list from the display of the recipient PC or 

PDA/cell phone once the manual response is transmitted (paragraph [0153]). 

Regarding claim 4, Keating discloses wherein said data transmission 

means is TCP/IP or another communications protocol (paragraph [0020] -

Internet Protocol (IP)). 

Regarding claim 5, Keating discloses wherein the response list that is 

transmitted within the forced message alert software packet is a default response 

list that is embedded in the forced message alert software application program 

(paragraph [0027]). 
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Regarding claim 6, Keating discloses wherein the response list that is 

transmitted within the forced message alert software packet is a custom 

response list that is created at the time the specific forced message alert is 

created on the sender PC or PDA/cell phone (see Fig. 2). 

Regarding claim 7, Keating discloses A method of sending a forced 

message alert to one or more recipient PCs or PDA/cell phones within a 

predetermined communication network, wherein the receipt and response to said 

forced message alert by each intended recipient PC or PDA/cell phone is 

tracked, said method comprising the steps of: accessing a forced message alert 

software application program on a sender PC or PDA/cell phone paragraph 

[0025] where an alert message is queued in the mobile stations therefore a 

forced message alert software application program ). Keating discloses 

creating the forced message alert on said sender PC or PDA/cell phone by 

attaching a voice or text message to a forced message alert application software 

packet to said voice or text message (paragraph [0022]). Keating discloses 

designating one or more recipient PCs or PDA/cell phones in the communication 

network (paragraph [0022] where a group call originator, or leader, initiates 

set-up of a group call through his or her mobile station y choosing or 

selecting a group call participant list). Keating discloses electronically 

transmitting the forced message alert to said recipient PCs or PDA/cell phones 

(paragraph [0022]). Keating discloses receiving automatic acknowledgements 
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from the recipient PCs or PDA/cell phones that received the message and 

displaying a listing of which recipient PCs or PDA/cell phones have 

Page 8 

acknowledged receipt of the forced message alert and which recipient PCs or 

PDA/cell phones have not acknowledged receipt of the forced message alert 

(see Fig. 2 - steps 42 and 43 where acknowledgements are received from 

the recipient mobile phones). Keating discloses periodically resending the 

forced message alert to the recipient PCs or PDA/cell phones that have not 

acknowledged receipt (see Fig. 2). Keating discloses receiving responses to 

the forced message alert from the recipient PCs or PDA/cell phones and 

displaying the response from each recipient PC or PDA/cell phone and clearing 

the receiver's display screen or causing the repeating voice alert to cease upon 

selecting a response that can only be cleared by manually selecting and 

transmitting a response to the manual response list (paragraph [0028] where 

the message is cleared). 

Keating is silent providing a manual response list on the display of the 

recipient PC or PDA/cell phone. Maggenti teaches providing a manual response 

list on the display of the recipient PC or PDA/cell phone (paragraph [0011] 

where the communication device sends a response to the message within a 

predetermined time period). 

At the time of invention, it would have been obvious to a person of 

ordinary skill in the art to modify the invention of Keating with that of Maggenti, 
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thereby determining participants in a net within a group communication network 

as taught by Maggenti (paragraph [0004]). 

Regarding claim 8, Keating discloses wherein each PC or PDA/cell phone 

within a predetermined communication network is similarly equipped and has the 

forced message alert software application program loaded on it (paragraph 

[0016] where participants are mobile stations such as 16a and 16b and so 

on which are similarly equipped). 

Regarding claim 9, Keating discloses wherein said forced message alert 

application software packet contains a response list, wherein said response list is 

a default list embedded in the forced message alert software application program 

(paragraph [0027]). 

Regarding claim 10, Keating discloses wherein said forced message alert 

application software packet contains a response list, wherein said response list is 

a custom response list that is created at the time the specific forced message 

alert is created on the sender PC or PDA/cell phone (paragraph [0027]). 
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3. Claim 11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Keating et al. US 20040082352 in view of Dalton et al. US 20040192365. 

Regarding claim 11, Keating discloses a method of receiving, 

acknowledging and responding to a forced message alert from a sender PC or 

PDA/cell phone to a recipient PC or PDA/cell phone, wherein the 

receipt, acknowledgment, and response to said forced message alert is forced by 

a forced message alert software application program (paragraph [0027] where 

Keating discloses where a message is sent to inform the mobile stations 

that the group call is set to begin), said method comprising the steps of: 

receiving an electronically transmitted electronic message (Fig. 2 step 34 where 

message is received after being transmitted). Keating discloses identifying 

said electronic message as a forced message alert, wherein said forced 

message alert comprises of a voice or text message and a forced message alert 

application software packet, which triggers the activation of the forced message 

alert software application program within the recipient PC or PDA/cell phone 

(abstract where an invitation message to be transmitted to the group of 

mobile stations). Keating discloses transmitting an automatic acknowledgment 

of receipt to the sender PC or PDA/cell phone, which triggers the forced 

message alert software application program to take control of the recipient PC or 

PDA/cell phone and show the content of the text message and a response list on 

the display recipient PC or PDA/cell phone or to repeat audibly the content of the 
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voice message on the speakers of the recipient PC or PDNcell phone and show 

the response list on the display recipient PC or PDA/cell phone (see Fig. 2 -

steps 42 and 43 where acknowledgements are received from the recipient 

mobile phones) and transmitting a selected response, whether said selected 

response is a chosen option from the response list, causing the forced message 

alert software to release control of tile recipient PC or PDNcell phone and stop 

showing the content of the text message and a response list on the display 

recipient PC or PDNcel1 phone and or stop repeating the content of the voice 

message on the speakers of the recipient PC or PDNcell phone (paragraph 

[0028] where a message is responded). Keating discloses displaying the 

response received from the PC or PDA cell phone that transmitted the response 

on the sender of the forced alert PC or PDA/cell phone (see Fig. 2 step 36 

where list of responsive participants is displayed upon request) and 

providing a list of the recipient PC or PDNcell phones have automatically 

acknowledged receipt of a forced alert message (see Fig. 2 step 43 where 

group members allow communication therefore automatically 

acknowledged receipt of a forced alert message). 

Keating is silent their response to the forced alert message. . However, 

Dalton teaches responses to the forced message alert (paragraph [0014] where 

each active mobile device responds to the predetermined message and 

performs a specific function related to the predetermined message). 
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Page 12 

ordinary skill in the art to modify the invention of Keating with that of Dalton, 

thereby integrating plurality of mobile devices as taught by Dalton (paragraph 

[0001]). 

Regarding claim 12, Keating discloses wherein each PC or PDA/cell 

phone within a predetermined communication network is similarly equipped and 

has the forced message alert software application program loaded on it 

(paragraph [0016] where participants are mobile stations such as 16a and 

16b and so on). 

Regarding claim 13, Keating discloses wherein said forced message alert 

application software packet contains a response list, wherein said response list is 

a default list embedded in the forced message alert software application program 

(paragraph [0027] where the message is displayed on the participating 

mobile phones). 

Regarding claim 14, Keating discloses wherein said forced message alert 

application software packet contains a response list, wherein said response list is 

a custom response list that is created at the time the specific forced message 

alert is created on the sender PC or PDNcell phone(see Fig. 2). 
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1. Any inquiry concerning this communication or earlier communications from the 

Examiner should be directed to Amanuel Lebassi, whose telephone number is (571) 

270-5303. The Examiner can normally be reached on Monday-Thursday from 8:00am to 

5:00pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 

supervisor, Nick Corsaro can be reached at (571) 272-7876. The fax phone number for 

the organization where this application or proceeding is assigned is (571) 273-

8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for published 

applications may be obtained from either Private PAIR or Public PAIR. Status 

information for unpublished applications is available through Private PAIR only. For 

more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 

have questions on access to the Private PAIR system, contact the Electronic Business 

Center (EBC) at 866-217-9197 (toll-free) or 703-305-3028. 

Any inquiry of a general nature or relating to the status of this application or 

proceeding should be directed to the receptionist/customer service whose telephone 

number is (571) 272-2600. 

Amanuel Lebassi 
/A. L./ 

3/01/2011 

/HUY PHAN/ 
Primary Examiner, Art Unit 2617 
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!Ref# !Hits !Search Query IDBs !Default !Plurals !Time Stamp ! 
I I ! I !Operator I I I 
. ,------------------- ,------------------- ----------------------------------------------------------- ' ·-------------------------· '----------------------------------------· ,----------------------· '·------------~--~-----~-------! 
!S49 11 1"20040082352".pn. IUS-PGPUB; IADJ IOFF !2011/02102 I 
! I I luSPAT· ! I !14-42 I 

: ! ~ ~ ~ ' ! I ( • ; 
i I I IUSJCR; I I i I 
i I I IFPRS· EPO· I I i I 

; ! ~ ~ ~ ' ' ! ; ! ; ., , , iJPO , , , i 
~ ; ....................................................... ~ ...................................................... ~ ..................................................................................................................................................................................... t ..................................................................................... , ; ............................................................................................................................ ~ ............................................................... , ; ..................................................................................................................................... i 
iS50 11 !(forced near3 IUS-PGPUB; !ADJ ION 12011/02102 I 
! I 1(message alert IUSPAT; I I !16:28 I 
i I lsoftware)) iuSJCR; I I I ! 
i I I IFPRS· EPO· I I i I 

1!"""----•--•»»•I» ______ """'"· !"""""""""""""""""""""""""""'"·· tJPO __ ·"""'""•·»•l""""""""""""""""""""··l __ """""""""--l."""""""""""""""""""""I iS51 171 !(forced near3 (alert)) [US-PGPUB; !ADJ ION !2011/02102 ! 
! I I IUSPAT· I I 116"28 ! 

i I ~ ~ ~ ' ! l ! ■ i 
i i I iUSJCR; I I I ! 
i I ! iFPRS· EPO· ! I ! I 

I!"""""'"""'° I" ________________ '"""____________________________________________________ !JPO"_' """""'.'".I"""""'""'"""'""'"""'""". I ________________ """ I ____________________________________________ I 
iS52 11496 !(alert) with (participat [US-PGPUB; !OR IOFF 12011/02102 j 
i I 1$3 PDA) !USPAT; I I !16:29 ! 
i I I iuSJCR; I I I ! 
i I I iFPRS· EPO· I I i ! 

·: I I IJPO' ' I I i I 
•:S53" ...... l2 ............... fS51 .. and.S52 ........................... f US-PGPUB; .. ··:ADJ ............................... :ON ............... :201·1102102 ................ I 
! I I iUSP'AT· I I 116·29 ! 

: : ~ ~ ~ ' : : : ■ ~ 

! I I ILJSJCR· I I I ! 
! l ~ ~ ~ ' ! j ! ~ 
, ' ' 'FPRS· EPO· i , , ' 

·: I I IJPO' ' I I i I 
~ j nn-..nnnn-..nn• ~-..nnnnnnnnu ~ nnnnnnnnnnnnnnnnnnnnnnnnnnnnnn• ~ nnnnnnnnnnnnnnv l nnnnnnnnnnnnnnnnnnnn-..• [nnnnnnnnnnn• i nnnnnnnnnnnnnnnnnnnnnn ~ 
!S54 ]7748 !(alert) with (participat 1US-PGPUB; !OR !OFF !2011/02102 ! 
i I l$3 ((mobile or portable iuSPAT; I I 116:32 ! 

•: ' i • ' ' ' : ' ! i :or wireless or cell$4 or iUSJCR; I I I ! 
• i I !handheld) adj IFPRS; EPO; I I I I 
:: I i ' , i : i 
! 1 !(telephone or phone or IJPO I , I ! 
I I !terminal or station or i I i I ! 
i I , . . I i I i I 
, I !device or urnt))) I , I , ! 

: : ~ t ~ I ~ : ~ 

!S55 ]7340 !(alert) with (((mobile lus-PGPUB; loR bFF !2011102102 ! 
•' i , I ' I : i 
! I (or portable or wireless :USPAT; I I !16:32 ! 

·' ' ' ' ' ' ' ' ! I jor cell$4 or handheld) )USJCR; ! I ! ! 
i I 1adj (telephone or [FPRS; EPO; I I I ! 
i I !phone or terminal or 1JPO I I i ! 
i I I . . , i I i I 
! 1 :station or device or I I I I ! 
i I I unit))) I I I I I 

• 1 ~ ~ I I 1 ~ ~ 
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iS56 i7748 !(alert) with (participat IUS-PGPUB; iOR iOFF 12011/02102 I 
i I 1$3 (((mobile or IUSPAT; I I 116:33 I 
: ' ' ' ' ' : ' i I !portable or wireless or IUSJCR; I I I I 
i i lce11$4 or handheld) adj IFPRS; EPO; I i I ! 
! l !(telephone or phone or IJPO I I I I 
i i !terminal or station or I I i I ! 
: ' i . . ' ' i ' i : ! !device or urnt)))) ! I I I 1 
'-------------------'------------------ ~ ·---------------------------------------------------------- '-----------------------------": ----------------------------------------- '-----------------------: -------------------------------------------- ! 
:S57 120 IS51 and S56 IUS-PGPUB; !ADJ ION 12011/02102 I 
: i I i , i , i 
i ! I !USPAT; I I 116:33 ! 
: I I lucr'\CR· I I : I 
: ' \ ' v.J ' l l : ~ 
i I ! IFPRS· EPO· I I I ! 
: I I IJPO' ' I I I I 
1 ........................................................... ~ ....................................................... ~ ..................................................................................................................................................................................... ~ ........................................................................................... ! ..................................................................................................................... " !.. ................................................................. 1 .................................................................................................................................... ~ 
!S58 13 IS57 and (ACK or IUS-PGPUB; !ADJ ION 12011/02102 I 
: i i I ' i , i i ! !Acknowledge) :USPAT; I I 116:34 ! 
i I I luSJCR· I I I I 
: ~ ~ ~ ' l l : ~ 
i ! 1 iFPRS· EPO· I ! I i 
: I I IJPO' ' I I I ! 
:S59 -------- I 181 28 -- !( alert$4) -same------------------------ !US-PGPUB; -- !OR ---------------------------------:OFF -----------:201 ·1/02102----------------1 

i i l(participat$3 ((mobile luSPAT; I i 116:35 ! 
' ' ' ' ' ' . ' i I lor portable or wireless IUSJCR; I ! I I 
i i lor cell$4 or handheld) IFPRS; EPO; I i I I 
i i !adj (telephone or IJPO I i i ! 
! l !phone or terminal or I I I I I 
i i !station or device or I I i I ! 
: I I unit))) I I I I I 
iS6o ------ !2480 ----iS59-and-(ACK-or ---------------- ius-PGPUB;--IADJ--------------------------------loN----------i201 ·1102102----------------I 

i i !Acknowledge) luSPAT; I i 116:35 ! 
i I I luSJCR· I I I I 
! ~ ~ I ' : I ! ~ 
1 i ! 1FPRS· EPO· i ! 1 ! 
: I I IJPO' ' I I I I 
iS61 -------- 1s--------------- iS59 ·and· automatic----------- tus-PGPUB; --- IADJ--------------------------------ioN --------------1201 ·1/02102----------------1 

i ! !(ACK or Acknowledge) 1USPAT; I ! 116:36 ! 
I I ! !USJCR; I I I i 
, i ! iFPRS· EPO· i ! , ! 
! ~ ~ ~ ' ' : : ! ~ 
i ! ! !JPO I ! I ! 
! ~ ;~------- \ ! ;.~--: ~ 
!S62 Is IS59 and (automatic IUS-PGPUB; IADJ iON 12011/02102 ! 
1, I l(ACK or Acknowledge)) ,~~~~; 1,,,,_ 1,,,, 1,16:36 I 
',,, ' I 1,FPRS; EPO; ',, ! 

~- ~ \ ~ , , I iJPO , , , ! 
>n,,,,nnnn,,,~ ~ ,,nn,,,,nnnn ~ nnnn,,,,nnn,n,,n,nnn~,~n~nnn~,~n~nnn~,, ~ .~nn~,~~nnnn~nn~nn~ >n~nnn~nn~nnn~nn~nnn~nn~....._ f •nnn~,~~nnnn~'-~' >nnn~,~nn~nn~,~nn~nn~,~~nnnn~• ~ 

1S63 !7 !(forced near3 (alert !US-PGPUB; IOR !OFF 12011/02102 ! 
: l ' ' ' : : i i l 1$4)) same (participat$3 IUSPAT; I I 116:37 i 
I ! !((mobile or portable or !USJCR; I I I ! 
i l !wireless or cell$4 or IFPRS; EPO; I I I i 
i l !handheld) adj IJPO I i I ! 
i l 1(telephone or phone or I i i I ! 
! l !terminal or station or I I I I I 
i i !device or unit))) I i i I ! . , . , , , . I 

' 
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, .... , .... """"'"'""""""""'" """"""""""""""'"""'""'"""'""'"""'"'""""'""'"""""""""<""""""""""""""""""""'''""""'"""""""<'"""'"""""""""""""""""" i 
!S65 11 l(automatic$5 IUS-PGPUB; !ADJ !OFF 12011/02/02 i 
I I iacknowledg$3 receipt) !uSPAT; I I 117:35 I 
i I land (forced alert IUSJCR; I I i ! 
I I lmessage) IFPRS; EPO; I I I ! 
! i I !JPO I i ! ! 
l ·················-- ~--·············••u ~ ............................................................. ~ ............................... l .......................................... ( ...................... ; ............................................ ~ 
1S66 11 l(automatic$5 IUS-PGPUB; !ADJ !OFF 12011/02/02 ! 
I I lacknowledg$3) and luSPAT; I I 117:35 I 
I I !(forced alert message) IUSJCR; I I I i 
! I I 1FPRS· EPO· 1 I : ! 
I ~ ~ ~ ' ' ! : : ~ 
, : ! !JPO 1 : 1 i 
! nnnnnnnnn• ~,nnn,nn,nn" t .nnnnnnnnnnnnnnnnnnnnnnnnnnnnn• ~ ,nnn,nn,nnn,nn,nnv ! ,n,nnn,nn,nnn,nn,nnn,nnn• ~,n,nn,nnn,nn,_. ~ n,nn,nnn,nn,nn,nnn,nn,nnn, ~ 
1S67 11 l(automatic$5 IUS-PGPUB; !ADJ !OFF 12011/02/02 ! 
. ' ' ' ' ' ' i I I !acknowledg$3) and iUSPAT; I I 117:35 I 
i I !(forced alert ) IUSJCR; I I i I 
i I I IFPRS· EPO· I I I ! 
I ~ ~ ~ ' ' l l : ~ 

I I I IJPO I I I i 
isss i1 i(automatic$5 near2 ius-PGPUB; iADJ ioFF i2011102102 I 
I I 1acknowledg$3) and iUSPAT; I I 117:35 i 
i I !(forced alert ) IUSJCR; I I i ! 
i I I IFPRS· EPO· I I I ! : ~ .. ~ ' ' : : : ~ 
! i ! !JPO I i ! ! 

!S69 ........ !1 ............... [(automatic$5 .. near2 .......... !us-PGPUB; ... !ADJ ............................... IOFF ............ i201·1102102 ................ I 
! I 1acknowledg$3) and !USPAT; I I !17:39 i 
I I !(forced near2 alert ) luSJCR; I I I ! 
i I I IFPRS· EPO· I I I l 
: ~ ~ ~ ' ' : : : ; 
! i 1 !JPO I i ! i 
l ~ ~ ~ ! l i ~ 

1S70 11 !(automatic$5 near2 IUS-PGPUB; !ADJ !OFF :2011/02/02 ! 
: , i I , i : i 
i I :acknowledg$3) and 1USPAT; I 1 !17:39 ! 
I i !(forced near2 alert$4 ) IUSJCR; I i I ! 
: i , i , i : I 
i I I !FPRS; EPO; i I I i 
! i I IJPO I i ! i 
1 .......................................................... ~ ....................................................... ~ ..................................................................................................................................................................................... ~ .............................................................................................. ! ........................................................................................................................... : ................................................................... i .................................................................................................................................. ~ 
1S71 !324 !(automatic$5 near2 lus-PGPUB; !ADJ !OFF :2011/02/02 i 
I I lacknowledg$3) and !USPAT; I I j17:39 i 
i i !(alert$4 ) iuSJCR· I i i I : ~ ~ ~ ' : : : ~ 

i i I IFPRS· EPO· I i ! ! 
I I I IJPO' ' I I I ! 
! i I I I i ! i 
1S72 148 ~S71 and S59 lus-PGPUB; !ADJ ION :2011102102 I 
i I I iuSPAT· i I !17-40 I 
i I I lucv.cR' I I i . I 
l ~ ~ ~v.J; ! l l i 
i I I IFPRS· EPO· I i ! I 
: ~ ~ ~ ' ' : ! : ~ 
i i I IJPO I i i ! 
is73 -------- [46 ------------1S72 -and' sso --------------------------- ius-PGPUB; ---!ADJ----------------------------- [ON --------------i201 '1 / 02/ 02----------------1 

i I i luSPAT· i I !17-40 ! 
i I I lucv.cR'· I I I . ! 
l ~ ~ ~v...1, ! l l ~ 
! i I IFPRS· EPO· I i ! I 
I I I !JPO' ' I I I I 
l ~ ~ ~ ! l l ~ 
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} .............. , ...... ~~~~ ' ~~~~~~~ ¢ ............... "'"'"'""'~'"''"''"'"''"'~'"''"''"~~~~~~~~~~- --~~~~~~~~~~~~" ( ~~~~~~~~~~~~~~~~~- '~~~~~~~~~- ~ ~~~~~~~~~~~~~~~~~" ~ 

!S74 120 1"455"/$.ccls. and S73 IU&PGPUB; !ADJ ION 12011/02/02 ! 
i I I luSPAT· I I 118·04 I 
l ~ i I ' ! l 1 · ~ 
, i I i USJCR· , i : i 
! ~ I I . ' . ! l ! i , , , ,FPRS, EPO, , : : : 
I ! I IJPO I I I I 
; ................................................... ~ .............................................. ~ .............................................................................................................................................................................. ) .......................................................................................... , i ............................................................................................................................ ~ ............................................................... , : ..................................................................................................................................... ~ 
1S75 11 1121324,122 IU&PGPUB; !ADJ !OFF 12011/02/08 I 
i I I luSPAT· I I 114-37 I 
i I I I USJCR· i i i . ! 
! ~ I I . ' . ! I ! ~ 
i I 1 1FPRS, EPO, i I i ! 
' : : 'JPO ' : ' : 
t. _ ........... "'"'~""" j "'~'"~~,"~' ~~~"'~"'~~"'~"'~~,~~"'~~,~~"'~~,~~'"' j ,~~,"~~,~~,"~~,~~- t ~~,~~"'~~,~~,"~~,~~ .. "'"'"'"'" ... j ""....._ ...................... "'"'"'"'"'" f " .............................................................. "....._ ...................... " ............. ~ 
1S76 11704 !(alert near2 message) !U&PGPUB; !ADJ !OFF 12011/02/08 ! 
I I !with (voice or text) IUSPAT; I I 115:04 j 
i I i IUSJCR· ! ! i i 

! i ! I . ' . I ! I ~ 
i I i f PRS, EPO, i i i i 
' : : 'JPO : : ' : ! ~ I I I j I ~ 
1S77 13 !(alert) with (participat !U&PGPUB; !ADJ ION 12011/02/08 ! 
I I l$3 ((mobile or portable IUSPAT; I I 115:04 i 
! ! lor wireless or cell$4 or IUSJCR; I I I j 
i i lhandheld) adj IFPRS; EPO; I i i I 
I I !(telephone or phone or IJPO I I I ! 
i i !terminal or station or I i i i ! 
i I idevice or unit))) I i i i ! · ....................................................... ~ .................................................... ~ ......................................................................................................................................................................... ' ............................................................................................ ' ........................................................................................................................... ' ................................................................. ' ............................................................................................................................... ~ 

1S78 124 !(alert) with (participat IU&PGPUB; !ADJ ION 12011/02/08 I 
I ! l$3 near4 ((mobile or luSPAT; I I 115:05 ! 
! I !portable or wireless or IUSJCR; I I I j 
i I lce11$4 or handheld) adj IFPRS; EPO; i i i ! 
I I !(telephone or phone or IJPO I I I i 
! I !terminal or station or I I I I I 
! ~ i • • I ! I ! ! 
! I !device or urnt))) I i ! i ! 
·----------------· ~--------------·--· : -------------------------------------------------------- ~ --------------------------- '-----------------------------------------·, ---------------------- ·-------------------------------------------.. ! 
!S79 F6 i(alert$3) same !U&PGPUB; IADJ ION 12011/02/08 ! 
i I l(participat$3 near4 IUSPAT; I I 115:05 I 
I I i((mobile or portable or luSJCR; I I I ! 
i i !wireless or cell$4 or IFPRS; EPO; I i i ! 
i i lhandheld) adj iJPO i i i ! 
i i !(telephone or phone or i i i i ! 
I I !terminal or station or I I I I ! 
i I : . . I i i i I 
! I !device or urnt))) I i I i 1 
1 ................................................. - ~ ................................................ 1 ........................................................................................................................................................................... ) ...................................................................................... ~ ..................................................................................................................... i .............................................................. • ............................................................................................................................... ! 
Issa 15 !S76 and S78 IU&PGPUB; !ADJ ION 12011/02/08 j 
i I I luSP'AT· I I 115·05 ! 
I ~ \ \ ' l l : ■ ! 
i I I iuSJCR· I I I I 
! ~ I I . ' . ! I I ~ i I i iFPRS, EPO, i i i i 

1 ..... ·-----------.. i---.. ----..... 1 .. ______ ----.. ----------.. ----------.. ----------.. -------.. IJP0 __ ----.. ----------... 1--.. __ --------.. ----------.. ----------.... 1 __ ----.. ----------.. --1 __ ----.. ----------.. ----------.. ----------... 1 
1S81 121 !S76 and S79 IU&PGPUB; !ADJ ION 12011/02/08 j 
i I I luSP'AT· I I 115-05 ! 
I ~ ' \ ' l l : ■ ~ 

i i I iuSJCR; I i i ! 
i I I IFPRS· EPO· i I i I 
! ~ I I ' ' ! ! ! ~ 
i I i iJPO i i i i 
; ~ I I ; l ; ~ 
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!ss2 12 i((@Jrad < IUS-PGPUB; !ADJ IOFF 12011102108 I 
I l 1"20040921")or(@rlad iUSPAT; I I j15:20 i 
I i I< "20040921 ") or ILJSJCR· I I I I 
! ~ I I ' : l : ~ 
! l I( @ad< "20040921 ")) IFPRS· EPO· I I i i 
: ~ I ~ ' ' l ; : ~ 
! i land S81 iJPO I I i I 

iss3 i22 [((@)rad< ius-PGPUB; iADJ loFF i2011102108 I 
I I ("20040921")or(@rlad IUSPAT; I I j15:58 I 
I i I< "20040921 ") or lucv.CR· I I I I : ~ ~ I v.J ' l ; : ; 

i l I( @ad< "20040921 ")) IFPRS; EPO; i I i I 
! l land S79 IJPO I I i i 
! nnn,n~'-'-'-'-~'-H' ~ ~'-'-'-'-~'-~'-'-'-'-~'-'-'-'-~ ~'-'-'-'-~'-'-'-'-~'-~'-'-'-'-~'-'-'-'-~'-~'-'-'-'-~'-'-'-'-~'-~'-'-'-'-~'-'-'-'-~'-~'-'-'-'-~'-'-'-'-~'-~' ~ '-~'-'-'-'-~'-~'-'-'-'-~'-'-'-'-~ ............ ~'-'-'-'-> 

1,.._.._,~.._,,.._~ ............ ~.._,,,~ ............ ~.._,,.._~ ............ ~• ! ,~ ............ ~.._,,,~ ............ n ; ,~ ............ ~.._,,,~ ............ ~.._,,,~ ............ ~.._,,,~.._,.._.._.._.._ ~ 
iSS4 1151 i(alert near2 message) IUS-PGPUB; iADJ IOFF i2011/02/08 i 
! i !with (acknowledge or IUSPAT; I i !16:20 I 
! l !ACK) luSJCR· I I i I 
i I I IFPRS· EPO· I I i i 
I I I IJPO, ' I I I I 
iSS5 IO 1S84 and (participat$3 IUS-PGPUB; !ADJ ION i2011/02/08 i 
I I lnear4 ((mobile or IUSPAT; I I 116:21 I 
I I !portable or wireless or IUSJCR; I I I i 
i I lce11$4 or handheld) adj IFPRS; EPO; i I i I 
I l !(telephone or phone or IJPO I I I i 
! l lterminal or station or I I I i i 
i I !device or unit))) I i I i i 
' ~ 1 \ ' ' • ~ 

1S86 1100 lss4 and ((mobile or IUS-PGPUB; !ADJ ION 12011/02/08 i 
i I !portable or wireless or luSPAT; i I !16:22 i 
i I lce11$4 or handheld) adj luSJCR; I I i I 
I I !(telephone or phone or IFPRS; EPO; I I I I 
i I !terminal or station or IJPO i I I i 
I I !device or unit)) I I I I i 
'------------------·'------------------'------------------------------------------------------------·'-------------------------------·'-----------------------------------------'-----------------------'--------------------------------------------' 
1S87 178 l((@Jrad < IUS-PGPUB; !ADJ !OFF 12011/02/08 I 
i I l"20040921")or(@rlad iuSPAT; i I i16:22 i 
! l I< "20040921 ") or luSJCR· ! I ! i 
! ~ ~ ~ ' : ; : ; 
I i I( @ad< "20040921 ")) IFPRS· EPO· I I I i 
! ~ I I ' ' : ! ! ~ 
I i 1and S86 IJPO i I I I 
iss8 -----i24 --------f'455"/$.ccls. and S87 ---- ius-PGPUB;---!ADJ -------------------ioFF-------i2011102108 ---------1 
! l I luSPAT· I I !16·23 i : ~ I : ' l : : ■ ; 

I i I ILJSJCR· I I I i 
l ~ I \ ' l l 1 ~ 
I i I IFPRS; EPO; I i I I 
I > > ! I > I I 
' ' ' 'JPO ' ' : I )~~~~~~~~· ~~~~~~~~~ l~~~~~~~~~~~~~~~~~~~~~~~~--· i ... ~~~~~~~~~~~~~ l ~~~~~~~~~~~~~~~- ~,~~~~~~~~,.1 ~~~~~~~~~~~~~~~~~~ ~ 
1S89 110 lperiodic$4 with (resend IUS-PGPUB; !ADJ !OFF :2011/02/08 i 
I l 1$3 or re-send$3 or IUSPAT; I I 117:00 i 
i , I . . I I I I ! 
! l 1retransm1t$4) with alert iUSJCR; I I ! i 
I I I IFPRS; EPO; I I I I 
i i I IJPO I I I ! 
l~~~~,~~,~,~· ~~~,~~,~~,~,· t "~~,~~,~~~,~~,~~~,~~,~~~,~~,~~~,~~· ~ ~~,~~,~~~,~~,~~,~,· l ,~~~,~~,~~~,~~,~~~,~~,~~ ~,~~,~~~,~~,~~· ; ~~,~~~,~~,~~~,~~,~~~,~~,~, ~ 
1S90 12 1S84 and S89 IUS-PGPUB; !ADJ !OFF :2011/02/08 ! 
! ! ! !LJSPAT· I I !17·00 ! : ~ ~ ~ ' : l : . ~ 
I l I IUSJCR; I I I i 
I I ! IFPRS· EPO· I I I I 
i ~ I I ' ' t i : i 
I a : IJP() I I I 1 
l ~ l I l l ; ~ 

! 
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,-------------------,------------------· --------------------------------------------------------------,-------------------------------- ,-----------------------------------------·,----------------------· r------------------------------------------- i 
!S91 lo !S89 same (ACK or IUS-PGPUB; :ADJ !OFF !2011/02/08 ! 
! I !acknowledge) luSPAT; I I 117:01 I 
! ! ! !umcR· ! ! ! I 
! ~ ~ ~ ' l I 1 i 
i i i :FPRS; EPO; i i i ! 
i ! I !JPO i : : ! 
:S92 ........ !2 ............... [S89 .. and .. (ACK.or .................... !us-PGPUB; .... IADJ ................................ IOFF ............ i201·1102108 ................ I 
! i :acknowledge) !USPAT; i : :17:01 i 

I ! I !Uffi~R; . I I I I , , , ,FPRS, EPO, , , , i 
i ! i !JP() i : i ! 
! ~ ! i !.~-~-~-[ I i 
IS93 179 lperiodic$4 same IUS-PGPUB; IADJ !OFF 12011102108 I 
! I l(resend$3 or re-send$3 luSPAT; 1 i 117:02 I 
I I lor retransmit$4) same luSJCR; 1,,, 1,,, I i 
i, : lalert$3 !FPRS; EPO; :, !, 

~ ~ ~JPO , 
! ~ ~ ~ ! ; ! ~ 
, ......................................................... , ....................................................... .(- ................................................................................................................................................................................ , .............................................................................................. , .................................................................................................................................................................................................... , ................................................................................................................................. ~ 
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Serial No.: 12/324,122 
Attorney Docket No.: 10963.3819 

PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of: BEYER, JR., Malcolm K. ) 
) 

Serial No.: 12/324,122 ) 
) 

Filed: November 26, 2008 ) 
) 

Entitled: METHOD OF UTILIZING ) 
FORCED ALERTS FOR ) 
INTERACTIVE REMOTE ) 
COMMUNICATIONS ) 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Confirmation No: 9036 

Group Art Unit: 2617 

Examiner: LEBASSI, Amanuel 

September 9, 20II 

Filed Electronically 

RESPONSE AND AMENDMENT 

Dear Sir: 

In response to the Office Action dated March I I, 201 I, please amend the above 

referenced patent application as follows and consider the remarks below. This Response is filed 

within six months of the mailing date of the Office Action; therefore, a petition for a three-month 

extension of time is submitted herewith. In the event that any further extension of time is 

required, please consider this a request therefor. The Commissioner is authorized to charge any 

additional fees due or credit any overpayment to Deposit Account 13-I 130. 

Please amend the claims as shown on pages 2-7. 

Remarks begin on page 8. 

1 

0120 Page 448



CLAIM AMENDMENTS 

Serial No.: 12/324,122 
Attorney Docket No.: 10963.3819 

PATENT 

Please amend the claims (strikethrough indicating deletion and underline indicating 

insertion) as follows: 

l. (Cancelled) 

2. (Currently amended) A communication system for transmitting, receiving, 

confirming receipt, and responding to an electronic message, comprising: 

a predetermined network of participants, wherein each participant has a similarly 

equipped PC or PDA/cell phone that includes a CPU and a touch screen display a CPU and 

memory; 

a data transmission means that facilitates the transmission of electronic files between said 

PCs and said PD A/cell phones in different locations; 

a sender PC or PDA/cell phone and at least one recipient PC or PDA/cell phone for each 

electronic message; 

a forced message alert software application program including a list of required possible 

responses to be selected by a participant recipient of a forced message response loaded on each 

participating PC or PD A/cell phone; 

means for attaching a forced message alert software packet to a voice or text message 

creating a forced message alert that is transmitted by said sender PC or PDA/cell phone to the 

recipient PC or PDA/cell phone, said forced message alert software packet containing a list of 

possible required responses response list and requiring the forced message alert software on said 

recipient PC or PDA/cell phone to transmit an automatic acknowledgment to the sender PC or 

PDA/cell phone as soon as said forced message alert is received by the recipient PC or PDA/cell 

phone; 
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means for requiring a required manual response from the response list by the recipient in 

order to clear recipient's response list from recipient's cell phone display; 

means for receiving and displaying a listing of which recipient PCs or PDA/cell phones 

have automatically acknowledged the forced message alert and which recipient PCs or PDA/cell 

phones have not automatically acknowledged the forced message alert; 

means for periodically resending said forced message alert to said recipient PCs or 

PD A/cell phones that have not automatically acknowledged the forced message alert; and 

means for receiving and displaying a listing of which recipient PCs or PDA/cell phones 

have transmitted a manual response to said forced message alert and details the response from 

each recipient PC or PD A/cell phone that responded. 

3. (Currently amended) The system as in claim 2, wherein the forced message alert 

software application program on the recipient PC or PDA/cell phone includes: 

means for transmitting the acknowledgment of receipt to said sender PC or PDA/cell 

phone immediately upon receiving a forced message alert from the sender PC or PDA/cell 

phone; 

means for controlling of the recipient PC or PDA/cell phone upon transmitting said 

automatic acknowledgment and causing, in cases where the force message alert is a text 

message, the text message and a response list to be shown on the display of the recipient PC or 

PDA/cell phone or causes, in cases where the feree forced message alert is a voice message, the 

voice message being periodically repeated by the speakers of the recipient PC or PD A/cell phone 

while said response list is shown on the display; 
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means for allowing a manual response to be manually selected from the response list or 

manually recorded and transmitting said manual response to the sender PC or PDA/cell phone; 

and 

means for clearing the text message and a response list from the display of the recipient 

PC or PDA/cell phone or stopping the repeating voice message and clearing the response list 

from the display of the recipient PC or PD A/cell phone once the manual response is transmitted. 

4. (Previously presented) The system as in claim 2, wherein said data transmission 

means is TCP/IP or another communications protocol. 

5. (Previously presented) The system as in claim 2, wherein the response list that is 

transmitted within the forced message alert software packet is a default response list that is 

embedded in the forced message alert software application program. 

6. (Previously presented) The system as in claim 2, wherein the response list that is 

transmitted within the forced message alert software packet is a custom response list that is 

created at the time the specific forced message alert is created on the sender PC or PDA/cell 

phone. 

7. (Currently amended) A method of sending a forced message alert to one or more 

recipient PCs or PDA/cell phones within a predetermined communication network, wherein the 

receipt and response to said forced message alert by each intended recipient PC or PDA/cell 

phone is tracked, said method comprising the steps of: 

accessing a forced message alert software application program on a sender PC or 

PD A/cell phone; 
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creating the forced message alert on said sender PC or PDA/cell phone by attaching a 

voice or text message to a forced message alert application software packet to said voice or text 

message; 

designating one or more recipient PCs or PDA/cell phones m the communication 

network; 

electronically transmitting the forced message alert to said recipient PCs or PDA/cell 

phones; 

receiving automatic acknowledgements from the recipient PCs or PDA/cell phones that 

received the message and displaying a listing of which recipient PCs or PDA/cell phones have 

acknowledged receipt of the forced message alert and which recipient PCs or PDA/cell phones 

have not acknowledged receipt of the forced message alert; 

periodically resending the forced message alert to the recipient PCs or PDA/cell phones 

that have not acknowledged receipt; 

receiving responses to the forced message alert from the recipient PCs or PDA/cell 

phones and displaying the response from each recipient PC or PD A/cell phone; and 

providing a manual response list on the display of the recipient PC or PDA/cell phone 

that can only be cleared by the recipient providing a required response from the list; 

clearing the receiver's recipient's display screen or causing the repeating voice alert to 

cease upon recipient selecting a response from the response list required that can only be cleared 

by manually selecting and transmitting a response to the manual response list. 

8. (Original) The method as in claim 7, wherein each PC or PD A/cell phone within a 

predetermined communication network is similarly equipped and has the forced message alert 

software application program loaded on it. 
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9. (Original) The method as in claim 7, wherein said forced message alert application 

software packet contains a response list, wherein said response list is a default list embedded in 

the forced message alert software application program. 

10. (Original) The method as in claim 7, wherein said forced message alert application 

software packet contains a response list, wherein said response list is a custom response list that 

is created at the time the specific forced message alert is created on the sender PC or PDA/cell 

phone. 

11. (Currently amended) A method of receiving, acknowledging and responding to a 

forced message alert from a sender PC or PDA/cell phone to a recipient PC or PDA/cell phone, 

wherein the receipt, acknowledgment, and response to said forced message alert is forced by a 

forced message alert software application program, said method comprising the steps of: 

receiving an electronically transmitted electronic message; 

identifying said electronic message as a forced message alert, wherein said forced 

message alert comprises of a voice or text message and a forced message alert application 

software packet, which triggers the activation of the forced message alert software application 

program within the recipient PC or PD A/cell phone; 

transmitting an automatic acknowledgment of receipt to the sender PC or PDA/cell 

phone, which triggers the forced message alert software application program to take control of 

the recipient PC or PDA/cell phone and show the content of the text message and a required 

response list on the display recipient PC or PDA/cell phone or to repeat audibly the content of 

the voice message on the speakers of the recipient PC or PD A/cell phone and show the required 

response list on the display recipient PC or PDA/cell phone; and 
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transmitting a selected required response from the response list in order to allow the 

message required response list to be cleared from the recipient's cell phone display, whether said 

selected response is a chosen option from the response list, causing the forced message alert 

software to release control of the recipient PC or PD A/cell phone and stop showing the content 

of the text message and a response list on the display recipient PC or PD A/cell phone and or stop 

repeating the content of the voice message on the speakers of the recipient PC or PDA/cell 

phone; 

displaying the response received from the PC or PDA cell phone that transmitted the 

response on the sender of the forced alert PC or PD A/cell phone; and 

providing a list of the recipient PC or PD A/cell phones have automatically acknowledged 

receipt of a forced alert message and their response to the forced alert message. 

12. (Original) The method as in claim 11, wherein each PC or PDA/cell phone within a 

predetermined communication network is similarly equipped and has the forced message alert 

software application program loaded on it. 

13. (Original) The method as in claim 11, wherein said forced message alert application 

software packet contains a response list, wherein said response list is a default list embedded in 

the forced message alert software application program. 

14. (Original) The method as in claim 11, wherein said forced message alert application 

software packet contains a response list, wherein said response list is a custom response list that 

is created at the time the specific forced message alert is created on the sender PC or PDA/cell 

phone 
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The Office Action mailed March 11, 2011 has been received and reviewed. By the 

present Response and Amendment, Claims 2, 3, 7 and 11 have been amended. No new matter is 

introduced. Claim 1 has been cancelled previously. 

Claim Rejections-35 U.S.C. § 103 

The Examiner's rejection of Claims 2-10 under U.S.C. § 103(a) as being unpatentable 

over Keating et al. (US 2004/0082352) in view of Maggenti et al. (US 2002/0061762) is 

respectfully traversed. 

The Keating (US 2004/0082352) reference describes an enhanced group call 

implementation having nothing to do with Applicant's claimed invention providing a forced 

message alert and requiring a specific response from a recipient selected from the prepared list of 

responses prior to the recipients display being cleared of the message and required response. 

Figures 2 and 4 of Keating show flowcharts delineating the essence of the 

communication system disclosed in Keating. The flowcharts are described in detail in paragraphs 

0022 and 0031 of Keating. There is no discussion or disclosure that would suggest the system 

and method recited in amended Claims 2, 7 and 11 concerning the initiation of a required 

response from a recipient which is automatically transmitted by the recipient's device and the 

requirement in response to the forced message alert that the recipient must respond with a 

particular answer selected from previously provided list of potential answers especially before 

the recipient's display screen can be cleared. In fact, Keating is concerned with the accurate 

billing that reflects specific time spent by the mobile station participating in a group call. See 

paragraph 0030 Keating. The purpose and function of the group calling system in Keating is 
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completely different than Applicant's claimed system and methods recited in the amended 

Claims 2, 7 and 11. The statement of the Examiner that "Keating discloses a forced message alert 

software application program" Applicant respectfully submits is incorrect and has a stretched 

interpretation of what is actually disclosed in Keating. 

The Maggenti et al. (US 2002/0061762) reference discloses a method for sending a 

message to a communication device to determine whether the communication device wishes to 

be a participant and then lists the communication device as a participant if there is a response to a 

message within a predetermined time. See paragraphs 0010 and 0011. There is no teaching or 

disclosure of Applicant's claimed system and method in Maggenti et al. 

The communication system recited in amended Claims 7 and 11 includes a forced 

message alert software system that requires a response from the recipient of a specific answer 

from a selected list before the recipient can clear the recipient's display. This is completely 

different in function and structure than a system asking whether a participant wants to stay as a 

participant in the net. 

It is Applicant's position - even if a person of ordinary skill in the art were to combine 

the Keating reference with the Maggenti et al. reference, Applicant's claimed invention as recited 

in the amended Claims 2 and 7 at issue could not possibly result because of the lack of relevant 

disclosure in the references when combined. Therefore, the Examiner has not established a prima 

facie case of obviousness under 35 U.S.C. § 103 with respect to Claims 2 - 10. 
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The Examiner's rejection of Claims 11 - 14 under 35 U.S.C. § 103(a) as being 

unpatentable over Keating et al. (US 2004/0082352) in view of Dalton et al. (US 2004/0192365) 

is respectfully traversed. 

The Dalton (US 2004/0192365) communication system is a completely different system 

than Applicant's claimed communication system and method recited in Claims 11 - 14. A key 

element in Dalton is a data concentrator computer with a gateway device for communicating 

with the data concentrator computer so that the gateway device provides communications data 

between a first mobile data acquisition device and a second mobile data acquisition device 

without communication with the data concentrator computer. Paragraphs 0010, 0014 and 0015 in 

Dalton describe a system to manage two or more mobile devices forming a business data 

collection and to communicate asynchronously in the operational needs of a business application. 

None of the functions described in the Dalton reference have anything to do with providing a 

forced message alert as required in Claims 11 - 14 as amended. Applicant reiterates the 

comments above with respect to the Keating reference. Again, the combination of Keating and 

Dalton cannot result in Applicant's claimed invention because the references together fail to 

suggest Applicant's claimed invention. It is Applicant's position that the Examiner has failed to 

establish a primafacie case of obviousness with respect to Claims 11 - 14. 

As an initial matter, the Examiner bears the initial burden of factually supporting any 

primafacie conclusion of obviousness. MPEP § 2143. A claim is obvious under 35 U.S.C. §103 

if and only if the references relied on teach or suggest each and every element of the claimed 

invention, and it would be obvious to one skilled in the art to combine the references so relied 

on. A rationale to support a conclusion that a claim would have been obvious is that all the 

claimed elements were known in the prior art and one skilled in the art could have combined the 
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elements as claimed by known methods with no change in their respective known methods with 

no change in their respective functions, and the combination would have yielded nothing more 

than predictable results to one of ordinary skill in the art. KSR International Co KSR 

International Co. v. Teleflex Inc., 550 U.S. 398, 401 (2007); see also, KSR 550 U.S. at 415-417 

(2007) citing Great Atlantic & P. Tea Co. v. Supermarket Equipment Corp., 340 U.S. 147, 152 

(1950), Anderson's-Black Rock, Inc. v. Pavement Salvage Co., 396 U.S. 57, 62-63 (1969),and 

Sakraida v. AG Pro,, Inc.,, 425 U.S. 273,282 (1976). 

In determining the differences between the prior art and the claims, the question under 35 

U.S.C. § 103 is not whether the differences themselves would have been obvious, but whether the 

claimed invention as a whole would have been obvious. § MPEP 2141.02; Stratoflex, Inc. v. 

Aeroquip Corp., 713 F.2d 1530, 218 USPQ 871 (Fed. Cir. 1983). Additionally, an obviousness 

rejection cannot be based on a reference or combination of references that are non-analogous to 

the invention at issue. MPEP § 2141.0l(a). 
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In view of the amendments submitted herein and the above comments, it is believed that all 

grounds of rejection are overcome and that the application has now been placed in full condition 

for allowance. Accordingly, Applicant earnestly solicits early and favorable action. Should there 

be any further questions or reservations, the Examiner is urged to telephone Applicant's 

undersigned attorney at (954) 763-3303. 

Customer No.: 22235 
MALIN HALEY DiMAGGIO 
BOWEN & LHOTA, P.A. 
1936 South Andrews Avenue 
Fort Lauderdale, Florida 33316 
Telephone: (954) 763-3303 
Facsimile: (954) 522-6507 
E-Mail: info@mhdpatents.com 

Respectfully submitted, 

/Barry L. Haley/ 
Barry L. Haley, Esq. (Reg. No. 25,339) 

I:\10000\10963\3819\To PT0\06_Resp To OA Mailed 03-11-11.doc 
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Patent-Appeals-and-Interference: 

Post-Allowance-and-Post-Issuance: 

Extension-of-Time: 

Extension - 3 months with $0 paid 2253 1 555 555 
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Description Fee Code Quantity Amount 
Sub-Total in 

USO($) 

Miscellaneous: 

Total in USD ($) 555 
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Electronic Acknowledgement Receipt 

EFSID: 10916464 

Application Number: 12324122 

International Application Number: 

Confirmation Number: 9036 

Title of Invention: 
METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE 
COMMUNICATIONS 

First Named Inventor/Applicant Name: Malcolm K. Beyer 

Customer Number: 22235 

Filer: Barry Lee Haley/Amy Allen 

Filer Authorized By: Barry Lee Haley 

Attorney Docket Number: 10963.3819 

Receipt Date: 09-SEP-2011 

Filing Date: 26-NOV-2008 

Time Stamp: 16:11:18 

Application Type: Utility under 35 USC 111 (a) 

Payment information: 

Submitted with Payment yes 

Payment Type Deposit Account 

Payment was successfully received in RAM $555 

RAM confirmation Number 3059 

Deposit Account 131130 

Authorized User 

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows: 

Charge any Additional Fees required under 37 C.F.R. Section 1.16 (National application filing, search, and examination fees) 

Charge any Additional Fees required under 37 C.F.R. Section 1.21 (Miscellaneous fees and charges) 
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File Listing: 

Document 
Document Description File Name 

File Size(Bytes)/ Multi Pages 
Number Message Digest Part /.zip (ifappl.) 

66770 

1 
07 _RespToOAMailed03-11-11. 

yes 12 
pdf 

094aa af83fc85c9 346 e3185d e237 ee4 3 54 2t 
de01 

Multipart Description/PDF files in .zip description 

Document Description Start End 

Amend ment/Req. Reconsideration-After Non-Final Reject 1 1 

Claims 2 7 

Applicant Arguments/Remarks Made in an Amendment 8 12 

Warnings: 

Information: 

316002 

2 Extension of Time 08_3MthEOT.pdf no 2 
ab3 e6d ce 7 c00ee 217aa08701 d cd 9c1 8780f 

603fe 

Warnings: 

Information: 

30328 

3 Fee Worksheet (5B06) fee-i nfo.pdf no 2 
fl a 1-fbe 74475a0c036f5b840a28e02121 d97 

5995 

Warnings: 

Information: 

Total Files Size (in bytes) 413100 

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents, 
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a 
Post Card, as described in MPEP 503. 

New A1u~lications Under 35 U.S.C. 111 
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR 
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this 
Acknowledgement Receipt will establish the filing date of the application. 

National Stage of an International Aeelication under 35 U.S.C. 371 
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35 
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a 
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course. 

New International Aeelication Filed with the USPTO as a Receiving Office 
If a new international application is being filed and the international application includes the necessary components for 
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number 
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning 
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of 
the application. 
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PTO/SB/06 (07-06) 
Approved for use through 1/31/2007. 0MB 0651-0032 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid 0MB control number. 

PATENT APPLICATION FEE DETERMINATION RECORD Application or Docket Number Filing Date 

Substitute for Form PTO-875 12/324,122 11/26/2008 □ To be Mailed 

APPLICATION AS FILED - PART I OTHER THAN 

(Column 1) (Column 2) SMALL ENTITY ~ OR SMALL ENTITY 

FOR NUMBER FILED NUMBER EXTRA RATE($) FEE($) RATE($) FEE($) 

□ BASIC FEE 
(37 CFR 1.16(a), (bl, or (c)) 

N/A N/A N/A NIA 

□ SEARCH FEE 
(37 CFR 1.16(kl, (i), or (m)) 

N/A N/A N/A NIA 

□ EXAMINATION FEE NIA N/A NIA N/A 
(37CFR 1.16(0), (p), or (q)) 

TOTAL CLAIMS 
minus 20 = X $ = OR X $ = (37 CFR 1.16(i)) 

INDEPENDENT CLAIMS 
(37 CFR 1 16(h)) minus 3 = X $ = X $ = 

If the specification and drawings exceed 100 

□APPLICATION SIZE FEE 
sheets of paper, the application size fee due 
is $250 ($125 for small entity) for each 

(37 CFR t .16(s)) additional 50 sheets or fraction thereof. See 
35 U.S.C. 41 (a)(1 )(G) and 37 CFR 1.16(s) 

□ MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j)) 

• If the difference in column 1 is less than zero, enter "O" in column 2. TOTAL TOTAL 

APPLICATION AS AMENDED - PART II 
OTHER THAN 

(Column 1) (Column 2) (Column 3) SMALL ENTITY OR SMALL ENTITY 

CLAIMS HIGHEST 

09/09/2011 REMAINING NUMBER PRESENT 
RATE($) 

ADDITIONAL 
RATE($) 

ADDITIONAL 
f- AFTER PREVIOUSLY EXTRA FEE($) FEE($) 
z AMENDMENT PAID FOR w 

Total (37 CFR 
~ 1.16(il) · 12 Minus .. 20 = 0 X $26= 0 OR X $ = 

0 
Independent z (37CFR 1.16(h)) 

• 3 Minus ... 3 = 0 X $110 = 0 OR X $ = 
w 
~ D Application Size Fee (37 CFR 1.16(s)) 
<( 

□ FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j)) OR 

TOTAL TOTAL 
ADD'L 0 OR ADD'L 
FEE FEE 

(Column 1) (Column 2) (Column 3) 

CLAIMS HIGHEST 
REMAINING NUMBER PRESENT 

RATE($) 
ADDITIONAL 

RATE($) 
ADDITIONAL 

AFTER PREVIOUSLY EXTRA FEE($) FEE($) 

f-
AMENDMENT PAID FOR 

z Total (37 CFR . Minus .. 
= X $ = OR X $ = w 1.16/il) 

~ Independent . Minus . .. 
= X$ = OR X $ = 0 /37 CFR 1.16/h)) 

z D Application Size Fee (37 CFR 1.16(s)) w 
~ 
□ FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j)) <( OR 

TOTAL TOTAL 
ADD'L OR ADD'L 
FEE FEE 

* If the entry in column 1 is less than the entry in column 2, write "O" in column 3. Legal Instrument Examiner: 
•• If the "Highest Number Previously Paid For'' IN THIS SPACE is less than 20, enter "20". /KAREN VESTAU 
••• W the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3". 

The "Highest Number Previously Paid For" (Total or Independent) is the highest number found in the appropriate box in column 1. 

This collection of 1nformat1on 1s required by 37 CFR 1.16. The 1nformat1on 1s required to obtain or retain a benefit by the public which 1s to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collec1ion is es1ima1ed 10 1ake 12 minu1es 10 comple1e, including ga1hering, 
preparing, and submi1ting the comple1ed application form to the US PTO. Time will vary depending upon 1he individual case. Any commen1s on the amount of 1ime you 
require to complete this form and/or sugges1ions for reducing 1his burden, should be sen1 to the Chief Information Officer, U.S. Patent and Trademark Office, U.S 
Department of Commerce, P 0. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing the form, ca/11-800-PTO-9199 and select option 2. 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR 

12/324,122 11/26/2008 Malcolm K. Beyer JR. 

22235 7 590 I 0/0712011 

MALIN HALEY DIMAGGIO BOWEN & LHOT A, P.A. 
1936 S ANDREWS A VENUE 
FORT LAUDERDALE, R 33316 

UNITED STA TES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Adrness, COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

10963.3819 9036 

EXAMINER 

LEBASSI, AMA"lUEL 

ART UNIT PAPER;'IUMBER 

2617 

NOTIFICATION DATE DELIVERY MODE 

10/07/2011 ELECTRONIC 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address( es): 

info@mhdpatents.com 

PTOL-90A (Rev. 04/07) 
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Advisory Action 
Before the Filing of an Appeal Brief 

Application No. 

12/324, 122 

Examiner 

AMANUEL LEBASSI 

Applicant(s) 

BEYER, MALCOLM K. 

Art Unit 

2617 

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address -

THE REPLY FILED 09 September 2011 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1. [81 The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of this 
application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which places the 
application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or (3) a Request 
for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following time 
periods: 

a) D The period for reply expires ___ months from the mailing date of the final rejection. 
b) ~ The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 
Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO 
MONTHS OF THE FINAL REJECTION. See MPEP 706.07(1). 

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as 
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, 
may reduce any earned patent term adjustment. See 37 CFR 1.704(b). 
NOTICE OF APPEAL 
2. D The Notice of Appeal was filed on __ . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date of 

filing the Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. Since 
a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 

AMENDMENTS 

3. ~ The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 
(a)~ They raise new issues that would require further consideration and/or search (see NOTE below); 
(b)D They raise the issue of new matter (see NOTE below); 
(c) D They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 
(d) D They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: The amendment of Independent claims 2. 7 and 11 raise new issues and require further search & considerations. 
(See 37 CFR 1.116 and 41.33(a)). 

4. D The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. D Applicant's reply has overcome the following rejection(s): __ . 

6. D Newly proposed or amended claim(s) __ would be allowable if submitted in a separate, timely filed amendment canceling the 
non-allowable claim(s). 

7. D For purposes of appeal, the proposed amendment(s): a) D will not be entered, orb) D will be entered and an explanation of 
how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 
Claim(s) allowed: __ . 
Claim(s) objected to: __ . 
Claim(s) rejected: __ . 
Claim(s) withdrawn from consideration: __ . 

AFFIDAVIT OR OTHER EVIDENCE 

8. D The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 
because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and 
was not earlier presented. See 37 CFR 1.116(e). 

9. D The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 
entered because the affidavit or other evidence failed to overcome ill! rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1 ). 

10. D The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

11. D The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

12. D Note the attached Information Disclosure Statement(s). (PTO/SB/08) Paper No(s). __ 

13. D Other: __ . 

/NICK CORSARO/ 
Supervisory Patent Examiner, Art Unit 2617 

U.S. Patent and Trademark Office 
PTOL-303 (Rev. 08-06) Advisory Action Before the Filing of an Appeal Brief 
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DO NOT ENTER: /A.L./ Serial No.: 12/324,122 
Attorney Docket No.: 10963.3819 

PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of: BEYER, JR., Malcolm K. ) 
) 

Serial No.: 12/324,122 ) 
) 

Filed: November 26, 2008 ) 
) 

Entitled: METHOD OF UTILIZING ) 
FORCED ALERTS FOR ) 
INTERACTIVE REMOTE ) 
COMMUNICATIONS ) 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Confirmation No: 9036 

Group Art Unit: 2617 

Examiner: LEBASSI, Amanuel 

September 9, 20II 

Filed Electronically 

RESPONSE AND AMENDMENT 

Dear Sir: 

In response to the Office Action dated March I I, 201 I, please amend the above 

referenced patent application as follows and consider the remarks below. This Response is filed 

within six months of the mailing date of the Office Action; therefore, a petition for a three-month 

extension of time is submitted herewith. In the event that any further extension of time is 

required, please consider this a request therefor. The Commissioner is authorized to charge any 

additional fees due or credit any overpayment to Deposit Account 13-I 130. 

Please amend the claims as shown on pages 2-7. 

Remarks begin on page 8. 

1 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR 

12/324,122 11/26/2008 Malcolm K. Beyer JR. 

22235 7590 02/03/2012 

MALIN HALEY DIMAGGIO BOWEN & LHOT A, P.A. 
1936 S ANDREWS A VENUE 
FORT LAUDERDALE, R 33316 

UNITED STA TES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Adrness, COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

10963.3819 9036 

EXAMINER 

LEBASSI, AMA"lUEL 

ART UNIT PAPER;'IUMBER 

2617 

NOTIFICATION DATE DELIVERY MODE 

02/03/2012 ELECTRONIC 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address( es): 

info@mhdpatents.com 

PTOL-90A (Rev. 04/07) 
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Applicant-Initiated Interview Summary 

Application No. 

12/324,122 

Examiner 

AMANUEL LEBASSI 

All participants (applicant, applicant's representative, PTO personnel): 

(1) AMANUEL LEBASSI. 

(2) Attorney Barry L. Haley. Esq. (Reg. No. 25.339/. 

Date of Interview: 12/15/2011. 

Type: ~ Telephonic D Video Conference 
D Personal [copy given to: D applicant 

Exhibit shown or demonstration conducted: D Yes 
If Yes, brief description: __ . 

(3) __ . 

(4) __ . 

D applicant's representative] 

□ No. 

Issues Discussed □101 □112 □102 0103 ~Others 
(For each of the checked box(es) above. please describe below the issue and detailed description of the discussion) 

Claim(s) discussed: __ . 

Identification of prior art discussed: __ . 

Substance of Interview 

Applicant(s) 

BEYER, MALCOLM K. 

Art Unit 

2617 

(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a 
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied references etc ... ) 

Applicant received an advisory instead of final office action. Therefore the examiner agreed the last office acti will be 
vacated .. 

Applicant recordation instructions: The formal written reply to the last Office action must include the substance of the interview. (See MPEP 
section 713.04). If a reply to the last Office action has already been filed, applicant is given a non-extendable period of the longer of one month or 
thirty days from this interview date, or the mailing date of this interview summary form, whichever is later, to file a statement of the substance of the 
interview 

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of 
the substance of an interview should include the items listed in M PEP 713.04 for complete and proper recordation including the identification of the 
general thrust of each argument or issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the 
general results or outcome of the interview, to include an indication as to whether or not agreement was reached on the issues raised. 

D Attachment 

U.S. Patent and Trademark Office 

PTOL-413 (Rev. 8/11/2010) Interview Summary Paper No. 20120124 
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Summary of Record of Interview Requirements 

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record 
A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the 
applica1ion whe1her or no1 an agreemen1 wi1h 1he examiner was reached a1 the in1erview. 

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews 
Paragraph (b) 

In every instance where reconsidera1ion is requested in view of an in1erview wi1h an examiner, a comple1e wri11en sta1emen1 of 1he reasons presen1ed a11he in1erview as 
warranting favorable action must be filed by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1.111, 1.135. (35 U.S.C. 132) 

37 CFR §1.2 Business to be 1ransac1ed in wri1ing. 
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and 
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the wri1ten record in 1he Office. No a11en1ion will be paid 1o 
any alleged oral promise, s1ipula1ion, or unders1anding in rela1ion 1o which there is disagreernen1 or doubt 

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself 
incomplete through the failure to record the substance of interviews. 

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless 
the examiner indicates he or she will do so. It is the examiner's responsibility to see that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability. 

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the 
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction 
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing 
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the 
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required. 

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the 
"Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the 
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant's correspondence address 
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other 
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication. 

The Form provides for recordation of the following information: 
-Application Number (Series Code and Serial Number) 
- Name of applicant 
- Name of examiner 
- Date of interview 
- Type of interview (telephonic, video-conference, or personal) 
-Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 
-An indication whether or not an exhibit was shown or a demonstration conducted 
-An identification of the specific prior art discussed 
- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 

attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does 
not restrict further action by the examiner to the contrary. 

- The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action) 

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It 
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview 
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the 
substance of the interview. 

A complete and proper recordation of the substance of any interview should include at least the following applicable items: 
1) A brief description of the nature of any exhibit shown or any demonstration conducted, 
2) an identification of the claims discussed, 
3) an identification of the specific prior art discussed, 
4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the 

Interview Summary Form completed by the Examiner, 
5) a brief identification of the general thrust of the principal arguments presented to the examiner, 

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not 
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the 
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general indication of any other pertinent matters discussed, and 
7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by 

the examiner. 
Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and 

accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, "Interview Record OK" on the 
paper recording the substance of the interview along with the date and the examiner's initials. 
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APPLICATION NO./ 
CONTROL NO. 
12/324,122 

FILING DATE 

26 November, 2008 

MALIN HALEY DIMAGGIO BOWEN & LHOTA, P.A. 
1936 S ANDREWS AVENUE 
FORT LAUDERDALE, FL 33316 

UNITED STATES DEPARTMENT OF COMMERCE 
U.S. Patent and Trademark Office 
Ad::lress: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 

FIRST NAMED INVENTOR/ 
PATENT IN REEXAMINATION 

BEYER, MALCOLM K. 

ATTORNEY DOCKET NO. 

10963.3819 

EXAMINER 

AMANUEL LEBASSI 

ART UNIT PAPER 

2617 20120124 

DATE MAILED: 

Please find below and/or attached an Office communication concerning this application or 
proceeding. 

Commissioner for Patents 

Applicant received an advisory on 10/0712011 instead of final action. The final rejection of 3/11/2011 should be entered as non final 
on edan. 'lberefore the previoius office action dated "03/11/2011" is hereby vacated. 

Attached: Interview summary date "12/15/2011" 

/Amanuel Lebassi/ 
Examiner, Art Unit 2617 

PTO-90C (Rev.04-03) 

/Nick Corsaro/ SPE AU2617 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Add,essc COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria., Virginia 22313-1450 
www.uspto.gov 

NOTICE OF ALLOWANCE AND FEE(S) DUE 

22235 7590 04/25/2012 

MALIN HALEY DIMAGGIO BOWEN & LHOTA, P.A. 
1936 S ANDREWS AVENUE 
FORT LAUDERDALE, FL 33316 

EXAMINER 

LEBASSI, AMANUEL 

ART UNIT PAPER NUMBER 

2617 

DATE MAILED: 04/25/2012 

APPLICATION NO, FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO, CONFIRMATION NO, 

12/324,122 11/26/2008 Malcolm K, Beyer JR, 10963,3819 9036 

TITLE OF INVENTION: METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE COMMUNICATIONS 

APPLN, TYPE SMALL ENTITY ISSUE FEE DUE PUBLICATION FEE DUE PREY, PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE 

nonprovisional YES $870 $300 $0 $1170 07/25/2012 

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT. 
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS. 
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON 
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308. 

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE 
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS 
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES 
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS 
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM 
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW 
DUE. 

HOW TO REPLY TO THIS NOTICE: 

I. Review the SMALL ENTITY status shown above. 

If the SMALL ENTITY is shown as YES, verify your current 
SMALL ENTITY status: 

A. If the status is the same, pay the TOTAL FEE(S) DUE shown 
above. 

B. If the status above is to be removed, check box Sb on Part B -
Fee(s) Transmittal and pay the PUBLICATION FEE (if required) 
and twice the amount of the ISSUE l'EE shown above, or 

If the SMALL ENTITY is shown as NO: 

A. Pay TOTAL FEE(S) DUE shown above, or 

B. If applicant claimed SMALL ENTITY status before, or is now 
claiming SMALL ENTITY status, check box Sa on Part B - Fee(s) 
Transmittal and pay the PUBLICATION l'EE (if required) and 1/2 
the ISSUE FEE shown above, 

IL PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office 
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b" 
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a 
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing 
the paper as an equivalent of Part B. 

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to 
Mail Stop ISSUE FEE unless advised to the contrary. 

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of 
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due. 
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PART B - FEE(S) TRANSMITTAL 

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE 
Commissioner for Patents 
P.O. Box 1450 

or Fax 
Alexandria, Virginia 22313-1450 
(571)-273-2885 

INSTRUCTIONS: This form should be used for transmitting the ISS-CE FEE and PUBLICATION FEE (if required). Blocks I through 5 should be completed where 
appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as 
indicated unless corrected below or directed otherwise in Block I, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for 
maintenance fee notifications. 

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address) Note: A certificate of mailing can only be used for domestic mailings of the 
Fee(s) Transmittal. This certificate cannot be used for any other accompanying 
papers. Each additional paper, such as an assignment or formal drawing, must 
have its own certificate of mailing or transmission. 
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Certificate of Mailing or Transmission 
I hereby certify that this Fee(s) Transmittal is being deposited with the United 
States Postal Service with sufficient postage for first class mail in an envelope 
addressed to the Mail Stop ISSUE FEE address above, or being facsimile 
transmitted to the USPTO (571) 273-2885, on the date indicated below. 

FORT LAUDERDALE, FL 33316 

(Depositor's name) 

(Signature) 

(Date) 

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 

12/324,122 11/26/2008 Malcolm K. Beyer JR. 10963.3819 9036 

TITIB OF INVENTION: METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE COMMUNICATIONS 

APPLN. TYPE SMALL ENTITY ISSUE FEE DUE 

nonprovisional YES $870 

EXAMINER ART UNIT 

LEBASSI, AMANl'EL 2617 

I. Change of correspondence address or indication of "Fee Address" (37 
CFR 1.363). 

D Change of correspondence address ( or Change of Correspondence 
Address form PTO/SB/122) attached. 

D "Fee Address" indication (or "Fee Address" Indication form 
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 
Number is required. 

PUBLICATION FEE DUE PREY. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE 

$300 $0 

CLASS-SUBCLASS 

455-424000 

2. For printing on the patent front page, list 

(I) the names of up to 3 registered patent attorneys 
or agents OR, alternatively, 

(2) the name of a single firm (having as a member a 
registered attorney or agent) and the names of up to 
2 registered patent attorneys or agents. If no name is 
listed, no name will be printed. 

$1170 07/25/2012 

2 ______________ _ 

3 ___________ _ 

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 

PLEASE NOTE: Unless an assignee is 1dent1fied below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for 
recordat1on as set forth in 37 CFR 3 11 Complet10n of this form 1s NOT a substitute for filmg an assignment. 

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY) 

Please check the appropriate assignee category or categories (will not be printed on the patent): D Individual D Corporation or other private group entity D Government 

4a The following fee(s) are submitted: 

D Issue Fee 

D Publication Fee (No small entity discount permitted) 

D Advance Order - # of Copies 

5. Change in Entity Status (from status indicated above) 

D a. Applicant claims SMALL ENTITY status. See 37 CFR 1.27. 

4b. Payment ofFee(s): (Please first reapply any previously paid issue fee shown above) 
D A check is enclosed. 

D Payment by credit card. Form PTO-2038 is attached. 

0 The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any 
overpayment, to Deposit Account Number ( enclose an extra copy of this form). 

Db. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR l.27(g)(2). 

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in 
interest as shown by the records of the l:nited States Patent and Trademark Office. 

Authorized Signature ______________________ _ Date ____________________ _ 

Typed or printed name ______________________ _ Registration No. _______________ _ 

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) 
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, prepanng, and 
submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete 
this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. 
Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FOR.c\i!S TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, 
Alexandria, Virginia 22313-1450. 
l; nder the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid 0MB control number. 
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UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Add,essc COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria., Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

10963.3819 9036 

EXAMINER 

LEBASSI. AMANUEL 

ART UNIT PAPER NUMBER 

2617 

DATE MAILED: 04/25/2012 

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b) 
(application filed on or after May 29, 2000) 

The Patent Term Adjustment to date is 254 day(s). If the issue fee is paid on the date that is three months after the 
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half 
months) after the mailing date of this notice, the Patent Term Adjustment will be 254 day(s). 

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application lnfo1mation Retrieval 
(PAIR) WEB site (http://pair.uspto.gov). 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of 
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be 
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or ( 571 )-272-4200. 
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Privacy Act Statement 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with 
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to 
the requirements of the Act, please be advised that: (1) the general authority for the collection of this 
information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the 
principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process 
and/or examine your submission related to a patent application or patent. If you do not furnish the 
requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine 
your submission, which may result in termination of proceedings or abandonment of the application or 
expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1. The information on this form will be treated confidentially to the extent allowed under the Freedom 
of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of 
records may be disclosed to the Department of Justice to determine whether disclosure of these 
records is required by the Freedom of Information Act. 

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting 
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel 
in the course of settlement negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress 
submitting a request involving an individual, to whom the record pertains, when the individual has 
requested assistance from the Member with respect to the subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency 
having need for the information in order to perform a contract. Recipients of information shall be 
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 
U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in this 
system of records may be disclosed, as a routine use, to the International Bureau of the World 
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for 
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy 
Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, 
General Services, or his/her designee, during an inspection of records conducted by GSA as part of 
that agency's responsibility to recommend improvements in records management practices and 
programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance 
with the GSA regulations governing inspection of records for this purpose, and any other relevant 
(i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about 
individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after either 
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a 
routine use, to the public if the record was filed in an application which became abandoned or in 
which the proceedings were terminated and which application is referenced by either a published 
application, an application open to public inspection or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local 
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or 
regulation. 
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Notice of Allowability 

Application No. 

12/324,122 
Examiner 

AMANUEL LEBASSI 

Applicant(s) 

BEYER, MALCOLM K. 
Art Unit 

2617 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. 

1. ~ This communication is responsive to 09/09/2011. 

2. D An election was made by the applicant in response to a restriction requirement set forth during the interview on __ ; 
the restriction requirement and election have been incorporated into this action. 

3. ~ The allowed claim(s) is/are 2-14. 

4. D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a) D All b) D Some* c) D None of the: 

1. D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. __ . 

3. D Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 

* Certified copies not received: __ . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication tofile a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

5. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 
INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 

6. D CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

(a) D including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1) D hereto or 2) D to Paper No./Mail Date __ . 

(b) D including changes required by the attached Examiner's Amendment/ Comment or in the Office action of 

Paper No./Mail Date __ . 

Identifying indicia such as the application number {see 37 CFR 1.84{c)) should be written on the drawings in the front {not the back) of 
each sheet. Replacement sheet{s) should be labeled as such in the header according to 37 CFR 1.121{d). 

7. □ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 

Attachment(s) 
1. D Notice of References Cited (PTO-892) 

2. D Notice of Draftperson's Patent Drawing Review (PTO-948) 

3. D Information Disclosure Statements (PTO/SB/08), 
Paper No./Mail Date __ 

4. D Examiner's Comment Regarding Requirement for Deposit 
of Biological Material 

/A. L./ 
Examiner, Art Unit 2617 

U S Patent and Trademark Office 

5. D Notice of Informal Patent Application 

6. D Interview Summary (PTO-413), 
Paper No./Mail Date __ . 

7. ~ Examiner's Amendment/Comment 

8. ~ Examiner's Statement of Reasons for Allowance 

9. D Other __ . 

4/17/2012 

PTOL-37 (Rev. 03-11) Notice of Allowability Part of Paper No./Mail Date 20120417 
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Application/Control Number: 12/324,122 

Art Unit: 2617 

Page2 

DETAILED ACTION 

EXAMINER'S AMENDMENT 

1. An examiner's amendment to the record appears below. Should the changes and/or 

additions be unacceptable to applicant, an amendment may be filed as provided by 37 CPR 

1.312. To ensure consideration of such an amendment, it MUST be submitted no later than the 

payment of the issue fee. 

Authorization for this examiner's amendment was given in a telephone interview with 

Attorney Barry L. Haley Reg. No. 25,339 on 4/17/2012. 

The application has been amended as follows: 

1. (Cancelled) 

2. (Currently Amended) A communication system for transmitting, receiving, confirming 

receipt, and responding to an electronic message, comprising: 

a predetermined network of participants, wherein each participant has a similarly 

equipped PG-er PD A/cell phone that includes a CPU and a touch screen display a CPU and 

memory; 

a data transmission means that facilitates the transmission of electronic files between 5atEl 

PCs aRd said PD A/cell phones in different locations; 

a sender PG-er PD A/cell phone and at least one recipient PG-er PD A/cell phone for each 

electronic message; 
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a forced message alert software application program including a list of required possible 

responses to be selected by a participant recipient of a forced message response loaded on each 

participating PG-er PD A/cell phone; 

means for attaching a forced message alert software packet to a voice or text message 

creating a forced message alert that is transmitted by said sender PG-er PD A/cell phone to the 

recipient PG-er PD A/cell phone, said forced message alert software packet containing a list of 

possible required responses and requi1ing the forced message alert software on said recipient PG 

er PD A/cell phone to transmit an automatic acknowledgment to the sender PG-er PD A/cell 

phone as soon as said forced message alert is received by the recipient PG-er PD A/cell phone; 

means for requiring a required manual response from the response list by the recipient in 

order to clear recipient's response list from recipient's cell phone display; 

means for receiving and displaying a listing of which recipient PGs--ef PD A/cell phones 

have automatically acknowledged the forced message ale1i and which recipient PGs--ef PD A/cell 

phones have not automatically acknowledged the forced message ale1i; 

means for periodically resending said forced message alert to said recipient PGs--ef 

PD A/cell phones that have not automatically acknowledged the forced message alert; and 

means for receiving and displaying a listing of which recipient PGs--ef PD A/cell phones 

have transmitted a manual response to said forced message alert and details the response from 

each recipient PG-er PD A/cell phone that responded. 

3. (Currently amended) The system as in claim 2, wherein the forced message ale1i 

software application program on the recipient PG-er PD A/cell phone includes: 
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means for transmitting the acknowledgment of receipt to said sender PG-er PD A/cell 

phone immediately upon receiving a forced message alert from the sender PG-er PD A/cell 

phone; 

means for controlling of the recipient PG-er PD A/cell phone upon transmitting said 

automatic acknowledgment and causing, in cases where the force message alert is a text 

message, the text message and a response list to be shown on the display of the recipient PG-er 

PD A/cell phone or causes, in cases where the forced message alert is a voice message, the voice 

message being periodically repeated by the speakers of the recipient PG-er PD A/cell phone while 

said response list is shown on the display; 

means for allowing a manual response to be manually selected from the response list or 

manually recorded and transmitting said manual response to the sender PG-er PD A/cell phone; 

and 

means for clearing the text message and a response list from the display of the recipient 

PG-er PD A/cell phone or stopping the repeating voice message and clearing the response list 

from the display of the recipient PG-er PD A/cell phone once the manual response is transmitted. 

4. (Previously presented) The system as in claim 2, wherein said data transmission means 

is TCP/IP or another communications protocol. 

5. (Previously presented) The system as in claim 2, wherein the response list that is 

transmitted within the forced message alert software packet is a default response list that is 

embedded in the forced message alert software application program. 
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6. (Currently Amended) The system as in claim 2, wherein the response list that is 

transmitted within the forced message alert software packet is a custom response list that is 

created at the time the specific forced message alert is created on the sender PG-er PD A/cell 

phone. 

7. (Currently amended) A method of sending a forced message alert to one or more 

recipient PGs--ef PDA/cell phones within a predetermined communication network, wherein the 

receipt and response to said forced message alert by each intended recipient PG-er PD A/cell 

phone is tracked, said method comprising the steps of: 

accessing a forced message alert software application program on a sender PG-er 

PD A/cell phone; 

creating the forced message alert on said sender PG-er PD A/cell phone by attaching a 

voice or text message to a forced message alert application software packet to said voice or text 

message; 

designating one or more recipient PG-5-ef PD A/cell phones in the communication 

network; 

electronically transmitting the forced message alert to said recipient PG-5-ef PD A/cell 

phones; 

receiving automatic acknowledgements from the recipient PGs--ef PDA/cell phones that 

received the message and displaying a listing of which recipient PG-5-ef PD A/cell phones have 

acknowledged receipt of the forced message alert and which recipient PGs--ef PD A/cell phones 

have not acknowledged receipt of the forced message alert; 
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periodically resending the forced message alert to the recipient PGs--ef PD A/cell phones 

that have not acknowledged receipt; 

receiving responses to the forced message alert from the recipient PGs--ef PD A/cell 

phones and displaying the response from each recipient PG-ef PD A/cell phone; and 

providing a manual response list on the display of the recipient PG-ef PD A/cell phone 

that can only be cleared by the recipient providing a required response from the list; 

clearing the recipient's display screen or causing the repeating voice alert to cease upon 

recipient selecting a response from the response list required that can only be cleared by 

manually selecting and transmitting a response to the manual response list. 

8. (Currently Amended) The method as in claim 7, wherein each PG-ef PDA/cell phone 

within a predetermined communication network is similarly equipped and has the forced 

message ale1i software application program loaded on it. 

9. (Original) The method as in claim 7, wherein said forced message alert application 

software packet contains a response list, wherein said response list is a default list embedded in 

the forced message alert software application program. 

10. (Currently Amended) The method as in claim 7, wherein said forced message alert 

application software packet contains a response list, wherein said response list is a custom 

response list that is created at the time the specific forced message alert is created on the sender 

PG-ef PD A/cell phone. 
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11. (Currently amended) A method of receiving, acknowledging and responding to a 

forced message alert from a sender PG-ef PD A/cell phone to a recipient PG-ef PD A/cell phone, 

wherein the receipt, acknowledgment, and response to said forced message alert is forced by a 

forced message alert software application program, said method comprising the steps of: 

receiving an electronically transmitted electronic message; identifying said electronic message as 

a forced message alert, wherein said forced message alert comprises of a voice or text message 

and a forced message alert application software packet, which triggers the activation of the 

forced message alert software application program within the recipient PG-ef PDA/cell phone; 

transmitting an automatic acknowledgment of receipt to the sender PG-ef PDA/cell 

phone, which triggers the forced message alert software application program to take control of 

the recipient PG-ef PDA/cell phone and show the content of the text message and a required 

response list on the display recipient PG-ef PDA/cell phone or to repeat audibly the content of 

the voice message on the speakers of the recipient PG-ef PD A/cell phone and show the required 

response list on the display recipient PG-ef PDA/cell phone; and 

transmitting a selected required response from the response list in order to allow the 

message required response list to be cleared from the recipient's cell phone display, whether said 

selected response is a chosen option from the response list, causing the forced message alert 

software to release control of the recipient PG-ef PD A/cell phone and stop showing the content 

of the text message and a response list on the display recipient PG-ef PD A/cell phone and or stop 

repeating the content of the voice message on the speakers of the recipient PG-ef PDA/cell 

phone; 
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displaying the response received from the PG-er PDA cell phone that transmitted the 

response on the sender of the forced alert PG-er PD A/cell phone; and 

providing a list of the recipient PG-er PD A/cell phones have automatically acknowledged 

receipt of a forced alert message and their response to the forced alert message. 12. (Original) 

12. (Currently amended) The method as in claim 11, wherein each PG-er PDA/cell phone 

within a predetermined communication network is similarly equipped and has the forced 

message alert software application program loaded on it. 

13. (Original) The method as in claim 11, wherein said forced message alert application 

software packet contains a response list, wherein said response list is a default list embedded in 

the forced message alert software application program. 

14. (Currently amended) The method as in claim 11, wherein said forced message alert 

application software packet contains a response list, wherein said response list is a custom 

response list that is created at the time the specific forced message alert is created on the sender 

PG-er PD A/cell phone.,_ 

Allowable Subject Matter 

1. Claims 2-14 are allowed. 

2. The following is an examiner's statement of reasons for allowance: 
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The following is an examiner's statement of reasons for allowance: claims 2-14 

have been found to be novel and the inventive because prior art record fails to show or teach 

means for attaching a forced message alert software packet to a voice or text message creating a 

forced message alert that is transmitted by said sender PD A/cell phone to the recipient PD A/cell 

phone, said forced message alert software packet containing a list of possible required responses 

and requiring the forced message alert software on said recipient PD A/cell phone to transmit an 

automatic acknowledgment to the sender PD A/cell phone as soon as said forced message alert is 

received by the recipient PDA/cell phone; means for requiring a required manual response from 

the response list by the recipient in order to clear recipient's response list from recipient's cell 

phone display; means for receiving and displaying a listing of which recipient PD A/cell phones 

have automatically acknowledged the forced message alert and which recipient PD A/cell phones 

have not automatically acknowledged the forced message alert. 

2. Any comments considered necessary by applicant must be submitted no later than the payment 

of the issue fee and, to avoid processing delays, should preferably accompany the issue fee. 

Such submissions should be clearly labeled "Comments on Statement of Reasons for 

Allowance." 

Conclusion 

1. Any inquiry concerning this communication or earlier communications from the 

Examiner should be directed to Amanuel Lebassi, whose telephone number is (571) 270-5303. 

The Examiner can normally be reached on Monday-Thursday from 8:00am to 5:00pm. 
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If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 

supervisor, Nick Corsaro can be reached at (571) 272-7876. The fax phone number for the 

organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retiieval (PAIR) system. Status information for published applications 

may be obtained from either Piivate PAIR or Public PAIR. Status information for unpublished 

applications is available through Piivate PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Piivate PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free) or 703-305-

3028. 

Any inquiry of a general nature or relating to the status of this application or proceeding 

should be directed to the receptionist/customer service whose telephone number is (571) 272-

2600. 

Amanuel Lebassi 
/A. L/ 

4/17/2012 

/NICK CORSARO/ 
Supervisory Patent Examiner, Art Unit 2617 
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Application/Control No. Applicant(s)/Patent Under 
Reexamination 

Search Notes 12324122 BEYER, MALCOLM K. 

11 I II 
Examiner Art Unit 

AMANUEL LEBASSI 2617 

SEARCHED 

Class Subclass Date Examiner 
455 41.1, 416,518,519 9/9/2010 AL 
455 41.3, 88,404.2, 412.1, 412.2, 414.4 ,415 ,416, 418,419, 4/17/2012 AL 

420,456.1, 456.3, 457,458,463 
701 213,482 4/17/2012 AL 

SEARCH NOTES 

Search Notes Date Examiner 
Inventor Search 9/9/2010 AL 
Updated Search 4/17/2012 AL 

INTERFERENCE SEARCH 

Class Subclass Date Examiner 
455 41.3, 88,404.2, 412.1, 412.2, 414.4 ,415 ,416, 418,419, 4/17/2012 AL 

420,456.1, 456.3, 457,458,463 

U.S. Patent and Trademark Office Part of Paper No.: 20120417 
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EAST Search History 

EAST Search History 

file:///CI/Users/alebassi/Documents/e-Red%20Folder/12324122/EASTSearchHistory.12324122_Accessible Version.htm[4/l 7 /2012 6: 13 :29 PM] 
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Application/Control No. Applicant(s)/Patent Under Reexamination 

Issue Classification 12324122 BEYER, MALCOLM K. 

11 Ill 111 I I I Examiner Art Unit 

AMANUEL LEBASSI 2617 

ORIGINAL INTERNATIONAL CLASSIFICATION 

CLASS SUBCLASS CLAIMED NON-CLAIMED 

455 466 H 0 4 w 4 / DO (2009.01.01) 

CROSS REFERENCE(S) 

CLASS SUBCLASS (ONE SUBCLASS PER BLOCK) 

455 88 404.2 412.1 412.2 414.4 

455 415 416 418 419 420 

455 456.1 456.3 457 458 463 

455 500 517 518 519 556 2 

701 213 482 

□ Claims renumbered in the same order as presented by applicant □ CPA □ T.D. □ R.1.47 

Final Original Final Original Final Original Final Original Final Original Final Original Final Original Final Original 

1 

1 2 

2 3 

3 4 

4 5 

5 6 

6 7 

7 8 

8 9 

9 10 

10 11 

11 12 

12 13 

13 14 

/AMANUEL LEBASSI/ 
Examiner.Art Unit 2617 4/17/2012 Total Claims Allowed: 

13 
(Assistant Examiner) (Date) 

/NICK CORSARO/ 
Supervisory Patent Examiner.Art Unit 2617 04/19/2012 O.G. Print Claim(s) O.G. Print Figure 

(Primary Examiner) (Date) 2 Fig. 1a 

U.S. Patent and Trademark Office Part of Paper No. 20120417 
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EAST Search History 

EAST Search History 

EAST Search History (Interference) 

!flF![Search .Query ........................................................................................................................................ !F][g:~~~~~r..!F5i~~~P ........ · 

i[~:.1.~ .. 11:.~~.~~.1 ~~~'..~:.:~.-.~~~.~~~:~.:~.~~.~:.:~.:.~:~.-.~~~.·.~:~.~.~:~.~.~:~.~.~:~.~.~:~~.~:~~.~~:.~.~~~:.~:~~.~.-.~~~.-.~~~.~:1.~~ .. 1 ~.~~~~'. 11~~·~············· il~~~·····I ~~ ;~~~:.~~! 
!EID]□ ~1 :~d:';~; ~:~i~i~dp~e~~~u~~~:::~~-r1~:~~:i~~~~,!h:e

1
~e;~~~:d::;l~:)t~~recipient ___ ! ~~~~T; lr=Jr:7 ~~1:;04/17! 

if2] □ ~1 :~d:';~; ~:~i~i~dp~e~~~u~~~:::~~ r1~:~~:i~~~~,!h:e
1
~e;~~~:d:~l~:)t~~recipient ___ ! ~~~~T; lr=Jr:7 ~~:;04/171 

!MD ~1.:~d:';~;.~:~i~i~dp~e~~~u~~~:::~~.r1~:~~:i~~~~.i~e ~~~~~~~ l~~~:i~:)h~1~ecipient····! ~~~~T;jr=Jr:J ~~:;04/17! 
1r~ff1·4·:1ra··········1 ~1 :~d:~; ~:~i~i~dp~e~~i~ irr:!p~~:~~l~~~~~n:~~~:1~t ~=~p;hno~eli~'.s~~~~~l;:.ipient _i[~-~~~r:1r:710FF·······1 ~~ :; 04/ 1_7! 

4/17/2012 6:13:42 PM 
C:\ Users\ alebassi\ Documents\ EAST\ Workspaces\ 12324122.wsp 

file:///CI/Users/alebassi/Documents/ e-Red% 20Folder/123 24122/EASTSearchHistory. 123 24122 _ Accessible Version.him[ 4/17/2012 6: 13 :44 PM] 
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PART B - FEE(S) TRANSMITTAL 

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE 
Commissioner for Patents 
P.O. Box 1450 

or Fax 
Alexandria, Virginia 22313-1450 
(571)-273-2885 

INSTRUCTIONS: This form should be used for transmitting the ISS-CE FEE and PUBLICATION FEE (if required). Blocks I through 5 should be completed where 
appropriate. All further correspondence including the Patent, advance orders aud notification of maintenance fees will be mailed to the current correspondence address as 
indicated unless corrected below or directed otherwise in Block I, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for 
maintenance fee notifications. 

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address) 

22235 7590 04/25/2012 

Note: A certificate of mailing can only be used for domestic mailings of the 
Fee(s) Transmittal. This certificate cannot be used for any other accompanying 
papers. Each additional paper, such as au assignment or formal drawing, must 
have its own certificate of mailing or transmission. 

MALIN HALEY DIMAGGIO BOWEN & LHOTA, P.A. 
1936 S ANDREWS AVENUE 

Certificate of Mailing or Transmission 
I hereby certify that this Fee(s) Transmittal is being deposited with the United 
States Postal Service with sufficient postage for first class mail in an envelope 
addressed to the Mail Stop ISSUE FEE address above, or being facsimile 
transmitted to the USPTO (571) 273-2885, on the date indicated below. 

FORT LAUDERDALE, FL 33316 

(Depositor's name) 

Filed Electronically (Signature) 

(Date) 

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 

12/324,122 11/26/2008 Malcolm K. Beyer JR. 10963.3819 9036 

TITLE OF INVENTION: METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE COMMUNICATIONS 

APPLN. TYPE SMALL ENTITY ISSUE FEE DUE 

nonprovisional YES $870 

EXAMINER ARTUN!T 

LEBASSI, AMANl'EL 2617 

I. Chauge of correspondence address or indication of "Fee Address" (37 
CFR 1.363). 

D Chauge of correspondence address ( or Change of Correspondence 
Address form PTO/SB/122) attached. 

D "Fee Address" indication (or "Fee Address" Indication form 
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 
Number is required. 

PUBLICATION FEE DUE PREY. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE 

$300 $0 

CLASS-SUBCLASS 

455-424000 

2. For printing on the patent front page, list 

(I) the names of up to 3 registered patent attorneys 
or agents OR, alternatively, 

(2) the name of a single firm (having as a member a 
registered attorney or agent) and the names of up to 
2 registered patent attorneys or agents. If no name is 
listed, no name will be printed. 

$1170 07/25/2012 

MAT.IN HAJ.EY DiMAGGIO 

2 BOWEN & LHOTA, P.A. 

3 ___________ _ 

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for 
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment. 

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY) 

Advanced Ground Information Systems, Inc. Jupiter, Florida 

Please check the appropriate assignee category or categories (will not be printed on the patent): D Individual ~ Corporation or other private group entity D Government 

4a The following fee(s) are submitted: 

~ Issue Fee 

D Publication Fee (No small entity discount permitted) 

[l Advance Order - # of Copies 10. 

5. Change in Entity Status (from status indicated above) 

D a. Applicaut claims SMALL ENTITY status. See 37 CFR 1.27. 

4b. Payment ofFee(s): (Please first reapply any previously paid issue fee shown above) 

D A check is enclosed. 

D Payment by credit card. Form PTO-2038 is attached. 

~ The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any 
overpayment, to Deposit Account Number 13 -11. 3 0 (enclose au extra copy of this form). 

Db. Applicaut is no longer claiming SMALL ENTITY status. See 37 CFR l.27(g)(2). 

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in 
interest as shown by the records of the l:nited States Patent and Trademark Office. 

Authorized Signature -~/_b_a_r_r~y_l_. _h_a_l_e~y~/ ___________ _ Date May 24, 2012 

Typed or printed name -~B=a=r~r~y,_=L~-~H=a=l~ec..y,_ ___________ _ Registration No. -~2~5~~3~3~9~-----------

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) 
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, prepanng, and 
submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete 
this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. 
Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FOR.c\i!S TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, 
Alexandria, Virginia 22313-1450. 
l; nder the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid 0MB control number. 

PTOL-85 (Rev. 02/11) Approved for use through 08/31/2013. 0MB 0651-0033 U.S. Patent aud Trademark Office; U.S. DEPARTMENT OF COMMERCE 
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Electronic Patent Application Fee Transmittal 

Application Number: 12324122 

Filing Date: 26-Nov-2008 

Title of Invention: 
METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE 
COMMUNICATIONS 

First Named Inventor/Applicant Name: Malcolm K. Beyer 

Filer: Barry Lee Haley/Amy Allen 

Attorney Docket Number: 10963.3819 

Filed as Small Entity 

Utility under 35 USC 111 (a) Filing Fees 

Description Fee Code Quantity Amount 
Sub-Total in 

USD(S) 

Basic Filing: 

Pages: 

Claims: 

Miscellaneous-Filing: 

Petition: 

Patent-Appeals-and-Interference: 

Post-Allowance-and-Post-Issuance: 

Utility Appl issue fee 2501 1 870 870 

Extension-of-Time: 
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Description Fee Code Quantity Amount 
Sub-Total in 

USO($) 

Miscellaneous: 

Printed copy of patent - no color 8001 10 3 30 

Total in USD ($) 900 
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Electronic Acknowledgement Receipt 

EFSID: 12854129 

Application Number: 12324122 

International Application Number: 

Confirmation Number: 9036 

Title of Invention: 
METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE 
COMMUNICATIONS 

First Named Inventor/Applicant Name: Malcolm K. Beyer 

Customer Number: 22235 

Filer: Barry Lee Haley/Amy Allen 

Filer Authorized By: Barry Lee Haley 

Attorney Docket Number: 10963.3819 

Receipt Date: 24-MAY-2012 

Filing Date: 26-NOV-2008 

Time Stamp: 11:11:08 

Application Type: Utility under 35 USC 111 (a) 

Payment information: 

Submitted with Payment yes 

Payment Type Deposit Account 

Payment was successfully received in RAM $900 

RAM confirmation Number 10940 

Deposit Account 131130 

Authorized User 

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows: 

Charge any Additional Fees required under 37 C.F.R. Section 1.20 (Post Issuance fees) 

Charge any Additional Fees required under 37 C.F.R. Section 1.21 (Miscellaneous fees and charges) 
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File Listing: 

Document 
Document Description File Name 

File Size(Bytes)/ Multi Pages 
Number Message Digest Part /.zip (ifappl.) 

141692 

1 Issue Fee Payment (PTO-85B) 1 0_lssueFeeTransmittal.pdf no 1 
3f2c967 d a2a77726b3f4 72de20f7 a91a3927 

b82f 

Warnings: 

Information: 

31994 

2 Fee Worksheet (5B06) fee-i nfo.pdf no 2 
61febb4bd1 3c1ffac7c44e4236805f9ab3e0 

8db3 

Warnings: 

Information: 

Total Files Size (in bytes) 173686 

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents, 
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a 
Post Card, as described in MPEP 503. 

New ARRlications Under 35 U.S.C. 111 
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR 
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this 
Acknowledgement Receipt will establish the filing date of the application. 

National Stage of an International ARRlication under 35 U.S.C. 371 
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35 
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a 
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course. 

New International ARRlication Filed with the USPTO as a Receiving Office 
If a new international application is being filed and the international application includes the necessary components for 
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number 
and of the International Filing Date (Form PCT /RO/105) will be issued in due course, subject to prescriptions concerning 
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of 
the application. 
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Electronic Patent Application Fee Transmittal 

Application Number: 12324122 

Filing Date: 26-Nov-2008 

Title of Invention: 
METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE 
COMMUNICATIONS 

First Named Inventor/Applicant Name: Malcolm K. Beyer 

Filer: Barry Lee Haley/Amy Allen 

Attorney Docket Number: 10963.3819 

Filed as Large Entity 

Utility under 35 USC 111 (a) Filing Fees 

Description Fee Code Quantity Amount 
Sub-Total in 

USD(S) 

Basic Filing: 

Pages: 

Claims: 

Miscellaneous-Filing: 

Petition: 

Patent-Appeals-and-Interference: 

Post-Allowance-and-Post-Issuance: 

Publ. Fee- early, voluntary, or normal 1504 1 300 300 

Extension-of-Time: 
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Description Fee Code Quantity Amount 
Sub-Total in 

USO($) 

Miscellaneous: 

Total in USD ($) 300 
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Electronic Acknowledgement Receipt 

EFSID: 12858491 

Application Number: 12324122 

International Application Number: 

Confirmation Number: 9036 

Title of Invention: 
METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE 
COMMUNICATIONS 

First Named Inventor/Applicant Name: Malcolm K. Beyer 

Customer Number: 22235 

Filer: Barry Lee Haley/Amy Allen 

Filer Authorized By: Barry Lee Haley 

Attorney Docket Number: 10963.3819 

Receipt Date: 24-MAY-2012 

Filing Date: 26-NOV-2008 

Time Stamp: 15:16:58 

Application Type: Utility under 35 USC 111 (a) 

Payment information: 

Submitted with Payment yes 

Payment Type Deposit Account 

Payment was successfully received in RAM $300 

RAM confirmation Number 1651 

Deposit Account 131130 

Authorized User 

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows: 

Charge any Additional Fees required under 37 C.F.R. Section 1.20 (Post Issuance fees) 

Charge any Additional Fees required under 37 C.F.R. Section 1.21 (Miscellaneous fees and charges) 
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File Listing: 

Document 
Document Description File Name 

File Size(Bytes)/ Multi Pages 
Number Message Digest Part /.zip (ifappl.) 

30373 

1 Fee Worksheet (5B06) fee-i nfo.pdf no 2 
ca3132211 ac0f96780f83e7d56a7c5bc840a 

a8d1 

Warnings: 

Information: 

Total Files Size (in bytes) 30373 

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents, 
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a 
Post Card, as described in MPEP 503. 

New Aeelications Under 35 U.S.C. 111 
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR 
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this 
Acknowledgement Receipt will establish the filing date of the application. 

National Stage of an International Aeelication under 35 U.S.C. 371 
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35 
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a 
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course. 

New International Aeelication Filed with the USPTO as a Receiving Office 
If a new international application is being filed and the international application includes the necessary components for 
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number 
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning 
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of 
the application. 
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UNITED STA IBS PA IBNT AND TRADEMARK OFFICE 

APPLICATION NO. ISSUE DATE PATENT NO. 

12/324,122 07/03/2012 8213970 

22235 7590 06/13/2012 

MALIN HALEY DIMAGGIO BOWEN & LHOT A, P.A. 
1936 S ANDREWS AVENUE 
FORT LAUDERDALE, FL 33316 

UNITED STA TES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Add,essc COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria., Virginia22313-1450 
www .uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

10963.3819 9036 

ISSUE NOTIFICATION 

The projected patent number and issue date are specified above. 

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b) 
(application filed on or after May 29, 2000) 

The Patent Tenn Adjustment is 367 day(s). Any patent to issue from the above-identified application will 
include an indication of the adjustment on the front page. 

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Information 
Retrieval (PAIR) WEB site (http://pair.uspto.gov). 

Any questions regarding the Patent Tenn Extension or Adjustment determination should be directed to the 
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee 
payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management 
(ODM) at (571)-272-4200. 

APPLICANT(s) (Please see PAIR WEB site http://pair.uspto.gov for additional applicants): 

Malcolm K. Beyer JR., Jupiter Inlet Colony, FL; 

IR 103 (Rev. 10109) 
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AO 120(Rev 08/10) 

Mail Stop 8 REPORT ON THE 
TO: 

Director of the U.S. Patent and Trademark Office 
P.O. Box 1450 

FILING OR DETERMINATION OF AN 
ACTION REGARDING A PATENT OR 

TRADEMARK Alexandria, VA 22313-1450 

In Compliance with 35 U.S.C. ~ 290 and/or I 5 U.S.C. * 1116 you are hereby advised that a court action has been 

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following 
···•··'"····---·-·--··--·----

D Trademarks or [] Patents. ( D the patent action involves 35 lJ.S.C. ~ 292.): 

DOCKET NO. DATE FILED U.S. DISTRICT COURT 
217-cv-00517-JRG June 21, 2017 Eastern District of Texas - Marshall Division 

PLAINTIFF DEFENDANT 

AGIS Software Development LLC ZTE Corporation , et al. 

PATENTOR DATE OF PATENT 
I IOLDER OF PATENT OR TRADEMARK 

TRADEMARK NO. OR TRADEMARK 

1 8,213,970 July 3, 2012 AGIS Software Development LLC 

2 9,408,055 August2,2016 AGIS Software Development LLC 

3 9,445,251 September 13, 2016 AGIS Software Development LLC 

4 9,467,838 October 11, 2016 AGIS Software Development LLC 

5 

In the above--entitkd case, the following patent(s)/ trademark(s) have been included: 

DATE INCLUDED INCLUDED BY 

D Amendment D Answer D Cross Bil! D Other Pleading 

PATENTOR DA TF. OF PA TENT 
HOLDER OF PA TENT OR TRADEMARK 

TRADEMARK NO. OR TRADEMARK 

I 

2 

3 

4 

5 

l n the above-entitled case, the following decision has been rendered or judgement issued: 

I DECISION/IUDGEMF.NT 

le, F.RK I (RY) DEPUTY CLERK 

Copy I-Upon initiation of action, mail this copy to Directc1r Copy 3-llpon termination of action, mail this copy to Director 
Copy 2-lJpon filing document adding patent(s), mail this copy to Director Copy 4-Case file copy 
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AO I ?Q (Rev. 08/101 

Mail Stop 8 REPORT ON THE 
TO: 

Director of the U.S. Patent and Trademark Office 
P.O. Box 1450 

FILING OR DETERMINATION OF AN 
ACTION REGARDING A PATENT OR 

TRADEMARK Alexandria, VA 22313-1450 

In Compliance with 35 lJ.S.C § 290 and/or 15 U.S.C. § 1116 you arc hereby advised that a court action has been 

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following 

O Trademarks or [21 Patents. ( 0 the patent action involves 35 L:.S.C. ~ 292.): 

DOCKET NO. DATE FILED U.S. DISTRICT COL:RT 
2: 17-cv-00515-J RG June 21, 2017 Eastern District of Texas - Marshall Division 

PLAINTIFF DEFENDANT 

AGIS Software Development LLC LG Electronics, Inc. 

PATENTOR DA TE OF PA TENT 
HOLDER OF PA TENT OR TRADF:MARK 

TRADEMARK NO. OR TRADEMARK 

1 8,213,970 July 3, 2012 AGIS Software Development LLC 

2 9,408,055 August 2, 2016 AGIS Software Development LLC 

3 9,445,251 September 13, 2016 AGIS Software Development LLC 

4 9,467,838 October 11, 2016 AGIS Software Development LLC 

5 

In the above-entitled case, the following patcnt(s)/ trademark(s) have been included: 

DATE INCLUDED INCLUDED BY 

0 Amendment [J Answer 0 Cross Bill D Other Pleading 

PATENTOR DATE OF PATENT 
HOLDER OF PATENT OR TRADEMARK 

TRADEMARK NO. OR TRADEMARK 

I 

2 

3 

4 

5 

In the above-entitled case, the following decision has been rendered or judgement issued: I OECJSJON/JLIOGEMCNT 

I (OY)OE?UTYCLFRK 

Copy 1-l'pon initiation of action, mail this copy to Director Copy 3-lJpon termination of action, mail this copr to Director 
Copy 2-lipon filing document adding patent(s), mail this copy to Director Copy 4-Case file copy 
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AO 120 ( Rev. 08/10) 

Mail Stop 8 REPORT ON THE 
TO: 

Director of the l.1.S. Patent and Trademark Office 
P.O. Box 1450 

FILING OR DETERMINATION OF AN 
ACTION REGARDING A PATENT OR 

TRADEMARK Alexandria, VA 22313-1450 

In Compliance with 35 U.S.C. § 290 and/or 15 L:.s.C. § 1116 you are hereby advised that a court action has been 

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following 
·································--·-·-·-·-·--·-·--··---··--···-···-······-·-··-·------

D Trademarks or [J Patents. ( 0 the patent action involves 35 U.S.C. ~ 292.): 

DOCKET NO. DATE FlLED U.S. DISTRICT COURT 
2: 17-cv-00513-J RG June 21, 2017 Eastern District of Texas - Marshall Division 

PLAINTIFF DEFENDANT 

AGIS Software Development LLC 
Huawei Device USA Inc., et al. 

PATENTOR DATE OF PATENT 
IIOLDEROl' PATENTOR TRADEMARK 

TRADEMARK NO. OR TRADEMARK 

l 8,213,970 July 3, 2012 AGIS Software Development LLC 

2 9,408,055 August 2, 2016 AGIS Software Development LLC 

3 9,445,251 September 13, 2016 AGIS Software Development LLC 

4 9,467,838 October 11, 2016 AGIS Software Development LLC 

5 

In the above-entitled case. tl1e following patent(s)/ trademark{s) have been included: 

DATE INCLUDED INCLUDED BY 

D Amendment D Answer D Cross Bill D Other Pleading 

PATENTOR DATEOl'PATENT 
I !OLDER OF PA TENT OR TRADEMARK 

TRADEMARK NO. OR TRADEMARK 

1 

2 

3 

4 

5 

In the above-entitled case. the following decbion has been rendered or judgement issued: 

IDECJSION/JUOGeMENT 

rYJ DEPUTY CLERK 

Copy I-Upon initiation of artion, mail this copy to Director L'opy 3-Upon termination of action, mail this copy to Director 
Copy 2-Upon filing document adding patent(s), mail this copy to Director Copy 4-Case file copy 
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AO 120 rRev. 08/10) 

Mail Stop 8 REPORT ON THE 
TO: 

Director of the U.S. Patent and Trademark Office 
P.O. Box 1450 

FILING OR DETERMINATION OF AN 
ACTlON REGARDING A PATENT OR 

TRADEMARK Alexandria, VA 22313.)450 

In Compliance with 35 U.S.C. * 290 and/or 15 U.S.C. § 1116 you arc hereby advised that a court action has bc.,en 

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following 
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217-cv-00516-JRG June 21, 2017 Eastern District of Texas - Marshall Division 

PLAINTIFF DEFENDANT 

AGIS Software Development LLC Apple, Inc. 
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4 9,467,838 October 11 , 2016 AGIS Software Development LLC 
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PATENTOR DATE OF PA TENT 
IIOLDER or PATENT OR TRADE\1ARK 

TRADEMARK NO. OR TRADEMARK 
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In the above--entitled case, the following decision has been rendered or judgement issued: 

I DECISION/tt/DGEMENT 

l!BYJ DEru rv CI.ERK 

Copy 1-Lpon initiation of action, mail this copy to Director Copy J-IJpon termination of action, mail this cop) to Director 
Cop)· 2-l!pon filing document adding patent(s), mail this copy to Director Copy 4-Case file copy 
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I !OLDER 01' PATENT OR TRADEMARK 

TRADEMARK NO. OR TRADEMARK 

r 8,213,970 July 3, 2012 AG1S Software Development LLC 

2 9,408,055 August 2, 2016 AGIS Software Development LLC 

3 9,445,251 September 13, 2016 AGIS Software Development LLC 

4 9,467,838 October 11, 2016 AGIS Software Development LLC 
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3 9,445,251 September 13, 2016 AGIS Software Development LLC 
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[n the above--entitled case, the following decision has been rendered or judgement issued: 

IDECLSION,WDGEMENT 

I (ttY) DEPlnY (1 ERK 

Co1)Y 1----llpon initiation or action, mail this copy to Director Copy 3----Upon termirmtion of action, mail this copy to Director 
Copy 2-----Upon filing document adding patent(s), mail this copy to Director Copy 4·----Case file copy 
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[n Compliance wifa 35 U.S.C § 290 and/or JS U.S.C. § 1116 you are hereby advised tha1 a court action has been 

filed in the U.S. District Court for the Eastern District of Texas - Marsl1all Division on the following 

D Trademarks or [2l Patents. ( D the patent acfam involves 35 U.S.C. § 292.): 
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[n the above--entitled case, the following decision has been rendered or judgement issued: 

IDECLSION,WDGEMENT 

I (ttY) DEPlnY (1 ERK 

Co1)Y 1----llpon initiation or action, mail this copy to Director Copy 3----Upon termirmtion of action, mail this copy to Director 
Copy 2-----Upon filing document adding patent(s), mail this copy to Director Copy 4·----Case file copy 

0183 Page 511



Exhibit 1003 

Page 512



UNITED STATES PATENT AND TRADEMARK OFFICE 

GOOGLELLC, 
Requestor 

U.S. Patent No. 8,213,970 

DECLARATION OF DAVID HILLIARD WILLIAMS IN SUPPORT OF 
REEXAMINATION REQUEST FOR U.S. PATENT NO. 8,213,970 

Mail Stop "Ex Parte Reexam" 
Attn: Central Reexamination Unit 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Page 513



TABLE OF CONTENTS 

Request for Reexamination of 
U.S. Patent No. 8,213,970 

I. Introduction ......................................................................................................................... 1 

II. List of Documents Considered in Formulating My Opinion .............................................. 2 

III. Qualifications ...................................................................................................................... 5 

IV. My Understanding of Claim Construction .......................................................................... 6 

V. My Understanding of Obviousness ..................................................................................... 6 

VI. Level of Ordinary Skill in the Art.. ................................................................................... 10 

VII. The Substantial New Questions (SNQs) herein each provide new and non-
cumulative references and arguments not previously considered by the Office .............. 10 

VIII. Overview of the'970 Patent .............................................................................................. 11 

A. The '970 patent describes sending and receiving responses to forced 
message alerts ....................................................................................................... 11 

B. Prosecution History ............................................................................................... 12 

C. Patent Trial an Appeals Board (P.T.A.B.) History ............................................... 14 

1. The FWD concluded that Kubala and Hammond are prior art to the 
the '970 Patent, thus Johnson and Pepe are also prior art to the 
'970 Patent. ............................................................................................... 14 

2. The FWD construed constructions for claim limitations 1.2 and 
1.5-1.9 ....................................................................................................... 15 

3. The FWD concluded that Kubala teaches the "take control" 
limitation ................................................................................................... 15 

D. None of the earlier-filed applications provide sufficient written
description support for at least a forced-message alert software
application program, as required by each independent claim of the 
'970 patent. ........................................................................................................... 16 

E. Independent Claims .............................................................................................. 18 

1. Independent Claim 1 ................................................................................. 19 

2. Independent Claim 10 ............................................................................... 20 

F. Understanding of Certain Claim Terms ................................................................ 22 

- 1 -

Page 514



Request for Reexamination of 
U.S. Patent No. 8,213,970 

1. "data transmission means" ........................................................................ 22 

2. "means for attaching ... " ......................................................................... 22 

3. "means for requiring ... " ......................................................................... 23 

4. "means for receiving and displaying a listing of which recipient 
PDA/cell phones have automatically acknowledged ... " ........................ 23 

5. "means for periodically resending ... " .................................................... 23 

6. "means for receiving and displaying a listing of which recipient 
PDA/cell phones have transmitted ... " .................................................... 24 

7. "means for transmitting the acknowledgment ofreceipt ... " .................. 24 

8. "means for controlling of the recipient PDA/cell phone upon 
transmitting ... " ....................................................................................... 24 

9. "means for allowing a manual response to be manually selected 
from the response list or manually recorded ... " ..................................... 25 

10. "means for clearing the text message and a response list from the 
display ... " ............................................................................................... 25 

IX. Overview of the State of the Art at the Time of Filing ..................................................... 25 

A. Sending and Receiving Mandatory Responses in Electronic Messaging 
were Known .......................................................................................................... 26 

B. Industry Trend: Applications on Cell Phones and/or Personal 
Communications Devices ..................................................................................... 27 

C. Tracking Delivery and Responses of Electronic Messages was Known .............. 31 

D. Personal Digital Assistant (PDA) with Touchscreen and Stylus were 
Known ................................................................................................................... 32 

E. Sending Alerts to a Recipient of an Email Message with a Mandatory 
Response was Known ........................................................................................... 32 

X. Grounds of Unpatentability ............................................................................................... 34 

A. Overview of the Prior Art References .................................................................. 36 

1. Kubala discloses PDAs that send and receive mandatory-response 
messages ................................................................................................... 37 

- 11 -

Page 515



Request for Reexamination of 
U.S. Patent No. 8,213,970 

2. Hammond tracks acknowledgements of and responses to 
mandatory-response messages .................................................................. 39 

3. Johnson prevents a user from closing a mandatory-response 
message that has not been responded to ................................................... 42 

4. Pepe discloses PDAs that provide an on-screen menu of possible 
responses to an incoming message ........................................................... 43 

B. SNQl: Claims 2 and 10-13 Are Obvious over Kubala in view of 
Hammond .............................................................................................................. 44 

1. A skilled artisan would have been motivated to combine Kubala 
and Hammond to arrive at the claimed subject matter. ............................ 44 

2. The combination of Kubala and Hammond renders claims 2 and 
10-13 obvious ............................................................................................ 46 

C. SNQ2: Claims 2 and 1-13 are Obvious over Hammond in view of 
Johnson further in view of Pepe ............................................................................ 94 

1. Hammond and Johnson each disclose a "forced message alert 
sofrware packet as recited in independent claim 1 and a "forced 
message alert application software packet" as recited in 
independent claim 10 ................................................................................ 95 

2. A skilled artisan would have been motivated to combine 
Hammond, Johnson, and Pepe to arrive at the claimed subject 
matter. ....................................................................................................... 95 

3. The combination of Hammond, Johnson, and Pepe renders claims 
2 and 10-13 obvious .................................................................................. 97 

XI. CONCLUSION ................................................................. Error! Bookmark not defined. 

- 111-

Page 516



1001 

1002 

1003 

1004 

1005 

1006 

1007 

1008 

1009 

1010 

1011 

1012 

1013 

1014 

1015 

1016 

1017 

1018 

1019 

1020 

EXHIBIT LIST 

Request for Reexamination of 
U.S. Patent No. 8,213,970 

U.S. Patent No. 8,213,970 B2 to Beyer ("'970 patent") 

Prosecution History of U.S. Patent No. 8,213,970 (Application No. 12/324,122) 
("'970 Prosecution History") 
Declaration of David H. Williams 

Curriculum Vitae of David H. Williams 

U.S. Patent Application Publication No. 2006/0218232 to Kubala et al. 
("Kubala") 
U.S. Patent No. 6,854,007 to Hammond ("Hammond") 

U.S. Patent No. 5,325,310 to Johnson et al. ("Johnson") 

U.S. Patent No. 5,742,905 to Pepe et al. ("Pepe") 

U.S. Publication No. 2003/0128195 to Banerjee et al. ("Banerjee") 

Simon Says "Here's Howl" Simon™ Mobile Communications Made Simple, 
Simon Users Manual, IBM Corp., 1994. ("Simon") 
Prosecution History of U.S. Patent Application No. 10/711,490 ("'490 
application") 
Prosecution History of U.S. Application No. 11/308,648 ("'648 application") 

Prosecution History of U.S. Application No. 11/612,830 ("'830 application") 

McKinsey & Company, The McKinsey Report: FDNY 9/11 Response (2002) 
("The McKinsey Report") 
Apple Newton, Wikipedia.com, https://en. wikipedia.org/wiki/ Apple_N ewton 
(last visited May 10, 2018) ("Apple") 
From touch displays to the Su,face: A brief history of touchscreen technology, 
Arstechnica.com https :// arstechnica.com/ gadgets/2013/04/from-touch-displays
to-the-surf ace-a-brief-history-of-touchscreen-technology/ (last visited May 10, 
2018) ("Arstechnica") 
Reexamination Control No. 90/006,572 (Decision dated June 30, 2010) ("'572 
Reexamination Decision") 
Reexamination Control No. 90/013,808 (Decision dated June 15, 2018) ("'808 
Reexamination Decision") 
Reexamination Control No. 90/014,071 (Decision dated November 13, 2018) 
("'071 Reexamination Decision") 
Reexamination Control No. 95/000,185 (Decision dated August 22, 2008 ("'185 
Reexamination Decision") 

- IV -

Page 517



1021 

1022 

1023 

1024 

Request for Reexamination of 
U.S. Patent No. 8,213,970 

SDI Technologies v. Bose Corp., IPR2013-00350, Paper 36, Final Written 
Decision (P.T.A.B. Nov. 7, 2014) 
Google LLC v. AGIS Software Development, LLC, IPR2018-01079, Paper 2, 
Petition (P.T.A.B. Ma 15, 2018) 
Google LLC v. AGIS Software Development, LLC, IPR2018-01079, Paper 8, 
Petitioner's Re 1 (P.T.A.B. Se t. 19, 2018) 
Google LLC v. AGIS Software Development, LLC, IPR2018-01079, Paper 34, 
Final Written Decision (P.T.A.B. Nov. 19, 2019) 

- V -

Page 518



I. Introduction 

I, David Hilliard Williams, declare as follows: 

Request for Reexamination of 
U.S. Patent No. 8,213,970 

1. I have been retained on behalf of Google LLC for the above-captioned ex parte 

reexamination proceeding. I understand that this proceeding involves U.S. Patent No. 8,213,970 

("the '970 patent"), titled "Method of Utilizing Forced Alerts for Interactive Remote 

Communications" by Malcolm K. Beyer, and that the '970 patent is currently assigned to AGIS 

Software Development, LLC. 

2. I have reviewed and am familiar with the specification of the '970 patent. I 

understand that the application that issued as the '970 patent was filed on November 26, 2008, 

and claims priority to U.S. Patent Application No. 10/711,490 ("'490 application"), filed 

September 21, 2004. I understand that the '970 patent has been provided as Exhibit 1001, and 

that the '490 application has been provided as Exhibit 1011. 

3. I have reviewed and am familiar with the file history of the '970 patent. I 

understand that the prosecution file history has been provided as Exhibit 1002. 

4. I understand that the '970 patent has an actual filing date of November 26, 2008. I 

also understand that the '970 patent claims priority to three earlier-filed applications: (i) U.S. 

Application No. 10/711,490 (Ex. 1011, '490 application), filed on September 21, 2004; (ii) U.S. 

Application No. 11/308,648 (Ex. 1012, "'648 application"), filed on April 17, 2006; and (iii) 

U.S. Application No. 11/612,830 (Ex. 1013, "'830 application"), filed on December 19, 2006. I 

have been asked to provide my opinion as to whether these earlier-filed applications disclose the 

claimed "forced message alert software application program." As explained in more detail 

below, it is my opinion that these earlier-filed applications do not disclose this claim limitation. 

Because support for the "forced message alert software application program" does not appear in 

any of the parent continuation-in-part applications either, I am informed that the priority date of 

the '970 patent is the actual filing date of the '970 patent, November 26, 2008. But, out of an 

abundance of caution, the opinions in this Declaration will address both the November 26, 2008 

and September 21, 2004 priority dates. I understand that this Declaration has been provided as 

Exhibit 1003. 
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Request for Reexamination of 
U.S. Patent No. 8,213,970 

II. List of Documents Considered in Formulating My Opinion 

5. I have also reviewed and am familiar with the following prior art used in the 

Request for ex parte Reexamination and/or in my declaration below. I understand that the 

request for reexamination is requested of claims 2 and 10-13 of the '970 patent. These claims can 

be referred to individually, or collectively, as the "Requested Claims" or claims or the claims 

subject to reexamination. 

U.S. Patent Application Publication No. 2006/0218232 to Kubala et al., titled 

"Method and System for Accommodating Mandatory Responses in Electronic 

Messaging" ("Kubala"). Kubala was published on September 28, 2006 and was 

filed on March 24, 2005, and both dates are prior to the actual filing date of the 

'970 patent. I understand that Kubala has been provided as Exhibit 1005. This 

reference was not cited or applied in the original prosecution of the '970 patent. 

But the Final Written Decision (FWD) of Google LLC v. AGIS Software Dev., 

LLC, IPR2018-01079, determined that Kubala (in combination with Hammond 

below) rendered claims 1 and 3-9 of the '970 patent unpatentable. Kubala is being 

applied to the Requested Claims for the first time here. 

U.S. Patent No. 6,854,007 to Hammond, titled "Method and System for 

Enhancing Reliability of Communication with Electronic Messages" 

("Hammond"). Hammond issued as a patent on February 8, 2005, more than one 

year before the actual filing date of the '970 patent. I understand that Hammond 

has been provided as Exhibit 1006. This reference was not cited or applied in the 

original prosecution of the '970 patent. But the FWD of IPR2018-01079 

determined that Hammond (in combination with Kubala) renders claims 1 and 3-9 

of the '970 patent unpatentable. 

The FWD of IPR2018-01079 states, however, that the Petition, (Google, 

IPR2018-01079, Pet. (P.T.A.B. May 15, 2018) (EX1022)), did not specify what 

portion of Hammond discloses a "forced message alert software packet" as recited 

in independent claim 1 and a "forced message alert application software packet" 

as recited in independent claim 6. Google disagreed and even explained, in the 

Petitioner's Reply (id., Pet. Reply at 19 (EX1023)), how the Petition showed that 
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Hammond teaches these claim elements. But the P.T.A.B. did not consider these 

teachings in issuing the FWD with regard to the combination of Hammond, 

Johnson, and Pepe. (/d., FWD, at 71-75 (EX1024).) The explanations are included 

in this reexamination Request. Hammond is being applied to the Requested 

Claims for the first time here. 

U.S. Patent No. 5,325,310 to Johnson et al., titled "Method and System for 

Persistant Electronic Mail Reply Processing" ("Johnson"). Johnson issued on June 

28, 1994, more than fourteen years before the actual filing date of the '970 patent. 

Johnson was filed on June 26, 1992. I understand that Johnson has been provided 

as Exhibit 1007. This reference was not cited or applied in the original 

prosecution. The FWD of IPR2018-01079 states that the Petition, (Google, 

IPR2018-01079, Pet.), did not specify what portion of Johnson discloses a "forced 

message alert software packet" as recited in independent claim 1 and a "forced 

message alert application software packet" as recited in independent claim 6. 

Google disagreed and even explained, in the Petitioner's Reply, (id., Pet. Reply at 

19), how the Petition showed that Johnson teaches these claim elements. But the 

P.T.A.B. did not consider these teachings in issuing the FWD with regard to the 

combination of Hammond, Johnson, and Pepe. (/d., FWD at 71-75.) The 

explanations are included in this reexamination Request. Johnson is being applied 

to the Requested Claims for the first time here. 

U.S. Patent No. 5,742,905 to Pepe et al., titled "Personal Communications 

Internetworking" ("Pepe"). Pepe issued on April 21, 1998, over ten years prior to 

the actual filing date of the '970 patent. Pepe was filed on September 19, 1994. I 

understand that Pepe has been provided as Exhibit 1008. This reference was not 

cited or applied in the original prosecution. The FWD of IPR2018-01079 states 

that the Petition, (Google, IPR2018-01079, Pet.), did not specify what portion of 

Hammond or Johnson discloses a "forced message alert software packet" as 

recited in independent claim 1 and a "forced message alert application software 

packet" as recited in independent claim 6. Google disagreed and even explained, 

in the Petitioner's Reply, (id., Pet. Reply at 19), how the Petition showed that both 
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Hammond and Johnson teach these claim elements. But the P.T.A.B. did not 

consider these teachings in issuing the FWD with regard to the combination of 

Hammond, Johnson, and Pepe. (/d., FWD at 71-75.) The explanations are 

included in this reexamination Request. Pepe is being applied to the Requested 

Claims for the first time here. 

U.S. Patent Publication No. 2003/0128195 to Banerjee et al., titled "Touchscreen 

User Interface: Bluetooth™ Stylus for Performing Right Mouse Clicks" 

("Banerjee"). Banerjee published on July 10, 2003, and Banerjee issued as a 

patent on October 4, 2005, more than three years before the actual filing date of 

the '970 patent. Banerjee was filed on January 8, 2002. I understand that Banerjee 

has been provided as Exhibit 1009. 

6. I have also reviewed and am familiar with the following other prior art 

documents: 

Simon Says "Here's How!" Simon™ Mobile Communications Made 

Simple, Simon Users Manual, IBM Corp., 1994 ("Simon"). I understand that 

the Simon Users Manual has been provided as Exhibit 1010. 

7. The '970 patent is directed to sending and receiving responses to "forced message 

alerts." ('970 patent, 1: 16-23.) The '970 patent explains, "[t]he heart of the invention lies in the 

forced message alert software application program provided in each PC or PDA/cell phone." (Id., 

4:47-49.) This software application program is loaded on each PDA in a network. (/d., 7:8-16.) 

The '970 patent describes the process for sending the forced message alerts (see id., 7:43-8: 15, 

FIGS. 3A, 3B) and for responding to the forced message alerts (see id., 8: 16-57, FIG. 4). I am 

familiar with the technology described in the '970 patent as of its November 26, 2008 actual 

filing date as well as its September 21, 2004 earliest possible priority date. 

8. I have been asked to provide my technical review, analysis, insights, and opinions 

regarding the '970 patent and the above-noted references that form the basis for the grounds of 

rejection set forth in the Request for ex parte Reexamination of the '970 patent. 
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9. In formulating my opinions, I have relied upon my training, knowledge, and 

experience in the relevant art. A copy of my current curriculum vitae is provided as Exhibit 

1004, and it provides a comprehensive description of my academic and employment history over 

the last thirty-plus years. 

10. I am currently the President and Founder of the company E9 l 1-LBS Consulting 

that began in 2002. As the President of E9 l 1-LBS Consulting, I provide services across the 

entire wireless value chain, particularly with respect to technology and business strategic 

planning and product design and development associated with Location Based Services (LBS), 

Global Positioning Satellite (GPS) systems, Wireless 911 (E911), Real-Time Location Systems 

(RTLS), Radio Frequency Identification (RFID), beacon, and other location determination and 

sensing technologies and services. 

11. I have very extensive expertise in all aspects of Location Based Service deli very 

across the wireless location ecosystem including enabling network, map data, geospatial 

platform, chipset, data management, device, and location determination infrastructure and 

integration providers. I am expert in all related aspects of LBS, including data privacy and 

security management. 

12. For example, I managed the development and launch of several consumer-

oriented LBS applications including mobile social networking, family tracking and local search 

for a major wireless carrier. This work included the development of corporate-wide location data 

privacy policies and their systemic implementation for all LBS customers. My work in both data 

privacy and mobile social networking resulted in my co-inventing a patent in this field titled 

"Method and apparatus for providing mobile social networking privacy." (U.S. Patent Number 

8,613,109, issued on December 17, 2013). 

13. In another example, I developed the LBS product/technology strategy for a 

leading North American carrier. This work resulted in some of the earliest LBS applications into 

the U.S. market, and included extensive research into the potential use of presence technologies 

in providing location-based services. 

14. I have authored multiple books on wireless location, including: 

• The Definitive Guide to GPS, RFID, Wi-Fi, and Other Wireless Location-Based 

Services (2005 and 2009 versions); 

- 5 -

Page 523



• The Definitive Guide to Wireless E911; and 

Request for Reexamination of 
U.S. Patent No. 8,213,970 

• The Definitive Guide to Mobile Positioning and Location Management (co

author). 

15. I received a B.S. degree in Electrical Engineering from Purdue University in 

1983. I received a MBA degree in Information Systems Management from University of Texas, 

Austin in 1987. 

16. My curriculum vitae contains further details on my education, experience, 

publications, and other qualifications to render an expert option. My work on this case is being 

billed at a rate of $350 per hour. My compensation is not contingent upon the outcome of the 

Request for ex parte Reexamination. 

IV. My Understanding of Claim Construction 

17. I understand that, during an ex parte reexamination, claims are to be given their 

broadest reasonable construction in light of the specification as would be read by a person of 

ordinary skill in the art ("POSA") at the time of the priority date, which means that the words of 

the claims should be given their broadest possible meaning consistent with the specification of 

the '970 patent. 

18. I understand that the broadest reasonable interpretation that the PTO may give 

means-plus-function language is that mandated by the statute. I understand that the construction 

of a means-plus-function limitation is a two-step process. The first step is to determine the 

function of the means-plus-function limitation. The second step is to determine the 

corresponding structure described in the specification and equivalents thereof. 

19. For computer-implemented means-plus-function limitations, I understand that the 

disclosed structure is not a general-purpose computer, but rather the special-purpose computer 

programmed to perform the disclosed algorithm. I understand that the algorithm may be 

disclosed as a mathematical formula, in prose, or as a flow chart, or in any other manner that 

provides sufficient structure. 

V. My Understanding of Obviousness 

20. I understand that a patent claim is invalid if the claimed invention would have 

been obvious to a person of ordinary skill in the field at the time the application was filed. This 

means that even if all of the requirements of the claim cannot be found expressly in a single 

prior-art reference that would anticipate the claim, the claim can still be invalid. 
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21. It is my understanding that, to obtain a patent, a claimed invention must have, as 

of the priority date, been nonobvious in view of the prior art in the field. I understand that an 

invention is obvious when the differences between the subject matter sought to be patented and 

the prior art are such that the subject matter as a whole would have been obvious to a POSA at 

the time the invention was made. 

22. I understand that to prove that prior art or a combination of prior art renders a 

patent obvious, it is necessary to (1) identify the particular references that, singly or in 

combination, make the patent obvious; (2) specifically identify which elements of the patent 

claim appear in each of the asserted references; and (3) explain how the prior art references could 

have been combined in order to create the inventions claimed in the asserted claim. 

23. Additionally, when considering issues of obviousness, I have been told that I am 

to do the following: 

• determine the scope and content of the prior art; 

• ascertain the differences between the prior art and the claims at issue; 

• resolve the level of ordinary skill in the pertinent art; and 

• consider evidence of secondary indicia of non-obviousness (if available). 

24. With respect to determining the proper scope of prior art to examine, I understand 

that in order for a prior art reference to be properly used in an obviousness ground under 35 

U.S.C. § 103, the prior art reference must be analogous art to the claimed invention. I have been 

told that a reference is analogous art to the claimed invention only if: (1) the reference is from 

the same field of endeavor as the claimed invention; or (2) the reference is reasonably pertinent 

to the particular problem solved by the inventor. 

25. I understand that factors relevant to determining the proper field of endeavor 

include the inventor's explanations of the subject matter (including the patent specification), as 

well as the claimed invention's structure and function. And I further understand that, to be 

reasonably pertinent to the particular problem solved by the inventor, a prior art reference must 

logically commend itself to the inventor's attention in considering his or her problem. 

26. I have been told that an analogous reference may be modified or combined with 

other analogous references or with the POSA's own knowledge if the person would have found 

the modification or combination obvious. I have also been told that a POSA is presumed to know 
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