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Case 2:22-cv-00263-JRG-RSP Document2 Filed O7/14/22 Page loti PagelD a: 266

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK
 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas, Marshall Division on the following

[1 Trademarksor Patents. ( 1] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:22-cv-00263 7/14/2022 for the Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

AGIS SOFTWARE DEVELOPMENTLLC SAMSUNG ELECTRONICSCO., LTD. and
SAMSUNG ELECTRONICS AMERICA, INC>

Ee

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

11 Amendment 1 Answer 1 Cross Bill (1 Other Pleading

PATENT OR ne OF PATENTTRADEMARK NO. TRADEMARK HOLDER OF PATENT OR TRADEMARK

a
Bo

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JJUUDGEMENT

 

 
 
 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon terminationof action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

Verizon 1004
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- Case 2:22-cv-00185 Dacument2 Filed 05/27/22 Page 1 of 1 PagelD #: 201
AO 120 (Rev. 08/10

  
 
 
  

  

Mail Stop 8 REPORTON THE
Director of the U.S, Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

TQ:

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas, Marshall Division on the following

(1 Trademarks or fof Patents. ( og the patent action involves 35 USC. § 292,):
DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:22-cv-00185 5/27/2022 for the Eastern District of Texas, Marshail Division
PLAINTIFF DEFENDANT

AGIS SOFTWARE DEVELOPMENT LLC VERIZON COMMUNICATIONSINC. and CELLCO

PARTNERSHIP, D/B/A VERIZON WIRELESS

SSCS

In the above- entitled case, the following patent(s}/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(| Amendment C] Answer _} Cross Bill C] Other Pleading
PATENT OR DATE OF PATENT :

TRADEMARK NO. OR TRADEMARK HOLDER GF PATENT OR TRADEMARK

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION UDGEMENT

 

  

 
 

 
 

 
 
 

  a
po
po
eo
po

 
CLERK (BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s}, mail this copy to Director Copy 4—Casefile copy
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-CV-OO185-JRG Gocument 2

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK
 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas, Marshall Division on the following

[1 Trademarksor Patents. ( 1] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:22-cv-00185 5/27/2022 for the Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

AGIS SOFTWARE DEVELOPMENTLLC VERIZON COMMUNICATIONSINC. and CELLCO

PARTNERSHIP, D/B/A VERIZON WIRELESS

Ee

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

11 Amendment 1 Answer 1 Cross Bill (1 Other Pleading

PATENT OR ne OF PATENTTRADEMARK NO. TRADEMARK HOLDER OF PATENT OR TRADEMARK

a
Bo

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JJUUDGEMENT

 

 
 
 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon terminationof action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

Page 3
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Case 2:2)-cv-00026-URG-RSP Document 20 Fied Oa/ii/22 Page lofi Pageib ft212

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK
 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas, Marshall Division on the following

[1 Trademarksor Patents. ( 1] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:21-cv-00026 1/29/2021 for the Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

AGIS Software Development LLC Uber Technologies Inc., d/b/a Uber

 

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

11 Amendment 1 Answer 1 Cross Bill (1 Other Pleading

PATENT OR ne OF PATENTTRADEMARK NO. TRADEMARK HOLDER OF PATENT OR TRADEMARK

a
Bo

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JJUUDGEMENT

 
 

Accordingly, all pending claims and
causes of action in Case Nos. 2:21-cv-00026-JRG-RSP and 2:21-cv-00072-JRG-RSP by
and between AGIS and Uber are DISMISSED WITH PREJUDICE (BY) DEPUTY CLERK DATE

MAL 3/11/22

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

Page 4
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a2) INTER PARTES REVIEW CERTIFICATE (2323rd)
United States Patent cio) Number: US 8,213,970 K1
Beyer, Jr. (45) Certificate Issued: Sep. 1, 2021 

Page 5

(54) METHOD OF UTILIZING FORCED
ALERTS FOR INTERACTIVE REMOTE

COMMUNICATIONS

(75) Inventor: Malcolm K.Beyer, Jr.

(73) Assignee: AGIS SOFTWARE
DEVELOPMENT LLC

Trial Number:

IPR2018-01079 filed May 15, 2018

Inter Partes Review Certificate for:

Patent No.: 8,213,970
Issued: Jul. 3, 2012
Appl. No.:  12/324,122
Filed: Nov. 26, 2008

The results of IPR2018-01079 are reflected in this inter

partes review certificate under 35 U.S.C. 318(b).



Page 6

INTER PARTES REVIEW CERTIFICATE

U.S. Patent 8,213,970 K1
Trial No. IPR2018-01079

Certificate Issued Sep. 1, 2021

1

AS A RESULT OF THE INTER PARTES

REVIEW PROCEEDING, IT HAS BEEN
DETERMINED THAT:

Claims 1 and 3-9 are cancelled.
uf uf uf uf uf
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Case 2:21-cv-00024-JRG Document2 Filed 01/29/21 Page 1of1PagelD#: 149

AO 120 (Rev. 08/10

Mail Stop 8 REPORT ON THE
TO: Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK
 

Tn Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas, Marshall Division on the following
Ci Trademarksor [yf Patents. ( [1 thepatentaction involves 35 U.S.CC. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:21-cv-00024 1/29/2021 for the Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

AGIS Software Development LLC Lyft, Inc.

  

 
 

 
 

  

 

In the above—entitled case, the following patent(s}/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

f( Amendment O1 Answer C1 Cross Bill C1 Other Pleading
PATENT OR DATE OF PATENT .

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 
  
  

  

 
In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

(BY) DEPUTY CLERK 
Copy 1—Uponinitiation ofaction, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Cascfile copy
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Case 2:21-cv-00026-JRG Document2 Filed 01/29/21 Page 1of1PagelD #: 162

AO 120 (Rev. 08/10

 
 

 

TO: Mail Stop 8 REPORT ON THE
. Director of the U.S, Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ‘ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C, § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas, Marshall Division on the following
LJ Trademarks or (Patents. ( (J the patent action involves 35 U.‘S.C.Cc.§ 292.):

DOCKET NO. DATEFILED U.S. DISTRICT COURT

2:21-cv-00026 4/29/2021 for the Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

AGIS Software Development LLG Uber Technologies Inc., d/b/a Uber 
 

 
  

 

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
OJ Amendment (1 Answer C1 Cross Bill (C1 OtherPleading

PATENT OR DATE OF PATENT
TRADEMARK NO, OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 
  
  

  

 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination ofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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UNITED STATES PATENT AND TRADEMARK OFFIGE
UNITTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTSQ. Box 1450 

Alexandria, Virginia 22313-1450www.uspto.gov

APPLICATION NUMBER FILING OR 371(C) DATE FIRST NAMED APPLICANT ATTY. DOCKET NO./TITLE

 
   

12/324,122 11/26/2008 Malcolm K.Beyer JR. 10963.3819
CONFIRMATION NO.9036

22235 POWER OF ATTORNEYNOTICE

Malin Haley DiMaggio & Bowen, P.A.

Spectum Office Suing ULHL40
4901 NW 17th Way,Suite 308
FORT LAUDERDALE,FL 33309

{INN6663
(l
020

Date Mailed: 09/18/2020

NOTICE REGARDING CHANGE OF POWEROF ATTORNEY

This is in response to the Powerof Attorneyfiled 09/15/2020.

* The Powerof Attorney to you in this application has been revoked by the assignee who hasintervened as
provided by 37 CFR 3.71. Future correspondencewill be mailed to the new address of record(37 CFR 1.33).

Questions about the contents of this notice and the

requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit,at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/rbell/

 

page 1 of 1
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSICNER FOR PATENTSP.O. Box

Alexandria, Virginia 22313-1450www.uspto.gov’

MOUACA CONFIRMATION NO.9036
Bib Data Sheet

 
FILING OR 371(c)

SERIAL NUMBER DATE GROUP ARTUNIT
12/324,122 11/26/2008 oB17

RULE

ATTORNEY DOCKET
NO.

10963.3819

AIA (First Inventor to File): NO

INVENTORS

Malcolm K. Beyer JR., Jupiter Inlet Colony, FL;

APPLICANTS

Malcolm K. Beyer JR., Jupiter Inlet Colony, FL;

** CON Tl N U l N G DATA KEKERERERERERERERERERERER

This application is a CIP of 11/612,830 12/19/2006 PAT 7853273
whichis a CIP of 11/308,648 04/17/2006 PAT 7630724
whichis a CIP of 10/711,490 09/21/2004 PAT 7031728

** FOREIGN APPLICATIONS KRKRRRERERERERERERRRR

IF REQUIRED, FOREIGN FILING LICENSE GRANTED **
12/08/2008 ** SMALL ENTITY **

Foreign Priority claimed CJ yes CJ no
85 USC 119 (a-d) conditions [] yes Dio Fl met aner STATE OR SHEETS TOTAL INDEPENDENT|met COUNTRY DRAWING CLAIMS CLAIMS

Allowance FL 14
Examiner's Signature Initials 

LI All Fees

LJ 1.16 Fees(Filing )

FILING FEE |FEES: Authority has been given in Paper W 1.17 Fees ( Processing Ext. of
RECEIVED . to charge/credit DEPOSIT ACCOUNT time )

. for following: gO 1.18 Fees (Issue )

Q) other

Q) credit
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REEXAMINATION ~ PATENT GAWNER
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Privacy Act Slafement

Ssivacy Act of 1874 (FLL, S3-87S) requires thatssian of the aitached fom related to: patent   Soniaciian wih your
: Suetf 38 he  
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Case 2:19-cv-00361-JRG Document 2 Filed 11/04/19 Page 1 of 2 PagelD #: 197

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK
 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas, Marshall Division on the following
CJ Trademarks or [X Patents. ( [] thepatentaction involves 35 U.S.C.§ 292.):

DOCKETNO. DATEFILED U.S. DISTRICT COURT

2:19-cv-00361 November4, 2019 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

AGIS SOFTWARE DEVELOPMENT LLC GOOGLE LLC

 

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment CL) Answer CJ Cross Bill LC] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

aee
Eeee
aee
eeee
eo

In the above—entitled case, the following decision has been rendered or judgementissued:

 
 
 CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

PAGE1 of 2
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Case 2:19-cv-00361-JRG Document 2 Filed 11/04/19 Page 2 of 2 PagelD #: 198

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK
 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas, Marshall Division on the following
(1 Trademarks or §[% Patents. ( (1 the patent action involves 35 U.S.C. § 292.):

DOCKETNO. DATE FILED U.S. DISTRICT COURT
219-00061

PLAINTIFF DEFENDANT

AGIS SOFTWARE DEVELOPMENT LLC GOOGLE LLC

 

PATENT OR DATE OF PATENT

1 8,213,970 July 3, 2012 AGIS Software Development LLC

1 CrossBill C1 Other Pleading

aee
a
Eaa

 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

 CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Casefile copy
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CaGast L7IG+H0508URERGCodDdomenkeéava Filed 08/82/19 Page 1of1PagelD#: 20409

AO 120 (Rev. 08/10} 

Mail Step 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FOULING GR DETERMINATION OF AN

P.O. Box 1458 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1456 TRADEMARK

TO: 
fn Compliance with 35 U.S.C. § 290 and/or 15 ULS.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following 

[_] Trademarks or [XN Patents. ( (C] the patent action involves 35 U.S.C. § 292.):

DOCKET NO, DATE FILED U.S. DISTRICT COURT

2:47-cv-00514-JRG June 21, 2017 | Eastern District of Texas - Marshall Division
PLAINTIPP [DEFENDANT

AGIS Software Development LLC TC Corporation

PATENT OR DATE OF PATENT ——
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 8,213.97 July 3, 2012 AGIS Software Development LLC

2 9,408,055 | August 2 , 2016 AGIS Software Develooment LLC
3 9,445,251 September 13, 2016 AGIS Software Develooment LLC

4 9,467,838 October 11, 2016 AGIS Software Development LLC

 
In the above—entitied case, the following patent(s)/ trademark(s) have been incinded:

DATE INCLUDED INCLUDED BY

Li] Amendment Li} Answer [i] Cross Bill [| Other Pleading
PATENTOR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
fn the above-—entitied case, the following decision has been rendered or judgement issued:

DECTISIONJUDGEMENT

 
itis ORDERED that all claims asserted by Plaintiff AGIS against Defendant HTC are DISMISSED WITH PREJUDICEandthat all counterclaings
asseried by Defendant HTC against Plaintiff AGES are DISMISSED WITHOUTPREJUDICE.

(BY) DEPUTY CLERK DATE

| nk 7/2/19 
Copy 1-—Upon initiation of action, mail this copy te Director Cepy 3—-Upon termination of action, mail this copy te Directer
Copy 2--Upen fling document adding patent(s), mail this copy te Director Copy 4-—Case fle copy
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Case 2:17-cv-00515-JRG Document 30 Filed 07/01/19 Page 1of1PagelD#: 171

AO 120 (Rev. 08/10} 

Mail Step 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FOULING GR DETERMINATION OF AN

P.O. Box 1458 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1456 TRADEMARK

TO: 
fn Compliance with 35 U.S.C. § 290 and/or 15 ULS.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following 

[_] Trademarks or [XN Patents. ( (C] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. ; U8. DISTRICT COURT
Bct7-ov-00615-JRG Ne eis | Eastern District of Texas - Marshall Division

PLAINTIFF DEFENDANT

AGIS Software Develooment LLC | LG Electronics, inc.

PATENT OR DATE OF PATENT ——
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 8,213,97 July 3, 2012 AGIS Software Development LLC

2 9,408,055 | August 2 , 2016 AGIS Software Develooment LLC
3 9,445,251 September 13, 2016 AGIS Software Develooment LLC

October 11, 2016

 
In the above—entitied case, the following patent(s)/ trademark(s) have been incinded:

DATE INCLUDED INCLUDED BY

Li] Amendment Li} Answer [i] Cross Bill [| Other Pleading
PATENTOR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
fn the above-—entitied case, the following decision has been rendered or judgement issued:

DECISION/JJUDGEMENT

It is ORDEREDthat all claims asserted by Plaintiff AGIS agaist Defendant LOGin Case No. 2:17-cv-0085 5S-IRG are DISMISSED WITH
PREIUDICEand that all counterclaims asserted by Defendant LG against Plaingff AGES in Case No. 2:17-cv-00515-IRG are DISMISSED
WITHOUT PREJUDICE

(BY) DEPUTY CLERK

at TAS19

 
Copy 1-—Upon initiation of action, mail this copy te Director Cepy 3—-Upon termination of action, mail this copy te Directer
Copy 2--Upen fling document adding patent(s), mail this copy te Director Copy 4-—Case fle copy
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Case 2:17-cv-00516-JRG Document 87 Filed 03/14/19 Page 1of1PagelD#: 1414

AO 120 (Rev. 08/10} 

Mail Step 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FOULING GR DETERMINATION OF AN

P.O. Box 1458 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1456 TRADEMARK

TO: 
fn Compliance with 35 U.S.C. § 290 and/or 15 ULS.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following 

[_] Trademarks or [XN Patents. ( (C] the patent action involves 35 U.S.C. § 292.):

DOCKET NO, DATE FILED U8. DISTRICT COURT
2:17-ev-00516-JRG June 21, 2017 | Eastern District of Texas - Marshall Division
PLAINTIFF DEFENDANT

AGIS Software Development LLC Appie, Inc.

PATENT OR DATE OF PATENT ——
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 8,213.97 July 3, 2012 AGIS Software Develooment LLC

2 9,408,055 | August 2 , 2016 AGIS Software Develooment LLC
3 9,445,251 September 13, 2016 AGIS Software Development LLC

October 11, 2016

 
In the above—entitied case, the following patent(s)/ trademark(s) have been incinded:

DATE INCLUDED INCLUDED BY

Li] Amendment Li} Answer [i] Cross Bill [| Other Pleading
PATENTOR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
fn the above-—entitied case, the following decision has been rendered or judgement issued:

DECTISIONJUDGEMENT

The Clerk of Court is DIRECTED TO CLOSE lead case number 2:17-cv-O0513 and consolidated case number 2:17-cv-O05 16.

(BY) DEPUTY CLERK DATE

aki 3/14/19

 
Copy 1-—Upon initiation of action, mail this copy te Director Cepy 3—-Upon termination of action, mail this copy te Directer
Copy 2--Upen fling document adding patent(s), mail this copy te Director Copy 4-—Case fle copy
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Case 2:17-cv-00513-JRG Document 350 Filed 03/14/19 Page 1 of1PagelD#: 20751

AO 120 (Rev. 08/10} 

Mail Step 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FOULING GR DETERMINATION OF AN

P.O. Box 1458 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1456 TRADEMARK

TO: 
fn Compliance with 35 U.S.C. § 290 and/or 15 ULS.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following 

[_] Trademarks or [XN Patents. ( (C] the patent action involves 35 U.S.C. § 292.):

DOCKET NO DATE FILED LS. DISTRICT COURT

2:17-cv-00513-JRG June 21, 2017 | Eastern District of Texas - Marshall Division
PLAINTIPP DEFENDANT

AGIS Software Development LLC Huawei Device USA Inc., et al.

PATENT OR DATE OF PATENT ——
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 8,213.97 July 3, 2012 AGIS Software Development LLC

2 9,408,055 | August 2 , 2016 AGIS Software Develooment LLC
3 9,445,251 September 13, 2016 AGIS Software Developrnent LLC

October 11, 2016

 
In the above—entitied case, the following patent(s)/ trademark(s) have been incinded:

DATE INCLUDED INCLUDED BY

Li] Amendment Li} Answer [i] Cross Bill [| Other Pleading
PATENTOR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
fn the above-—entitied case, the following decision has been rendered or judgement issued:

DECISION/JJUDGEMENT

The Clerk of Court is DIRECTED TO CLOSE lead case number 2:17-cv-00315 and consolidated case number 2:17-cv-005 16.

CLERK (BY) DEPUTY CLERK DATE

Pad A, Oocha Lg 3/14/19
 
Copy 1-—Upon initiation of action, mail this copy te Director Cepy 3—-Upon termination of action, mail this copy te Directer
Copy 2--Upen fling document adding patent(s), mail this copy te Director Copy 4-—Case fle copy
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UNITED STATES PATENT AND TRADEMARKOFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

GOOGLELLC,
Petitioner,

* AGIS SOFTWARE DEVELOPMENT,LLC, .
Patent Owner. nee

U.S. Patent No. 8,213,970

Filing Date: November26, 2008
Issue Date: July 3, 2012

Inventor: Malcolm K. Beyer, Jr.
Title: METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE

REMOTE COMMUNICATIONS

PATENT OWNER’S NOTICE OF APPEAL

Case No. IPR2018-01079
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IPR2018-01079

Patent Owner’s Notice of Appeal

Pursuant to 35 U.S.C. §§ 141 and 142 and 37 C.F.R. §§ 90.2 and 90.3,

Patent Owner AGIS Software Development LLC (“AGIS”or “Patent Owner’)

hereby provides notice that it appeals to the United States Court of Appeals for the

Federal Circuit from the Final Written Decision entered November 19, 2019 (Paper

34) and from all underlying orders, decisions, rulings, and opinions regarding U.S.

Patent No. 8,213,970 (the “’970 patent’) in Case No. IPR2018-01079. This notice

is timely under 37 C.F.R. § 90.3, having been filed within 63 days after the date of

the Final Written Decision.

For the limited purpose of providing the Director with the information

requested in 37 C.F.R. § 90.2(a)(3)(ii), Patent Owner anticipates that the issues on

appeal mayinclude, but are not limited to: the Board’s claim constructions,its

application of those constructions, its obviousness determinations includingthat

claims 1-3, and 9 of the ’970 patent are unpatentable under 35 U.S.C. § 103; the

findings, rulings and conclusions supporting or relating to those determinations;

the constitutionality of the appointments of Administrative Patent Judges Trevor

M.Jefferson, Christa P. Zado, and Kevin C. Trock under U.S. Const.art. II, § 2, cl.

2. in view ofArthrex v. Smith & Nephew, No. 18-2140 (Fed. Cir. 2019); and any

other issues decided adversely to Patent Ownerin any orders, decisions,rulings, or

opinions in IPR2018-01079.
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IPR2018-01079

Patent Owner’s Notice of Appeal

Simultaneous with this submission, three (3) copies of this Notice of Appeal

are being filed with the Clerk of the United States Court of Appeals for the Federal

Circuit and being submitted electronically through the Court’s CM/ECFsystem,

together with the requisite fee in the amount of $500.00. In addition, a copy ofthis

Notice of Appealis being filed with the Patent Trial and Appeal Board and served

upon counsel of record for Google LLC.

Dated: January 21, 2020

Page 23

Respectfully submitted,

By: Vincent J. Rubino, III/
Vincent J. Rubino,III (Reg. No. 68,594)
Lead Counsel for Patent Owner

BROWN RUDNICK LLP

7 Times Square
New York, NY 10036
Telephone: 212-209-4800
Facsimile: 212-209-4801

Email: vrubino@brownrudnick.com

 

Peter Lambrianakos (Reg. No. 58,279)
Enrique W.Iturralde (Reg. No. 72,883)
Backup Counsel for Patent Owner
BROWN RUDNICK LLP

7 Times Square
New York, NY 10036
Tel: 212-209-4800

Fax: 212-209-4801

Email: plambrianakos@brownrudnick.com
Email: eiturralde@brownrudnick.com
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Trials@uspto.gov Paper 34
$71-272-7822 Date: November 19, 2019

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

GOOGLELLC,
Petitioner,

Vv.

AGIS SOFTWARE DEVELOPMENT,LLC,
Patent Owner.

IPR2018-01079

Patent 8,213,970

Before TREVOR M. JEFFERSON, CHRISTA P. ZADO,and
KEVIN C. TROCK,Administrative Patent Judges.

ZADO,Administrative Patent Judge.

JUDGMENT

Final Written Decision

Determining All Challenged Claims Unpatentable
35 U.S.C, § 318(a)
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IPR2018-01079

Patent 8,213,970 B2

I. INTRODUCTION

Wehaveauthority to hearthis interpartes review under 35 U.S.C.

§ 6. This Final Written Decision issues pursuant to 35 U.S.C. § 318(a) and

37 C.F.R. § 42.73. For the reasons discussed herein, we determinethat

Google LLC (“Petitioner’’)' has shown, by a preponderanceofthe evidence,

that claims 1 and 3-9 (“challenged claims”) of U.S. Patent No. 8,213,970 B2

(Ex. 1001, “the ’970 patent”) are unpatentable. See 35 U.S.C. § 316(e)

— (2012); 37 C.F.R. § 42.1(d) (2017).

A. Procedural History

Petitioner filed a Petition for interpartes review of claims 1 and 3-9

of the ’970 patent. Paper 2 (“‘Pet.” or “Petition’”’”). AGIS Software

Development, LLC (“Patent Owner”)* subsequently filed a Preliminary

Response. Paper6 (Prelim. Resp.”). Petitioner field an authorized Reply

to Patent Owner’s Preliminary Response. Paper 8. On November20, 2018,

the Board entered a decision instituting an interpartes review ofall claims

and all grounds presented in the Petition. Paper 9 (“Institution Decision” or

“Inst. Dec.”).

Afterinstitution, Patent Ownerfiled a Responseto the Petition.

Paper 17 (““Response”or “PO Resp.”). Petitioner thereafterfiled a Reply to

Patent Owner’s Response. Paper 22 (Pet. Reply” or “Reply”). Patent

Ownerfiled a Sur-reply to Petitioner’s Reply to Patent Owner’s Response.

' Pursuant to 37 C.F.R. § 42.8, Petitioner identifies as real parties-in-interest
Google LLC, Huawei Device USAInc., Huawei Device Co., Ltd., Huawei
Device (Dongguan) Co., Ltd., Huawei Technologies USA Inc., Huawei
Technologies Co., Ltd., and LG Electronics, Inc. Pet. 79.
2 Pursuant to 37 C.F.R. § 42.8, Patent Owneridentifies only itself as a real
party-in-interest. Paper 5, 1.
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IPR2018-01079

Patent 8,213,970 B2

Paper 27 (“Sur-reply”). Patent Owneralso filed a Request for Rehearing of

the Institution Decision, Paper 12, which we denied, Paper 26.

An oral hearing was held on Sept. 5, 2019. A transcript of the hearing

is included in the record. Paper 33 (“Tr.”).

B. Related Matters

The parties advise that the ’970 patent has been asserted in AGIS

Software Development LLC v. Huawei Device USA Inc. et al., No. 2:17-cv-

00513 (E.D. Tex.); AGIS Software Development LLC v. HTC Corporation,

No. 2:17-cv-00514 (E.D. Tex.); AGIS Software Development LLC v. LG

Electronics, Inc., No. 2:17-cv-00515 (E.D. Tex.); AGIS Software

Development LLC v. Apple Inc., No. 2:17-cv-00516-JRG (E.D. Tex.); AGIS

Software Development LLC v. ZTE Corporation et al., No. 2:17-cv-00517

(E.D. Tex.). Pet. 79-80; Paper 5, 3-4. Patent Owner further advisesthat the
’970 patent and patents related to the ’970 patent are the subject of various
filings requesting interpartes review. Paper 5, 2—3 (table identifying inter

partes review case numbers)

C. The ’970 Patent

The ’970 patent generally discloses a specialized software application

program on a personal computer (“PC”) or PDA/cell phone forcreating and
processing forced message alerts. Ex. 1001, code (57). The specification of

the *970 patent (“Specification”) disclosesit is desirable for a PDA/cell

phoneuserto be able to simultaneously send Digital Smart Message Service

(“SMS”) or TCP/IP messagesto a large group of PCsorcell phones using

cellular technology (such as GSM or CDMA)or WiFi. Jd. at 1:51-57. The
Specification further discloses that in somesituations it is additionally

desirable to know which PCs and PDA/cell phones received the message,

which PCs and PDA/cell phonesdid not receive the message, and the

3
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IPR2018-01079

Patent 8,213,970 B2

response ofeach recipient of the message. /d. at 1:57-61. “Asa result,

whatis needed is a method in which a senderof a text or voice message can

force an automatic acknowledgement uponreceipt from a recipient’s cell

phone or PC and a manualresponse from the recipient via the recipient’s

cell phone or PC.” Jd. at 1:65—67. In addressing these issues, the

Specification discloses “[t]he heart of the inventionlies in [a] forced

messagealert software application program provided in each PC or

PDA/cell phone.” Jd. at 4:47-49. The software providesthe ability to

(a) allow an operator to create and transmit a forced message
alert from a sender PDA/cell phone to one or more recipient PCs
and PDA/cell phones within the communication network; (b)
automatically transmit an acknowledgementof receipt to the
sender PDA cell phone uponthe receipt of the forced message
alert; (c) periodically resend the messageto the recipient PCs and
PDA/cell phones that have not sent an acknowledgement; (d)
provide an indication of which recipient PCs and PDA/cell
phoneshave acknowledged the forced messagealert; (e) provide
a manual responselist on the display of the recipient PC and
PDA/cell phone's display that can only be cleared by manually
transmitting a response; and (f) provide an indication on the
sender. PDA/cell phone of the status and content the manual
responses.

Id., code (57). The Specification explains that a forced messagealert is

comprised of a text or voice message and a forced messagealert software

packet. /d. at 2:11—13, 8:23—25

D. Illustrative Claims

Petitioner challenges claims 1 and 3—9 of the ’970 patent. Pet. 12.

Claims 1 and 6 are independent. Claim 1, reproduced below,isillustrative.

1. A communication system for transmitting,
receiving, confirming receipt, and responding to an
electronic message, comprising:

Page 27
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IPR2018-01079

Patent 8,213,970 B2

Page 28

[1.1] a predetermined network of participants,
wherein each participant has a similarly equipped
PDA/cell phone that includes a CPU anda touch
screen display and a CPU memory;

[1.2] a data transmission means that facilitates the
transmission of electronic files between said

PDA/cell phonesin different locations;

[1.3] a sender PDA/cell phone and at least one
recipient PDA/cell phone for each electronic
message;

[1.4] a forced message alert software application
program including a list of required possible
responsesto be selected by a participantrecipient of
a forced message response loaded on each
participating PDA/cell phone;

[1.5] means for attaching a forced messagealert
software packet to a voice or text messagecreating
a forced message alert that is transmitted by said
sender PDA/cell phone to the recipient PDA/ceil
phone, said forced message alert software packet
containing a list of possible required responses and
requiring the forced messagealert software on said
recipient PDA/cell phone to transmit an automatic
acknowledgementto the sender PDA/cell phone as
soon as said forced messagealert is received by the
recipient PDA/cell phone;

[1.6] means for requiring a required manual
response from the response list by the recipient in ©
order to clear the recipient’s response list from
recipient’s cell phone display;

[1.7] means for receiving and displayinga listing of
which_recipient PDA/cell phones have
automatically acknowledged the forced message
alert and which recipient PDA/cell phones have not
automatically acknowledged the forced message
alert;
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IPR2018-01079

Patent 8,213,970 B2

[1.8] means for periodically resending said forced
messagealert to said recipient PDA/cell phonesthat
have not automatically acknowledged the forced
messagealert; and

[1.9] means for receiving and displayinga listing of
whichrecipient PDA/cell phones have transmitted a
manual response to said forced message alert and
details the response from each recipient PDA/cell
phonethat responded.

Ex. 1001, 8:65-9:39 (brackets and numbering added).

Page 29

Claim 6, reproduced below,also isillustrative.

6. A method of sending a forced message alert to
one or more recipient PD A/cell phones within a
predetermined communication network, wherein
the receipt and responseto said forced message alert
by each intended recipient PDA/cell- phone is
tracked, said method comprising the stepsof:

[6.1] accessing a forced message alert software
application program on a sender PDA/cell phone;

[6.2] creating the forced message alert on said
sender PDA/cell phone by attaching a voice ortext
message to a forced message alert application
software packet to said voice or text message;

[6.3] designating one or more recipient PDA/cell
phones in the communication network;

[6.4] electronically transmitting the forced message
alert to said recipient PDA/cell phones;

[6.5] receiving automatic acknowledgements from
the recipient PDA/cell phones that received the
messageanddisplayinga listing of which recipient
PDA/cell phones have acknowledged receipt of the
forced messagealert and which recipient PDA/cell
phoneshave not acknowledgedreceipt ofthe forced
messagealert;
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IPR2018-01079

Patent 8,213,970 B2

[6.6] periodically resending the forced message
alert to the recipient PDA/cell phonesthat have not
acknowledgedreceipt;

[6.7] receiving responsesto the forced messagealert
from the recipient PDA/cell phones and displaying
the response from each recipient PDA/cell phone;
and

[6.8] providing a manualresponselist on the display
of the recipient PDA/cell phone that can only be
cleared by the recipient providing a required
response from thelist;

[6.9] clearing the recipient’s display screen or
causing the repeating voice alert to cease upon
recipient selecting a response from the responselist
required that can only be cleared by manually
selecting and transmitting a response to the manual
responselist.

Ex, 1001, 10:7-41 (brackets and numbering added).

E. Prior Art and Asserted Grounds of Unpatentability

Petitioner asserts that claims 1 and 3—9 would have been unpatentable

on the following grounds (Pet. 12):
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IPR2018-01079

Patent 8,213,970 B2

Claim(s) Challenged 35 U.S.C. § Reference(s)/Basis
Kubala,? Hammond‘
Hammond,Johnson,’ Pepe®
Hammond, Johnson, Pepe,

Petitioner relies on the declaration of David Hilliard Williams,

  

 
 

 
  

Ex. 1003 (“Williams Declaration’’), and the supplemental declaration of Mr.

Williams, Ex. 1023 (“Williams Supplemental Declaration’’), to support its
contentions.

Il. ANALYSIS

A. Legal Principles

A claim is unpatentable under § 103(a) if the differences between the

claimed subject matter and the priorart are such that the subject matter, as a

whole, would have been obviousat the time the invention was madeto a

person havingordinary skill in the art to which said subject matter pertains.

KSR Int’! Co. v. Teleflex Inc., 550 U.S. 398, 406 (2007). The question of

obviousnessis resolved on the basis of underlying factual determinations,

including (1) the scope and content ofthe priorart; (2) any differences

between the claimed subject matter and theprior art; (3) the level of skill in

the art; and (4) whenin evidence, objective indicia of non-obviousness

3U.S. Patent Publication 2006/0218232 A1, filed March 24, 2005 and
published September 29, 2006. Ex. 1005 (“Kubala’”).
*U.S. Patent 6,854,007 B1, filed September 17, 1998 and issued Febuary 8,
2005. Ex. 1006 (“Hammond”).
> U.S. Patent 5,325,310, filed June 26, 1992 and issued June 28, 1994.
Ex. 1007 (“Johnson”).
® U.S. Patent 5,742,905, filed September 19, 1994 and issued April 21, 1998.
Ex. 1008 (“Pepe”).
7ULS. Patent Publication 2003/0128195 A1, filed January 8, 2002 and
published July 10, 2003. Ex. 1009 (“Banerjee”).

8
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IPR2018-01079
Patent 8,213,970 B2

(i.e., secondary considerations).’ Graham v. John Deere Co., 383 U.S.1,

17-18 (1966). “To satisfy its burden of proving obviousness, a petitioner

cannot employ mere conclusory statements. Thepetitioner must instead

articulate specific reasoning, based on evidenceof record, to support the

legal conclusion of obviousness.” In re Magnum Oil Tools Int’l, Lid., 829

F.3d 1364, 1380 (Fed. Cir. 2016).

B. Level ofOrdinary Skill in the Art

Petitioner asserts that a person ofordinary skill in the art in the field

of the ’970 patent would have hadeither (1) a Bachelor of Science degree in

electrical engineering or an equivalentfield, with three to five years of

academic or industry experiencein thefield of electronic communications,

or (2) a Master of Science degree in electrical engineering or an equivalent

field, with two to four years of academic experience in the samefield.

Pet. 9-10 (citing Ex. 1003 f{ 29-30).

Patent Ownerasserts that a person of ordinary skill in the art would

have hadat least a bachelor’s degree in computer science, computer

engineering, or equivalent with one to two years of experience in the field of

computer programming with a focus on building systems such as GPS-based
localization and network transmission. PO Resp.7 (citing Ex. 2005 J 18-

20). Patent Ownerfurther asserts that extensive experience and technical

training might substitute for educational requirements, while advanced

degrees might substitute for experience. Jd. (citing Ex. 2005| 18—20).

The parties agree that an ordinarily skilled artisan in the field of the

970 patent would have had a bachelor’s degree in the pertinent technical

8 Neither party presents arguments or evidence of secondary considerations,
which therefore do not constitute part of our analysis.

9
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IPR2018-01079

Patent8,213,970 B2

field, and a few years of experience and/or more advancededucation in the

pertinent field. Therefore, we determine a person of ordinary skill in the art

would have hada bachelor’s degree in electrical engineering, computer

science, or computer engineering, or equivalent, and two to four years of

additional experience, either work or educational, in the field of electrical

communications. We do not adopt Patent Owner’s assessmentthat a skilled

artisan would have focused on building systems such as GPS-based

localization and network transmission. PO Resp. 7. Patent Ownerfails to

explain howthis is pertinent to the field of the ’970 patent, which relates to

providing computers and/or PDA/cell phones with forced messagealert

software that enables users to create and send messagealerts.

Wenotethatthe levelofskill in the art also maybereflected in the

prior art. See Okajima v. Bourdeau, 261 F.3d 1350, 1355 (Fed. Cir. 2001);

In re GPAC Inc., 57 F.3d 1573, 1579 (Fed. Cir. 1995); In re Oelrich,

579 F.2d 86, 91 (CCPA 1978).

C. Claim Construction

I. Introduction

In an interpartes review filed before November13, 2018, claim terms

in an unexpired patent are given their broadest reasonable construction in

light of the specification of the patent.’ Consistent with that standard, we

assign claim termstheir ordinary and customary meaning, as would be

understood by oneofordinary skill in the art at the time of the invention, in

° This standard appliesto interparties reviewsfiled before November13,
2018. 77 Fed. Reg. 48727 (Aug. 14, 2012) (codified at 37 C.F.R.
§ 42.100(b)), as amendedat 81 Fed. Reg. 18766 (Apr. 1, 2016); see also 83
Fed. Reg. 51340 (Oct. 11, 2018) (amending 37 C.F.R. § 42.100(b) effective
November13, 2018) (now codified at 37 C.F.R. § 42.100(b) (2019)).
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the context of the entire patent disclosure. See In re Translogic Tech., Inc.,

504 F.3d 1249, 1257 (Fed. Cir. 2007).

Wenotethat the district court issued an order construing termsof the

’970 patent in AGIS Software Development LLC v. Huawei Device USA Inc.

et al., No. 2:17-cv-00513 (E.D. Tex.) on October 10, 2018. Ex. 3001, 9-29

(“District Court Claim Construction Order”). We have considered the

district court’s constructions.

2. Terms to be Construed Expressly

Petitioner proposes that we construe as means-plus-function under 35

U.S.C. § 112, J 6, the terms in claim 1 that include the word “means,” 1.e.,

limitations 1.2 and 1.5 to 1.9. Pet. 10-12. Patent Owner agrees these terms

should be construed as means-plus-function, and further argues we should

adopt the constructions entered in the district court proceeding for the
purposesofconsistency across proceedings. Prelim. Resp. 9-14.'°

Weagree these terms should be construed under § 112,96. A claim

limitation is presumedto invoke § 112, 4 6, when it uses the term “means”

in combination with functional language,as is the case here. Signtech USA,

Ltd. v. Vutek, Inc., 174 F.3d 1352, 1356 (Fed. Cir. 1999). Having

determinedlimitations 1.2 and 1.5 to 1.9 are to be construed under § 112,

{ 6, below weset forth identification of the function recited in each

'0 Wenotethat priorto institution, Patent Owner did not provide any
proposal regarding construction oflimitations 1.2.and 1.5 to 1.9, see
generally Prelim. Resp., and we adopted preliminary constructions based on
Petitioner’s proposals, as well as the evidence in the recordat the time,Inst.
Dec. 9-16. After institution, Patent Owner proposed that we construe the
limitations in accordance with the district court’s constructions, but did not

provide any argumentor evidenceto support its proposal other than to argue
that the Board’s constructions should be consistent with that ofthe district

court. PO Resp. 9-14.
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limitation and the correspondingstructure in the written description of the

Specification that performs each function. See Asyst Techs, Inc. v. Empak,

Inc., 268 F.3d 1364, 1369 (Fed. Cir. 2001) (“Thefirst step in construing a

means-plus function limitation is to identify the function explicitly recited in

the claim. The nextstep is to identify the correspondingstructure set forth

in the written description that performsthe particular function set forth in the

claim.”) (citations omitted).

In addition, although neither party proposes a construction for the

term “forced messagealert,” Patent Owner’s arguments regarding claim

limitation 1.5 raise an issue regarding the construction ofthis term. PO.

Resp. 14-18. Therefore, we also address Patent Owner’s interpretation of

the term “forced messagealert.”

Wedetermine that no other claim terms require express construction.

See Nidec Motor Corp. v. Zhongshan Broad Ocean Motor Co., 868 F.3d

1013, 1017 (Fed. Cir. 2017) (citing Vivid Techs., Inc. v. Am. Sci. & Eng’g,

Inc., 200 F.3d 795, 803 (Fed. Cir. 1999)).

3. (limitation 1.2) “data transmission meansthatfacilitates the
transmission ofelectronicfiles between said PDA/cell phones in

different locations”

Weconstrue the term “data transmission means” under 35 U.S.C.

§ 112,96. The parties agree that the functionis to “facilitate the

transmission of electronic files between said PDA/cell phonesin different

locations,” as recited in limitation 1.2. Pet. 10; PO Resp. 10. We agree that

this is the recited function.

Petitioner asserts that the corresponding structure is a server that

communicates according toeither (1) Wifi, WiMax, or other peer-to-peer

communications or (2) SMS, TCP/IP, or other messaging protocols. Pet. 10
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(citing Ex. 1001, 4:1-36). Patent Owner proposes we adoptthe district

court’s determination that the correspondingstructure is a “communications

network server; and equivalents thereof.” PO Resp. 10; Ex. 3001, 10. In

pertinent part, both parties assert the correspondingstructureis a server.

Neither party, however, explains why the corresponding structureis a

server. Petitioner provides a bare assertion, without any explanation as to

whyits construction is correct, and cites to Mr. William’s declaration which

likewise includesa bare assertion without any explanation. Pet. 10 (citing
Ex. 1003 ¢ 33). Patent Owner does not explain why we should adoptits

construction, other than we should do so “for the purposes of consistency”

with the district court’s construction. PO Resp.10.

Although Petitioner does not provide any explanation, Petitioner cites

to a description of a communication server that forwards data addressed

from one networkparticipant to another, “thus permitting the transmission of

forced messagealerts, other text and voice messages, photographs, video, E-

mail, and URL data” between network participants. Pet. 10 (citing Ex. 1001,

4:1-6). Notably, the Specification does not refer to a server as a

transmission means. Neither party addresses other descriptions in the

Specification that refer explicitly to two types of transmission means. The

Specification refers to the Internet as a transmission means:“[t]o operate on

the network, obviously the PC must be on and haveanactive connection to

the Internet or other digital transmission means.” Ex. 1001, 3:43—45

(emphasis added). The Specification also refers to communications

protocols, such as TCP/IP,as digital transmission means: “[a] plurality of

PCs and PDA/cell phones each having forced alert software installed

providing a communication network . . . with the ability to: 1) allow an

operator to create and transmit (via TCP/IP or another digital transmission

13
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means) a forced voicealert.” Jd. at 2:7-11 (emphasis added). Nor do the

parties address claim 2, which dependsdirectly from claim 1, and recites

“wherein said data transmission means is TCP/IP or another

communications protocol.” Jd. at 9:40-63.

Based on our review of claim 2 and the above-noted disclosure in the

Specification, we determine the correspondingstructure for a “data

transmission means”is “a PDA/cell phone programmed to implement

transmission of a forced message alert using TCP/IP or another

communications protocol, and equivalents thereof.”

Wenotethat the district court’s claim construction order does not

provide analysis as to why a serveris the correspondingstructure for a “data

transmission means,” instead stating that the construction was agreed upon

by the parties. Ex. 3001, 10. Furthermore,there is no indication in the

district court’s claim construction order that the court considered the

languageofclaim 2, or the portions of the Specification we discuss above

about the network and communicationsprotocols being transmission means.

Td.

4. “meansfor...” (limitations 1.5 to 1.9)

a) Introduction

As wediscussed above, we construe limitations 1.5 to 1.9 under 35

U.S.C. § 112,96. Supra Sec. III.C.2. For each oflimitations 1.5 to 1.9, the

parties agree that the recited function is the respective recitation following

the words “meansfor” (except for limitation 1.5, for which Petitioner asserts

the function is less than the entire recitation after “meansfor,” discussed

below). Pet. 10-12; PO Resp. 10-14. Asset forth below, for each of

limitations 1.5 to 1.9, we determinethat the recited functionis the entire

recitation of the respective limitation following the words “meansfor.”

14
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With regard to the functions specified in limitations 1.5—1.9,

Petitioner contendsthat the correspondingstructure is a computer configured

to implementor perform the algorithm recited in the function. Pet. 10-12.

Asto limitations 1.5, 1.6, and1.8, Patent Owneressentially agrees with

Petitioner, except that Patent Ownerasserts the structure is a PC or PDA/cell

phoneconfigured to implementor perform the algorithm. PO Resp. 10-14.
For limitations 1.7 and 1.9, Patent Ownerasserts the corresponding structure
is a hardware display and hardware transmitter. /d. at 12-14.

For reasons discussed below,infra Sec. II.C.4.a.1, we determine the

correspondingstructurein limitations 1.5, 1.6, and 1.8 is a PDA/cell phone,

programmedto carry out an algorithm that performsthe recited function.

For limitations 1.7 and 1.9, we determine that PDA/cell phone hardware

including a display, such as display 16, and a wireless receiver and/or
transceiver, and equivalents thereof, corresponds to the receiving function.

Infra Sec. I.C.4.2.

(1) Limitations 1.5, 1.6, and 1.8

Limitations 1.5, 1.6, and 1.8 are computer-implemented means-plus-

function limitations because the disclosed structure is a special purpose

computer programmedto perform a disclosed algorithm. WMS Gaming,Inc.

v. Int’l Game Tech., 184 F.3d 1339, 1349 (Fed. Cir. 1999) (explaining that

for computer-implemented means-plus-function limitations, “the disclosed

structure is not the general purpose computer, but rather the special purpose

computer programmedto perform the disclosed algorithm”). The

Specification indicates that PCs and PDA/cell phones are computing devices

that include special software—i.e., the forced messagealert software
application program—programmedto perform the functionsrecited in

limitations 1.5, 1.6, and 1.9. Ex. 1001, 3:41-43 (“Each PC described herein
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is like any other contemporary PC, except that it has the forced message

alert software application program installed onit.”’); see also id. at 3:29-31
(“Each PDA/cell phone described herein . . . can function just as any other

cell phone. . . [i]Jn addition . . . it has the forced messagealert software

application program.’’), 4:27, 4:36 (disclosing that the PDA/cell phone

includes a CPU).

Because the disclosedstructure is a special purpose computer, the

Specification must disclose an algorithm for performing the claimed

function. See, e.g., Noah Systems Inc. v. Intuit Inc., 675 F.3d 1302, 1312

(Fed. Cir. 2012).

For the foregoing reasons, we determine that the corresponding

structure for the respective functions recited in each of limitations 1.5, 1.6,

and 1.8 is a PDA/cell phone programmedto carry out an algorithm. Below

weidentify the algorithm disclosed for performing the claimed functions.

Infra Sec. I.C.4.a.1.a—c.

(a) (limitation 1.5) “meansfor attaching aforced message alert software
packet to a voice or text message creating aforced messagealert thatis

transmitted by said sender PDA/cell phoneto the recipient PDA/cell
phone, saidforced messagealert software packet containingalist of
possible required responses and requiring theforced messagealert
software on said recipient PDA/cell phone to transmit an automatic

acknowledgement to the sender PDA/cell phone as soon as saidforced
message alert is received by the recipient PDA/cell phone”’

Forlimitation 1.5, Petitioner asserts that the specified function is

“attach a forced messagealert software packet to a voice or text message

creating a forced messagealert that is transmitted by a sender PDA/cell

phoneto a recipient PDA/cell phone.” Pet. 10 (citing Ex. 1001, 8:65-9:39

(claim 1)). Without explanation, Petitioner omits the remainder of

limitation 1.5, which recites “said forced messagealert software packet |
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containingalist of possible required responses and requiring the forced

messagealert software on said recipient PDA/cell phone to transmit an

automatic acknowledgementto the sender PDA/cell phoneas soon as said

forced messagealert is received by the recipient PDA/cell phone.”

Petitioner does not adequately explain, nor do we discern why,the

remaining languagerecited in element 1.5 should not be construed as part of

the specified function. Patent Ownerasserts the recited function includes

the entire recitation following “meansfor’in limitation 1.5. PO Resp. 10.

. We agree with Patent Owner, and determine the specified function includes

the entire recitation following “meansfor”in limitation 1.5.
Forthe structure corresponding to the specified function of

limitation 1.5, Petitioner identifies the forced messagealert software

application program functionality described at Ex. 1001, 7:43-63 and
Figure 3A. Pet. 10. Patent Ownerasserts we should adopt“the algorithm

disclosed . . . at 7:8-8:36; and equivalents thereof.” PO Resp. 11.

Wefind that the disclosure identified by Petitioner describes the

recited function becauseit discloses the steps of a process for sending a

forced messagealert, except that it does not expressly describe “attaching”

the forced message alert software packet to a voice or text message.

Ex. 1001, 7:43-63; Fig. 3A. However,it is implied that this step occurs

because a user types a text or records a voice message, and a forced message

alert is sent, id. at 7:43-63, and elsewhere the Specification explains that the

software allows a user to create a forced message alert comprising a voice or

text message and forced messagealert software packet, id. at 2:9-13.

Thedistrict court, and Patent Owner,also identify Ex. 1001, 7:8-42

and 8:1—36 as disclosing the algorithm. PO Resp. 11; Ex. 3001, 15-18. We —
find the disclosure at Ex. 1001, 7:8-20 correspondsto the recited function
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becauseit describes as part of the process that the forced message alert

software packet containsa list of possible required responses(see, e.g.,

limitation 1.5, “said forced messagealert software packet containingalist of

possible required responses”). Wealso find Ex. 1001, 8:25—30 corresponds

to the recited function because it discloses transmitting an automatic

acknowledgementreceipt (see, e.g., limitation 1.5, “requiring the forced
message alert software . . . to transmit an automatic acknowledgement

receipt’).

However,the district court and Patent Ownerare over-inclusive in

their citation to the ’970 patent disclosure. Thedistrict court and Patent

Ownercite to continuousblocksoftext that disclose not just the algorithm

correspondingto.the recited function, but also features not recited in the

function. We do notincorporate into our construction features that do not

perform the recited function. “Section 112 paragraph 6 does not ‘permit

incorporation of structure from the written description beyond that necessary

to perform the claimed function.’ Structural features that do not actually

perform the recited function do not constitute corresponding structure and

thus do notserve as claimslimitations.” Asyst Techs, 268 F.3d at 1369-70

(citations omitted).

Wefind that the features disclosed at Ex. 1001, 7:21-42, 8:1-25 and

8:3 1—36 are notpart of the algorithm for performing the function recited in

limitation 1.5. For example, Ex. 1001, 7:21—42 describes repeating a

message at a defined rate until a user makesa selection from a required

responselist. The disclosure at Exhibit 1001, 8:1—25 and 8:31—36 describes

features unrelated to the recited function including a sender PC or PDA/cell

phone monitoring for manual responses, and a recipient PC or PDA/cell

18
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phone separating a forced message alert packet from a text or voice message.
Noneofthese features are part of the function specified in limitation 1.5.

For the foregoing reasons, we determinethat the corresponding

structure is a PDA/cell phone programmedto carry out the algorithm

disclosed at Ex. 1001, 2:11-13, 7:8-20, 7:43-63, 8:25—30, and Fig. 3A, and

equivalents thereof.

(b) (limitation 1.6) “meansfor requiring a required manual responsefrom
the responselist by the recipient in orderto clear recipient’s response

listfrom recipient's cell phone display”

For the structure correspondingto the specified function of

limitation 1.6, Petitioner identifies the forced message alert software

application program functionality described at Ex. 1001, 8:39-46 and

Figure 4. Pet. 11. Patent Ownerasserts we should adopt“the algorithm

disclosed . . . at 8:37—57; and equivalents thereof.” PO Resp. 12.

| Wefind that the disclosure identified by Petitioner, which relates to
the scenario in which a text messageis received, describes the applicable

algorithm. The disclosure describes a meansfor requiring a required manual

response from the responselist by the recipient in orderto clear recipient’s
responselist from recipient’s cell phone display, namely by causing a text
message and responselist to be shown ona recipient PC or PDA/cell phone

until a manual responseis selected from the responselist, and clearing the

forcedalert text only after the user of the recipient device has selected a

| response. Ex. 1001, 8:39-46. Wealso find the disclosure at Ex. 1001,

8:46-51, which relates to receipt of voice messages, describes the applicable

‘algorithm, as contended by Patent Owner, because the recited function also

encompassesscenarios in which voice messagesare received.
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However, contrary to Patent Owner’s assertion, we find the disclosure
at Ex. 1001, 8:37-39 and 8:52—57, does not describe the algorithm for the

recited function. Patent Owner doesnot provide any explanation to support

its position, other than its argumentthat the district court included this
disclosure in its claim construction. PO Resp. 11-12. The disclosure at

Ex. 1001, 8:37-39 and 8:52-57describesthe forced voice alert software

application program “effectively tak[ing] control” of the recipient device and

releasing effective control of the recipient PDA/cell phone. Ex. 1001, 8:37-

39, 8:52-57. However, the function specified in limitation 1.6 does not

mention taking or releasing control of the PDA/cell phone. Onthe other

hand, claim 2, which dependsdirectly from claim 1, explicitly claims a

meansfor taking control of the recipient PDA/cell phone. Ex. 1001, 9:46—
54 (“meansfor controlling of the recipient PDA/cell phone upon
transmitting said automatic acknowledgmentand causing.. . the text

message and a responselist to be shown onthe display of the recipient PDA

cell phone”). Accordingly, we find the feature of taking and releasing

control of the PDA/cell phone does not constitute part of the algorithm that

achieves the function recited in limitation 1.6, and does not serve as a

limitation on the claim. Cf Asyst Techs, 268 F.3d at 1369-70 (“Structural

features that do not actually perform the recited function do not constitute

correspondingstructure and thus do not serve as claims limitations”).

For the foregoing reasons, we determinethat the corresponding

structure is a PDA/cell phone programmedto carry out the algorithm

disclosed at Ex. 1001, 8:39-46 andthe portions of Figure 4 described at

8:39—46, and equivalents thereof.
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(c) (limitation 1.8) “meansforperiodically resending saidforced message
alert to said recipient PDA/cell phones that have not automatically

acknowledged theforced messagealert”

Forthe structure corresponding to the specified function of

limitation 1.8, Petitioner identifies the forced message alert software
application program functionality described at Ex. 1001, 8:6—-9 and Fig. 3A

and 3B. Pet. 11-12. Patent Ownerasserts we should adoptthe “the

algorithm disclosed . . . at 7:64—8:8; and equivalents thereof.” PO Resp.13.

Weare persuaded that Ex. 1001, 8:6-8'! and the correspondingstep in

Figure 3B (second step) provide sufficient detail to disclose the applicable

algorithm because they disclose “‘[t]he sender PC or PDA/cell phone will

then periodically resend the forced messagealert to the PC or PDA/cell

phonethat have not acknowledgedreceipt,” and “[t]he sender cell phone,

integrated PDA/cell phone or PC periodically resends the messagealert to

the recipient cell phones, integrated PDA/cell phones or PCsthat have not

acknowledgedreceipt,” respectively. Ex. 1001, 8:6-8. |
Patent Owneris over-inclusive because the disclosure at Ex. 1001,

7:64-8:5 describes features unrelated to the function recited in

limitation 1.8. Cf Asyst Techs, 268 F.3d at 1369-70 (“Structural features

that do not actually perform the recited function do not constitute

correspondingstructure and thus do notserve as claims limitations’). The

features relate, for example, to monitoring for and receiving

acknowledgmentsofreceipt of forced messagealerts, Ex. 1001, 7:64-67,

'l Petitioner includes line 9 of column 8, but this appearsto be in error.
Line 9 begins a new paragraph and contains only the sentence fragment,
“The sender PC or PDA/cell phone also monitors for and,” whichis
unrelated to the recited function. Therefore, we exclude line 9 from the
algorithm.
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and the sender PC or PDA/cell phone providing an indication on a display of

which of the recipients have and have not acknowledgedreceipt, Ex. 1001,

8:1-5.

For the foregoing reasons, we determine that the corresponding

structure is a PDA/cell phone programmedto carry out the algorithm

disclosed at Ex. 1001, 8:6—8 and correspondingstep in Fig. 3B (secondstep

in Figure 3B), and equivalents thereof.

(2) Limitations 1.7 and 1.9 — (limitation 1.7) “‘meansfor receiving and
displaying a listing ofwhich recipient PDA/cell phones have

automatically acknowledged theforced message alert and which
recipient PDA/cell phones have not automatically acknowledged the
forced message alert’’; (limitation 1.9) “meansfor receiving and

displaying a listing ofwhich recipient PDA/cell phones have transmitted
a manualresponse to saidforced message alert and details the
responsesfrom each recipient PDA/cell phone that responded”

For the structure correspondingto the specified function of

limitation 1.7, Petitioner identifies the forced message alert software

application program functionality described at Ex. 1001, 7:64—8:5 and

Figures 3A and 3B. Pet. 11. For the structure correspondingto the specified

function of limitation 1.9, Petitioner identifies the forced messagealert

software application program functionality described at Ex. 1001, 8:9-15

and Figures 3A and 3B. /d.at 12.

Patent Ownercontends the correspondingstructure is “PDA/cell

phone hardwareincluding touch screen 16, and wireless transmitter or

cellular modem, and equivalents thereof.” PO Resp. 12-14.
Therefore, the dispute raised by the parties’ proposals is whether the

correspondingstructureis: (1) a computer configured to implementor

perform analgorithm,or (2) a hardware transmitter (presumably for

“receiving”) and a hardware display (presumably for “displaying”). We
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adopt Patent Owner’s approach, namely that the corresponding structures are
a hardware display and receiver and/or transceiver. With regard to the

function of displaying, the Specification discloses a hardware display ofthe
PDA/cell phone(see, e.g., Figure 1, LCD display 16) that displays an

indication of which recipients have sent acknowledgements and an

indication of the response from each recipient cell phone. Ex. 1001, 8:1-—S,

8:12—15. As to the function of receiving, the Specification discloses that the

PC and PDA/cell phone can communicate using WiFi or WiMax,both of

whichare wireless, and the PDA/cell phone can communicate over a

wireless cellular network, thereby indicating the PC and PDA/cell phone

each have a wireless receiver and/or transceiver for receiving automatic

acknowledgements. Ex. 1001, 4:7—11.

Therefore, we find the correspondingstructure is PDA/cell phone

hardware including a display, such as display 16, and a wireless receiver

and/or transceiver, and equivalents thereof.

Wedecline to adopt Patent Owner’s proposalthat a wireless

transmitter performs the receiving function, because a transmitter transmits
rather than receives. PO Resp. 12-14. Wealso decline to adopt Patent-

Owner’s proposalthat a “cellular modem”correspondsto the receiving

function because Patent Ownerdoesnotidentify any disclosure in the
Specification of a cellular modem performing the receiving function. Jd.

b) “forced message alert” |

Claim 1 recites (Ex. 1001, 9:14—23) (emphasis added):

meansfor attaching a forced messagealert software packet to a
voice or text message creating a forced message alert that is
transmitted by said sender PDA/cell phone to the recipient
PDA/cell phone, said forced message alert software packet
containinga list ofpossible required responses and requiring the
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forced message alert software on said recipient PDA/cell phone
to transmit an automatic acknowledgement to the sender
PDA/cell phone as soonas said forced messagealert is received
by the recipient PDA/cell phone.

Claim 6 recites (Ex. 10:7—11, 14-17) (emphasis added):

A method of sending a forced message alert to one or more
recipient PDA/cell phones. . . said method comprising the steps
of. . . creating theforced message alert on said sender PDA/cell
phonebyattaching a voice or text message to a forced message
alert application software packet to said voice or text message.

Neither party proposes a construction for the term “forced message

alert.” See Pet. 8-12; see also PO Resp. 9-14, However,in its discussion of
patentability, Patent Owner argues Kubala’s email message 214 with

mandatory response flag 216 (asserted “forced messagealert’) is not a

“forced message alert” becauseit is not “forced to the display without any

action on the part of the recipient.” PO. Resp. 15—18; Sur-Reply 11-15. In

doing so, Patent Ownerseeks to write a negative limitation,i.e., forcing a

message to the display without any action on the part ofthe recipient, into

claims | and 6. In light of Patent Owner’s argument, we consider whether a

“forced message alert” should be interpreted as a message that must be

forced to the display without any action on the part ofthe recipient.

Webegin with the language of the claims viewedinlight of the

Specification. The negative limitation Patent Ownerseeks to write into

claims 1 and 6 appears nowherein the language ofthe claims. See, e.g.,

Pet. Reply 4-6 (arguing limitation 1.5 does not imposethe restriction

asserted by Patent Owner). The claim language makesclear that a “forced

messagealert”is created by attaching a forced messagealert software packet

to a voice or text message. Ex. 1001, 9:14—15 (claim 1, “means for

attaching a forced messagealert software packet to a voice or text message
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creating aforced message alert”) (emphasis added); see also Ex. 1001,

10:14-17 (claim 6, “creating theforced message alert on said sender

PDA/cell phone byattaching a voice or text message to a forced message

alert application software packetto said voice or text message”) (emphasis

added). Accordingly, by the very language of the claims, a message is

forced becauseit is attached to aforced messagealert software packet.

Nothing in the claim languageindicates that what makes the messageforced

is forcing its display without any action on the part of the recipient.

The Specification reinforces the understandingthat a forced alert is a

message with a forced alert software packet attached thereto, disclosing that

forced alert software provides the ability to “create and transmit (via TCP/IP

or anotherdigital transmission means) a forced voice alert, wherein said

forced voice alert is comprised of a text or voice massagefile and a forced

alert software packet.” Ex. 1001, 2:7-13.

Accordingly, the claim language viewedin light of the Specification

is unambiguously clear—a “forced message alert” is a message (e.g., text or |
voice) attached to a forced message alert software packet.

Patent Ownerargues, nonetheless, that we should read its proposed

negative claim limitation into the term “forced messagealert” based on

disclosure in the Specification that upon detection of a forced messagealert,

a recipient PDA/cell phone transmits an automatic acknowledgementof

receipt to the sender, and after transmitting the receipt, the forced voicealert

software application program effectively takes control of the recipient

PDA/cell phone. PO Resp.16 (citing Ex. 1001, 8:25—39). Patent Owner

also relies on disclosure in the Specification that states “the forced message

alert software application program causes the text message and the response

list to be shown on the display ofthe recipient until selection of a manual

25

Page 48



Page 49

IPR2018-01079

Patent 8,213,970 B2

response from the responselist.” PO Resp. 17 (citing Ex. 1001, 8:37-44);

see also Sur-reply 12-14.

Patent Owner’s reliance on the cited disclosure is unavailing for

several reasons. First, the disclosure cited by Patent Ownerdoesnot specify

that the messagealert is displayed without any action on partofthe

recipient, and does not preclude a user from first opening the message before

being presented with a display of the message. Ex. 1001, 8:25-44. Patent

Owner’s argument appearsto be that the software’s effective taking control

of the PDA/cell phone,disclosed at Ex. 1001, 8:37—39, implies a recipient

can no longer perform actions that would cause a forced messagealert to be

displayed, thereby suggesting messages are forced to the display without any

action on the part of the recipient. PO Resp. 16. However, we do not find
this persuasive because the Specification does not preclude steps such as a

user performing acts, €.g., opening a message,that lead to display of the
forced alert message.

Second, even if we were to infer that the Specification is describing

forcing the message to a display without any action by the recipient, we do

not discern a reason to write such a requirementinto the claims that appears

nowherein the claim language. See SuperGuide Corp. v. DirecTV Enters.,

Inc., 358 F.3d 870, 875 (Fed. Cir. 2004) (“Though understanding the claim

language maybe aided bythe explanations contained in the written

description,it is important not to import into a claim limitations that are not

a part of the claim.”’).

Review ofthe claims as a whole confirms that we should not read

Patent Owner’s proposed requirementinto the term “forced messagealert.”

If we were to adopt Patent Owner’s view,it would be inconsistent with

Patent Owner’s, andour, interpretation aboveoflimitation 1.5 of claim 1.
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As wediscussed above, we construe limitation 1.5 as reciting means-plus-

function, and we determinethe structure correspondingto the specified

function is a PDA/cell phone programmedto carry out the algorithm

disclosed at Ex. 1001, 2:11-13, 7:8-20, 7:43-63, 8:25~—30, and Fig. 3A, and

equivalents thereof. Supra Sec.II.C.4.a.1.a; see also PO Resp. 10-11

(Patent Owner submitting this limitation should be construed as a means-

plus-function term). Therefore, if we were to read into limitation 1.5 a

requirement of forcing a forced messagealert to a display without any action
on part of the recipient, there would need to be supporting disclosure in the

Specification of an algorithm for performingthis function. Noah Sys., Inc.

v. Intuit Inc., 675 F.3d 1302, 1312 (Fed. Cir. 2012) (citing Aristocrat Techs.

Australia Pty Ltd. v. Int'l Game Tech., 521 F.3d 1238, 1333) (Fed.

Cir. 2008)). However, as we discussed above, the Specification does not

disclose an algorithm sufficient to perform the negative limitation proposed

by Patent Owner,i.e., forcing a messageto the display without any action on

part of the user.

Wenotethe algorithm we identify for limitation 1.5, supra Sec.

II.C.4.a.1.a, does not disclose forcing a forced messagealert to a display

without any action on part of the recipient. Ex. 1001, 2:11-13, 7:8—20,

7:43-63, 8:25—30, Fig. 3A. Furthermore, there is no such requirement even

under Patent Owner’s proposed construction because not even Patent

Owner’s proposed algorithm discloses forcing a forced messagealert to a

display without any action on part of the recipient. PO Resp. 11 (asserting

the algorithm is disclosed at Ex. 1001, 7:8-8:36); see also Pet. Reply 4-6.
For the foregoing reasons, we concludethat a “forced messagealert”

should not be interpreted as a message that mustbe forced to the display

without any action on the part of the recipient.
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J. Summary

Our constructions for limitations 1.2 and 1.5 to 1.9 are summarized

below:

Specified Function Corresponding Structure

facilitate the transmission of|a PDA/cell phone
electronic files between said|programmedto implement
PDA/cell phones in different|transmission of a forced
locations messagealert using TCP/IP

or another communications

protocol, and equivalents
thereof

attaching a forced message|PDA/cell phone programmed
alert software packetto a to carry out the algorithm
voice or text message disclosed at Ex. 1001, 2:11-
creating a forced message 13, 7:8-20, 7:43-63, 8:25—
alert that is transmitted by 30, and Fig. 3A, and
said sender PDA/cell phone|equivalents thereof
to the recipient PDA/cell
phone,said forced message
alert software packet
containinga list of possible
required responses and
requiring the forced message
alert software on said

recipient PDA/cell phone to
transmit an automatic

acknowledgementto the
sender PDA/cell phone as
soon as said forced message
alert is received by the
recipient PDA/cell phone

requiring a required manual
response from the response
list by the recipient in order
to clear the recipient’s
responselist from recipient’s|Figure 4 described at 8:39—
cell phone displa 46, and equivalents thereof

PDAJcell phone hardware

  
  
 

  
  
 

 

  

 
 

 

 
  
  
  
  
  
  
  
  
  
  
  

  
  

  
  
  
  

 
 

  
 
 

 
 

 
 
 

 
 

 

 

 
PDA/cell phone programmed
to carry out the algorithm
disclosed at Ex. 1001, 8:39-—
46 and the portions of
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Specified Function Corresponding Structure
listing of which recipient including a display, such as
PDA/cell phones have display 16, and a wireless
automatically acknowledged|receiver and/or transceiver,
the forced message alert and|and equivalents thereof
which recipient PDA/cell .
phoneshave not
automatically acknowledged
the forced messagealert

periodically resending said|PDA/cell phone programmed
forced message alert to said_|to carry out the algorithm
recipient PDA/cell phones disclosed at Ex. 1001, 8:6—8
that have not automatically|and correspondingstep in
acknowledged the forced Fig. 3B (second step in
messagealert Figure 3B), and equivalents _

thereof

PDA/cell phone hardware
including a display, such as
display, 16, and a wireless
receiver and/or transceiver,
and equivalents thereof

  
 

 
 

 
  
  
  

 
 
 
 

  
  

 
 
 

  
  

 
 

 
 

 
 

receiving and displaying a
listing of which recipient
PDA/cell phones have
transmitted a manual

responseto said forced
message alert and details the
responses from each
recipient PDA/cell phone
that responded

 
 
 

D. Asserted Obviousness Over Kubala and Hammond

As noted above,Petitioner asserts claims 1 and 3—9 of the ’970 patent

would have been obviousover the combination of Kubala and Hammond.

Pet. 12; Pet. Reply 2-15. Patent Owner contends Petitioner has not shown

unpatentability of claims 1 and 3—9 on this ground. PO Resp. 14-28; Sur-

reply 7-15. For the reasonsstated below, we determine Petitioner has

demonstrated, by a preponderance ofthe evidence, that claims 1 and 3-9 are

unpatentable under § 103 as obvious over the combination of Kubala with

Hammond.
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1. Kubala (Ex. 1005)

Kubala generally discloses a method, system, apparatus, or computer

program product for processing electronic messages. Ex. 1005 49. Kubala

explains that employee productivity may suffer demonstrably in proportion

to the numberof email messages the employee receives. Id. 5. This is due

in part to the high volumeof emails an employee may receive, because the

task of responding to emails messages consumesan increasingly larger

portion of the employee’s workday. Jd. To address these issues, Kubala

states that “it would be advantageous to provide productivity enhancing
features within e-mail applications for the handling of email messages so

that important messagesreceive the appropriate attention from the recipient

of an e-mail message.” Id. { 8. |

Kubala specifically discloses computing devices such as network-

enabled phones and PDAsthat directly transfer data between each other

across wireless links. /d. | 27. The devices include email application

software that facilitates email communication between devices, wherein the

email software 206 includes enhanced functionality. Jd. 935. One of the

enhanced features is mandatory response functional unit 210 that operates to

request that an outgoing email messagebe flagged as requiring a mandatory

response from the email recipient. Jd. Enhanced email application 206

relies on functional unit 210 to either assist in generation of the outgoing

email message or perform the modifications necessary to flag the outgoing

message as requiring a mandatory response. Jd. Kubala discloses, for

example, that email message 214 may contain mandatory responseflag 216

indicating to the enhanced email application on the recipient computing

device that email message 214 should be handled as an important message
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requiring a mandatory response. Jd. Kubala discloses that mandatory

response flag 216 may be implementedin a variety of data formats. /d.

2. Hammond (Ex. 1006)

Hammondgenerally discloses a system for enhancingthereliability of

communicating with electronic messages. Ex. 1006, code (57). Hammond

explains that electronically communicated messages such as email, paging

messages, and voice mail have becomeincreasingly pervasive. Jd. at 1:13-

15. According to Hammond,althoughinitial distribution of electronic

messagesby a senderis quick and convenient, ensuring that a messageis

received and reviewed by a recipient within a certain timeframe can be

inconvenient. Jd. at 1:21-26. Hammondaddresses these issues by

disclosing a system that sends an electronic message to designated

recipients, and automatically helps ensure that each message has been

received and reviewedbythe recipient. /d. at 2:15. If receipt is not

confirmed within a certain specified timeframe, the system can

automatically resend the electronic message or take other appropriate action.

Id. at 2:5-8. |

In one embodiment, the disclosed system includes a Message Review

Server (“MRS”) that sends electronic messagesto designatedrecipients, and

automatically helps ensure that each message has been received and _

reviewed. Jd. at 3:1-5. The MRSalso allowsthe sender of an electronic

message to specify message delivery information that specifies actions to

take when a messageis not delivered within a specified timeframe. Jd. at

3:12-15. For example, the sender can specific that if receipt notification is

not received within a specified time period, the message will be resent to the

recipient. Jd. at 3:15-18. Message delivery information can also specify
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frequency or duration options, such as an option to resend a message every

two hours. Jd. at 3:18-22.

In one embodiment, Kubala discloses that use of the MRS system

begins when a senderof an electronic message supplies a message to a

Message Sender component. Ex. 1006, 4:48-51. The sender supplies the

message, identifies one or morerecipients for the message, and specifies

various optional message tracking information (e.g., message delivery

information, message review information, and message post-review

information). Jd. at 4:51-56. A senderalso can supply delivery information

such as a resend period of time and can optionally supply other resend

options. Jd. at 4:56-60. The system also includes a Message Receipt

Tracker componentthat attempts to identify when sent messages have been

delivered to recipients and when sent messages have been reviewed by

recipients. Jd. at 5:17-20

3. Claim 1

Petitioner relies on Kubala as teaching the subject matter of claim 1,

but asserts that to the extent Patent Owner argues Kubala does not teach

limitations 1.7 to 1.9, Hammondprovidesthe missing disclosure. Pet. 23-

40.

Patent Ownerargues:(1) Kubala and Hammond donotdisclose a

“forced messagealert” (PO Resp. 14-18), as recited in limitation 1.5, (2)

Kubala does not disclose “requiring a required manual response from the

responselist by the recipient in order to clear recipient’s response list from

recipient’s cell phone display,” as recited in limitation 1.6 (PO Resp. 18-22),

(3) Kubala and Hammond donotdisclose “displaying a listing of which

recipient PDA/cell phones have automatically acknowledged the forced

messagealert and which recipient PDA/cell phones have not automatically
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acknowledged the forced messagealert,” as recited in limitation 1.7 (PO

Resp. 22-27), and (4) Kubala and Hammonddonotdisclose “displaying a

listing ofwhich recipient PDA/cell phones have transmitted a manual

response to said forced messagealert and details the responses from each

recipient PDA/cell phone that responded,”as recited in limitation 1.9 (PO
Resp. 27-28). |

Uponreview of the record, we determine Petitioner has.shown, by a

preponderanceof the evidence,that claim 1 is unpatentable as obvious over

the combination of Kubala with Hammond.

_ a) Preamble and Limitations 1.1-1.4 and 1.8

Petitioner sets forth where Kubala teaches the preamble and each of

limitations 1.1—-1.4, and where Kubala,alone or in combination with

Hammond,teacheslimitation 1.8. Pet. 23-27, 35-37. Petitioner also

articulates a rationale to combine Kubala with Hammond. See, e.g., id. at

21-23; see also id. at 20 (“Like Kubala, Hammonddiscloses methods and

systems for enhancingreliability of electronicmessaging”). Patent Owner

does not provide argumentin the Response contesting Petitioner’s assertions

regarding the preamble andlimitations 1.1—1.4 and 1.8.'2

'2 In the Sur-reply, Patent Ownerasserts forthe first time that its arguments
in the Response regarding limitation 1.5’s recitation of “a forced message
alert,” PO Resp. 14—18, applies to other claim limitations that recite either “a
forced message alert software application program”or “forced message
alert,” Sur-reply 7-10. We address Patent Owner’s arguments regarding the
phrase “forced messagealert” in our discussion oflimitation 1.5, infra Sec.
UI.D.3.b.1.
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(1) (preamble) “[a] communication systemfor transmitting, receiving,
confirming receipt, and responding to an electronic message”

Petitioner persuasively argues Kubala teaches the preamble of

claim 1, because Kubalarelates to sending and receiving e-mail messages

(e.g., communication system for transmitting and receiving an electronic

message) and teaches confirming receipt and respondingto an electronic

message, disclosing “that it was known to ‘generate return receipts to the

sender when the sender’s e-mail messageis receivedat its intended

destination or whenthe recipient opens the email message, thereby

providing an acknowledgementthat a particular message has been received

and/or opened.’” Pet. 23 (citing Ex. 1005 7 6).

For the foregoing reasons, we determine Petitioner has made a

persuasive showingasto the preamble of claim 1.

(2) (limitation 1.1) “a predetermined network ofparticipants, wherein each
participant has a similarly equipped PDA/cell phonethat includes a

CPUand a touch screen display a CPU and memory”

Petitioner persuasively argues Kubala teacheslimitation 1.1 because

Kubala shows,in Figure 1A,a plurality of PDAs 107 and 112 connected

through wireless link 116, and connected through network 101 through

various other links shownin Figure 1A,that form a predetermined network.

Pet. 24. Kubala further discloses that each PDA includesatleast one

CPU 22, a memory 124, 126, and a user interface adapter 148 that can be

coupled to a touch-screen display, as can be seen in Figure 1B. /d. at 24—25

(citing Ex. 1005 {4 26, 27, 29-30, Fig. 1A, Fig. 1B; Ex. 1003 {J 92-93).

For the foregoing reasons, we determine Petitioner has made a

persuasive showingasto limitation 1.1.
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(3) (limitation 1.2) “a data transmission meansthatfacilitates the
transmissionofelectronicfiles between said PDA/cell phones in

different locations”’

Petitioner argues, based on its construction of “data transmission

means,” that the structure corresponding to the function specified in

limitation 1.2 is a server that communicates according to certain enumerated

messaging protocols. Pet. 10. However, as we discussed above, wedisagree

with Petitioner’s construction and determine that the pertinent corresponding

structure is “a PDA/cell phone programmed to implementtransmission of a

forced message alert using TCP/IP or another communicationsprotocol, and

equivalents thereof.” Supra Sec. II.C.3. Although Petitioner’s proposed

construction differs from ours, Petitioner nonetheless sets forth a sufficient
showing for this limitation. Petitioner argues that the server in Kubala
communicates accordingto, inter alia, peer-to-peer communications(e.g.,

WiFi or WiMax) or other messaging protocols (e.g., SMS or TCP/IP).

Pet. 25. In particular, Petitioner argues that the asserted PDA/cell phones in

Kubala communicate with one another using, for example, “Transport
Control Protocol/Internet Protocol (TCP/IP)” or WiFi technology (IEEE

802.11), id. (citing Ex. 1006 4 27, Fig. 1A), both of which teach or suggest a

PDA/cell phone implementing transmission of a forced message alert using

a communicationsprotocol, such as TCP/IP."?

'3 The outcomeofthis Final Decision would not be affected had we adopted
the district court’s construction. Petitioner shows, and Patent Owner does
not dispute, that the asserted prior art teaches a communications network
server. Pet. 25 (“In Kubala, a server supports a network 109 anda client
110, allowing the PDAs/cell phonesto (1) ‘communicate with one another’
using, for example, ‘Transport Control Protocol/Internet Protocol (TCP/IP)’
or (2) ‘directly transfer data between themselves’ using, for example,
‘BluetoothTM wireless technology or WiFi technology (IEEE 802.11).’
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For the foregoing reasons, we determine Petitioner has made a

persuasive showing astolimitation 1.2.

(4) (limitation 1.3) “a sender PDA/cell phoneandatleast one recipient
PDA/cell phonefor each electronic message”(limitation 1.3)

Petitioner persuasively argues Kubalateacheslimitation 1.3, because

Kubala discloses a plurality of PDAs that communicate with each other,

whereinone PDA(i.e., the sender PDA) sends an electronic message to

another PDA(i.e., the recipient PDA). Pet. 26 (citing Ex. 1006 4§ 27, 32,

33, Fig. 1A; Ex. 1003 95).

For the foregoing reasons, we determine Petitioner has made a

persuasive showingasto limitation 1.3.

(5) (limitation 1.4) “aforced messagealert software application program
including a list ofrequiredpossible responses to be selected by a

participant recipient ofaforced message response loaded on each
participating PDA/cellphone”

Petitioner persuasively argues Kubala teacheslimitation 1.4, because
Kubala discloses an enhanced email application (asserted forced message

alert software application program) that includes mandatory-response

functional unit 212 that sends email messages, and embedding in a sender

email message a menuofpossible responses 1120 to the sender’s message

(asserted list of required possible responses to be selected by a recipient), as

shownin Figure 11C. Pet. 26-27 (citing Ex. 1005 4 13, 22, 33, 35, 36, 47,

54, 55, 57, 60, Fig. 2, Fig. 11C; Ex. 1003 J] 96-98).

For the foregoing reasons, we determinePetitioner has made a
persuasive showingasto limitation 1.4.

(Kubala, $0027, FIG. 1A.) Kubala therefore expressly discloses this
limitation. (See Williams, 994.)”); see generally PO Resp.
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(6) (limitation 1.8) “meansfor periodically resending saidforced message
alert to said recipient PDA/cell phones that have not automatically

acknowledged theforced messagealert”

Petitioner has not shown Kubala alone teaches limitation 1.8;

however, Petitioner argues persuasively that Kubala combined with

Hammondteachesthis limitation. Petitioner relies on Kubala’s description

with reference to Figure 10 of resending an email messagethat has a

mandatory-responseflag (i.e, the asserted forced messagealert) if a reply to

the email message has not been made. Pet. 35-36 (citing Ex. 1005 53,

Fig. 10). With reference to Figure 10, Kubala appears to disclose neither

(1) the reply to the e-mail message is an automatic acknowledgementof

receipt rather than, for example, a manualresponse,nor (2) the e-mail

messageis sent periodically. Ex. 1005 4 53, Fig. 10. Petitioner does not

explain how Kubala’s disclosure teaches automatic acknowledgementthatis

sent periodically. Pet. 35-36.

However, Petitioner contends that to the extent Kubala does not teach

limitation 1.8, Hammondprovides the missing disclosure, and a skilled

artisan would have been motivated to combine Kubala with Hammond.

Pet. 36—37 (citing Ex. 1006, Abstract, 2:1—8, 4:21-28, 5:5-6:19. 6:66-7:63,

Fig. 2, Fig. 3A, Fig. 3B, Fig. 4, Fig. SA, Fig. SB; Ex. 1003 ff 117-118). We

are persuaded Hammondprovides the missing disclosure because Hammond

teachesa recipient “[provid[ing] receipts when messagesare received,”

Ex. 1006, 5:20—23, and resending messages periodically (every specified

Resend Time period) until the recipient sendsa receipt of delivery

notification, Ex. 1006, 7:7—13 (setting Resend Timesto | hour or 2 hours),

7:14-17 (explaining that when a messageis received by recipient in less that

the specified Resend Time, the messageis not resent). Hammondalso
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explains the benefit of periodically resending messages for which a return

receipt has not been received, namely to help ensure that each message has

been successfully delivered. Ex. 1006, 2:1—10.

Petitioner also provides a rationale to combine Hammondwith

Kubala, arguing that a skilled artisan would have been motivated to combine

these references because both are directed to tracking responses to

mandatory-response messages, and both disclose use of acknowledgement

receipts. Pet. 36-37 (citing the discussion regarding limitation 1.7 at

Pet. 34-35 and Ex. 1003 § 117-118). Wefind Petitioner’s arguments

persuasive. Wefind that both Hammond and Kubala relate to enhancing
communication that involves electronic messages such as email, both are
directed to the samefield of endeavor, and both address the same problem—

i.e., to ensure that important email messagesreceive timely responses.

Pet. 20-22; Ex. 1005, code (57); Ex. 1006, code (57). Moreover, as

Petitioner points out, Kubala already discloses the use of automatic

acknowledgementreceipts (although not in connection with Figure 10),

explaining that such was well knownin the art. /d. at 30 (citing Ex. 1005

. § 6). Hammondfurther confirmsthat use of return receipts was well known

in the art, see, e.g., Ex. 1006, 1:21—26, 2:1—10, and confirms Mr. Williams’

assertion that due to uncertainty as to whether an e-mail message was

received, return receipts provided a well-known benefit, Ex. 1003 4 103.

Accordingly, we are persuadedthat “implementing Hammond’s

tracking features in Kubala’s system would have been an obvious design

choice,” and “represents no morethan ‘the predictable use ofprior art

elements accordingto their established functions.’” Pet. 22-23. Moreover,
we are persuadedthat “[b]ecause Hammondmerely discloses details about
tracking features that are already suggested by Kubala’s system that collects
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and records information aboutthe recipients response to a message,this

combination of Kubala and Hammond would not‘result in a difference in

function or give unexpectedresults.”” Jd. (citing In re Rice, 341 F.2d 309,

314 (CCPA 1965)).

Therefore, we are persuadeda skilled artisan would have been

motivated to modify Kubala to periodically resend messages for which a

return receipt has not been received to help ensure that each message has

been successfully delivered, as taught by Hammond.

For the foregoing reasons, we determine Petitioner has made a

persuasive showingasto limitation 1.8

b) Limitations 1.5—-1.7 and 1.9 .

Petitioner sets forth where Kubala teaches each of limitations 1.5 and
1.6, and where Kubala, alone or in combination with Hammond,teaches

limitations 1.7 and 1.9. Pet. 28-35, 37-40. Petitioner also articulates a

rationale to combine Kubala with Hammond. See, e.g., id. at 20-23. As
noted above, Patent OwnerdisputesPetitioner’s assertions regarding

limitations 1.5—1.7 and 1.9. PO Resp. 1428; Sur-reply 7-15.

(1) (limitation 1.5) “meansfor attaching aforced messagealert software
packet to a voice or text message creating aforced messagealert thatis

transmitted by said sender PDA/cellphoneto the recipient PDA/cell
phone, saidforced messagealert software packet containing a list of
possible required responses and requiring theforced messagealert
software on said recipient PDA/cellphone to transmit an automatic

acknowledgmentto the sender PDA/cell phone as soon as saidforced
message alert is received by the recipient PDA/cell phone”’

As we determined in our claim construction, limitation 1.5 is

construed as means-plus-function under § 112, 9 6. Supra Sec. I.C.2. The

function is the entire recitation of limitation 1.5 following the words “means

for.” Supra Sec. II.C.4.a.1.a. The corresponding structure is a PDA/cell
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phone programmedto carry out the algorithm disclosed at Ex. 1001, 2:11-

13, 7:8-20, 7:43-63, 8:25—30, and Fig. 3A, and equivalents thereof. Supra

| Sec. WL.C4.a.La. |

Petitioner persuasively argues that the correspondingstructure in

Kubala is, e.g., computing device 202, which may be a PDA,with enhanced

email application 206 installed on it. Pet. 28 (citing Ex. 1005 {| 33-36;

Ex. 1003 499).
Petitioner also persuasively argues that Kubala’s enhanced email

application software performsthe functions specified in limitation 1.5. Jd. at

28-30. In particular, Petitioner shows Kubala teaches a voice ortext

message, based on Kubala’s disclosure that message 214—1.e., the message

transmitted from the asserted PDA/cell phoneto the asserted recipient

PDA/cell phone—maybe a text message, audio message, video message, or

other type of message. /d. at 29 (citing Ex. 1005 4 32).

Petitioner also shows Kubala teaches a forced messagealert software

packet, based on Kubala’s mandatory response flag 216 that indicates to the

enhanced email application on the recipient computing device that email

message 214 should be handled as an important message requiring a

mandatory response. Jd. at 28-29 (citing Ex. 1005 4] 35-41, 54-61, Fig. 3,

Fig. 4; Ex. 1003 { 100).

Furthermore, Petitioner shows Kubala teaches attaching a forced

message alert software packet to a voice or text message, because Kubala

discloses that the mandatory response flag 214 is attached to email message
214, and “may be implementedin a variety of data formats.” Jd. at 28-29

(quoting Ex. 1005 4 35 andciting id. J§ 36, 41, 54-61).

Petitioner also shows Kubala teaches “a list of possible required

responses,” based on menu 1120 displayed on the recipient device, whichis

40

Page 63



Page 64

IPR2018-01079

Patent 8,213,970 B2

shown in the exemplary embodimentin Figure 11C to include as responses,

“too busy right now,” “looks okay,” and “request declined.” Jd. at 29 (citing

Ex. 1005 4 22, 47, 57, Fig. 11C). We are persuaded that Kubala teachesor

suggests attaching the assertedlist of possible responses,e.g., text strings

such as “‘too busy right now”that are used as menuitems,to the asserted

forced messagealert software packet, i.e., flag 216, based on Kubala’s
occ

disclosure that the responses may be “extracted from the original e-mail

message that was received from the sender.”” Jd. (quoting Ex. 1005 57,
and citing id. J] 40-41).

Petitioner shows, furthermore, that Kubala teaches “requiring the

forced message alert software on said recipient PDA/cell phone to transmit

an automatic acknowledgementto the sender PDA/cell phone as soon assaid

forced message alert is received by the recipient PDA/cell phone,” based on

Kubala’s disclosurethat it was knownin theart to transmit automatic

acknowledgements to a senderof a voice or text message:

Kubala discloses that it was known “to generate return receipts
to the sender when the sender’s email messageis received at its
intended destination or when the recipient opens the e-mail

message, thereby providing an acknowledgmentthat a particular
messagehas been received.”

Pet. 30 (quoting Ex. 1005 § 6). Mr. Williams agrees that the need for

acknowledgementof email messages was well understood. Ex. 1003 4 102-

103. He explains that at the time, email systems were not completely

reliable, and there was uncertainty as to whether, and if, an email message

would “get through”to a recipient. /d. He states that it would have been

obvious, therefore, to include a return receipt to provide the sender with

confirmation that the email message has beenreceived bythe recipient so

the sender would not have “‘to worry about whether a message wasreceived
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or not.” Jd. We credit Mr. Williams testimony,in light of Kubala’s

disclosure that use of return receipts was well known in order to provide a

sender with confirmation that a message had been received. Ex. 1005 { 6.

For the foregoing reasons, Petitioner has shown that Kubala teaches or

suggests the subject matter of limitation 1.5.
Patent OwnercontendsPetitioner has not shown that Kubala, alone or

in combination with Hammond,teachesor suggests a “forced message

alert,” arguing the e-mail messages with attached flag 216 (asserted forced

messagealerts) in Kubala are notforced. PO Resp. 14-18; Sur-reply 11-15.

To arrive at this conclusion, Patent Ownerasserts that aforced messageis

one in which the messageis “forced to the display without any action on the

part of the recipient.” Jd. at 15. According to Patent Owner, Kubala does

- not satisfy this requirement becausea userof a recipient PDA/cell phone in

Kubala must manually open a received e-mail message. Jd. at 15. For the

reasons discussed in our claim construction, we reject Patent Owner’s

contention that a “forced message alert” must be “forced to the display

without any action on the part of the recipient.” Supra Sec.II.C.4.a.1.a.

For the foregoing reasons, we determine Petitioner has made a

persuasive showingasto limitation 1.5.

(2) (limitation 1.6) “meansfor requiring a required manual responsefrom
the responselist by the recipient in order to clear the recipient's

responselistfrom recipient’s cellphone display”

As we determined in our claim construction, limitation 1.6 is

construed as means-plus-function under § 112, 96. Supra Sec. II.C.2. The

function is the entire recitation of limitation 1.6 following the words “means

for.” Supra Sec.II.C.4.a. The corresponding structure is a PDA/cell phone

programmedto carry out the algorithm disclosed at Ex. 1001, 8:39-46 and
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the portions of Figure 4 described at 8:39-46, and equivalents thereof.

Supra Sec. III.C.4.a.1.b.

Petitioner persuasively argues that the corresponding structure in

Kubalais, e.g., computing device 202, which may be a PDA,with enhanced

email application 206 installed on it. Pet. 30-31 (citing Ex. 1005 4 33-36,

Fig. 2; Ex. 1003 ¢ 106).

Petitioner also persuasively argues that Kubala’s enhanced email

application software performsthe functions specified in limitation 1.6. Id. at

30-32.

Petitioner persuasively argues Figure 11C of Kubala teaches the

specified function of requiring a manual response bythe recipient from the

responselist in order to clear the responselist from the recipient’s cell phone

display. Petitioner relies on disclosure that menu 1120 includesa list of

possiblé responses from whicha recipient can choose, and arguesthatthis

list is a “responselist” as recited in limitation 1.6. Jd. at 31. We find

Petitioner’s argument persuasive in light of Figure 11C, reproduced below,

and Figure 11A.

E-mail application waming!

The messagethat you are currently reviewing should not beclosed until you reply to the message. Choose oneof the FIG. / C
options from the menu to generate an INSTANTreply to this
message or select "CANCEL"to close without sending a reply.

TOO BUSY RIGHTNow |¥| 1114 REPLY
LOOKS OKAY 1116

REQUEST DECLINED 44148 ~-CNSTANT
 

“Fig. 11C showing GUI display window 112”

Ex. 1005, Fig. 11C. Figure 11C illustrates GUI display window 1112 thatis

displayed on a recipient device if a user attempts to close an email without
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replying to it. Jd. 57. Window 1112 contains an error message informing

the recipient that a reply is needed before closing the email. Window 1112

also includes menu 1120 comprising a list of responses from which a

recipient can select a response to provide to the sender(e.g., a responselist).

Id. Although window 1112 also includes CANCELbutton 1116, that allows

a user to close an email message withoutselecting and sending a response

message to the sender, Kubala also teaches explicitly that a user of a

recipient PDA/cell phone can be prevented from closing, exiting, or deleting

the e-mail message until the recipient has respondedto the message.
Pet. 31—32 (citing Ex. 1005 ff] 9, 55). This is shown in Figure 11A, where

_ the error message in window 1102 states the message cannotbe closed until

the user replies to the message. Ex. 1005, Figure 11A (“[t]he message that

you are currently viewing cannotbe closed until you reply to the message’”’);

id. Fig. 11C. The description of Figure 11A explains the message in

window 1102 maybe displayedin “a strict process in which a useris not

permitted to perform another action with respect to a message that contains a

mandatory response flag unless the user first respondsorreplies to the

message, thereby fulfilling the request of the sender of the message that the

user must respond to the message.” Ex, 1005 955. The Summary ofthe

Invention in Kubala also describesthis strict process, in which “actions are

required by the recipient with respect to usage of a data processing system

until the recipient uses the data processing system to send a responsefor the

received electronic message to the sender.” Jd. {9 (emphasis added).

Kubala explains, “the recipient can be prevented from closing a review of

the received e-mail message, from deleting the received e-mail message, and

from exiting the e-mail application until the recipient has respondedto the

received email message.” Id.
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Weare persuadeda skilled artisan viewing Kubala’s disclosure of

(1) a responselist from which a userselects a response, and (2) a feature

preventing a user from exiting or deleting an e-mail or exiting the

application until a response is sent, would have been motivated to combine

these features, because the Summary of Invention of Kubalajust discussed

describes using a strict process requiring a recipient to respond and

preventing a recipient from closing/deleting an e-mail or exiting the e-mail

application until the recipient respondsas the invention. Jd. Moreover,

Kubala explicitly teaches that the features of Figures 11A through 11D can

be combinedin different ways, see, e.g., Pet. 19-20, 31-32, Pet. Reply 10:

FIGS. 11A-11D may be usedin different scenarios depending
upon the manner in which the enhanced e-mail application is
implemented or configured to handle an e-mail message that
contains a mandatory response flag. Other scenarios could be
handled in different ways that are not illustrated within FIGS.
11A-11D, and these different processes would also be considered
as embodiments of the present invention because each different
process would represent a different way of attemptingto fulfill a
request from the senderofthe original message that the recipient
should or must provide a reply message in response to the
original message.

Ex. 1005 9 54. This teaching provides further persuasive evidence that a

skilled artisan would have been motivated to combinethe feature in

Figure 11A of window 1102 stating the message cannot be closed until the

user replies to the message, with a responselist (e.g., menu 1120) as shown

in Figure 11C.

For the foregoing reasons, we find based on Kubala’s teachingsit

would have been obvious to have a window that displays a responselist that

cannotbe cleared until the userreplies.
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Patent Ownersubmits that Kubala does not disclose a single

embodiment in whichselection of a response from the responselist is

required in orderto clear the responselist from the recipient’s cell phone

display. PO Resp. 18-20. Patent Ownererroneously states that “Petitioner

elects a single embodimentthat correspondsto Figure 11C.” Jd. at 18. This

argumentis unavailing because, as we discussed above, Petitioner does not

rely solely on Figure 11C as teaching limitation 1.6. Pet. 30-32; Pet.

Reply 10. Patent Owner, a few pageslater, contradicts its earlier argument

that Petitioner relies solely on Figure 11C, acknowledging that Petitioner

relies on disclosures in Kubala in addition to Figure 11C. PO Resp. 20

(citing Pet. 31) (asserting Petitioner “acknowledgesthis missing element

-[from Figure 11C] and alleges generally that other embodiments disclose

preventingthe recipient from closing a review of the received e-mail

message, from deleting the e-mail message, and from exiting the e-mail

application until the recipient has responded to the message.”). Patent

Ownerarguesthe Petition is deficient, nonetheless, on groundsthat the

Petition presents no obviousness analysis or motivation to combinethe

distinct embodiments in Kubala. /d. at 20-21. However, as argued by

Petitioner and discussed above, Kubala itself teaches that the scenarios

shownin Figures 11A through 11D can be combinedin different ways. Pet.

Reply 10-11; Ex. 1005 9 54. Petitioner explains “Kubala explicitly

provide[s] the motivation to combine,” citing to numerousdisclosures in

Kubala describing, for example, combining Figures 11A—11D, and

describing preventing closing review of a received e-mail message and

exiting the e-mail application until the recipient has responded. Pet.

Reply 10-11 (citing Ex. 1005 99 9, 54, 55, 59-60).
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Aswe discussed above, we agree with Petitioner that Kubala teaches

combiningfeatures, because it explicitly teaches combining features such as

those shownin Figures 11A—11D and described in paragraph 9, and because

Kubala teaches “strict” scenarios in whichauseris not permitted to perform

another action with respect to a message unlessthe userfirst respondsto the

message. See, e.g., Ex. 1005 F§ 9, 54, 55, 59-60. We find these explicit

teachings provide sufficient rationale to combine a response list from which
a user selects a response with a feature preventing a user from exiting or

deleting an e-mail or exiting the application until a responseis sent.

Patent Owneralso asserts that even if the Board accepts that

Figures 11A through 11D can be combined,Petitioner fails to show how the

combination discloses a responselist because “these embodiments lack

menu 1120 [e.g., a responselist].”” PO Resp. 22. Patent Owner does not

explain this single sentence assertion. This assertionis incorrect, because

Figure 11C includes menu 1120. Moreover, in the very next sentence,

Patent Owner acknowledges the embodiments upon whichPetitionerrelies

include a responselist. Jd.

Finally, Patent Ownerasserts that “the additional embodiments”cited

by Petitioner pertain to clearing the received message from the display,
rather than clearing the response list from the display. Jd. This argument,

too, is unavailing because the responselist is part of the received message,

and therefore would be cleared from the display when the messageis closed.

See, e.g., Fig. 11C (showing menu 1120is part of the message being viewed

by the recipient); see also Pet. Reply 11-12 (explaining that neither the

Petition, Kubala’s teachings, nor Mr. Williams’ testimonyare limited to

clearing a received message from the display).
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For the foregoing reasons, we determinePetitioner has made a

persuasive showingasto limitation 1.6.

(a) New Argument

Wenote that during the oral hearing, Patent Ownerattempted to

introduce a new argumentregarding limitation 1.6 found nowhere in the

Patent OwnerResponse or Sur-reply. Patent Owner argued for the first time

that Petitioner failed to demonstrate that the prior art teaches “taking

control” of a PDA until a response is made, then releasing control of the

PDA.See, e.g., Tr. 27:23-28:6. Patent Ownerexplained that to show

unpatentability the art must teach “taking control,” arguing that the

algorithm for performing the function recited in limitation 1.6 requires

“taking control of the device until a response is made, and then releasing

control of the device.” See, e.g., Tr. 28:46; 28:25—30.

Partiesare not permitted to present new evidence or arguments during

the oral hearing. 37 C.F.R. § 42.70 (a) (“A party may request oral argument

on an issue raised in a paperat a timeset by the Board”) (emphasis added);

Office Patent Trial Practice Guide, 77 Fed. Reg. 48,756, 48,768 (Aug. 12,

2012) (“A party may rely upon evidencethat has been previously submitted

in the proceeding and may only present arguments relied uponin the papers

previously submitted. No new evidence or arguments maybepresented at
the oral argument.”).

In an attempt to pass the new argumentas previously submitted,

Patent Owner’s counsel indicated for the first time its interpretation of the

construction proposed in the Petition and adopted in the Board’s preliminary
construction in the Institution Decision as requiring taking andreleasing

control of aPDA. Tr. 29:12—-30:10. Specifically, at the hearing Patent

Owner expressed for the first time that because we identified Figure 4 as
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providing disclosure of the algorithm corresponding to the function specified

in limitation 1.6, we intended to include every feature shown in Figure 4

including taking and releasing control of a PDA. Id.

Patent Owner’s argumentstrains credibility. In the Institution

Decision, weidentified written description of algorithms by column andline

numbers, and to the extent we identified Figures, it is evident that we

intendedto include only the portion[s] of the Figures described in the

identified column and line numbers. Inst. Dec. 13-16. For limitation 1.6,

our intent to include in the algorithm only certain steps shown in Figure 4 is

clear. Id. at 14. We did not identify the Specification’s entire description of

Figure 4, but rather identified only the column and line numbers we

consideredto disclose the algorithm, which excluded the explicit disclosure

of taking and releasing control. Specifically, we identified Ex. 1001, 8:39-

46. Id. Had we intended to include description of taking and releasing

control of the PDA, we would havealso identified the disclosure at

Ex. 1001, 8:37—39 and 8:52—57, which explicitly mentions taking and

releasing control of the PDA.

Our intent to include in the algorithm only portions of Figures that

correspondto descriptions in the Specification that we explicitly identified

by column and line numbersis also evident in view of our construction of

other limitations. For example, for limitation 1.7, we identified Figures 3A

and 3B,Inst. Dec. 15, even thoughcertain stepsin the Figures clearly relate

not to limitation 1.7, but to other limitations. See, e.g., Ex. 1001, Fig. 3A,

Fig. 3B. For example, the second step of Figure 3B describes periodically

resending message alerts, which clearly pertains to limitation 1.8 (reciting

meansfor periodically resending said forced messagealert), and the third

step in Figure 3B describes receiving and displaying an indication of
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responses(rather, than automatic acknowledgements as recited in

limitation 1.7), which clearly pertains to limitation 1.9. Jd. Fig. 3B.

Accordingly, for limitation 1.7 we identified the column and line numbers

corresponding to the first step of Figure 3B, Ex. 1001, 7:64-8:5, which

describes the function recited in limitation 1.7 (i.e., receiving and displaying

automatic acknowledgements); however, we did not identify the column and

lines numbers describing the second andthird steps of Figure 3B, i.e.,

Ex. 1001, 8:6—15, describing the functions recited in limitations 1.8 and 1.9.

Inst. Dec. 15. Therefore, we identified algorithms by column andline

numbers, and to the extent we identified Figures,it is evident that we

intendedto include only the portion[s] of the Figures correspondingto the

identified column and line numbers.

Even if we were to credit Patent Owner’s assertion at the hearing asto

its understanding of our preliminary construction, this does not address the

fact that Patent Ownerneither expressed its understanding nor argued

Kubala does not teach taking and releasing control of a PDA,priorto the

hearing. See generally PO Resp.; see generally Sur-reply. In the Response,

Patent Owner’s proposed construction for limitation 1.6 identified the

disclosure at Ex. 1001, 8:37—57 as disclosing the algorithm. PO Resp.12.

Notably, Patent Ownerincludedlines not included in our preliminary
construction, namely Ex. 1001, 8:37—39 and 8:52—57 describing taking and

releasing control. Jd. However, Patent Ownerdid not express an

understanding that our preliminary construction is consistent with requiring

taking and releasing control. Jd. at 11-12. Patent Ownerdid not argue that

taking and releasing control of a PDA is a requirementof limitation 1.6,

muchless explain why it should be a requirement. /d. Indeed, Patent

Owner’s only commentary and argument concerning construction ofthis
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limitation was that we should adopt the construction adoptedin district

court. Jd. Patent Owner’s failure to argue that taking and releasing control

should be written into limitation 1.6, coupled with the lack of any argument

by Patent Ownerthat Kubala fails to teach taking and releasing control, see
generally PO Resp. and Sur-reply, left Petitioner and the Board entirely in

the dark as to Patent Owner’s positions until the oral hearing, thereby
depriving Petitioner the opportunity to develop a response.

For the foregoing reasons, we do not consider Patent Owner’s

untimely arguments in rendering our Final Decision. However, had we

considered Patent Owner’s new arguments madeatthe hearing, it would not

have affected the outcomeofthis Final Decision.

The claim construction adopted in this Final Decision renders moot

Patent Owner’s new argument. As wediscussed above, Patent Owner’s

argument assumesthe construction of limitation 1.6 includes,as part of the

algorithm, the discussion in the Specification of taking and releasing control

of a PDA. However, our construction does not include such description as

part of the algorithm. As weclarified above, supra Sec. II.C.4.a.1.b, we do

not adopt Patent Owner’s proposed construction oflimitation 1.6. Namely,

unlike in Patent Owner’s proposal, we do not includein the algorithm the

description of taking and releasing control at Ex. 1001, 8:37-39, 8:52—-57,

and portions of Figure 4 not described at 8:39-51. We do not read into

limitation 1.6 a requirementof taking control of a PDA/cell phone—a

requirementthat is not expressly stated in claim 1, supra Sec. II.C.4.a.1.b.

Ourinterpretation is consistent with the 970 patent disclosure taken

as a whole. Claim 2, which dependsdirectly from claim 1, explicitly recites

means for controlling a PDA/cell phone, supporting our determination that

claim 1 does not require taking control of a PDA/cell phone. Ex. 1001,
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9:46-54, Claim 2 (“meansfor controlling of the recipient PDA/cell phone

upontransmitting said automatic acknowledgmentand causing, in cases

where the force messagealert is a text message, the text message and a

responselist to be shown onthe display of the recipient PDA/cell phone or .

causes, in cases wherethe forced messagealert is a voice message, the voice

message being periodically repeated by the speakers ofthe recipient

PDA/cell phone while said responselist is shown on the display”).

Evenifwe were to agree with Patent Ownerthat claim 1 requires
taking control of a PDA/cell phone, this would notalter the outcome of our

Final Decision. In light of the claim language and Specification, we would
interpret the forced message alert software application program “effectively

tak[ing] control” of a PDA/cell phone to mean that the application program
does not allow a recipient to clear a text message and responselist or stop a

voice message from repeating until the recipient selects a response, because
this is the only written description associated with taking control of a

PDA/cell phone. Jd.; see also id. at 8:52—57 (explaining that when the

recipient selects a response, the application program “releases control’of the

recipient device, clearing the display and stopping repeating the voice

message). The Specification offers no support for a broader interpretation of

taking control of a PDA/cell phone.

Underthe hypothetical interpretation in the preceding paragraph, we

would find Petitioner has made a persuasive showing because, as we

discussed above, Petitioner has shown Kubala teaches requiring a required

manual response from the responselist by the recipient in order to clear

recipient’s responselist from recipient’s cell phone display. Wenote that a

finding that Kubala teaches e-mail application 206 taking control of a

PDA/cell phone would be further supported by Kubala’s disclosure that “the

52

Page 75



Page 76

IPR2018-01079

Patent 8,213,970 B2

user must reply to the received e-mail in some mannerbefore the e-mail
application will allow the user to perform someother action.” Ex. 1005

4] 53 (emphasis added).

Wenotethat at the hearing, when asked if how the algorithm takes

control of a PDAis limited to the description in the Specification, Patent

Ownertook the untenable position that taking control includes physically

grabbing someone’s PDAoutoftheir hands:

JUDGE TROCK:It[the algorithm] explains how it takes
control. It’s very limited in how it takes control; is it not?

MR RUBINO: No Your Honor. It says —

JUDGE TROCK:It doesn’t say it grabs the cell phone out of
the recipient’s hand, doesit?

MR. RUBINO:It does, Your Honor.

Tr. 30:14~20; see also Tr. 34:17-35:14. When asked whya skilled artisan

wouldn’t have understood “taking control”to be limited to the only written

description in the Specification of what happens whenthe application
program effectively takes control of a PDA(i.e., Ex. 1001, 8:39-51 and

corresponding portion of Figure 4), Patent Owner respondedthat“taking

control” must mean more because Figure 4 states “the forced voicealert

software takes control of the recipient’s cell phone . . . and causes” display
of the text message or repeating the voice messageuntil a response is sent—

the “‘and”indicating taking control must mean something other than

displaying the text message or repeating the voice message until a response

is sent, according to Patent Owner. Tr. 36:18-37:25. Patent Owner’s

position appeared to be that because “taking control” must mean more than

whatis described at 8:39-51 and corresponding portion of Figure 4, and
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because the Specification doesn’t explicitly describe any other form of

taking control, taking control could be so broadasto include physically

grabbing a phone away from someone’s hands. Jd. If we were to consider

this belated argument, we would reject Patent Owner’s conclusion that “take
control” is so broad. The broadest reasonable interpretation of a claim that

invokes 35 U.S.C. § 112, {6 is the structure, material, or act described in the

specification as performing the entire claimed function and equivalents

thereof. In re Donaldson Co., 16 F.3d 1189, 1193 (Fed. Cir. 1994) (en

banc). Therefore, we would not interpret limitation 1.6 more broadly than

whatis described in the Specification as taking control of aPDA. As we

discussed above,the only possible description of taking control of a

PDA/cell phoneis at 8:39-51 and the corresponding portion of Figure 4.

For the foregoing reasons, even if we had considered Patent Owner’s

new argument, it would not have altered the outcome of our Final Decision.

(3) “meansfor receiving and displaying a listing ofwhich recipient
PDA/cell phones have automatically acknowledgedtheforced message

alert and which recipient PDA/cell phones have not automatically
acknowledgedtheforced message alert” (limitation 1.7); “meansfor
receiving and displaying a listing ofwhich recipient PDA/cellphones
have transmitted a manualresponseto saidforced message alert and |

details the responsesfrom each recipient PDA/cell phone that
responded”(limitation 1.9)

Petitioner persuasively argues that Kubala teaches limitations 1.7 and

1.9. Although Petitioner’s analysis is based on a construction different from

that adopted above, supra Sec. II.C.4.a.2, Petitionerstill shows Kubala

teaches limitations 1.7 and 1.9 under our construction. We determined that

the structure corresponding to the functions recited in limitations 1.7 and 1.9

is PDA/cell phone hardwareincluding a display, such as display 16, and a

wireless receiver and/or transceiver, and equivalents thereof. Supra
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Sec. II.C.4.a.2. Petitioner has shown Kubala discloses a hardware display

because Petitioner shows each PDA/cell phone in Kubala includes a touch
screen display. Pet. 24 (citing Ex. 1005 4] 29-30; Ex. 1003 { 93).
Petitioner has shown Kubala discloses a wireless receiver and/or transceiver

because Petitioner shows the PDA/cell phones in Kubala communicate using

wireless technology. /d. at 25 (citing Ex. 1005 4 27, Figure 1A). Patent

Ownerdoesnot dispute that Kubala discloses a PDA/cell phone hardware

including a display, such as display 16, and a wireless receiver and/or

transceiver. See generally PO Resp.

Petitioner also shows, for reasons discussed below,that the structures
in Kubala perform the functions specified in limitations 1.7 and 1.9 through

its showing that the software application program (e.g., enhanced email

~ application 206, 208) in Kubala results in the functions being performed on

Kubala’s touch screen display and wireless receiver and/or transceiver.

Pet. 32-35, 37-40. |

(a) Limitation 1.7

Petitioner persuasively showsthat Kubala teaches receiving “a listing

of which recipient PDA/cell phones have automatically acknowledged the

forced message alert and which recipient PDA/cell phones have not

automatically acknowledged the forced messagealert,”as recited in

limitation 1.7, because Kubala disclosesthat prior art solutions “have

provided the ability to generate return receipts to the sender when the

sender’s e-mail messageis receivedat its intended destination or when the

recipient opensthe e-mail message, thereby providing an acknowledgement
that a particular message has been received and/or opened.” Pet. 32 (quoting

Ex. 1005 76). Furthermore, we are persuadedthat a skilled artisan would

have understoodthat the listing is accessible, e.g., available for display, on
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the sender PDA/cell phone becausethe user of the sender PDA/cell phone

would have wantedto access the information regarding acknowledgement
receipts. /d. at 33 (citing Ex. 1003 4 111); see also Tr. 18:8-15 (Petitioner’s

counsel explaining “‘accessible” meansaccessible by the user and the only

way a user could access the information would beto view it).

Petitioner also presents a contingent argumentin the event“it is

argued that Kubala doesn’t teach this limitation [1.7].” Jd. Petitioner argues

that in the event we find Kubala does not teach use of acknowledgement

receipts, Hammond,like Kubala, also teaches this feature. Pet. 33. (citing

Ex. 1006, Abstract, 2:11—18, 5:20—23). Petitioner persuasively shows

Hammondteachesuseof such receipts. Jd. at 33-35 (citing Ex. 1006, 3:1-

4:28, 5:31-37, 6:56-8:45, 10:6-22, Fig. 2). Indeed, Hammonddiscloses

that the sender of an electronic message supplies a message to a Message

Sender component, and can specify optional message tracking information,

including messagedelivery (e.g., receipt) information. Ex. 1006, 4:48—56.

In one embodimenta recipient “provide[s] receipts when messagesare

| received” and a Message ReceiptTrackeris notified of these receipts. Jd. at
5:20-23. The Message Receipt Tracker in turn stores information, such as

notification of receipts, in a Message Tracking Table, such as that shown in

Figure 2 of Hammond. Jd. at 5:32-37. .

Petitioner also provides a rationale to combine Hammondwith

Kubala, arguing that a skilled artisan would have been motivated to combine
these references because both are directed to tracking responsesto

mandatory-response messages, and both disclose use of acknowledgement

receipts. Pet. 34-35. Wefind Petitioner’s argument persuasive. Hammond,

like Kubala, relates to enhancing communication that involves electronic

messages such as e-mail. Ex. 1005, code at (57); Ex. 1006, code (57). As:

56

Page 79



Page 80

IPR2018-01079

Patent 8,213,970 B2

Petitioner points out, Kubala already discloses the use of automatic

acknowledgementreceipts, explaining that such was well known in theart.

Id. (citing Ex. 1005 4 6). Hammond further confirms Kubala’s teaching that

use of return receipts was well knownintheart, see, e.g., Ex. 1006, 1:21—26,

2:1-10, and confirms Mr. Williams’ assertion that due to uncertainty as to

whether an e-mail message wasreceived, return receipts provided a well-

known benefit, Ex. 1003 ¢ 103. For the foregoing reasons, wefind

persuasive Petitioner’s assertion that the combination of Kubala with

Hammondteachesreceiving “‘a listing of which recipient PDA/cell phones

have automatically acknowledgedthe forced message alert and which

recipient PDA/cell phones have not automatically acknowledged the forced

messagealert,” as recited in limitation 1.7.

Patent Owner’s contentions and arguments do not undermine

Petitioner’s showing. Patent Ownercontendsthat “Petitioner does not rely

on Kubala to disclose the recited function,” but instead “Petitioner submits

that Hammonddiscloses the claim elements required by the recited function

of displaying the requiredlisting.” PO Resp. 23. Patent Owneris incorrect.

Petitioner unambiguously asserts that Kubala alone teachesthe recited

function. Pet. 32—33 (“Kubala discloses the claimed structure and the

claimed function ofthis [1.7] limitation.”); Pet. Reply 13-15. As we

discussed above, Petitioner relies on Hammondonly for a contingent

argument,stating explicitly that Hammondis relied on “[t]o the extentitis

argued that Kubala doesn’t teach this [1.7] limitation.” Pet. 33.

Accordingly, Patent Owner’s assertion that Petitioner does not rely on
Kubalato disclose the recited function is incorrect.

Patent Owneralsocriticizes an argumentthat is not made by

Petitioner. Patent Owner argues that Hammond’s Message Tracking Table
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(as shown in Figure.2) does not depict a display screen, but ratherillustrates

a data structure stored in memory. PO Resp. 23-27. However, Petitioner

neverasserts that the Message Tracking Table shownin Figure 2 depicts a

display screen. Pet. 33-35. Rather, Petitioner explains that (1) Hammond’s

Message Tracking Tables showtracking of acknowledgementreceipts,
(2) Hammondisrelied onforits teaching of tracking acknowledgement

receipts, and (3) a skilled artisan would have combined Hammondbased on

its disclosure as it relates to exchanging and tracking recipient-devices. Id.

(citing Ex. 1006, 3:1-4:28, 5:31-37, 6:56-8:45, 10:6—22, Fig. 2; Ex. 1003

4 112). Nowhere does the Petition argue that the Message Tracking Table in

Figure 2 depicts a display. Id. Accordingly, Patent Owner’s argumentthat

Petitioner’s expert, Mr. Williams, “conceded during his deposition that

Hammond’s ‘Message Tracking Table’ depicted in Figure 2 is located and

stored in the server’s memory,”is irrelevant. PO Resp. 24(citing Ex. 2007,

63:13-65:1, 66:16—6:22). Nor do we find persuasive Patent Owner’s

argumentthat Mr. Williamstestified that the existence of the Message

Tracking Table itself is not sufficient to show how thetableis displayed.

PO Resp.24 (citing Ex. 2007, 75:14-76:8). Nowhere doesPetitioner assert

that Hammondis relied on for displaying information. Pet. 33-35. As we
discussed above, Petitioner relies on Kubala for displaying tracked

information, and relies on Hammondforits teaching of the kind of

informationthatis tracked, namely return receipt information. Jd. at 32-35.
Even if we wereto find Patent Owner’s arguments regarding

Hammondto be persuasive, and we donot, they relate to a contingency in

the event we find Kubala does not teach the function recited in

limitation 1.7. However, for reasons discussed above, wefind Petitioner has

shown Kubala teaches limitation 1.7.

58

Page 81



Page 82

IPR2018-01079

Patent 8,213,970 B2

For the foregoing reasons, we determine Petitioner has made a

persuasive showing asto limitation 1.7 in view of Kubala, either alone or in

combination with Hammond. . |
(b) Limitation 1.9

Petitioner persuasively showsthat Kubala teachesreceiving “a listing

of which recipient PDA/cell phones have transmitted a manual response to

said forced message alert and details the responses from each recipient

PDA/cell phone that responded,”as recited in limitation 1.9. Pet. 37-38.

Kubala discloses that a sending PDA(e.g., computing device 202) can
receive and display a response from a recipient PDA(e.g. computing

device 204). Id. at 37 (citing Ex. 1005 J 26-41, Fig. 2; Ex. 1003 § 121).

Petitioner argues that a skilled artisan would have known,in addition to

receiving and displaying responses from recipient PDAs,also to display a

listing of which recipient PDA’s have transmitted a response. Jd. at 27-30.

Wefind this persuasive because, as noted by Petitioner, Kubala discloses

that receiving e-mail application 208 maycollect and record information

about the mannerin which the recipient responds to an e-mail messagethat

has a mandatory-response flag, wherein the information may include

mandatory-response return-status codes included within the reply e-mail.

Pet. 38 (citing Ex. 1005 [{ 50, 51, 61, Fig 9). We are persuaded by

Petitioner’s argument that a skilled artisan would have knownthat the

collected information regarding which recipients have respondedto the e-

mail messages wasavailable and accessible, e.g., available for display, on

the sender PDA/cell phone becausethe user of the sender PDA/cell phone

would have wantedto access the information regarding acknowledgement

receipts. Id. (citing Ex. 1003 § 122); see also Tr. 18:8-15 (Petitioner’s
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counsel explaining “accessible” means accessible by the user and the only

way a user could access the information would beto viewit).

Patent Ownerdoesnot provide argumentspecific to limitation 1.9.

For the foregoing reasons, wefind Petitioner has madea persuasive

showing as to limitation 1.9 in view of Kubala.

Although Petitioner provides argument that Kubala alone teaches

“receiving and displaying a listing of which recipient PDA/cell phones have

transmitted a manual responseto said forced messagealert,” Petitioner also

argues that “Hammondalso providesthis disclosure.” Jd. at 38. Petitioner

provides evidence and argument that Hammond,like Kubala, teaches

tracking information about electronic messages that have been read by
recipients. /d. at 38-39 (citing Ex. 1006, 5:17-8:45, 10:5—11:48, Fig. 4,

Fig. 5A, Fig. 5B; Ex. 1003 { 123). However, Petitioner does not explain

how Kubalais being combined with Hammond. /d. at 40. Rather, Petitioner

refers to its argument regarding limitation 1.7; but, limitations 1.7 and 1.9

are distinct, and Petitioner fails to address the differences in the limitations

and explain howlimitation 1.9 is taught by the combination. /d. at 40.

For the foregoing reasons, we are not persuadedasto Petitioner’s

arguments regarding the combination of Kubala with Hammond.

c) Conclusion

For the foregoing reasons, Petitioner has demonstrated, by a

preponderance ofthe evidence, that claim 1 of the ’970 patentis
unpatentable under § 103 as obvious over the combination of Kubala with

Hammond.
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4. Claim 3

Claim 3 dependsdirectly from claim 1, and recites the system as in

claim 1, “wherein said data transmission meansis TCP/IP or another

communication protocol.” Ex. 1001, 9:64—65.

Petitioner argues persuasively that Kubala discloses the limitation of

claim 3 because Kubala discloses PDAs/cell phones communicating

according to TCP/IP or another communication protocol, such as Wi-Fi.

Pet. 40 (citing Ex. 1005 § 27, Fig. 1A; Ex. 1003 ¥ 127).

Patent Ownerdoesnotdispute Petitioner’s contentionsas to claim 3.

See generally PO Resp.

For the foregoing reasons, Petitioner has demonstrated, by a

preponderanceof the evidence,that claim 3 of the ’970 patentis

unpatentable under § 103 over the combination of Kubala with Hammond.
| 5. Claim 4

Claim 4 depends directly from claim 1, andrecites the system asin

claim 1, “wherein the responselist that is transmitted within the forced

messagealter software packetis a default responselist that is embedded in

the forced messagealert software application program.” Ex. 1001, 9:66—

10:2.

Aswediscussed above with regard to limitation 1.4 of claim 1,

Petitioner argues persuasively that Kubala’s menu 1120 in Figure 11C

teaches a responselist that is transmitted within the forced message alert

software packet. Supra Sec. II.D.3.a.5. Petitioner argues that Kubala

teaches that the responsesin the transmitted list of possible responses, e.g.,

the text strings “too busy right now,”“looks okay,” and “requested

declined,” can be default responses. Pet. 40-41 (citing Ex. 1005 q 57,

Fig. 11C). We are persuaded that Kubala teaches the text string that are
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used as menu items can be default responses because,as Petitioner points

out, “Kubala also explains that the text strings may be ‘required and

standardized within a data format specification, e.g., in a standard similar to

RFC 2822.’” Td. at 41 (citing Ex. 1005 4 57, 60; Ex. 1003 4§ 129-130).

Patent Ownerdoesnot dispute Petitioner’s contentions as to claim 4. See

generally PO Resp.

For the foregoing reasons, Petitioner has demonstrated, by a

preponderanceofthe evidence, that claim 4 of the ’970 patentis

unpatentable under § 103 over the combination of Kubala with Hammond.

6. Claim 5

Claim 5 dependsdirectly from claim 1, and recites the system as in

claim 1, “wherein the responselist that is transmitted within the forced

messagealert software packet is a custom responselist that is created at the

time the specific forced messagealert is created on the sender PDA/cell
phone.” Ex. 1001, 10:3-6.

Aswediscussed above with regard to limitation 1.4 of claim 1,

Petitioner argues persuasively that Kubala’s menu 1120 in Figure 11C

teachesa responselist that is transmitted within the forced messagealert

software packet. Supra Sec. IJ.D.3.a.5. Petitioner argues that Kubala

teaches that the text strings used as menu itemsin the responselist can be

configurable. Pet. 41-42 (citing Ex. 1003 {] 132-133). Wefind

Petitioner’s argument persuasive because Kubala discloses “(t]he text strings

that are used as menu items may beobtained in a variety of manners,” and

discloses an example in whichthetext strings are configurable:

the text strings may be configurable through the enhanced e-mail
application by allowing user-specifiable or system-
administrator-specifiable parameters. As anotheralternative, the
text strings may be extracted from the original e-mail message
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that was received from the sender, in which case the text strings
may have been configured as user-specifiable or system-
administrator-specifiable parameters in the sender’s instance of
the enhanced e-mail application.

Id. (quoting Ex. 1005 457). Patent Ownerdoes not dispute Petitioner’s

contentionsas to claim 5. See generally PO Resp.

For the foregoing reasons, Petitioner has demonstrated, by a

preponderanceofthe evidence, that claim 4 of the ’970 patentis

unpatentable under § 103 over the combination of Kubala with Hammond.

7. Claim 6

Claim 6 is similar to claim 1. However, claim 6 recites a method,

whereasclaim 1 recites a communication system. Petitioner sets forth where

the preamble and each limitation of claim 6 is taught by the combination of

Kubala and Hammond. Pet. 42-47. Patent Ownerdisputes Petitioner’s

contentions. Patent Owner’s arguments are madetogether with, and are the

same, as those for claim 1. PO Resp. 14-28.

Regarding the preamble of claim 6, Petitioner arguesthat, as set forth

in its arguments and evidence for limitations 1.1 and 1.3 of claim l, “Kubala
discloses a method for sending a forced-messagealert to one or more

recipient PDA/cell phones within a predetermined communication network.”

Pet. 42 (citing Ex. 1005 ff 26—27, 32-33, Fig. 1A; Ex. 1003 { 135).

Moreover, for the reasons arguedfor limitation 1.7, Petitioner argues

Hammonddisclosesthe ability to track the receipt and response to forced-

messagealerts. Jd. (citing Ex. 1006, code (57), 2:11-18, 3:1-4:28, 5:20—37,

10:6—22, 6:56~-8:45, FIG. 2). For our reasonsstated above for

limitations 1.1, 1.3, and 1.7, we are persuadedPetitioner has shown the

combination of Kubala and Hammondteachesor suggests the preamble of |
claim 6.

63

Page 86



Page 87

IPR2018-01079

Patent 8,213,970 B2

Forlimitation 6.1, Petitioner shows persuasively that Kubala teaches

“accessing a forced message alert software application program on a sender

PDA/cell phone,” relying on Kubala’s enhanced email application program

on a sender PDAandits arguments for limitation 1.4 of claim 1 as to why

Kubala’s enhanced email application program teaches a forced messagealert

software application program. Pet. 43 (citing Ex. 1005 f{ 13, 33-36, Fig.2;

Ex. 1003 § 136). For the same reasons westated above for limitation 1.4,

we are persuaded Kubala’senhanced email application teaches a forced

messagealert software application program on a sender PDA/cell phone.

Forlimitation 6.2, Petitioner showspersuasively that Kubala teaches

“creating the forced message alert on said sender PDA/cell phone by

attaching a voice or text message to a forced messagealert application

software packetto said voice or text message,” relying on its evidence and

argumentsfor limitation 1.5 that Kubala’s email message 214 with —

mandatory response flag 216 created on the sender PDAis a forced message

alert. Pet. 43 (citing Ex. 1005 9] 32-41, 54-61, Fig. 1A, 1B, 2-4; Ex. 1003

137). For the same reasons westated abovefor limitation 1.5, we are

persuaded Kubala’s email message with mandatory responseflag created on

the sender PDAis a forced messagealert, and that Kubala teaches

limitation 6.2

Forlimitation 6.3, Petitioner shows persuasively that Kubala teaches

“designating one or more recipient PDA/cell phonesin the communication

network,” relying on disclosure in Kubala that email messagesare sent to a

recipient. Pet. 43 (citing Ex. 1005 {J 32-44, 54-61, Fig. 1A, 1B, 2-5;

Ex. 1003 ¢ 138). We credit Mr. William’s testimony that a person of

ordinary skill in the art would have recognized that an email messaging

application to which recipients receive an email involves designating a
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recipient within the communication network. Ex. 1003 § 138. Indeed,

Kubala discloses that emails have message headers that provide information

aboutthe recipient of a message, suggesting a recipient has been designated.

Ex. 1005 7 37. For the reasons stated above, we are persuaded Kubala

teacheslimitation 6.3

Forlimitation 6.4, Petitioner shows persuasively that Kubala teaches

“electronically transmitting the forced messagealert to said recipient
PDA/cell phones,” relying on Kubala’s disclosure of sending outgoing email

messages flagged as a message to whicha recipientis required to provide a

mandatory response. Pet. 44 (citing Ex. 1005 J 32-44, 54-61, Fig. 1A, 1B,

2-5; Ex. 1003 J 139). Weare persuaded that Kubala teaches limitation 6.4

becausethe email (i.e., electronic mail) message is transmitted electronically

to arecipient PDA. See, e.g., Ex. 1005 ¥ 35.

Forlimitation 6.5, we are persuaded by Petitioner’s showing.

Petitioner relies on its evidence and arguments for limitation 1.5 of claim 1,

Pet. 44, for which we find, above, Petitioner shows Kubala teaches requiring

the recipient PDA/cell phone to transmit an automatic acknowledgementto

the sender PDA/cell phone as soonas the forced messagealert is received by

the recipient PDA/cell phone, supra Sec. I].D.3.b.1. Petitioner further relies

on its evidence and argumentfor limitation 1.7 of claim 1, Pet. 44, for which

wefind, above, Petitioner shows Kubala, either alone or in combination with

Hammond,teaches receiving and displayinga listing of which recipient

PDA/cell phones have automatically acknowledged the forced messagealert

and which recipient PDA/cell phoneshave not automatically acknowledged
the forced messagealert, supra Sec. II.D.3.b.3.a. For our reasons stated

aboveas to limitation 1.5 and 1.7, we are persuaded Kubala,either alone or

in combination with Hammond,teacheslimitation 6.5.
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Forlimitation 6.6, Petitioner shows persuasively that the combination

of Kubala and Hammondteach “periodically resending the forced message

alert to the recipient PDA/cell phonesthat have not acknowledged receipt,”

relying on its evidence and argumentsfor limitation 1.8 of claim 1. Pet. 44.

‘As wediscussed for limitation 1.8, we are persuaded the combination of

Kubala and Hammondteach “periodically resending said forced message

alert to said recipient PDA/cell phonesthat have not automatically

acknowledged the forced message alert. Supra Sec. II.D.3.a.6. For the same

reasons, weare persuaded the combination of Kubala and Hammondteaches

limitation 6.6.

For limitation 6.7, Petitioner shows persuasively that Kubala teaches

“receiving responsesto the forced message alert from the recipient PDA/cell
phones and displaying the response from each recipient PDA/cell phone,”

relying on Kubala’s disclosure that the sending PDA (e.g., computing

device 202) may receive an email message 218 from a recipient PDA(e.g.,

computing device) in response to email message 214 with mandatory

response flag 216. Pet. 45 (citing Ex. 1005 {{] 33-36; Ex. 1003 § 142).

Petitioner argues persuasively that the received email would have been

displayed on the PDA,relying on Mr. William’s testimonythat the ability to

display email has beenin place at least since 1993 with the IBM Simon. Jd.
(citing Ex. 1003 4 143). We credit Mr. William’s testimony. Indeed,
Kubala depicts PDAsas having display screens in Figure 1A, Ex. 1005,

Fig. 1A, and wefind credible Mr. William’s assertion that emails were

displayed, based on our observation that the message comprises text, which

wefind indicates the message would be viewed on a display. For the

foregoing reasons, we are persuaded Kubala teacheslimitation 6.7.

66

Page 89



Page 90

IPR2018-01079

Patent 8,213,970 B2

Forlimitation 6.8, Petitioner shows persuasively that Kubala teaches

“providing a manualresponselist on the display of the recipient PDA/cell

phonethat can only be cleared by the recipient providing a required response

from thelist,” relying on its evidence and argumentsfor limitations 1.5 and

1.6 of claim 1. Pet. 46 (citing Ex. 1005 J 9, 33-36, 40, 41, 47, 54-60.

Fig. 2, 8, 10, 11A, 11C; Ex. 1003 ¢ 144). For reasons we discussed above

for limitation 1.5, we are persuaded Kubala teaches providing a manual

responselist on the display of a recipient PDA,asis illustrated in

Figure 11C. For reasons we discussed abovefor limitation 1.6, we are

persuaded Kubala teaches requiring a required manual response from the

responselist by the recipient in orderto clear recipient’s responselist from

recipient’s cell phone display. Therefore, we are persuaded Kubala teaches

limitation 6.8

For limitation 6.9, Petitioner persuasively shows Kubala teaches

“clearing the recipient’s display screen or causing the repeating voicealert to

cease uponrecipient selecting a response from the responselist required that

can only be cleared by manually selecting and transmitting a response to the

manualresponselist,” because Kubala discloses that a user can select a

response from a menuofresponses, and after selecting a response, a user

presses the INSTANTbutton, thereby closing the windowandclearing the

display and generating a reply message. Pet. 46-47 (citing Ex. 1005 4 57,

Fig. 11C; Ex. 1003 ¢ 145-147). Petitioner points out that although the

embodimentillustrated in Figure 11C showsthat a user can select CANCEL

to close the window without sending a reply, Kubala also teaches that a

recipient can be prevented from closing a review ofthe received email

message, from deleting the received email message, and from exiting the

emailapplication until the recipient has respondedto the received email
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message. Id. at 47 (citing Ex. 1005 7.9). Furthermore, as we discussed

abovefor limitation 1.6, Petitioner has shown persuasively that Kubala

teaches combiningthese features. For the foregoing reasons, Petitioner has
shownthat Kubala teacheslimitation 6.9.

Patent Ownerdisputes Petitioner has shown unpatentability, butits

arguments are made together with claim 1, PO Resp. 14—28, and we

addressed such arguments in our discussion above for claim 1. For the same

reasons as above, wefind Patent Owner’s arguments unavailing.

For the foregoing reasons, Petitioner has demonstrated, by a

preponderanceofthe evidence, that claim 6 of the *970 patentis

unpatentable under § 103 over the combination of Kubala with Hammond.

8. Claim 7

Claim 7 dependsdirectly from claim 6, and recites the method as in
claim 1, “wherein each PDA/cell phone within a predetermined

communication network is similarly equipped and has the forced message

alert software application program loadedonit.” Ex. 1001, 10:42-45.

As wediscussed above with regardto limitations 1.1 and 1.4 of

claim 1, Petitioner argues persuasively that Kubala teaches a predetermined

networkofparticipants, wherein each participant has a similarly equipped

PDA/cell phone(limitation 1.1) and a forced messagealert application .

software application program loaded on each participating PDA/cell phone

(limitation 1.4). Supra Sec. I1.D.3.a.2, 1.D.3.a.5; Pet. 48-50. Patent Owner

does not dispute Petitioner’s contentions as to claim 7. See generally PO
Resp.

For the foregoing reasons, Petitioner has demonstrated, by a

preponderance of the evidence, that claim 7 of the ’970 patentis
unpatentable under § 103 over the combination of Kubala with Hammond.
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9. Claim 8

Claim 8 dependsdirectly from claim 6, and recites the method as in

claim 1, “wherein said forced message alert application software packet
contains a responselist, wherein said responselist is a default list embedded

in the forced messagealert software application program.” Ex. 1001, 10:46-

49.

Aswediscussed above with regard to claim 4, Petitioner argues

persuasively that Kubala teaches a responselist that is transmitted within the

forced messagealert software packetthat is a default list that is embedded in

the forcedmessagealert software application program. Supra Sec. I.D.5;
Pet. 50. Patent Ownerdoesnot dispute Petitioner’s contentionsas to

claim 8. See generally PO Resp.

For the foregoing reasons, Petitioner has demonstrated, by a

preponderanceof the evidence, that claim 8 of the ’970 patentis

unpatentable under § 103 over the combination of Kubala with Hammond.

10. Claim 9

Claim 9 dependsdirectly from claim 6, and recites the methodas in
claim 1, “wherein said forced messagealert application software packet

contains a responselist, wherein said responselist is a custom responselist

that is created at the time the specific forced messagealert is created on the

sender PDA/cell phone.” Ex. 1001, 10:50—54.

Aswediscussed above with regard to claim 5, Petitioner argues

persuasively that Kubala teaches a responselist that is transmitted within the

forced messagealert software packet that is a custom responselist thatis

created at the time the specific forced messagealert is created on the sender

PDA/cell phone. Supra Sec. II.D.6; Pet. 50-51. Patent Owner does not

dispute Petitioner’s contentions as to claim 9. See generally PO Resp.
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For the foregoing reasons, Petitioner has demonstrated, by a

preponderanceof the evidence, that claim 9 of the ’970 patentis

unpatentable under § 103 over the combination of Kubala with Hammond.

E. Asserted Obviousness Over Hammond, Johnson, and Pepe; Asserted
Obviousness Over Hammond, Johnson, Pepe, and Banerjee

Petitioner contendsthat claims 1 and 3—9 are unpatentable under 35
U.S.C. § 103 as obvious over the combination of Hammond, Johnson, and

Pepe,or alternatively, over the combination of Hammond,Johnson, and

Pepe with Banerjee. Pet. 12, 51-78. Patent Ownerdisputes Petitioner’s

contentions. PO Resp. 28-39.

1. Johnson (Ex. 1007)

Johnson generally discloses a method and system havinga plurality of

enrolled users and electronic mail objects that may be transmitted and

received between users. Ex. 1007, [57]. The method and system include

designating an electronic mail object as requiring a specific response and

transmitting the electronic mail object to a recipient. Jd. The recipient of

the electronic mail object is prompted for a specific response when the

recipient opensthe electronic mail object and is prohibited from performing

other actions until the required specific response it entered by the recipient.

Ia.

2. Pepe (Ex. 1008)

Pepe generally discloses a personal communications internetwork

(‘PCY’) that provides a network subscriber with the ability to remotely

control receipt and delivery of wireless and wireline voice and text

messages. Ex. 1008, 3:45-48. The PCI operates as an interface between

various wireless and wireline networks, and also performs mediatranslation

wherenecessary. Id. at 3:48-51. The PCI permits the subscriber to send
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and receive messages between disparate networks and messaging systems.

Id. at 5:56-59. A database maintains the subscriber’s message receipt and

delivery options. Jd. at 3:51-54.

. 3. Analysis

After considering the arguments and evidence submitted by the

parties, we determine Petitioner has not shown claims 1 and 3—9 would have

been obvious over the combination of Hammond, Johnson, and Pepe, or

alternatively, over the combination of Hammond,Johnson, and Pepe with

Banerjee, because the Petition fails to specify with particularity what

elementin thepriorart discloses a “forced messagealert software packet,”

as recited in independent claim 1, and a “forced messagealert application

software packet,” as recited in independent claim 6. Petitioner’s showing as

to claims 3-5 and 7-9, which dependeither from claim 1 or6, are deficient

for the same reasons.

Claims1 and6recite that a “forced messagealert” is created by

attaching a “forced messagealert [application] software packet”to a voice or

text message. Ex. 1001, 9:14—23, 10:14-17. For claim 1, Petitioner asserts

that Hammond, Johnson, and Pepe alone each disclose transmission to a

recipient computer of a forced messagealert, but does not specify what
elementin the prior art it contendsis the asserted forced message alert, much

less how the forced messagealert includes aforced messagealert

[application] software packet. Pet. 60. Petitioner’s argumentis reproduced

below:

The combination of Hammond, Johnson, and Pepe disclose this
limitation [limitation 1.5]. In particular, Hammond and Johnson
each alone disclose the transmission of forced messagealerts to
recipient computers. (See Hammondat Abstract, 1:66-2:50, 3:1-
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4:28, 5:17-61, 6:3-19; Johnson, 1:58-61, 2:1-35, 3:64-4:42, 6:60-
65.)

Id. Petitioner’s argumentfor claim 6 merely refers to the argumentfor

claim 1, and therefore is likewise deficient:

As set forth above (supra claim [1.5]), the combination of
Hammond,Johnson, and Pepeteachesor suggests the features of
this limitation. (See Hammond, Abstract, 1:66-2:50, 3:1-4:28,
5:17-61; Johnson, 1:58-61, 2:1-35, 3:64-4:42, 6:60-65; Pepe,
34:8-36:51, 5:17-20, FIGS. 28-45.)

Id. at 71.

Petitioner’s contentions are insufficient for two reasons. First,

Petitioner does not identify what element in each referenceit contendsis the

“forced messagealert.” Instead, Petitioner places the burden on Patent

Ownerand the Board tosift through several columnsof text to guess what

Petitioner contendsis a “forced messagealert.” Second, even if we were to

identify a potential candidate “forced message alert,” we would next have to

speculate as to which part Petitioner contendsis the “message” and which
> 

part is the “packet”—a task which we do not undertake. Ourrules require

that a petition specify with particularity where each elementof a claim is

foundin the prior art, and include a detailed explanation ofthe relevance of
the prior art to the claim. 37 C.F.R. § 42.104(b)(4) (“[t]he petition must

specify where each elementofthe claim is found in the prior art patents or

printed publications relied upon’’); id. § 42.22(a)(2) (“[e]lach petition . . .

must include . . . a detailed explanation of the significance of the evidence

including material facts”); id. § 42.104(b)(5) (“[t]he petition mustset forth

... the relevance of the evidence to the challenge raised, including

identifying specific portions of the evidence that support the challenge”). As

the Federal Circuit has explained,“[i}]n an IPR, the petitioner has the burden
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from the onset to show with particularity why the patentit challengesis

unpatentable.” Harmonic Inc. v. Avid Tech., Inc., 815 F.3d 1356, 1363 (Fed.

Cir. 2016). Petitioner’s citation to several columnsoftext is not sufficient to

specify where the claimed “packet” is found in the prior art. 37 C.F.R.

§§ 42.22(a)(2), 42.104(b)(4), 42.104(b)(5). |
Therefore, we find the Petition fails to show with particularity why the

challenged claims are unpatentable.
In the Institution Decision, we identified the deficiency in thePetition:

Wedo notdiscern any identification in the Petition of where or
how the asserted references disclose a “forced message alert
software packet.” Petitioner asserts that Hammond, Johnson,
and Pepe alone each disclose transmission of a forced message
alert to a recipient computer. Pet. 60. Petitioner cites to various
disclosure in each reference. Jd. However, Petitioner does not
explain how the messages transmitted in these references
comprise a voice or text message and a forced message alert
software packetattached thereto. Jd.

Inst. Dec. 36. Patent Owner agrees in the Responsethat the Petition is

deficient:

Patent Owneragrees with and adopts the Board’s findings that
each and every elementis not disclosed or suggested by the prior
art references in Grounds 2—3 [Hammond, Johnson, and Pepe,
with or without Banerjee], and that the Petition neither identifies
nor describes how the references in Grounds 2—3 comprise a
voice or text message and a forced messagealert software packet.
Paper 9 at 36; Ex. 2005, 4 48. .

PO Resp.29.

Petitioner attempts, improperly, to cure the defect in the Petition by

introducing more specific contentions in the Reply. The Reply specifies

with particularity Petitioner’s contentions, for the first time, regarding what
elements in the prior art disclose the claimed “packet,” and providesat least
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someindication as to how the packetis attached to a message. Pet.

Reply 19. Petitioner explicitly identifies Hammond’s “message delivery

information”as disclosing the claimed “packet,” explaining that the

“message delivery information” can be stored with a message as a header.

Id. Petitioner also explicitly identifies Johnson’s “persistent reply attribute”

' as disclosing the claimed “packet,” explaining that the “persistent reply
attribute” is described as a mechanism for forcing a recipient to reply to an

electronic mail object. /d. These contentions in the Reply exemplify the

level of specificity that could have been, but were not, in the Petition.
Moreover, these contentions illustrate the challenge we would have faced

had wetried to speculate, based on the Petition, as to Petitioner’s positions

on whatconstitutes the claimed “packet.” Neither Hammond nor Johnson

use the term “forced messagealert [application] software packet,” and there

is need for identification, and an explanation as to why Hammond’s

“message delivery information” and Johnson’s “persistent reply attributes,”

would have been consideredto be the claimed “packet.” See id. Petitioner’s
identification and explanation for the first time in the Reply comestoolate.

The Reply may only respondto argumentraised in the Patent Owner

Response. 37 C.F.R. § 42.23(b) (“A reply may only respond to arguments

raised in the corresponding opposition, patent owner preliminary response,

or other patent owner response”). However, even if responsive, a reply is

not an opportunity to cure a deficiency in the petition, such as by providing

the argument necessary to make outa primafacie case of unpatentability.

See Office Patent Trial Practice Guide, 77 Fed. Reg. 48,756 at 48,767

(Aug. 14, 2012) (‘Patent Trial Practice Guide’). (“While replies can help

crystalize issues for decision, a reply that raises a new issueor belatedly

presents evidence will not be considered and maybe returned . . . [e]xamples
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of indications that a new issue has beenraisedin a reply include new

evidence necessary to make out a primafacie case for the patentability or

unpatentability of an original or proposed substitute claim, and new evidence

that could have been presentedin a priorfiling”).

Because the new contentions in the Reply are introducedbelatedly, to

make out a primafacie case of unpatentability that could have been

presented in the Petition, we do not consider them inissuing our Final

Decision. Patent Trial Practice Guide at 48,767; Harmonic Inc., 815 F.3d at -

1363.

For the foregoing reasons, Petitioner has not demonstrated, by a

preponderanceof the evidence, that claims 1 and 3-9 of the’970 patent are

unpatentable under § 103 over the combination of Hammond, Johnson,and

Pepe or over the combination of Hammond, Johnson, Pepe, and Banerjee.'*

III. CONCLUSION'"®

In summary:

Claims 35 Reference(s)/Basis Claims
US.C.§ Not shown

Unpatentable|Unpatentable

Kubala, Hammond
 
'4 Petitioner relies on Banerjee for the teaching of a touchscreen display
only, and does not provide argumentsthat alter our analysis. Pet. 77—78.
'S Should Patent Owner wish to pursue amendmentofthe challenged claims
in a reissue or reexamination proceeding subsequentto the issuanceofthis
Final Decision, we draw Patent Owner’sattention to the April 2019 Notice
Regarding Optionsfor Amendments by Patent Owner Through Reissue or
Reexamination During a Pending AIA Trial Proceeding. See 84 Fed. Reg.
16,654 (Apr. 22, 2019). If Patent Ownerchoosesto file a reissue application
or a request for reexamination of the challenged patent, we remind Patent
Ownerofits continuing obligation to notify the Board of any such related
matters in updated mandatory notices. See 37 C.F.R. § 42.8(a)(3), (b)(2).
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Johnson, Pepe

1, 3-9 § 103(a)|Kubala, Hammond, 1, 3-9
Johnson, Pepe,
Banerjee .

ssOutcome

IV. ORDER

    
In consideration of the foregoing,it is hereby

ORDEREDthatPetitioner has demonstrated by a preponderance of

the evidence that claims | and 3—9 ofU.S. Patent No. 8,213,970 B2 are

unpatentable; and

FURTHER ORDEREDthatbecausethis is a Final Written Decision,

any party to the proceeding seeking judicial review of the decision must

comply with the notice and service requirements of 37 C.F.R. § 90.2
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FOR PETITIONER:

Jonathan Tuminaro

jtuminar-ptab@sternekessler.com

Robert Sokohl

rsokohl-ptab@sternekessler.com

Karen Wong-Chan
kwchan-ptab@sternekessler.com

FOR PATENT OWNER:

Vincent Rubino

vrubino@brownrudnick.com

Peter Lambrianakos

plambrianakos@brownrudnick.com

Enrique Iturralde
eiturralde@brownrudnick.com
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CERTIFICATE OF FILING ~

Pursuant to 37 C.F.R. §§ 90.2(a)(1) and 104.2(b), the undersigned hereby

certifies that on January 21, 2020, the original of the foregoing Notice of Appeal

wasfiled with the Director of the United States Patent and Trademark Office by

hand-delivery, at the following address:

Director of the United States Patent and Trademark Office
c/o Office of General Counsel

10B20, Madison Building East
600 DulanyStreet

Alexandria, VA 22314-5793

In addition, pursuant to 37 C.F.R. § 90.2(a)(1) and 37 C.F.R. §42.6(b), the

undersignedcertifies that on January 21, 2020, a copy of the foregoing Notice of

Appeal wasfiled electronically with the Board through the Board’s Patent Review

Processing System.

In addition, pursuant to 37 C.F.R. § 90.2(a)(2) and Federal Circuit Rule

15(a)(1), the undersignedcertifies that on January 21, 2020, the requisite fee for

the appeal and a true and correct copy of the foregoing Notice of Appeal were

electronically filed with the Clerk of Court of the United States Court of Appeals

for the Federal Circuit at the following address http://ecf.cafc.uscourts.gov.
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BROWN RUDNICK LLP

7 Times Square
New York, NY 10036
Telephone: 212-209-4800
Facsimile: 212-209-4801

Email: vrubino@brownrudnick.com
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Pursuant to 37 CFR § 42.6(e)(4) and 37 C.F.R. § 90.2(a)(3)(11), the

undersigned certifies that on January 21, 2020, a true and correct copy ofthe

foregoing the PATENT OWNER’S NOTICE OF APPEALwasserved via email

on the Petitioner by serving the correspondence email addresses of record below:

Robert E. Sokohl (Reg. No. 36,013)
Ryan C. Richardson (Reg. No. 67,254)
Dohm Chankong (Reg. No. 70,524)
STERNE, KESSLER, GOLDSTEIN & FOX, P.L.L.C.
1100 New York Avenue, N.W.

Washington, D.C., 20005,
Phone: (202) 371-2600
Facsimile: (202) 371-2540
rsokohl-PTAB@sternekessler.com
rrichardsonPTAB@sternekessler.com
dchankong-PTAB@sternekessler.com
‘PTAB@sternekessler.com

January 21, 2020 By: /Vincent J. Rubino, Ill
Vincent J. Rubino,IIT (Reg. No. 68,594)
Lead Counsel for Patent Owner

BROWN RUDNICK LLP

7 Times Square
New York, NY 10036

Telephone: 212-209-4800
Facsimile: 212-209-4801

Email: vrubino@brownrudnick.com
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

GOOGLELLC,
Petitioner,

Vv.

AGIS SOFTWARE DEVELOPMENT, LLC,
Patent Owner.

IPR2018-01079

Patent 8,213,970

Before TREVOR M. JEFFERSON, CHRISTA P. ZADO,and
KEVIN C. TROCK,Administrative Patent Judges.

ZADO, Administrative Patent Judge.

JUDGMENT

Final Written Decision

Determining All Challenged Claims Unpatentable
35 U.S.C. § 318(a)
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I. INTRODUCTION

Wehaveauthority to hear this interpartes review under 35 U.S.C.

§ 6. This Final Written Decision issues pursuant to 35 U.S.C. § 318(a) and

37 C.F.R. § 42.73. For the reasons discussed herein, we determine that

Google LLC (“Petitioner”)! has shown, by a preponderance of the evidence,

that claims 1 and 3—9 (“challenged claims”) of U.S. Patent No. 8,213,970 B2

(Ex. 1001, “the ’970 patent’’) are unpatentable. See 35 U.S.C. § 316(e)

(2012); 37 C.F.R. § 42.1(d) (2017).

A. Procedural History

Petitioner filed a Petition for interpartes review of claims 1 and 3-9

of the ’970 patent. Paper 2 (“‘Pet.” or “Petition”). AGIS Software

Development, LLC (“Patent Owner’’)* subsequently filed a Preliminary

Response. Paper 6 (“Prelim. Resp.”). Petitioner field an authorized Reply

to Patent Owner’s Preliminary Response. Paper 8. On November20, 2018,

the Board entered a decision instituting an inter partes review ofall claims

and all grounds presented in the Petition. Paper 9 (“Institution Decision” or

“Inst. Dec.”).

After institution, Patent Ownerfiled a Responseto the Petition.

Paper 17 (“Response”or “PO Resp.”’). Petitioner thereafter filed a Reply to

Patent Owner’s Response. Paper 22 (“Pet. Reply” or “Reply”). Patent

Ownerfiled a Sur-reply to Petitioner’s Reply to Patent Owner’s Response.

' Pursuant to 37 C.F.R. § 42.8, Petitioner identifies as real parties-in-interest
Google LLC, Huawei Device USA Inc., Huawei Device Co., Ltd., Huawei
Device (Dongguan) Co., Ltd., Huawei Technologies USA Inc., Huawei
Technologies Co., Ltd., and LG Electronics, Inc. Pet. 79.
2 Pursuant to 37 C.F.R. § 42.8, Patent Owneridentifies only itself as a real
party-in-interest. Paper 5, 1.
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Paper 27 (“‘Sur-reply”). Patent Owneralso filed a Request for Rehearing of

the Institution Decision, Paper 12, which we denied, Paper26.

An oral hearing was held on Sept. 5, 2019. A transcript of the hearing
is included in the record. Paper 33 (“Tr.”).

B. Related Matters

The parties advise that the 970 patent has been asserted in AGIS

Software Development LLC v. Huawei Device USA Inc.et al., No, 2:17-cv-

00513 (E.D. Tex.); AGIS Software Development LLC v. HTC Corporation,

No. 2:17-cv-00514 (E.D. Tex.); AGIS Software Development LLC v. LG

Electronics, Inc., No. 2:17-cv-00515 (E.D. Tex.); AGIS Software

Development LLC v. Apple Inc., No. 2:17-cv-00516-JRG (E.D. Tex.); AGIS

Software Development LLC v. ZTE Corporationet al., No. 2:17-cv-00517

(E.D. Tex.). Pet. 79-80; Paper 5, 3-4. Patent Ownerfurther advises that the

970 patent and patents related to the ’970 patent are the subject of various

filings requesting inter partes review. Paper 5, 2—3 (table identifying inter

partes review case numbers)

C. The ’970 Patent

The ’970 patent generally discloses a specialized software application

program on a personal computer (“PC”) or PDA/cell phone for creating and

processing forced messagealerts. Ex. 1001, code (57). The specification of

the ’970 patent (“Specification”) discloses it is desirable for a PDA/cell

phoneuserto be able to simultaneously send Digital Smart Message Service

(“SMS”) or TCP/IP messagesto a large group of PCs or cell phones using

cellular technology (such as GSM or CDMA)or WiFi. Jd. at 1:51-57. The
Specification further discloses that in somesituations it is additionally

desirable to know which PCs and PDA/cell phonesreceived the message,

which PCs and PDA/cell phones did not receive the message, and the
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responseof each recipient of the message. Jd. at 1:57-61. “Asa result,

what is needed is a method in which a sender of a text or voice message can

force an automatic acknowledgement uponreceipt from a recipient’s cell

phone or PC and a manualresponse from the recipient via the recipient’s

cell phone or PC.” Jd. at 1:65-67. In addressing these issues, the

Specification discloses “[t]he heart of the inventionlies in [a] forced

messagealert software application program provided in each PC or

PDA/cell phone.” Jd. at 4:47-49. The software providesthe ability to

(a) allow an operator to create and transmit a forced message
alert from a sender PDA/cell phone to one or more recipient PCs
and PDA/cell phones within the communication network; (b)
automatically transmit an acknowledgement of receipt to the
sender PDAcell phone upon the receipt of the forced message
alert; (c) periodically resend the message to the recipient PCs and
PDA/cell phones that have not sent an acknowledgement; (d)
provide an indication of which recipient PCs and PDA/cell
phones have acknowledgedthe forced messagealert; (e) provide
a manual responselist on the display of the recipient PC and
PDA/cell phone's display that can only be cleared by manually
transmitting a response; and (f) provide an indication on the
sender PDA/cell phone of the status and content the manual
responses.

Id., code (57). The Specification explains that a forced messagealert is

comprised of a text or voice message and a forced messagealert software

packet. Jd. at 2:11—13, 8:23—25

D. Illustrative Claims

Petitioner challenges claims 1 and 3-9 of the ’970 patent. Pet. 12.

Claims 1 and 6 are independent. Claim 1, reproduced below,is illustrative.

1. A communication system for transmitting,
receiving, confirming receipt, and responding to an
electronic message, comprising:
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[1.1] a predetermined network of participants,
wherein each participant has a similarly equipped
PDA/cell phone that includes a CPU and a touch
screen display and a CPU memory;

[1.2] a data transmission meansthat facilitates the
transmission of electronic files between said

PDA/cell phonesin different locations;

[1.3] a sender PDA/cell phone and at least one
recipient PDA/cell phone for each electronic
message;

[1.4] a forced message alert software application
program including a list of required possible
responsesto be selected by a participant recipient of
a forced message response loaded on each
participating PDA/cell phone;

[1.5] means for attaching a forced message alert
software packet to a voice or text message creating
a forced message alert that is transmitted by said
sender PDA/cell phone to the recipient PDA/cell
phone, said forced message alert software packet
containing a list of possible required responses and
requiring the forced messagealert software on said
recipient PDA/cell phone to transmit an automatic
acknowledgement to the sender PDA/cell phone as
soon as said forced messagealert is received by the
recipient PDA/cell phone;

[1.6] means for requiring a required manual
response from the responselist by the recipient in
order to clear the recipient’s response list from
recipient’s cell phone display;

[1.7] meansfor receiving and displaying a listing of
which recipient PDA/cell phones have
automatically acknowledged the forced message
alert and which recipient PDA/cell phones have not
automatically acknowledged the forced message
alert;
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[1.8] means for periodically resending said forced
messagealert to said recipient PDA/cell phones that
have not automatically acknowledged the forced
messagealert; and

[1.9] meansfor receiving and displaying a listing of
which recipient PDA/cell phones have transmitted a
manual response to said forced message alert and
details the response from each recipient PDA/cell
phone that responded.

Ex. 1001, 8:65-9:39 (brackets and numbering added).

Page 109

Claim 6, reproduced below,alsois illustrative.

6. A method of sending a forced message alert to
one or more recipient PD A/cell phones within a
predetermined communication network, wherein
the receipt and responseto said forced messagealert
by each intended recipient PDA/cell phone is
tracked, said method comprising the stepsof:

[6.1] accessing a forced message alert software
application program on a sender PDA/cell phone;

[6.2] creating the forced message alert on said
sender PDA/cell phone by attaching a voice ortext
message to a forced message alert application
software packet to said voice or text message;

[6.3] designating one or more recipient PDA/cell
phonesin the communication network;

[6.4] electronically transmitting the forced message
alert to said recipient PDA/cell phones;

[6.5] receiving automatic acknowledgements from
the recipient PDA/cell phones that received the
messageand displaying a listing of which recipient
PDA/cell phones have acknowledged receipt of the
forced message alert and which recipient PDA/cell
phones have not acknowledgedreceipt of the forced
messagealert;
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[6.6] periodically resending the forced message
alert to the recipient PDA/cell phones that have not
acknowledgedreceipt;

[6.7] receiving responsesto the forced messagealert
from the recipient PDA/cell phones and displaying
the response from each recipient PDA/cell phone;
and

[6.8] providing a manual responselist on the display
of the recipient PDA/cell phone that can only be
cleared by the recipient providing a required
responsefrom thelist;

[6.9] clearing the recipient’s display screen or
causing the repeating voice alert to cease upon
recipient selecting a response from the responselist
required that can only be cleared by manually
selecting and transmitting a response to the manual
responselist.

Ex, 1001, 10:7—41 (brackets and numbering added).

E. Prior Art and Asserted Grounds of Unpatentability

Petitioner asserts that claims 1 and 3~9 would have been unpatentable

on the following grounds (Pet. 12):
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Claim(s) Challenged|35 U.S.C. § Reference(s)/Basis
Kubala,? Hammond‘
Hammond, Johnson,’ Pepe’
Hammond, Johnson, Pepe

Petitioner relies on the declaration of David Hilliard Williams,

  
 

 

  

Ex. 1003 (“Williams Declaration”), and the supplemental declaration of Mr.

Williams, Ex. 1023 (“Williams Supplemental Declaration”), to support its

contentions.

Il. ANALYSIS

A. Legal Principles

A claim is unpatentable under § 103(a) if the differences between the
claimed subject matter and the prior art are such that the subject matter, as a

whole, would have been obviousat the time the invention was madeto a

person having ordinary skill in the art to which said subject matter pertains.

KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406 (2007). The question of

obviousnessis resolved onthe basis.of underlying factual determinations,

including (1) the scope and content of the prior art; (2) any differences

between the claimed subject matter and the prior art; (3) the level of skill in

the art; and (4) when in evidence, objective indicia of non-obviousness

3 U.S. Patent Publication 2006/0218232 Al, filed March24, 2005 and
published September 29, 2006. Ex. 1005 (“Kubala”).
4U.S. Patent 6,854,007 B1, filed September 17, 1998 and issued Febuary 8,
2005. Ex. 1006 (“Hammond”).
> U.S. Patent 5,325,310, filed June 26, 1992 and issued June 28, 1994.
Ex. 1007 (“Johnson’’).
6 U.S. Patent 5,742,905, filed September 19, 1994 and issued April 21, 1998.
Ex. 1008 (“Pepe”).
7U.S. Patent Publication 2003/0128195 A1, filed January 8, 2002 and
published July 10, 2003. Ex. 1009 (“Banerjee”).

8
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(i.e., secondary considerations). Graham v. John Deere Co., 383 U.S. 1,

17-18 (1966). “Tosatisfy its burden of proving obviousness,a petitioner

cannot employ mere conclusory statements. The petitioner must instead

articulate specific reasoning, based on evidenceofrecord, to support the

legal conclusion of obviousness.” Jn re Magnum Oil Tools Int’l, Ltd., 829

F.3d 1364, 1380 (Fed. Cir. 2016).

B. Level ofOrdinary Skill in the Art

Petitioner asserts that a person ofordinary skill in the art in the field

of the ’970 patent would have hadeither (1) a Bachelor of Science degree in

electrical engineering or an equivalentfield, with three to five years of

academic or industry experiencein the field of electronic communications,

or (2) a Master of Science degree in electrical engineering or an equivalent

field, with two to four years of academic experiencein the samefield.

Pet. 9-10 (citing Ex. 1003 f¥ 29-30).

Patent Ownerasserts that a person of ordinaryskill in the art would
have had at least a bachelor’s degree in computer science, computer

engineering, or equivalent with one to two years of experiencein the field of

computer programming with a focus on building systems such as GPS-based

localization and network transmission. PO Resp.7 (citing Ex. 2005 {{ 18-

20). Patent Ownerfurther asserts that extensive experience and technical

training might substitute for educational requirements, while advanced

degrees might substitute for experience. /d. (citing Ex. 2005 JJ 18-20).

The parties agree that an ordinarily skilled artisan in the field of the

°970 patent would have had a bachelor’s degree in the pertinent technical

’ Neither party presents arguments or evidence of secondary considerations,
which therefore do not constitute part of our analysis.

9
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field, and a few years of experience and/or more advanced education in the

pertinent field. Therefore, we determine a person ofordinary skill in the art

would have had a bachelor’s degreein electrical engineering, computer

science, or computer engineering, or equivalent, and two to four years of

additional experience, either work or educational, in the field of electrical

communications. We do not adopt Patent Owner’s assessmentthat a skilled

artisan would have focused on building systems such as GPS-based

localization and network transmission. PO Resp. 7. Patent Ownerfails to

explain howthis is pertinent to the field of the 970 patent, which relates to

providing computers and/or PDA/cell phones with forced messagealert

software that enables users to create and send messagealerts.

Wenotethat the level of skill in the art also may be reflected in the

prior art. See Okajima v. Bourdeau, 261 F.3d 1350, 1355 (Fed. Cir. 2001);

In re GPAC Inc., 57 F.3d 1573, 1579 (Fed. Cir. 1995); In re Oelrich,

579 F.2d 86, 91 (CCPA 1978).

C. Claim Construction

1. Introduction

In an inter partes review filed before November 13, 2018, claim terms

in an unexpired patent are given their broadest reasonable construction in

light of the specification of the patent.’ Consistent with that standard, we

assign claim termstheir ordinary and customary meaning, as would be

understood by oneofordinary skill in the art at the time of the invention, in

° This standard applies to inter parties reviewsfiled before November13,
2018. 77 Fed. Reg. 48727 (Aug. 14, 2012) (codified at 37 C.F.R.
§ 42.100(b)), as amendedat 81 Fed. Reg. 18766 (Apr. 1, 2016); see also 83
Fed. Reg, 51340 (Oct. 11, 2018) (amending 37 C.F.R. § 42.100(b) effective
November13, 2018) (now codified at 37 C.F.R. § 42.100(b) (2019)).

10

Page 113



Page 114

IPR2018-01079

Patent 8,213,970 B2

the context of the entire patent disclosure. See In re Translogic Tech., Inc.,

504 F.3d 1249, 1257 (Fed. Cir. 2007).

Wenotethat the district court issued an order construing termsof the

°970 patent in AGIS Software Development LLC v. Huawei Device USA Inc.

et al., No. 2:17-cv-00513 (E.D. Tex.) on October 10, 2018. Ex. 3001, 9-29

(“District Court Claim Construction Order’). We have considered the

district court’s constructions.

2. Terms to be Construed Expressly

Petitioner proposes that we construe as means-plus-function under 35

U.S.C. § 112, J 6, the terms in claim 1 that include the word “means,”i.e.,

limitations 1.2 and 1.5 to 1.9. Pet. 10-12. Patent Owneragrees these terms

should be construed as means-plus-function, and further argues we should

adopt the constructions entered in the district court proceeding for the

purposes of consistency across proceedings. Prelim. Resp. 9-14."

Weagree these terms should be construed under § 112, 6. A claim

limitation is presumed to invoke § 112, § 6, whenit uses the term “means”

in combination with functional language, as is the case here. Signtech USA,

Ltd. v. Vutek, Inc., 174 F.3d 1352, 1356 (Fed. Cir. 1999). Having

determined limitations 1.2 and 1.5 to 1.9 are to be construed under § 112,

{ 6, below weset forth identification of the function recited in each

'0 We note that priorto institution, Patent Owner did not provide any
proposal regarding construction oflimitations 1.2 and 1.5 to 1.9, see
generally Prelim. Resp., and we adopted preliminary constructions based on
Petitioner’s proposals, as well as the evidence in the recordat the time, Inst.
Dec. 9-16. After institution, Patent Owner proposed that we construe the
limitations in accordancewith the district court’s constructions, but did not

provide any argumentor evidence to support its proposal other than to argue
that the Board’s constructions should be consistent with that of the district

court. PO Resp. 9-14.

11
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limitation and the correspondingstructure in the written description of the

Specification that performs each function. See Asyst Techs, Inc. v. Empak,

Inc., 268 F.3d 1364, 1369 (Fed. Cir. 2001) (“The first step in construing a

means-plus function limitation is to identify the function explicitly recited in

the claim. The next step is to identify the corresponding structure set forth

in the written description that performsthe particular function set forth in the

claim.) (citations omitted).

In addition, although neither party proposes a construction for the

term “forced messagealert,” Patent Owner’s arguments regarding claim

limitation 1.5 raise an issue regarding the construction ofthis term. PO

Resp. 14-18. Therefore, we also address Patent Owner’s interpretation of

the term “forced messagealert.”

Wedetermine that no other claim terms require express construction.

See Nidec Motor Corp. v. Zhongshan Broad Ocean Motor Co., 868 F.3d

1013, 1017 (Fed. Cir. 2017) (citing Vivid Techs., Inc. v. Am. Sci. & Eng’g,

Inc., 200 F.3d 795, 803 (Fed. Cir. 1999)).

3. (limitation 1.2) “data transmission meansthatfacilitates the
transmission ofelectronicfiles between said PDA/cell phonesin

different locations”

Weconstrue the term “data transmission means” under 35 U.S.C.

§ 112, ]6. The parties agree that the function is to “facilitate the

transmission of electronic files between said PDA/cell phonesin different

locations,” as recited in limitation 1.2. Pet. 10; PO Resp. 10. We agree that

this is the recited function.

Petitioner asserts that the corresponding structure is a server that
communicates according to either (1) Wifi, WiMax, or other peer-to-peer

communications or (2) SMS, TCP/IP, or other messaging protocols. Pet. 10

12
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(citing Ex. 1001, 4:1-36). Patent Owner proposes we adoptthe district

court’s determination that the correspondingstructure is a “communications

network server; and equivalents thereof.” PO Resp. 10; Ex. 3001, 10. In

pertinent part, both parties assert the correspondingstructure is a server.

Neither party, however, explains why the corresponding structureis a

server. Petitioner provides a bare assertion, without any explanation as to

whyits construction is correct, and cites to Mr. William’s declaration which

likewise includes a bare assertion without any explanation. Pet. 10 (citing

Ex. 1003 4 33). Patent Owner does not explain why we should adoptits

construction, other than we should do so “for the purposes of consistency”

with the district court’s construction. PO Resp. 10.

Although Petitioner does not provide any explanation, Petitionercites

to a description of a communication server that forwards data addressed

from one network participant to another, “thus permitting the transmission of

forced messagealerts, other text and voice messages, photographs, video, E-

mail, and URL data” between network participants. Pet. 10 (citing Ex. 1001,

4:1-6). Notably, the Specification does not refer to a server as a

transmission means. Neither party addresses other descriptions in the

Specification that refer explicitly to two types of transmission means. The

' Specification refers to the Internet as a transmission means: “[t]o operate on

the network, obviously the PC must be on and have an active connection to

the Internet or other digital transmission means.” Ex. 1001, 3:43-45

(emphasis added). The Specification also refers to communications

protocols, such as TCP/IP,as digital transmission means: “[a] plurality of

PCs and PDA/cell phones each having forced alert softwareinstalled

providing a communication network. . . with the ability to: 1) allow an

operator to create and transmit (via TCP/IP or another digital transmission
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means) a forced voicealert.” Jd. at 2:7-11 (emphasis added). Nor do the

parties address claim 2, which dependsdirectly from claim 1, andrecites

“wherein said data transmission means is TCP/IP or another

communications protocol.” Jd. at 9:40-63.

Based on our review of claim 2 and the above-noted disclosure in the

Specification, we determine the correspondingstructure for a “data

transmission means”is “a PDA/cell phone programmed to implement

transmission of a forced messagealert using TCP/IP or another

communications protocol, and equivalents thereof.”

Wenotethat the district court’s claim construction order does not

provide analysis as to whya serveris the corresponding structure for a “data

transmission means,” instead stating that the construction was agreed upon

by the parties. Ex. 3001, 10. Furthermore, there is no indication in the

district court’s claim construction order that the court considered the

language of claim 2, or the portions of the Specification we discuss above

about the network and communications protocols being transmission means.

Id.

4. “meansfor...”(limitations 1.5 to 1.9)

a) Introduction

As wediscussed above, we construe limitations 1.5 to 1.9 under 35

U.S.C. § 112, 9 6. Supra Sec. III.C.2. For each of limitations 1.5 to 1.9, the

parties agree that the recited function is the respective recitation following

the words “meansfor” (except for limitation 1.5, for which Petitioner asserts

the function is less than the entire recitation after “means for,” discussed

below). Pet. 10-12; PO Resp. 10-14. As set forth below, for each of

limitations 1.5 to 1.9, we determinethat the recited function is the entire

recitation of the respective limitation following the words “meansfor.”
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Page 117



Page 118

IPR2018-01079

Patent 8,213,970 B2

With regard to the functions specified in limitations 1.5—1.9,

Petitioner contends that the correspondingstructure is a computer configured

to implementor perform the algorithm recited in the function. Pet. 10-12.

Asto limitations 1.5, 1.6, and 1.8, Patent Owneressentially agrees with

Petitioner, except that Patent Ownerasserts the structure is a PC or PDA/cell

phone configured to implementor perform the algorithm. PO Resp. 10-14.

Forlimitations 1.7 and 1.9, Patent Ownerasserts the correspondingstructure

is a hardware display and hardware transmitter. Jd. at 12-14.

For reasons discussed below,infra Sec. II.C.4.a.1, we determine the

correspondingstructure in limitations 1.5, 1.6, and 1.8 is a PDA/cell phone,

programmedto carry out an algorithm that performsthe recited function.

For limitations 1.7 and 1.9, we determine that PDA/cell phone hardware

including a display, such as display 16, and a wireless receiver and/or

transceiver, and equivalents thereof, correspondsto the receiving function.

Infra Sec. I1.C.4.2.

(1) Limitations 1.5, 1.6, and 1.8

Limitations 1.5, 1.6, and 1.8 are computer-implemented means-plus-

function limitations because the disclosed structure is a special purpose

computer programmedto perform a disclosed algorithm. WMS Gaming,Inc.

v. Int’l Game Tech., 184 F.3d 1339, 1349 (Fed. Cir. 1999) (explaining that

for computer-implemented means-plus-function limitations, “the disclosed

structure is not the general purpose computer, but rather the special purpose

computer programmedto perform the disclosed algorithm’’). The

Specification indicates that PCs and PDA/cell phones are computing devices

that include special software—.e., the forced message alertsoftware
application program—programmedto perform the functionsrecited in

limitations 1.5, 1.6, and 1.9. Ex. 1001, 3:41-43 (“Each PC described herein
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is like any other contemporary PC,except thatit has the forced message

alert software application program installed onit.”); see also id. at 3:29-31

(“Each PDA/cell phone described herein . . . can function just as any other

cell phone.. . [i]n addition . . . it has the forced messagealert software

application program.”), 4:27, 4:36 (disclosing that the PDA/cell phone

includes a CPU).

Becausethe disclosed structure is a special purpose computer, the

Specification must disclose an algorithm for performing the claimed

function. See, e.g., Noah Systems Inc. v. Intuit Inc., 675 F.3d 1302, 1312

(Fed. Cir. 2012).

For the foregoing reasons, we determine that the corresponding

structure for the respective functions recited in each oflimitations 1.5, 1.6,

and 1.8 is a PDA/cell phone programmedto carry out an algorithm. Below

weidentify the algorithm disclosed for performing the claimed functions.

Infra Sec. Ill.C.4.a.1.a-c.

(a) (limitation 1.5) “means for attaching aforced messagealert software
packet to a voice or text message creating aforced messagealertthatis

transmitted by said sender PDA/cell phoneto the recipient PDA/cell
phone, saidforced message alert software packet containingalist of
possible required responses and requiring theforced messagealert
software on said recipient PDA/cell phone to transmit an automatic

acknowledgementto the sender PDA/cellphone as soon as saidforced
message alert is received by the recipient PDA/cell phone”

For limitation 1.5, Petitioner asserts that the specified function is

“attach a forced messagealert software packet to a voice or text message

creating a forced messagealert that is transmitted by a sender PDA/cell

phoneto a recipient PDA/cell phone.” Pet. 10 (citing Ex. 1001, 8:65-9:39

(claim 1)). Without explanation, Petitioner omits the remainder of

limitation 1.5, which recites “said forced message alert software packet
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containing a list of possible required responses and requiring the forced

messagealert software on said recipient PDA/cell phoneto transmit an

automatic acknowledgementto the sender PDA/cell phone as soonas said

forced messagealert is received by the recipient PDA/cell phone.”

Petitioner does not adequately explain, nor do we discern why, the

remaining languagerecited in element 1.5 should not be construedas part of

the specified function. Patent Ownerasserts the recited function includes

the entire recitation following “means for”in limitation 1.5. PO Resp. 10.

Weagree with Patent Owner, and determine the specified function includes

the entire recitation following “meansfor” in limitation 1.5.

For the structure corresponding to the specified function of

limitation 1.5, Petitioner identifies the forced message alert software

application program functionality described at Ex. 1001, 7:43-63 and

Figure 3A. Pet. 10. Patent Ownerasserts we should adopt“the algorithm

disclosed .. . at 7:88:36; and equivalents thereof.” PO Resp.11.

Wefind that the disclosure identified by Petitioner describes the

recited function becauseit discloses the steps of a process for sending a

forced messagealert, except that it does not expressly describe “attaching”

the forced messagealert software packet to a voice or text message.

Ex. 1001, 7:43-63; Fig. 3A. However,it is implied that this step occurs

because a user types a text or records a voice message, and a forced message

alert is sent, id. at 7:43-63, and elsewhere the Specification explains that the

software allows a userto create a forced messagealert comprising a voice or
text message and forced messagealert software packet, id. at 2:9-13.

The district court, and Patent Owner, also identify Ex. 1001, 7:8-42

and 8:1—36 as disclosing the algorithm. PO Resp. 11; Ex. 3001, 15-18. We

find the disclosure at Ex. 1001, 7:8-20 correspondsto the recited function
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because it describes as part of the process that the forced messagealert

software packet containsa list of possible required responses(see, e.g.,

limitation 1.5, “said forced messagealert software packet containingalist of

possible required responses”). We also find Ex. 1001, 8:25-30 corresponds

to the recited function because it discloses transmitting an automatic

acknowledgementreceipt (see, e.g., limitation 1.5, “requiring the forced

messagealert software ... to transmit an automatic acknowledgement

receipt”).

However,the district court and Patent Ownerare over-inclusive in

their citation to the 970 patent disclosure. The district court and Patent

Ownercite to continuous blocks oftext that disclose not just the algorithm

correspondingto the recited function, but also features not recited in the

function. We do not incorporate into our construction features that do not

perform the recited function. “Section 112 paragraph 6 does not ‘permit

incorporation of structure from the written description beyond that necessary

to perform the claimed function.’ Structural features that do not actually

perform the recited function do not constitute corresponding structure and

thus do not serve as claims limitations.” Asyst Techs, 268 F.3d at 1369-70

(citations omitted).

Wefind that the features disclosed at Ex. 1001, 7:21-42, 8:1—25 and

8:3 1-36 are not part of the algorithm for performing the function recited in

limitation 1.5. For example, Ex. 1001, 7:21-42 describes repeating a

messageat a defined rate until a user makes a selection from a required

responselist. The disclosure at Exhibit 1001, 8:1—-25 and 8:31-—36 describes

features unrelated to the recited function including a sender PC or PDA/cell

phone monitoring for manual responses, and a recipient PC or PDA/cell
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phoneseparating a forced message alert packet from a text or voice message.

None ofthese features are part of the function specified in limitation 1.5.

For the foregoing reasons, we determine that the corresponding

structure is a PDA/cell phone programmedto carry out the algorithm

disclosed at Ex. 1001, 2:11-13, 7:8-20, 7:43-63, 8:25-30, and Fig. 3A, and

equivalents thereof.

(b) (limitation 1.6) “meansfor requiring a required manual responsefrom
the responselist by the recipient in orderto clear recipient's response

listfrom recipient’s cell phone display”

Forthe structure correspondingto the specified function of

limitation 1.6, Petitioner identifies the forced message alert software

application program functionality described at Ex. 1001, 8:39—-46 and

Figure 4. Pet. 11. Patent Ownerasserts we should adopt “the algorithm

disclosed .. . at 8:37—-57; and equivalents thereof.” PO Resp.12.

Wefind that the disclosure identified by Petitioner, which relates to

the scenario in which a text messageis received, describes the applicable
algorithm. The disclosure describes a meansfor requiring a required manual

response from the responselist by the recipient in orderto clear recipient’s

responselist from recipient’s cell phone display, namely by causing a text

message andresponselist to be shown onarecipient PC or PDA/cell phone

until a manual responseis selected from the responselist, and clearing the

forced alert text only after the user of the recipient device has selected a

response. Ex. 1001, 8:39-46. Wealso find the disclosure at Ex. 1001,

8:46—51, which relates to receipt of voice messages, describes the applicable

algorithm, as contended by Patent Owner, becausethe recited function also

encompasses scenarios in which voice messagesare received.
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However, contrary to Patent Owner’s assertion, we find the disclosure

at Ex. 1001, 8:37—39 and 8:52—57, does not describe the algorithm for the

recited function. Patent Ownerdoes not provide any explanation to support

its position, other than its argumentthat the district court included this

disclosure in its claim construction. PO Resp. 11-12. The disclosure at

Ex. 1001, 8:37—39 and 8:52—57 describes the forced voice alert software

application program “effectively tak[ing] control” of the recipient device and

releasing effective control of the recipient PDA/cell phone. Ex. 1001, 8:37-

39, 8:52-57. However, the function specified in limitation 1.6 does not

mention taking or releasing control of the PDA/cell phone. On the other

hand, claim 2, which dependsdirectly from claim 1, explicitly claims a

means for taking control of the recipient PDA/cell phone. Ex. 1001, 9:46—

54 (“meansfor controlling of the recipient PDA/cell phone upon

transmitting said automatic acknowledgment and causing. . . the text

message and a responselist to be shown onthe display of the recipient PDA

cell phone”). Accordingly, we find the feature of taking and releasing

control of the PDA/cell phone doesnot constitute part of the algorithm that

achieves the function recited in limitation 1.6, and does not serve as a

limitation on the claim. Cf Asyst Techs, 268 F.3d at 1369-70 (“Structural

features that do not actually perform the recited function do not constitute

correspondingstructure and thus do not serve as claims limitations”).

For the foregoing reasons, we determine that the corresponding

structure is a PDA/cell phone programmedto carry out the algorithm

disclosed at Ex. 1001, 8:39-46 and the portions ofFigure 4 described at

8:39-46, and equivalents thereof.
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(c) (limitation 1.8) “meansforperiodically resending saidforced message
alert to said recipient PDA/cellphones that have not automatically

acknowledgedtheforced message alert”

For the structure correspondingto the specified function of

limitation 1.8, Petitioner identifies the forced message alert software

application program functionality described at Ex. 1001, 8:6—-9 and Fig. 3A

and 3B. Pet. 11-12. Patent Ownerasserts we should adoptthe “the

algorithm disclosed . . . at 7:64—-8:8; and equivalents thereof.” PO Resp.13.

Weare persuaded that Ex. 1001, 8:6—8'! and the correspondingstep in

Figure 3B (second step) provide sufficient detail to disclose the applicable

algorithm because they disclose “[t]he sender PC or PDA/cell phone will

then periodically resend the forced messagealert to the PC or PDA/cell

phonethat have not acknowledgedreceipt,” and “[t]he sender cell phone,

integrated PDA/cell phone or PC periodically resends the messagealert to

the recipient cell phones, integrated PDA/cell phones or PCs that have not

acknowledged receipt,” respectively. Ex. 1001, 8:6—8.

Patent Owneris over-inclusive because the disclosure at Ex. 1001,

7:64-8:5 describes features unrelated to the function recited in

limitation 1.8. Cf Asyst Techs, 268 F.3d at 1369-70 (“Structural features

that do not actually perform the recited function do not constitute

corresponding structure and thus do not serve as claims limitations”). The

features relate, for example, to monitoring for and receiving

acknowledgmentsofreceipt of forced message alerts, Ex. 1001, 7:64-67,

"! Petitioner includesline 9 of column8, but this appears to be in error.
Line 9 begins a new paragraph and contains only the sentence fragment,

. “The sender PC or PDA/cell phone also monitors for and,” which is
unrelated to the recited function. Therefore, we exclude line 9 from the

algorithm.
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and the sender PC or PDA/cell phone providing an indication on a display of

which of the recipients have and have not acknowledged receipt, Ex. 1001,

8:1-5.

For the foregoing reasons, we determine that the corresponding

structure is a PDA/cell phone programmedtocarry out the algorithm

disclosed at Ex. 1001, 8:6—8 and corresponding step in Fig. 3B (second step

in Figure 3B), and equivalents thereof.

(2) Limitations 1.7 and 1.9 — (limitation 1.7) “meansfor receiving and
displaying a listing ofwhich recipient PDA/cell phones have

automatically acknowledged theforced message alert and which
recipient PDA/cellphones have not automatically acknowledgedthe
forced message alert’’; (limitation 1.9) “meansfor receiving and

displaying a listing ofwhich recipient PDA/cellphones have transmitted
a manualresponse to saidforced message alert and details the
responsesfrom each recipient PDA/cellphone that responded”

Forthe structure correspondingto the specified function of

limitation 1.7, Petitioner identifies the forced message alert software

application program functionality described at Ex. 1001, 7:64—-8:5 and

Figures 3A and 3B. Pet. 11. For the structure correspondingto the specified

function of limitation 1.9, Petitioner identifies the forced messagealert

software application program functionality described at Ex. 1001, 8:9-15

and Figures 3A and 3B. /d. at 12.

Patent Owner contends the correspondingstructure is “PDA/cell

phone hardware including touch screen 16, and wireless transmitter or

cellular modem; and equivalents thereof.” PO Resp. 12-14.

Therefore, the dispute raised by the parties’ proposals is whether the

correspondingstructure is: (1) a computer configured to implementor

perform an algorithm, or (2) a hardware transmitter (presumably for

“receiving”) and a hardware display (presumably for “displaying”). We
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adopt Patent Owner’s approach, namely that the corresponding structures are

a hardware display and receiver and/or transceiver. With regard to the

function of displaying, the Specification discloses a hardware display of the

PDA/cell phone(see, e.g., Figure 1, LCD display 16) that displays an

indication of which recipients have sent acknowledgements and an

indication of the response from eachrecipient cell phone. Ex. 1001, 8:1—5,

8:12-15. Asto the function of receiving, the Specification discloses that the

PC and PDA/cell phone can communicate using WiFi or WiMax, both of

which are wireless, and the PDA/cell phone can communicate over a

wireless cellular network, thereby indicating the PC and PDA/cell phone

each have a wireless receiver and/or transceiver for receiving automatic

acknowledgements. Ex. 1001, 4:7-11.

Therefore, we find the corresponding structure is PDA/cell phone

hardware including a display, such as display 16, and a wireless receiver

and/or transceiver, and equivalents thereof.

Wedecline to adopt Patent Owner’s proposal that a wireless

transmitter performs the receiving function, because a transmitter transmits

rather than receives. PO Resp. 12-14. Wealso decline to adopt Patent

Owner’s proposalthat a “cellular modem”correspondsto the receiving

function because Patent Ownerdoesnotidentify any disclosure in the

Specification of a cellular modem performing the receiving function. Jd.

b) “forced message alert”

Claim 1 recites (Ex. 1001, 9:14—23) (emphasis added):

means for attaching a forced message alert software packet to a
voice or text message creating a forced message alert that is
transmitted by said sender PDA/cell phone to the recipient
PDA/cell phone, said forced message alert software packet
containingalist of possible required responses and requiring the
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forced message alert software on said recipient PDA/cell phone
to transmit an automatic acknowledgement to the sender
PDA/cell phoneas soonas said forced message alert is received
by the recipient PDA/cell phone.

Claim 6 recites (Ex. 10:7—-11, 14-17) (emphasis added):

A method of sending a forced message alert to one or more
recipient PDA/cell phones. . . said method comprising the steps
of... creating theforced messagealert on said sender PDA/cell
phone byattaching a voice or text message to a forced message
alert application software packet to said voice or text message.

Neither party proposes a construction for the term “forced message

alert.” See Pet. 8-12; see also PO Resp. 9-14. However,in its discussion of

patentability, Patent Owner argues Kubala’s email message 214 with

mandatory responseflag 216 (asserted “forced messagealert”) is not a

“forced messagealert” becauseit is not “forced to the display without any

action on the part of the recipient.” PO. Resp. 15-18; Sur-Reply 11-15. In

doing so, Patent Ownerseeks to write a negative limitation,i.e., forcing a

messageto the display without any action on the partofthe recipient, into

claims 1 and 6. In light of Patent Owner’s argument, we consider whether a

“forced messagealert” should be interpreted as a message that must be

forced to the display without any action on the part of the recipient.

Webegin with the language of the claims viewedin light of the

Specification. The negative limitation Patent Ownerseeks to write into

claims 1 and 6 appears nowherein the language ofthe claims. See, e.g.,

Pet. Reply 4-6 (arguing limitation 1.5 does not impose the restriction

asserted by Patent Owner). The claim language makesclear that a “forced

messagealert” is created by attaching a forced message alert software packet

to a voice or text message. Ex. 1001, 9:14—15 (claim 1, “meansfor

attaching a forced message alert software packet to a voice or text message
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creating aforced messagealert”) (emphasis added); see also Ex. 1001,

10:14-17 (claim 6, “creating theforced message alert on said sender

PDA/cell phone by attaching a voice or text message to a forced message

alert application software packet to said voice or text message”) (emphasis

added). Accordingly, by the very languageof the claims, a messageis

forced becauseit is attached to aforced messagealert software packet.

Nothing in the claim language indicates that what makes the messageforced

is forcing its display without any action on the part of the recipient.
The Specification reinforces the understanding that a forced alert is a

message with a forced alert software packet attached thereto, disclosing that

forced alert software provides the ability to “create and transmit (via TCP/IP

or anotherdigital transmission means) a forced voice alert, wherein said

forced voice alert is comprised of a text or voice massagefile and a forced

alert software packet.” Ex. 1001, 2:7—13.

Accordingly, the claim language viewed in light of the Specification

is unambiguously clear—a “forced messagealert” is a message(e.g., text or

voice) attached to a forced messagealert software packet.

Patent Ownerargues, nonetheless, that we should read its proposed

negative claim limitation into the term “forced messagealert” based on

disclosure in the Specification that upon detection of a forced messagealert,

a recipient PDA/cell phone transmits an automatic acknowledgementof

receipt to the sender, and after transmitting the receipt, the forced voicealert

software application program effectively takes control of the recipient

PDA/cell phone. PO Resp. 16 (citing Ex. 1001, 8:25-39). Patent Owner

also relies on disclosure in the Specification that states “the forced message

alert software application program causes the text message and the response

list to be shownonthe display of the recipient until selection of a manual
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response from the responselist.” PO Resp. 17 (citing Ex. 1001, 8:37-44);

see also Sur-reply 12-14.

Patent Owner’s reliance on the cited disclosure is unavailing for

several reasons. First, the disclosure cited by Patent Ownerdoesnot specify

that the messagealert is displayed without any action on part ofthe

recipient, and does not preclude a user from first opening the message before

being presented with a display of the message. Ex. 1001, 8:25-44. Patent

Owner’s argument appearsto bethat the software’s effective taking control

of the PDA/cell phone, disclosed at Ex. 1001, 8:37—39, implies a recipient

can no longer perform actions that would cause a forced messagealert to be

displayed, thereby suggesting messages are forced to the display without any

action on the part of the recipient. PO Resp. 16. However, we do notfind

this persuasive because the Specification does not preclude steps such as a

user performingacts, e.g., opening a message, that lead to display of the

forced alert message.

Second, even if we wereto infer that the Specification is describing

forcing the messageto a display without any action by therecipient, we do

not discern a reason to write such a requirementinto the claims that appears

nowhere in the claim language. See SuperGuide Corp. v. DirecTVEnters.,

Inc., 358 F.3d 870, 875 (Fed. Cir. 2004) (“Though understanding the claim

language may beaided by the explanations containedin the written

description, it is important not to import into a claim limitations that are not

a part of the claim.’’).

Review of the claims as a whole confirms that we should not read

Patent Owner’s proposed requirementinto the term “forced messagealert.”

If we were to adopt Patent Owner’s view, it would be inconsistent with

Patent Owner’s, and our, interpretation above of limitation 1.5 of claim 1.
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As we discussed above, we construe limitation 1.5 as reciting means-plus-

function, and we determine the structure corresponding to the specified

function is a PDA/cell phone programmedto carry out the algorithm

disclosed at Ex. 1001, 2:11—13, 7:8-20, 7:43-—63, 8:25—30, and Fig. 3A, and

equivalents thereof. Supra Sec. II.C.4.a.1.a; see also PO Resp. 10-11

(Patent Owner submitting this limitation should be construed as a means-

plus-function term). Therefore, if we were to read into limitation 1.5 a

requirement of forcing a forced messagealert to a display without any action

on part of the recipient, there would need to be supporting disclosure in the

Specification of an algorithm for performing this function. Noah Sys., Inc.

v. Intuit Inc., 675 F.3d 1302, 1312 (Fed. Cir. 2012) (citing Aristocrat Techs.

Australia Pty Ltd. v. Int'l Game Tech., 52) F.3d 1238, 1333) (Fed.

Cir. 2008)). However, as we discussed above, the Specification does not

disclose an algorithm sufficient to perform the negative limitation proposed

by Patent Owner,i.e., forcing a message to the display without any action on

part of the user. |

Wenote the algorithm weidentify for limitation 1.5, supra Sec.

II.C.4.a.1.a, does not disclose forcing a forced messagealert to a display

without any action on part of the recipient. Ex. 1001, 2:11—-13, 7:8—20,

7:43-63, 8:25—30, Fig. 3A. Furthermore, there is no such requirement even

under Patent Owner’s proposed construction because not even Patent

Owner’s proposedalgorithm discloses forcing a forced messagealert to a

display without any action on part of the recipient. PO Resp. 11 (asserting

the algorithm is disclosed at Ex. 1001, 7:8-8:36); see also Pet. Reply 4-6.

For the foregoing reasons, we concludethat a “forced messagealert”

should not be interpreted as a message that must be forced to the display

without any action onthe part of the recipient.
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5. Summary

Our constructionsfor limitations 1.2 and 1.5 to 1.9 are summarized

below:

Specified Function Corresponding Structure

facilitate the transmission of|a PDA/cell phone
electronic files between said|programmed to implement
PDA/cell phonesin different|transmission of a forced
locations message alert using TCP/IP

or another communications

protocol, and equivalents
thereof

PDA/cell phone programmed
to carry out the algorithm
disclosed at Ex. 1001, 2:11-
13, 7:8-20, 7:43-63, 8:25-
30, and Fig. 3A, and
equivalents thereof
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requiring the forced message
alert software on said

recipient PDA/cell phone to
transmit an automatic

acknowledgement to the
sender PDA/cell phone as
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Specified Function Corresponding Structure

/listing of which recipient including a display, such as
PDA/cell phones have display 16, and a wireless

D. Asserted Obviousness Over Kubala and Hammond

   
  

   
  
  

 
 

 
 
 

 
 

 
 

 

automatically acknowledged|receiver and/or transceiver,
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recipient PDA/cell phones
that have not automatically
acknowledged the forced
messagealert

 
 
 
 
 

 
 
 

 
  

   
  

 

 
 

PDA/cell phone programmed
to carry out the algorithm
disclosed at Ex. 1001, 8:6—8

and corresponding step in
Fig. 3B (secondstep in
Figure 3B), and equivalents
thereof

PDA/cell phone hardware
including a display, such as
display 16, and a wireless
receiver and/or transceiver,

and equivalents thereof

 

 
 
 

 receiving and displaying a
listing of which recipient
PDA/cell phones have
transmitted a manual

response to said forced
messagealert and details the
responses from each
recipient PDA/cell phone
that responded

 
   

As noted above, Petitioner asserts claims 1 and 3—9 of the 970 patent

would have been obvious over the combination of Kubala and Hammond.

Pet. 12; Pet. Reply 2-15. Patent Owner contends Petitioner has not shown

unpatentability of claims 1 and 3—9 on this ground. PO Resp. 14—28; Sur-

reply 7-15. For the reasons stated below, we determine Petitioner has

demonstrated, by a preponderanceofthe evidence, that claims 1 and 3~9 are

unpatentable under § 103 as obvious over the combination of Kubala with

Hammond.
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I. Kubala (Ex. 1005)

Kubala generally discloses a method, system, apparatus, or computer

program product for processing electronic messages. Ex. 1005 4.9. Kubala

explains that employee productivity may suffer demonstrably in proportion

to the numberof email messages the employee receives. /d. 95. This is due

in part to the high volume of emails an employee may receive, because the

task of responding to emails messages consumesan increasingly larger

portion of the employee’s workday. Jd. To address these issues, Kubala

states that “it would be advantageousto provide productivity enhancing

features within e-mail applications for the handling of email messages so

that important messages receive the appropriate attention from the recipient

of an e-mail message.” Jd. { 8.

Kubala specifically discloses computing devices such as network-

enabled phones and PDAsthat directly transfer data between each other

across wireless links. [d. § 27. The devices include email application

software that facilitates email communication between devices, wherein the

email software 206 includes enhanced functionality. Jd. 435. One of the

enhancedfeatures is mandatory response functional unit 210 that operates to

request that an outgoing email message be flagged as requiring a mandatory

response from the email recipient. Jd. Enhanced email application 206

relies on functional unit 210 to either assist in generation of the outgoing

email message or perform the modifications necessary to flag the outgoing

message as requiring a mandatory response. Jd. Kubala discloses, for

example, that email message 214 may contain mandatory responseflag 216

indicating to the enhanced email application on the recipient computing

device that email message 214 should be handled as an important message
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requiring a mandatory response. Jd. Kubala discloses that mandatory

response flag 216 may be implemented in a variety of data formats. Jd.

2. Hammond (Ex. 1006)

Hammondgenerally discloses a system for enhancing thereliability of

communicating with electronic messages. Ex. 1006, code (57). Hammond

explains that electronically communicated messages such as email, paging

messages, and voice mail have becomeincreasingly pervasive. Jd. at 1:13—

15. According to Hammond,althoughinitial distribution of electronic

messagesby a senderis quick and convenient, ensuring that a messageis

received and reviewed bya recipient within a certain timeframe can be

inconvenient. Jd. at 1:21-26. Hammondaddressesthese issues by

disclosing a system that sends an electronic message to designated

recipients, and automatically helps ensure that each message has been

received and reviewedbythe recipient. /d. at 2:1—-5. If receipt is not

confirmed within a certain specified timeframe, the system can

automatically resend the electronic message or take other appropriate action.

Id. at 2:5-8.

In one embodiment, the disclosed system includes a Message Review

Server (“MRS”) that sends electronic messages to designated recipients, and

automatically helps ensure that each message has been received and

reviewed. Jd. at 3:1-5. The MRSalso allowsthe sender of an electronic

message to specify message delivery information that specifies actions to

take when a messageis not delivered within a specified timeframe. Jd. at

3:12-15. For example, the sender can specific that if receipt notification is

not received within a specified time period, the message will be resent to the

recipient. Jd. at 3:15-18. Message delivery information can also specify
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frequency or duration options, such as an option to resend a message every

two hours. Jd. at 3:18-22.

In one embodiment, Kubala discloses that use of the MRS system

begins when a senderof an electronic message supplies a message to a

Message Sender component. Ex. 1006, 4:48-51. The sender supplies the

message,identifies one or more recipients for the message, and specifies

various optional message tracking information (e.g., message delivery

information, message review information, and message post-review

information). Jd. at 4:51-56. A sender also can supply delivery information

such as a resend period of time and can optionally supply other resend

options. Id. at 4:56-60. The system also includes a Message Receipt

Tracker componentthat attempts to identify when sent messages have been

delivered to recipients and when sent messages have been reviewed by

recipients. Jd. at 5:17—20

3. Claim 1

Petitioner relies on Kubala as teaching the subject matter of claim 1,

but asserts that to the extent Patent Owner argues Kubala does not teach

limitations 1.7 to 1.9, Hammondprovides the missing disclosure. Pet. 23-

40.

Patent Ownerargues: (1) Kubala and Hammonddonotdisclose a

“forced messagealert” (PO Resp. 14-18), as recited in limitation 1.5, (2)

Kubala does not disclose “requiring a required manual response from the

responselist by the recipient in order to clear recipient’s responselist from

recipient’s cell phone display,” as recited in limitation 1.6 (PO Resp. 18-22),

(3) Kubala and Hammond donot disclose “displaying a listing of which

recipient PDA/cell phones have automatically acknowledged the forced

message alert and which recipient PDA/cell phones have not automatically
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acknowledged the forced messagealert,” as recited in limitation 1.7 (PO

Resp. 22-27), and (4) Kubala and Hammonddonotdisclose “displaying a

listing of which recipient PDA/cell phones have transmitted a manual

responseto said forced messagealert and details the responses from each

recipient PDA/cell phone that responded,”as recited in limitation 1.9 (PO

Resp. 27-28).

Uponreview of the record, we determine Petitioner has shown, by a

preponderanceofthe evidence, that claim 1 is unpatentable as obvious over

the combination of Kubala with Hammond.

a) Preamble and Limitations ].1—1.4 and 1.8

Petitioner sets forth where Kubala teaches the preamble and each of

limitations 1.1—1.4, and where Kubala, alone or in combination with

Hammond,teaches limitation 1.8. Pet. 23-27, 35-37. Petitioner also

articulates a rationale to combine Kubala with Hammond. See, e.g., id. at

21-23; see also id. at 20 (“Like Kubala, Hammonddiscloses methods and

systems for enhancingreliability of electronic messaging”). Patent Owner

does not provide argument in the Response contesting Petitioner’s assertions

regarding the preamble andlimitations 1.1—-1.4 and 1.8.!*

2 In the Sur-reply, Patent Ownerasserts for the first time that its arguments
in the Response regarding limitation 1.5’s recitation of “a forced message
alert,” PO Resp. 14—18, applies to other claim limitations that recite either “a
forced messagealert software application program”or “forced message
alert,” Sur-reply 7-10. We address Patent Owner’s arguments regarding the
phrase “forced messagealert” in our discussion of limitation 1.5, infra Sec.
III.D.3.b.1.
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(1) (preamble) “[a] communication systemfor transmitting, receiving,
confirming receipt, and responding to an electronic message”’

Petitioner persuasively argues Kubala teaches the preamble of

claim 1, because Kubala relates to sending and receiving e-mail messages

(e.g., communication system for transmitting and receiving an electronic

message) and teaches confirming receipt and responding to an electronic

message, disclosing “that it was knownto ‘generate return receipts to the

sender whenthe sender’s e-mail messageis received atits intended

destination or when the recipient opens the email message, thereby

providing an acknowledgementthat a particular message has been received

and/or opened.’” Pet. 23 (citing Ex. 1005 { 6).

For the foregoing reasons, we determine Petitioner has made a

persuasive showingas to the preamble of claim 1.

(2) (limitation 1.1) “a predetermined networkofparticipants, wherein each
participant has a similarly equipped PDA/cell phonethat includes a

CPUand a touch screen display a CPU and memory”

Petitioner persuasively argues Kubala teaches limitation 1.1 because

Kubala shows,in Figure 1A, a plurality of PDAs 107 and 112 connected

through wireless link 116, and connected through network 101 through

various other links shown in Figure 1A, that form a predetermined network.

Pet. 24. Kubala further discloses that each PDA includesat least one

CPU 22, amemory 124, 126, and a user interface adapter 148 that can be

coupled to a touch-screen display, as can be seen in Figure 1B. Jd. at 24—25

(citing Ex. 1005 § 26, 27, 29-30, Fig. 1A, Fig. 1B; Ex. 1003 4 92-93).

For the foregoing reasons, we determine Petitioner has made a

persuasive showingasto limitation 1.1.
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(3) (limitation 1.2) “a data transmission meansthatfacilitates the
transmission ofelectronicfiles between said PDA/cell phones in

different locations”

Petitioner argues, based onits construction of “data transmission

means,”that the structure corresponding to the function specified in

limitation 1.2 is a server that communicates according to certain enumerated

messaging protocols. Pet. 10. However, as we discussed above, we disagree

with Petitioner’s construction and determine that the pertinent corresponding

structure is “a PDA/cell phone programmed to implementtransmission of a

forced message alert using TCP/IP or another communications protocol, and

equivalents thereof.” Supra Sec. II.C.3. Although Petitioner’s proposed

construction differs from ours, Petitioner nonetheless sets forth a sufficient

showing for this limitation. Petitioner argues that the server in Kubala

communicates accordingto, inter alia, peer-to-peer communications(e.g.,

WiFi or WiMax) or other messaging protocols (e.g., SMS or TCP/IP).

Pet. 25. In particular, Petitioner argues that the asserted PDA/cell phones in

Kubala communicate with one another using, for example, “Transport

Control Protocol/Internet Protocol (TCP/IP)” or WiFi technology (IEEE

802.11), id. (citing Ex. 1006 { 27, Fig. 1A), both of which teach or suggest a

PDA/cell phone implementing transmission of a forced messagealert using

a communications protocol, such as TCP/IP.'3

'3 The outcomeofthis Final Decision would not be affected had we adopted
the district court’s construction. Petitioner shows, and Patent Owner does
not dispute, that the asserted prior art teaches a communications network
server. Pet. 25 (“In Kubala, a server supports a network 109 and a client
110, allowing the PDAs/cell phones to (1) ‘communicate with one another’
using, for example, ‘Transport Control Protocol/Internet Protocol (TCP/IP)’
or (2) ‘directly transfer data between themselves’ using, for example,
‘BluetoothTM wireless technology or WiFi technology (IEEE 802.11).’
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For the foregoing reasons, we determine Petitioner has made a

persuasive showingasto limitation 1.2.

(4) (limitation 1.3) “a sender PDA/cellphone andat least one recipient
PDA/cell phonefor each electronic message”(limitation 1.3)

Petitioner persuasively argues Kubala teaches limitation 1.3, because

Kubala discloses a plurality of PDAs that communicate with each other,

wherein one PDA(i.e., the sender PDA) sends an electronic message to

another PDA(i.e., the recipient PDA). Pet. 26 (citing Ex. 1006 4 27, 32,

33, Fig. 1A; Ex. 1003 4 95).

For the foregoing reasons, we determine Petitioner has made a

persuasive showingasto limitation 1.3.

(5) (limitation 1.4) “aforced messagealert software application program
including a list ofrequiredpossible responses to be selected by a

participantrecipient ofaforced message response loaded on each
participating PDA/cellphone”

Petitioner persuasively argues Kubala teaches limitation 1.4, because

Kubala discloses an enhanced email application (asserted forced message

alert software application program) that includes mandatory-response

functional unit 212 that sends email messages, and embedding in a sender

email message a menuofpossible responses 1120 to the sender’s message

(asserted list of required possible responses to be selected by a recipient), as

shownin Figure 11C. Pet. 26—27 (citing Ex. 1005 4 13, 22, 33, 35, 36, 47,

54, 55, 57, 60, Fig. 2, Fig. 11C; Ex. 1003 J 96-98).

For the foregoing reasons, we determine Petitioner has made a

persuasive showingas to limitation 1.4.

(Kubala, 40027, FIG. 1A.) Kubala therefore expressly discloses this
limitation. (See Williams, §94.)”); see generally PO Resp.
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(6) (limitation 1.8) “meansfor periodically resending saidforced message
alert to said recipient PDA/cellphones that have not automatically

acknowledgedtheforced message alert”

Petitioner has not shown Kubala alone teacheslimitation 1.8;

however, Petitioner argues persuasively that Kubala combined with

Hammondteachesthis limitation. Petitioner relies on Kubala’s description

with reference to Figure 10 of resending an email messagethat has a

mandatory-responseflag(i.e, the asserted forced messagealert) if.a reply to

the email message has not been made. Pet. 35-36 (citing Ex. 1005 ¥ 53,

Fig. 10). With reference to Figure 10, Kubala appearsto disclose neither

(1) the reply to the e-mail message is an automatic acknowledgementof

receipt rather than, for example, a manual response,nor (2) the e-mail

messageis sent periodically. Ex. 1005 ¥ 53, Fig. 10. Petitioner does not

explain how Kubala’s disclosure teaches automatic acknowledgementthatis

sent periodically. Pet. 35-36.

However,Petitioner contends that to the extent Kubala does not teach

limitation 1.8, Hammondprovidesthe missing disclosure, and a skilled

artisan would have been motivated to combine Kubala with Hammond.

Pet. 36-37 (citing Ex. 1006, Abstract, 2:1-8, 4:21-28, 5:5—6:19. 6:66-7:63,

Fig. 2, Fig. 3A, Fig. 3B, Fig. 4, Fig. 5A, Fig. 5B; Ex. 1003 ff 117-118). We

are persuaded Hammondprovides the missing disclosure because Hammond

teaches a recipient “[provid[ing] receipts when messagesare received,”

Ex. 1006, 5:20—23, and resending messagesperiodically (every specified

Resend Timeperiod) until the recipient sends a receipt of delivery

notification, Ex. 1006, 7:7-13 (setting Resend Timesto 1 hour or 2 hours),

7:14-17 (explaining that when a message is received by recipient in less that

the specified Resend Time, the message is not resent). Hammondalso
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explains the benefit of periodically resending messages for which a return

receipt has not been received, namely to help ensure that each message has

been successfully delivered. Ex. 1006, 2:1—-10.

Petitioner also provides a rationale to combine Hammond with

Kubala, arguing that a skilled artisan would have been motivated to combine

these references because both are directed to tracking responses to

mandatory-response messages, and both disclose use of acknowledgement

receipts. Pet. 36-37 (citing the discussion regarding limitation 1.7 at
Pet. 34-35 and Ex. 1003 ff 117-118). We find Petitioner’s arguments

persuasive. We find that both Hammond and Kubalarelate to enhancing

communication that involves electronic messages such as email, both are

directed to the same field of endeavor, and both address the same problem—

i.e., to ensure that important email messages receive timely responses.

Pet. 20-22; Ex. 1005, code (57); Ex. 1006, code (57). Moreover, as

Petitioner points out, Kubala already discloses the use of automatic

acknowledgementreceipts (although not in connection with Figure 10),

explaining that such was well knownin the art. Jd. at 30 (citing Ex. 1005

46). Hammondfurther confirmsthat use of return receipts was well known

in the art, see, e.g., Ex. 1006, 1:21-26, 2:1-10, and confirms Mr. Williams’

assertion that due to uncertainty as to whether an e-mail message was

received, return receipts provided a well-knownbenefit, Ex. 1003 § 103.

Accordingly, we are persuaded that “implementing Hammond’s

tracking features in Kubala’s system would have been an obvious design

choice,” and “represents no more than ‘the predictable use ofpriorart

elements accordingto their established functions.’” Pet. 22-23. Moreover,

weare persuadedthat “[b]ecause Hammond merely discloses details about

tracking features that are already suggested by Kubala’s system that collects
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and records information about the recipients response to a message,this

combination of Kubala and Hammond would not‘result in a difference in

function or give unexpected results.’” Jd. (citing In re Rice, 341 F.2d 309,

314 (CCPA 1965)).

Therefore, we are persuadeda skilled artisan would have been

motivated to modify Kubala to periodically resend messages for which a

return receipt has not been received to help ensure that each message has

been successfully delivered, as taught by Hammond.

For the foregoing reasons, we determine Petitioner has made a

persuasive showingas to limitation 1.8

b) Limitations 1.5-1.7 and 1.9

Petitioner sets forth where Kubala teaches each oflimitations 1.5 and

1.6, and where Kubala, alone or in combination with Hammond,teaches

limitations 1.7 and 1.9. Pet. 28-35, 37-40. Petitioner also articulates a

rationale to combine Kubala with Hammond. See, e.g., id. at 20-23. As

noted above, Patent Ownerdisputes Petitioner’s assertions regarding

limitations 1.5-1.7 and 1.9. PO Resp. 14—28; Sur-reply 7—15.

(1) (limitation 1.5) “meansfor attaching aforced message alert software
packet to a voice or text message creating aforced message alertthatis

transmitted by said sender PDA/cell phoneto the recipient PDA/cell
Phone, saidforced message alert software packet containingalist of
possible required responses and requiring theforced messagealert
software on said recipient PDA/cellphone to transmit an automatic

acknowledgmentto the sender PDA/cell phone as soon as saidforced
messagealert is received by the recipient PDA/cell phone”

As we determined in our claim construction, limitation 1.5 is

construed as means-plus-function under § 112, 96. Supra Sec. II.C.2. The

function is the entire recitation of limitation 1.5 following the words “means

for.” Supra Sec. II.C.4.a.1.a. The correspondingstructure is a PDA/cell
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phone programmedto carry out the algorithm disclosed at Ex. 1001, 2:11-

13, 7:8-20, 7:43-63, 8:25—30, and Fig. 3A, and equivalents thereof. Supra

Sec. II.C.4.a.1.a.

Petitioner persuasively argues that the corresponding structure in

Kubalais, e.g., computing device 202, which may be a PDA,with enhanced

email application 206 installed on it. Pet. 28 (citing Ex. 1005 fff 33-36;

Ex. 1003 4 99).

Petitioner also persuasively argues that Kubala’s enhanced email

application software performsthe functions specified in limitation 1.5. Jd. at

28-30. In particular, Petitioner shows Kubala teaches a voice or text

message, based on Kubala’s disclosure that message 214—.e., the message

transmitted from the asserted PDA/cell phoneto the asserted recipient

PDA/cell phone—maybea text message, audio message, video message,or

other type of message. Jd. at 29 (citing Ex. 1005 { 32).

Petitioner also shows Kubala teaches a forced messagealert software

packet, based on Kubala’s mandatory response flag 216 that indicates to the

enhanced email application on the recipient computing device that email

message 214 should be handled as an important message requiring a

mandatory response. /d. at 28—29 (citing Ex. 1005 ff 35-41, 54-61, Fig. 3,

Fig. 4; Ex. 1003 { 100).

Furthermore, Petitioner shows Kubala teachesattaching a forced

message alert software packet to a voice or text message, because Kubala

discloses that the mandatory response flag 214 is attached to email message

214, and “may be implemented in a variety of data formats.” Jd. at 28-29

(quoting Ex. 1005 § 35 and citing id. JJ 36, 41, 54-61).

Petitioner also shows Kubala teaches“a list of possible required

responses,” based on menu 1120 displayed on the recipient device, whichis
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shown in the exemplary embodimentin Figure 11C to include as responses,

“too busy right now,”“looks okay,” and “request declined.” Jd. at 29 (citing

Ex. 1005 ff 22, 47, 57, Fig. 11C). We are persuaded that Kubala teaches or

suggests attaching the asserted list of possible responses,e.g., text strings

such as “too busy right now”that are used as menu items,to the asserted

forced messagealert software packet,i.e., flag 216, based on Kubala’s
6G

disclosure that the responses maybe “‘extracted from the original e-mail

message that was received from the sender.’” Jd. (quoting Ex. 1005 4 57,

and citing id. J] 40-41).

Petitioner shows, furthermore, that Kubala teaches “requiring the

forced message alert software on said recipient PDA/cell phone to transmit

an automatic acknowledgementto the sender PDA/cell phoneas soonassaid

forced messagealert is received by the recipient PDA/cell phone,” based on

Kubala’s disclosure that it was knownin the art to transmit automatic

acknowledgements to a senderof a voice or text message:

Kubala discloses that it was known “to generate return receipts
to the sender when the sender’s email messageis received at its
intended destination or when the recipient opens the e-mail
message, thereby providing an acknowledgmentthat a particular
message has been received.”

Pet. 30 (quoting Ex. 1005 4 6). Mr. Williams agrees that the need for

acknowledgement of email messages was well understood. Ex. 1003 { 102-

103. He explains that at the time, email systems were not completely

reliable, and there was uncertainty as to whether, and if, an email message

would “get through”to a recipient. Jd. He states that it would have been

obvious, therefore, to include a return receipt to provide the sender with

confirmation that the email message has been received bythe recipient so

the sender would not have “to worry about whether a message was received
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or not.” Id. We credit Mr. Williams testimony,in light of Kubala’s

disclosure that use of return receipts was well knownin orderto provide a

sender with confirmation that a message had been received. Ex. 1005 { 6.

For the foregoing reasons, Petitioner has shown that Kubala teaches or
suggests the subject matter of limitation 1.5.

Patent OwnercontendsPetitioner has not shown that Kubala, alone or

in combination with Hammond,teaches or suggests a “forced message

alert,” arguing the e-mail messages with attached flag 216 (asserted forced

messagealerts) in Kubala are notforced. PO Resp. 14-18; Sur-reply 11-15.

To arrive at this conclusion, Patent Ownerasserts that aforced message is

one in which the messageis “forced to the display without any action on the

part of the recipient.” Jd. at 15. According to Patent Owner, Kubala does

not satisfy this requirement because a user of a recipient PDA/cell phonein

Kubala must manually open a received e-mail message. Jd. at 15. For the

reasons discussed in our claim construction, we reject Patent Owner’s

contention that a “forced message alert” must be “forced to the display

without any action on the part of the recipient.” Supra Sec. II.C.4.a.1.a.

For the foregoing reasons, we determine Petitioner has made a

persuasive showing asto limitation 1.5.

(2) (limitation 1.6) “meansfor requiring a required manual responsefrom
the responselist by the recipient in orderto clear the recipient's

responselistfrom recipient's cellphone display”

As we determined in our claim construction, limitation 1.6 is

construed as means-plus-function under § 112, 6. Supra Sec. II.C.2. The

function is the entire recitation of limitation 1.6 following the words “means

for.” Supra Sec. II.C.4.a. The corresponding structure is a PDA/cell phone

programmedto carry out the algorithm disclosed at Ex. 1001, 8:39-46 and
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the portions of Figure 4 described at 8:39-46, and equivalents thereof.

Supra Sec.III.C.4.a.1.b.

Petitioner persuasively argues that the correspondingstructure in

Kubala is, e.g., computing device 202, which may be a PDA,with enhanced

email application 206 installed on it. Pet. 30-31 (citing Ex. 1005 J] 33-36,

Fig. 2; Ex. 1003 § 106).

Petitioner also persuasively argues that Kubala’s enhanced email

application software performs the functions specified in limitation 1.6. Jd. at

30-32.

Petitioner persuasively argues Figure 11C of Kubala teaches the

specified function of requiring a manual response by the recipient from the

responselist in order to clear the responselist from the recipient’s cell phone

display. Petitioner relies on disclosure that menu 1120 includesa list of

possible responses from which a recipient can choose, and arguesthat this

list is a “responselist” as recited in limitation 1.6. Jd. at 31. We find

Petitioner’s argumentpersuasivein light of Figure 11C, reproduced below,

and Figure 11A.

E-mail application warning!

The message that you are currently reviewing should not be F.TG 1 1 C
closed until you reply to the message. Choose one of the °
options from the menu to generate an INSTANTreply to this
messageor select "CANCEL"to close without sending a reply.

TOO BUSY RIGHT Now |¥, 1114 REPLY
LOOKS OKAY 1116~CANCEL

REQUEST DECLINED 1118 INSTANT
 

“Fig. 11C showing GUI display window 112”

Ex. 1005, Fig. 11C. Figure 11C illustrates GUI display window 1112 thatis

displayed on a recipient device if a user attempts to close an email without
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replying to it. Jd. § 57. Window 1112 contains an error message informing

the recipient that a reply is needed before closing the email. Window 1112

also includes menu 1120 comprising a list of responses from which a

recipient can select a response to provide to the sender(e.g., a responselist).

Id. Although window 1112 also includes CANCELbutton 1116, that allows

a user to close an email message without selecting and sending a response

message to the sender, Kubala also teaches explicitly that a user of a

recipient PDA/cell phone can be prevented from closing, exiting, or deleting

the e-mail message until the recipient has responded to the message.

Pet. 31-32 (citing Ex. 1005 49 9, 55). This is shown in Figure 11A, where

the error message in window 1102 states the message cannot be closed until

the user replies to the message. Ex. 1005, Figure 11A (“[t]he messagethat

you are currently viewing cannot be closed until you reply to the message”);

id. Fig. 11C. The description of Figure 11A explains the message in

window 1102 maybedisplayed in “a strict process in which a useris not

permitted to perform another action with respect to a message that contains a

mandatory responseflag unless the userfirst respondsor replies to the

message,thereby fulfilling the request of the sender of the messagethat the

user must respondto the message.” Ex, 1005 955. The Summary ofthe

Invention in Kubala also describesthis strict process, in which “actions are

required bythe recipient with respect to usage of a data processing system

until the recipient uses the data processing system to send a responsefor the

received electronic message to the sender.” Jd. § 9 (emphasis added).

Kubala explains, “the recipient can be prevented from closing a review of

the received e-mail message, from deleting the received e-mail message, and

from exiting the e-mail application until the recipient has responded to the

received email message.” Id.
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Weare persuadeda skilled artisan viewing Kubala’s disclosure of

(1) aresponselist from which a userselects a response, and (2) a feature

preventing a user from exiting or deleting an e-mail or exiting the

application until a response is sent, would have been motivated to combine

these features, because the Summary of Invention of Kubala just discussed

describes using a strict process requiring a recipient to respond and

preventing a recipient from closing/deleting an e-mail or exiting the e-mail

application until the recipient responds as the invention. Jd. Moreover,

Kubala explicitly teaches that the features of Figures 11A through 11D can

be combinedin different ways,see, e.g., Pet. 19-20, 31-32, Pet. Reply 10:

FIGS. 11A-11D may be used in different scenarios depending
upon the manner in which the enhanced e-mail application is
implemented or configured to handle an e-mail message that
contains a mandatory response flag. Other scenarios could be
handled in different ways that are not illustrated within FIGS.
11A-11D, and these different processes would also be considered
as embodiments of the present invention because each different
process would representa different way of attempting to fulfill a
request from the senderofthe original messagethat the recipient
should or must provide a reply message in response to the
original message.

Ex. 1005 954. This teaching provides further persuasive evidencethat a

skilled artisan would have been motivated to combinethe feature in

Figure 11A of window 1102 stating the message cannotbe closed until the

user replies to the message, with a responselist (e.g., menu 1120) as shown

in Figure 11C.

For the foregoing reasons, we find based on Kubala’s teachingsit

would have been obvious to have a window that displays a responselist that

cannot be cleared until the userreplies.
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Patent Owner submits that Kubala does not disclose a single

embodiment in whichselection of a response from the responselist is

required in order to clear the responselist from the recipient’s cell phone

display. PO Resp. 18-20. Patent Ownererroneously states that “Petitioner

elects a single embodimentthat corresponds to Figure 11C.” Jd. at 18. This

argumentis unavailing because, as we discussed above, Petitioner does not

rely solely on Figure 11C as teaching limitation 1.6. Pet. 30-32; Pet.

Reply 10. Patent Owner, a few pageslater, contradicts its earlier argument

that Petitioner relies solely on Figure 11C, acknowledging that Petitioner

relies on disclosures in Kubala in addition to Figure 11C. PO Resp.20

(citing Pet. 31) (asserting Petitioner “acknowledges this missing element

[from Figure 11C] and alleges generally that other embodiments disclose

preventing the recipient from closing a review of the received e-mail

message, from deleting the e-mail message, and from exiting the e-mail

application until the recipient has responded to the message.”). Patent

Ownerarguesthe Petition is deficient, nonetheless, on groundsthat the

Petition presents no obviousness analysis or motivation to combine the

distinct embodiments in Kubala. Jd. at 20-21. However, as argued by

Petitioner and discussed above, Kubalaitself teaches that the scenarios

shown in Figures 11A through 11D can be combinedin different ways. Pet.

Reply 10-11; Ex. 1005 9.54. Petitioner explains “Kubala explicitly

provide[s] the motivation to combine,” citing to numerous disclosures in

Kubala describing, for example, combining Figures 11A—11D, and

describing preventing closing review of a received e-mail message and

exiting the e-mail application until the recipient has responded. Pet.

Reply 10-11 (citing Ex. 1005 ff] 9, 54, 55, 59-60).
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As wediscussed above, we agree with Petitioner that Kubala teaches

combining features, because it explicitly teaches combining features such as

those shownin Figures 11A—11D and described in paragraph 9, and because

Kubala teaches “strict” scenarios in which a useris not permitted to perform

another action with respect to a message unless the user first respondsto the

message. See, e.g., Ex. 1005 9 9, 54, 55, 59-60. Wefind these explicit

teachings provide sufficient rationale to combine a responselist from which

a user selects a response with a feature preventing a user from exiting or

deleting an e-mail or exiting the application until a response is sent.

Patent Owneralso asserts that even if the Board accepts that

Figures 11A through 11D can be combined, Petitioner fails to show how the
combination discloses a responselist because “these embodiments lack

menu 1120 [e.g., a responselist].”” PO Resp. 22. Patent Owner does not

explain this single sentence assertion. This assertion is incorrect, because

Figure 11C includes menu 1120. Moreover, in the very next sentence,

Patent Owner acknowledges the embodiments upon whichPetitionerrelies

include a responselist. Jd.

Finally, Patent Ownerasserts that “the additional embodiments”cited

by Petitioner pertain to clearing the received message from the display,

rather than clearing the responselist from the display. [d. This argument,

too, is unavailing because the responselist is part of the recerved message,

and therefore would be cleared from the display when the messageis closed.

See, e.g., Fig. 11C (showing menu 1120is part of the message being viewed

by the recipient); see also Pet. Reply 11—12 (explaining that neither the

Petition, Kubala’s teachings, nor Mr. Williams’ testimony are limited to

clearing a received message from the display).
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For the foregoing reasons, we determine Petitioner has made a

persuasive showingasto limitation 1.6.

(a) New Argument

Wenote that during the oral hearing, Patent Owner attempted to

introduce a new argumentregarding limitation 1.6 found nowherein the

Patent Owner Response or Sur-reply. Patent Owner arguedfor thefirst time

that Petitioner failed to demonstrate that the prior art teaches “taking

control” of a PDA until a response is made, then releasing control ofthe

PDA. See, e.g., Tr. 27:23—-28:6. Patent Owner explained that to show

unpatentability the art must teach “taking control,” arguing that the

algorithm for performing the function recited in limitation 1.6 requires

“taking control of the device until a response is made, and then releasing

control of the device.” See, e.g., Tr. 28:4—6; 28:25—30.

Parties are not permitted to present new evidence or arguments during

the oral hearing. 37 C.F.R. § 42.70 (a) (“A party may request oral argument

on an issue raised in a paperat a time set by the Board’’) (emphasis added);

Office Patent Trial Practice Guide, 77 Fed. Reg. 48,756, 48,768 (Aug. 12,

2012) (“A party may rely upon evidence that has been previously submitted

in the proceeding and mayonly present arguments relied upon in the papers

previously submitted. No new evidence or arguments maybe presented at

the oral argument.’’).

In an attempt to pass the new argumentas previously submitted,

Patent Owner’s counsel indicated for thefirst time its interpretation of the

construction proposedin the Petition and adopted in the Board’s preliminary

construction in the Institution Decision as requiring taking and releasing

control of aPDA. Tr. 29:12-30:10. Specifically, at the hearing Patent

Ownerexpressed for the first time that because we identified Figure 4 as
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providing disclosure of the algorithm corresponding to the function specified

in limitation 1.6, we intended to include every feature shown in Figure 4

including taking and releasing control ofa PDA. Id.

Patent Owner’s argumentstrains credibility. In the Institution

Decision, we identified written description of algorithms by column andline

numbers, and to the extent we identified Figures,it is evident that we

intended to include only the portion[s] of the Figures described in the

identified column andline numbers. Inst. Dec. 13-16. Forlimitation 1.6,

ourintent to include in the algorithm only certain steps shown in Figure 4 is

clear. Id. at 14. We did notidentify the Specification’s entire description of

Figure 4, but rather identified only the column and line numbers we

considered to disclose the algorithm, which excluded the explicit disclosure

of taking and releasing control. Specifically, we identified Ex. 1001, 8:39-

46. Id. Had weintendedto include description of taking and releasing

control of the PDA, we would havealso identified the disclosure at

Ex. 1001, 8:37—39 and 8:52—57, which explicitly mentions taking and

releasing control of the PDA.

Ourintent to include in the algorithm only portions of Figures that

correspondto descriptions in the Specification that we explicitly identified

by column andline numbersis also evident in view of our construction of

otherlimitations. For example, for limitation 1.7, we identified Figures 3A

and 3B,Inst. Dec. 15, even thoughcertain steps in the Figures clearly relate

not to limitation 1.7, but to other limitations. See, e.g., Ex. 1001, Fig. 3A,

Fig. 3B. For example, the secondstep of Figure 3B describes periodically

resending messagealerts, which clearly pertains to limitation 1.8 (reciting

meansfor periodically resending said forced messagealert), and the third

step in Figure 3B describes receiving and displaying an indication of
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responses(rather than automatic acknowledgementsas recited in

limitation 1.7), which clearly pertains to limitation 1.9. Jd. Fig. 3B.

Accordingly, for limitation 1.7 we identified the column and line numbers

correspondingto the first step of Figure 3B, Ex. 1001, 7:64—-8:5, which

describes the function recited in limitation 1.7 (i.e., receiving and displaying

automatic acknowledgements); however, we did not identify the column and

lines numbers describing the second andthird steps of Figure 3B,i.e.,

Ex. 1001, 8:6-15, describing the functions recited in limitations 1.8 and 1.9.

Inst. Dec. 15. Therefore, we identified algorithms by columnandline

numbers, and to the extent weidentified Figures, it is evident that we

intended to include only the portion[s] of the Figures correspondingto the

identified column and line numbers.

Even if we were to credit Patent Owner’s assertion at the hearing as to

its understanding of our preliminary construction, this does not address the

fact that Patent Owner neither expressed its understanding nor argued

Kubala does not teach taking and releasing control of a PDA,priorto the

hearing. See generally PO Resp.; see generally Sur-reply. In the Response,

Patent Owner’s proposed construction for limitation 1.6 identified the

disclosureat Ex. 1001, 8:37—57 as disclosing the algorithm. PO Resp.12.

Notably, Patent Ownerincluded lines not included in our preliminary

construction, namely Ex. 1001, 8:37—39 and 8:52—57 describing taking and

releasing control. Jd. However, Patent Ownerdid not express an

understanding that our preliminary construction is consistent with requiring

taking and releasing control. Jd. at 11-12. Patent Ownerdid not arguethat

taking and releasing control of a PDAis a requirementoflimitation 1.6,

muchless explain why it should be a requirement. Jd. Indeed, Patent

Owner’s only commentary and argument concerning construction ofthis
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limitation was that we should adopt the construction adopted in district

court. /d. Patent Owner’s failure to argue that taking and releasing control

should be written into limitation 1.6, coupled with the lack of any argument

by Patent Ownerthat Kubala fails to teach taking and releasing control, see

generally PO Resp.and Sur-reply, left Petitioner and the Board entirely in

the dark as to Patent Owner’s positions until the oral hearing, thereby

depriving Petitioner the opportunity to develop a response.

For the foregoing reasons, we do not consider Patent Owner’s

untimely arguments in rendering our Final Decision. However, had we

considered Patent Owner’s new arguments madeat the hearing, it would not

have affected the outcomeof this Final Decision.
The claim construction adopted in this Final Decision renders moot

Patent Owner’s new argument. As we discussed above, Patent Owner’s

argument assumesthe construction oflimitation 1.6 includes, as part of the

algorithm, the discussion in the Specification of taking and releasing control

of aPDA. However, our construction does not include such description as

part of the algorithm. As weclarified above, supra Sec. II.C.4.a.1.b, we do

not adopt Patent Owner’s proposed construction of limitation 1.6. Namely,

unlike in Patent Owner’s proposal, we do not include in the algorithm the

description of taking and releasing control at Ex. 1001, 8:37-39, 8:52-57,

and portions of Figure 4 not described at 8:39-51. We do not read into

limitation 1.6 a requirementof taking control of a PDA/cell phone—a

requirementthat is not expressly stated in claim 1, supra Sec. II.C.4.a.1.b.

Ourinterpretation is consistent with the ’970 patent disclosure taken

as a whole. Claim 2, which depends directly from claim 1, explicitly recites

meansfor controlling a PDA/cell phone, supporting our determination that

claim 1 does not require taking control of a PDA/cell phone. Ex. 1001,
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9:46-54, Claim 2 (“meansfor controlling of the recipient PDA/cell phone

upon transmitting said automatic acknowledgmentand causing, in cases

where the force messagealert is a text message, the text message and a

responselist to be shown on the display of the recipient PDA/cell phone or

causes, in cases where the forced messagealert is a voice message, the voice

messagebeing periodically repeated by the speakers of the recipient

PDA/cell phone while said response list is shown on the display”).

Even if we were to agree with Patent Ownerthat claim 1 requires

taking control of a PDA/cell phone, this would notalter the outcomeof our

Final Decision. In light of the claim language and Specification, we would

interpret the forced messagealert software application program “effectively

tak[ing] control” of a PDA/cell phone to mean that the application program

does not allow a recipient to clear a text message and responselist or stop a

voice message from repeating until the recipient selects a response, because

this is the only written description associated with taking control of a

PDA/cell phone. Jd.; see also id. at 8:52—57 (explaining that when the

recipient selects a response, the application program “releases control”of the

recipient device, clearing the display and stopping repeating the voice

message). The Specification offers no support for a broader interpretation of

taking control of a PDA/cell phone.

Underthe hypothetical interpretation in the preceding paragraph, we

would find Petitioner has made a persuasive showing because, as we

discussed above, Petitioner has shown Kubala teaches requiring a required

manual response from the responselist by the recipient in order to clear

recipient’s responselist from recipient’s cell phone display. Wenote that a

finding that Kubala teaches e-mail application 206 taking control of a

PDA/cell phone would be further supported by Kubala’s disclosure that “the
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user must reply to the received e-mail in some mannerbefore the e-mail

application will allow the user to perform someother action.” Ex. 1005

4 53 (emphasis added).

Wenote that at the hearing, when asked if how the algorithm takes

control of a PDAis limited to the description in the Specification, Patent

Ownertook the untenable position that taking control includes physically

grabbing someone’s PDA outoftheir hands:

JUDGE TROCK:It [the algorithm] explains how it takes
control. It’s very limited in howit takes control;is it not?

MR RUBINO: No Your Honor. It says -

JUDGE TROCK:It doesn’t say it grabs the cell phone out of
the recipient’s hand, doesit?

MR. RUBINO:It does, Your Honor.

Tr. 30:14—20; see also Tr. 34:17—35:14. Whenasked whya skilled artisan

wouldn’t have understood “taking control” to be limited to the only written

description in the Specification of what happens whenthe application

program effectively takes control of a PDA (i.e., Ex. 1001, 8:39-51 and

corresponding portion of Figure 4), Patent Owner respondedthat “taking

control” must mean more becauseFigure4 states “the forced voicealert

software takes control of the recipient’s cell phone . . . and causes” display

of the text message or repeating the voice message until a response is sent—

the “and”indicating taking control must mean something other than

displaying the text message or repeating the voice message until a response

is sent, according to Patent Owner. Tr. 36:18-37:25. Patent Owner’s

position appearedto be that because “taking contro!” must mean more than

whatis described at 8:39-51 and corresponding portion of Figure 4, and
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because the Specification doesn’t explicitly describe any other form of

taking control, taking control could be so broad as to include physically

grabbing a phone away from someone’s hands. Jd. If we were to consider

this belated argument, we would reject Patent Owner’s conclusionthat “take

control” is so broad. The broadest reasonable interpretation of a claim that

invokes 35 U.S.C. § 112, 7 6 is the structure, material, or act described in the

specification as performing the entire claimed function and equivalents

thereof. In re Donaldson Co., 16 F.3d 1189, 1193 (Fed. Cir. 1994) (en

banc). Therefore, we would not interpret limitation 1.6 more broadly than

whatis described in the Specification as taking control of aPDA. As we

discussed above,the only possible description of taking control of a

PDA/cell phoneis at 8:39-51 and the corresponding portion of Figure 4.

For the foregoing reasons, even if we had considered Patent Owner’s

new argument, it would not have altered the outcome of our Final Decision.

(3) “meansfor receiving and displaying a listing ofwhich recipient
PDA/cellphones have automatically acknowledgedtheforced message

alert and which recipient PDA/cell phones have not automatically
acknowledged theforced messagealert”(limitation 1.7); “means for
receiving and displayingalisting ofwhich recipient PDA/cell phones
have transmitted a manual response to saidforced message alert and

details the responsesfrom each recipient PDA/cell phone that
responded”(limitation 1.9)

Petitioner persuasively argues that Kubala teaches limitations 1.7 and

1.9. Although Petitioner’s analysis is based on a construction different from

that adopted above, supra Sec. II.C.4.a.2, Petitioner still shows Kubala

teaches limitations 1.7 and 1.9 under our construction. We determined that

the structure corresponding to the functions recited in limitations 1.7 and 1.9

is PDA/cell phone hardware including a display, such as display 16, and a

wireless receiver and/or transceiver, and equivalents thereof. Supra
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Sec. II.C.4.a.2. Petitioner has shown Kubala discloses a hardware display

because Petitioner shows each PDA/cell phone in Kubala includes a touch

screen display. Pet. 24 (citing Ex. 1005 J{ 29-30; Ex. 1003 4 93).

Petitioner has shown Kubala discloses a wireless receiver and/or transceiver

because Petitioner shows the PDA/cell phones in Kubala communicate using

wireless technology. Jd. at 25 (citing Ex. 1005 § 27, Figure 1A). Patent

Ownerdoesnot dispute that Kubala discloses a PDA/cell phone hardware

including a display, such as display 16, and a wireless receiver and/or

transceiver. See generally PO Resp.

Petitioner also shows, for reasons discussed below,that the structures

in Kubala perform the functions specified in limitations 1.7 and 1.9 through

its showing that the software application program (e.g., enhanced email

application 206, 208) in Kubalaresults in the functions being performed on

Kubala’s touch screen display and wireless receiver and/or transceiver.

Pet. 32-35, 37-40.

(a) Limitation 1.7

Petitioner persuasively shows that Kubala teaches receiving “a listing

of which recipient PDA/cell phones have automatically acknowledged the

forced messagealert and which recipient PDA/cell phones have not

automatically acknowledged the forced messagealert,” as recited in

limitation 1.7, because Kubala discloses that prior art solutions “have

provided the ability to generate return receipts to the sender when the

sender’s e-mail messageis received at its intended destination or when the

recipient opens the e-mail message, thereby providing an acknowledgement

that a particular message has been received and/or opened.” Pet. 32 (quoting

Ex. 1005 § 6). Furthermore, we are persuadedthat a skilled artisan would

have understoodthat the listing is accessible, e.g., available for display, on
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the sender PDA/cell phone because the user of the sender PDA/cell phone

would have wanted to access the information regarding acknowledgement

receipts. /d. at 33 (citing Ex. 1003 J 111); see also Tr. 18:8-15 (Petitioner’s

counsel explaining “accessible” means accessible by the user and the only

way a user could access the information would be to viewit).

Petitioner also presents a contingent argumentin the event “‘itis

argued that Kubala doesn’t teach this limitation [1.7].” Jd. Petitioner argues

that in the event we find Kubala does not teach use of acknowledgement

receipts, Hammond,like Kubala, also teaches this feature. Pet. 33. (citing

Ex. 1006, Abstract, 2:11-18, 5:20—23). Petitioner persuasively shows

Hammondteachesuse of such receipts. Jd. at 33-35 (citing Ex. 1006, 3:1-

4:28, 5:31-37, 6:56-8:45, 10:6—22, Fig. 2). Indeed, Hammonddiscloses

that the sender of an electronic message supplies a message to a Message

Sender component, and can specify optional message tracking information,

including message delivery(e.g., receipt) information. Ex. 1006, 4:48—56.

In one embodimenta recipient “provide[s] receipts when messagesare

received” and a Message Receipt Trackeris notified of these receipts. Jd. at

5:20-23. The Message Receipt Trackerin turn stores information, such as

notification of receipts, in a Message Tracking Table, such as that shown in

Figure 2 of Hammond. Jd. at 5:32-37.

Petitioner also provides a rationale to combine Hammondwith

Kubala, arguing that a skilled artisan would have been motivated to combine

these references because both are directed to tracking responses to

mandatory-response messages, and both disclose use of acknowledgement

receipts. Pet. 34-35. Wefind Petitioner’s argument persuasive. Hammond,

like Kubala, relates to enhancing communication that involves electronic

messages such as e-mail. Ex. 1005, code at (57); Ex. 1006, code (57). As
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Petitioner points out, Kubala already discloses the use of automatic

acknowledgementreceipts, explaining that such was well knownin theart.

Id. (citing Ex. 1005 § 6). Hammondfurther confirms Kubala’s teaching that

use of return receipts was well knownin the art, see, e.g., Ex. 1006, 1:21-26,

2:1-10, and confirms Mr. Williams’ assertion that due to uncertainty as to

whether an e-mail message wasreceived, return receipts provided a well-

known benefit, Ex. 1003 7 103. For the foregoing reasons, we find

persuasive Petitioner’s assertion that the combination of Kubala with

Hammondteachesreceiving “a listing of which recipient PDA/cell phones

have automatically acknowledged the forced message alert and which

recipient PDA/cell phones have not automatically acknowledged the forced

messagealert,” as recited in limitation 1.7.

Patent Owner’s contentions and arguments do not undermine

Petitioner’s showing. Patent Owner contendsthat “Petitioner does not rely

on Kubalato disclose the recited function,” but instead “Petitioner submits |
that Hammonddiscloses the claim elements required by the recited function

of displaying the requiredlisting.” PO Resp. 23. Patent Owneris incorrect.

Petitioner unambiguously asserts that Kubala alone teaches the recited

function. Pet. 32-33 (‘““Kubala discloses the claimed structure and the

claimed function ofthis [1.7] limitation.”); Pet. Reply 13-15. As we

discussed above, Petitioner relies on Hammond only for a contingent

argument, stating explicitly that Hammondisrelied on “{t]o the extentit is

argued that Kubala doesn’t teach this [1.7] limitation.” Pet. 33.

Accordingly, Patent Owner’s assertion that Petitioner does not rely on

Kubala to disclose the recited function is incorrect.

Patent Owneralso criticizes an argumentthat is not made by

Petitioner. Patent Owner argues that Hammond’s Message Tracking Table
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(as shownin Figure 2) does not depict a display screen, but ratherillustrates

a data structure stored in memory. PO Resp. 23-27. However, Petitioner

neverasserts that the Message Tracking Table shownin Figure 2 depicts a

display screen. Pet. 33-35. Rather, Petitioner explains that (1) Hammond’s

Message Tracking Tables show tracking of acknowledgementreceipts,

(2) Hammondisrelied on forits teaching of tracking acknowledgement

receipts, and (3) a skilled artisan would have combined Hammondbased on

its disclosure as it relates to exchanging and tracking recipient-devices. Id.

(citing Ex. 1006, 3:1-4:28, 5:31-37, 6:56-8:45, 10:6—22, Fig. 2; Ex. 1003

{ 112). Nowhere does the Petition argue that the Message Tracking Tablein

Figure 2 depicts a display. Id. Accordingly, Patent Owner’s argumentthat

Petitioner’s expert, Mr. Williams, “conceded during his deposition that

Hammond’s ‘Message Tracking Table’ depicted in Figure 2 is located and

stored in the server’s memory,”is irrelevant. PO Resp. 24 (citing Ex. 2007,

63:13-65:1, 66:16-6:22). Nor do wefind persuasive Patent Owner’s

argumentthat Mr. Williamstestified that the existence of the Message

Tracking Tableitself is not sufficient to show howthetable is displayed.

PO Resp.24 (citing Ex. 2007, 75:14—76:8). Nowhere does Petitioner assert

that Hammondisrelied on for displaying information. Pet. 33-35. As we

discussed above,Petitioner relies on Kubala for displaying tracked

information, and relies on Hammondforits teaching of the kind of

information that is tracked, namely return receipt information. Jd. at 32-35.

Even if we were to find Patent Owner’s arguments regarding

Hammondto be persuasive, and we do not, they relate to a contingency in

the event we find Kubala does not teach the function recited in

limitation 1.7. However, for reasons discussed above, wefind Petitioner has

shown Kubala teaches limitation 1.7.
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For the foregoing reasons, we determine Petitioner has made a

persuasive showingasto limitation 1.7 in view of Kubala,either aloneorin

combination with Hammond.

(b) Limitation 1.9

Petitioner persuasively showsthat Kubala teaches receiving “a listing

of which recipient PDA/cell phones have transmitted a manual response to

said forced message alert and details the responses from each recipient

PDA/cell phone that responded,”as recited in limitation 1.9. Pet. 37-38.

Kubala discloses that a sending PDA(e.g., computing device 202) can

receive and display a response from a recipient PDA(e.g. computing

device 204). Jd. at 37 (citing Ex. 1005 4 26-41, Fig. 2; Ex. 1003 4 121).

Petitioner argues that a skilled artisan would have known,in addition to

receiving and displaying responses from recipient PDAs,also to display a

listing of which recipient PDA’s have transmitted a response. Id. at 27-30.

Wefind this persuasive because, as noted by Petitioner, Kubala discloses

that receiving e-mail application 208 may collect and record information

about the manner in whichthe recipient responds to an e-mail message that

has a mandatory-response flag, wherein the information may include

mandatory-responsereturn-status codes included within the reply e-mail.

Pet. 38 (citing Ex. 1005 ff] 50, 51, 61, Fig 9). We are persuaded by

Petitioner’s argumentthat a skilled artisan would have knownthat the

collected information regarding which recipients have respondedto the e-

mail messages wasavailable and accessible, e.g., available for display, on

the sender PDA/cell phone because the user of the sender PDA/cell phone

would have wanted to access the information regarding acknowledgement

receipts. Jd. (citing Ex. 1003 4 122); see also Tr. 18:8—15 (Petitioner’s
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counsel explaining “accessible” means accessible by the user and the only

way a user could access the information would be to viewit).

Patent Ownerdoes not provide argumentspecific to limitation 1.9.

For the foregoing reasons, we find Petitioner has made a persuasive

showingas to limitation 1.9 in view of Kubala.

Although Petitioner provides argument that Kubala alone teaches

“receiving and displaying a listing of which recipient PDA/cell phones have

transmitted a manualresponseto said forced messagealert,” Petitioner also

argues that “Hammondalso providesthis disclosure.” Jd. at 38. Petitioner

provides evidence and argument that Hammond,like Kubala, teaches

tracking information about electronic messages that have been read by

recipients. Jd. at 38-39 (citing Ex. 1006, 5:17-8:45, 10:5—11:48, Fig. 4,

Fig. 5A, Fig. 5B; Ex. 1003 § 123). However, Petitioner does not explain

how Kubala is being combined with Hammond. J/d. at 40. Rather, Petitioner

refers to its argument regarding limitation 1.7; but, limitations 1.7 and 1.9

are distinct, and Petitioner fails to address the differences in the limitations

and explain how limitation 1.9 is taught by the combination. Jd. at 40.

For the foregoing reasons, we are not persuadedasto Petitioner’s

arguments regarding the combination of Kubala with Hammond.

c) Conclusion

For the foregoing reasons, Petitioner has demonstrated, by a

preponderanceofthe evidence, that claim | of the ’970 patentis

unpatentable under § 103 as obvious over the combination of Kubala with

Hammond.
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4. Claim 3

Claim 3 dependsdirectly from claim 1, and recites the system as in

claim 1, “wherein said data transmission means is TCP/IP or another

communication protocol.” Ex. 1001, 9:64-65.

Petitioner argues persuasively that Kubala discloses the limitation of

claim 3 because Kubala discloses PDAs/cell phones communicating

according to TCP/IP or another communication protocol, such as Wi-Fi.

Pet. 40 (citing Ex. 1005 § 27, Fig. 1A; Ex. 1003 { 127).

Patent Ownerdoes not dispute Petitioner’s contentionsas to claim 3.

See generally PO Resp.

For the foregoing reasons, Petitioner has demonstrated, by a

preponderance ofthe evidence, that claim 3 of the ’970 patent is

unpatentable under § 103 over the combination of Kubala with Hammond.

5. Claim 4

Claim 4 dependsdirectly from claim 1, and recites the system as in

claim 1, “wherein the responselist that is transmitted within the forced

message alter software packetis a default responselist that is embedded in

the forced message alert software application program.” Ex. 1001, 9:66—

10:2.

Aswe discussed above with regard to limitation 1.4 of claim 1,

Petitioner argues persuasively that Kubala’s menu 1120 in Figure 11C

teaches a responselist that is transmitted within the forced messagealert

software packet. Supra Sec. II.D.3.a.5. Petitioner argues that Kubala

teaches that the responses in the transmitted list of possible responses, e.g.,

the text strings “too busy right now,” “looks okay,” and “‘requested

declined,” can be default responses. Pet. 40-41 (citing Ex. 1005 4 57,

Fig. 11C). We are persuaded that Kubala teaches the text string that are
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used as menu items can be default responses because, as Petitioner points

out, “Kubala also explains that the text strings may be ‘required and

standardized within a data format specification, e.g., in a standard similar to

RFC 2822.’” /d. at 41 (citing Ex. 1005 JJ 57, 60; Ex. 1003 9¥ 129-130).

Patent Owner doesnot dispute Petitioner’s contentions as to claim 4. See

generally PO Resp.

For the foregoing reasons, Petitioner has demonstrated, by a

preponderanceofthe evidence, that claim 4 of the ’970 patentis

unpatentable under § 103 over the combination of Kubala with Hammond.

6. Claim 5

Claim 5 dependsdirectly from claim 1, and recites the system as in

claim 1, “wherein the responselist that is transmitted within the forced

messagealert software packet is a custom responselist that is created at the

time the specific forced messagealert is created on the sender PDA/cell

phone.” Ex. 1001, 10:3-6.

As wediscussed above with regard to limitation 1.4 of claim 1,

Petitioner argues persuasively that Kubala’s menu 1120 in Figure 11C

teaches a responselist that is transmitted within the forced messagealert

software packet. Supra Sec. II.D.3.a.5. Petitioner argues that Kubala

teaches that the text strings used as menu itemsin the responselist can be

configurable. Pet. 41-42 (citing Ex. 1003 4] 132-133). We find

Petitioner’s argument persuasive because Kubala discloses“[t]he text strings

that are used as menu items may be obtained in a variety of manners,” and

discloses an example in which the text strings are configurable:

the text strings may be configurable through the enhanced e-mail
application by allowing  user-specifiable or system-
administrator-specifiable parameters. As anotheralternative, the
text strings may be extracted from the original e-mail message
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that was received from the sender, in which case the text strings
may have been configured as user-specifiable or system-
administrator-specifiable parameters in the sender’s instance of
the enhanced e-mail application.

Id. (quoting Ex. 1005 4 57). Patent Owner does not dispute Petitioner’s

contentions as to claim 5. See generally PO Resp.

For the foregoing reasons, Petitioner has demonstrated, by a

preponderanceof the evidence,that claim 4 of the 970 patent is

unpatentable under § 103 over the combination of Kubala with Hammond.

7. Claim 6

Claim 6 is similar to claim 1. However, claim 6 recites a method,

whereasclaim 1 recites a communication system. Petitioner sets forth where

the preamble and each limitation of claim 6 is taught by the combination of

Kubala and Hammond. Pet. 42-47. Patent Ownerdisputes Petitioner’s

contentions. Patent Owner’s arguments are made together with, and are the

same, as those for claim 1. PO Resp. 14-28.

Regarding the preamble ofclaim 6, Petitioner argues that, as set forth

in its arguments and evidenceforlimitations 1.1 and 1.3 of claim 1, “Kubala

discloses a method for sending a forced-messagealert to one or more

recipient PDA/cell phones within a predetermined communication network.”

Pet. 42 (citing Ex. 1005 {J 26-27, 32-33, Fig. 1A; Ex. 1003 { 135).

Moreover, for the reasons argued for limitation 1.7, Petitioner argues

Hammonddisclosesthe ability to track the receipt and response to forced-

messagealerts. /d. (citing Ex. 1006, code (57), 2:11—-18, 3:1-4:28, 5:20-37,

10:6-22, 6:56-8:45, FIG. 2). For our reasons stated above for

limitations 1.1, 1.3, and 1.7, we are persuaded Petitioner has shownthe
combination of Kubala and Hammondteaches or suggests the preamble of

claim 6.
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For limitation 6.1, Petitioner showspersuasively that Kubala teaches

“accessing a forced messagealert software application program on a sender

PDA/cell phone,” relying on Kubala’s enhanced email application program

on a sender PDAandits argumentsfor limitation 1.4 of claim 1 as to why

Kubala’s enhanced email application program teaches a forced messagealert

software application program. Pet. 43 (citing Ex. 1005 4] 13, 33-36,Fig. 2;

Ex. 1003 4 136). For the same reasons westated aboveforlimitation 1.4,

weare persuaded Kubala’s enhanced email application teaches a forced

messagealert software application program on a sender PDA/cell phone.

Forlimitation 6.2, Petitioner shows persuasively that Kubala teaches

“creating the forced message alert on said sender PDA/cell phone by

attaching a voice or text message to a forced messagealert application

software packet to said voice or text message,” relying on its evidence and

argumentsfor limitation 1.5 that Kubala’s email message 214 with

mandatory response flag 216 created on the sender PDAis a forced message

alert. Pet. 43 (citing Ex. 1005 JJ 32-41, 54-61, Fig. 1A, 1B, 2-4; Ex. 1003

{ 137). For the same reasons westated above for limitation 1.5, we are

persuaded Kubala’s email message with mandatory responseflag created on

the sender PDAis a forced messagealert, and that Kubala teaches

limitation 6.2

For limitation 6.3, Petitioner shows persuasively that Kubala teaches

“designating one or more recipient PDA/cell phonesin the communication

network,” relying on disclosure in Kubala that email messages are sent to a

recipient. Pet. 43 (citing Ex. 1005 f{ 32-44, 54-61, Fig. 1A, 1B, 2-5;

Ex. 1003 | 138). We credit Mr. William’s testimony that a person of

ordinary skill in the art would have recognized that an email messaging

application to which recipients receive an email involves designating a
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recipient within the communication network. Ex. 1003 { 138. Indeed,

Kubala discloses that emails have message headers that provide information

about the recipient of a message, suggesting a recipient has been designated.

Ex. 1005 937. For the reasons stated above, we are persuaded Kubala

teaches limitation 6.3

For limitation 6.4, Petitioner showspersuasively that Kubala teaches

“electronically transmitting the forced messagealert to said recipient

PDA/cell phones,” relying on Kubala’s disclosure of sending outgoing email

messages flagged as a message to whicha recipient is required to provide a

mandatory response. Pet. 44 (citing Ex. 1005 {fj 32-44, 54-61, Fig. 1A, 1B,

2-5; Ex. 1003 J 139). We are persuaded that Kubala teaches limitation 6.4

because the email (i.e., electronic mail) message is transmitted electronically

to arecipient PDA. See, e.g, Ex. 1005 § 35.

Forlimitation 6.5, we are persuaded by Petitioner’s showing.

Petitioner relies on its evidence and arguments for limitation 1.5 of claim 1,

Pet. 44, for which wefind, above, Petitioner shows Kubala teaches requiring

the recipient PDA/cell phoneto transmit an automatic acknowledgementto

the sender PDA/cell phone as soon as the forced messagealert is received by
the recipient PDA/cell phone, supra Sec. II.D.3.b.1. Petitioner furtherrelies

on its evidence and argumentfor limitation 1.7 of claim 1, Pet. 44, for which

we find, above, Petitioner shows Kubala, either alone or in combination with

Hammond,teachesreceiving and displaying a listing of which recipient

PDA/cell phones have automatically acknowledged the forced messagealert

and which recipient PDA/cell phones have not automatically acknowledged

the forced messagealert, supra Sec. II.D.3.b.3.a. For our reasons stated

aboveasto limitation 1.5 and 1.7, we are persuaded Kubala,either alone or

in combination with Hammond,teacheslimitation 6.5.
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For limitation 6.6, Petitioner shows persuasively that the combination

of Kubala and Hammondteach “periodically resending the forced message

alert to the recipient PDA/cell phones that have not acknowledgedreceipt,”

relying on its evidence and arguments for limitation 1.8 of claim 1. Pet. 44.

As wediscussedfor limitation 1.8, we are persuaded the combination of

Kubala and Hammondteach “periodically resending said forced message

alert to said recipient PDA/cell phones that have not automatically

acknowledged the forced messagealert. Supra Sec. II.D.3.a.6. For the same

reasons, we are persuaded the combination of Kubala and Hammondteaches

limitation 6.6.

For limitation 6.7, Petitioner shows persuasively that Kubala teaches

“receiving responses to the forced messagealert from the recipient PDA/cell

phonesand displaying the response from each recipient PDA/cell phone,”

relying on Kubala’s disclosure that the sending PDA(e.g., computing

device 202) may receive an email message 218 from a recipient PDA (e.g.,

computing device) in response to email message 214 with mandatory

response flag 216. Pet. 45 (citing Ex. 1005 f§ 33-36; Ex. 1003 ¢ 142).

Petitioner argues persuasively that the received email would have been

displayed on the PDA,relying on Mr. William’s testimony that the ability to

display email has beenin placeat least since 1993 with the IBM Simon. Jd.

(citing Ex. 1003 § 143). We credit Mr. William’s testimony. Indeed,

Kubala depicts PDAsas having display screens in Figure 1A, Ex. 1005,

Fig. 1A, and wefind credible Mr. William’s assertion that emails were

displayed, based on our observation that the message comprises text, which

wefind indicates the message would be viewed on a display. For the

foregoing reasons, we are persuaded Kubala teaches limitation 6.7.
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For limitation 6.8, Petitioner shows persuasively that Kubala teaches

“providing a manualresponselist on the display of the recipient PDA/cell

phone that can only be cleared by the recipient providing a required response

from the list,” relying on its evidence and argumentsfor limitations 1.5 and

1.6 of claim 1. Pet. 46 (citing Ex. 1005 ¥ 9, 33-36, 40, 41, 47, 54-60.

Fig. 2, 8, 10, 11A, 11C; Ex. 1003 § 144). For reasons we discussed above

for limitation 1.5, we are persuaded Kubala teaches providing a manual

responselist on the display of a recipient PDA,as isillustrated in

Figure 11C. For reasons we discussed abovefor limitation 1.6, we are

persuaded Kubala teaches requiring a required manual response from the

responselist by the recipient in order to clear recipient’s responselist from

recipient’s cell phone display. Therefore, we are persuaded Kubala teaches

limitation 6.8

For limitation 6.9, Petitioner persuasively shows Kubala teaches

“clearing the recipient’s display screen or causing the repeating voice alert to

cease uponrecipient selecting a response from the responselist required that

can only be cleared by manually selecting and transmitting a responseto the

manualresponselist,” because Kubala discloses that a user can select a
response from a menu ofresponses, and after selecting a response, a user

presses the INSTANTbutton, thereby closing the window and clearing the |

display and generating a reply message. Pet. 46-47 (citing Ex. 1005 4 57,

Fig. 11C; Ex. 1003 § 145-147). Petitioner points out that although the

embodimentillustrated in Figure 11C showsthat a user can select CANCEL

to close the window without sending a reply, Kubala also teaches that a

recipient can be prevented from closing a review ofthe received email

message, from deleting the received email message, and from exiting the

email application until the recipient has responded to the received email
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message. Jd. at 47 (citing Ex. 1005 7.9). Furthermore, as we discussed

abovefor limitation 1.6, Petitioner has shownpersuasively that Kubala

teaches combining these features. For the foregoing reasons, Petitioner has

shownthat Kubala teacheslimitation 6.9.

Patent Ownerdisputes Petitioner has shown unpatentability, butits

arguments are made together with claim 1, PO Resp. 14—28, and we

addressed such argumentsin our discussion above for claim 1. For the same

reasons as above, we find Patent Owner’s arguments unavailing.

For the foregoing reasons, Petitioner has demonstrated, by a

preponderanceofthe evidence, that claim 6 of the ’970 patentis

unpatentable under § 103 over the combination of Kubala with Hammond.

8. Claim 7

Claim 7 dependsdirectly from claim 6, and recites the method asin

claim 1, “wherein each PDA/cell phone within a predetermined

communication network is similarly equipped and has the forced message

alert software application program loaded onit.” Ex. 1001, 10:42—-45.

Aswediscussed above with regard to limitations 1.1 and 1.4 of

claim 1, Petitioner argues persuasively that Kubala teaches a predetermined

network of participants, wherein each participant has a similarly equipped

PDA/cell phone(limitation 1.1) and a forced messagealert application

software application program loaded on each participating PDA/cell phone

(limitation 1.4). Supra Sec. II.D.3.a.2, II.D.3.a.5; Pet. 48-50. Patent Owner

does not dispute Petitioner’s contentions as to claim 7. See generally PO

Resp.

For the foregoing reasons, Petitioner has demonstrated, by a

preponderanceof the evidence, that claim 7 of the ’970 patentis

unpatentable under § 103 over the combination of Kubala with Hammond.
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9. Claim 8

Claim 8 dependsdirectly from claim 6, and recites the method as in

claim 1, “wherein said forced message alert application software packet

contains a responselist, wherein said responselist is a default list embedded
in the forced message alert software application program.” Ex. 1001, 10:46—

49.

As we discussed above with regard to claim 4, Petitioner argues

persuasively that Kubala teaches a responselist that is transmitted within the

forced messagealert software packet that is a default list that is embedded in

the forced messagealert software application program. Supra Sec. IL.D.5;

Pet. 50. Patent Owner doesnot dispute Petitioner’s contentions as to

claim 8. See generally PO Resp.

For the foregoing reasons, Petitioner has demonstrated, by a

preponderanceofthe evidence, that claim 8 of the ’970 patent is

unpatentable under § 103 over the combination of Kubala with Hammond.

10. Claim 9

Claim 9 dependsdirectly from claim 6, and recites the method as in

claim 1, “wherein said forced message alert application software packet

contains a responselist, wherein said responselist is a custom responselist

that is created at the time the specific forced messagealert is created on the

sender PDA/cell phone.” Ex. 1001, 10:50—54.

Aswe discussed above with regard to claim 5, Petitioner argues

persuasively that Kubala teaches a responselist that is transmitted within the

forced messagealert software packetthat is a custom responselist that is

created at the time the specific forced messagealert is created on the sender

PDA/cell phone. Supra Sec. II.D.6; Pet. 50-51. Patent Owner does not

dispute Petitioner’s contentions as to claim 9. See generally PO Resp.
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For the foregoing reasons, Petitioner has demonstrated, by a

preponderanceofthe evidence,that claim 9 of the ’970 patentis

unpatentable under § 103 over the combination of Kubala with Hammond.

E. Asserted Obviousness Over Hammond, Johnson, and Pepe; Asserted
Obviousness Over Hammond, Johnson, Pepe, and Banerjee

Petitioner contends that claims 1 and 3-9 are unpatentable under 35

U.S.C. § 103 as obvious over the combination of Hammond, Johnson, and

Pepe,or alternatively, over the combination of Hammond, Johnson, and

Pepe with Banerjee. Pet. 12, 51-78. Patent Ownerdisputes Petitioner’s

contentions. PO Resp. 28-39.

I. Johnson (Ex. 1007)

Johnson generally discloses a method and system havingaplurality of

enrolled users and electronic mail objects that may be transmitted and

received between users. Ex. 1007, [57]. The method and system include

designating an electronic mail object as requiring a specific response and

transmitting the electronic mail object to a recipient. Jd. The recipient of

the electronic mail object is prompted for a specific response when the

recipient opens the electronic mail object and is prohibited from performing

other actions until the required specific response it entered by the recipient.

Id.

2. Pepe (Ex. 1008)

Pepe generally discloses a personal communications internetwork

(“PCI”) that provides a network subscriber with the ability to remotely

control receipt and delivery of wireless and wireline voice and text

messages. Ex. 1008, 3:45-48. The PCI operates as an interface between

various wireless and wireline networks, and also performs media translation

where necessary. Jd. at 3:48-51. The PCI permits the subscriber to send
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and receive messages between disparate networks and messaging systems.

Id. at 5:56—-59. A database maintains the subscriber’s message receipt and

delivery options. Jd. at 3:51-54.

3. Analysis

After considering the arguments and evidence submitted by the

parties, we determine Petitioner has not shownclaims 1 and 3-9 would have

been obvious over the combination of Hammond, Johnson, and Pepe,or

alternatively, over the combination of Hammond, Johnson, and Pepe with

Banerjee, because the Petition fails to specify with particularity what

elementin the priorart discloses a “forced message alert software packet,”

as recited in independent claim 1, and a “forced messagealert application

software packet,” as recited in independent claim 6. Petitioner’s showing as

to claims 3-5 and 7-9, which dependeither from claim 1 or 6,are deficient

for the same reasons.

Claims 1 and6 recite that a “forced messagealert” is created by

attaching a “forced messagealert [application] software packet” to a voice or

text message. Ex. 1001, 9:14—-23, 10:14-17. For claim 1, Petitioner asserts

that Hammond,Johnson, and Pepe alone each disclose transmission to a

recipient computer of a forced message alert, but does not specify what

elementin the prior art it contendsis the asserted forced message alert, much

less how the forced message alert includes aforced message alert

[application] software packet. Pet. 60. Petitioner’s argumentis reproduced

below:

The combination of Hammond, Johnson, and Pepe disclose this
limitation [limitation 1.5]. In particular, Hammond and Johnson
each alone disclose the transmission of forced message alerts to
recipient computers. (See Hammondat Abstract, 1:66-2:50, 3:1-
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4:28, 5:17-61, 6:3-19; Johnson, 1:58-61, 2:1-35, 3:64-4:42, 6:60-
65.)

Id. Petitioner’s argument for claim 6 merely refers to the argumentfor

claim 1, and therefore is likewise deficient:

As set forth above (supra claim [1.5]), the combination of
Hammond,Johnson, and Pepe teachesor suggests the features of
this limitation. (See Hammond, Abstract, 1:66-2:50, 3:1-4:28,
5:17-61; Johnson, 1:58-61, 2:1-35, 3:64-4:42, 6:60-65; Pepe,
34:8-36:51, 5:17-20, FIGS. 28-45.)

Id. at 71.

Petitioner’s contentions are insufficient for two reasons. First,

Petitioner does not identify what element in each reference it contendsis the

“forced messagealert.” Instead, Petitioner places the burden on Patent

Ownerand the Boardto sift through several columnsof text to guess what

Petitioner contendsis a “forced message alert.” Second, even if we were to

identify a potential candidate “forced messagealert,” we would next have to

speculate as to which part Petitioner contends is the “message” and which

part is the “packet’”—a task which we do not undertake. Ourrules require

that a petition specify with particularity where each elementofa claim is—

foundin the priorart, and include a detailed explanation of the relevance of

the prior art to the claim. 37 C.F.R. § 42.104(b)(4) (“[t]he petition must

specify where each elementof the claim is found in the prior art patents or

printed publications relied upon”); id. § 42.22(a)(2) (“[e]ach petition . ..

must include . . . a detailed explanation of the significance of the evidence

including material facts”); id. § 42.104(b)(5) (“[t]he petition mustset forth

... the relevance of the evidenceto the challengeraised, including

identifying specific portions of the evidence that support the challenge”). As

the Federal Circuit has explained, “[iJn an IPR, the petitioner has.the burden
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from the onset to show with particularity why the patent it challengesis

unpatentable.” Harmonic Inc. v. Avid Tech., Inc., 815 F.3d 1356, 1363 (Fed.

Cir. 2016). Petitioner’s citation to several columnsoftext is not sufficient to

specify where the claimed “packet” is found in the prior art. 37 C.F.R.

§§ 42.22(a)(2), 42.104(b)(4), 42.104(b)(5).

Therefore, we find the Petition fails to show with particularity why the

challenged claims are unpatentable.

In the Institution Decision, we identified the deficiency in the Petition:

Wedo notdiscern any identification in the Petition of where or
how the asserted references disclose a “forced message alert
software packet.” Petitioner asserts that Hammond, Johnson,
and Pepe alone each disclose transmission of a forced message
alert to a recipient computer. Pet. 60. Petitioner cites to various
disclosure in each reference. Jd. However, Petitioner does not
explain how the messages transmitted in these references
comprise a voice or text message and a forced message alert
software packet attached thereto. Jd.

Inst. Dec. 36. Patent Owner agrees in the Responsethat the Petition is

deficient: |

Patent Owner agrees with and adopts the Board’s findings that
each and every elementis not disclosed or suggested by the prior
art references in Grounds 2-3 [Hammond, Johnson, and Pepe,
with or without Banerjee], and that the Petition neither identifies
nor describes how the references in Grounds 2—3 comprise a
voice or text message and a forced messagealert software packet.
Paper 9 at 36; Ex. 2005, 4 48.

PO Resp.29.

Petitioner attempts, improperly, to cure the defect in the Petition by

introducing more specific contentions in the Reply. The Reply specifies

with particularity Petitioner’s contentions, for the first time, regarding what

elements in the priorart disclose the claimed “packet,” and providesat least
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some indication as to how the packetis attached to a message. Pet.

Reply 19. Petitioner explicitly identifies Hammond’s “message delivery

information”as disclosing the claimed “packet,” explaining that the

“message delivery information” can be stored with a messageas a header.

Id. Petitioner also explicitly identifies Johnson’s “persistent reply attribute”

as disclosing the claimed “packet,” explaining that the “persistent reply

attribute” is described as a mechanism for forcing a recipient to reply to an

electronic mail object. Jd. These contentions in the Reply exemplify the

level of specificity that could have been, but were not, in the Petition.

Moreover, these contentionsillustrate the challenge we would have faced

had wetried to speculate, based on the Petition, as to Petitioner’s positions

on what constitutes the claimed “packet.” Neither Hammondnor Johnson

use the term “forced messagealert [application] software packet,” and there

is need for identification, and an explanation as to why Hammond’s

“message delivery information” and Johnson’s“persistent reply attributes,”

would have been considered to be the claimed “packet.” See id. Petitioner’s

identification and explanation for the first time in the Reply comestoolate.

The Reply may only respond to argumentraised in the Patent Owner

Response. 37 C.F.R. § 42.23(b) (“A reply may only respond to arguments

raised in the corresponding opposition, patent owner preliminary response,

or other patent owner response”). However, evenif responsive, a reply is

not an opportunity to cure a deficiency in the petition, such as by providing

the argument necessary to make out a primafacie case of unpatentability.

See Office Patent Trial Practice Guide, 77 Fed. Reg. 48,756 at 48,767

(Aug. 14, 2012) (“Patent Trial Practice Guide”). (“While replies can help

crystalize issues for decision, a reply that raises a new issue or belatedly

presents evidence will not be considered and maybe returned.. . [e]xamples
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of indications that a new issue has been raised in a reply include new

evidence necessary to make out a primafacie case for the patentability or

unpatentability of an original or proposed substitute claim, and new evidence

that could have been presentedin a priorfiling’).

Because the new contentionsin the Reply are introducedbelatedly, to

makeout a prima facie case of unpatentability that could have been

presented in the Petition, we do not consider them in issuing our Final

Decision. Patent Trial Practice Guide at 48,767; Harmonic Inc., 815 F.3d at

1363.

For the foregoing reasons, Petitioner has not demonstrated, by a

preponderance of the evidence, that claims 1 and 3-9 of the ’970 patent are

unpatentable under § 103 over the combination of Hammond, Johnson, and

Pepeor over the combination of Hammond, Johnson, Pepe, and Banerjee."

III. CONCLUSION"

In summary:

  
 
 

 Claims 35 Reference(s)/Basis Claims Claims
U.S.C. § Shown Not shown

Peppatentable—patentableKubala, Hammond [1,3-9

'4 Petitioner relies on Banerjee for the teaching of a touchscreen display
only, and does not provide argumentsthat alter our analysis. Pet. 77-78.
'5 Should Patent Owner wish to pursue amendmentof the challenged claims
in a reissue or reexamination proceeding subsequentto the issuanceof this
Final Decision, we draw Patent Owner’s attention to the April 2019 Notice
Regarding Optionsfor Amendments by Patent Owner Through Reissue or
Reexamination During a Pending AIA Trial Proceeding. See 84 Fed. Reg.
16,654 (Apr. 22, 2019). If Patent Owner choosesto file a reissue application
or a request for reexamination of the challenged patent, we remind Patent
Ownerofits continuing obligation to notify the Board of any such related
matters in updated mandatory notices. See 37 C.F.R. § 42.8(a)(3), (b)(2).
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rareneTJohnson, Pepe

1, 3-9 § 103(a)|Kubala, Hammond,eoBanerjee

aOutcome

IV. ORDER

   
In consideration of the foregoing,it is hereby

ORDEREDthatPetitioner has demonstrated by a preponderance of

the evidence that claims 1 and 3-9 of U.S. Patent No. 8,213,970 B2 are

unpatentable; and

FURTHER ORDEREDthat because this is a Final Written Decision,

any party to the proceeding seeking judicial review of the decision must

comply with the notice and service requirements of 37 C.F.R. § 90.2
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Case IPR2019-—00485

Patent 8,213,970 B2

Before TREVOR M. JEFFERSON, CHRISTA P. ZADO,and
KEVIN C. TROCK,Administrative Patent Judges.

ZADO,Administrative Patent Judge.

DECISION

Denying Institution of Inter Partes Review
35 US.C. $ 314
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I. INTRODUCTION

HTC Corporation, HTC America, Inc., and ZTE (USA), INC.

(collectively, “Petitioner”! filed a request for inter partes review of claims 1

and 3-9 (the “challenged claims’) of U.S. Patent No. 8,213,970 B2

(Ex. 1001, “the 970 patent”). Paper 3 (‘‘Pet.” or “Petition”). Concurrent

with the filing of the Petition, Petitioner filed a Motion for Joinder to Inter

Partes Review (35 U.S.C. § 315(c) and 37 C.F.R. § 42.122(b)), seeking to

join IPR2018-01079 instituted on November 20, 2018 (“the ’1079 IPR”).

Paper 4 (“Mot.” or “Motion”). AGIS Software Development, LLC (“Patent

Owner”) filed a Preliminary Response. Paper8 (‘‘Prelim. Resp.”).

Under 35 U.S.C. § 315(a)(1),“[a]n inter partes review maynot be

instituted if, before that date on whichthe petition for such a review isfiled,

the petitioneror real party in interest filed a civil action challenging the

validity of a claim of the patent.” 35 U.S.C. § 315(a)(1). Upon considering

the evidence presented and the arguments made, we determine that inter

partes review is barred under 35 U.S.C. § 315(a)(1). Accordingly, we do

not institute an inter partes review.

A. Related Proceedings

The parties advise that the 970 patent has been asserted in various

district court proceedings, including, in pertinent part, ZTE (USA), Inc. v.

AGIS Software Development LLCet al., No. 4:18-cv-06185 (N.D. Cal.)

(filed October 9, 2018). Pet. 79-81; Paper 6, 3. Patent Owner further

' The Petition identifies as real parties-in-interest HTC Corporation, HTC
America, Inc., ZTE (USA), Inc., and ZTE (TX) Inc. Pet. 79.

2 Patent Owneridentifies itself, pursuant to 37 C.F.R. § 42.8(b)(2), as the
real party-in-interest. Paper6, 1.
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advises that the °970 patent and patents related to the 970 patent are the

subject of variousfilings requesting inter partes review. Paper 6, 2—3 (see

table identifying inter partes review case numbers).

B. The ’970 Patent

The ’970 patent generally discloses a specialized software application

program ona personal computer (“PC”) or PDA/cell phone for creating and

processing forced messagealerts. Ex. 1001, Abstract. The specification of

the ’970 patent (“Specification”) discloses it is desirable for a PDA/cell

phone userto be able to simultaneously send Digital Smart Message Service

(“SMS”) or TCP/IP messagesto a large group of PCsor cell phones using

cellular technology (such as GSM or CDMA)or WiFi. Jd. at 1:51-57. The

Specification further discloses that in somesituations it is additionally

desirable to know which PCs and PDA/cell phones received the message,

which PCs and PDA/cell phones did not receive the message, and the

response of each recipient of the message. Jd. at 1:57-61. “Asa result,

what is needed is a method in which a senderof a text or voice message can

force an automatic acknowledgementuponreceipt from a recipient’s cell

phone or PC and a manual responsefrom the recipient via the recipient’s

cell phone or PC.” Jd. at 1:62-67. In addressing these issues, the

Specification discloses “[t]he heart of the inventionlies in [a] forced

messagealert software application program provided in each PC or

PDA/cell phone.” Id. at 4:47-49. The software providesthe ability to

(a) allow an operator to create and transmit a forced
message alert from a sender PDA/cell phone to one or
more recipient PCs and PDA/cell phones within the
communication network; (b) automatically transmit an
acknowledgementofreceipt to the sender PDA cell phone
upon the receipt of the forced message alert; (c)
periodically resend the message to the recipient PCs and

3
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PDA/cell phones that have not sent an acknowledgement;
(d) provide an indication of which recipient PCs and
PDA/cell phones have acknowledged the forced message
alert; (e) provide a manual responselist on the display of
the recipient PC and PDA/cell phone's display that can
only be cleared by manually transmitting a response; and
(f) provide an indication on the sender PDA/ cell phone of
the status and content the manual responses.

Id., Abstract. The Specification explains that a forced messagealert is

comprised of a text or voice message and a forced messagealert software

packet. /d. at 2:11-13, 8:23-25.

C. Challenged Claims

Petitioner challenges claims 1 and 3—9 of the ’970 patent. Claims 1

and 6 are independent. Claim1is illustrative (brackets and numbering

added).

Page 184

1. A communication system for transmitting,
receiving, confirming receipt, and responding to an
electronic message, comprising:

[1.1] a predetermined network of participants,
wherein each participant has a similarly equipped
PDA/cell phone that includes a CPU and a touch
screen display and a CPU memory;

[1.2] a data transmission meansthat facilitates the
transmission of electronic files between said

PDA/cell phones in different locations;

[1.3] a sender PDA/cell phone and at least one
recipient PDA/cell phone for each electronic
message;

[1.4] a forced message alert software application
program including a list of required possible
responsesto be selected by a participant recipient of
a forced message response loaded on each
participating PDA/cell phone;



Page 185

IPR2019-00485

Patent 8,213,970 B2

[1.5] means for attaching a forced message alert
software packet to a voice or text message creating
a forced message alert that is transmitted by said
sender PDA/cell phone to the recipient PDA/cell
phone, said forced message alert software packet
containing a list of possible required responses and
requiring the forced message alert software on said
recipient PDA/cell phone to transmit an automatic
acknowledgementto the sender PDA/cell phone as
soon as said forced messagealert is received by the
recipient PDA/cell phone;

[1.6] means for requiring a required manual
response from the response list by the recipient in
order to clear the recipient’s response list from
recipient’s cell phone display;

[1.7] means for receiving and displayinga listing of
which_recipient PDA/cell phones have
automatically acknowledged the forced message
alert and which recipient PDA/cell phones have not
automatically acknowledged the forced message
alert;

[1.8] means for periodically resending said forced
messagealert to said recipient PDA/cell phonesthat
have not automatically acknowledged the forced
message alert; and

[1.9] means for receiving and displaying a listing of
whichrecipient PDA/cell phones have transmitted a
manual response to said forced message alert and
details the responses from each recipient PDA/cell
phonethat responded.

Ex. 1001, 8:65-9:39.
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D. Asserted Grounds of Unpatentability

Petitioner challenges claims 1 and 3-9 on the following grounds.

Pet. 12.

References

Kubala? and Hammond‘ § 103(a 1 and 3-9
Hammond, Johnson,° and Pepe® 1 and 3-9
Hammond, Johnson, Pepe, and|§ 103(a) 1 and 3-9
Banerjee’

Petitioner relies on the declaration of David Hilliard Williams to

 
support its contentions. Ex. 1003 (“Williams declaration”).

1. DISCUSSION

A. Principles ofLaw

Section 315 of Title 35 creates two barsto institution of inter partes

review. § 315(a)(1) bars inter partes review if the petitioner files a civil

action challenging the patent’s validity before filing the petition: “[a]n inter

partes review maynotbe instituted if, before the date on whichthe petition

for such a reviewis filed, the petitioner or real party in interest filed a civil

action challenging the validity of a claim of the patent.” 35 U.S.C.

3U.S. Patent Publication 2006/0218232 A1, filed March 24, 2005 and
published September 28, 2006. Ex. 1005 (“Kubala”’).

4 U.S. Patent 6,854,007 B1, filed September 17, 1998 and issued February 8,
2005. Ex. 1006 (“Hammond”).

> U.S. Patent 5,325,310, filed June 26, 1992 and issued June 28, 1994.
Ex. 1007 (“Johnson’’).

6 U.S. Patent 5,742,905, filed September 19, 1994 and issued April 21, 1998.
Ex. 1008 (“Pepe”).

TUS. Patent Publication 2003/0128195 Al, filed January 8, 2002 and
published July 10, 2003. Ex. 1009 (“Banerjee”).

6
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§ 315(a)(1); see also 37 C.F.R. § 42.101(a). § 315(b) bars inter partes

review if the petitioner is served with a complaint alleging infringement of

the patent more than one year before the petitionis filed: “[a]n inter partes

review may notbeinstituted if the petition requesting the proceedingis filed

more than 1 year after the date on which the petitioner, real party in interest,

or privy of the petitioner is served with a complaint alleging infringement of

the patent.” 35 U.S.C. § 315(b); see also 37 C.F.R. § 42.101(b). Section
315(b) provides an exception to the one-year statutory bar when a request

for joinderis filed under 35 U.S.C. § 315(c), stating that “‘[t]he time

limitation set forth in the preceding sentence shall not apply to a request for

joinder under subsection(c).” 35 U.S.C. § 315(b). However, § 315(a)(1)
does not provide such an exception.

Ourrules specify that a party mustfile a request for joinder asa
motion under 37 C.F.R. § 42.22 no later than one monthafterinstitution of

the proceeding the party seeks to join. 37 C.F.R. § 42.122(b). ~

B. 35 US.C. § 315(a)(1) and 35 U.S.C. § 315(c)

Neither the Petition nor the Motion addresses whetherthe Petitionis

barred under § 315(a)(1). The Petition states only that “Petitioners certify

that it is not barred or estopped from requesting inter partes review on the

grounds proposed herein,” without further explanation. Pet. 3. The Motion

purports to be timely because it was filed within one monthofinstitution of

the 1079 IPR, Mot. 1 (citing 37 C.F.R. § 42.122(b)), but the Motion does

not address whetherthe Petition is barred and whetherPetitioner may,

nonetheless, join the °1079 IPR.

Patent Ownercontendsthat the Petition is barred under 35 U.S.C.

§ 315(a)(1) because ZTE (USA)Inc. (“ZTE”)—namedPetitioner and real

party-in-interest in this proceeding—filed a civil action challenging the

7
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validity of the 970 patent prior to filing the Petition. Prelim. Resp. 4. As

we noted above, Section 315(a)(1) states that “[a]n inter partes review may

not be instituted if, before the date on which the petition for such a review is

filed, the petitioner or real party in interest filed a civil action challenging

the validity of a claim of the patent.” 35 U.S.C. § 315(a)(1).

Weagree with Patent Ownerthat § 315(a)(1) bars institution of inter

partes review in this case. There is no dispute that ZTE is the petitioner and

a real party-in-interest in this proceeding. See Pet. 1 (identifying ZTE as the

petitioner); see also id. at 79 (identifying ZTE asa real party-in-interest).

Patent Ownercontends, and Petitioner does not dispute, that on October9,

2018, prior to the December20, 2018 filing date of the Petition, ZTE filed a

complaint for declaratory judgmentalleging invalidity of the °970 patent.

Prelim. Resp. 4 (citing ZTE (USA), Inc. v. AGIS Software Devlopment LLC

et al., No. 4:18-cv-06185 (N.D.Cal.) (filed October 9, 2018) (“ZTE

action”)). Because ZTEfiled a civil action challenging the validity of the

970 patent before the date on whichit filed the Petition, we agree with

Patent Ownerthat inter partes review is barred by ZTE’scivil action. 35

U.S.C. § 315(a)(1).

Patent Ownerpoints out that, after the filing of the Petition, Patent

Ownerinformed ZTE that the Petition is barred under 35 U.S.C. § 315(a)(1),

and requested the Petition be withdrawn. Prelim. Resp. 4 (citing Ex. 2001).

In particular, counsel for Patent Ownersenta letter to counsel for ZTE,

stating,

I write to request that ZTE immediately withdraw its
frivolous IPR petitions against AGIS ... in IPR2019-
00485 ... ZTE filed these petitions after filing its
October 9, 2018 complaint for declaratory judgment for
invalidity of the same patents ... Section 315(a)(1)
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prohibits a declaratory-judgmentplaintiff from filing an
IPR petition if the plaintiff filed a declaratory judgement
complaint for invalidity before filing the IPR petition.

Ex. 2001. Patent Owneralleges that, in a responsive correspondence, “ZTE

refused to withdraw its [Petition] without addressing 35 U.S.C. § 315(a)(1).”

Prelim. Resp. 4 (citing Ex. 2002). However, although the responsive

correspondence from ZTEdid not specifically address § 315(a)(1), ZTE

disagreed that the Petition is statutorily barred “at least because wefiled a

joinderpetition.” Ex. 2002. Wenote that Petitioner has not madethis

argumentto the Boardin this proceeding. Even if Petitioner had madethis

argument, it would not have resulted in a different outcome.

Unlike 35 U.S.C. § 315(b), which provides an exception to the

statutory time bar when a request for joinderis filed, nothing in the language

of § 315(a)(1) indicates that the time bar does not apply if a party files for

joinder. Consistent with the plain language of § 315(a)(1), which does not

include a joinder exception, the Board has expressly held that a motion for

joinder does not exempta petitioner from the statutory bar underthis

section. Prelim. Resp. 5 (citing Colas Sols. Inc. v. Blacklidge Emulsions,

Inc., Case IPR2018-00243, slip op. at 6, 9 (PTAB Feb. 27, 2018) (Paper 10)

(informative)).

Patent Owneralso points out that on February 5, 2019, ZTE amended

the complaint in the ZTE action, removing the invalidity challenges to the

°970 patent. Jd. at 4. Patent Ownerasserts that this amendmentdoesnot

removethe statutory bar. Jd. at 4-5. According to Patent Owner, amending

a declaratory judgment action to removeinvalidity challenges is akin to a

voluntary dismissal of a civil action. /d. at 5. Applying the Federal Circuit’s

decision in Click-to-Call Tech., LP v. Ingenio, Inc., 899 F.3d 1321, 1338
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(Fed. Cir. 2018), which held that voluntary dismissal of a civil action does

not removethe statutory bar under § 315(b), Patent Owner argues that

amendmentof a declaratory judgment action does not removethe statutory

bar under § 315(a)(1). Prelim. Resp. 5 (citing Cisco Sys., Inc. v. Chrimar

Sys., Inc., Case IPR2018-01511, slip op. at 2, 8 (PTAB Jan. 13, 2019)

(Paper 11)). Petitioner has not presented any argument regarding the impact
on the statutory bar under § 315(a)(1), if any, of amending the complaint in

the ZTE action.

In determining whether amendmentofthe complaint in the ZTE

action impacts the statutory bar in this case, we begin our analysis with the

language ofthe statute. SAS Inst., Inc. v. lancu, 138 S. Ct. 1348, 1355

(2018) (“[s]tart[ing] where the statute does”). “Thefirst step ‘is to

determine whether the languageat issue has a plain and unambiguous
299

meaning with regard to the particular dispute in the case.’” Barnhartv.

Sigmon CoalCo., Inc., 534 U.S. 438, 450 (2002) (quoting Robinson v. Shell

Oil Co., 519 U.S. 337, 340 (1997)). The language of § 315(a)(1) is plain on

its face and unambiguous. It states that “[a]n inter partes review may not be

instituted if, before the date on whichthepetition for such a reviewisfiled,

the petitioner or real party in interest filed a civil action challenging the

validity of a claim of the patent.” 35 U.S.C. § 315(a)(1). This language

refers only to the date on whichthe petitioner or real party in interest filed

the civil action alleging infringement. Cf Click-to-Call, 899 F.3d at 1332

(explaining that § 315(b) “clearly and unmistakably considers only the date

on whichthe petitioner, itsprivy, or a real party in interest was properly

served with a complaint’). Petitioner has not identified, nor do we discern,

any languagein the statute indicating that amending the complaintin the

ZTEaction has any impact on the statutory bar. Because the statutory

10
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language is unambiguous, our inquiry regarding statutory interpretation

ceases, and we determine that the amendmentdoes not removethestatutory

bar. See id. (citations omitted) (explaining that “[b]ecause ‘the statutory

language is unambiguousand ‘the statutory schemeis coherent and

consistent,’ our inquiry ceases”).

For the foregoing reasons, we determine that under the circumstances

presented here, institution of inter partes review is barred under 35 U.S.C.

§ 315(a)(1). Therefore, we do notinstitute an inter partes review in this

proceeding. In addition, becauseinstitution of inter partes review is barred

under § 315(a)(1) and this section does not provide an exception for joinder

under 35 U.S.C. § 315(c), we dismiss Petitioner’s Motion as moot.

C. Additional Arguments by Patent Owner

Patent Ownerargues that we should exercise our discretion to deny

the Petition under 35 U.S.C.§ 314(a). Prelim. Resp. 16-20. Patent Owner

also argues that we should denythe Petition for failure to show thereis a

reasonable likelihood that Petitioner would prevail in demonstrating at least

one claim of the ’970 patent is unpatentable. Jd. at 6-16. Because we deny

the Petition on other grounds, supra Sec. II.B, we need not, and do not,

address Patent Owner’s arguments regarding § 314(a) and patentability.

Ill. CONCLUSION

For the foregoing reasons, we determinethat institution of inter partes

review is barred under 35 U.S.C. § 315(a)(1). Therefore, we do notinstitute

an inter partes review.

IV. ORDER

Accordingly,it is

ORDEREDthat the Petition is denied and notrial is instituted.

11
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLE INC.,

Petitioner,

Vv.

AGIS SOFTWARE DEVELOPMENTLLC,
Patent Owner.

Case IPR2019-0041 1

Patent 8,213,970 B2

Before TREVOR M. JEFFERSON, CHRISTA P. ZADO,and
KEVIN C. TROCK,Administrative Patent Judges.

ZADO,Administrative Patent Judge.

DECISION

Granting Joint Motion to Dismiss
37 CFR. § 42.71 (a)

Granting Request to Treat Settlement Document
as Confidential Business Information

35 U.S.C. $ 317(b); 37 CF-R. § 42.74(c)
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On March 22, 2019, pursuant to 37 C.F.R. § 42.71(a), the parties filed

a Joint Motion to Dismiss the Petition. Paper 7 (“Joint Motion”).

Accompanying the Joint Motion, the parties filed what they assert is a true

and correct copy of a settlement agreement along with a Joint Request to

Treat Settlement Agreement as Business Confidential, to be kept separate

from the patent file under 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c).

Paper 8 (“Joint Request”); Ex. 1022 (“Settlement Agreement”). We

authorizedthe filing of these papers in an email sent on March 20, 2019.

Theinstant proceedingisstill in the preliminary stages, as we have

not yet entered a decision on institution. Under these circumstances,

Petitioner has demonstrated that dismissal of its petition is warranted, and

wegrant the parties’ Joint Motion and Joint Request. See 37 C.F.R.

§ 42.71(a) (authorizing the Board to dismissa petition).

Accordingly,it is:

ORDEREDthatthe parties’ Joint Motion to Dismiss the Petition is

granted and the petition is dismissed;

FURTHER ORDEREDthatthe parties’ Joint Request to Treat

Settlement Agreement as Business Confidential is granted; and

FURTHER ORDEREDthatthe Settlement Agreement, Ex. 1022,

shall be treated as business confidential information and kept separate from

the patent file, under the provisions of 35 U.S.C. § 317(b) and 37 C.F.R. §

42.74(c).
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PETITIONER:

Matthew J. Moore

Robert Steinberg
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jonathan.strang@lw.com
lisa.nguyen(@lw.com

david.zucker@lw.com

PATENT OWNER:

Vincent J. Rubino,ITI
Peter Lambrianakos

Enrique W.Iturralde
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UNITED STATES PATENT AND TRADEMARK OFFICE ‘'

BEFORE THE PATENT TRIAL AND APPEAL BOARD

GOOGLELLC,
Petitioner,

Vv.

AGIS SOFTWARE DEVELOPMENT, LLC,
Patent Owner.

\
Case IPR2018—01079

Patent 8,213,970 B2

Before TREVOR M. JEFFERSON, CHRISTA P. ZADO,and
KEVIN C. TROCK,Administrative Patent Judges.

ZADO,Administrative Patent Judge.

DECISION

Institution of Inter Partes Review

35 U.S.C. § 314
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I. INTRODUCTION

Google LLC (“Petitioner”)! filed a request for inter partes review of

claims 1 and 3—9 (the “challenged claims”) of U.S. Patent No. 8,213,970 B2

(Ex. 1001, “the ’970 patent”). Paper 2 (“Pet.””). AGIS Software

Development, LLC (“Patent Owner”) filed a Preliminary Response. Paper 6

(‘“Prelim. Resp.”). Petitioner filed a Reply to the Preliminary Response.

Paper8.

Under 35 U.S.C.§ 314, an interpartes review mustnotbe instituted

“unless .. . the information presented in the petition . . . showsthat there is a

reasonablelikelihood that the petitioner would prevail with respect to at least

1 of the claims challengedin the petition.” 35 U.S.C. § 314(a). Upon

considering the evidence presented and the arguments made, we determine

Petitioner has demonstrated a reasonable likelihood that it would prevail in

showing the unpatentability of at least one of the challenged claims.

Accordingly, weinstitute an interpartes review.

A. Related Proceedings

The parties advise that the 970 patent has been asserted in AGIS

Software Development LLC v. Huawei Device USA Inc. et al., No. 2:17-cv-

00513 (ED. Tex.); AGIS Software Development LLC v. HTC Corporation,

No. 2:17-cv-00514 (E.D. Tex.); AGIS Software Development LLC v. LG

Electronics, Inc., No. 2:17-cv-00515 (E.D. Tex.); AGIS Software
Development LLC v. Apple Inc., No. 2:17-cv-00516-JRG (E.D. Tex.); AGIS

1 The Petition identifies as real parties-in-interest Google LLC, Huawei
Device USA Inc., Huawei Device Co., Ltd., Huawei Device (Dongguan)
Co., Ltd., Huawei Technologies USA Inc., Huawei Technologies Co., Ltd.,
and LG Electronics, Inc. Paper 2, 79.

2
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Software Development LLC v. ZTE Corporation et al., No. 2:17-cv-00517

(E.D. Tex.). Pet. 79-80; Paper 5, 3-4. Patent Ownerfurther advises that the

’970 patent and patents related to the ’970 patent are the subject of various

filings requesting inter partes review. Paper 5, 2-3 (see table identifying

inter partes review case numbers).

B. The ’970 Patent

The °970 patent generally discloses a specialized software application

program on a personal computer (“PC”) or PDA/cell phone for creating and

processing forced message alerts. Ex. 1001, Abstract. The specification of

the ’970 patent (“Specification”) discloses it is desirable for a PDA/cell

phoneuserto be able to simultaneously send Digital Smart Message Service

(“SMS”) or TCP/IP messagesto a large group of PCsor cell phones using

cellular technology (such as GSM or CDMA)or WiFi. Jd. at 1:51-57. The

Specification further discloses that in somesituationsit is additionally

desirable to know which PCs and PDA/cell phones received the message,

which PCs and PDA/cell phones did not receive the message, and the

responseofeach recipient of the message. Jd. at 1:57-61. “Asa result,

what is needed is a method in which a senderofa text or voice message can

force an automatic acknowledgement uponreceipt from a recipient’s cell
phone or PC and a manual response from the recipient via the recipient’s

cell phone or PC.” Jd. at 1:65-67. In addressing these issues, the

Specification discloses “[t]he heart of the invention lies in [a] forced

messagealert software application program provided in each PC or

PDA/cell phone.” Jd. at 4:47-49. The software providesthe ability to

(a) allow an operatorto create and transmit a forced
messagealert from a sender PDA/cell phoneto one
or more recipient PCs and PDA/cell phones within
the communication network; (b) automatically

3
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transmit an acknowledgement of receipt to the
sender PDA cell phone upon the receipt of the
forced messagealert; (c) periodically resend the
message to the recipient PCs and PDA/cell phones
that have not sent an acknowledgement; (d) provide
an indication of which recipient PCs and PDA/cell
phones have acknowledged the forced message
alert; (e) provide a manual response list on the
display of the recipient PC and PDA/cell phone's
display that can only be cleared by manually
transmitting a response; and (f) provide an
indication on the sender PDA/ cell phone of the
status and content the manual responses.

Id., Abstract. The Specification explains that a forced messagealert is

comprised of a text or voice message and a forced messagealert software

packet. /d. at 2:11-13, 8:23-25.

C. Challenged Claims

Petitioner challenges claims 1 and 3—9 of the ’970 patent. Claims 1

and 6 are independent. Claim 1 isillustrative.

1. A communication system for transmitting,
receiving, confirming receipt, and responding to an
electronic message, comprising:

[1.1] a predetermined network of participants,
wherein each participant has a similarly equipped
PDA/cell phone that includes a CPU and a touch
screen display and a CPU memory;

[1.2] a data transmission meansthat facilitates the
transmission of electronic files between said

PDA/cell phonesin different locations;

[1.3] a sender PDA/cell phone and at least one
recipient PDA/cell phone for each electronic
message;

[1.4] a forced message alert software application
program including a list of required possible
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responsesto be selected by a participant recipient of
a forced message response loaded on each
participating PDA/cell phone;

[1.5] means for attaching a forced message alert
software packet to a voice or text message creating
a forced message alert that is transmitted by said
sender PDA/cell phone to the recipient PDA/cell
phone, said forced message alert software packet
containing a list of possible required responses and
requiring the forced messagealert software on said
recipient PDA/cell phone to transmit an automatic
acknowledgementto the sender PDA/cell phoneas
soon as said forced messagealert is received by the
recipient PDA/cell phone;

[1.6] means for requiring a required manual
response from the responselist by the recipient in
order to clear the recipient’s response list from
recipicnt’s ccll phone display;

[1.7] meansfor receiving and displayinga listing of
which recipient PDA/cell phones have
automatically acknowledged the forced message
alert and which recipient PDA/cell phones have not
automatically acknowledged the forced message
alert;

[1.8] means for periodically resending said forced
messagealert to said recipient PDA/cell phonesthat
have not automatically acknowledged the forced
messagealert; and

[1.9] means for receiving and displayinga listing of
which recipient PDA/cell phones have transmitted a
manual response to said forced message alert and
details the responses from each recipient PDA/cell

- phone that responded.

Ex. 1001, 8:65-9:39 (brackets and numbering added).
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D. Asserted Grounds of Unpatentability

Petitioner challenges claims 1 and 3-9 on the following grounds.

Pet. 12.

Kubala? and Hammond? § 103(a) 1 and 3-9
Hammond,Johnson,’ and Pepe?|§ 103(a) 1 and 3-9
Hammond, Johnson, Pepe, and|§ 103(a) 1 and 3-9
Banerjee®

Petitioner relies on the declaration of David Hilliard Williams to

 

 
 

 

 
   

support its contentions. Ex. 1003 (“Williams declaration”).

E. Priority of the ’970 Patent

The ’970 patent was filed November26, 2008 (“the ’970 filing date”’),

andclaimspriority through a chain of continuation-in-part applications to an

application, U.S. Patent Application 10/711,490 (‘the ’490 application’”’),

filed on September 21, 2004 (“‘the ’490filing date”). Ex. 1001, [22], [63].

However, Petitioner asserts the earliest filing date to which the ’970 patent

mayclaim priority is the ’970 filing date. Pet. 13. Petitioner argues that the

claims of the ’970 patent lack sufficient written description support in the

2 U.S. Patent Publication 2006/0218232 Al, filed March 24, 2005 and
published September 29, 2006. Ex. 1005 (“Kubala”’).

3U.S. Patent 6,854,007 B1, filed September 17, 1998 and issued Febuary 8,
2005. Ex. 1006 (“Hammond”).

4U.S. Patent 5,325,310, filed June 26, 1992 and issued June 28, 1994.
Ex. 1007 “‘Johnsoi’).

5 U.S. Patent 5,742,905, filed September 19, 1994 and issued April 21, 1998.
Ex. 1008 (“Pepe”).

6 U.S. Patent Publication 2003/0128195 A1, filed January 8, 2002 and .
published July 10, 2003. Ex. 1009 (“Banerjee”).

6
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earlier-filed applications through whichpriority is claimed, and therefore the

’970 patentis not entitled to claim priority back to the ’490filing date. Id.

Patent Ownerasserts that Petitioner bears the burden of showingthat the

’970 patentis notentitled to a priority date of September 21, 2004, and that
Petitioner has not met this burden. Prelim. Resp. 29.

Patent Owneris incorrect as to who bears the burden of production, at

this stage, of demonstrating that the 970 patentis entitled to claim priority

to a date earlier than the ’970filing date. Petitioner bears the ultimate

burden of demonstrating unpatentability of the challenged claims. Dynamic

Drinkware, LLC v. Nat’l Graphics, Inc., 800 F.3d 1375, 1379 (Fed. Cir.

2015). However, a different burden, the burden of production,shifts to the

patent owner oncea petitioner provides invalidating art that predates the

filing date of the challenged patent, where the patent-at-issue claimspriority

through continuations-in-part (which may add,or remove, subject matter)

and the Examinerdid not expressly address the priority issue. PowerQasis,

Inc. v. T-Mobile USA, Inc., 522 F.3d 1299, 1305-06 (Fed. Cir. 2008);

Research Corp. Techs. v. Microsoft Corp., 627 F.3d 859, 871 (Fed. Cir.

2010). Petitioner has presented art (see Sec. I.D above) that predates the

filing date of the 970 patent, which claimspriority through continuations-

in-part, and the Examinerhas not expressly addressedthepriority issue.

Therefore, the burden of production has shifted to Patent Owner, who must

show not only the existence ofthe earlier applications through whichPatent

Ownerseeks to claim priority, but also how the written description in the

earlier applications supports the challenged claims. Tech. Licensing Corp.v.

Videotek, Inc., 545 F.3d 1316, 1327 (Fed. Cir. 2008). “[T]o gain the benefit

ofthe filing date of an earlier application under 35 U.S.C. § 120, each

application in the chain leading backto the earlier application must comply

7
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with the written description requirement of 35 U.S.C. § 112.” Zenon

Envtl., Inc. v. U.S. Filter Corp., 506 F.3d 1370, 1378 (Fed.Cir.2007)

(quoting Lockwoodv. Am.Airlines, Inc., 107 F.3d 1565, 1571

(Fed.Cir.1997)); see also In re Hogan, 559 F.2d 595, 609 (CCPA 1977)

(“[T]here has to be a continuouschain of copending applications each of

whichsatisfies the requirements of § 112 with respect to the subject matter

presently claimed.” (quoting Jn re Schneider, 481 F.2d 1350, 1356 (CCPA

1973)) (alteration in original). Thus, Patent Owner must show that each

application in the priority chain makes the requisite disclosure of subject

matter, otherwise the 970 patentis not entitled to the benefit of the filing

date of applications preceding a break in thepriority chain.

Patent Owner,at this stage, has made no attempt to show that the ’490

application, or any intervening applications through whichthe *970 patent

claimspriority, satisfy the written description requirement of 35 U.S.C.

§ 112. Because Patent Ownerhas not yet metits burden, Patent Ownerhas

not established that the ’970 patentis entitled to rely ona filing date earlier
than November26, 2008, the filing date of the ’970 patent.

II. DISCUSSION

A. Level ofOrdinary Skill

In determining whether an invention would have been obviousat the

time it was made, weconsider the level of ordinary skill in the pertinentart
at the time of the invention. Graham v. John Deere Co. ofKansas City, 383

U.S. 1, 17 (1966). “The importanceof resolving the level of ordinary skill
in theart lies in the necessity of maintaining objectivity in the obviousness

inquiry.” Ryko Mfg. Co. v. Nu-Star, Inc., 950 F.2d 714, 718 (Fed. Cir.

1991).

Petitioner argues that a person ofordinary skill in the art in the field of

8
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the 970 patent would havehadeither (1) a Bachelor of Science degree in

electrical engineering or an equivalent field, with three to five years of

academicor industry experience in thefield of electronic communications,

or (2) a Master of Science degreein electrical engineering or an equivalent

field, with two to four years of academic experience in the samefield.

Pet. 9-10 (citing Ex. 1003 {] 29-30).

Patent Owner does not provide any evidence or argumentasto the

level of ordinary skill in the art. See generally Prelim. Resp. 1-49.

Forpurposesof this Decision, and based on the record before us, we

adopt Petitioner’s assessmentofthe level of ordinary skill in the art.

B. Claim Construction

Presently, in an interpartes review claim termsin an unexpiredpatent

are given their broadest reasonable construction in light of the specification

of the patent. 37 C.F.R. § 42.100(b). Consistent with that standard, we

assign claim terms their ordinary and customary meaning, as would be

understood by oneofordinary skill in the art at the time of the invention,in

the context ofthe entire patent disclosure. See In re Translogic Tech., Inc.,

504 F.3d 1249, 1257 (Fed. Cir. 2007). Only those termsthat are in

controversy need be construed, and only to the extent necessary to resolve

the controversy. See Nidec Motor Corp. v. Zhongshan Broad Ocean Motor

Co., 868 F.3d 1013, 1017 (Fed. Cir. 2017) (citing Vivid Techs., Inc. v. Am.

Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999)).

1. Proposed Constructions

Petitioner proposes that we construe the termsin claim | that include

the word “means” as means-plus-function under 35 U.S.C. § 112(6).

Pet. 10-12. Patent Owner does not propose constructions for any claim
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terms. See generally Prelim. Resp. 1-49. The district court issued an order

construing these terms in AG/JS Software Development LLC v. Huawei

Device USA Inc.et al., No. 2:17-cv-00513 (E.D. Tex.) on October 10, 2018.

Ex. 3001, 9-29 (“District Court Claim Construction Order”). We have

considered the district court’s constructions.

2. Preliminary Constructions

Weadoptthe following preliminary claim constructions based on the

current record. We determine, for purposes of this Decision, that no other

claim terms require express construction.

a. “data transmission means thatfacilitates the transmission of
electronicfiles between said PDA/cell phonesin different
locations”(limitation 1.2)

Weconstrue the term “data transmission means” under 35 U.S.C.

§ 112(6). Petitioner asserts that the specified function is to “facilitate the

transmission ofelectronic files between said PDA/cell phonesin different

locations,” as recited in limitation 1.2 Pet. 10. We agree that this is the

specified function. Petitioner asserts that the correspondingstructure is a

server that communicates accordingto either (1) Wifi, WiMax,or other

peer-to-peer communications or (2) SMS, TCP/IP, or other messaging

protocols. Jd. (citing Ex. 1001, 4:1-36). The disclosure upon which

Petitioner relies describes a communication server that acts as a forwarder of

data addressed from one networkparticipant to another, “thus permitting the

transmission of forced messagealerts, other text and voice messages,

photographs, video, E-mail, and URL data” between networkparticipants.

Ex. 1001, 4:1-6. However, the Specification does not refer to the server as a

data transmission means. Rather, the Specification refers to a network such

as the Internet as a transmission means: “[t]o operate on the network,

10
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obviously the PC must be on and havean active connection to the Internetor
other digital transmission means.” Ex. 1001, 3:43-45 (emphasis added).

The Specification also refers to TCP/IP as transmission means: “[a] plurality

of PCs/ and PDA/cell phones each having forced alert softwareinstalled

providing a communication network.. . with the ability to: a) allow an

operator to create and transmit (via TCP/IP or another digital transmission

means)a forced voicealert).” Jd. at 2:7-11 (emphasis added). The

Specification also refers to cellular telephony as including theability to

access local WiFi connections, thereby allowing cell phones to “utilize

cellular phone data transmission technology as well as the data transmission

ability of the Internet.” Jd. at 1:39-43. Based on these disclosures, we are

not persuadedthat a server is a “data transmission means.” Rather, we

determine for purposesof this Decision that the correspondingstructureis “a

data transmission network suchas the Internet, and equivalents thereof.”

The District Court Claim Construction Order finds that the

correspondingstructure is a “communications network server; and

equivalents thereof,” but does notprovide analysis, insteadstating that the

construction was agreed uponbythe parties. Ex. 3001, 10. Furthermore,

there is no indication in the Order that the court considered the portions of

the Specification we highlighted above aboutthe Jnternetor otherdigital

transmission means and the data transmission ability of the Internet. Id.

b. “meansfor...”limitations (limitations 1.5 to 1.9)

Petitioner treats limitations 1.5 to 1.9 similarly. For each of these

limitations, Petitioner identifies as the specified function someorall of the

languageofthe limitation following the words “meansfor.” Pet. 10-12.

For the corresponding structure, Petitioner identifies either “a computer

configured to perform a portion of the forced-message alert software-

11
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application program”or“the forced-messagealert software application

program on the recipient[/sender’s] PDA/cell[ular] phone”that performs

certain specified functions. Id.

c. “meansfor attaching aforced message alert software packet to
a voice or text message creating aforced messagealert that is
transmitted by said sender PDA/cell phoneto the recipient
PDA/cell phone, saidforced message alert software packet
containing a list ofpossible required responses and requiring
theforced message alert software on said recipient PDA/cell
phone to transmit an automatic acknowledgementto the sender
PDA/cellphone as soon as saidforced messagealertis
received by the recipient PDA/cell phone”(limitation 1.5)

For limitation 1.5, Petitioner asserts that the specified function is to

attach a forced messagealert software packet to a voice or text message
creating a forced messagealert that is transmitted by a sender PDA/cell

phone to a recipient PDA/cell phone. Pet. 10. We agree that the function

includes the languagePetitioner recites. However, without explanation,

Petitioner omits the remainingrecitation of limitation 1.5. Petitioner does

not adequately explain, nor do we discern why, the remaining language

recited in element 1.5 should not be construedas part ofthe specified

function.

Petitioner asserts that the correspondingstructure is a computer

configured to performaportion of the forced-messagealert software-

application program thatallowsa user to create a message,select recipients

of that message, select a default or new responselist to be sent with the

message, and send the message to the recipients. Pet. 10 (citing Ex. 1001,

7:43-63; Fig. 3A). The disclosure upon whichPetitionerrelies refers to a

personal computer (“PC”) or PDA/cell phone. Ex. 1001, 7:44-46. The

Specification indicates that these are general computing devices, except that

12
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they include special software—the forced message alert software application

program. Jd. at 3:41-43 (“Each PC describedherein is like any other

contemporary PC,except thatit has the forced messagealert software

application program installed onit.”); see also id. at 3:29-31 (“Each

PDA/cell phone describedherein . . . can function just as any other cell

phone... [i]n addition .. . it has the forced message alert software

application program.”). Accordingly, wefind that the corresponding

structure is a PC or PDA/cell phone andthe portion of the forced message

alert software application program that performs the recited function.

Furthermore, because the disclosed PC or PDA/cell phoneis described as a

computing devicethat includes special software for performing various

functions, the Specification mustinclude sufficient disclosure of an

algorithmfor performing the specified function.

Weare persuadedat this stage that the disclosure identified by

Petitioner provides sufficient detail to disclose an algorithm becauseit

describes the steps of a process for sending a forced messagealert, except

that it does not specifically describe “attaching” the forced message alert

software packet to a voice or text message. Ex. 1001, 7:43-63; Fig. 3A.

However,it is implies that this step occurs because a user types a text or

records a voice message, and a forced messagealert is sent, id., and

elsewhere the Specification discloses that the software allowsa userto

create a forced message alert comprising a voice or text message and forced

messagealert software packet, id. at 2:11—13.

Wedetermine, therefore, that the recited function is the entire

recitation oflimitation 1.5 following the words “meansfor,” andthat the

correspondingstructure is a PC or PDA/cell phone and software that

performsthe steps disclosed at Ex. 1001, 7:43-63, Fig. 3A, 2:11-13, and

13
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equivalents thereof.

d. “meansfor... “ (limitations 1.6 to 1.9)

Aswith limitation 1.5, for each of limitations 1.6 to 1.9, we determine

that the specified function is the language of the respective limitation

following the words “means for.” For the reasons stated above, supra

Section. II.B.c, we also determine that the corresponding structure for each

specified function is a PC or PDA/cell phone and software that performsthe

respective applicable algorithm disclosed in the Specification, and

equivalents thereof. Below, we discuss the applicable algorithm

corresponding to each specified function.

i. “means for requiring a required manual responsefrom
the responselist by the recipientin orderto clear
recipient’s response listfrom recipient's cellphone
display” (limitation 1.6)

For the structure correspondingto the specified function of

limitation 1.6, Petitioner identifies the forced message alert software

application program functionality described in Figure 4 and column 8, lines

39 through 46,of the Specification. Pet. 10-11. We are persuadedatthis

stage that the disclosure identified by Petitioner provides sufficient detail to

disclose the applicable algorithm. We determine,therefore, that the

correspondingstructure is a PC or PDA/cell phone and software that

performsthe steps disclosed at Ex. 1001, 8:39-46 andFig. 4, and

equivalents thereof.

ii. “means for receiving and displayingalisting ofwhich
recipient PDA/cell phones have automatically
acknowledgedtheforced message alert and which
recipient PDA/cell phones have not automatically
acknowledgedtheforced messagealert”(limitation 1.7)

For the structure correspondingto the specified function of

14
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limitation 1.7, Petitioner identifies the forced messagealert software

application program functionality described in Figures 3A and 3B and

column 7, line 64 through column 8, line 5, of the Specification. Pet. 11.

Wearepersuadedatthis stage that the disclosure identified by Petitioner
provides sufficientdetail to disclose the applicable algorithm. We

determine,therefore, that the corresponding structure is a PC or PDA/cell

phone and software that performsthe steps disclosed at Ex. 1001, 7:64-8:5

and Figs. 3A and 3B,and equivalents thereof.

iii. “meansfor periodically resending saidforced message
alert to said recipient PDA/cellphones that have not
automatically acknowledged theforced messagealert”
(limitation 1.8)

For the structure corresponding to the specified function of

limitation 1.8, Petitioner identifies the forced messagealert software

application program functionality described in Figures 3A and 3B and

column 6, lines 6-9, of the Specification. Pet. 11-12. We are persuadedat

this stage that the disclosure identified by Petitioner provides sufficient

detail to disclose the applicable algorithm. We determine,therefore, that the

correspondingstructure is a PC or PDA/cell phone andsoftwarethat

performsthesteps disclosed at Ex. 1001, 8:6-9 andFigs. 3A and 3B, and

equivalents thereof.

iv. “means for receiving and displaying a listing ofwhich
recipient PDA/cellphones have transmitted a manual
response to saidforced messagealert and details the
responses from each recipient PDA/cell phone that
responded”(limitation 1.9)

Forthe structure correspondingto the specified function of

limitation 1.9, Petitioner identifies the forced messagealert software

application program functionality described in Figures 3A and 3B and

15
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column 8, lines 9-15, of the Specification. Pet. 12. We are persuadedatthis

stage that the disclosure identified by Petitioner provides sufficientdetail to

disclose the applicable algorithm. We determine,therefore, that the

correspondingstructure is a PC or PDA/cell phone and software that

performs the steps disclosed at Ex. 1001, 8:9-15 and Figs. 3A and 3B, and

equivalents thereof.

3. Sufficiency ofPetitioner’s Proposed Claim Constructions

Patent Ownercontendsthe Petition should be denied on groundsthat

the Petition fails to satisfy the requirements of 37 C.F.R. § 42.104(b)(3).

Prelim. Resp. 2-20. Namely, Patent Ownerarguesthe Petition has failed to

identify for the Board how each claim term is to be construed because

Petitioner’s claim construction positions in this proceeding are inconsistent

with those taken byrea! parties in interest to the Petition in district court. Id.

at 4-24. Patent Ownerasserts “the Petition is deficient because Petitioner

fails to meet its burden under 37 C.F.R. § 42.104(b)(3) to propose claim

constructions that the real parties in interest believe are correct under

applicable law.” Jd. at 4. Patent Owner further contendsthat Petitioner has

violated its duty of candor under 37 C.F.R. §§ 42.11, 11.18(b)(2) on grounds

that Petitioner and the real parties in interest in this case “have knowingly

advanced conflicting positions in the District Court Litigation and in this

proceeding.” Jd. at 20-24.

Petitioner asserts that several claim terms written in means-plus-

function format should be construed under 35 U.S.C. § 112(6). Pet. 9-12.

For each such term, Petitioner identifies a specitied function andcites to

portions of the Specification Petitioner asserts provide disclosure of

correspondingstructure. Jd. Patent Ownerasserts this contradicts the

position in district court of real parties in interest to the Petition, who argued

16
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these claim termsare indefinite because the Specification fails to disclose

corresponding structures for the specified functions. Prelim. Resp. 5—17

(citing Ex. 2001, 1-20; Ex. 2003, 1-13).

Patent Owneralso asserts that in district court the real parties in

interest to the Petition proposed constructions for the terms “forced message
99°66

alert software application program,” “manual response,” and “repeating

voice alert,” whereas in this proceeding the Petition does not propose an

express construction for these terms. Pet. 19.
Contrary to Patent Owner’s arguments, the applicable provisions of

37 C.F.R. §§ 42.104(b)(3), 42.11, and 11.18(b)(2) do not require Petitioner

to express its subjective belief regarding the correctnessof its proposed

claim constructions. See Western Digital Corp. v. SPEX Techs,Inc., .

IPR2018—00084, Paper 14, slip op. at 10-12 (PTAB April 25, 2018)

(rejecting the same argument madehere, and distinguishing Toyota Motor

Corp.v. Blitzsafe Texas LLC, IPR2016-00422, Paper 12 (PTAB July6,

2016)). Moreover, the standards used for claim construction and the burdens

of proofare different in the district court than they are in this AIA

proceeding, suchthat different constructions may be appropriate depending

on the context. In district court proceedings, claims in issued patents are

construed using the framework set forth in Phillips v. AWH Corp., which

emphasizes considering the plain meaning of the claim termsin light of the

intrinsic record. Jn re CSB-Sys. Int’l, Inc., 832 F.3d 1335, 1341 (Fed. Cir.

2016) (citing Phillips v. AWH Corp., 415 F.3d 1303, 1312-15 (Fed. Cir.

2005) (en banc)). In this AIA proceeding, however, we must apply the

broadest reasonable construction consistent with the specification, otherwise

knownas “BRI.” See Cuozzo Speed Tech., LLC v. Lee, 136 S. Ct. 2131

(2016) (affirming the use of broadest reasonable construction standard in

17
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AIA proceedings despite the possibility of inconsistent results in district

court litigation).

In addition, Fed. R. Civ. P. 8(d)(3) allowsa party to take different,

alternative, or even inconsistent positions. See Bancorp Services v. Sun Life

Assur. Co. of Canada, 687 F.3d 1266, 1280 (Fed. Cir. 2012) (citing Fed. R.

Civ. P. 8(d)(3), and holding the party wasentitled to take inconsistent

positions); Enzo Biochem, Inc. v. Applera Corp., 599 F.3d 1325, 1332 (Fed.

Cir. 2010) (claims are indefinite, and in the alternative, anticipated); Nippon

Suisan Kaisha Ltd. v. Pronova Biopharma Norge, AS, PGR2017-—0033,

Paper 7 (Jan. 17, 2018) (instituting review of alternative positions of

indefiniteness and anticipation/obviousness).

Here, Petitioner proposesthat the claim terms written in means-plus-
function format should be construed under 35 U.S.C. § 112(6), and for each

such term Petitioner identifies a specified function and cites to portions of

the Specification that Petitioner asserts provide disclosure of corresponding

structure. Pet. 9-12.

For the reasons stated above, we decline to deny the Petition for

failure to comply with 37 C.F.R. §§ 104(b)(3), 42.11, and 11.18(b)(2) on the

groundsrequested by Patent Owner.

C. Kubala (Ex. 1005)

Kubala generally discloses a method, system, apparatus, or computer

program productfor processing electronic messages. Ex. 1005 49. Kubala

explains that employee productivity may suffer demonstrably in proportion

to the numberof email messages the employee receives. Id. 45. This is due

in part to the high volume of emails an employee may receive, because the

task of responding to emails messages consumesan increasingly larger

portion of the employee’s workday. Jd. 5. To addresstheseissues,

18
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Kubalastates that “it would be advantageous to provide productivity -

enhancing features withine-mail applications for the handling of email
messagesso that important messagesreceive the appropriate attention from

the recipient of an e-mail message.” Jd. { 8.

Kubala specifically discloses computing devices such as network-

enabled phones and PDAsthatdirectly transfer data between each other

across wireless links. Id. 27. The devices include emai! application

software that facilitates email communication between devices, wherein the

email software 206 includes enhanced functionality. /d. 35. One of the

enhanced features is mandatory response functional unit 210 that operates to

request that an outgoing email message be flagged as requiring a mandatory

response from the email recipient. /d. Enhanced email application 206

relies on functional unit 210 to either assist in generation of the outgoing

email message or perform the modifications necessary to flag the outgoing

message as requiring a mandatory response. Jd. Kubala discloses, for

example, that email message 214 may contain mandatory response flag 216

indicating to the enhanced email application on the recipient computing

device that email message 214 should be handled as an important message

requiring a mandatory response. Jd. Kubaladiscloses that mandatory

response flag 216 may be implemented in a variety of data formats. Id.

D. Hammond (Ex. 1006)

Hammondgenerally discloses a system for enhancing the reliability of

communicating with electronic messages. Ex. 1006, [57]. Hammond

explains that electronically communicated messages such as email, paging

messages, and voice mail have becomeincreasingly pervasive. Id. at 1:13—

15. According to Hammond,althoughinitial distribution of electronic

messagesby a sender is quick and convenient, ensuring that a messageis
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received and reviewed bya recipient within a certain timeframe can be

inconvenient. /d. at 1:21-26. Hammond addresses these issues by

disclosing a system that sends an electronic message to designated
recipients, and automatically helps ensure that each message has been

received and reviewed by the recipient. /d. at 2:1-5. If receipt is not
confirmed within a certain specified timeframe, the system can

automatically resend the electronic message or take other appropriate action.

Id. at 2:5-8.

In one embodiment, the disclosed system includes a Message Review

Server (“MRS”) that sends electronic messages to designated recipients, and

automatically helps ensure that each message hasbeen received and
reviewed. Jd. at 3:1-5. The MRSalso allowsthe sender of an electronic

message to specify message delivery information that specifies actions to

take when a messageis not delivered within a specified timeframe. /d. at
3:12-15. For example, the sender can specific that if receipt notificationis

not received within a specified time period, the message will be resent to the

recipient. Jd. at 3:15—18. Message delivery information can also specify

frequency or duration options, such as an option to resend a message every

two hours. Jd. at 3:18-22.

In one embodiment, Kubala discloses that use of the MRS system

begins when a senderofan electronic message supplies a message to a

Message Sender component. Ex. 1006, 4:48-51. The sendersupplies the

message, identifies one or morerecipients for the message, and specifies

various optional message tracking information(e.g., message delivery

information, message review information, and message post-review

information). Jd. at 4:51-56. A senderalso can supply delivery information

such as a resend period oftime and can optionally supply other resend
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options. Jd. at 4:56-60. The system also includes a Message Receipt

Tracker componentthat attempts to identify when sent messages have been

delivered to recipients and when sent messages have been reviewed by

recipients. Jd. at 5:17—20.

E. Johnson (Ex. 1007)

Johnson generally discloses a method and system having a plurality of

enrolled usersandelectronic mail objects that may be transmitted and
received between users. Ex. 1007, [57]. The method and system include

designating an electronic mail object as requiring a specific response and

transmitting the electronic mail object to a recipient. Id. The recipient of

the electronic mail object is prompted for a specific response when the

recipient opensthe electronic mail object andis prohibited from performing

otheractions until the required specific response it entered by the recipient.
Id.

F. Pepe (Ex. 1008)

Pepe generally discloses a personal communications internetwork

(“PCI”) that provides a network subscriber with the ability to remotely

control receipt and delivery of wireless and wireline voice andtext

messages. Ex. 1008, 3:45-48. The PCI operatesas an interface between

various wireless and wireline networks, and also performs mediatranslation

where necessary. Id. at 3:48-51. The PCI permits the subscriber to send

and receive messages between disparate networks and messaging systems.

Id. at 5:56—59. A database maintains the subscriber’s message receipt and

delivery options. Jd. at 3:51-54.

G. Principles ofLaw on Obviousness

Section 103(a) forbids issuance of a patent when “the differences
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between the subject matter sought to be patented andthe prior art are such

that the subject matter as a whole would have been obviousat the time the

invention was madeto a person havirig ordinary skill in the art to which said

subject matter pertains.” In Graham v. John Deere Co. ofKansas City, 383

U.S. 1 (1966), the Court set out a framework for applying the statutory

language of § 103. Under § 103, the scope and contentof the priorart are to

be determined, differences between thepriorart and the claimsat issue are

to be ascertained, and the level of ordinary skill in the pertinentart resolved.

The Supreme Court has madeclear that we apply “an expansive and

flexible approach”to the question of obviousness. KSR Int’l Co. v. Teleflex,

Inc., 550 U.S. 398, 415 (2007). Whether a patent claiming the combination

of prior art elements would have been obviousis determined by whetherthe

improvementis morethanthe predictable use ofprior art elements according

to their established functions. KSR Int’l Co., 550 U.S. at 417. Reachingthis

conclusion, however, requires more than a mere showingthat the priorart

includes separate references covering each separate limitation in a claim

under examination. Unigene Labs., Inc. v. Apotex, Inc., 655 F.3d 1352,

1360 (Fed. Cir. 2011). Rather, obviousness requires the additional showing

that a personof ordinary skill at the time of the invention would have

selected and combinedthose priorart elements in the normal course of

research and developmentto yield the claimed invention. Id.

H. Patentability Analysis

Asnoted above, Petitioner contends claims 1 and 3—9 of the 970

patent are unpatentable under 35 U.S.C. §103 as obvious over various

combinations of Kubala, Hammond,Johnson, Pepe, and Banerjee. Pet. 12.

Claims | and 6 are independent.
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a. Obviousness over Kubala and Hammond

Claim 1

Petitioner relies on Kubala for disclosure of claim 1, but asserts that to

the extent Patent Owner argues Kubala doesnot disclose limitations 1.7 and

1.8, Hammondprovidesthe missing disclosure. Pet. 23-40. Patent Owner

argues that Kubalais notprior art and that the Petition is deficientfor failing

to set forth constructions Petitioner believes to be correct, both discussed

above. Supra SectionsI.E and II.B.3. Patent Owneralso arguesthat

Petitioner has not provided sufficient rationale to combine Kubala and

Hammond. Prelim. Resp. 31-34. Patent Owneralso argues that Petitioner

has not shown Kubala discloses limitations 1.5 and 1.6. Jd. at 34-40. Patent

Ownerdoesnot otherwise dispute Petitioner’s contentionsas to claim 1.

Wehave reviewedPetitioner’s arguments and evidence, and wefind

that Petitioner has made a sufficient showing for purposesof institution. We

discuss limitations 1.2, 1.5, and 1.6 and Petitioner’s rationale to combine

below.

i. rationale to combine Kubala and Hammond

Petitioner relies primarily on Kubalaas disclosing the limitations of

claim 1. However, for limitations 1.7 and 1.8, Petitioner argues that to the

extentit is argued that Kubala doesnotteach these limitations, Hammond

does. Pet. 33-40. For example, with regard to limitation 1.7, Petitioner

argues thatto the extentit is argued that Kubala does not disclose

automatically acknowledging receipt of a forced message alert, Hammond

discloses tracking tables for tracking acknowledgement receipts. Pet. 33.

Petitioner argues a skilled artisan would have been motivated to combine

Kubala with Hammondbecause Kubaladisclosesthat it was knownto

provide return receipts and record details about responsesto emails having
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mandatory response flags, and Hammonddiscloses tracking such receipts.

Pet. 34-35.

Patent Ownerdoesnotidentify any particular combination proposed

by Petitioner, but rather argues generally that a skilled artisan would not

have been motivated to combine Kubala and Hammondongroundsthat they

relate to different technological fields. Prelim. Resp. 32-34. In particular,

Patent Ownerargues that in Hammondthe device sending messagesis a

server, rather than a device suchasthe “‘first device” recited in claim 1. Id.

at 34. We do notfind this argumentpersuasive, however, because

Hammondstates that the sender of the electronic message maybe a server

computer or another computer attached to network 140. Ex. 1006, 4:48-S1.

Wefind that Petitioner has madea sufficient showing ofa rationale

to combine Kubala with Hammond.

ii. “[1.2] data transmission meansthatfacilitates the
transmission of electronic files between said
PDA/cell phonesin different locations”

Petitioner arguesthat the structure correspondingto the function

specified in this limitation is a server that communicates according to certain

enumerated messaging protocols. Supra Section II.B.2.a; Pet. 10. However,

as we discussed above, we disagree with Petitioner’s construction and

determine that the pertinent correspondingstructure is “a data transmission

network such as the Internet, and equivalents thereof.” Supra Section
II.B.2.a. Although Petitioner’s proposed construction differs from ours,

Petitioner nonetheless sets forth a sufficient showing for this limitation.

Petitioner argues that the server in Kubala communicates according to, inter

alia, peer-to-peer communications(e.g., WiFi or WiMax)or other

messaging protocols (e.g., SMS or TCP/IP). Pet. 25. In addition, Petitioner
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argues that the asserted PDA/cell phones in Kubala communicate with one

another using, for example, “Transport Control Protocol/Internet Protocol

(TCP/IP)” or WiFi technology (IEEE 802.11), id., both of whichteach or

suggest transmission of data between the asserted PDA/cell phones over a

data transmission network suchas the Internet. Patent Owner does not

provide any arguments regarding this limitation beyondits arguments that

the Petition fails to set forth a sufficient statement of how this term should

be construed, discussed above. Supra Section II.B.3.

For the foregoing reasons, wefindthat Petitioner has made a

sufficient showing as to limitation 1.2.

iii. “[1.5] means for attaching a forced messagealert
software packet to a voice or text message creating
a forced messagealert that is transmitted by said
sender PDA/cell phone to the recipient PDA/cell
phone, said forced message alert software packet
containing a list ofpossible required responses and
requiring theforced messagealert software on said
recipient PDA/cell phone to transmit an automatic
acknowledgementto the sender PDA/cell phone as
soon as saidforced messagealertis received by the
recipient PDA/cell phone”

Petitioner arguesthat the structure in Kubala correspondingto the

recited meansin limitation 1.5 is the enhanced email application software

installed on Kubala’s computing device. Pet. 28. According to Petitioner,

the enhanced email application software performs the functions specified in

limitation 1.5. Jd. For disclosure of a voice or text message, Petitioner

relies on Kubala’s disclosure that e-mail message 214—i.e., the message

transmitted from the asserted PDA/cell phoneto the asserted recipient

PDA/cell phone—maybe a text message, audio message, video message,or

other type of message. Jd. at 29 (citing Ex. 1005 4 32). For disclosure ofa
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forced message alert software packet, Petitioner relies on Kubala’s

mandatory responseflag 216. /d. at 28-29. Petitioner argues that this flag is

attached to email message 214, and “may be implementedin a variety of

data formats.” Jd. at 28-29 (quoting Ex. 1005 4 35 and citing id. {| 36, 41,

54-61). For disclosure of“a list of possible required responses,” Petitioner

relies on menu 1120 displayed on the recipient device, which is shownin the

exemplary embodiment in Figure 11C to includeas responses,“too busy

right now,”“looks okay,” and “request declined.” Jd. at 29 (citing Ex. 1005

{4 22, 47, 57, Fig. 11C). Petitioner argues Kubala teaches or suggests

attaching the asserted list of possible responses,e.g., text strings such as“too

busy right now”that are used as menuitems,to the asserted forced message

alert software packet,i.e., flag 216, based on Kubala’s disclosure that the

responses maybe “‘extracted from the original e-mail message that was

received from the sender.’” Jd. (quoting Ex. 1005 4 57, and citing id. {jj 40—

41).

For disclosure of “requiring the forced messagealert software onsaid

recipient PDA/cell phoneto transmit an automatic acknowledgementto the

sender PDA/cell phoneas soon as said forced messagealert is received by

the recipient PDA/cell phone,” Petitioner relies on Kubala’s disclosure that it
was known in the art

to generate return receipts to the sender when the
sender’s email message is received at its intended
destination or when the recipient opens the e-mail
message, thereby providing an acknowledgment
that a particular message has been reccived.

Pet. 30 (quoting Ex. 1005 | 6).

Patent Ownerraises two contentionsas to limitation 1.5. First, Patent

Ownercontends that Kubala doesnot disclose a “forced message alert
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software packet,” on the groundsthat Petitioner has not explained how

Kubala’s flag 216 constitutes this claimed feature. Prelim. Resp. 35. Patent

Owner arguesthat flag 216 is “merely a single line of text” added to either a

standard header or body of an email, and therefore is part of the email. Jd.

According to Patent Owner, Petitioner has not shown that “an email may

constitute a ‘forced message[alert] software packet.’” Jd. For reasons

discussed below, weare not persuaded that Kubala’s flag 216 is part ofthe

asserted voice or text message, and therefore cannot be a packetthat is

attached to a voice or text message, as required by limitation 1.5.

First, we are not persuadedat this stage that a header of an email

necessarily forms part of the message,and therefore cannotbe attachedto

the message. The Specification does not define the term “forced message
alert software packet.” This term, or a very near version of it, appears only
twice in the Specification. The Specification states that a “forced voice alert

is comprised of a text or voice message, wherein said voice alert is

comprised of a text or voice messagefile and a forced alert software

packet.” Ex. 1001, 2:11-13. The Specification also states that when a

recipient PDA/cell phoneidentifies a received transmission as a forced

messagealert, the forced message alert software application program on the

recipient PDA/cell phoneseparates the text or voice message andthe forced

message alert software packet. Jd. at 8:20-25. Aside from describing forced

[message] alert software packets as being attachable to, and separable from,

a voice or text message, the Specification does not describe these packets.

Similarly, the Specification does not define the terms “text message” and

“voice message.” The Specification describes creating, sending, and

receiving such messages, but does not define the boundary asto where the

message ends, andother,attached, information begins. However, the
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Specification indicates that the message is information that is typed or

recorded by a user. For example, the Specification explainsthat “[t]he

sender can. . . type a text message or record a voice message.” Ex. 1001,

7:47-49. The text or voice message does notinclude, for example, the

intended recipient(s), because selection of the recipient(s) is performedin a

step that is distinct from creating the voice or text message. “Oncethe

sendertypes a text messageor records a voice message . . . the sender can

then use a soft switch or selection fromalist to send the forced alert to,” for

example, another networkparticipant or a predefinedlist of network

participants. Id. at 7:49-56. Based on disclosure such asthis, we find that,

although the Specification does notuse the term “body,”the text or voice

message described in the Specification essentially is the body ofthe forced

alert message. Therefore, we are not persuaded that the header information

in Kubalais necessarily part of the message. Rather, it may be considered to

be attached to the message.

Ourpreliminary finding is supported, for example, by oneofthe

references relied on by Petitioner that describes the “Internet email message

format” defined by RFC 5322, stating that Internet email messages consist

of a message header and message body. Ex. 1017, 4. This reference further

states that the headeris structured into fields that provide information about

the email, and that the body contains the message. Id.

Weare persuaded,therefore, that the body ofthe email in Kubala

forms a message, and the header information in Kubala comprises

information that is attached to the message.

Also, we disagree with Patent Owner’s characterization of Kubala’s

flag 216 as a standard email header. Prelim. Resp. 35. In its argument,

Patent Ownercharacterizes Kubala’s e-mail header insertion processas
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“changing a binary textstring valuein a data field of a standard email

header from ‘0’ to ‘1.’” Jd. (emphasis added). Contrary to Patent Owner’s

characterization, Kubala expressly discloses that the header at issue is non-

standard. Kubala discloses that email message headers provide information

including about the manner in which messagesshould be handled or

processed. Ex. 1005 937. Kubalastates that non-standard headers are

required to commencewith the string “X-”in orderto indicate their non-

standard nature. Jd. Kubala depicts flag 216 as being non-standard.

Flag 216, in one non-limiting embodiment, is implemented as header 304,

which commenceswith the string ““X-,” as shown in Figure 3. /d. at Fig. 3.

Kubala, therefore, unambiguously discloses flag 216 as a non-standard

header.

Furthermore, Kubala discloses that e-mail application 206 has been

enhancedto include mandatory response functional unit 206 to allow users

to flag e-mail messagesas requiring a mandatory response. Ex. 1005 35.

This enhanced functionality is described as being part of the “invention.”

Id. | 35 (“The present invention addresses this need by enhancing the

functionality of an e-mail application in the following manner. A userofe-

mail application 206, which contains mandatory response functional

unit 210, operates e-mail application 206 to request that an important

outgoing e-mail messageis flagged.”). This further supports a finding that

flag 216, which requires a mandatory response, is non-standard.

Also, Patent Owner’s criticism of Kubala focuses on a non-limiting

embodimentrelating to an e-mail message having a header and a body, such

as a message compliant with RFC 2882. Prelim. Resp. 35; Ex. 1005 4 37.

However, Kubala’s disclosure is not limited to e-mail messagesof this

format. AsPetitioner points out, Kubala states that the term “e-mail
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message” comprises “various types of electronic messages, e€.g., text

messages, instant messages, fax messages, voicemail messages, video

messages, audio messages, and other types of messages; the present

invention is applicable to various types of electronic communication

applications and/or devices within whichthe varioustypes ofelectronic

messages can be processed.” Ex. 1005 { 32; Pet. 29 (citing id.).

Although weare persuadedthat flag 216, when in an emailheader,is

attached to a message, we notethat neither party proposes a construction for

the term “packet,” or explains whether a flag as taught by Kubalais a

“packet.” The Specification doesnot define this term. Duringtrial, the

parties should provide their proposed construction for the term “packet.”

Given the lack of description ofthis term in the Specification, the parties

should consider whethera definition from a technical dictionary would be

helpful to show how the term wasusedintheart.

Patent Owner’s second contention is that Petitioner has not shown that

Kubala discloses “requiring the forced messagealert software on said

recipient PDA/cell phoneto transmit an automatic acknowledgementto the

sender PDA/cell phone as soon as said forced messagealert is received by

the recipient PDA/cell phone,”as recited in limitation 1.5. Prelim. Resp.36.

Patent Ownerarguesthatto satisfy this limitation, Petitionerrelies on

Kubala’s description of solutions prior to Kubala’s alleged invention that

involved sending a return receipt to the sender of an e-mail when suche-

mail is received by a recipient. Id. at 37 (citing Ex. 1005 46). According to

Patent Owner,the alleged invention of Kubala, involving an enhancede-

mail application that inserts a mandatory response flag into messages, was

intended to be a solution to problemsthat arose from the prior return receipt

method. Jd. Patent Ownerarguesthat Kubala, therefore, teaches against use
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of return receipts. Id.

Wedisagree that Kubala teaches against the use of return receipts. A

reference maybesaid to teach away whenapersonofordinary skill, upon

reading the reference, would be discouraged from following the path set out

in the reference, or would be led in a direction divergent from the path that

wastaken by the applicant. In re Gurley, 27 F.3d 551, 53 (Fed. Cir. 1994).

Kubala does not discourage the use of return receipts. Kubala describes

“(p}roductivity-enhancing features” that were “added to e-mail applications

to assist workers in handling the larger workloadthatis represented by the

larger volume of e-mail.” Ex. 1005 § 6. Kubala discloses that one such

feature was generationof return receipts, the benefit of which wasto provide

the sender of an email with an acknowledgementthat the email had been

received by the intendedrecipient. Jd. 7. Kubala states, however,that

therestill existed a need to provide features that reduce the amount oftimeit

takes for an email recipient to generate a response to a received email. Jd.

Kubala addressesthis alleged need by including indication that a message

requires action by the recipient, and by preventing an emailrecipient from

closing review of, deleting, or exiting the received e-mail message until the

recipient has responded to the email message. Id. { 9.

Wedo not discern any teaching in Kubala of an incompatibility

between using both features, namely a return receipt notifying a senderthat a

messagehas been received, and flagging a messagesothat it requires a

mandatory responsefrom the recipient. Contrary to Patent Owner’s

argument that a skilled artisan would have been discouraged from using a
return receipt, Petitioner’s expert, Mr. Williams, describes an additional,

well-knownbenefit of a return receipt. Ex. 1003 ¢ 103. He explains thatat

the time, email systems were not completely reliable, and there was
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uncertainty as to whether, and if, an email message would “get through”to a

recipient. Jd. He states that it would have been obvious, therefore, to

include a return receipt to provide the sender with confirmation that the

email message has been received by the recipient. Jd. Therefore, we are not

persuadedthat Kubala teaches away from use of a return receipt.

For the foregoing reasons, we find that Petitioner has made a

sufficient showingasto limitation 1.5. |

iv. “[1.6] means for requiring a required manual
response from the responselist by the recipient in
order to clear the recipient’s response list from
recipient's cellphone display”

For disclosure of the structure corresponding to the meansspecified in

limitation 1.6, Petitioner relies on Kubala’s disclosure of enhanced email

application 206 installed on Kubala’s PDA. Pet. 30-31. Asto the recited

function of requiring a manualresponsebythe recipient from the response

list in order to clear the responselist from the recipient’s cell phone display,

Petitionerrelies in part on Figure 11C of Kubala. Petitioner relies on

disclosure that menu 1120 in this Figure includesa list of possible responses

from which a recipient can choose, and arguesthat this list is a “response

list” as recited in limitation 1.6. Jd. at 31. Figure 11C is reproduced below.

 

 
 

 
  
  

 
  
 

E-mail application waming!

The messagethat you are currently reviewing should not be
closed until you reply to the message. Choose oneof the
options from the menu to generate an INSTANTteply to this
messageor select "CANCEL"to close without sending a reply.

4120 1114 REPLY

1116 CANCEL

1118 INSTANT

FIG. 11C

TOO BUSY RIGHTNow|¥]
LOOKS OKAY

REQUEST DECLINED

 
  

Ex. 1005, Fig. 11C. Figure 11C, shown above,illustrates GUI display
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window 1112 that is displayed on a recipient device if a user attempts to

close an email without replying to it. Jd. 57. Window 1112 contains an

error message informingthe recipient that a reply is needed before closing

the email. Window 1112 also includes menu 1120 comprisinga list of

responses from whicharecipient can select a response to provide to the

sender. Jd. Window 1112 also includes CANCELbutton 1116, which

allows a user to close an email message without creating and sending a

response messageto the sender. Id.

Patent Ownerargues that Kubala does notdisclose limitation 1.6

because window 11 12, e.g., the asserted display, is not cleared only in

response to a manualselection ofa required response. Prelim. Resp.40.

Rather, Kubala discloses that a user may clear window 1112 by “simply

closing the email or exiting the application,” according to Patent Owner. Jd.

Petitioner agrees that Figure 11C showsa user can select CANCELto close

window 1112 without manually selecting a response from thoselisted in

menu 1120. Pet. 31. However, for a limitation similar to limitation 1.6,

Petitioner also points to Figure 11A of Kubala, which depicts a different

message in GUI window 1102, whichstates “[t]he message that you are

currently viewing shouldnotbe closed until you reply to the message.” Jd.

at 46 (citing Ex. 1005, Fig. 11A). We are persuadedthatthis teaches

requiring a manualresponse fromarecipient in order to clear window 1112.

And, as discussed above, Figure 11C teaches presenting a user with

menu 1120 listing responses from whicha user can select a response to send

to the senderto satisfy the requirementthat the recipient provide a

mandatory response. Ex. 1005 457. The features of these two windowsare

not mutually exclusive. Kubala explains that Figures 11 A—11D represent a

set of GUI windowsthrough which the email application alerts a user by
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displaying warning and error messages, andthat“[o]ther scenarios could be

handled in different waysthat are notillustrated within FIGS. 11A—11D.”

Ex. 1005 54. Kubala further discloses that each “would represent a

different way of attemptingto fulfill a request from the senderof the original

messagethat the recipient should or must provide a reply message in

responseto the original message.” Jd. We are persuaded that disclosure

such as these teachesor suggests “requiring a required manual response

from the responselist by the recipient in order to clear recipient’s response

list from recipient’s cell phone display,” as recited in limitation 1.6.

For the foregoing reasons, wefind that Petitioner has made a

sufficient showing asto limitation 1.6.

v. Summary

Onthis record, for the reasons stated above, we are persuaded

Petitioner has demonstrated a reasonable likelihood it would prevail in

showing claim | is unpatentable under § 103 as obvious over the

combination of Kubala and Hammond.

b. Obviousness over Hammond, Johnson, and Pepe

As we discussed above, Petitioner asserts that claims 1 and 3-9 are

unpatentable under 35 U.S.C. § 103 as obvious over the combination of

Hammond,Johnson, and Pepe. Pet. 12. In addition to arguments relating to

the sufficiency of Petitioner’s proposed claim constructions, discussed

above, Patent Owner argues that Petitioner has not shown sufficientrationale

to combinethe asserted references, and has not shown the combination

teaches limitations 1.2, 1.5, and 1.6. Wediscuss rationale to combine and

limitation 1.5, below.
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i. rationale to combine Hammond, Johnson and Pepe

Petitioner providesits rationale for combining Hammond, Johnson,

and Pepein its argumentforlimitation 1.1, and cites to this rationale in its

arguments for the remaining limitations of claim 1. Petitioner’s rationale is

less than one page. Pet. 56-57. Petitioner explains that each of these

referencesis directed to sending and receiving electronic messages. Id. at

56. Hammond and Johnson each describe electronic messaging, and

systems and methodsfor requiring responses and tracking responses, but do

not expressly describe using cellular phones for such messaging. See, e.g.,

supra SectionsII.D andII.E (describing Hammond and Johnson). Pepe does

not describe forced responses, but Pepe discloses using PDA’s andcell

phonesfor electronic messaging. See, e.g., supra Section II.F (describing

Pepe). Petitioner argues that a skilled artisan would have been motivated to

combine Pepe with Hammondand/or Johnson, becausethe latter references

describe wireless RF as a transmission medium, anddisclose that electronic

messages maybe in the form oftext or voice. Pet. 56. At this stage, we are

not persuadedthat this provides sufficient rationale to combine acrossall

limitations of claim 1.

For example,for limitation 1.6, which recites a meansfor requiring a

required manual responsebya recipient, Petitioner argues that Johnson

discloses the specified function, and Pepe discloses the corresponding

structure. Pet. 61. As to correspondingstructure,Petitioner relies on Pepe’s

disclosure of application softwareinstalled on the asserted PDA/cell phone.

Id. However, as we discussed above with regard to claim construction,

Petitioner must identify an algorithm corresponding to the specified

function. Petitioner does not identify any such algorithm in Pepe. This,

combined with Petitioner’s reliance on Johnson for disclosure of the
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specified function, suggests Petitioner relies on Johnson for the

corresponding algorithm. Petitioner’s argument regardingrationale to

combine Johnson with Pepe does not explain sufficiently why or how a

skilled artisan would have modified the software in Pepe to include an

algorithm that performsthe steps of requiring a required manualresponse by

the recipient in orderto clear the recipient’s response list from the

recipient’s cell phonedisplay.

i. “{1.5] meansfor attaching aforced message alert
software packet to a voice or text message...”

Patent Ownerargues that Petitioner does not identify what elementin

the prior art discloses a “forced messagealert software packet,” as recited in

limitation 1.5. At this stage we agree with Patent Owner. Wedonot discern

any identification in the Petition of where or howtheasserted references

disclose a “forced message alert software packet.” Petitioner asserts that

Hammond, Johnson, and Pepe alone each disclose transmission of a forced

message alert to a recipient computer. Pet. 60. Petitioner cites to various

disclosure in each reference. Jd. However, Petitioner does not explain how

the messages transmitted in these references comprise a voice or text

message and a forced messagealert software packet attached thereto. Id.

lI. CONCLUSION

Forthe foregoing reasons, we determinethat Petitioner has

demonstrated there is a reasonable likelihood it would prevail in establishing

claim 1 of the 970 patent is unpatentable under 35 U.S.C. § 103 as obvious

over the combination of Kubala and Hammond. BecausePetitioner has

satisfied the threshold for institution as to at least one claim, we institute

inter partes review onall claims and all groundsraised in the Petition. See
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SAS Institute Inc. v. Iancu, 138 S. Ct. 1348, 1359-60 (2018) (holding that a

decision to institute under 35 U.S.C. § 314 maynotinstitute on fewer than

all claims challengedin the petition).

IV. ORDER

Accordingly,it is

ORDEREDthat an inter partes review is herebyinstitutedas to all

challenged claimsand all groundsraised in the Petition; and

FURTHER ORDEREDthatinterpartes review of the ’970 patentis

herebyinstituted commencingonthe entry date of this Order, and pursuant

to 35 U.S.C. § 314(c) and 37 C.F.R. § 42.4,notice is hereby given of the

institution ofa trial.
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plambrianakos@brownrudnick.com
eiturralde@brownrudnick.com
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Case 2:17-cv-00516-JRG Document 2 Filed 06/22/17 Page 1 of 1 PagelD #: 109

AO 120 (Rev. 08/10} 

Mail Step 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FOULING GR DETERMINATION OF AN

P.O. Box 1458 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1456 TRADEMARK

TO: 
fn Compliance with 35 U.S.C. § 290 and/or 15 ULS.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following 

[_] Trademarks or [XN Patents. ( (C] the patent action involves 35 U.S.C. § 292.):

DOCKET NO, DATE FILED US. DISTRICT COURT
2:17-2v-00516-JRG June 21, 2017 | Eastern District of Texas - Marshall Division
PLAINTIPP DEFENDANT

AGIS Software Development LLC Appie, Inc.

PATENT OR DATE OF PATENT ——
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 8,213.97 July 3, 2012 AGIS Software Develooment LLC

2 9,408,055 | August 2 , 2016 AGIS Software Develooment LLC
3 9,445,251 September 13, 2016 AGIS Software Development LLC

October 11, 2016

DATE INCLUDED INCLUDED BY

Li] Amendment Li} Answer [i] Cross Bill [| Other Pleading
PATENTOR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK 
fn the above-—entitied case, the following decision has been rendered or judgement issued:

DECTISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy 1-—Upon initiation of action, mail this copy te Director Copy 3—-Upon termination of action, mail this copy te Directer
Copy 2--Upen fling document adding patent(s), mail this copy te Director Copy 4-—Case fle copy
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Case 2:17-cv-00517-JRG Document 4 Filed 06/22/17 Page 1 of 1PagelD#: 125

AO 120 (Rev. 08/10} 

10: Mail Stop 8 REPORTON THE
: Director of the U.S. Patent and Trademark Office=| FOULING GR DETERMINATION OF AN

P.O. Box 1458 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1456 TRADEMARK 
fn Compliance with 35 U.S.C. § 290 and/or 15 ULS.C. § 1116 you are hereby advised that a court action has been

 filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following

[_] Trademarks or [XN Patents. ( (C] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. . DATE FELED LS. DISTRICT COURT
2:17-cv-00517-JRG June 21, 2017 f Eastern District of Texas - Marshall Division

PLAINTIFF | DEPENDANT

AGIS Software Development LLC | ZTE Corporation. et al.

PATENT OR DATE OF PATENT ——
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 8,213,97 July 3, 2012 AGIS Software Development LLG

2 9,408,055 August 2, 2016 AGIS Software Develooment LLC

3 9,445,251 September 13, 2016 AGIS Software Development LLC

4 9,467,838 October 11, 2016 AGIS Software Development LLC

Bo

DATE INCLUDED

[i] Cross Bill [| Other Pleading
PATENTOR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK 
fn the above-—entitied case, the following decision has been rendered or judgement issued:

DECTISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy 1-—Upon initiation of action, mail this copy te Director Copy 3—-Upon termination of action, mail this copy te Directer
Copy 2--Upen fling document adding patent(s), mail this copy te Director Copy 4-—Case fle copy
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Case 2:17-cv-00514-JRG Document 2 Filed 06/22/17 Page 1 of 1 PagelD #: 107

AO 120 (Rev. 08/10} 

10: Mail Stop 8 REPORTON THE
: Director of the U.S. Patent and Trademark Office=| FOULING GR DETERMINATION OF AN

P.O. Box 1458 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1456 TRADEMARK 
fn Compliance with 35 U.S.C. § 290 and/or 15 ULS.C. § 1116 you are hereby advised that a court action has been

 filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following

[_] Trademarks or [XN Patents. ( (C] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FELEB LS. DISTRICT COURT

2:17-cv-00514-JRG June 21, 2017 | Eastern District of Texas - Marshall Division
PLAINTIFF [DEFENDANT

AGIS Software Development LLC TC Corporation

PATENT OR DATE OF PATENT ——
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 8,213.97 July 3, 2012 AGIS Software Development LLC

2 9,408,055 | August 2 , 2016 AGIS Software Develooment LLC
3 9,445,251 September 13, 2016 AGIS Software Develooment LLC

4 9,467,838 October 11, 2016 AGIS Software Development LLC

DATE INCLUDED INCLUDED BY

PATENTOR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK

ri Amendment Li} Answer [i] Cross Bill [| Other Pleading 
fn the above-—entitied case, the following decision has been rendered or judgement issued:

DECTISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy 1-—Upon initiation of action, mail this copy te Director Copy 3—-Upon termination of action, mail this copy te Directer
Copy 2--Upen fling document adding patent(s), mail this copy te Director Copy 4-—Case fle copy
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Case 2:17-cv-00513-JRG Document 3 Filed 06/22/17 Page 1of1PagelD#: 213

AO 120 (Rev. 08/10} 

Mail Step 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FOULING GR DETERMINATION OF AN

P.O. Box 1458 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1456 TRADEMARK

TO: 
fn Compliance with 35 U.S.C. § 290 and/or 15 ULS.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following 

[_] Trademarks or [XN Patents. ( (C] the patent action involves 35 U.S.C. § 292.):

DOCKET NO DATE FELED U.S. DISTRICT COURT

2:17-cv-00513-JRG June 21, 2017 | Eastern District of Texas - Marshall Division
PLAINTIFF DEFENDANT

AGIS Software Development LLC Huawei Device USA Inc., et al.

PATENT OR DATE OF PATENT ——
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 8,213.97 July 3, 2012 AGIS Software Development LLC

2 9,408,055 | August 2 , 2016 AGIS Software Develooment LLC
3 9,445,251 September 13, 2016 AGIS Software Developrnent LLC

October 11, 2016

DATE INCLUDED INCLUDED BY

Li] Amendment Li} Answer [i] Cross Bill [| Other Pleading
PATENTOR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK 
fn the above-—entitied case, the following decision has been rendered or judgement issued:

DECTISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy 1-—Upon initiation of action, mail this copy te Director Copy 3—-Upon termination of action, mail this copy te Directer
Copy 2--Upen fling document adding patent(s), mail this copy te Director Copy 4-—Case fle copy

Page 237



Page 238

Case 2:17-cv-00515-JRG Document 2 Filed 06/22/17 Page 1 of 1 PagelD #: 107

AO 120 (Rev. 08/10} 

Mail Step 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FOULING GR DETERMINATION OF AN

P.O. Box 1458 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1456 TRADEMARK

TO: 
fn Compliance with 35 U.S.C. § 290 and/or 15 ULS.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following 

[_] Trademarks or [XN Patents. ( (C] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED LS. DISTRICT COURT
2:17-cv-00515-JRG June 21, 2017 | Eastern District of Texas - Marshall Division

PLAINTIPP DEFENDANT

AGIS Software Develooment LLC | LG Electronics, inc.

PATENT OR DATE OF PATENT ——
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 8,213.97 July 3, 2012 AGIS Software Development LLC

2 9,408,055 | August 2 , 2016 AGIS Software Develooment LLC
3 9,445,251 September 13, 2016 AGIS Software Develooment LLC

October 11, 2016

DATE INCLUDED INCLUDED BY

Li] Amendment Li} Answer [i] Cross Bill [| Other Pleading
PATENTOR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK 
fn the above-—entitied case, the following decision has been rendered or judgement issued:

DECTISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy 1-—Upon initiation of action, mail this copy te Director Copy 3—-Upon termination of action, mail this copy te Directer
Copy 2--Upen fling document adding patent(s), mail this copy te Director Copy 4-—Case fle copy
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AQ 120 (Rev. 08/10)

 

 

TO: Mail Stop 8 REPORT ON THE
. Director of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court aciion has been
filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following  

(] Trademarks or [4 Patents. ( [7 the patentaction involves 35 U.S.C. § 292):

DOCKET NO. DATE FILED

2:17-cv-00514-JRG June 21, 2017
PLAINTIFF

AGIS Software Development LLC

1 8,213,970 July 3, 2012 AGIS Software Development LLC

2 9,408,055 August 2, 2016 AGIS Software Development LLC

 

   U.S. DISTRICT COURT
Eastern District of Texas - Marshall Division

DEFENDANT

HTC Corporation

 
  
 
 
 
 

 

 
 

 
 
 
 

 

 

 
 

 
 
 
 
 
 
 

3 9,445,251 September13, 2016 AGIS Software Development LLC

4 9.467 838 October 11, 2018 AGIS Software Development LLC

po
In the above—entitled case, the following patent(s} trademark(s} have been included:

DATE INCLUDED INCLUDED BY

C] Amendment (1 Answer CT] Cross Bill C] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

2

3

4

5

 

 

 
 
 

In the above—antitled case, the following decision has been rendered or judgementissued:

 
DECTSION/JUDGEMENT

(BY) DEPUTY CLERK 
Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Mail Stop 8 REPORT ON THE
Director of the U.S, Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O, Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK
 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following

(} Trademarks or (4 Patents. ¢ | the patent actioninvolves 35 U.S.C, § 292,);
DOCKET NO. DATE FILED

2:17-cv-00516-JRG June 21, 2017
PLAINTIFF

AGIS Software Development LLC

a
In the above—entiiled case, the following patent(sV trademark(s) have been included:

DATE INCLUDED INCLUDED BY

C] Amendment CO Answer (CJ Cross Bill (] Other Pteading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK

  

 U.S. DISTRICT COURT
Eastern District of Texas - Marshall Division

DEFENDANT

 
  

 
  
 
 

 
 

Apple, Inc. 

 

  
  
   

 
In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/TUDGEMENT

(BY} DEPUTY CLERK 
Copy 1—Upon initiation ofaction, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK
 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following

] Trademarks or Patents, ( oO the patent action involves 35 LES.C. § 292):
DOCKET NQ. DATE FILED U.S. DISTRICT COURF

2:17-cv-00513-JRG June 21, 2017 Eastern District of Texas - Marshall Division
PLAINTIFF DEFENDANT

AGIS Software Development LLC Huawei Device USA Inc., et al.

PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

| 8,213,970 July 3, 2012 AGIS Software Development LLC

2 9,408,055 August 2, 2016 AGIS Software Development LLC

3 9,445,251 September 13, 2016 AGIS Software Development LLC

4 9,467,838 _ October 11, 2016 AGIS Software Development LLC

eo
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

   
  
 
   
  

  
   
DATE INCLUDED INCLUDED BY

F] Amendment CI Answer CL] Cross Bill ([] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgement issued:

DECISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Mail Stop 8 REPORT ON THE
Director of the U.S, Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C, $1116 you are hereby advised that a court action has been
filed in the U.S, District Court for the Eastern District of Texas - Marshall Divisio on the following

C] Trademarksor [A Patents. (Othepatent action involves 35 U.S.C.§ 292):-
DOCKETNO. DATE FILED U.S. DISTRICT COURT
2:17-cv-00515-JRG June 21, 2017 Eastern District of Texas - Marshall Division

PLAINTIFF DEFENDANT

AGIS Software Development LLC LG Electronics, Inc.

DATEOFPATENT HOLDER OF PATENTOR TRADEMARK

pot
In the above—entitled case, ihe following patent(s/ trademark(s) have been included:
INCLUDED BY

LJ Amendment Ci Answer (1 Cross Bill C) OtherPleading
renbeneso,|__AnOFPATENT

A
ESa
BT—
5

   

 
 
 

 

  
   

In the above—entitied case, the following decision has been rendered or judgementissued:
DECISIONSUDGEMENT

 

(BY) DEPUTY CLERK 
Copy |—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copyto Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Mail Stop 8 REPORT ON THE
Director of the U.S, Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C, § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following

(] Trademarks or [A Patents. ( oO the patent action involves 35 U.S.C. §292):
DOCKET NO. DATE FILED

2:17-cv-00517-JRG June 21, 2017
PLAINTIFF

AGIS Software Development LLC

PATENT OR DATE OF PATENT 1,
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 8,213,970 July 3, 2012 AGIS Software Development LLC

2 9,408,055 August 2, 2016 AGIS Software Development LLC

  U.S. DISTRICF COURT
Eastern District of Texas - Marshall Division

DEFENDANT

ZTE Corporation, et al.

  
 
 

  

 
 

 
 
    

 
3 9,445,251 September 13, 2016 AGIS Software Development LLC

4 9467 838 October 11. 2016 AGIS Software Development LLC

po
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATEINCLUDED INCLUDED BY

Cy] Amendment LC] Answer C] Cross Bill [] Other Pleading
PATENT OR DATE OF PATENT ,

TRADEMARK NO. OR TRADEMARK. HOLDER OF PATENT OR TRADEMARK

po
2

  
 

 
!n the above—-entitled case, the following decision has been rendered or judgementissued:

DECTSIONAUDGEMENT

(BY) DEPUTY CLERK 
Copy 1—Uponinitiation of action, mail this copy to Director©Copy 3—Upon termination of action, mail this copy to Director
Copy 2—-Uponfiling document adding patent(s}, mail this copy to Director Copy 4—Casefile copy
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UNITED STATES DEPARTMENT OF COMMERCE

United States Vatent and TrademarkOfficeAddress: COMMISSIONER FOR PATENTS
P.O. Box 1450

Alexandria, Virginia 22313-1450www.uspto.g:

APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKETNO. CONFIRMATION NO.

12/324,122 07/03/2012 8213970 10963.3819 9036

 
22235 7590 06/13/2012

MALIN HALEY DIMAGGIO BOWEN & LHOTA,P.A.
1936 S ANDREWS AVENUE

FORT LAUDERDALE,FL 33316

ISSUE NOTIFICATION

The projected patent numberandissue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment is 367 day(s). Any patent to issue from the above-identified application will
include an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) wasfiled in the above-identified application, the filing date that
determines Patent Term Adjustmentis the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEBsite (http://pair-uspto. gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management
(ODM)at (571)-272-4200.

APPLICANT(s)(Please see PAIR WEBsite http://pair.uspto.gov for additional applicants):

Malcolm K.Beyer JR., Jupiter Inlet Colony, FL;

IR103 (Rev. 10/09)
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450

Alexandria, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE(if required). Blocks 1 through 5 should be completed where

appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address asindicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for

 

maintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS(Note: Use Block 1 for any changeof address) Note: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying

papers. Each additional paper, such as an assignment or formal drawing, mustave its own certificate of mailing or transmission.

  
 
   

22235 7590 04/25/2012

MALIN HALEY DIMAGGIO BOWEN & LHOTA,P.A. Certificate of Mailing or Transmission
I hereby certify that this Fee(s) Transmittal is being deposited with the United

1936 S ANDREWS AVENUE States Postal Service with sufficient postage for first class mail in an envelope
FORT LAUDERDALE,FL 33316 addressed to the Mail Stop ISSUE FEE address above, or being facsimile

transmitted to the USPTO (571) 273-2885, on the date indicated below.

(Depositor's name)

Flectronically (Signature)
(ate)

12/324,122 11/26/2008 Malcolm K. Beyer JR. 10963.3819 9036
TITLE OF INVENTION: METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE COMMUNICATIONS

APPLN. TYPE SMALL ENTITY ISSUE FEE DUE PUBLICATION FEE DUE|PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

YES $0nonprovisional $870 $300 $1170 07/25/2012

LEBASSI, AMANUEL 2617 455-424000

2. For printing on the patent front page,list

(1) the names of up to 3 registered patent attorneys  1—MALIN HALEY DiMAGGTO
or agents OR,alternatively,

1. Change of correspondence addressor indication of "Fee Address" (37
CFR 1.363).

LI Change of correspondence address (or Change of Correspondence
Address form PTO/SB/122) attached.

LI "Fee Address" indication (or "Fee Address” Indication form
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer
Numberis required.

 

  2 BOWEN & LHOTA, P.A.  

(2) the name ofa single firm (having as a member a
registered attorney or agent) and the namesof up to
2 registered patent attorneys or agents. If nonameis 43
listed, no namewill be printed.

 

   
os) ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT(printor type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

 

(A) NAME OF ASSIGNEE (B) RESIDENCE:(CITY and STATE OR COUNTRY)

Advanced Ground Information Systems, Inc. Jupiter, Florida

Please check the appropriate assignee category or categories (will not be printed on the patent) : LV individual [dl Corporation or other private group entity (J Government

4a. The following fee(s) are submitted: 4b. Paymentof Fee(s): (Please first reapply any previously paid issue fee shown above)
Ed Issue Fee LIA checkis enclosed.

_] Publication Fee (No small entity discount permitted) Lj Paymentby credit card. Form PTO-2038 is attached.

EY Advance Order - # of Copies __10 EJ The Directoris hereby authorized to charge the required fee(s), any deficiency, or credit anyoverpayment, to Deposit Account Number 13-1130 (enclose an extra copy ofthis form).

5. Change in Entity Status (from status indicated above)

Lda. Applicant claims SMALL ENTITYstatus. See 37 CFR 1.27. LI b. Applicant is no longer claiming SMALL ENTITYstatus. See 37 CFR 1.27(g)(2).
NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone otherthan the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown bythe records of the United States Patent and Trademark Office.

 
Authorized Signature. -/barry 1. haley/ Date_ May 24, 2012
 

Typed or printed name Barry L. Haley Registration No. 25, 339
 

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTOto process)
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and
submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amountof time you require to complete
this form and/or suggestions for reducing this burden, should be sent tothe chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.
Box 1450, ‘Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
Alexandria, Virginia 22313-1450.
Under the Paperwork Reduction Act of 1995, no persons are required to respondto a collection of information unlessit displays a valid OMBcontrol number.

PTOL-85 (Rev. Pageaes" for use through 08/31/2013. OMB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
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Electronic Patent Application Fee Transmittal

METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE

Title of Invention: COMMUNICATIONS

First Named Inventor/Applicant Name: Malcolm K. Beyer

Utility under 35 USC 111(a) Filing Fees

Sub-Total in

USD(S$)

Basic Filing:

Miscellaneous-Filing:

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:

Extension-of-Time:

Page 246

Description Fee Code Quantity 
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Miscellaneous:

Total in USD($)
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Electronic AcknowledgementReceipt

a

itn

METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE

Title of Invention: COMMUNICATIONS

ee

Paymentinformation:

 
Submitted with Payment yes

Payment was successfully received in RAM

TheDirector of the USPTO is hereby authorized to charge indicated fees and credit any overpaymentas follows:

Charge any Additional Fees required under 37 C.F.R. Section 1.20 (Post Issuance fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.21 (Miscellaneous fees and charges)
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File Listing:

Document gs File Size(Bytes)/ Multi Pages

141692

Issue Fee Payment (PTO-85B) 10_IssueFeeTransmittal.pdf 320967da2a77726b3f472de20f7a9 1a3927|
b82f

Information:

Fee Worksheet (SB06) fee-info.pdf
61febb4bd 13c1ffac744e4236805f9ab3e0

8db3

This AcknowledgementReceipt evidences receipt on the noted date by the USPTOofthe indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shownonthis
AcknowledgementReceiptwill establish thefiling date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptanceof the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new internationalapplication is being filed and the international application includes the necessary components for
an internationalfiling date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
nationalsecurity, and the date shownon this AcknowledgementReceiptwill establish the internationalfiling date of
the application.
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New Applications Under 35 U.S.C. 111
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nationalsecurity, and the date shownon this AcknowledgementReceiptwill establish the internationalfiling date of
the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

 
NOTICE OF ALLOWANCE AND FEE(S) DUE

 
   

MALIN HALEY DIMAGGIO BOWEN & LHOTA,P.A. LEBASSI, AMANUEL
1936 S ANDREWS AVENUE

FORT LAUDERDALE,FL 33316
2617

DATE MAILED:04/25/2012

12/324,122 11/26/2008 Malcolm K. Beyer JR. 10963.3819 9036
TITLE OF INVENTION: METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE COMMUNICATIONS

APPLN. TYPE SMALL ENTITY ISSUE FEE DUE PUBLICATION FEE DUE|PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

YES $0nonprovisional $870 $300 $1170 07/25/2012

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCEIS NOT A GRANT OF PATENT RIGHTS.

THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS

PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE.

HOW TO REPLYTO THIS NOTICE:

I. Review the SMALL ENTITYstatus shown above.

If the SMALL ENTITYis shown as YES,verify your current If the SMALL ENTITYis shown as NO:
SMALLENTITYstatus:

A. If the status is the same, pay the TOTAL FEE(S) DUE shown A. Pay TOTAL FEE(S) DUE shownabove, or
above.

B. If the status above is to be removed, check box 5b on Part B - B. If applicant claimed SMALL ENTITYstatus before, or is now
Fee(s) Transmittal and pay the PUBLICATION FEE (if required) claiming SMALL ENTITYstatus, check box 5a on Part B - Fee(s)
and twice the amount of the ISSUE FEE shown above,or Transmittal and pay the PUBLICATION FEE (if required) and 1/2

the ISSUE FEE shownabove.

II. PART B - FEE(S) TRANSMITTAL,orits equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE(if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B isfiled, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalentof Part B.

IH. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advisedto the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenancefees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for PatentsP.O. Box 1Alecandria Virginia 22313-1450

or Fax (571)-273-2885

 

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE(if required). Blocks 1 through 5 should be completed where

appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address asicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" formaintenance fee notifications.
CURRENT CORRESPONDENCE ADDRESS(Note: Use Block 1 for any changeof address) Note: A certificate of mailing can only be used for domestic mailings of the

Fee(s) Transmittal. This certificate cannot be used for any other accompanying

papers. Each additional paper, such as an assignment or formal drawing, mustave its own certificate of mailing or transmission.

 
 
   

22235 7590 04/25/2012

MALIN HALEY DIMAGGIO BOWEN & LHOTA,P.A. Certificate of Mailing or Transmission
I hereby certify that this Fee(s) Transmittal is being deposited with the United

1936 S ANDREWS AVENUE States Postal Service with sufficient postage for first class mail in an envelope
FORT LAUDERDALE,FL 33316 addressed to the Mail Stop ISSUE FEE address above, or being facsimiletransmitted to the USPTO (S71) 273-2885, on the date indicated below.

(Depositor's name)

(Signature)

(ate)
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TITLE OF INVENTION: METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE COMMUNICATIONS

APPLN. TYPE SMALL ENTITY ISSUE FEE DUE PUBLICATION FEE DUE|PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

nonprovisional $870 $300 $1170 07/25/2012

LEBASSI, AMANUEL 2617 455-424000

1. Change of correspondence addressor indication of "Fee Address" (37 2. For printing on the patent front page,list
CFR 1.363).

Lj Change of correspondence address (or Change of CorrespondenceAddress form PTO/SB/122) attached.

LI "Fee Address" indication (or "Fee Address” Indication form
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer
Numberis required.

 
(1) the names of up to 3 registered patent attorneys
or agents OR,alternatively,

(2) the name ofa single firm (having as a member a 2
registered attorney or agent) and the namesof up to
2 registered patent attorneys or agents. If nonameis 43
listed, no namewill be printed.

 

   
3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT(printor type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE:(CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : LV individual LJ Corporation or other private group entity (J Government

4a. The following fee(s) are submitted: 4b. Paymentof Fee(s): (Please first reapply any previously paid issue fee shown above)
L] Issue Fee LIA checkis enclosed.

_] Publication Fee (No small entity discount permitted) Lj Paymentby credit card. Form PTO-2038 is attached.
LT Advance Order - # of Copies [_J The Directoris hereby authorized to charge the required fee(s), any deficiency, or credit any

overpayment, to Deposit Account Number (enclose an extra copy ofthis form).

5. Change in Entity Status (from status indicated above)

LY a. Applicant claims SMALL ENTITYstatus. See 37 CFR 1.27. LI b. Applicant is no longer claiming SMALL ENTITYstatus. See 37 CFR 1.27(g)(2).
  

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone otherthan the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown bythe records of the United States Patent and Trademark Office.

Authorized Signature Date
 

 
Typed or printed name Registration No.

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit by the public whichis to file (and by the USPTOto process)

an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR Li14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, andsubmitting the completed application form to the USPTO. Timewill v. epending uponthe individual case. Any comments on the amountof time you require to completethis form and/or suggestions for reducing this burden, should be sent ReeChief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.
Box 1450, ‘Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
Alexandria, Virginia 22313-1450.
Under the Paperwork Reduction Act of 1995, no persons are required to respondto a collection of information unlessit displays a valid OMBcontrol number.
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKETNO. CONFIRMATION NO.

 
 
   

12/324,122 11/26/2008 Malcolm K. Beyer JR. 10963.3819 9036

22235 7590 04/25/2012

MALIN HALEY DIMAGGIO BOWEN & LHOTA,P.A. LEBASSI, AMANUEL
1936 S ANDREWS AVENUE

PORT LAUDERDALE, FL, 33316
2617

DATE MAILED: 04/25/2012

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 254 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 254 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustmentis the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval
(PAIR) WEBsite (http://pair-uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571)-272-4200.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to
the requirements of the Act, please be advised that: (1) the general authority for the collection of this
information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the
principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process
and/or examine your submission related to a patent application or patent. If you do not furnish the
requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonmentof the application or
expiration of the patent.

The information provided by youin this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom
of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

. A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel
in the course of setthement negotiations.

. A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5
U.S.C. 552a(m).

. A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

. A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy
Act (42 U.S.C. 218(c)).

. A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSAaspart of
that agency's responsibility to recommend improvements in records management practices and
programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance
with the GSA regulations governing inspection of records for this purpose, and any other relevant
(i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about
individuals.

. A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a
routine use, to the public if the record was filed in an application which became abandonedor in
which the proceedings were terminated and which application is referenced by either a published
application, an application open to public inspection or an issued patent.

. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcementagency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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Application No. Applicant(s)

12/324,122 BEYER, MALCOLM K.
Examiner Art Unit

AMANUEL LEBASSI 2617

-- The MAILING DATEof this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSEDin this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85)or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANTOF PATENTRIGHTS.This application is subject to withdrawal from issueattheinitiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

Notice of Allowability

1. KJ] This communication is responsive to 09/09/2011.

2. (1 Anelection was madebythe applicant in responseto a restriction requirementset forth during the interview on
the restriction requirement and election have been incorporated into this action.

3. XJ The allowed claim(s)is/are 2-14.

4. [1] Acknowledgmentis madeof a claim for foreign priority under 35 U.S.C. § 119(a)-(d)or(f).
a) All b)L)Some* c)[)None ofthe:

1. ] Certified copies of the priority documents have been received.

2. (1 Certified copies of the priority documents have been received in Application No.

3. [1 Copiesofthe certified copies of the priority documents have been receivedin this national stage application from the

International Bureau (PCT Rule 17.2(a)).

“ Certified copies not received:

Applicant has THREE MONTHS FROM THE “MAILING DATE”of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENTofthis application.
THIS THREE-MONTH PERIODIS NOT EXTENDABLE.

5. 1 A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER’S AMENDMENTor NOTICE OF
INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient.

6. [] CORRECTED DRAWINGS( as “replacement sheets”) must be submitted.
(a) C1 including changes required by the Notice of Draftsperson’s Patent Drawing Review ( PTO-948) attached

1) C1 hereto or 2) [J to Paper No./Mail Date.

(b) [J including changes required by the attached Examiner's Amendment / Commentor in the Office action of
Paper No/Mail Date.

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawingsin the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as suchin the header according to 37 CFR 1.121(d).

7. CJ DEPOSIT OF and/or INFORMATIONabout the deposit of BOOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)
1. [J Notice of References Cited (PTO-892)

2. (J Notice of Draftperson's Patent Drawing Review (PTO-948)

3. FJ Information Disclosure Statements (PTO/SB/08),
Paper No./Mail Date

4. [J Examiner's Comment Regarding Requirementfor Deposit
of Biological Material

IA. L/

Examiner, Art Unit 2617

U.S. Patent and Trademark Office

PTOL-37 (Rev. 03-11)
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Notice of Allowability

5. (J Notice of Informal Patent Application

6. [J Interview Summary (PTO-413),
Paper No./Mail Date .

7. KJ Examiner's Amendment/Comment

8. ] Examiner's Statement of Reasons for Allowance

9. (J Other .

4/17/2012
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Application/Control Number: 12/324,122 Page 2

Art Unit: 2617

DETAILED ACTION

EXAMINER’S AMENDMENT

1. An examiner’s amendmentto the record appears below. Should the changes and/or

additions be unacceptable to applicant, an amendment maybefiled as provided by 37 CFR

1.312. To ensure consideration of such an amendment, it MUST be submitted no later than the

paymentofthe issuefee.

Authorization for this examiner’s amendment wasgiven in a telephone interview with

Attorney Barry L. Haley Reg. No. 25,339 on 4/17/2012.

The application has been amendedasfollows:

1. (Cancelled)

2. (Currently Amended) A communication system for transmitting, receiving, confirming

receipt, and responding to an electronic message, comprising:

a predetermined network of participants, wherein each participant has a similarly

equipped PC-er PDA/cell phone that includes a CPU and a touch screen display a CPU and

memory;

a data transmission meansthat facilitates the transmission of electronic files between said

PC€s-and said PDA/cell phonesin different locations;

a sender P@-er PDA/cell phone andat least one recipient PE-er PDA/cell phone for each

electronic message;
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a forced messagealert software application program includinga list of required possible

responsesto be selected by a participant recipient of a forced message response loaded on each

participating P@-er PDA/cell phone;

meansfor attaching a forced message alert software packet to a voice or text message

creating a forced messagealert that is transmitted by said sender P@-er PDA/cell phoneto the

recipient P€-er PDA/cell phone, said forced messagealert software packet containinga list of

possible required responses and requiring the forced messagealert software on said recipient RE

et PDA/cell phoneto transmit an automatic acknowledgmentto the sender PC-er PDA/cell

phoneas soonas said forced messagealert is received by the recipient R€-er PDA/cell phone;

meansfor requiring a required manual response from the responselist by the recipient in

order to clear recipient's responselist from recipient's cell phone display;

meansfor receiving and displaying a listing of which recipient PEs-er PDA/cell phones

have automatically acknowledged the forced message alert and which recipient PEs-er PDA/cell

phones have not automatically acknowledged the forced messagealert;

meansfor periodically resending said forced messagealert to said recipient REs-er

PDA/cell phonesthat have not automatically acknowledged the forced messagealert; and

meansfor receiving and displaying a listing of which recipient PEs-er PDA/cell phones

have transmitted a manual responseto said forced messagealert and details the response from

each recipient RC-er PDA/cell phonethat responded.

3. (Currently amended) The system as in claim 2, wherein the forced messagealert

software application program on the recipient R€-er PDA/cell phone includes:
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meansfor transmitting the acknowledgmentof receipt to said sender PC-er PDA/cell

phone immediately upon receiving a forced message alert from the sender PE-er PDA/cell

phone;

meansfor controlling of the recipient P€-er PDA/cell phone upontransmitting said

automatic acknowledgment and causing, in cases where the force messagealertis a text

message, the text message and a responselist to be shown on the display of the recipient PC-er

PDA/cell phone or causes, in cases where the forced messagealert is a voice message, the voice

message being periodically repeated by the speakers of the recipient R€-er PDA/cell phone while

said responselist is shown on the display;

meansfor allowing a manual response to be manually selected from the responselist or

manually recorded and transmitting said manual response to the sender PR€-er PDA/cell phone;

and

meansfor clearing the text message and a responselist from the display of the recipient

PCr PDA/cell phone or stopping the repeating voice message and clearing the responselist

from the display of the recipient P€-er PDA/cell phone once the manual responseis transmitted.

4. (Previously presented) The system as in claim 2, wherein said data transmission means

is TCP/IP or another communications protocol.

5. (Previously presented) The system as in claim 2, wherein the responselist that is

transmitted within the forced message alert software packet is a default responselist that is

embeddedin the forced message alert software application program.
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6. (Currently Amended) The system as in claim 2, wherein the responselist that is

transmitted within the forced message alert software packet is a custom responselist that is

created at the time the specific forced messagealert is created on the sender PC-er PDA/cell

phone.

7. (Currently amended) A method of sending a forced messagealert to one or more

recipient PEs-er PDA/cell phones within a predetermined communication network, wherein the

receipt and response to said forced messagealert by each intended recipient PE-er PDA/cell

phoneis tracked, said method comprising the stepsof:

accessing a forced messagealert software application program on a sender PC-er

PDA/cell phone;

creating the forced messagealert on said sender R€-er PDA/cell phone by attaching a

voice or text message to a forced messagealert application software packet to said voice or text

message;

designating one or more recipient P€s-er PDA/cell phones in the communication

network;

electronically transmitting the forced messagealert to said recipient PEs-er PDA/cell

phones;

receiving automatic acknowledgements from the recipient R€s-er PDA/cell phonesthat

received the message and displaying a listing of which recipient PEs-er PDA/cell phones have

acknowledgedreceipt of the forced message alert and which recipient P€s-er PDA/cell phones

have not acknowledgedreceipt of the forced messagealert;
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periodically resending the forced messagealert to the recipient PEs-er PDA/cell phones

that have not acknowledgedreceipt;

receiving responsesto the forced messagealert from the recipient PR€s-er PDA/cell

phonesand displaying the response from each recipient RC-er PDA/cell phone; and

providing a manualresponselist on the display of the recipient PC-er PDA/cell phone

that can only be cleared by the recipient providing a required response from the list;

clearing the recipient's display screen or causing the repeating voice alert to cease upon

recipient selecting a response from the responselist required that can only be cleared by

manually selecting and transmitting a response to the manualresponselist.

8. (Currently Amended) The methodas in claim 7, wherein each PG-er PDA/cell phone

within a predetermined communication network is similarly equipped and has the forced

messagealert software application program loadedonit.

9. (Original) The method as in claim 7, wherein said forced messagealert application

software packet contains a responselist, wherein said responselist is a default list embedded in

the forced message alert software application program.

10. (Currently Amended) The method as in claim 7, wherein said forced messagealert

application software packet contains a responselist, wherein said responselist is a custom

responselist that is created at the time the specific forced messagealert is created on the sender

PCer PDA/cell phone.
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11. (Currently amended) A method ofreceiving, acknowledging and respondingto a

forced messagealert from a sender P€-er PDA/cell phoneto a recipient PE-er PDA/cell phone,

wherein the receipt, acknowledgment, and responseto said forced messagealert is forced by a

forced message alert software application program, said method comprising the stepsof:

receiving an electronically transmitted electronic message; identifying said electronic message as

a forced messagealert, wherein said forced message alert comprises of a voice or text message

and a forced messagealert application software packet, which triggers the activation of the

forced messagealert software application program within the recipient P@-er PDA/cell phone;

transmitting an automatic acknowledgmentof receipt to the sender PC-er PDA/cell

phone, whichtriggers the forced messagealert software application program to take control of

the recipient R€-er PDA/cell phone and showthe content of the text message and a required

responselist on the display recipient P€-er PDA/cell phoneor to repeat audibly the content of

the voice message on the speakers of the recipient R€-er PDA/cell phone and show the required

responselist on the display recipient P@-er PDA/cell phone; and

transmitting a selected required response from the responselist in order to allow the

message required responselist to be cleared from the recipient's cell phone display, whether said

selected response is a chosen option from the responselist, causing the forced messagealert

software to release control of the recipient PE-er PDA/cell phone and stop showingthe content

of the text message and a responselist on the display recipient R€-er PDA/cell phone and or stop

repeating the content of the voice message on the speakers of the recipient PC-er PDA/cell

phone;
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displaying the response received from the R€-er PDA cell phonethat transmitted the

response on the sender of the forced alert PE-er PDA/cell phone; and

providing a list of the recipient R€-er PDA/cell phones have automatically acknowledged

receipt of a forced alert message and their response to the forced alert message. 12. (Original)

12. (Currently amended) The method as in claim 11, wherein each R€-er PDA/cell phone

within a predetermined communication network is similarly equipped and hasthe forced

messagealert software application program loadedonit.

13. (Original) The methodas in claim 11, wherein said forced messagealert application

software packet contains a responselist, wherein said responselist is a default list embedded in

the forced message alert software application program.

14. (Currently amended) The method as in claim 11, wherein said forced message alert

application software packet contains a responselist, wherein said responselist is a custom

responselist that is created at the time the specific forced messagealert is created on the sender

PCr PDA/cell phone.

Allowable Subject Matter

1. Claims 2-14 are allowed.

2. The following is an examiner’s statement of reasons for allowance:
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The following is an examiner’s statement of reasons for allowance: claims 2-14

have been foundto be novel and the inventive because prior art record fails to show or teach

meansfor attaching a forced messagealert software packet to a voice or text message creating a

forced messagealert that is transmitted by said sender PDA/cell phoneto the recipient PDA/cell

phone, said forced messagealert software packet containing a list of possible required responses

and requiring the forced message alert software on said recipient PDA/cell phone to transmit an

automatic acknowledgment to the sender PDA/cell phone as soon as said forced messagealert is

received by the recipient PDA/cell phone; meansfor requiring a required manual response from

the responselist by the recipient in order to clear recipient's response list from recipient's cell

phone display; meansfor receiving and displaying a listing of which recipient PDA/cell phones

have automatically acknowledged the forced message alert and which recipient PDA/cell phones

have not automatically acknowledged the forced messagealert.

2. Any comments considered necessary by applicant must be submitted no later than the payment

of the issue fee and, to avoid processing delays, should preferably accompany the issue fee.

Such submissions should be clearly labeled “Comments on Statement of Reasons for

Allowance.”

Conclusion

1. Anyinquiry concerning this communication or earlier communications from the

Examinershould be directed to Amanuel Lebassi, whose telephone numberis (571) 270-5303.

The Examiner can normally be reached on Monday-Thursday from 8:00am to 5:00pm.
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If attempts to reach the Examiner by telephone are unsuccessful, the Examiner’s

supervisor, Nick Corsaro can be reachedat (571) 272-7876. The fax phone numberfor the

organization where this application or proceeding is assigned is (571) 273-8300.

Information regarding the status of an application may be obtained from the Patent

Application Information Retrieval (PAIR) system. Status information for published applications

maybe obtained from either Private PAIR or Public PAIR. Status information for unpublished

applications is available through Private PAIR only. For more information about the PAIR

system, see http://pair-direct.uspto.gov. Should you have questions on accessto the Private PAIR

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free) or 703-305-

3028.

Anyinquiry of a general nature or relating to the status of this application or proceeding

should be directed to the receptionist/customer service whose telephone numberis (571) 272-

2600.

Amanuel Lebassi

IA. L/

4/17/2012

/NICK CORSARO/

Supervisory Patent Examiner, Art Unit 2617
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

info@ mhdpatents.com

PTOL-90A._ (Rev. 04/07)
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Application No. Applicant(s)

 . - . 12/324,122 BEYER, MALCOLMK.
Applicant-initiated Interview Summary

Examiner Art Unit

AMANUEL LEBASS! 2617

All participants (applicant, applicant’s representative, PTO personnel):

(1) AMANUEL LEBASSI. (3) .

(2) Attorney Barry L. Haley, Esq. (Req. No. 25,339). (4) .

Date of Interview: 12/15/2011.

Type: [X Telephonic [-] Video Conference
[-] Personal [copy given to: [] applicant [J] applicant’s representative]

Exhibit shown or demonstration conducted: [] Yes L] No.
If Yes, brief description:

Issues Discussed [101 [112 [102 (103 (KjOthers
(For each of the checked box(es) above, please describe below the issue and detailed description of the discussion)

Claim(s) discussed:

Identification of prior art discussed:

Substance of Interview
(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include:identification or clarification of a
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied referencesetc...)

Applicant received an advisory insteadof final office action. Therefore the examiner agreedthe last office acti will be
vacated. .

Applicant recordation instructions: The formal written reply to the last Office action must include the substance of the interview. (See MPEP
section 713.04). If a reply to the last Office action has already beenfiled, applicant is given a non-extendable period of the longer of one month or
thirty days from this interview date, or the mailing date of this interview summary form, whicheveris later, to file a statement of the substance of the
interview

Examinerrecordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of
the substance of an interview should includethe items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argumentor issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcomeof the interview, to include an indication as to whether or not agreement was reached onthe issuesraised.

[] Attachment

 
U.S. Patent and Trademark Office

PTOL-413 (Rev. 8/11/2010) Interview Summary Paper No. 20120124
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Summary of Record of Interview Requirements

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substanceof Interview Must be Made of Record
A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be madeof record in the
application whether or not an agreement with the examiner was reached at the interview.

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews
Paragraph (b)

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as
warranting favorable action must befiled by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1.111, 1.135. (35 U.S.C. 132)

37 CFR §1.2 Businessto be transacted in writing.
All business with the Patent or Trademark Office should be transacted in writing. The personal attendanceof applicants or their attorneys or agents at the Patent and
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt.

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself
incomplete through the failure to record the substanceof interviews.

It is the responsibility of the applicant or the attorney or agent to make the substanceof an interview of record in the applicationfile, unless
the examinerindicates he or she will do so. It is the examiner’s responsibility to see that such a record is made and to correct material inaccuracies
whichbeardirectly on the question of patentability.

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the
interview by checking the appropriate boxesandfilling in the blanks. Discussions regarding only procedural matters, directed solely to restriction
requirements for which interview recordation is otherwise providedfor in Section 812.01 of the Manual of Patent Examining Procedure,or pointing
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required.

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion ofthefile, and listed on the
“Contents” section ofthe file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the
conclusion of the interview. In the case of a telephone or video-conferenceinterview, the copy is mailed to the applicant's correspondence address
either with or prior to the next official communication. If additional correspondence from the examineris not likely before an allowanceorif other
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication.

The Form provides for recordation of the following information:
— Application Number (Series Code and Serial Number)
—Nameofapplicant
—Nameof examiner
— Date of interview

—Type ofinterview (telephonic, video-conference, or personal)
—Nameofparticipant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.)
—Anindication whetheror not an exhibit was shown or a demonstration conducted

—Anidentification of the specific prior art discussed
— Anindication whether an agreement was reached andif so, a description of the general nature of the agreement (may be by

attachment of a copy of amendments or claims agreed as being allowable). Note: Agreementasto allowability is tentative and does
not restrict further action by the examinerto the contrary.

—The signature of the examiner who conductedthe interview (if Form is not an attachmentto a signed Office action)

It is desirable that the examinerorally remind the applicant of his or her obligation to record the substanceofthe interview of each case. It
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview
unlessit includes, or is supplemented by the applicant or the examinerto include, all of the applicable items required below concerning the
substanceofthe interview.

A complete and proper recordation of the substance of any interview should include at least the following applicable items:
1) A brief description of the nature of any exhibit shown or any demonstration conducted,
2) an identification of the claims discussed,
8) an identification of the specific prior art discussed,
4) an identification of the principal proposed amendmentsof a substantive nature discussed, unless these are already described on the

Interview Summary Form completed by the Examiner,
5) a briefidentification of the general thrust of the principal arguments presented to the examiner,

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the argumentsis not
required. The identification of the argumentsis sufficient if the general nature or thrust of the principal arguments made to the
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize andfully
describe those arguments which heor she feels were or might be persuasive to the examiner.)

6) a generalindication of any other pertinent matters discussed, and
7) if appropriate, the general results or outcomeofthe interview unless already described in the Interview Summary Form completed by

the examiner.

Examiners are expected to carefully review the applicant’s record of the substanceofan interview. If the record is not complete and
accurate, the examinerwill give the applicant an extendable one month time period to correct the record.

Examiner to Checkfor Accuracy

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner’s version of the
statementattributed to him or her. If the record is complete and accurate, the examiner should placetheindication, “Interview Record OK” on the
paper recording the substanceofthe interview along with the date and the examiner's initials.
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UNITED STATES DEPARTMENT OF COMMERCE

U.S. Patent and Trademark Office
Address : COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

APPLICATION NO./ FILING DATE FIRST NAMED INVENTOR/ ATTORNEY DOCKETNO.

CONTROLNO. PATENT IN REEXAMINATION

12/324,122 26 November, 2008 BEYER, MALCOLM kK. 10963.3819

EXAMINER

MALIN HALEY DIMAGGIO BOWEN & LHOTA, PA.
1936 S ANDREWS AVENUE AMANUEL LEBASS|
FORT LAUDERDALE, FL 33316

ART UNIT PAPER

2617 20120124

DATE MAILED:

 

 
Please find below and/or attached an Office communication concerning this application or
proceeding.

Commissionerfor Patents

Applicant received an advisory on 10/07/2011 instead offinal action. The final rejection of 3/11/2011 should be entered as non final
on edan. Therefore the previoius office action dated "03/11/2011" is hereby vacated.

Attached: Interview summary date "12/15/2011"

 
/Amanuel Lebassi/ /Nick Corsaro/ SPE AU2617

Examiner, Art Unit 2617

 

PTO-90C (Rev.04-03)
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

info@ mhdpatents.com

PTOL-90A._ (Rev. 04/07)
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Application No. Applicant(s)

Advisory Action 12/324,122 BEYER, MALCOLM K.
Before the Filing of an AppealBrief Examiner Art Unit

AMANUEL LEBASSI 2617

--The MAILING DATEof this communication appears on the cover sheet with the correspondence address--

THE REPLY FILED 09 September 2011 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE.

1. X] The reply wasfiled aftera final rejection, but prior to or on the samedayasfiling a Notice of Appeal. To avoid abandonmentof this
application, applicant must timely file one of the following replies: (1) an amendment,affidavit, or other evidence, which places the
application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or (3) a Request
for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply mustbefiled within one of the following time
periods:

a) | The period for reply expires months from the mailing date of the final rejection.
b) xX] The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whicheveris later. In

no event, however,will the statutory period for reply expire later than SIX MONTHSfrom the mailing date of the final rejection.
Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX(b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO
MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f).

Extensions of time may be obtained under 37 CFR 1.136(a). The date on whichthe petition under 37 CFR 1.136(a) and the appropriate extension fee
have beenfiled is the date for purposes of determining the period of extension and the corresponding amountof the fee. The appropriate extension fee
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as
set forth in (b) above, if checked. Any reply received by the Office later than three monthsafter the mailing date of the final rejection, even if timely filed,
may reduce any earned patent term adjustment. See 37 CFR 1.704(b).
NOTICE OF APPEAL

2. [] The Notice of Appeal wasfiled on . A brief in compliance with 37 CFR 41.37 must befiled within two months of the date of
filing the Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. Since
a Notice of Appeal has been filed, any reply mustbefiled within the time period set forth in 37 CFR 41.37(a).

AMENDMENTS

3. K] The proposed amendment(s)filed after a final rejection, but prior to the date offiling a brief, will not be entered because
(a) X] They raise new issues that would require further consideration and/or search (see NOTEbelow);
(b) [_] They raise the issue of new matter (see NOTE below);
(c) [] They are not deemedto place the application in better form for appeal by materially reducing or simplifying the issues for

appeal; and/or
(d) [] They present additional claims without canceling a corresponding numberoffinally rejected claims.

NOTE: _The amendment of Independent claims 2, 7 and 11 raise new issues and require further search & considerations.
(See 37 CFR 1.116 and 41.33(a)).

4. [-] The amendments are notin compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324).
5.) Applicant’s reply has overcomethefollowing rejection(s):
6.4 Newly proposed or amendedclaim(s) would be allowable if submitted in a separate, timely filed amendment canceling the

non-allowable claim(s).
7.1 For purposesof appeal, the proposed amendment(s): a) [] will not be entered, or b) (] will be entered and an explanation of

how the new or amended claims would be rejected is provided below or appended.
The status of the claim(s)is (or will be) as follows:
Claim(s) allowed:
Claim(s) objected to:
Claim(s) rejected:
Claim(s) withdrawn from consideration:

AFFIDAVIT OR OTHER EVIDENCE

8. [J The affidavit or other evidencefiled after a final action, but before or on the date offiling a Notice of Appeal will not be entered
because applicantfailed to provide a showing of good and sufficient reasons whythe affidavit or other evidence is necessary and
wasnot earlier presented. See 37 CFR 1.116(e).

9. [J The affidavit or other evidencefiled after the date of filing a Notice of Appeal, but prior to the date offiling a brief, will not be
entered becausethe affidavit or other evidence failed to overcomeall rejections under appeal and/or appellant fails to provide a
showing a good and sufficient reasons whyit is necessary and wasnotearlier presented. See 37 CFR 41.33(d)(1).

10. [] The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.
REQUEST FOR RECONSIDERATION/OTHER

11. [] The requestfor reconsideration has been considered but does NOTplacethe application in condition for allowance because:

12. [] Note the attached Information Disclosure Statemenit(s). (PTO/SB/08) Paper No(s).
13. [] Other: .

/NICK CORSARO/

Supervisory Patent Examiner, Art Unit 2617

 
U.S. Patent and Trademark Office

PTOL-303 (Rev. 08-06) Advisory Action Before the Filing of an Appeal Brief Part of Paper No. 20110920
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NOT ENTER: JAI / Serial No.: 12/324,122DO NOT ENTER: (AL Attorney Docket No.: 10963.3819
PATENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: BEYER, JR., Malcolm K. _)
)

Serial No.: 12/324,122 )
) Confirmation No: 9036

Filed: November 26, 2008 )

) Group Art Unit: 2617
Entitled: METHOD OF UTILIZING )

FORCED ALERTS FOR ) Examiner: LEBASSI, Amanuel
INTERACTIVE REMOTE )
COMMUNICATIONS )

)

Commissioner for Patents September 9, 2011
P.O. Box 1450

Alexandria, VA 22313-1450 Filed Electronically

RESPONSE AND AMENDMENT

DearSir:

In response to the Office Action dated March 11, 2011, please amend the above

referenced patent application as follows and consider the remarks below. This Responseis filed

within six months of the mailing date of the Office Action; therefore, a petition for a three-month

extension of time is submitted herewith. In the event that any further extension of time is

required, please consider this a request therefor. The Commissioner is authorized to charge any

additional fees due or credit any overpayment to Deposit Account 13-1130.

Please amend the claims as shown on pages2-7.

Remarks begin on page8.
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Serial No.: 12/324,122

Attorney Docket No.: 10963.3819
PATENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: BEYER, JR., Malcolm K. _)
)

Serial No.: 12/324,122 )
) Confirmation No: 9036

Filed: November 26, 2008 )

) Group Art Unit: 2617
Entitled: METHOD OF UTILIZING )

FORCED ALERTS FOR ) Examiner: LEBASSI, Amanuel
INTERACTIVE REMOTE )
COMMUNICATIONS )

)

Commissioner for Patents September 9, 2011
P.O. Box 1450

Alexandria, VA 22313-1450 Filed Electronically

RESPONSE AND AMENDMENT

DearSir:

In response to the Office Action dated March 11, 2011, please amend the above

referenced patent application as follows and consider the remarks below. This Responseis filed

within six months of the mailing date of the Office Action; therefore, a petition for a three-month

extension of time is submitted herewith. In the event that any further extension of time is

required, please consider this a request therefor. The Commissioner is authorized to charge any

additional fees due or credit any overpayment to Deposit Account 13-1130.

Please amend the claims as shown on pages2-7.

Remarks begin on page8.
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Serial No.: 12/324,122

Attorney Docket No.: 10963.3819
PATENT

CLAIM AMENDMENTS

Please amend the claims (strikethreugh indicating deletion and underline indicating

insertion) as follows:

1. (Cancelled)

2. (Currently amended) A communication system for transmitting, receiving,

confirming receipt, and responding to an electronic message, comprising:

a predetermined network of participants, wherein each participant has a similarly

equipped PC or PDA/cell phone that includes a CPU and a touch screen display a CPU and

memory;

a data transmission meansthat facilitates the transmission of electronic files between said

PCs and said PDA/cell phonesin different locations;

a sender PC or PDA/cell phone andat least one recipient PC or PDA/cell phone for each

electronic message;

a forced message alert software application program including a list of required possible

responses to be selected by a participant recipient of a forced message response loaded on each

participating PC or PDA/cell phone;

means for attaching a forced message alert software packet to a voice or text message

creating a forced messagealert that is transmitted by said sender PC or PDA/cell phone to the

recipient PC or PDA/cell phone, said forced message alert software packet containing a listof

possible required responses responsetist and requiring the forced message alert software on said

recipient PC or PDA/cell phone to transmit an automatic acknowledgment to the sender PC or

PDA/cell phone as soon as said forced message alert is received by the recipient PC or PDA/cell

phone;
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Serial No.: 12/324,122

Attorney Docket No.: 10963.3819
PATENT

means for requiring a required manual response from the response list by the recipient in

order to clear recipient’s responselist from recipient’s cell phone display;

meansfor receiving and displaying a listing of which recipient PCs or PDA/cell phones

have automatically acknowledged the forced message alert and which recipient PCs or PDA/cell

phoneshave not automatically acknowledged the forced messagealert;

means for periodically resending said forced message alert to said recipient PCs or

PDA/cell phonesthat have not automatically acknowledged the forced messagealert; and

meansfor receiving and displaying a listing of which recipient PCs or PDA/cell phones

have transmitted a manual response to said forced message alert and details the response from

each recipient PC or PDA/cell phonethat responded.

3. (Currently amended) The system as in claim 2, wherein the forced message alert

software application program on the recipient PC or PDA/cell phoneincludes:

means for transmitting the acknowledgment of receipt to said sender PC or PDA/cell

phone immediately upon receiving a forced message alert from the sender PC or PDA/cell

phone;

means for controlling of the recipient PC or PDA/cell phone upon transmitting said

automatic acknowledgment and causing, in cases where the force message alert is a text

message, the text message and a responselist to be shown onthe display of the recipient PC or

PDA/cell phone or causes, in cases where the feree forced message alert is a voice message, the

voice message being periodically repeated by the speakers of the recipient PC or PDA/cell phone

while said responselist is shown on the display;
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meansfor allowing a manual response to be manually selected from the response list or

manually recorded and transmitting said manual response to the sender PC or PDA/cell phone;

and

means for clearing the text message and a responselist from the display of the recipient

PC or PDA/cell phone or stopping the repeating voice message and clearing the response list

from the display of the recipient PC or PDA/cell phone once the manual responseis transmitted.

4, (Previously presented) |The system as in claim 2, wherein said data transmission

meansis TCP/IP or another communicationsprotocol.

5. (Previously presented)|The system as in claim 2, wherein the responselist that is

transmitted within the forced message alert software packet is a default response list that is

embeddedin the forced message alert software application program.

6. (Previously presented) The system as in claim 2, wherein the responselist that is

transmitted within the forced message alert software packet is a custom responselist that is

created at the time the specific forced message alert is created on the sender PC or PDA/cell

phone.

7. (Currently amended) A method of sending a forced message alert to one or more

recipient PCs or PDA/cell phones within a predetermined communication network, wherein the

receipt and response to said forced message alert by each intended recipient PC or PDA/cell

phoneis tracked, said method comprising the stepsof:

accessing a forced message alert software application program on a sender PC or

PDA/cell phone;
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creating the forced message alert on said sender PC or PDA/cell phone by attaching a

voice or text message to a forced messagealert application software packet to said voice or text

message;

designating one or more recipient PCs or PDA/cell phones in the communication

network;

electronically transmitting the forced message alert to said recipient PCs or PDA/cell

phones;

receiving automatic acknowledgements from the recipient PCs or PDA/cell phones that

received the message and displaying a listing of which recipient PCs or PDA/cell phones have

acknowledged receipt of the forced message alert and which recipient PCs or PDA/cell phones

have not acknowledgedreceipt of the forced messagealert;

periodically resending the forced messagealert to the recipient PCs or PDA/cell phones

that have not acknowledged receipt;

receiving responses to the forced message alert from the recipient PCs or PDA/cell

phonesand displaying the response from each recipient PC or PDA/cell phone; and

providing a manual response list on the display of the recipient PC or PDA/cell phone

that can only be cleared by the recipient providing a required response from thelist;

clearing the recetver’s recipient’s display screen or causing the repeating voice alert to

cease upon recipient selecting a response from the responselist required that can only be cleared

by manually selecting and transmitting a response to the manual responselist.

8. (Original) The method as in claim 7, wherein each PC or PDA/cell phone within a

predetermined communication network is similarly equipped and has the forced message alert

software application program loadedonit.
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9. (Original) The method as in claim 7, wherein said forced message alert application

software packet contains a responselist, wherein said response list is a default list embedded in

the forced message alert software application program.

10. (Original) The method as in claim 7, wherein said forced message alert application

software packet contains a response list, wherein said responselist is a custom responselist that

is created at the time the specific forced message alert is created on the sender PC or PDA/cell

phone.

11. (Currently amended) A method of receiving, acknowledging and responding to a

forced message alert from a sender PC or PDA/cell phone to a recipient PC or PDA/cell phone,

wherein the receipt, acknowledgment, and response to said forced message alert is forced by a

forced message alert software application program, said method comprising the stepsof:

receiving an electronically transmitted electronic message;

identifying said electronic message as a forced message alert, wherein said forced

message alert comprises of a voice or text message and a forced message alert application

software packet, which triggers the activation of the forced message alert software application

program within the recipient PC or PDA/cell phone;

transmitting an automatic acknowledgment of receipt to the sender PC or PDA/cell

phone, whichtriggers the forced message alert software application program to take control of

the recipient PC or PDA/cell phone and show the content of the text message and a required

response list on the display recipient PC or PDA/cell phone or to repeat audibly the content of

the voice message on the speakers of the recipient PC or PDA/cell phone and show the required

responselist on the display recipient PC or PDA/cell phone; and

Page 284



Page 285

Serial No.: 12/324,122

Attorney Docket No.: 10963.3819
PATENT

transmitting a selected required response from the response list in order to allow the

message required responselist to be cleared from the recipient’s cell phone display, whethersaid

selected_respensets—a-_chesen_optionfromthe+respensetst, causing the forced message alert

software to release control of the recipient PC or PDA/cell phone and stop showing the content

of the text message and a responselist on the display recipient PC or PDA/cell phone and or stop

repeating the content of the voice message on the speakers of the recipient PC or PDA/cell

phone;

displaying the response received from the PC or PDA cell phone that transmitted the

response on the senderof the forced alert PC or PDA/cell phone; and

providing a list of the recipient PC or PDA/cell phones have automatically acknowledged

receipt of a forced alert message and their response to the forced alert message.

12. (Original) The methodas in claim 11, wherein each PC or PDA/cell phone within a

predetermined communication network is similarly equipped and has the forced message alert

software application program loadedonit.

13. (Original) The method as in claim 11, wherein said forced messagealert application

software packet contains a responselist, wherein said response list is a default list embedded in

the forced message alert software application program.

14. (Original) The method as in claim 11, wherein said forced message alert application

software packet contains a response list, wherein said responselist is a custom responselist that

is created at the time the specific forced message alert is created on the sender PC or PDA/cell

phone
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REMARKS

The Office Action mailed March 11, 2011 has been received and reviewed. By the

present Response and Amendment, Claims 2, 3, 7 and 11 have been amended. No new matteris

introduced. Claim 1 has been cancelled previously.

Claim Rejections — 35 U.S.C. § 103

The Examiner’s rejection of Claims 2-10 under U.S.C. § 103(a) as being unpatentable

over Keating et al. (US 2004/0082352) in view of Maggenti et al. (US 2002/0061762) is

respectfully traversed.

The Keating (US 2004/0082352) reference describes an enhanced group call

implementation having nothing to do with Applicant’s claimed invention providing a forced

message alert and requiring a specific response from a recipient selected from the preparedlist of

responsespriorto the recipients display being cleared of the message and required response.

Figures 2 and 4 of Keating show flowcharts delineating the essence of the

communication system disclosed in Keating. The flowcharts are described in detail in paragraphs

0022 and 0031 of Keating. There is no discussion or disclosure that would suggest the system

and method recited in amended Claims 2, 7 and 11 concerning the initiation of a required

response from a recipient which is automatically transmitted by the recipient’s device and the

requirement in response to the forced message alert that the recipient must respond with a

particular answer selected from previously provided list of potential answers especially before

the recipient’s display screen can be cleared. In fact, Keating is concerned with the accurate

billing that reflects specific time spent by the mobile station participating in a group call. See

paragraph 0030 Keating. The purpose and function of the group calling system in Keating is
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completely different than Applicant's claimed system and methods recited in the amended

Claims 2, 7 and 11. The statement of the Examinerthat “Keating discloses a forced message alert

software application program” Applicant respectfully submits is incorrect and has a stretched

interpretation of whatis actually disclosed in Keating.

The Maggenti et al. (US 2002/0061762) reference discloses a method for sending a

message to a communication device to determine whether the communication device wishes to

be a participant and then lists the communication device as a participant if there is a response to a

message within a predetermined time. See paragraphs 0010 and 0011. There is no teaching or

disclosure of Applicant’s claimed system and method in Maggenti etal.

The communication system recited in amended Claims 7 and 11 includes a forced

message alert software system that requires a response from the recipient of a specific answer

from a selected list before the recipient can clear the recipient’s display. This is completely

different in function and structure than a system asking whether a participant wants to stay as a

participant in the net.

It is Applicant's position — even if a person of ordinary skill in the art were to combine

the Keating reference with the Maggenti et al. reference, Applicant's claimed invention as recited

in the amended Claims 2 and 7 at issue could not possibly result because of the lack of relevant

disclosure in the references when combined. Therefore, the Examiner has not established a prima

facie case of obviousness under 35 U.S.C. § 103 with respect to Claims 2 - 10.
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The Examiner’s rejection of Claims 11 - 14 under 35 U.S.C. § 103(a) as being

unpatentable over Keating et al. (US 2004/0082352) in view of Dalton et al. (US 2004/0192365)

is respectfully traversed.

The Dalton (US 2004/0192365) communication system is a completely different system

than Applicant's claimed communication system and method recited in Claims 11 - 14. A key

element in Dalton is a data concentrator computer with a gateway device for communicating

with the data concentrator computer so that the gateway device provides communications data

between a first mobile data acquisition device and a second mobile data acquisition device

without communication with the data concentrator computer. Paragraphs 0010, 0014 and 0015 in

Dalton describe a system to manage two or more mobile devices forming a business data

collection and to communicate asynchronously in the operational needs of a business application.

None of the functions described in the Dalton reference have anything to do with providing a

forced message alert as required in Claims 11 - 14 as amended. Applicant reiterates the

comments above with respect to the Keating reference. Again, the combination of Keating and

Dalton cannot result in Applicant's claimed invention because the references together fail to

suggest Applicant’s claimed invention. It is Applicant's position that the Examinerhasfailed to

establish a prima facie case of obviousness with respect to Claims 11 - 14.

As an initial matter, the Examiner bears the initial burden of factually supporting any

prima facie conclusion of obviousness. MPEP § 2143. A claim is obvious under 35 U.S.C. §103

if and only if the references relied on teach or suggest each and every element of the claimed

invention, and it would be obvious to one skilled in the art to combine the references so relied

on. A rationale to support a conclusion that a claim would have been obviousis that all the

claimed elements were knownin the prior art and one skilled in the art could have combined the

10
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elements as claimed by known methods with no changein their respective known methods with

no change in their respective functions, and the combination would have yielded nothing more

than predictable results to one of ordinary skill in the art. KSR International Co KSR

International Co. v. Teleflex Inc., 550 U.S. 398, 401 (2007); see also, KSR 550 U.S. at 415-417

(2007) citing Great Atlantic & P. Tea Co. v. Supermarket Equipment Corp., 340 U.S. 147, 152

(1950), Anderson’s-Black Rock, Inc. v. Pavement Salvage Co., 396 U.S. 57, 62-63 (1969),and

Sakraida v. AG Pro,, Inc.,, 425 U.S. 273, 282 (1976).

In determining the differences between the prior art and the claims, the question under 35

U.S.C. §103 is not whether the differences themselves would have been obvious, but whether the

claimed invention as a whole would have been obvious. § MPEP 2141.02; Stratoflex, Inc. v.

Aeroquip Corp., 713 F.2d 1530, 218 USPQ 871 (Fed. Cir. 1983). Additionally, an obviousness

rejection cannot be based on a reference or combination of references that are non-analogousto

the invention at issue. MPEP § 2141.01(a).

11
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CONCLUSION

In view of the amendments submitted herein and the above comments,it is believed that all

grounds of rejection are overcome and that the application has now been placed in full condition

for allowance. Accordingly, Applicant earnestly solicits early and favorable action. Should there

be any further questions or reservations, the Examiner is urged to telephone Applicant’s

undersigned attorney at (954) 763-3303.

Respectfully submitted,

/Barry L. Haley/
Barry L. Haley, Esq. (Reg. No. 25,339)

Customer No,: 22235

MALIN HALEY DiMAGGIO

BOWEN& LHOTA,P.A.
1936 South Andrews Avenue

Fort Lauderdale, Florida 33316

Telephone: (954) 763-3303
Facsimile: (954) 522-6507
E-Mail: info@mhdpatents.com

1\10000\10963\3819\To PTO\O6_Resp To OA Mailed 03-11-11.doc

12

Page 290



Page 291

PTO/SB/22 (07-09)
Approved for use through 07/31/2012. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARMENT OF COMMERCE
Underthe paperwork Reduction Act of 1995, no personsare required to respond to a collection of information unlessit displays a valid OMB control number.

PETITION FOR EXTENSION OF TIME UNDER37 CFR 1.136(a) Docket Number (Optional)

FY 2009 10963.3819
Fees pursuant to the Consolidated Appropriations Act, 2005 (H.R. 4818).

Application Number 12/324,122 Filed November26, 2008

For METHOD OF UTILIZING FORCED ALERTS FOR INTERACTIVE REMOTE COMMUNICATIONS

Art Unit 2617 Examiner LEBASSI, Amanuel

This is a request underthe provisions of 37 CFR 1.136(a) to extend the period for filing a reply in the above identified
application.

The requested extension and fee are as follows (check time period desired and enter the appropriate fee below):

Fee Small Entity Fee

C] One month (37 CFR 1.17(a)(1)) $130 $65

[-] Two months (37 CFR 1.17(a)(2)) $490 $245

Three months (37 CFR 1.17(a)(3)) $1110 $555

[_] Four months (37 CFR 1.17(a)(4)) $1730 $865

[] Five months (37 CFR 1.17(a)(5)) $2350 $1175

Applicant claims small entity status. See 37 CFR 1.27.

A check in the amountof the fee is enclosed.

Paymentby credit card. Form PTO-2038is attached.

The Director has already been authorized to charge feesin this application to a Deposit Account.

O

O

O

The Director is hereby authorized to charge any fees which may be required, or credit any overpayment, to
Deposit Account Number 13-1130

WARNING: Information on this form may becomepublic. Credit card information should not be included on this form.
Provide credit card information and authorization on PTO-2038.

lam the [| applicant/inventor.
assignee of record of the entire interest. See 37 CFR 3.71.

Statement under 37 CFR 3.73(b) is enclosed (Form PTO/SB/96).

attorney or agentof record. Registration Number 29,339

attorney or agent under 37 CFR 1.34.
Registration numberif acting under 37 CFR 1.34

/barry |. haley/ September9, 2011

Signature Date

Barry L. Haley (954) 763-3303

Typed or printed name Telephone Number

NOTE: Signaturesofall the inventors or assigneesof record of the entire interest or their representative(s) are required. Submit multiple forms if more than one
signature is required, see below.

C1 Total of forms are submitted.
This collection of information is required by 37 CFR 1.136(a). The information is required to obtain or retain a benefit by the public whichisto file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 6 minutes to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Timewill vary depending upon the individual case. Any
comments on the amountof time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMSTO THIS ADDRESS. SEND TO: Commissionerfor Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.

 
Page 291



Page 292

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submissionof the attached form related to a patent application or patent. Accordingly, pursuantto

Privacy Act Statement

the requirements of the Act, please be advised that: (1) the general authority for the collection of this
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directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuanceof a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of
37 CFR 1.14, as a routine use, to the public if the record wasfiled in an application which
became abandonedorin which the proceedings were terminated and which applicationis
referenced by either a published application, an application open to public inspection or an
issued patent.
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State, or local law enforcement agency,if the USPTO becomesawareofa violation or
potential violation of law or regulation.
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Anyreply received by the Office later than three months after the mailing date of this communication, evenif timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)X] Responsive to communication(s)filed on 17 December 2010.
a)L] This action is FINAL. 2b)X] This action is non-final.

3)L] Sincethis application is in condition for allowance except for formal matters, prosecution as to the merits is

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

4)X] Claim(s) 2-14 is/are pendingin the application.
4a) Of the above claim(s) is/are withdrawn from consideration.

5)L] Claims) is/are allowed.
6)X] Claim(s) 2-14 is/are rejected.

7)L] Claim(s) ____ is/are objected to.
8)L] Claim(s)___ are subjectto restriction and/or election requirement.
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9)L] The specification is objected to by the Examiner.
0)X] The drawing(s)filed on 26 November 2008is/are: a) accepted or b)[_] objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

11)L] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12) Acknowledgmentis made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d)or(f).
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1.) Certified copies of the priority documents have been received.
2.L] Certified copies of the priority documents have been received in Application No.

3.L] Copiesof the certified copies of the priority documents have been receivedin this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action fora list of the certified copies not received.
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U.S. Patent and Trademark Office
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Page 299

 



Page 300

Application/Control Number: 12/324,122 Page 2

Art Unit: 2617

DETAILED ACTION

Response to Arguments

1. Applicant's arguments with respect to claims 2-14 have been considered but are

moot in view of the new ground(s)of rejection.

Claim Rejections - 35 USC § 103

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis forall

obviousnessrejections setforth in this Office action:

(a) A patent may not be obtained though theinvention is not identically disclosed or described as set
forth in section 102ofthis title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obviousat the time the
invention was madeto a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

2. Claim 2-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over

Keating et al. US 20040082352in view of Maggenti at al. US 20020061 762.

Regarding claim 2, Keating discloses a communication system for

transmitting, receiving, confirming receipt, and respondingto an electronic

message (see abstract- selecting a group of mobile stations to participate

in the wireless group call and causing an invitation messageto be

transmitted to the group of mobile stations). Keating discloses a

predetermined networkof participants, wherein each participant has a similarly

equipped PC or PDA/cell phone that includes a CPU and a touch screen display

a CPU and memory (paragraph [0016] where participants are mobile stations

such as 16a and 16b and so on). Keating disclose a data transmission means

that facilitates the transmission of electronic files between said PCs and said
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PDA/cell phonesin different locations (paragraph [0020] where wireless data

controller controls transmission of data therefore a data transmission

meansthatfacilitates the transmission of electronic flies). Keating

discloses a sender PC or PDA/cell phone andat least one recipient PC or

PDA/cell phone for each electronic message (paragraph [0022] where a group

call originator, or leader, initiates set-up of a group call through his or her

mobile station y choosing or selecting a groupcall participant list therefore

a sender PC or PDA/cell phone andat least one recipient PC or PDA).

Keating discloses a forced messagealert software application program loaded

on each participating PC or PDA/cell phone (paragraph [0025] whereanalert

messageis queued in the mobile stations therefore a messagealert

software application program). Keating discloses an alert message butis

silent on disclosing means for attaching a forced messagealert software packet

to a voice or text message creating a forced messagealert that is transmitted by

said sender PC or PDA/cell phoneto the recipient PC or PDA/cell phone,

wherein said forced messagealert software packet contains containing a

responselist and requires requiring the forced messagealert software on said

recipient PC or PDA/cell phone to transmit an automatic acknowledgmentto the

sender PC or PDA/cell phone as soon assaid forced messagealert is received

by the recipient PC or PDA/cell phone; meansfor receiving and displaying a

listing of which recipient PCs or PDA/cell phones have automatically

acknowledged the forced message~ alert and which recipient PCs or PDA/cell

Page 301



Page 302

Application/Control Number: 12/324,122 Page 4

Art Unit: 2617

phones have not automatically acknowledged the forced message alert; means

for periodically resending said forced messagealert to said recipient PCs or

PDA/cell phonesthat have not automatically acknowledged the forced message

alert; and meansfor receiving and displayingalisting of which recipient PCs or

PDA/cell phones have transmitted a manual responseto said forced message

alert and details the response from each recipient PC or PDA/cell phone that

responded.

Maggenti teaches meansfor attaching a forced message alert software

packetto a voice or text messagecreating a forced messagealert thatis

transmitted by said sender PC or PDA/cell phone to the recipient PC or PDA/cell

phone, wherein said forced messagealert software packet contains containing a

responselist and requires requiring the forced messagealert software on said

recipient PC or PDA/cell phone to transmit an automatic acknowledgmentto the

sender PC or PDA/cell phone as soon assaid forced messagealert is received

by the recipient PC or PDA/cell phone (paragraph [0120] and [0129] where an

alert messageis transmitted and uponreceiving the request where the

communication device acknowledges the response). Maggenti teaches

meansfor receiving and displaying a listing of which recipient PCs or PDA/cell

phones have automatically acknowledged the forced messagealert and which

recipient PCs or PDA/cell phones have not automatically acknowledged the

forced messagealert (paragraph [0141] where communication devices

confirm theinvitation by sending acknowledgementsthereforelist of
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recipients have or not automatically acknowledged the forced message

alert). Maggenti teaches meansfor periodically resending said forced message

alert to said recipient PCs or PDA/cell phones that have not automatically

acknowledged the forced message alert (paragraph [0129] wherethealertis

resend therefore periodically resending said forced messagealert to said

recipient) and meansfor receiving and displaying a listing of which recipient PCs

or PDA/cell phones have transmitted a manual responseto said forced message

alert and details the response from each recipient PC or PDA/cell phone that

responded (paragraph [0153] where server responds by resending the lost

message response).

At the time of invention, it would have been obviousto a person of

ordinary skill in the art to modify the invention of Keating with that of Maggenti,

thereby determining participants in a net within a group communication network

as taught by Maggenti (paragraph [0004)).

Regarding claim 3, Maggenti teaches wherein the forced message alert

software application program on the recipient PC or PDA/cell phone includes:

meansfor transmitting the acknowledgmentof receipt to said sender PC or

PDA/cell phone immediately upon receiving a forced messagealert from the

sender PC or PDA/cell phone (paragraph [0120] and [0129]. Maggenti teaches

meansfor controlling of the recipient PC or PDA/cell phone upon transmitting
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said automatic acknowledgment and causing, in cases where the force message

alert is a text message, the text message and a responselist to be shown on the

display of the recipient PC or PDA/cell phone or causes, in cases wherethe force

messagealert is a voice message, the voice message being periodically

repeated by the speakersof the recipient PC or PDA/cell phone while said

responselist is shown on the display (paragraph [0141]) and meansfor allowing

a manual response to be manually selected from the responselist or manually

recorded and transmitting said manual response to the sender PC or PDA/cell

phone and meansforclearing the text message and a responselist from the

display of the recipient PC or PDA/cell phone or stopping the repeating voice

message and clearing the responselist from the display of the recipient PC or

PDA/cell phone once the manual responseis transmitted (paragraph [0153)).

Regarding claim 4, Keating discloses wherein said data transmission

means is TCP/IP or another communications protocol (paragraph [0020]-

Internet Protocol(IP)).

Regarding claim 5, Keating discloses wherein the responselist that is

transmitted within the forced messagealert software packet is a default response

list that is embeddedin the forced message alert software application program

(paragraph [0027]).
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Regarding claim 6, Keating discloses wherein the responselist that is

transmitted within the forced messagealert software packet is a custom

responselist that is created at the time the specific forced messagealert is

created on the sender PC or PDA/cell phone (see Fig. 2).

Regarding claim 7, Keating discloses A method of sending a forced

messagealert to one or more recipient PCs or PDA/cell phones within a

predetermined communication network, wherein the receipt and responseto said

forced message alert by each intended recipient PC or PDA/cell phone is

tracked, said method comprising the steps of: accessing a forced messagealert

software application program on a sender PC or PDA/cell phone paragraph

[0025] where an alert message is queued in the mobile stations therefore a

forced messagealert software application program ). Keating discloses

creating the forced messagealert on said sender PC or PDA/cell phone by

attaching a voice or text messageto a forced message alert application software

packet to said voice or text message (paragraph [0022]). Keating discloses

designating one or more recipient PCs or PDA/cell phones in the communication

network (paragraph [0022] where a groupcall originator, or leader, initiates

set-up of a groupcall through his or her mobile station y choosing or

selecting a groupcall participantlist). Keating discloses electronically

transmitting the forced messagealert to said recipient PCs or PDA/cell phones

(paragraph [0022]). Keating discloses receiving automatic acknowledgements
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from the recipient PCs or PDA/cell phonesthat received the message and

displaying a listing of which recipient PCs or PDA/cell phones have

acknowledged receipt of the forced messagealert and which recipient PCs or

PDA/cell phones have not acknowledgedreceipt of the forced message alert

(see Fig. 2 - steps 42 and 43 where acknowledgements are received from

the recipient mobile phones). Keating discloses periodically resending the

forced messagealert to the recipient PCs or PDA/cell phonesthat have not

acknowledgedreceipt (see Fig. 2). Keating discloses receiving responsesto

the forced messagealert from the recipient PCs or PDA/cell phones and

displaying the response from eachrecipient PC or PDA/cell phone and clearing

the receiver's display screen or causing the repeating voice alert to cease upon

selecting a response that can only be cleared by manually selecting and

transmitting a response to the manual responselist (paragraph [0028] where

the messageis cleared).

Keating is silent providing a manual responselist on the display of the

recipient PC or PDA/cell phone. Maggenti teaches providing a manual response

list on the display of the recipient PC or PDA/cell phone (paragraph [0011]

where the communication device sends a response to the message within a

predetermined time period).

At the time of invention, it would have been obviousto a person of

ordinary skill in the art to modify the invention of Keating with that of Maggenti,
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thereby determining participants in a net within a group communication network

as taught by Maggenti (paragraph [0004)).

Regarding claim 8, Keating discloses wherein each PC or PDA/cell phone

within a predetermined communication networkis similarly equipped and has the

forced messagealert software application program loadedonit (paragraph

[0016] where participants are mobile stations such as 16a and 16b and so

on whichare similarly equipped).

Regarding claim 9, Keating discloses wherein said forced message alert

application software packet contains a responselist, wherein said responselist is

a default list embeddedin the forced message alert software application program

(paragraph [0027]).

Regarding claim 10, Keating discloses wherein said forced message alert

application software packet contains a responselist, wherein said responselist is

a custom responselist that is created at the time the specific forced message

alert is created on the sender PC or PDA/cell phone (paragraph [0027]).
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3. Claim 11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over

Keating et al. US 20040082352 in view of Dalton et al. US 20040192365.

Regarding claim 11, Keating discloses a method of receiving,

acknowledging and responding to a forced message alert from a sender PC or

PDA/cell phoneto a recipient PC or PDA/cell phone, wherein the

receipt, acknowledgment, and response to said forced messagealert is forced by

a forced messagealert software application program (paragraph [0027] where

Keating discloses where a messageis sent to inform the mobile stations

that the groupcall is set to begin), said method comprising the stepsof:

receiving an electronically transmitted electronic message (Fig. 2 step 34 where

messageis received after being transmitted). Keating discloses identifying

said electronic message as a forced message alert, wherein said forced

message alert comprises of a voice or text message and a forced messagealert

application software packet, which triggers the activation of the forced message

alert software application program within the recipient PC or PDA/cell phone

(abstract where an invitation message to be transmitted to the group of

mobile stations). Keating discloses transmitting an automatic acknowledgment

of receipt to the sender PC or PDA/cell phone,which triggers the forced

message alert software application program to take control of the recipient PC or

PDA/cell phone and showthe content of the text message and a responselist on

the display recipient PC or PDA/cell phone or to repeat audibly the content of the
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voice message on the speakersof the recipient PC or PDA/cell phone and show

the responselist on the display recipient PC or PDA/cell phone (see Fig. 2 -

steps 42 and 43 where acknowledgementsare received from the recipient

mobile phones) and transmitting a selected response, whether said selected

responseis a chosen option from the responselist, causing the forced message

alert software to release controlof tile recipient PC or PDA/cell phone and stop

showing the contentof the text message and a responselist on the display

recipient PC or PDA/cel1 phone and or stop repeating the content of the voice

message on the speakersof the recipient PC or PDA/cell phone (paragraph

[0028] where a messageis responded). Keating discloses displaying the

responsereceived from the PC or PDA cell phonethat transmitted the response

on the senderof the forced alert PC or PDA/cell phone (see Fig. 2 step 36

wherelist of responsive participants is displayed upon request) and

providing a list of the recipient PC or PDA/cell phones have automatically

acknowledged receipt of a forced alert message (see Fig. 2 step 43 where

group membersallow communication therefore automatically

acknowledgedreceipt of a forced alert message).

Keating is silent their responseto the forced alert message. . However,

Dalton teaches responsesto the forced messagealert (paragraph [0014] where

each active mobile device respondsto the predetermined message and

performs a specific function related to the predetermined message).
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At the time of invention, it would have been obviousto a person of

ordinary skill in the art to modify the invention of Keating with that of Dalton,

thereby integrating plurality of mobile devices as taught by Dalton (paragraph

[0001}).

Regarding claim 12, Keating discloses wherein each PC or PDA/cell

phone within a predetermined communication networkis similarly equipped and

has the forced messagealert software application program loaded onit

(paragraph [0016] where participants are mobile stations such as 16a and

16b and so on).

Regarding claim 13, Keating discloses wherein said forced message alert

application software packet contains a responselist, wherein said responselist is

a default list embeddedin the forced messagealert software application program

(paragraph [0027] where the messageis displayed on the participating

mobile phones).

Regarding claim 14, Keating discloses wherein said forced message alert

application software packet contains a responselist, wherein said responselist is

a custom responselist that is created at the time the specific forced message

alert is created on the sender PC or PDA/cell phone(seeFig. 2).
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Conclusion

1. Anyinquiry concerning this communication or earlier communications from the

Examiner should be directed to Amanuel Lebassi, whose telephone numberis (571)

270-5303. The Examiner can normally be reached on Monday-Thursday from 8:00am to

5:00pm.

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner’s

supervisor, Nick Corsaro can be reached at (571) 272-7876. The fax phone numberfor

the organization wherethis application or proceeding is assigned is (571) 273-

8300.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for published

applications may be obtained from either Private PAIR or Public PAIR. Status

information for unpublished applications is available through Private PAIR only. For

more information about the PAIR system,see http://pair-direct.uspto.gov. Should you

have questions on accessto the Private PAIR system, contact the Electronic Business

Center (EBC) at 866-217-9197 (toll-free) or 703-305-3028.

Anyinquiry of a general nature or relating to the status of this application or

proceeding should bedirected to the receptionist/customer service whose telephone

numberis (571) 272-2600.

Amanuel Lebassi

/A. L/

3/01/2011

/HUY PHAN/

Primary Examiner, Art Unit 2617
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Serial No.: 12/324,122

Attorney Docket No.: 10963.3819
PATENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Malcolm K.Beyer, Jr.

Serial No.: 12/324,122 Confirmation No: 9036

Filed: November 26, 2008 Group Art Unit: 2617

Entitled: METHOD OF UTILIZING

FORCED ALERTS FOR

Examiner: LEBASSI, Amanuel

INTERACTIVE REMOTE

COMMUNICATIONS

Commissioner for Patents December 17, 2010
P.O. Box 1450

Alexandria, VA 22313-1450 Filed Electronically

RESPONSE AND AMENDMENT

DearSir:

In response to the Office Action dated September 20, 2010, please amend the above

referenced patent application as follows and consider the remarks below. This Response is

believed to be timely. However, in the event that any further extension of time is required, please

consider this a request therefor. The Commissioner is authorized to charge any additional fees

due or credit any overpayment to Deposit Account 13-1130.

Please amend the claims as shown on pages2-7.

Remarks begin on page8.
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CLAIM AMENDMENTS

Please amend the claims (strikethreugh indicating deletion and underline indicating

insertion) as follows:

1. (Cancelled)

2. (Currently Amended) A_communication system for transmitting, receiving,

confirming receipt, and responding to an electronic message, comprising:

a_predetermined network of participants, wherein each participant has a similarly

equipped PC or PDA/cell phone that includes a CPU and a touch screen display a CPU and

memory;

a data transmission meansthat facilitates the transmission of electronic files between said

PCsand said PDA/cell phonesin different locations;

a sender PC or PDA/cell phone and at least one recipient PC or PDA/cell phone for each

electronic message; and

a forced message alert software application program loaded on each participating PC or

PDA/cell phone[.] :

 
means for attaching a forced message alert software packet to a voice or text message

creating a forced messagealert that is transmitted by said sender PC or PDA/cell phone to the

recipient PC or PDA/cell phone, wherein said forced message alert software packet contains

containing a response list and requires requiring the forced message alert software on said

recipient PC or PDA/cell phone to transmit an automatic acknowledgment to the sender PC or
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PDA/cell phone as soon as said forced message alert is received by the recipient PC or PDA/cell

phone;

meansfor receiving and displaying a listing of which recipient PCs or PDA/cell phones

have automatically acknowledged the forced message aztert alert and which recipient PCs or

PDA/cell phones have not automatically acknowledged the forced messagealert;

means for periodically resending said forced message alert to said recipient PCs or

PDA/cell phonesthat have not automatically acknowledged the forced messagealert; and

meansfor receiving and displaying a listing of which recipient PCs or PDA/cell phones

have transmitted a manual response to said forced message alert and details the response from

each recipient PC or PDA/cell phonethat responded.

3. (Currently Amended) The system as in claim + 2 , wherein the forced message

alert software application program on the recipient PC or PDA/cell phoneincludes:

means for transmitting the acknowledgment of receipt to said sender PC or PDA/cell

phone immediately upon receiving a forced message alert from the sender PC or PDA/cell

phone;

means for controlling of the recipient PC or PDA/cell phone upon transmitting said

automatic acknowledgment and eauses causing, in cases where the force message alert is a text

message, the text message and a responselist to be shown onthe display of the recipient PC or

PDA/cell phone or causes, in cases where the force messagealert is a voice message, the voice

message te-be being periodically repeated by the speakers of the recipient PC or PDA/cell phone

while said responselist is shown on the display;
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meansfor allowing a manual response to be manually selected from the response list or

manually recorded and transmits transmitting said manual responseto the sender PC or PDA/cell

phone; and

means for clearing the text message and a responselist from the display of the recipient

PC or PDA/cell phone or steps stopping the repeating voice message and clears clearing the

responselist from the display of the recipient PC or PDA/cell phone once the manual responseis

transmitted.

4, (Currently Amended) The system as in claim + 2, wherein said data transmission

meansis TCP/IP or another communicationsprotocol.

5. (Currently Amended) The system as in claim + 2, wherein the responselist that is

transmitted within the forced message alert software packet is a default response list that is

embeddedin the forced message alert software application program.

6. (Currently Amended) The system as in claim + 2, wherein the responselist that is

transmitted within the forced message alert software packet is a custom responselist that is

created at the time the specific forced message alert is created on the sender PC or PDA/cell

phone.

7. (Currently Amended) A method of sending a forced message alert to one or more

recipient PCs or PDA/cell phones within a predetermined communication network, wherein the

receipt and response to said forced message alert by each intended recipient PC or PDA/cell

phoneis tracked, said method comprising the stepsof:

accessing a forced message alert software application program on a sender PC or

PDA/cell phone;
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creating the forced message alert on said sender PC or PDA/cell phone by attaching a

voice or text message to a forced messagealert application software packet to said voice or text

message;

designating one or more recipient PCs or PDA/cell phones in the communication

network;

electronically transmitting the forced message alert to said recipient PCs or PDA/cell

phones;

receiving automatic acknowledgements from the recipient PCs or PDA/cell phones that

received the message and displaying a listing of which recipient PCs or PDA/cell phones have

acknowledged receipt of the forced message alert and which recipient PCs or PDA/cell phones

have not acknowledgedreceipt of the forced messagealert;

periodically resending the forced messagealert to the recipient PCs or PDA/cell phones

that have not acknowledged receipt;

receiving responses to the forced message alert from the recipient PCs or PDA/cell

phonesand displaying the response from each recipient PC or PDA/cell phone; and

providing a manualresponselist on the display of the recipient PC or PDA/cell phone;

clearing the receiver’s display screen or causing the repeating voice alert to cease upon

selecting a response that can only be cleared by manually selecting and transmitting a response

to the manual responselist.

8. (Original) The method as in claim 7, wherein each PC or PDA/cell phone within a

predetermined communication network is similarly equipped and has the forced message alert

software application program loadedonit.
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9. (Original) The method as in claim 7, wherein said forced message alert application

software packet contains a responselist, wherein said response list is a default list embedded in

the forced message alert software application program.

10. (Original) The method as in claim 7, wherein said forced message alert application

software packet contains a response list, wherein said responselist is a custom responselist that

is created at the time the specific forced message alert is created on the sender PC or PDA/cell

phone.

11. (Currently Amended) A method of receiving, acknowledging and responding to a

forced message alert from a sender PC or PDA/cell phone to a recipient PC or PDA/cell phone,

wherein the receipt, acknowledgment, and response to said forced message alert is forced by a

forced message alert software application program, said method comprising the stepsof:

receiving an electronically transmitted electronic message;

identifying said electronic message as a forced message alert, wherein said forced

message alert consists comprises of a voice or text message and a forced message alert

application software packet, which triggers the activation of the forced message alert software

application program within the recipient PC or PDA/cell phone;

transmitting an automatic acknowledgment of receipt to the sender PC or PDA/cell

phone, whichtriggers the forced message alert software application program to take control of

the recipient PC or PDA/cell phone and show the content of the text message and a responselist

on the display recipient PC or PDA/cell phone or to repeat audibly the content of the voice

message on the speakers of the recipient PC or PDA/cell phone and show the responselist on the

display recipient PC or PDA/cell phone; and

Page 327



Page 328

Serial No.: 12/324,122

Attorney Docket No.: 10963.3819
PATENT

transmitting a selected response, whether said selected response is a chosen option from

the responselist, causing the forced message alert software to release control of the recipient PC

or PDA/cell phone and stop showing the content of the text message and a response list on the

display recipient PC or PDA/cell phone and or stop repeating the content of the voice message

on the speakers of the recipient PC or PDA/cell phone;

displaying the response received from the PC or PDA cell phone that transmitted the

response on the senderof the forced alert PC or PDA/cell phone; and

providing a list of the recipient PC or PDA/cell phones have automatically acknowledged

receipt of a forced alert message and their response to the forced alert message.

12. (Original) The methodas in claim 11, wherein each PC or PDA/cell phone within a

predetermined communication network is similarly equipped and has the forced message alert

software application program loadedonit.

13. (Original) The method as in claim 11, wherein said forced messagealert application

software packet contains a responselist, wherein said response list is a default list embedded in

the forced message alert software application program.

14. (Original) The method as in claim 11, wherein said forced message alert application

software packet contains a response list, wherein said responselist is a custom responselist that

is created at the time the specific forced message alert is created on the sender PC or PDA/cell

phone
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REMARKS

The Office Action mailed September 20, 2010 has been received and reviewed. By the

present Response and Amendment, Claim 1 is canceled, Claims 2-7 and 11 have been amended

and claims 2-14 remain. No new matteris introduced.

Claim Rejections — 35 USC § 102

The Examiner's rejection of Claims 1, 4 and 6 under 35 U.S.C. § 102(e) as being

anticipated by Keating et al. (US 2004/0082352) is respectfully traversed. It is elementary patent

law that to sustain a rejection based on anticipation, each and every elementrecited in the claims

that are rejected must be present in the reference cited by the Examiner. Claim 1 has been

canceled. Remaining claims 4 and 6 have been amended to depend from amended claim 2. The

Keating et al. patent is very specific about being a system and method to develop accurate billing

for Push To Talk (PTT) phones. The described technique sets up a group of mobile stations

based on digital replies automatically received from the group of mobile stations. Applicant’s

invention is about sending commands to individuals using any communications means that

require a manual response from the individual to whom the command wasissued, in much the
 

same manner that when a U.S. Marine issues a command and he demands a “Yes Sir” or “No

Sir’ response from the person to whom the commandwasissued. Additionally, there is no use of

remote or automatically generated voice commands that demand a response being sent in

Keating et al. The Keating er al. reference does not disclose a forced message alert software

application program loaded on each participating PC or PDA/cell phone as required in amended

independent claim 2 from which claims 4 and 6 depend. The system in the Keating ef al.

reference is completely different in purpose and methodology and in other wordsstructure and
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function. The purpose of the system in the Keating et al. reference is to enable accurate billing of

multiple call participants in a wireless group. There is no discussion or suggestion in Keating et

al. to provide a forced message alert which is described in Applicant’s specification. The

Examinerstates in the rejection that “Keating et al. discloses a forced message alert software

application program loaded on each participating PC in paragraph (0025)”. A review of

paragraph (0025) of the Keating ef al. reference showsthat the leader sends a message to a

wireless data controller that requests a list of participants that have responded that want to

participate in a group call. This is not the forced message alert as described in applicant’s

specification and recited in amended claim 2. In the Keating er al. reference if there is no

response then the recipient is not added to the group. Applicant’s forced message alert forces a

recipient to respond with an appropriate predetermined response. Again, the whole purpose of

the Keating ef al. invention is to make sure that there is an accurate billing among the receipt

members. See paragraph (0005) of Keating et al.; the Keating et al. reference does not anticipate

amendedclaim 2 from which claims 4 and 6 dependandtherefore claims 4 and 6 are allowable.

Claim Rejections — 35 U.S.C. § 103

The Examiner's rejection of Claims 2, 3 and 5 under 35 U.S.C. 103(a) as being

unpatentable over Keating et al. (US 2004/0082352) in view of Esler et al. (US 2005/0241026)

is respectfully traversed. As stated above, with respect to the Keating et al. reference, the

structure, methodology, and purpose of the Keating ef al. reference are completely different than

those in Applicant’s claimed invention. Applicant’s Claim 2 has been amendedto distinguish the

forced messagealert. Esler et al. shows a device and methodfor storing data message alerts on

medical devices. The medical device can be interrogated with a programmer. The method in
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Esler’s patent is the reverse of Applicant’s patent claims. In the Esler patent, the individuals

automatically provide unsolicited data to a remote computer which periodically polls for health

data. There is no command sent to the participant to manually respond. There is no voice

command involved. The method may also include communicating the data message alert by the

programmerin response to detecting the data messagealert stored in a dedicatedalert field of a

medical device. It is difficult to understand how a person of ordinary skill in the art that deals

with the communication network that has forced message alerts would even consider the

combination of device and method disclosed in the Keating er al. reference in conjunction with

the method disclosed in Esler et al. since the two methods and systems are completely different

and offer no suggestion or motivation to arrive at Applicant’s claimed invention. It is Applicant’s

position that even if one combinedor attempted to combine the method and systemsdescribed in

Keating et al. with the method and systems described in Esler ef al., one would notarrive at

Applicant’s claimed invention. Since the references even if combined do not provide a prima

facie obviousness rejection of these claims, it is Applicant’s position that these claims are

allowable over the references cited by the examiner.

The Examiner's rejection of Claims 7 — 14 under 35 U.S.C. § 103(a) as being

unpatentable over Keating et al. (US 2004/0082352) in view of Dalton et al. (US 2004/0192365)

is respectfully traversed. Applicant hereby asserts the arguments made aboveas to why Keating

et al. is not an appropriate reference with respect to Applicant’s claimed invention and claims 7

through 14. Applicant’s claim 7 has been amendedto include the steps of providing a manual

responselist on the display of the recipient PC/PDA andproviding that clearing of the receiver’s

display screen in order to get the alert to cease can only be cleared by manually selecting and

transmitting a response to the manual response list. Additionally, there is no use of remote or

10
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automatically generated voice commands that demanda response being sent in Dalton et al. The

steps are not taught or suggested in the references when viewed together cited by the Examiner.

Dalton et al. shows a communications system and method that includes a data concentrator

computer and a gateway device that allows direct communication between first and second

mobile data acquisition devices. Again, it is Applicant’s position that even if the method and

reference device shown in Keating ef al. were somehow to be combined with the system and

method shown in Dalton ef al., Applicant’s claimed invention cannot result based on the

amendments to claim 7. Therefore, the Examiner has failed to present a prima facie case of

obviousness under 35 U.S.C. § 103 with respect to claim 7. Therefore, it is Applicant’s position

that claims 7-14 are allowable overthe art of record.

Claim 1 is canceled. Claims 2 through 14 are believed allowable over the art record for

the reasons stated above.

11
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CONCLUSION

In view of the amendments submitted herein and the above comments,it is believed that all

grounds of rejection are overcome and that the application has now been placed in full condition

for allowance. Accordingly, Applicant earnestly solicits early and favorable action. Should there

be any further questions or reservations, the Examiner is urged to telephone Applicant’s

undersigned attorney at (954) 763-3303.

Respectfully submitted,

s/ Barry L. Hale

Barry L. Haley, Esq. (Reg. No. 25,339)

Customer No,: 22235

MALIN HALEY DiMAGGIO

BOWEN& LHOTA,P.A.
1936 South Andrews Avenue

Fort Lauderdale, Florida 33316

Telephone: (954) 763-3303
Facsimile: (954) 522-6507
E-Mail: info@mhdpatents.com

1:\10000\10963\3819\To PTO\O1_Response to OA Mailed 09-20-10.doc
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DETAILED ACTION

Claim Rejections - 35 USC § 102

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section madein this Office action:

A personshall be entitled to a patent unless —

(a) the invention was knownorused byothers in this country, or patented or described in a printed
publication in this or a foreign country, before the invention thereof by the applicant for a patent.

2. Claims 1, 4 and 6 are rejected under 35 U.S.C. 102(e) as being unpatentable by

Keating et al. US 20040082352.

Regarding claim 1, Keating discloses A communication system for

transmitting, receiving, confirming receipt, and responding to an electronic

message(see abstract - selecting a group of mobile stations to participate

in the wireless group call and causing an invitation message to be

transmitted to the group of mobile stations). Keating discloses a

predetermined networkof participants, wherein each participant has a similarly

equipped PC or PDA/cell phone that includes a CPU and a touch screen display

a CPU and memory (paragraph [0016] where participants are mobile stations

such as 16a and 16b and so on). Keating discloses a data transmission means

that facilitates the transmission of electronic flies between said PCs and said

PDA/cell phonesin different locations (paragraph [0020] where wireless data

controller controls transmission of data therefore a data transmission

meansthat facilitates the transmission of electronic flies). Keating

discloses a sender PC or PDA/cell phone andat least one recipient PC or
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PDA/cell phone for each electronic message (paragraph [0022] where a group

call originator, or leader, initiates set-up of a group call through his or her

mobile station y choosing or selecting a groupcall participantlist therefore

a sender PC or PDA/cell phoneandat least one recipient PC or PDA).

Keating discloses a forced messagealert software application program loaded

on eachparticipating PC or PDA/cell phone (paragraph [0025] where analert

messageis queuedin the mobile stations therefore a message alert software

application program).

Regarding claim 4, Keating discloses wherein said data transmission

meansis TCP/IP or another communications protocol (paragraph [0020]-

Internet Protocol (IP)).

Regarding claim 6, Keating discloses wherein the responselist that is

transmitted Within the forced messagealert software packetis a custom

responselist that is created at the time the specific forced messagealert is

created on the sender PC or PDA/cell phone(see Fig. 2).
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1.

Claim Rejections - 35 USC § 103

The following is a quotation of 35 U.S.C. 103(a) which formsthe basisforall

obviousnessrejections set forth in this Office action:

2.

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 ofthis title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

Claim 2, 3, and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable

over Keating et al. US 20040082352in view of Esler at al. US 20050241026.

Regarding claim 2, the combination of above discloses wherein the forced

messagealert software application program on the sender PC or PDA/cell phone

“means for attaching a forced messagealert software packet to a voice or text

message creating a forced messagealert that is transmitted by said sender PC

or PDA/cell phoneto the recipient PC or PDA/cell phone, wherein said forced

messagealert software packet contains a responselist and requires the forced

messagealert software on said recipient PC or PDA/cell phone to transmit an

automatic acknowledgment to the sender PC or PDA/cell phone as soon as said

forced messagealert is received by the recipient PC or PDA/cell phone;

meansfor receiving and displaying a listing of which recipient PCs or PDA/cell

phones have automatically acknowledged the forced messagealert and which

recipient PCs or PDA/cell phones have not automatically acknowledged the
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forced messagealert; meansfor periodically resending said forced message

alert to said recipient PCs or PDA/cell phones that have not automatically

acknowledged the forced messagealert; and meansforreceiving and displaying

a listing of which recipient PCs or PDA/cell phones have transmitted a manual

responseto said forced messagealert and details the response from each

recipient PC or PDA/cell phone that responded (see above).

Regarding claim 3, Keating modified by Esler discloses wherein the forced

messagealert software application program onthe recipient PC or PDA/cell

phone: meansfortransmitting the acknowledgmentof receipt to said sender PC

or PDA/cell phone immediately upon receiving a forced messagealert from the

sender PC or PDA/cell phone (paragraph [0027] where Keating discloses

where a messageis sent to inform the mobile stations that the groupcall is

set to begin). Keating modified by Esler discloses meansfor controlling of the

recipient PC or PDA/cell phone upon transmitting said automatic

acknowledgment and causes, in cases wherethe force messagealert is a text

message, the text message and a responselist to be shownon the display of the

recipient PC or PDA/cell phone or causes, in cases wherethe force message

alert is a voice message, the voice messageto beperiodically repeated by the

speakers of the recipient PC or PDA/cell phone while said responselist is shown

on the display (paragraph [0027] where the messageis displayed on the

participating mobile phones). Keating modified by Esler discloses meansfor
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allowing a manual response to be manually selected from the responselist or

manually recorded and transmits said manual response to the sender PC or

PDA/cell phone (paragraph [0027]) and meansforclearing the text message

and a responselist from the display of the recipient PC or PDA/cell phoneor

stops the repeating voice message and clears the responselist from the display

of the recipient PC or PDA/cell phone once the manual responseis transmitted

(paragraph [0028] where the messageis cleared).

Regarding claim 5, Keating modified by Esler discloses wherein the

responselist that is transmitted within the forced messagealert software packet

is a default responselist that is embeddedin the forced messagealert software

application program (paragraph [0027]).

3. Claim 7-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over

Keating et al. US 20040082352 in view of Dalton et al. US 20040192365.

Regarding claim 7, Keating discloses a method of sending a forced

messagealert to one or morerecipient PCs or PDA/cell phoneswithin a

predetermined communication network, wherein the receipt and responseto said

forced messagealert by each intended recipient PC or PDA/cell phone is

tracked, said method comprising the steps of: accessing a forced messagealert

software application program on a sender PC or PDA/cell phone (paragraph
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[0025] where an alert message is queued in the mobile stations therefore a

forced messagealert software application program ). Keating discloses

creating the forced messagealert on said sender PC or PDA/cell phone by

attaching a voice or text messageto a forced messagealert application software

packet to said voice or text message (paragraph [0022]). Keating discloses

designating one or more recipient PCs or PDA/cell phones in the communication

network (paragraph [0022] where a groupcall originator, or leader, initiates

set-up of a groupcall through his or her mobile station y choosing or

selecting a groupcall participantlist). Keating discloses electronically

transmitting the forced messagealert to said recipient PCs or PDA/cell phones

(paragraph [0022]). Keating discloses receiving automatic acknowledgements

from the recipient PCs or PDA/cell phones that received the message and

displaying a listing of which recipient PCs or PDA/cell phones have

acknowledgedreceipt of the forced messagealert and which recipient PCs or

PDA/cell phones have not acknowledgedreceipt of the forced messagealert

(see Fig. 2 - steps 42 and 43 where acknowledgements are received from

the recipient mobile phones). Keating discloses periodically resending the

forced messagealert to the recipient PCs or PDA/cell phones that have not

acknowledgedreceipt (see Fig. 2). Keating discloses receiving responsesto

the forced messagealert from the recipient PCs or PDA/cell phones and

displaying the response from each recipient PC or PDA/cell phone and clearing
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the receiver's display screen or causing the repeating voice alert to cease upon

selecting a response (paragraph [0028] where the messageis cleared).

Keating is silent responses to the forced messagealert from the recipient

PCs or PDA/cell phones and displaying the response from each recipient PC or

PDA/cell phone and clearing the receiver's display screen or causing the

repeating voice alert to cease upon selecting a response. However, Dalton

teaches responsesto the forced messagealert from the recipient PCs or

PDA/cell phones and displaying the response from eachrecipient PC or PDA/cell

phoneandclearing the receiver's display screen or causing the repeating voice

alert to cease upon selecting a response (paragraph [0014] where each active

mobile device respondsto the predetermined message and performs a

specific function related to the predetermined message).

At the time of invention, it would have been obviousto a person of

ordinaryskill in the art to modify the invention of Keating with that of Dalton,

thereby integrating plurality of mobile devices as taught by Dalton

(paragraph [0001]).

Regarding claim 8, Keating discloses herein each PC or PDA|cell phone

within a predetermined communication networkis similarly equipped and has the

forced messagealert software application program loaded onit (paragraph

[0016] where participants are mobile stations such as 16a and 16b and so

on whichare similarly equipped).
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Regarding claim 9, Keating modified by Dalton discloses wherein said

forced messagealert application software packet contains a responselist,

wherein said responselist is a default list embedded in the forced messagealert

software application program (paragraph [0027)).

Regarding claim 10, Keating discloses wherein said forced messagealert

application software packet contains a responselist, wherein said responselist is

a custom responselist that is created at the time the specific forced message

alert is created on the sender PC or PDA/cell phone (paragraph [0027])..

Regarding claim 11, Keating discloses a methodofreceiving,

acknowledging and responding to a forced messagealert from a sender PC or

PDA/cell phone to a recipient PC or PDA/cell phone, wherein the

receipt, acknowledgment, and responseto said forced messagealert is forced by

a forced message alert software application program (paragraph [0027] where

Keating discloses where a messageis sent to inform the mobile stations

that the groupcall is set to begin), said method comprising the stepsof:

receiving an electronically transmitted electronic message (Fig. 2 step 34 where

messageis received after being transmitted). Keating discloses identifying

said electronic message as a forced messagealert, wherein said forced

messagealert consists of a voice or text message and a forced messagealert
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application software packet, which triggers the activation of the forced message

alert software application program within the recipient PC or PDA/cell phone

(abstract where an invitation messageto be transmitted to the group of

mobile stations). Keating discloses transmitting an automatic acknowledgment

of receipt to the sender PC or PDA/cell phone, whichtriggers the forced

messagealert software application program to take control of the recipient PC or

PDA/cell phone and showthe content of the text message and a responselist on

the display recipient PC or PDA/cell phone or to repeat audibly the content of the

voice message on the speakersofthe recipient PC or PDA/cell phone and show

the responselist on the display recipient PC or PDA/cell phone(see Fig.2 -

steps 42 and 43 where acknowledgementsare received from the recipient

mobile phones)and transmitting a selected response, whether said selected

responseis a chosen option from the responselist, causing the forced message

alert software to release controloftile recipient PC or PDA/cell phone and stop

showing the content of the text message and a responselist on the display

recipient PC or PDA/cel1 phone and or stop repeating the content of the voice

message on the speakersof the recipient PC or PDA/cell phone (paragraph

[0028] where a messageis responded). Keating discloses displaying the

responsereceived from the PC or PDA cell phonethat transmitted the response

on the senderof the forced alert PC or PDA/cell phone (see Fig. 2 step 36

wherelist of responsive participants is displayed upon request) and

providingalist of the recipient PC or PDA/cell phones have automatically
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acknowledgedreceipt of a forced alert message (see Fig. 2 step 43 where

group membersallow communication therefore automatically

acknowledgedreceipt of a forced alert message).

Keating is silent their response to the forced alert message. . However,

Dalton teaches responsesto the forced messagealert (paragraph [0014] where

each active mobile device respondsto the predetermined message and

performs a specific function related to the predetermined message).

At the time of invention, it would have been obviousto a person of

ordinaryskill in the art to modify the invention of Keating with that of Dalton,

thereby integrating plurality of mobile devices as taught by Dalton

(paragraph [0001]).

Regarding claim 12, Keating discloses wherein each PC or PDA/cell

phonewithin a predetermined communication network is similarly equipped and

has the forced messagealert software application program loaded onit

(paragraph [0016] where participants are mobile stations such as 16a and

16b and so on).

Regarding claim 13, Keating discloses wherein said forced messagealert

application software packet contains a responselist, wherein said responselist is

a default list embedded in the forced messagealert software application program
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(paragraph [0027] where the messageis displayed onthe participating

mobile phones).

Regarding claim 14, Keating discloses wherein said forced messagealert

application software packet contains a responselist, wherein said responselist is

a custom responselist that is created at the time the specific forced message

alert is created on the sender PC or PDA/cell phone(see Fig. 2).

Conclusion

1. Any inquiry concerning this communication or earlier communications from the

Examiner should be directed to Amanuel Lebassi, whose telephone numberis (571)

270-5303. The Examiner can normally be reached on Monday-Thursday from 8:00am to

5:00pm.

If attempts to reach the Examinerby telephone are unsuccessful, the Examiner’s

supervisor, Nick Corsaro can be reached at (571) 272-7876. The fax phone numberfor

the organization wherethis application or proceeding is assigned is (571) 273-

8300.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for published

applications may be obtained from either Private PAIR or Public PAIR. Status

information for unpublished applications is available through Private PAIR only. For

more information about the PAIR system, see http://pair-direct.uspto.gov. Should you
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have questions on accessto the Private PAIR system, contact the Electronic Business

Center (EBC) at 866-217-9197(toll-free) or 703-305-3028.

Any inquiry of a general nature orrelating to the status of this application or

proceeding should be directed to the receptionist/customer service whose telephone

numberis (571) 272-2600.

Amanuel Lebassi

[A. Li

09092010

/NICK CORSARO/

Supervisory Patent Examiner, Art Unit 2617
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