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The Board’s appeal decision in EX2022, reversing the Examiner’s anticipation 

rejection, is irrelevant to the present IPR for several reasons. 

First, the rejection in EX2022 concerned the combination of Carmel’s FIG. 6B 

multiple quality level embodiment with FIG. 3C, but the Petition here relies instead on 

Carmel’s single quality level embodiment in FIG. 6A.  Reply, 4-8.  Thus, the Board’s 

finding that the Examiner failed to provide support connecting Carmel’s FIG. 6B 

embodiment to the symbols illustrated in FIG. 3C (EX2022, 7-8) is irrelevant. 

Second, Petitioner’s IPR challenge is based on obviousness and evidence not 

considered by the Board in reaching the decision in EX2022.  WAG’s reexamination 

argument that Carmel discloses requesting only the first element and “[t]here is no 

evidence that there are any requests for any element after the first” (EX2022, 9) 

addressed anticipation and ignores expert testimony in the present IPR.  The IPR experts 

testified that:  (a) by 2000 HTTP GET requests were well known and the most common 

way for a client to request files from a server;  (b) Carmel described storing slices as 

separate files (EX1005, 7:27-28); and (c) clients request individual files with individual 

requests.  Reply, 3-4, 15 (citing testimony of three experts including WAG expert 

Hoarty (EX1033, ¶¶ 18-19, 26, 41-42, 47-48, 63); Jeffay (EX2010, ¶ 111); and Houh 

(EX2021, ¶¶ 81-83)).  The Board in EX2022 instead based its decision solely on what 

Carmel expressly teaches and did not have the benefit of the foregoing expert testimony.  

EX2022, 9. 
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Third, Petitioner relies on Feig as disclosing well-known details for HTTP GET 

requests.  Reply, 6, 20.  The combination of Carmel and Feig was not at issue in 

EX2022. 

Fourth, WAG does not dispute limitation f in this IPR, which most closely 

corresponds to the limitation at issue in EX2022.  See Pet., 35-39; Reply, 14-15; 

EX2022, 4.  The Petition explicitly describes how Carmel alone and in combination 

with Feig discloses this limitation by reference in part to Carmel’s FIGS. 6A and 3C 

and expert testimony.  Pet., 35-39.  In particular, the Petition explains the correlation 

between the symbols (J, J+1, J+2…) of FIG. 3C and the user systems’ requests (as 

represented by FIG. 6A) that the Examiner failed to provide in EX2022.  Id.  WAG 

chose not to address this limitation in its Reply, just as WAG did not dispute a similar 

limitation found in claim 10 of the ’141 patent that was cancelled in IPR2016-01238.  

See IPR2016-01238, Paper 22, 5 (listing claim 10); EX2022 at 2. 

The decision in EX2022 is thus irrelevant to the present IPR.  It was based on a 

different invalidity theory, as well as different prior art embodiments, arguments, and 

evidence.  Nor does WAG appear to have disclosed evidence developed during this IPR 

to the panel in Reexamination 90/014,834 from which EX2022 arose.  The record in 

the present IPR demonstrates that a POSITA would have found the challenged claims 

obvious based on the presented references. 
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