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Parallel district court litigation has been ongoing for the past eighteen months 

between the same parties involved in Petitioner’s eight IPRs against Patent Owner’s 

patents (Nos. IPR2022-01294, -01298, -01301, -01302, -01303, -01304, -01305, and 

-01308).  Under the Board’s precedent in Apple Inc. v. Fintiv, Inc., Petitioner’s delay 

in bringing its IPRs and the progress made in the parallel district court litigation 

warrants denial of institution in accordance with the Board’s discretion under 35 

U.S.C. § 314(a).  2020 WL 2486683 (P.T.A.B. May 13, 2020).  Petitioner’s reply 

only underscores this.  Its calculated trial date defies credulity by equating the date 

of the case’s transfer (June 30, 2022) to the date of the case’s filing nearly a year 

prior (July 22, 2021).  Petitioner’s approach is contrary to precedent and common 

sense, and lacks any support in the Director’s Interim Procedure for Discretionary 

Denials (“Vidal Memo”).  And the carefully worded stipulation Petitioner offers—

“that it will not pursue any invalidity challenges that were actually raised in the 

Petition if an IPR trial is instituted,” Paper No. 10 (“Reply”) at 1—fails to prevent 

duplication of effort in the district court litigation, as it applies only to actually raised 

grounds rather than grounds that reasonably could have been raised among the 

countless combinations Petitioner has asserted in the parallel litigation.  

Accordingly, the Fintiv factors favor denial of institution.

I. The Board Should Deny Institution Under Fintiv

Under Fintiv, the Board considers the following factors:  1) whether the 
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