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Through its Renewed Motion to Seal and for Entry of a Protective Order 

(Paper 14, “Renewed Motion”), Masimo seeks to unilaterally foist on Apple a 

prosecution bar that runs contrary to the Board’s well-established guidelines and 

public policy.  Masimo contends that a prosecution bar is necessary for protection 

of information that it voluntarily submitted with its Preliminary Response, and 

argues that a prosecution bar is appropriate given that one is already in place at the 

ITC.  Not so.  The Board has long recognized that prosecution bars are “rarely 

appropriate” in PTAB proceedings, especially since the detrimental impact that a 

prosecution bar is likely to have on parties in Office proceedings “in most cases 

outweighs the risk that confidential technical information … will be revealed 

during a proceeding.”  Consolidated Trial Practice Guide (“CTPG”), 116.  Board 

guidelines specifically instruct parties to remove prosecution bars and similar 

provisions that are “commonly found” in protective orders in other forums, but 

which are nonetheless “unnecessary or inappropriate in proceedings before the 

Board.”  Id.   

Rather than comply with the Board’s guidelines, however, Masimo flouts 

them in an effort to subject Apple to a prosecution bar that risks prejudicing Apple 

in co-pending or future Office proceedings that may bear on Masimo’s litigation 

campaign and the broader dispute between the parties.  The detrimental impact that 

Masimo’s prosecution bar poses to Apple in this case raise similar concerns to 
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