Trials@uspto.gov Paper 50
571-272-7822 Date: September 28, 2023

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLEINC.,
Petitioner,

V.

MASIMO CORPORATION,
Patent Owner.

IPR2022-01291 (Patent 10,687,745 B1)
IPR2022-01465 (Patent 10,687,745 B1)!

Before JOSIAH C. COCKS, GEORGE R. HOSKINS, and
ROBERT A. POLLOCK, Administrative Patent Judges.

HOSKINS, Administrative Patent Judge.
ORDER

Conduct of the Proceedings and Trial Hearing
37C.F.R.§§42.5&42.70

' This order is being filed in each proceedinglisted in the caption, dueto the
common issuesaddressed. The parties are not authorized to use a combined

cantinn in thece nroceadinac
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On September 27,2023, the Board held a telephone conference with
counsel for both parties. Patent Owner’s counsel had arranged for a court
reporter to transcribe the phone call. Accordingly, we instructed Patent
Owner to file the resulting transcript as an Exhibit in each proceeding. That
transcript, once filed, will constitute the official record of the telephone
conference.

This Order: (1) memorializes theresult of thetelephone conference as
to the briefs and exhibits to be filed in these two cases, and related deadlines;
and (2) sets forth various procedures for preparing for and conducting a

combined oral argument in these two cases.

(1) BRIEFING AND CASE SCHEDULE AMENDMENTS

We granted Petitioner leave to file a Corrected Petition in
IPR2022-01291, pursuant to Petitioner’s prior email request
(IPR2022-01291, Ex. 3003).

Patent Owner indicated the Board’s default 5,600 word count
limitation on patent owner sur-replies (see 37 C.F.R. § 42.24(c)(4)) will
suffice in this case, so Patent Owner does not seek an increasein that
limitation. Petitioner similarly indicated the 10 page limitation imposed by
our previous Order (Paper 43) on the Response to Expert Testimony will
likely be sufficient, but reserved the right to seek an increase after Petitioner
has had achance to review the Patent Owner Sur-replyonce it is filed.

Further, per the parties’ joint proposal, the case schedule for these two
cases is amended as set forth in the following table. The identified “DUE

DATES” are explained more fully in Paper 16.
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Item Current Date | New Date

DUE DATE 3 Mon. Oct. 2 | Mon. Oct. 2
-- Patent Owner Sur-reply

-- Decl. of Dr. James Duckworth

Deposition of Dr. Duckworth |n/a Wed. Oct. 18
by Petitioner

Response to Expert Testimony |n/a Fri. Oct. 27
by Petitioner

DUE DATE 5§ Fri. Oct. 13 Mon. Oct. 30

-- Motion(s) to Exclude

DUE DATE 6 Fri. Oct. 20 Mon. Nov. 6
-- Opp. to Motion(s) to Exclude

DUE DATE 7 Fri. Oct. 27 Mon. Nov. 13
-- Reply re Motion(s) to Exclude

Parties Exchange Demon. Exs. |n/a Mon. Nov. 13
for Hearing

Parties File Demon. Exs. n/a Wed. Nov. 15
for Hearing

DUE DATE 8 Wed. Nov. 1 | Fri. Nov. 17
-- Oral Argument

(2) ORAL ARGUMENT

A. Time and Format

Oral arguments will commence in these two proceedings, in a
consolidated fashion as requested by both parties, beginning at 1:00 PM
EASTERN TIME on November 17, 2023. Petitionerrequested that the
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hearingbe conducted virtually by videoconference (see IPR2022-01291,
Paper 46, 1), whereas Patent Owner requested that the hearing be conducted
in person (see IPR2022-01291, Paper47, 1). Upon consideration, the Board
will hold the hearing by videoconference. The Board will provide a court
reporter for the hearing, and the reporter’s transcript will constitute the
official record of the hearing.

Petitioner requested that each party be given 75 minutes of argument
time. See IPR2022-01291, Paper 46, 1. Patent Owner requested that each
party be given 60 minutes of argument time. See IPR2022-01291, Paper47,
1. Upon consideration of these requests, and the issues presented in these
proceedings, we grant each party 75 minutes of argument time to address
the two proceedings together. Asthe party with the burden of proofand
persuasion, Petitioner will proceed first to presentits case with regard to the
challenged claims and grounds set forth in the Petition. Patent Owner then
may present its own case, and respond to Petitioner’s argument. Petitioner
and Patent Owner may reserve some, but no more than half, of the allotted
time for rebuttal and sur-rebuttal, respectively. The parties are reminded that
arguments made during rebuttal and sur-rebuttal periods must be responsive
to arguments the opposing party made in its immediately preceding
presentation. The parties are also reminded that duringthe hearing, the
parties “may only present arguments relied upon in the papers previously
submitted.” PTAB Consolidated Trial Practice Guide (Nov.2019)
(“CTPG”) 86.>

During the September 27 telephone conference, Petitioner indicated

the parties may desire to discuss confidential information which we have

2 Avnilahlo at httne /Ao nenta any/TrialPractica(nide ancenlidatad
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placed under seal, during the oral argument. Accordingly, thehearing will
proceed in two phases. In a first phase that will be open to the public, each
party will present its argument as to publicly available information, in the
back-and-forth manner described in the previous paragraph of this Order. In
a second phase that will be closed to any person not qualified to receive
sealed information pursuantto the Board’s Protective Order (see
IPR2022-01291, Paper 24, Ex. 1035), in the samemanner. The public
line(s) will be terminated prior to the beginning of the second phase, to
preserve confidentiality. Accordingly, at the beginning of the hearing, we
will ask counsel for each party whether they wish to reserve some of their
argument time for the second session. Anysuch reservation may be
modified, either up or down, as the hearing progresses.

The parties may request a pre-hearing conference in advance of the
hearing. See CTPG 82. “The purpose of the pre-hearing conference is to
afford the parties the opportunity to preview (but not argue) the issuesto be
discussed at the hearing, and to seek the Board’s guidance as to particular
issues that the panel would like addressed by the parties.” Id. Ifeither party
desires a pre-hearing conference, the parties should jointly contact the Board
at Trials@uspto.gov at least seven (7) business days before the hearing date

torequest a conference call for that purpose.

B.  Demonstrative Exhibit(s)

Each party shall serve on the other party any demonstrative exhibit(s)
it intends to use during the hearing on or before November 13,2023. See
37 C.F.R. §42.70(b). Each party shall file any demonstrative exhibits it
intends to use during the hearing as an exhibit on or before November 15,

2023.
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