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1. Introduction

Through its Motion, Masimo seeks production on issues of secondary
considerations of non-obviousness and reasonable expectation of success, and it
targets documents collected through discovery and under an agreed upon
protective order in co-pending ITC investigation 337-TA-1276.

Masimo proclaims a desire to bring the Board a complete record on topics
for which discovery is sought, but its actions speak loudly otherwise, as its
requested discovery—if permitted— is woefully imbalanced and is calibrated only
to tell Masimo’s story (and to avoid the substantial volume of contrary evidence).
Indeed, the alleged bases for Masimo’s discovery requests include public versions
of Masimo’s own ITC briefs, but none of Apple’s. Motion, 2. By selecting targets
for requested discovery cited in its own briefs to the exclusion of Apple’s, Masimo
seeks an incomplete and imbalanced representation of the ITC record. On this
basis alone, Masimo’s intent is clear and the Motion should fail.

The breadth and scope of Masimo’s discovery request is also unjustifiable. If
granted, it would implicate some 2,200 pages of documents and lead to “trials-
within-trial” on whether Apple’s products practice the 745 patent and whether
Apple copied Masimo’s technology (contentions both rejected by the ITC). More
granularly, its requests would yield production of testimony and documents

covering topics ranging from domestic industry to infringement and validity, both
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