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I. INTRODUCTION

Petitioner Apple Inc. (“Petitioner”) requests Inter Partes Review (“IPR”) of
Claims 1-5, 12-14, and 17-18 (the “Challenged Claims”) of U.S. Patent No.
10,600,046 (the “’046 Patent™).

II. THE 046 PATENT
A.  The 046 Patent’s Alleged Invention

The *046 Patent is generally directed to a mobile device that allows a user to
accept and settle charges reflected in an electronic invoice. ‘046 Patent (Ex. 1001),
Abstract, 1:15-21. To do this, the patent proposes that the mobile device includes a
smart bill payment application. /d., 6:58-62. Figure 1B below depicts a “process . . .
of settling a payment according to one embodiment of the present invention” where
a “smart bill” is generated by the restaurant’s point of sale (POS) device and is
presented to a customer’s mobile device that has been provisioned with a smart bill

payment application:
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120

Merchant POS prepares an electronic bill and writes to a
smart bill applet on his contactless smart card or SE on NFC
device 122

Y

Customer service delivers the contactless smart bill card (or
SE) to customer 124

¥

Customer with NFC device installed with a smart bill enabled
wallet application retrieves the electronic bill signed by the
smart bill applet

Electronic bill is displayed on the NFC device screen for
customer to verify the amount and add a tip if he wishes 128

v

Customer can choose a payment method that he has enrolled
in his wallet application to initiate the payment 130

y

Smart bill enabled application sends the transaction information
to the backend smart bill gateway for processing 132

y

Smart bill gateway verifies the electronic bill and rejects if the
payment amount is less than the billed amount. 134

v

Smart bill gateway uses the traditional financial payment network
flow to send payment request and get payment response. It also
can use new online payment method such as Paypal or Alipay to 136
complete transaction.

Once the transaction is approved or denied, the payment
authorization response will return to the payment gateway tobe | 138
forwarded back to the merchant

126

FIG. 1B

1d., Fig. 1B, 7:4-8:24 (describing the individual steps represented in Fig. 1B).
The 046 Patent describes two ways in which the electronic bill may be

provided to the customer: (1) via a contactless smart card or (2) via the POS device
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itself. Fig. 1B depicts a scenario in which the electronic bill/invoice generated by the

POS may be transferred to a contactless smart card (step 122), which is then
delivered to the customer’s table (step 124). Id., 7:19-28. Alternatively, the POS
device is directly presented to the customer and the electronic bill is retrieved by the
mobile device with the installed payment application. /d., 6:6-23. Upon presenting
the customer with the electronic invoice, the invoice is displayed (steps 126-128)
and the user chooses a payment method (e.g., credit card, debit card, or e-purse) (step
130). Id., 7:26-53. The mobile device then sends transaction information to a
payment gateway for processing (step 132), and the payment gateway verifies the
electronic invoice and either approves or denies the transaction (steps 134-138). 1d.,
7:10-8:24.

B.  The 046 Patent’s Priority Date

The *046 Patent claims priority to the following applications:

o U.S. App. 11/534,653 (“the 653 Application) filed on September 24, 2006.

e U.S. App. 13/350,832 (“the 832 Application”)—a continuation-in-part—
filed on January 16, 2012.

e U.S. Provisional 61/618,802 (“the *802 Provisional”) filed on April 1, 2012.

o U.S. App. 13/853,937 (“the 937 Application”)—another continuation-in-
part—filed on March 29, 2013.

o U.S. App. 14/728,349 (“the 349 Application™) filed on June 2, 2015.

For purposes of establishing PGR eligibility, Google argued in PGR2021-

00029 that certain 046 Patent claims are not entitled priority claims before March
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