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I. INTRODUCTION 

As noted in the POR, Petitioner has not shown where Carmel (EX1004), on 

which it principally relies, discloses a client that makes successive individual 

requests to the server for each of the media data elements that comprise a program 

stream. Nor does the Reply point to any such identified evidence it claims the POR 

overlooked. In short, the record herein points to no express disclosure in Carmel of 

any such individual requests. 

In instituting review, the Board cited the fact that Petitioner’s expert said that 

such individual requests were “inherent when using the HTTP protocol to 

download each of the slice files,” noting that “[a]t this stage of the proceeding, 

Patent Owner does not introduce rebuttal testimony.” Inst. Dec. at 44. 

That situation has now changed. Patent Owner’s expert has appeared and 

rebutted the assertion of inherency.  

The Reply (e.g., Reply-1:16-18) refers over and over again to what it asserts is 

“Carmel’s repeated disclosure of the client requesting each slice by identifier,” yet 

never cites anything in Carmel that says this. The most Petitioner ever does is 

merely to characterize what is shown in Figs. 6A and 6B of Carmel and then, as 

illustrated on page 19 of the Reply, segue into referring to this as “express 

disclosure.” It is a piecewise bootstrap argument, which leaps from an insufficient 
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disclosure to a characterization, which then labels the characterization as “express 

disclosure” for the remainder of the submission. 

Nowhere in Carmel, from beginning to end, is there express disclosure of 

individual element requests that Petitioner has attributed to it. Rather, the case here 

rests entirely on alleged inherent disclosure. 

Inherency fails as well because inherency implies necessity. Persion 

Pharmaceuticals v. Alvogen Malta Oper., 945 F.3d 1184, 1191 (Fed. Cir. 2019). 

Under the evidence of record, Petitioner fails to make a showing, as to any 

embodiment disclosed in Carmel, that Carmel must, as a matter of technical 

necessity, implement streaming by means of successive individual requests for 

each of the stream elements. 

The above-noted lack of individual element requests in Carmel is an 

overarching shortcoming of the Petition. Numerous other shortcomings of Carmel 

will be addressed herein as well. 

Reply-1:19-20 asserts that, as to the secondary reference, Shteyn, PO argues 

contrary to Shteyn’s “express disclosure.” However, all the Petition seeks to rely 

on Shteyn for is the server’s selection of elements to send, allegedly without 

depending on its own record of what it has previously sent. Petitioner claims there 

is express disclosure for this, but as discussed below, has failed to substantiate any 

such disclosure. 
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