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I. Introduction

Patent Owner filed a Motion to Amend (“Motion,” Paper 16) with substitute
claims 23-26, Petitioner filed an opposition (“Opposition,” Paper 19). The Board
issued preliminary guidance (“Guidance,” Paper 21) which stated that “Petitioner
(or the present record) has shown that Guthery discloses or renders obvious each of
the newly recited limitations of proposed substitute claims 23—-26.” Guidance, 11.
Patent Owner then filed a reply (“PO Reply,” Paper, 23). For the reasons below,
Patent Owner’s reply does not refute Petitioner’s obviousness analysis presented in
the Opposition. Petitioner further maintains that the substitute claims lack written
description support and enablement under Patent Owner’s proposed construction.

II.  The claims are unpatentable under any proposed interpretation.

The claims are unpatentable under the Board’s interpretation provided in the
preliminary guidance. Guidance, 7. Substitute claim 23 recites “wherein after
selection of one of the plurality of applications, subsequent communication
between the reading device and the selected application takes place without
requiring any further steps.” In the Guidance, the Board interpreted this language
to “not require any further steps between selection and the subsequent
communication.” Guidance, 7. It is unclear from the Patent Owner Reply whether
Patent Owner agrees or disagrees with the Board’s interpretation. Patent Owner

states only that “[o]nce selected, the communication device will then control
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