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I. Introduction

Patent Owner filed a Motion to Amend (“Motion,” Paper 16) with substitute
claims 23-26. The Motion should be denied for several reasons. First, the proposed
substitute claims recite new matter in violation of 35 U.S.C. § 316(d)(3). Second,
the proposed claims are unpatentable (1) under 35 U.S.C. § 112 because they are
indefinite hybrid method-apparatus claims and are not enabled, and (i1) under 35
U.S.C. § 103 because they are obvious in view of the prior art combination
presented in the petition.

II.  The Proposed Amendments Add New Subject Matter by Claiming
Functionality Different than the Functionality Described in the
Specification.

Patent Owner’s motion to amend should be denied because the proposed
substitute claims are directed to concepts not supported by the specification of the
706 patent. “Before considering the patentability of any substitute claims, ... the
Board first must determine whether the motion to amend meets the statutory and
regulatory requirements set forth in 35 U.S.C. § 316(d) and 37 C.F.R. § 42.121.”
Lectrosonics, Inc. v. Zaxcom, Inc., IPR2018-01129, Paper 15 at 4 (Feb. 25, 2019)
(precedential). One such requirement is that any amendment “may not ... introduce
new matter.” 35 U.S.C. 316(d)(3). New subject matter is any addition to the claims
that lacks sufficient support in the subject patent’s original disclosure. See

TurboCare Div. of Demag Delaval Turbomach. v. Gen. Elec. Co., 264 F.3d 1111,
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