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IN THE UNITED STATES DISTRICT COURT
DISTRICT OF CONNECTICUT

ASSA ABLOY AB,

ASSA ABLOY Inc.,

ASSA ABLOY Residential Group, Inc.,

August Home, Inc., :

HID Global Corporation, and : Civil Action No. 3:22-cv-00694-MPS
ASSA ABLOY Global Solutions, Inc. :

Plaintiffs,
V.

CPC Patent Technologies Pty. Ltd., and : September 16, 2022
Charter Pacific Corporation Ltd. :

Defendants.

DECLARATORY JUDGMENT PLAINTIFFS’
OPPOSITION TO DEFENDANTS’ MOTION TO DISMISS

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 3:22-cv-00694-MPS Document 36 Filed 09/16/22 Page 2 of 27

TABLE OF CONTENTS
Page
L. INTRODUCTION ...ttt sttt sttt sttt et be et st esbesateneeens 1
II. LEGAL STANDARD. ..ottt sttt eneenseenaesneens 3
.  FACTUAL BACKGROUND .....cotiiiiiiiiieiestcene ettt st 4
A. It is Undisputed that the Declaratory Judgment Plaintiffs are Related
Entities Within the ASSA ABLOY Corporate Family..........cccccoeeuveiieniiniiennnne. 4
B. There is an Extensive Public Record of Charter Pacific’s Past Litigation
Campaigns and Statements Regarding Planned Future Enforcement
ALCEIVITIES .ttt ettt ettt et b e sttt e bttt e s e b eee 5
C. Charter Pacific has Made Direct and Indirect Threats of Litigation Against
the Declaratory Judgment Plaintiffs............ccccceeviiiiniiieiiieeeceeeee e 7
The So-Called Contacted Entities (i.e., Yale and August) ........cccceeeevievveriienenne. 7
The So-Called Non-Contacted Entities (i.e., ASSA ABLOY AB, ASSA
ABLQY Inc., HID, and Hospitality).........ccceeeierireiienieniieieecie e 8
IV, ARGUMENT ..ottt ettt ettt et e st et e st e b e e st enaeeneenaeenes 9
A. All Declaratory Judgment Plaintiffs Have Established a Justiciable Case or
Controversy Under the MedImmune Legal Standard...........c..ccceevevvenciieenieennnnn. 9
1. The Facts and Circumstances Alleged in the Complaint Establish a
Reasonable Apprehension of Future Litigation for Each
Declaratory Judgment Plaintiff...............coocoeiiiiiiiiiiiiceeeeeeee, 9
2. Charter Pacific Errs as a Matter of Law in Requesting that Its
Public-Facing Statements be Evaluated as Isolated Occurrences............ 13
3. The MedImmune Standard Does Not Strictly Require the Patentee
to Engage in Affirmative Acts or Separate Affirmative Acts for
Each Related Entity......c.coooiiiiiiiiiiieciieee e 15
B. Practical and Prudential Considerations Weigh in Favor the Court
Exercising Declaratory Judgment Jurisdiction ...........cccceeevveeeciieenieeeeieesiee e 19
V. CONCLUSION ...ttt sttt ettt sttt sttt et sbt et eatesbe et e sbeebesaeenbeeaees 21

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 3:22-cv-00694-MPS Document 36 Filed 09/16/22 Page 3 of 27

TABLE OF AUTHORITIES
Page(s)

Cases
Anthem Sports, LLC v. Under the Weather, LLC,

320 F. Supp. 3d 399 (D. Conn. 2018)....ccueeieriieiieiieieeieeieeie ettt 2,4,16,19
Arrowhead Industrial Water, Inc. v. Ecolochem, Inc.,

846 F.2d 731 (Fed. Cir. 1988)....iiiiiieiieiieie ettt ettt 10
Asia Vital Components Co., Ltd. v. Asetek Danmark A/S,

837 F.3d 1249 (2016) ittt ettt ettt st et ne e eneeaeeneees 10, 11
Atl. Mut. Ins. Co. v. Balfour Maclaine Int’l Ltd.,

968 F.2d 196 (2d Cir. 1992)....ciiiiieieeiee ettt ettt et saeeaeeneeees 3
Cat Tech LLC v. TubeMaster, Inc.,

528 F.3d 871 (Fed. Cir. 2008).....ccueeiieeieriieieeiienieeie ettt ettt et seeesseeneesneeneeas 17
Cellectis S.A. v. Precision Biosciences, Inc.,

858 F. Supp. 2d 376 (D. Dl 2012) ..ottt 3
Conyers v. Rossides,

558 F.3d 137 (2d Cir. 2009)....ccueeeieieeiieieeeeettete ettt ettt ettt ettt ese e aeenee s enseeneenees 3
Cox Commc'ns, Inc. v. Sprint Commc 'n Co. LP,

198 L. Ed. 2d 699, 137 S. Ct. 2267 (2017) cueeeueeeeeeeeeeeeeseee sttt 16
Cox Commc 'ns, Inc. v. Sprint Commc 'n Co. LP,

838 F.3d 1224 (Fed. Cir. 2010)..cueiiieiieiieieeieieee sttt ettt 16
Cox Commc'ns, Inc. v. Sprint Commc 'ns Co. LP,

No. 12-cv-487, 2013 WL 1226877 (D. Del. Mar. 27, 2013) ...cceeviieieieieieeeeeeeeeeenes 3,16
Dow Jones & Co., Inc. v. Ablaise Ltd.,

606 F.3d 1338 (Fed. Cir. 2010)...ccueiiieieeiieie ettt ettt sttt s sneenee e 18
Hewlett-Packard v. Acceleron LLC,

587 F.3d 1358 (Fed. Cir. 2009)......coiieiiiieieeieieee ettt ettt ettt s eeesneenaeas 11
Innovative Therapies, Inc. v. Kinetic Concepts, Inc.,

599 F.3d 1377 (Fed. Cir. 2010)...cceeiieieeiieieeiesieee ettt 17,18
Makarova v. United States,

201 F.3d 110 (2d Cir. 2000).....ccueeieieieeiieieeiesieeie ettt seeeeesseesae e sseeeesaeensesneenseeneenne 3

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 3:22-cv-00694-MPS Document 36 Filed 09/16/22 Page 4 of 27

Matthews Int’l. Corp. v. Biosafe Eng’g, LLC,
695 F.3d 1322 (Fed. Cir. 2012)...iiuiiieiiiiieiecteeeeee ettt st st 19

Medlmmune, Inc. v. Genentech, Inc.,
549 U.S. TI8 (2Z007) cuuuiieeeeitiie ettt e e e e et e e et e e e e be e e e e sabaeeessaeeeeenseeaeenssaaeaanns passim

Mey v. Frontier Commc’ns Corp.,
No. 3:13-cv-01191-MPS, 2014 WL 6977746 (D. Conn. Dec. 9, 2014) .....cccccoveevieniinnicnnenn 3

Microsoft Corp. v. DataTern, Inc.,
755 F.3d 899 (Fed. Cir. 2014).c..uiiiiiiiiieiieieetee ettt ettt st 19

Nike, Inc. v. Already, LLC,
663 F.3d 89 (2d Cir. 201 1)ttt ettt et e e et e e e e ae e e s beeeaneeenns 4

Prasco, L.L.C. v. Medicis Pharma. Corp,
537 F.3d 1329 (Fed. Cir. 2008)......cccuiiiiiieeeiieeeiee ettt ettt et e sve e e reeeearee e 9,10, 13

SanDisk Corp. v. STMicroelectronics, Inc,
480 F.3d 1372(Fed. Cir. 2007)...ccueieeeieeeiee ettt ettt etae e s e e e aveeeaneas 17

Teva Pharms. USA, Inc. v. Novartis Pharms. Corp.,
482 F.3d 1330 (Fed. Cir. 2007 ).....uuiieiiieeiee ettt ettt eenae e saee e s aveeeeaneas 20

The New York Times Co. v. Gonzales,
459 F.3d 160 (2d Cir. 2000)......ccccuiieirieeeiie ettt et eaae e et e e v e e eaveesnaeesaraeesaseeeaneas 19

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 3:22-cv-00694-MPS Document 36 Filed 09/16/22 Page 5 of 27

I. INTRODUCTION

There is no jurisdictional barrier for any of the named Declaratory Judgment Plaintiffs in
this case post-MedImmune. Each of the six Declaratory Judgment Plaintiffs are within the ASSA
ABLOY corporate family and, as alleged in the Complaint as an unrebutted fact: “each individual
Plaintiff has a unique role in the operations that lead to the making and selling of products,
platforms, and/or services provided by Yale, August, HID, and Hospitality to customers in the
United States.” Complaint, ECF No. 1 (“Complaint”), at § 13. In other words, each individual
entity is involved in bringing products to the market. The relief sought by the ASSA ABLOY
Entities in this lawsuit is critical to maintain the market status quo and ensure that Charter Pacific
is not positioned to introduce unwarranted business interruptions now or in the future.

Declaratory Judgment Defendants CPC Patent Technologies Pty. Ltd. and Charter Pacific
Corporation Ltd. (collectively, “Charter Pacific”) do not challenge the standing of ASSA ABLOY
Residential Group, Inc. (“Yale”) or August Home, Inc. (“August”) because Charter Pacific has
formally accused these entities of infringement. Answer and Counterclaims, ECF No. 28
(“Answer”), at 68—74 (asserting counterclaims of infringement against Yale and August). There
is little reason, however, to conclude that the allegations will end there. Charter Pacific has not
and will not provide the ASSA ABLOY Entities any assurances that the remaining entities, the so-
called “Non-Contacted Entities,”! will not later be accused of infringement.

All six of the ASSA ABLOY Entities have an existing case or controversy with Charter

Pacific as to declarations of non-infringement of the Patents-in-Suit. To conclude otherwise would

! Plaintiffs sparingly apply Charter Pacific’s terms “Contacted” and “Non-Contacted” Entities as invoked
in the Motion to Dismiss for simplicity and clarity only. Plaintiffs do not thereby intend to concede the
“contacted” status of any entity as a matter of law or fact.
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