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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

SAMSUNG ELECTRONICS CO., LTD., MICRON TECHNOLOGY, INC.,
MICRON SEMICONDUCTOR PRODUCTS, INC., and
MICRON TECHNOLOGY TEXAS LLC,

Petitioner,

V.

NETLIST, INC.,
Patent Owner.

IPR2022-00615 (Patent 7,619,912 B2)
IPR2022-00996 (Patent 11,016,918 B2)
IPR2022-00999 (Patent 11,232,054 B2)!

Before PATRICK M. BOUCHER, JON M. JURGOVAN,
DANIEL J. GALLIGAN, and KARA L. SZPONDOWSKI,
Administrative Patent Judges.*

JURGOVAN, Administrative Patent Judge.

' Micron Technology, Inc., Micron Semiconductor Products, Inc., and Micron
Technology Texas LLC filed motions for joinder and petitions in
IPR2023-00203, IPR2023-00405, and [IPR2023-00406, and have been joined
as petitioners in each of the captioned proceedings.

2 This Order addresses issues that apply in each of the captioned
proceedings. We therefore exercise our discretion to issue one Order to be
filed in each proceeding. This is not an expanded panel, the proceedings
have not been consolidated, and the parties are not authorized to use this
heading style without prior Board approval.
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IPR2022-00615 (Patent 7,619,912 B2)
[PR2022-00996 (Patent 11,016,918 B2)
[PR2022-00999 (Patent 11,232,054 B2)

ORDER
Conduct of the Proceedings
37CF.R.§425

On September 15, 2023, a conference call was held between Samsung
Electronics Co., Ltd., Micron Technology, Inc., Micron Semiconductor
Products, Inc., and Micron Technology Texas LLC (collectively
“Petitioner”), Netlist, Inc. (“Patent Owner”), and Judges Jurgovan, Galligan,
and Boucher. During the call, we discussed Patent Owner’s request for
authorization to file a Motion to Submit Supplemental Information under
37 C.F.R. § 42.123(b). Patent Owner’s request for authorization to file the
Motion is granted.

In an e-mail dated September 5, 2023, Patent Owner requested
authorization to file the Motion, asserting that, in a concurrently pending
district court litigation, a deposition transcript of Micron’s corporate
representative on technical matters related to the 912, *918, and *054
patents shows Petitioner is taking positions that are inconsistent with those
advanced in these proceedings. IPR2022-00615, Ex. 3017; IPR2022-00996,
Ex. 3002; IPR2022-00999, Ex. 3002. According to Patent Owner, “failure
on Micron’s part to disclose this information is a direct non-compliance with
its obligation to disclose inconsistent information under 36 CFR
42.51(b)(1).”* TPR2022-00615, Ex. 3017; IPR2022-00996, Ex. 3002;
[PR2022-00999, Ex. 3002.

3 Patent Owner also asserted that Micron improperly designated the

deposition transcript as confidential under the district court’s protective
order (IPR2022-00615, Ex. 3017; IPR2022-00996, Ex. 3002;
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IPR2022-00615 (Patent 7,619,912 B2)
[PR2022-00996 (Patent 11,016,918 B2)
[PR2022-00999 (Patent 11,232,054 B2)

In an e-mail dated September 5, 2023, Petitioner Micron opposed
Patent Owner’s request, arguing that (1) Micron is merely an understudy in
the captioned proceedings, (2) Patent Owner did not properly seek leave
from the Board to conduct discovery in the relevant inter partes review
proceedings, (3) the deposition occurred after the deadline for submitting
new evidence in the captioned proceedings, and (4) Patent Owner
misrepresents the referenced testimony as being from a Micron “corporate
representative.” IPR2022-00615, Ex. 3018; IPR2022-00996, Ex. 3003;
IPR2022-00999, Ex. 3003.

In an e-mail dated September 5, 2023, Petitioner Samsung opposed
Patent Owner’s request as well, arguing that (1) “a call is not necessary
because Netlist’s apparent dispute . . . is only with Micron, who was joined

299

to each of these three IPRs as an ‘understudy,’” (2) the request is untimely
because “Netlist made no effort to ‘meet and confer to resolve any
disputes’” on this matter, and “the deadline for Netlist to submit evidence in
these three IPRs has already passed,” (3) “it is unclear how testimony by
‘Micron’s corporate representative’ in 2023”—which “is not normally
considered relevant for issues like claim construction and invalidity”—

“could be relevant to these three IPRs (where the alleged date of invention

was over 10 years ago),” and (4) “it is unclear . . . why . . . Netlist did not

IPR2022-00999, Ex. 3002), to which Micron and Samsung offered rebuttals
(IPR2022-00615, Exs. 3018-3019; IPR2022-00996, Exs. 3003-3004;
IPR2022-00999, Exs. 3003—3004). In a subsequent e-mail dated September
11, 2023, however, Patent Owner stated that “the deposition transcript in
question has now been unsealed.” [PR2022-00996, Ex. 3005;
[PR2022-00999, Ex. 3005. So, the confidentiality of the deposition
transcript does not appear to be at issue.
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IPR2022-00615 (Patent 7,619,912 B2)

[PR2022-00996 (Patent 11,016,918 B2)

[PR2022-00999 (Patent 11,232,054 B2)

seek authorization for such discovery in these IPRs within the time limits
established by the Board’s scheduling orders.” IPR2022-00615, Ex. 3019;
[PR2022-00996, Ex. 3004; IPR2022-00999, Ex. 3004.

During the conference call, the parties discussed their positions with
Judges Jurgovan, Galligan, and Boucher. Having considered each party’s
arguments, we grant Patent Owner’s request for authorization to file a
Motion to Submit Supplemental Information under 37 C.F.R. § 42.123(b).

Within seven calendar days from the date of this Order, Patent Owner
may file a Motion to Submit Supplemental Information under 37 C.F.R.

§ 42.123(b), not to exceed five (5) pages. The Motion should address (1) the
subject and scope of the supplemental information Patent Owner seeks to
submit; (2) why the supplemental information is relevant to the claims in
each of these proceedings and how the supplemental information indicates
Petitioner is taking an inconsistent position in each of these proceedings,
with citations to the record; (3) why Micron’s deponent was speaking as a
“corporate representative’” within the scope of what the deponent was
designated to testify, and in relation to the claim language of the involved
patents; (4) why the supplemental information reasonably could not have
been obtained earlier; and (5) why consideration of the supplemental
information would be in the interests-of-justice.

In addition, we request that Patent Owner file the supplemental
information for which submission is sought as an atfachment to the Motion,

not as an exhibit.
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IPR2022-00615 (Patent 7,619,912 B2)
[PR2022-00996 (Patent 11,016,918 B2)
[PR2022-00999 (Patent 11,232,054 B2)

If desired, Petitioner, within seven calendar days of the filing date of
Patent Owner’s Motion to Submit Supplemental Information, may file an
Opposition to the Motion, not to exceed five (5) pages.

If desired, within seven days of Petitioner’s Oppostion to the Motion,
Patent Owner may file a Reply to the Opposition, not to exceed two (2)
pages.

In view of the foregoing, it is

ORDERED that Patent Owner may file a Motion to Submit
Supplemental Information under 37 C.F.R. § 42.123(b), limited to five
pages, within seven calendar days from the date of this Order;

FURTHER ORDERED that the Motion shall have as attachment(s)
the supplemental information for which submission is sought, but the
supplemental information at issue shall not be filed as exhibits;

FURTHER ORDERED that Petitioner may file an Opposition to
Patent Owner’s Motion, limited to five pages, within seven calendar days of
the filing date of Patent Owner’s Motion.

FURTHER ORDERED that Patent Owner may file a Reply, limited to

two pages, within seven calendar days of Petitioner’s Opposition.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




