
  

UNITED STATES PATENT AND TRADEMARK OFFICE 
______________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

______________ 
 

APPLE INC., 
 

Petitioner  
 

v.  
 

FINTIV, INC., 
 

Patent Owner 
____________ 

 
Case No.: IPR2022-00976 
U.S. Patent No. 9,892,386 

 
Title:  MONETARY TRANSACTION SYSTEM 

_________________________________ 
 
 

DECLARATION OF MICHAEL I. SHAMOS, PH.D. 
 

IPR2022-00976
Fintiv Ex. 2001 | Page 1 of 51

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 -i-  
 

 

TABLE OF CONTENTS 
Page 

 
I. INTRODUCTION .......................................................................................... 1 

II. QUALIFICATIONS ....................................................................................... 2 

III. COMPENSATION ......................................................................................... 4 

IV. MATERIALS CONSIDERED ....................................................................... 5 

V. SUMMARY OF MY OPINIONS .................................................................. 6 

VI. LEGAL PRINCIPLES .................................................................................... 6 

VII. LEVEL OF ORDINARY SKILL IN THE ART ............................................ 9 

VIII. SUMMARY OF THE ’386 PATENT .......................................................... 11 

IX. THE ’386 PROSECUTION HISTORY ....................................................... 14 

X. CLAIM CONSTRUCTION ......................................................................... 14 

XI. SUMMARY OF THE ASSERTED REFERENCES ................................... 15 

A. Dill et al. U.S. 2009/0265272, Ex. APPL-1005 (“Dill”) ..................................... 15 

B. Vadhri U.S. 2010/0133334, Ex. APPL-1006 (“Vadhri”) .................................... 17 

C. Akashika et al. U.S. 2009/0217047, Ex. APPL-1007 (“Akashika”).................... 19 

D. Hansen U.S. 2004/0230527, Ex. APPL-1008 (“Hansen”)................................... 22 

E. Liao U.S. 7,865,141, Ex. APPL-1009 (“Liao”) ................................................... 24 

XII. GROUND 1: CLAIMS 1 AND 3 WOULD NOT HAVE BEEN 
OBVIOUS OVER THE COMBINATION OF DILL, VADHRI, 
AKASHIKA, AND HANSEN ..................................................................... 25 

A. Claim 1 Would Not Have Been Obvious in View of Dill, Vadhri, 
Akashika, and Hansen .......................................................................................... 26 

1. Limitation 1.1.1: “an integration tier operable to manage mobile 
wallet sessions” ........................................................................................ 26 

2. Limitation 1.1.2: “the integration tier also including a 
communication application programming interface (API) and other 
communication mechanisms to accept messages from channels” ........... 28 

3. Limitation 1.2: “notification services operable to send notifications 
through different notification channels including one or more of 
short message peer-to-peer, short-message services and simple 
mail transfer protocol emails” .................................................................. 28 

IPR2022-00976
Fintiv Ex. 2001 | Page 2 of 51

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 -ii-  

 

4. Limitation 1.4: “database services operable to store financial 
transaction details, store customer profiles, and manage money 
containers” ............................................................................................... 29 

5. Limitation 1.6: “a rules engine operable to gather financial 
transaction statistics and use the gathered financial transaction 
statistics to enforce constraints including transaction constraints”.......... 30 

6. Limitation 1.9.2: “the funds being deposited by a subscriber at the 
agent branch using a mobile device configured to run a monetary 
transaction system application” ............................................................... 32 

7. Limitation 1.10.5: “committing a pending transaction through the 
business process services” ....................................................................... 33 

8. Limitation 1.10.6: “wherein the integration tier communicates a 
transaction commitment request to the business process services” ......... 34 

9. Limitation 1.10.7: “receiving a confirmation from the business 
process services that the pending transaction has been committed” ........ 35 

10. Limitation 1.10.8: “sending, through the notification services, a 
receipt notification to the mobile device” ................................................ 35 

11. Limitation 1.10.9: “upon receiving a confirmation of commitment 
from the business process services, committing the pending 
transaction to the database services”........................................................ 36 

12. Limitation 1.11.4: “applying with the rules engine, velocity rules” ........ 37 

13. Limitation 1.11.5: “creating with the database services a new 
pending transaction history record” ......................................................... 39 

14. Limitation 1.11.8: “updating, using the database services, a 
pending transaction history record to reflect the funds” .......................... 40 

XIII. GROUNDS 1 AND 2: CLAIM 3 WOULD NOT HAVE BEEN 
OBVIOUS OVER DILL IN VIEW OF VADHRI, AKASHIKA, AND 
HANSEN (GROUND 1); CLAIM 2 WOULD NOT HAVE BEEN 
OBVIOUS OVER DILL IN VIEW OF VADHRI, AKASHIKA, 
HANSEN, AND LIAO (GROUND 2) ......................................................... 41 

A. Limitations in Claims 2 and 3 That are Identical or Similar to Claim 1 .............. 42 

B. Limitations Unique to Both Claims 2 and 3 ........................................................ 44 

C. Limitations Unique to Claim 3 (Ground 1).......................................................... 44 

1. Limitation [3.10.1]: “wherein the monetary transaction system is 
implemented to transfer funds using the mobile device configured 
to run a monetary transaction system application, including 
performing the following steps:” ............................................................. 44 

D. Limitations Unique to Claim 2 (Ground 2).......................................................... 45 

IPR2022-00976
Fintiv Ex. 2001 | Page 3 of 51

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 -iii-  

 

1. Limitation [2.6]: “a mobile device configured to run a monetary 
transaction system application” ............................................................... 45 

2. Limitation [2.12.1]: “wherein the monetary transaction system is 
implemented to withdraw funds at an agent branch using the 
mobile device configured to run a monetary transaction system 
application, including performing the following steps:” ......................... 45 

XIV. CONCLUSIONS .......................................................................................... 46 

IPR2022-00976
Fintiv Ex. 2001 | Page 4 of 51

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 

I. INTRODUCTION 

1. My name is Michael Shamos.  I have been retained as an expert 

witness by Patent Owner Fintiv, Inc. (“Fintiv” or “Patent Owner”) for this Inter 

Partes Review IPR2022-00976 of U.S. Patent No. 9,982,386 (the “’386 Patent”) 

filed by Apple Inc. (“Apple” or “Petitioner”). 

2. In the Petition, I understand that Petitioner is challenging the validity 

of Claims 1-3 (the “Challenged Claims”) of the ’386 Patent (Ex. APPL-1001), 

constituting all the claims of the ’386 Patent. 

3. I have been asked to consider whether the Challenged Claims of the 

’386 Patent would have been obvious to a person of ordinary skill in the art 

(“POSITA”) as of the date of the invention.  I was also asked to review and 

comment on several technical statements made by Petitioner in the Petition and by 

its expert, Dr. Henry Houh, in the “Declaration of Dr. Henry Houh, Under 37 

C.F.R. § 1.68 in Support of Petition for Inter Partes Review,” dated May 5, 2022 

(“Houh Declaration, Ex. APPL-1003). 

4. This Declaration contains statements of my opinions formed in this 

case to date and the bases and reasons for those opinions.  I may offer additional 

opinions based on further review of materials in this case, including opinions 

and/or testimony of other expert witnesses. 
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