Case §:22-cv-00350 Document 2 Fied 04/01722

AO 120 (Rev. 08/10)

Page 1ot i

TO: Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas on the following
[] Trademarks or [M Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
6:22-cv-00350 4/1/2022 Western District of Texas
PLAINTIFF DEFENDANT

ECOFACTOR, INC. GOOGLE LLC

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 8,019,567 4/16/2013 EcoFactor, Inc.

2 10,612,983 3/6/2012 EcoFactor, Inc.

3 8,596,550 12/3/2013 EcoFactor, Inc.

4 8,886,488 7/10/2018 EcoFactor, Inc.

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
0 Amendment ] Answer [ Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1

2

3

4

5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy te Director

Copy 2—Upon filing document adding patent(s), mail this copy to Director
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Copy 4—Case file copy
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03-01~22

Best Available Copy

IR 14 A6

GiVicio. RECEIVED
FTATR AT FAX CPNTFR

M1 BAR -3 P22 MAR 0 1 2022

15:18 Frum-RUSSRAU§U§T,\KAﬁ}F ,U,\ SN + T-863 P.01 F-086

..w-

PT0SB/66 (21-21)
APRIIvOa 107 WSO TRIOUEN 1173072024, OMils Dhs4-0018
.5, Patent and Trademark O1tke, u.y DEPAKTMENT OF COMMERCE

Rocket Number (Qpuonai)

EFACT.007A

PETITION TO ACCEPT UNINTENTIDNAI.LY DELAYED PAYMENT OF

MAINTENANCE FEE IN AN EXPIRED PATENT (37 CFR 1.378(b))
Page 10f4

Mait 10: Mail Stop Petition
Commnssdnds 10r PATRATS
0O Baa 1850
alesangna, va 22313-1450
Fax. (5731 273-8300

NOTE, If information or Bsstancs 13 NeeAEA wn complening this form, please cantact the Offico 0f Pcbitiony at {§73) 272-3282

81596,550 Apphcation Nusnber 12/778052
e pare DECEMbEr 3, 2013 ramenae MAY 11, 2010

CAUTION. MaifTenance fee payment must correctly igentity. (1) the p3Ient nuender (Of 1815w patent numper. if a reissue) ang (2) the
apphcalion number of the actual U S appicanan (or roissut IPPICELoN) ILANNE TO 1$SUANCE OF ThAT PATENt 1 emufe the teels)
1/9re ussocialed with The 00irest natent 37 CFR 1 3661c) and (d).

Also complete the following informaven. f apeucabis.
The abovegentified patent

D i$ 3 ressue of arginal Putent No. OrigINul vut colt

Putunt NO.

onginal application numbe:

ongm3 fibng aare

[ resuiced from e entry into the U.S. under 35 U S.C 373 of ntemanional apphcation

filed on

NOTE. A grantauie petition requires the following items.

(1) #&unon iz,
{2} Maintepance fec, and
(3} Statement Ihas the delay in payment of tne maintenance fee was unintentional

CERTIFICAYE OF MAIUNG OR TRANSMISSION {37 CFR 1 8(a))

1 nerepy certfy that this paper (* alang with sny paper referred 10 as being atachee of cncloyed) « HeNg depasmed with the united Sticy
Postal Senvice on the date shown belaw with sufhicient postage as first class mait in an envelope aa4ressed ™ Mail Stop Petmen,
Comimssioner for patents, P.O. Baa 1450, Aleaandnia, VA 22313-1450. or beng rransmitted 1o the U S Patent and Tragemark Office by EFS-
weo, or By facsimjle 10 {571} 273-8300, on the dste shown pelow

March 1, 2022 /Alexandra Loew!/
Pare Signature
Alexandra Loew

Typed or Pnnted Name of Porson Sgning Certificate

iPage £ of 3]
A Fedsral 480nCy MAy NAT CON.CT OF ZPON0s, ofid o PENON B N0 (CQWINE@ T3 Mespand o, nor sholl @ PxMGN b BLVBCT TO 3 PENIITY for tajlure to comply with «n
intormanan coflectian subyeck Lo the reguirtinents Of the PAperwirk R2duction ACt o 1993, unkms the 1 Ros a y walid OR1B Contrer

Nummber The OMB ContrOl NuriBer 10 Tz (niarmation colheton 1a 0651-0016. Pull€ DULIen 10f TS TONTT 15 cShiMaled 10 avorazy 1 Rowt poT FEcponse,
INCIING THE HIME 10F Fevicwing Walrucldns_ Sasrching SASHNEG GIT2 SQurCesS, atherng and Manlamng e 3N Necoea, InG completng and reviowinyg the
iInfarmanon cotlection Send cominents FEXaraing shis Burden c3hiMate OF any 8ther H>paCt OF TR15 INTOIMITON CONeCUON, NChydin wigBslioNs (04 reauang th..
Burdun 16 the Chict AQRiRZttive Oficer. Lnited States Palent ana Trageman Othee, P O Boa 1450, Aloadndia, VA 23313-1450Q or email
ntormagonColicction@uspld gov. DO NQT SEND FEES OK COMPLETED FORMS TG TruS ARDRESS 3ENP TO Commusxanct tor Petants, P.O. Box 1350, Algadndre,

VA 22313-1450.

1 yOu need assscance 1 COmpkiting T Jarng <ol 3-500-FT0-9194 and skt oplion 2.

a4
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03-01-22 15:18

Best Available Copy

From-RUSS AUGUST KABAT + T-963  P.02/11

PTO/SB/66 (11-21)

Appraved 1or uoe trouph 11/30/2024 OmMb J654-0016

U S Patunt «na Trageman Onke; v.% BEPARTMENT OF COMMERCE

Uncier thu PapunwOrs REGuCT:on AGT o 1995, N0 PeraOns ort Mtquifyd 10 13pona 10 3 cofiecuon of informauon unless o thaplaya a vohid GMB EOntiol Numeer

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT
OF MAINTENANCE FEE IN AN EXPIRED PATENT (37 CFR 1.378(b))

Page 2 of 4
v

1 SMALLENTITY

D patentee asserts, or has previcusly asserted, Smal entity status See 37 CFR 1.27.
2. +0OS5 OF ENTITLRMENT TO SMALL ENTITY STATUS

Patentee »s no longer encitied to 3Mall nTAy sTatus See 37 CFR 1.27(g).
3. MICRO ENTITY

EI Patentee cerhes, or h3s préviously cernfied, Micro enty status See 37 CFR 1 29
Form FTO/SB/15A of 1 OF €Quivsient MMust ether by of RAue Pach 5 ai I

4. LOSS OF ENTITLEMENT TO MICRO ENTITY STATUS
D Parentee » no fonger entiTied TO MICTO enticy stdtus. See 37 CFR 1 29{))
5. MAAINTFNANCE FEE (37 CFR 1.20¢e)-(2))

The 3pPIOPNATE MAINTENANCE tee INWST LE SUPMITTEN WITh This PYLUOR, Lilless X was pad earker.

undiscounted Sma} Eatity WMicro Enlty
Amount Fee (Cooe) AINGunt Fers {Coae} AMount Fee (Codc)
s $gyrfee 01551 |5 Bagreee  (@svy [ S swyrfee  (355)
$3.76000  Syirfee pssz [ S Tayrfee  (2652) s Myrtee  @552)
05— 1myrfee (1853 (s 1syrtee sy [[ 15— iumyrfee  (3553)

MAINTENANCE FEE BEING SUBMITTED S 3~75_9,;9_9,_

6. PETITION FEE
Tne pewrion fee requred by 37 CFR 2 17{m) of.
$.2,100.00 ynaiscounted (Fee Code 1558), ar
S o Senail Enury {Fee Coue 2538); or
S__ Mo Entiy (Fee Code 3558)
Must be paid 5 3 COnALION of accepung an unaentionally delayed payment of @ mantenance fee.
PETITION FEE BEWG SwamiTreD § 2:100 00
7. MANNER OF PAYPENT
[T Enciosed s 3 cnecn for the sum of §

D PIPRSQ MMarga Ne:pnvea ACM AT NN — T MRS -
Payment by credit cacd. Form PTO-2038 15 armacwo.
D Payment mace via EF>-web

§- AUTHORIZATION TO CHARGF ANY FFE DERICIENCY

[[] ™e burectar o hereoy authorzed 1o charge any mantenance fee or pettin deNCency 10 DEpasT Account N

F-088
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Best Available Copy

03-01-22  15:19 From-RUSS AUGUST KABAT + T-963  P.03/11

PTOYSB/66 131-21)
Approved for uis Tvowgh 11/30/2024 OMB 0651-C010
u.> Patent ana Tracemark Oftice; u S DEPARTMENT OF CQmMERCE

under ha Pepunwon Reducuon Act ot 1985, NO Parsons ofc reqQuirs0 1o reapondioe collccuian ot T MITIHNH unicSa 1T cisPioye ¢ vahd OMb CONTrOl NuMDYr.

PETITION TQ ACCEPT UNINTENTIONALLY DELAYED PAYMENT
OF MAINTENANCE FEE IN AN EXPIRED PATENT (37 CFR 1.378(b))

page 3 of 4
9. OVERPAYMENT
AS 10 aNy GveIpAyment made, please
D Cred t 10 PEepOsTACCOUNT NQ.
OR
Scind i efund chack
WARNING:

Petmioner/apphcant s CouTIONRa T0 avaid SURTITLNG personal ntorManon in dacuments hled sn @ patent suphCation tThat Mmay conlrPuie
identity Biett Parsonal information, SLch as satial 3¢ty RumBers. D3Nk acCAUNT AUMpers, 0f Credit C3rd fumbers (OTer Than 3 check or
credit Card sutnonzauon farm (PTO-2038) submirued tor payMent purposes), & Never required Dy e WSPTO vo support a penimen or an
applicanon. it This type of persanal intormation is \aciuded i OcumMenTts sudmRXeq 16 the USPTO, peLuioner/applicant should consider
reaacting Such personal informanon from the documents betore subpITHNG Them 10 the WSPTO Peunioncr/4ppleant «s adviscd that the
rucorc of @ patent apphcation IS avaslanle ta the pulhic after pubhization of the apphcation (Laless a non-publCaLIoN FEGUEsT M complance
with 87 CFR 1.213(a) 15 Made in the APAICATION OF R¥WANCE O 3 patent. FuRNermore, the «ccora ttom an oRandendd IPALETION may Al5Q
e avaiiabic ta the puRlic f the applicatien s referanced i 3 published applicanion or an ssutd patent (see 37 CFR § 14) Checks und Credir
card authonizanan torms (PYO-2038) subnyTted for poyment purposes are Aot retained in the appiicauon file and thesefore are nat pudhcly
wvaldie

10. STATEMENT

The deiay 1n payment of the mwntenance fee for thyy pATENT was umintentional

peutioner ;s reminded that a duelay reswlting from a getperasely chosen Cowrse of acoon or 3 changa in arcumstance s notan umintentianat
aelay.

Petjuoner s tufther reminded that @ PErson seching rewstatement o an expired patent should NOT Mdik: @ Ytatement that the delay 0
paymeng of the mantenance fee was umnTenTonal uNiess The entirc &3y was umintentianal, Including the pertad from dnCovery that the
maintenance fee was not IMely paid unlil payment of the m w tee. FOs ple. o YTATeMEnt tat the Gely in payment of the
mainenance 1€ was umntent:onal would not be Proper whun InE patentee becomes aware of sn wNIENToNal tadur To Tmely péy the
mantensnce fee and then intentionally delayz fiung a petvon tor reins@rement of the patent under 37 CFR 1 378. See MPEP 2530.

NOTE. Where The pention unaér 37 CFR 1.378 1 fued more than Two years afeor the date the patent expires far nonpaymant of the
masntengnce fee, The unied States Patentand Trademark Ofhice requirBs an additional expianauan of TNe GreuMmstunces Surounding the
Gelay That estubhsties The entife aeidy was porenuonal This requarement i 10 addinon [0 the requirement 10 prowide 8 statement that the
entra dalay was unintentionaj Sea Crurgication of the Practice for Requiring Additional irdurmation in Peunons Filed in Rarent Appicotions
and Parents Bosed on upntennional Deldy, &% FR 12222 {Mareh 2, 2020}, See MPEP 211.03(cKINIC)(F) ror agat0nal guiaance on the
informanion requires 1 estaphish that me crlifg delay wad unitrentional.

D Because This petiuon unuer 37 CFR 1.378  peing filed mure than Two yedrs aher tne date The patent expired for nonpayment of tne
maintenance fee, additional e:planar-nn aof the CirCuMSTaNcEs 3ult Punding the aeldy That establinhes tNe entire geldy was
umntennanai 5 enciosed Norewith

F-088
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Best Available Copy

'

03-01-22  15:19 From-RUSS AUGUST KABAT + T-963 P.04/11 F-086

PTO/58/66 (11-21)

Appravea for use throuen 11/30/2026 OMB 0652-0016

wS Patentand Tracumark Office, U 5 OEPARTMENT OF COMMERCE

under the Papofworh Reducton Act o1 1995, no pErsan: dfe reQuired 10 1E2HONCTO A coliceton of v1omITIoN unless it dupleys 8 Yaug OMB contral Numist.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT
OF MAINTENANCE FEE IN AN EXPIRED PATENT (37 CFR 1.378(b))

Page 4 of 4
11. PENTIONER REQUESTS THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT BE REINSTATED.
March 1, 2022 /Shayan Habib/
Pate Signatwels) of Peouancr
Shayan Hapib
Regisraton Numibe, f apphcable Typed or Pnnted Name
650-716-4760
Telepnone Number

441 California Avenue, Number 2

Addross

Palo Alto, California 94301

Adgress
37 GFR 1 378(c) states. "Any PETTLON under 15 SEFAON Must bE 318084 N comphunce with §133(p)."
12. ENQLOSURES
mawntenance Fee Payment
Pennion fee wnoer 37 CFR 1.17{m) (tae for filng the maintenance fec petiton)

D Anguonal sheetls) containing statement esrabIshing umintentional gelay

D Ocher.
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Best Available Copy

.

03-01-22  15:19 From-RUSS AUGUST KABAT : AFE{;(HE‘ENTFR T-963 P.06/11 F-086

MARO1 2022

.

PTO/AIA/SE (08-12)
vOQ 10¢ usa rougn 11/30:2020 OMB 0851-0031
U S Patent snd Traoamam OMtice, W S DEPARTMENT OF COMMERCE

) unacr the PaEmom Reducnan Actot 1995, ne porsous 2.8 requied 19 1=8p0NA 10 3 COllecHon OF MM MANoD uniess T ABDIAYS B vahd OMB control fumber

STATEMENT UNDER 37 CFR 3.73(c)

ApplicanuPatent Owner: _ECOFactor, Inc.

Application No/Pasent No.: 8,596,550 Flearssue Date. 12/3/2013

Taed: Systemn, Meihod and Apparatus for laentfying Manuai Inputs ana Adapuve Programming of a Thermostat
EcoFactor. inc. a US corparanion

(Name Of ASSIQNEO) {Type of Axsynee, 8 g . corporahon, panasrship, unverSify. govaemme nt 3genty, aic.)

states mat, 1or the parent application/patent :dentitied above, itis {choose ane of opuens 1. 2, 3 or 4 below):
1. Tne assignee of the antre ngnt, title. and nterest.

2 [0) Anassignee of iess than the entire nght, Te, and interest (check apphcabie box):

L_I The exient (by percentage) ot s ownership inerest s % Additienai Statement(s) by the owneis
holeling the balance of the interest MUSL R SubMIIed 10 cCount tor 100% of the ownersnip interest

D There are unspecitied percentages of ownership. The other parues, ncluding INventors, who 1ogether awn he ennre
right, ki@ and nterest are”

Addmonal Statement(s) by the owner(s) holding the balance of the interest must be sybmined to account 1or the enre
night, ugle, 3nd interest

3. D The assignee of an undivided interest i he enlirely (8 complete assignment trom one of the jontinventars was made).
Tne otner parugs, nciuding nventors, who togetner own the entire nght, niie, and interest are

Additiona) Statement(s) by Tne cwner(s) hoiding the balance ot the interest MuST de supmdred 1o account for the ents
nght, ttle, and nterest.

4 D The recipient, wa a Cour praceeding of the ike (€ g., Dankupicy. propate), of an undivided Interest n e entirety (@
compiete ransier of ownership inteiest was made). The cemtied documeni(s) showing the wranster 1S attached

Tne interast entitisd in 0pnon 1. 2 or 3 @pove (T option 4) 1s evidenced by @ither (choase one ot opnons A or B below)

A An assignment from the ivenior(s) of The palent appiicanon/paient @enthed above The assignMent was recorded in
e united Siates Patent and Trademark Office at Ree! p2asga7 Frame 92 _ orfor which a copy
mnereo! 1s anached.

B D A chan pf title trom the inventor(s), of the patent apphcanon/paient idenuhied above, 1o the current assignee as tolows:

1. From- To-
The document was recorded n 1he United States Patent and Trademark Otfice at
Rool . _ Frame __ . ar tor which a cepy thereot s atached
2. From- - To

The document was recordad i ine United States Parent and Trademark Otfice at
Reel Frame or tor which a copy thereof 15 attached

[Page 1 ot 2}
TN coilacton of wioRNaLON 1S 7oquied oy 37 CFR 3.73(0) Tne intormsuni 15 18quifed o ohiair & FeTIN 4 benenT by Ma Pubic when 18 10 hio (and Ry me USPTO 10
process) an applieakon Contasmnality 18 Qoverped by 35 U S C. 122 ana 37 CFR Y 17 ang 1 14 Tnis callecvan i@ 10 Wke 12 5 1Q p8Te, INClusing
guIngnng. propanng, Ana submimng ine compiatad appheaton torm 1a the USFTO Time il vary Gapending wpon ina ndividual CA88 ANy COMMENIS ON N8 AMawnt
oF Lin@ you equife 10 CEmPIBNe TG 10rm #KYOY SugguInens for 1eoucing S Duraen, shauld 86 2ent 1 ;e Criet Intormaton Omcer, U S Patent ano Tradamurk
Qmico, US Deparfment of Commerce, P O Box 1450, Alexandra, VA 273131450, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents. P O, Box 1450, Alexanasta, VA 22131 450.

If you need assistance in complenng the form. call 1-800-PTO-919Y and select uphion 2.
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03-01-22  15:20

Best Available Copy

From-RUSS AUGUST KABAT + T-963

P.0T/11  F-086

PTOQrAIABE (08-12)

Approved 101 use wough 11/30/2020. OMB 0651-0031
1.8. Putent ang Tranemash Ofhce, V.S PEPARTMENT OF COMMERCE
unaoe: e Pagcmort Reqw:non Act at 1985 no persorms 8 18quired 1o 2SpPOnd 10 # Collect,on Of INTOmManon unieys it dispiuys 8 vais OMB conue! number

3. From.

4. From.

5. From

6. From-

a

As required by 37 CFR 3 73(c)(1){). the @

STATEMENT UNDER 37 CFR 3.73(c)

To
The documem was recorded n the United States Patent and Trademark Office at
Reel ____ Frame ________ Ortor which @ fopy thereot 1s anached
To. - —
The document was recoraed in tha United States Patent and Trademaik Oftice at
Resl , Frame __. or jor which a copy thereo! 1s attached.
To:

The document was recorded in the United States Patent ana Trademark Ofce at
Reel Frame

To:

_, or tor wiien a copy wnereof is guached.

The document was recorded in the United States Patent and Trademark Office at
Reel Frame

Aqqitional documents in the chain of nrle are hsted on a supplemental sheet(s).

assignee was, Or concurrently «s being, submiied for recoraaton pursuant 10 37 CFR 3.1

INOTE: A separate ¢opy (1 & . @ true copy of the original assignment document(s)) Must be submitted to Assignment

Division in accordance with 37 CFR Pan 3, 1a record the assignment in the records of the USPTO

The undersigned {(whose titie is Supphed below) 1S authonzed 1o act on behalt o the assignee

/Shayan Habib/

Signature

Shayan Habib

or for which & copy Inereot 1S atlacned.

ocumentary evidence of the chain of ntie from the onginal owner 10 the

March 1, 2022

See MPEP 302 08]

Date

Printed or Typed Name

CEO of EcoFactor. In¢

Tinle or Registraton Number

~Page 2 of 2}
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Case 1:21-cv-00328-MN  Document 3 Filed 03/03/21 Page 1 of 1 Pagels # 381

AO 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
’ Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Delaware on the following
[ Trademarks or [ Patents. ( [ the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
3/3/2021 Delaware
PLAINTIFF DEFENDANT
Carrier Global Corporation EcoFactor, Inc.
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 8,423,322 4/16/2013 EcoFactor, Inc.
2 8,019,567 9/13/2011 EcoFactor, Inc.
3 10,612,983 47712020 EcoFactor, Inc.
4 8,596,550 12/3/2013 EcoFactor, Inc.
5 8,886,488 11/11/2014 EcoFactor, Inc.
In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[0 Amendment [ Answer [ Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1
2
3
4
5
In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director ~Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy

8 of 294 PETITIONER ECOBEE
EX. 1008



Case L21-cv-00317-MN Document 2 Filed 03/01/21 Page 1 of L Pageld #; 430

AQ 126 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
’ Director of the .S, Patent and Trademark Otfice FILING OR BETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 aud/or 15 U.S.C. § 1116 vou are hereby advised that a court action has been
filed in the U.S. District Court for the District of Delaware on the following
(] Trademarks or [ Patents.  ( [ the patent action invoives 35 U8, § 292.):
DOCKET NG, DATE FILED 1.8, DISTRICT COURT
3/1/2021 for the District of Delaware
PLAINTIFF DEFENDANT
EMERSON ELECTRIC CO. ECOFACTOR, INC.
PATENT OR DATE OF PATENT . - D ATEN R ADEMARK
TRADEMARK NQ, OR TRADEMARK HOLDER OF PATENT OR TRADEMA
1 US8,423,32282 4/16/2013 EcoFactor, Inc.
2 S 8,018,567 B2 9/13/2011 EcoFactor, inc.
3 US810,812,98382 41712020 EcoFactor, Inc.
4 US 858655082 12/3/2013 EcoFactor, Inc.
5 US 8,886 48882 11/11/2014 EcoFactor, Inc.
In the above—entitled case, the foilowing patent(s) trademark(s) have been inciuded:
DATE INCLUDED INCLUDED BY
] Amendment O answer [ Cross Biil ] Other Pleading
PATENT OR DATE OF PATENT . - - TN - -
DEMARK NO. R TRADEMARK HOLDER OF PATENT OR TRADEMARK
1
3
3
4
S

In the above-—cutitied case, the following decision hias been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy I—Upon initiation of action, mail this copy to Birector  Copy 3 Upon termeination of action, mail this copy to Birector
Copy 2—-Upon filing document adding patent(s), mail thic copy to Birector Copy 4-—Case file copy

9 of 294 PETITIONER ECOBEE
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Case L21-cv-00317-MN Document 7 Filed 04/19/21 Page 1§ of 1 Pageld #; 438

AQ 126 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
’ Director of the .S, Patent and Trademark Otfice FILING OR BETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 aud/or 15 U.S.C. § 1116 vou are hereby advised that a court action has been
filed in the U.S. District Court for the District of Delaware on the following
] Trademarks or W Patents.  ( [ the patent action involves 33 U.S.C. § 292
DOCKET NG, DATE FILED 1.8, DISTRICT COURT
3/1/2021 for the District of Delaware
PLAINTIFF DEFENDANT
EMERSON ELECTRIC CO. ECOFACTOR, INC.
PATENT OR DATE OF PATENT . - D ATEN R ADEMARK
TRADEMARK NQ, OR TRADEMARK HOLDER OF PATENT OR TRADEMA
1 US8,423,32282 4/16/2013 EcoFactor, Inc.
2 S 8,018,567 B2 9/13/2011 EcoFactor, inc.
3 US810,812,98382 41712020 EcoFactor, Inc.
4 US 858655082 12/3/2013 EcoFactor, Inc.
5 US 8,886,488 82 11/11/2014 EcoFactor, Inc.
In the above—entitled case, the following patent(s) trademark(s) have been included:
DATE INCLUDED INCLUDED BY
] Amendment O answer [ Cross Biil ] Other Pleading
PATENT OR DATE OF PATENT . - - TN - -
DEMARK NO. R TRADEMARK HOLDER OF PATENT OR TRADEMARK
1
3
3
4
S

In the above-—cutitied case, the following decision hias been rendered or judgement issued:

DECISION/JUDGEMENT

Dismissed - see attached

CLERK (BY) DEPUTY CLERK DATE
John A. Cerino /s/ Mark D. Buckson, Jr. 4/19/2021

Copy I—Upon initiation of action, mail this copy to Birector  Copy 3-—Upon termeinativn of action, mail this copy to Birector
Copy 2—-Upon filing document adding patent(s), mail thic copy to Birector Copy 4-—Case file copy

10 of 294

PETITIONER ECOBEE
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0.Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.
12/778,052 12/03/2013 8596550 EFACT.007A 5650
20995 7590 117132013
KNOBBE MARTENS OLSON & BEAR LLP
2040 MAIN STREET
FOURTEENTH FLOOR

IRVINE, CA 92614

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment is 866 day(s). Any patent to issue from the above-identified application will
include an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management
(ODM) at (571)-272-4200.

APPLICANT(s) (Please see PAIR WEB site hitp://pair.uspto.gov for additional applicants):

John Douglas Steinberg, Millbrae, CA;
Scott Douglas Hublou, Redwood City, CA;
Leo Cheung, Sunnyvale, CA;

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation, and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation
works to encourage and facilitate business investment. To learn more about why the USA is the best country in
the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.

IR103 (Rev. 10/09)

11 of 294 PETITIONER ECOBEE
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date received: 7/12/13 puny

PTO/SB/08 Equivalent

Application No. 12/778,052
INFORMATION DISCLOSURE Filing Date May 11, 2010
ST ATEMENT BY APPLICANT First N'amed Inventor | John Douglas Steinberg
Art Unit 3744
(Multiple sheets used when necessary) - Examiner Norman, Marc E.
SHEET 1 OF 2 Attorney Docket No. EFACT.007A
U.S. PATENT DOCUMENTS
Examiner | Cite Document Numper Publication . Pages, Columns, Lines Where
Initials | No Number - Kind Code (if known) Date Name of Patentee or Applicant Relevant Passages or
Example: 1,234,567 B1 MM-DD-YYYY Relevant Figures Appear
1 6,400,956 06-02-2002  |Richton
2 8,457,797 06-04-2013  |Imes, et al.
3 2010/0289643 11-18-2010  |Trundle, et al.
4 2011/0046792 02-24-2011  |Imes, et al.
5 2011/0046798 02-24-2011  |Imes, et al.
6 2011/0046799 02-24-2011  |Imes, et al.
7 2011/0046800 02-24-2011  |Imes, et al.
8 2011/0046801 02-24-2011  |Imes, et al.
9 2011/0051823 03-03-2011  |Imes, et al.
10 2011/0054699 03-03-2011  |Imes, et al.
1" 2011/0054710 03-03-2011  |Imes, et al.
Chiogetorords 12 2011/0173542 07-14-2011  |Imes, et al.
ro documane| 13 2011/0202185 08-18-2011  |Imes, et al.
AEM, BN 2011/0214060 59 |680-01-2011 |Imes, et al.
1o/ basars | 18 2011/0224838 09-15-2011  |Imes, et al.
16 2011/0246898 10-06-2011  |Imes, et al.
17 2011/0307101 12-15-2011  |Imes, et al.
18 2012/0023225 01-26-2012  |Imes, et al.
19 2012/0046859 02-23-2012  |Imes, et al.
20 2012/0064923 03-15-2012  |imes, et al.
21 2012/0072033 03-22-2012  |Imes, et al.
22 2012/0093141 04-19-2012  |imes, et al.
23 2012/0101637 04-26-2012  |Imes, et al.
24 2012/0135759 05-31-2012  |Imes, et al.
25 2012/0215725 08-23-2012  |Imes, et al.
26 2012/0221718 08-30-2012  |Imes, et al.
27 2012/0252430 10-04-2012  |Imes, et al.
28 2012/0324119 12-20-2012  |Imes, et al.
29 2013/0053054 02-28-2013 | Lovitt, et al.
Examiner Signature lDate Considered
*Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not
in conformance and not considered. Include copy of this form with next communication to applicant.

T - Place a check mark in this area when an English language Translation is attached.

ALL REFERENCES CONSIDERED EXCEPT WHERE LINED THROUGH. /MN/

12 of 294 PETITIONER ECOBEE
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PTO/SB/08 Equivalent

Application No. Unknown
INFORMATION DISCLOSURE Filing Date Herewith
STATEMENT BY APPLICANT First N-amed Inventor | Steinberg, John Douglas et al
| Art Unit
(Multiple sheets used when necessary) Examiner
SHEET 2 OF 4 . Attorney Docket No. | EFACT.007A
U.S. PATENT DOCUMENTS
E;(r:g;;er ﬁ(tf NumbgrO _c UK?IZMCE;S (l/’fe Iinown) thkllli.coalt)i?gyDYa\t(e Name of Patentee or Applicant gealgs:h?}ggjsrzra‘;é: 'gfig:féﬁt
Example: 1,234,567 B1 Figures Appear
30 6,695,218 02-24-2004 Fleckenstein
31 6,726,113 04-27-2004 Guo
32 6,731,992 05-04-2004 Ziegler
33 6,734,806 05-11-2004 Cratsley
34 6,772,052 08-03-2004 Amundsen
35 6,785,592 08-31-2004 Smith
36 6,785,630 08-31-2004 Kolk
37 6,789,739 09-14-2004 Rosen
38 6,853,959 02-08-2005 lkeda, et al.
39 6,868,293 03-15-2005 Schurr
40 6,868,319 03-15-2005 Kipersztok, et al.
41 6,882,712 04-19-2005 Iggulden, et al.
42 6,889,908 05-10-2005 Crippen,; et al.
C hange(s) appliedt3 6,891,838 05 \Q-10-2005 Petite, et al.
to ddcument, 44 6,991,029 01-31-2006 Orfield, et al.
JATLM/ 45 7,009,493 03-07-2006 Howard
10/%30,/2013 46 7,031,880 04-18-2006 Seem, et al.
47 7,039,532 05-02-2006 Hunter
48 7,089,088 08-08-2006 Terry, et al.
49 7,130,719 110-31-2006 Ehlers, et al.
50 7,130,832 10-31-2006 Bannai, et al.
51 7,167,079 01-23-2007 Smyth, et al.
52 7,187,986 03-06-2007 Johnson, et al.
53 7,205,892 04-17-2007 Luebke, et al.
54 7,215,746 05-08-2007 Iggulden, et al.
55 7,216,015 05-08-2007 Poth, Robert J.
56 7,231,424 06-11-2007 Bodin, et al.
57 7,232,075 06-19-2007 Rosen
58 2003/0040934 A1 02-27-2003 Skidmore, et al.
Examiner Signature Marc Norman/ |Date Considered 04/16/2013
*Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not
in conformance and not considered. Include copy of this form with next communication to applicant.

T - Place a chebkrhatk I Thic BT 6a Whoh 6 Bhghoniahdudge-Francikionic ataenedr M & LINED THROUGH/MN/

13 of 294 PETITIONER ECOBEE
EX. 1008



Date received:

5/11/10

NN/
PTO/SB/08 Equivalent
Application No. Unknown
INFORMATION DISCLOSURE Filing Date Herewith
ST ATEMENT BY APPLI C ANT First N.amed Inventor | Steinberg, John Douglas et al
Art Unit
(Multiple sheets used when necessary) Examiner
SHEET 1 OF 4 Attorney Docket No. | EFACT.007A
U.S. PATENT DOCUMENTS
CEangeEé(:!)T ai?;;)] ’,c(éif Nugfgi -c }u(%zné?;:ﬁ (';?fel;nown) Pﬁﬂ?gg?cy%f Name c;f Patentee or Applicant Isslgszh?;gj;::;éls-lgfaz\l’:\zzt
ple: 1,234,567 B1 Figures Appear
to dofcument, 1 4,403,644 09-13-1983  |[ReymendF [ebert
/AHM/ 2 4,674,027 06-16-1987 | Beckey
10/5¢/2015 3 5,572,438 11-05-1996  |Ehlers, et al.
4 5,717,609 02-10-1998 Packa, et al.
5 6,145,751 11-14-2000 Ahmed
6 6,178,362 01-23-2001  |Woolard, et al.
7 6,351,693 02-26-2002 Monie
8 6,400,996 06-04-2002 Hoffberg, et al.
9 6,437,692 08-20-2002 Petite, et al.
10 6,478,233 11-12-2002 Shah
11 6,480,803 11-12-2002 Pierret, et al.
12 6,483,906 11-19-2002 Lggulden, et al.
13 © 6,536,675 03-25-2003  |Pesko, etal.
14 6,542,076 04-01-2003 Joao
16 6,549,130 04-15-2003 Joao
16 6,674,537 06-02-2003 Kipersztok, et al.
17 6,580,950 06-17-2003 Johnson
18 6,594,825 07-15-2003 Goldschmidtlki, et al.
19 6,595,430 07-22-2003 Shah
20 6,598,056 07-22-2003 Hull, et al.
21 6,619,555 09-16-2003 Rosen
22 6,622,097 09-16-2003 Hunter
23 6,622,115 09-16-2003 Brown, et al.
24 6,622,925 09-23-2003 Carner, et al.
25 6,622,926 09-23-2003 Sartain, et al.
26 6,628,997 09-30-2003 Fox, et al.
27 6,633,823 10-14-2003 Bartone, et al.
28 6,643,567 11-04-2003 Kolk et al.
29 6,671,586 12-30-2003 Davis, et al.
Examiner Signature Mare Norman/ lDate Considered ~ 04/16/2013
“Examiner: [nitial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not
in conformance and not considered. Include copy of this form with next communication to applicant.
T Place a chebkrbal s IS B Whan en GRS ahGudge-tramsiBionis aathed E ME LINED THROUGH/MN/
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpLo.gov

| APPLICATION NO. [ FILING DATE | FIRST NAMED INVENTOR I'\TTORNEY DOCKET No.| CONFIRMATION Nﬂ
12/778,052 05/11/2010 John Douglas Steinberg EFACT.007A 5650
7590 11/05/2013 L EXAMINER |
KNOBBE MARTENS OLSON & BEAR LLP NORMAN, MARC E
2040 MAIN STREET
FOURTEENTH FLOOR l ART UNIT l PAPER NUMBER l

IRVINE, CA 92614 3744

I NOTIFICATION DATE I DELIVERY MODE ]
11/05/2013 ELECTRONIC

NOTICE OF NON-COMPLIANT INFORMATION DISCLOSURE STATEMENT

An Information Disclosure Statement (IDS) filed l0’7°'|3 in the above-identified application fails to

meet the requirements of 37 CFR 1.97(d) for the reason(s) specified below. Accordingly, the IDS will be

placed in the file, but the information referred to therein has not been considered.
.

The IDS is not compliant with 37 CFR 1.97(d) because:
me IDS lacks a statement as specified in 37 CFR 1.97(e).
O The IDS lacks the fee set forth in 37 CFR 1.17(p).

O The IDS was filed after the issue fee was paid. Applicant may wish to consider filing a petition to

withdraw the application from issue under 37 CFR 1.313(c) to have the IDS considered. See
MPEP 1308.

Y-

571-272-4200 or 1-888-786-0101
Application Assistance Unit
Office of Data Management

Page 1 of 1
FORM PTOM327-B (Rev. 02/08)
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450 |
Alexandria, Virginia 22313-1450
WWW.USplO.gOV
APPLICATION NO. FILING DATE l FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. I CONFIRMATION NO. |
12/778,052 05/11/2010 John Douglas Steinberg EFACT.007A 5650
20995 7590 11/04/2013
EXAMINER
KNOBBE MARTENS OLSON & BEAR LLP I I
2040 MAIN STREET NORMAN, MARC E
FOURTEENTH FLOOR RT UNIT PAPER NUMBER ]
IRVINE, CA 92614 | A [
3744
I NOTIFICATION DATE I DELIVERY MODE J
11/04/2013 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

jayna.cartee@knobbe.com
efiling@knobbe.com

PTOL-90A (Rev. 04/07)

16 of 294 PETITIONER ECOBEE
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Application No. Applicant(s)
. . 12778052 John Douglas Steinberg
Response to Rule 312 Communication - -
. Examiner Art Unit

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address —

1. [ The amendment filed on 30 October 2013 under 37 CFR 1.312 has been considered, and has been:
a) X entered.

b) [J entered as directed to matters of form not affecting the scope of the invention.

c) ] disapproved because the amendment was filed after the payment of the issue fee.
Any amendment filed after the date the issue fee is paid must be accompanied by a petition under 37 CFR 1.313(c)(1)

and the required fee to withdraw the application from issue.
d) [] disapproved. See explanation below.

e) [] entered in part. See explanation below.

/ Timothy Caldwell /

Suilighing Division

U.S. Patent and Trademark Office
PTOL-271 (Rev. 04-01) Reponse to Rule 312 Communication Part of Paper No.

17 of 294 PETITIONER ECOBEE
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where
priate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current corres ondenceD ﬁ%dsrgﬁs as

approj
inc?icated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE AD
maintenance fee notifications.

Note: A certificate of mailing can only be used for domestic mailings of the

Fee(s) Transmittal. This certificate cannot be used for any other accompanying

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address) Eapers. Each additional paper, such as an assignment or formal drawing, must
ave its own certificate of mailing or transmission.

Certificate of Mailing or Transmission

20995 7590 07/31/2013 : : : : : : : ;
I hereby certify that this Fee(s) Transmittal is being deposited with the United
KNOBBE MARTENS OLSON & BEAR LLP States Postal Service with sufficient postage for first class mail in an enveloj
2040 MAIN STREET addressed to the Mail Stog ISSUE FEE address above, or being facsimile
. transmitted to the USPTO (571) 273-2885, on the date indicated below.
FOURTEENTH FLOOR
IRVINE, CA 92614 Deposiors vame)
'y
(Signature)
(Date)
APPLICATION NO. FILING DATE l FIRST NAMED INVENTOR ATTORNEY DOCKET NO. I CONFIRMATION NO. l
12/778,052 05/11/2010 John Douglas Steinberg EFACT.007A 5650
TITLE OF INVENTION: SYSTEM, METHOD AND APPARATUS FOR IDENTIFYING MANUAL INPUTS TO AND ADAPTIVE PROGRAMMING OF
A THERMOSTAT :
I APPLN. TYPE ENTITY STATUS I ISSUE FEE DUE I PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE
nonprovisional SMALL $890 $300 $0 $1190 " 10/31/2013
I EXAMINER | ART UNIT | CLASS-SUBCLASS I
NORMAN, MARCE 3744 236-051000
1. Ch: f d dd indication of "Fee Address" (37 2. For printi the patent front , List
L& 'ilflsgg?;‘;. correspondence address or indication of "Fee ress" ( or printing on the paten 'ron page, lis . Knobb e, Marten s,
[ Change of correspondence address (or Change of Correspondence g)ag;t‘}sagﬁs a(ifelrlgaiiovg[;egmered patent atfomeys Ol &B LLP
’ ' son ear
Address form PTO/S’]);,/IZZ) attached. (2) the name of a single firm (having as a member a 2 !
[J "Fee Address” indication (or "Fee Address" Indication form registered attorney or agent) and the names of up to
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 2 registered patent attorneys or agents. If no nameis 3
Number is required. listed, no name will be printed.

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an asg%nee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)
EcoFactor, Inc. Millbrae, CA

Please check the appropriate assignee category or categories {(will not be printed on the patent) : l:l Individual Corporation or other private group entity (J Government
4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)

Issue Fee [J A check is enclosed.

[Y(] Publication Fee (No small entity discount permitted) D Payment by credit card. Form PTO-2038 is attached.

[ Advance Order - # of Copies X The Director is hereby authorized to charge the-required feers), any deficiency, or credit any

overpayment, to Deposit Account Number _11-1410 (enclose an extra copy of this form).

Page 2 of 4
PTOL-85 (Rev. 02/11)
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S. Change in Entity Status (from status indicated above)

[N Applicant certifying micro entity status. See 37 CFR 1.29 NOTE: Absent a valid certification of Micro Entity Status (see form PTO/SB/15A and 15B), issue
.fee payment in the micro entity amount will not be accepted at the risk of application abandonment.

a Applicant asserting small entity status. See 37 CFR 1.27 NOTE: If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status.

a Applicant changing to regular undiscounted fee status. NOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro

entity status, as applicable.

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

Authorized Signature % Q .« KU-A-( Date [0 ~So- ol ¥

John R. King ) Registation No. 34,362

Typed or printed name

This collection of information is required by 37 CFR 1.311. The information is re_ﬂ:lircd to obtain or retain a benefit by the public which is to file (and by the USPTO to process)
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and
submitting the completed application form to the USPTO. Time will vag depending upon the individual case. Any comments on the amount of time you require to com%lete
this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.
Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
Alexandria, Virginia 22313-1450.

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Page 3 of 4

PTOL-85 (Rev. 02/11) Approved for use through 08/31/2013. OMB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
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EFACT.007A

PATENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant Steinberg, et al.

Appl. No. 12/778,052

Filed May 11, 2010

For SYSTEM, METHOD AND APPARATUS FOR
IDENTIFYING MANUAL INPUTS TO AND
ADAPTIVE PROGRAMMING OF A
THERMOSTAT

Examiner Marc E. Norman

Group Art Unit 3744

COMMENTS ON STATEMENT OF REASONS FOR ALLOWANCE

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

In response to the Statement of Reasons for Allowance in the Notice of Allowance

mailed July 31, 2013, Applicant respectfully submits the following comments.

Applicant respectfully disagrees with the Examiner’s statement of reasons for allowance

to the extent that the limitations recited by the Examiner are not present in all of the claims.

Also, to the extent that there is any implication that the patentability of the claims rests on the

recitation of a single feature, Applicant respectfully disagrees with the Examiner’'s Statement

because it is the combination of features that makes the claims patentable.

Applicant submits that the claims of the present application are allowable because each

of the claims recites a combination of features that are not taught or suggested by the prior art.

Respectfully submitted,

KNOBBE, MARTENS, OLSON & BEAR, LLP

Dated: __/0-30- 20/ 3 By: Qﬁ'&v‘- . CC\MP

16565082:ad
102913
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Registration No. 34,362
Attorney of Record
Customer No. 20,995
(949) 760-0404
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Docket No.: EFACT.007A

Customer No. 20995

INFORMATION DISCLOSURE STATEMENT

Inventor :John Douglas Steinberg, et al.

App.No. : 12/778052

Filed : May 11, 2010

For :  SYSTEM, METHOD AND APPARATUS FOR

IDENTIFYING MANUAL INPUTS TO AND
ADAPTIVE PROGRAMMING OF A THERMOSTAT

Examiner : Norman, Marc E.
Art Unit : 3744
Conf. No. : 5650

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

References and Listing

Submitted herewith in the above-identified application is an Information

Disclosure Statement listing references for consideration. Copies of any listed foreign

and non-patent literature references are being submitted.

Timing of Disclosure

This Information Disclosure Statement is being filed after the mailing date of a

final action or after the mailing date of a Notice of Allowance. Please place these

references in the file in accordance with 37 CFR 1.97(i).

Dated: October 30, 2013

16570980:ad
103013

21 of 294

Respectfully submitted,
KNOBBE, MARTENS, OLSON & BEAR, LLP

By: QO&«L < KM'\(

JoHn R. King
Registration No. 34,362
Attorney of Record
Customer No. 20995
(949) 760-0404
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PTO/SB/08 Equivalent

Application No. 12/778052
INFORMATION DISCLOSURE Filing Date May 11, 2010
First Named Inventor | John Douglas Steinberg, et al.
STATEMENT BY APPLICANT :
Art Unit 3744
(Multiple sheets used when necessary) Examiner Norman, Marc E.
SHEET 1 OF 1 Attorney Docket No. | EFACT.007A
U.S. PATENT DOCUMENTS
Examiner | Cite Document Number Publication Pages, Columns, Lines Where
Initials | No Number - Kind Code (if known) Date Name of Patentee or Applicant Relevant Passages or
’ Example: 1,234,567 B1 MM-DD-YYYY Relevant Figures Appear
1 13/858710 09/05/2013 | Steinberg et al.
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PURPOSE:To provide automatic rate
calculating method and device capable of
optionally operating individual load side
apparatuses (e.g. fan coil units) by
improving a central air-conditioning
equipment utilizing an absorption type water
cooling/heating machine having inexpensive energy cost. CONSTITUTION:; Plural fan
coil units (1aa to 1a3) having the same or similar load pattern (a load rate and a load time
band) are operated as one piping system and monitored and controlled by a computer 12
through a motor-operated valve 2a, the working electric energy, gas flow rate and
consumed amount of water of respective apparatuses constituting the air-conditioning
equipment are detected and inputted to the computer, running cost is calculated and the
quantity of energy used by respective load side apparatuses is calculated, and the
running cost is proportionally distributed in accordance with the quantity of used energy.
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PROBLEM TO BE SOLVED: To perform appropriate propotrtional rate division with
respect to the standby power of an outdoor unit. ; SOLUTION: The air-conditioning-rate
calculation device 5 for proportionally dividing the utility rate of an air conditioning system
constituted by connecting a plurality of indoor units connected to at least one outdoor unit
or including a plurality of refrigerant systems to each of the indoor units or a user of each
indoor unit includes: a first calculation means 25 which calculates an operation quantity
of each of the plurality of indoor units; a second calculation means 26 which calculates a
consumed energy quantity of the outdoor unit; a proportional division rate determination
means 27 which determines a proportional division rate of the consumed energy quantity
of the outdoor unit based on the operation quantity of each indoor unit; and a rate
calculation means 28 which calculates a utility rate of the outdoor unit based on the
consumed energy quantity of the outdoor unit and the proportional division rate. ;
COPYRIGHT: (C)2011,JPO&INPIT
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(54) AIR CONDITIONER WITH METERING FUNCTION AND METHOD FOR CONTROLLING OPERATION OF AIR
CONDITIONER

(57) Abstract:

PURPOSE: An air conditioner with metering function and its control
method is provided to prevent power waste by displaying the power
consumption and corresponding electric charge.

CONSTITUTION: An air conditioner comprises a key input unit(110) Coce o —  Lgea-me
for permitting a user to input operation command and set a target % .
electric charge; a temperature sensing unit(160) for sensing the
indoor temperature; a load driving unit(140) for performing cooling
or heating operation by driving a compressor and motor; a power
detection unit(120) for detecting power consumed during cooling or
heating operation; a micro computer(130) for controlling operation
of the load driving unit in accordance with the operation command
input through the key input unit and the indoor temperature sensed
by the temperature sensing unit, calculating an electric charge and
estimated electric charge from the power detected by the power
detection unit, and controlling operation of the load driving unit in
accordance with the result of comparison between the target electric
charged and the estimated electric charge; and a display unit(150)
for selectively displaying the operation state, electric charge and
estimated electric charge in accordance with the control of the micro
computer.

copyright KIPO 2002

—] F o~
nm
ER R PER- ]

% If you cannot see the image above, please install the TIFF Viewer and try again.

For more registration information

Legal Status

Receipt/Delivery Document Title Status

No. | Receipt/Delivery No. Date (KOR.) (KOR))

http://kpa.kipris.or.kr/kpa/rcxm1000a.do?Order=0&book flag=0 10/30/2013
51 of 294 PETITIONER ECOBEE
EX. 1008



KOREAN PATENT ABSTRACTS

Page 2 of 2

1 |1-1-1998-0016443-41 | 1998.02.19 ?;‘gfj\g Eﬁr)”i”atm” ACC:\’_’;T;‘“
2 |1-1-1998-0016441-50 | 1998.02.19 f;t;”;;j Z'faﬁm Ac‘zz’tﬁ?g‘ce
3 |1-1-1998-0016442-06 | 1998.02.19 !\’D{Ot'af;f)jz’éz i‘_}_siﬁ”me”t of agent Accift;;‘ce
4 |4-1-1999-0002075-52 | 1999.01.08 ?‘;gg‘g;‘g %‘ggg )‘Z %pfji;a”tls information AC‘E:\’_’;T;‘CG
5 |4-1-1999-0027796-82 | 1999.02.03 ég?g;@; %‘f_;gg )‘Z ;pi;i)ca”tls information AC'E;”;T;‘C"”
6 |4-1-1999-0119956-71 | 1999.09.18 Fggfﬁg;@ %‘gg;; )‘z f_lpiﬂ")ca”t's information Ac‘giptaj’;‘ce
7 | 4-1-2000-0106069-21 |  2000.08.09 Fgggg;ﬁ %‘ggg )‘Z ?i;i;a”tls information Acift;;‘ce
8 |9-5-2000-0205036-79 | 2000.08.21 Z\ggjﬁg;’xf‘ Z:E;‘s"” for refusal (%?gﬁgg;)
9 |1-1-2000-5317817-51 | 2000.10.19 g’gﬁg )O pinion AC‘(’_e,‘ftET;me
10 | 1-1-2000-5317818-07 | 2000.10.19 g;mggg E)escripﬁ"”' ete. Aiffrfszfnf f
(2&=s0)
11 | 9-5-2000-0331688-94 | 2000.12.21 (D;;Sﬁgiﬁra”t (%?zrsgrg;)
12 | 4-1-2002-0039038-35 | 2002.04.30 égi}j‘g;‘g %‘f%gg )Oéfl ;p;")ca”tls information Ac‘zz’tﬁ?g‘ce
13 | 4-1-2002-0079231-78 |  2002.10.11 Fgljijg;g %‘ggg )‘Z i‘_lpz"fa”tls information Accifta"?;‘ce
14 |4-1-2003-0000806-26 |  2003.01.07 ?‘g"g;‘g;‘g %‘f%gg )‘Z %”ﬁi}ca”tg information AC‘E’;’_’;T;‘CG
15 | 4-1-2003-5079986-93 | 2003.12.02 z‘;ggjg;g %‘f%gg )Oéfl ;p;")ca”tls information Ac‘zz’tﬁ?g‘ce
16 | 4-1-2005-5072608-11 | 2005.07.15 !\g;jgg;g %‘ggg )‘z i‘_lpzifa”tls information Accift;;‘ce
17 | 4-1-2005-5079334-14 | 2005.08.02 ?‘;gg‘g;‘g %‘ggg )‘Z %pfji;a”tls information AC‘EZ’_’;T;‘CG
18 | 4-1-2012-5132663-40 | 2012.06.21 ég?g;@; %‘(a_;gg )‘Z zpij)ca”tls information Acc_fftjg‘ce
http://kpa.kipris.or.kr/kpa/rcxm1000a.do?Order=0&book flag=0 10/30/2013
52 of 294 PETITIONER ECOBEE

EX. 1008



(12) INTERNATIONAL APPLICATION PUBLISHED UNDER THE PATENT COOPERATION TREATY (PCT)

| O OO0

(10) International Publication Number

(19) World Intellectual Property Organization
International Bureau

(43) International Publication Date

1 December 2011 (01.12.2011) WO 2011/149600 A3
(51) International Patent Classification: (74) Agent: KING, John, R.; Knobbe, Martens, Olson &
F24F 11/92 (2006.01) H040 9/04 (2006.01) Bear, LLP, 2040 Main Street, 14th Floor, Irvine, CA
92614 (US).

(21) International Application Number:
PCT/US2011/032537 (81) Designated States (unless otherwise indicated, for every
kind of national protection available): AE, AG, AL, AM,

(22) International Filing Date: 011 04201 AO, AT, AU, AZ, BA, BB, BG, BH, BR, BW. BY, BZ,
14 April 2011 (14.04.2011) CA, CH, CL, CN, CO, CR, CU, CZ, DE, DK, DM, DO,
(25) Filing Language: English DZ, EC, EE, EG, ES, FI, GB, GD, GE, GH, GM, GT,
o , HN, HR, HU, ID, IL, IN, IS, JP, KE, KG, KM, KN, KP,
(26) Publication Language: English KR, KZ, LA, LC, LK, LR, LS, LT, LU, LY, MA, MD,
(30) Priority Data: ME, MG, MK, MN, MW, MX, MY, MZ, NA, NG, NI,
12/788.246 26 May 2010 (26.05.2010) Us NO, NZ, OM, PE, PG, PH, PL, PT, RO, RS, RU, SC, SD,
SE, SG, SK, SL, SM, ST, SV, SY, TH, TJ, TM, TN, TR,

(71) Applicant (for all designated States except US). ECO- TT, TZ, UA, UG, US, UZ, VC, VN, ZA, ZM, ZW.

FACTOR, INC. [US/US]; 423 Broadway, #801, Mill- . o

brae, CA 94030 (US). (84) Designated States (unless otherwise indicated, for every
) kind of regional protection available). ARTPO (BW, GH,
(72) Inventor; and GM, KE, LR, LS, MW, MZ, NA, SD, SL, 87, TZ, UG,
(75) Inventor/Applicant (for US orly): STEINBERG, John, ZM, ZW), Eurasian (AM, AZ, BY, KG, KZ, MD, RU, TJ,
Douglas [US/US]; 873 Hacienda Way, Millbrae, CA TM), European (AL, AT, BE, BG, CH, CY, CZ, DE, DK,
94030 (US). EE, ES, FL, FR, GB, GR, HR, HU, IE, IS, IT, LT, LU,

[Continued on next page]

(54) Title: SYSTEM AND METIIOD FOR USING A MOBILE FLECTRONIC DEVICE TO OPTIMIZE AN ENERGY MAN-
AGEMENT SYSTEM

(57) Abstract: Embodiments of the invention comprise
G 7 systems and methods for using the geographic location of
networked consumer electronics devices as indications of
occupancy of a structure for purposes of automatically ad-
justing the temperature setpoint on a thermostatic HVAC
control. At least one thermostat is located inside a struc-
ture and is used to control an HVAC system in the struc-
ture. At least one mobile electronic device is used to indi-
cate the state of occupancy of the structure. The state of
occupancy is used to alter the setpoint on the thermostatic
HVAC control to reduce unneeded conditioning of unoc-
7350 cupied spaces.
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(57) Abstract: Thermostatic HVAC and other energy management controls that are connected to a computer network. For instance,
remotely managed load switches incorporating thermostatic controllers inform an energy management system, to provide enhanced
elficiency, and to verily demand response with plug-in air conditioners and heaters. Al least one load control device at a first loca-
tion comprises a temperature sensor and a microprocessor. The load control device is configured to connect or disconnect electrical
power to the an attached air conditioner or heater, and the microprocessor is configured to communicate over a network. In addition,
the load control device is physically separate from an air conditioner or heater but located inside the space conditioned by the air
conditioner or heater.
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A CLASSIFICATION OF SUBJECT MATTER

F24F 11/02(2006.01)i, HO4L 12/12(2006.01)i, HO4L 12/16(2006.01)i

According to International Patent Classification (IPC) or to both national classification and IPC

B. FIELDS SEARCHED

Minimum documentation searched (classification system followed by classification symbols)
F24F 11/02; HOSK 7/20, F04D 27/00; F24F 11/00; F24F 13/08; F24H 9/20; F24F 3/044

Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched
Korean utility models and applications for utility models
Japanese utility models and applications for utility models

Electronic data base consulted during the international search (name of data base and, where practicable, search terms used)
eKOMPASS(KIPO internal) & Keywords: control, temperature, compare, database

C. DOCUMENTS CONSIDERED TO BE RELEVANT

Category* Citation of document, with indication, where appropriate, of the relevant passages Relevant to claim No.
Y KR 10-2994-0011902 A (Korvo Digital Elcct. Co.) 22 Junc 1994 1-33
See Abstract, Claim 1
Y KR 10-2000-0059532 A (Dang Hae System Co.) 05 October 2000 1-33
See Claims 3, 4
Y EP 0415747 A2 (SHAW, ALLAN, DR. et al.) 06 March 1991 1-33
See Claim 1
Y 1S 20080198549 A1 (RASMUSSEN NETL et al.) 21 August 2008 1-33

See Claim 1, Fig. 4, Para. 67, 82

D Further documents are listed in the continuation of Box C. & See patent family annex.

* Special categories of cited documents: "T" later document published after the international filing date or priority

"A"  document defining the general state of the art which is not considered date and not in conflict with the application but cited to understand
to be of particular relevance the principle or theory underlying the invention

"E"  earlier application or patent but published on or after the international "X" document of particular relevance; the claimed invention cannot be
filing date considered novel or cannot be considered to involve an inventive

"L"  document which may throw doubts on priority claim(s) or which is step when the document is taken alone
cited to establish the publication date of citation or other "Y" document ot particular relevance; the claimed invention cannot be
special reason (as specified) considered o involve an inventive step when the document is

"O" document referring to an oral disclosure, use, exhibition or other combined with one or more other such documents,such combination
means being obvious to a person skilled in the art

"P"  document published prior to the international filing date but later "&"  document member of the same patent family

than the priority date claimed

Date of the actual completion of the international search Date ot mailing of the international search report
27 MARCH 2012 (27.03.2012) 09 APRIL 2012 (09.04.2012)
Name and mailing address of the ISA/KR Authorized officer
] Korean Intellectual Property Office
Government Complex-Daejeon, 189 Cheongsa-ro, JANG, GI JEONG
; Seo-gu, Daejeon 302-701, Republic of Korea
Facsimile No. 82-42-472-7140 Telephone No.  82-42-481-5498

Form PCT/ISA/210 (second sheet) (July 2009)
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Patent document Publication Patent family Publication

cited in search report date member(s) date

KR 10-1994-0011902 A 22.06.1994 None

KR 10-2000-0059532 A 05.10.2000 None

EP 0415747 A2 06.03. 1991 CA 2024221 A1 01.03. 1991
CN 1050762 A 17.04.1931
EP 0415747 A3 15.01.1992
JP 03-099150 A 24,04, 1991
NZ235064A 25.02.1993
US 05058388A A 22.10. 1991

US 2008-0198549 A1 21.08.2008 AU 2007-207648 A1 26.07.2007
CA 2637351 A1 26.07.2007
CN 101385408 A 11.03.2009
EP 1974502 A2 01.10.2008
JP 2009-524151 A 25.06.2009
KR 10-2008-0097200 A 04.11.2008
US 2007-0163748 A1 19.07.2007
US 2007-0165377 A1 19.07.2007
US 2007-0167125 A1 19.07.2007
US 2009-0259343 Al 15.10.200S
US 7365973 B2 29.04.2008
WO 2007-084489 A2 26.07.2007
WO 2007-084489 A3 26.07.2007

Form PCT/ISA/210 (patent family annex) (July 2009)
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PATENT COOPERATION TREATY
From the INTERNATIONAL SEARCHING AUTHORITY

To: T
KING, JOHN, R, PC

KNOBBE, MARTENS, OLSON & BEAR, LLP 2040 MAIN

: ’ ’ NOTIFICATION OF TRANSMITTAL OF
STREET, 14TH FLOOR IRVINE CA 92614 USA THE INTERNATIONAL SEARCH REPORT AND
THE WRITTEN OPINION OF THE INTERNATIONAL
SEARCHING AUTHORITY, OR THE DECLARATION

(PCT Rule 44.1)

Date of maili
(daymonthiveqr) 06 undefined 2013 (06.08.2013)

Applicant's or agent's file reference
FOR FURTHER ACTION  See paragraphs 1 and 4 below

EFACTO14WO

Intemational application No. International filing date
PCT/US2013/035726 (daylmonthiyect) oo April 2013 (09.04.2013)
Applicant

ECOFACTOR, INC,

1 [Zl The applicant is hereby notified that the international search report and the written opinion of the International Searching

Autharity have been established and are transmitied berewith.
Filing of amendments and statement under Article 19:
The applicant is entitled, if he s0 wishes, to amend the claims of the international application (see Rule 46):

When? The time limit for filing such amendments is normally two menths from the date of transmittal of the

international search report.
Where? Directly to the International Bureau of WIPO, 34 chemin des Colombettes
£211 Geneva 20, Switzerland, Facsimile No.: +41 22 338 82 70
For more detailed instructions, see PCT Applicant’s Guide, International Phase, paragraphs 9.004 . 9.011.

2. D The applicant is hereby notified that no international search report will be established and that the declaration under
Article 17(2)(a) to that effect and the writien opinion of the International Searching Authority are transmitted herewith.

3. ’:_l With regard to any protest against payment of (an) additional fee(s) under Rule 40.2, the applicant is notified that:
D the protest together with the decision thereon has been transmitted to the International Bureau together with any
request to forward the texts of both the protest and the decision thereon to the designated Offices.

I____l no decision has been made yet on the protest; the applicant will be notified as soon as a decision is made.
4. Reminders
The applicant may submit comments on an informal basis on the written opinion of the International Searching
Authority to the International Bureau. The International Bureau will send a copy of such comments to all designated
Offices uniess an international preliminary examination report has been or is to be established. Following the
expiration of 30 months from the priority date, these comments will also be made available to the public.

Shortly after the expiration of 18 menths from the priority date, the international application will be published by the
International Bureau, If the applicant wishes to avoid or postpone publication, a notice of withdrawal of the
international application, or of the priority claim, must reach the International Bureau before the completion of the
technical preparations for international publication (Rules 90bis.1 and 90bis.3).

Within 19 months from the priority date, but only in respect of some desi ﬁ\nath Offices, a demand for mtemqnnnal
preliminary examination must be filed if the applicant wishes to postpone the entry into the national phase until 30
months from the priority date (in some Offices cven later); otherwise, the applicant must, within 20 months from the
priority date, perform the prescribed acts for entry into the national phase before those designated Offices.
In rli:.sp?%t of ott}!llser designated Offices, the time limit of 30 months (or later) will apply even if no demand is filed
within 19months,

For details about the applicable time limits, Office by Office, see www.wipo.int/pet/en/texts/time_limits.himl and the
PCT Applicant's Guide, National Chapters.

Name and mailing address of the ISA/KR Authorized officer
) Korean Intellectual Property Office
i 189 Cheongsa-ro, Seo-gu, Dagjeon Metropolitan COMMISSIONER
City, 302-701, Republic of Korea
Facsimile No. §2-42-472-7140 Telephone No. §2-42-481-8753

Form PCT/ISA/220 (July 2010)
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* Altention

Copies of the documents cited in the international sgarch report can be searched in the following Korean Intellectual
Property Office English website for three months from the date of mailing of the international search report.

hitp://www kipo.go kr/en/ => PCT Services => PCT Services

ID : PCT international application number
PW: HZE474K4

Inguiries related to PCT International Search Report or Written Opinion prepared by KIPO as an International
Searching Authority can be answered not only by KIPO but also through IPKC (Intellectual Property Korea
Center), located in Vienna, VA, which functions as a PCT Help Desk for PCT applicants.

Homepage: http://www.ipkcenter.com

Email: ipkc@ipkcenter.com

Notes to Form PCT/ISA/220 (July 2010)
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PCT/US2013/035726
PATENT COOPERATION TREATY
PCT
INTERNATIONAL SEARCH REPORT
{PCT Article 18 and Rules 43 and 44)
Applicant's or agent's file reference FOR FURTHER see Form PCT/ISA/20
EFACTO14WO ACTION as well as, where applicable, item 35 below.
Intemational application No. International filing date (day/month/year) (Eatliest) Priority Date (day/month/vear)
PCT/US2013/035726 09 April 2013 (09.04.2013) 14 June 2012 (14.06.2012)
Applicant
ECOFACTOR, INC,

This International search report has been prepared by this International Searching Authority and is transmitted to the applicant according
to Article 18. A copy is being transmitted to the Intemnational Bureau.

This international search report consists of a total of 3 sheets.
D It is also accompanied by a copy of each prior art documet cited in this report.

1. Basis of the report
a. With regard to the language, the international search was carried out on the basis of :

[E the international application in the language in which it was filed
‘:I a translation of the international application into , which is the langeage of a
translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b))

b. D This international search report has been established taking into account the rectification of an obvious mistake
authorized by or notified to this Authority under Rule 91 (Rule 43.6bis(a)).

c. D With regard to any nucleotide and/or amino acid sequence disclosed in the international application, see Box No. L.

2, D Certain claims were found unscarchable (See Box No. II)
3, |:| Unity of invention is Jacking (See Box No. III)

4. With regard to the title,
E the text is approved as submitted by the applicant.
L__J the text has been established by this Authority to read as follows:

5. With regard to the abstract,
g the text is approved as submitted by the applicant.
D the text has been established, according to Rule 38.2, by this Authority as it appears in Box No. IV. The applicant
may, within one month from the date of mailing of this international search report, submit comments to this Authority.
6. With regard to the drawings, )
a. the figure of the drawings to be published with the abstract is Figure No. 2
D as suggested by the applicani.
as selected by this Authority, because the applicant failed to suggest a figure.

D as sclected by this Authority, because this figure better characterizes the invention.
b. D none of the figure is to be published with the abstract.

Form PCT/ISA/210 (first sheet) (July 2009)
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INTERNATIONAL SEARCH REPORT

International application No.
PCT/US2013/035726

A, CLASSIFICATION OF SUBJECT MATTER

F24F 11/02(2006.01)i, GO5D 23/00(2006.01)i, G06Q 50/06(2012.01)i

According to International Patent Classification (IPC) or to both national classification and IPC

B. FIELDS SEARCHED

Minimum documentation searched (classification system followed by classification symbols)
F24F 11/02; F23N 1/00; F24F 5/00; GO7F 15/08; GO5D 23/00; GO6Q 50/06

Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched

Korean utility models and applications for utility models
Japanese utility models and applications for utility models

Electronic data base consulted during the international search {(name of data base and, where practicable, search terms used)
eKOMPASS(KIPO internal} & keywords; HVAC system, running cost, thermostat, and processor

C. DOCUMENTS CONSIDERED TO BE RELEVANT

Category* Citation of document, with indication, where appropriate, of the relevant passages Relevant to claim No.
A JP 2010-286218 A (MITSUBISHI HEAVY IND. LTD.} 24 December 2010 i-18
See paragraphs [0021]-[0025] and figures 1,2.
A KR 10-1999-0070368 A (SAMSUNG ELECTRONICS CO., LTD.) 15 September 1999 1-18
See abstract and figures 3,4.
A JP 05-139659 A (HITACHI BILL SHISETSU ENG. KK.) 30 July 1993 1-18
See abstract and figure 1.
A JP 2010~038377 A (MITSUBISHI HEAVY IND. LTD.) 18 February 2010 1-18
See abstract and [igures 1,2.
A US 6786421 B2 (ROSEN, HOWARD) 07 September 2004 1-18

See abstract and figure 1A.

D Further documents are listed in the continuation of Box C.

See patent family annex.

* Special categories of cited documenis:
"A" document defining the general state of the art which is not considered
to be of particular relevance

"E" earlier application or patent but published on or after the intemational
filing date

"L"  document which may throw doubts on priority ¢laim(s) or which is
cited to establish the publication date of citation or other
special reason (as specified)

"Q"  document referring to an oral dis¢losure, use, exhibition or other
means

"P"  document published prior to the international filing date but later
than the priority date claimed

"T" later document published after the international filing date or priority
date and not in conflict with the application but cited to understand
the principle or theory underlying the invention

document of particular relevance; the claimed invention cannot be
considered novel or cannot be considered to involve an inventive
step when the document is taken alone

document of particular relevance; the claimed invention cannot be
considered to involve an inventive step when the document is
combined with one or more other such documents,such combination
beihg obvious to a person skilled in the ant '
document member of the same patent family

uyn

nyn

ngn

Date of the actual completion of the international search

05 August 2013 (05.08.2013)

Date of mailing of the international search report

WName and mailing address of the ISA/KR
Korean Intellectual Property Qffice
189 Cheongsa-ro, Seo-gu, Daejeon Metropolitan City,
302-701, Republic of Korea

Facsimile No. +82-42-472-7140

06 undefined 2013 (06.08.2013)

Authorized officer
KIM Jin Ho

Telephone No.  +82-42-481-8699

Form PCT/ISA/210 (second sheet) (July 2009
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INTERNATIONAL SEARCH REPORT

International application No.

66 of 294

Information on patent family members PCT/US2013/035726

Patent document Publication Patent family Publication

cited in search report date membet(s) _date

JP 2010-286218 A 24/12/2010 None

KR 10-1999-0070368 A 15/09/1999 CN 1119579 C 27/08/2003
CN 1226663 A 26/08/1999
CN 1226663 C 25/08/1999
JP 03011715 B2 21/02/2000
Jp 11-281122 A 15/10/1999
US 6145328 A 14/11/2000

JP 05-189659 A 30/07/1993 JP 07001511 B2 11/01/1995

JP 2010038377 A 18/02/2010 None

US 6786421 B2 07/09/2004 US 2003-0142121 Al 31/07/2003
US 2004-0074978 Al 22/04/2004
US 6824069 B2 30/11/2004
US 7152806 Bl 26/12/2006
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PATENT COOPERATION TREATY

From the

INTERNATIONAL SEARCHING AUTHORITY

To:
KING, JOHN, R.

KNOBBE, MARTENS, OLSON & BEAR, LLP 2040 MAIN
STREET, 14TH FLCOR IRVINE CA 92614 USA

PCT

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY

PCT/US2013/035726

(PCT Rule 43bis.1}

Date of mailing

(day/monthivear) 06 undefined 2013 (06.08.2013)

Applicant's or agent's file reference
EFACTO14WO

Intgrnational application No.

PCT/US2013/035726

FOR FURTHER ACTION
See paragraph 2 below
International filing date (day/month/year) Priority date(day‘month/vear)
09 April 2013 (09.04.2013) 14 June 2012 (14.06.2012)

Intermational Patent Classification (IPC) or both national classification and IPC
F24F 11/0212006,01)Yi, GOSD 23/00(2006.01)i, GO6Q 50/06(2012.01)i

Applicant
ECOFACTOR, INC,

L]

2. FURTHER ACTION

1. This opinion contains indications relating to the following items:

g Box No. I Basis of the opinion

D Box No.II  Priority

D Box No. lIT

I:‘ Box Ne.1V  Lack of unity of invention
E Box Neo. V

D Box No. VI  Certain decuments cited
D Box No. VII

Certain defects in the international application

Box No. VIII Certain observations on the international application

Non-gstablishment of opinion with regard to novelty, inventive step and industrial applicability

Reasoned statement under Rule 43bis. 1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the
International Preliminary Examining Authority ("IPEA") except that this does not apply where the applicant chooses an Authority
other than this one to be the [PEA and the chosen IPEA has notified the International Bureau under Rule 66.1bis(b) that writlen
opintons of this International Searching Authority will not be so considered.

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to the
IPBA a written reply together, where appropriate, with amendments, before the expiration of 3 months from the date of mailing
of Form PCT/ISA/220 or before the expiration of 22 months from the priority date, whichever expires later.

For further options, see Form PCT/ISA/220.

Name and mailing address of the ISA/KR
Korean Intellectual Property Office
189 Cheongsa-ro, Seo-gu, Dacjeon
Metropolitan City, 302-701, Republic of
Korea

Facsimile No, +82-42-472-7140

Date of completion of this opinion

05 August 2013 (05.08.2013)

Authorized officer

KIM Jin Ho

Telephone No. +82-42-481-869%

Form PCT/ISA/237 (cover sheer) (July 2011)
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. International application No.
WRITTEN OPINION OF THE

INTERNATIONAL SEARCHING AUTHORITY PCT/US2013/035726

Box No. 1 Basis of this opinion

1. With regard to the language, this opinion has been established on the basis of :
E the intemational application in the language in which it was filed

[J a translation of the international application into , which is the language of a
translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b}))

2. [] This opinion has been established taking into account the rectification of an cbvious mistake authorized by or notified
to this Authority under Rule 91 (Rule 43is.1{a))

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, this opinion has been
established on the basis of:

a. a sequence listing filed or furmished
on paper
|:| in electronic form

b. time of filing or fumishing
I:l contained in the international application as filed.
[] fited together with the intemational application in clectronic form.
D furnished subsequently to this Authority for the purposes of search.

4, |:l In addition, in the case that more than one version or copy of a sequence listing has been filed or furnished, the required
statements that the information in the subsequent or additioanl copies is identical to that in the application as filed or does

not go beyond the application as filed, as appropriate, were fumnished.

5. Additional comments:

Form PCT/ISA/237 (Box No, Ty July 2011)
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onal application No.
WRITTEN OPINION OF THE Iniernational application No

INTERNATIONAL SEARCHING AUTHORITY PCT/US2013/035726

Box No. V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

1. Statement
Novelty (N) Claims 113 YES
Claims  NONE NO
Inventive step (IS) Claims _I-18 YES
Claims _NONE NO
Industrial applicability (IA)  Claims 1-18 YES
Claims NONE NO

2. Citations and explanations :

Reference is made to the following documents:

D1: JP 2010-286218 A (MITSUBISHI BEAVY IND. LTD.) 24 December 2010

D2: KR 10-1999-0070368 A (SAMSUNG ELECTRONICS CO., LTD.) 15 September 1999
D3: JP 05-189659 A (HITACHI BILL SHISETSU ENG. KK.) 30 July 1993

D4: JP 2010-038377 A (MITSUBISHI HEAVY IND. LTD.) 18 February 2010

D5: S 6786421 B2 (ROSEN, HOWARD) 07 September 2004

1. Novelty and Inventive Step

1.1 Independent claim 1

None of the documents D1-D5 teach or fairly suggest a system for allocating the cost of
operating an HVAC system comprising a thermostatic controller configured to turn on or off a
first component associated with an individual unit of occupancy based on temperature reading
from an inside of the individual unit of occupancy. Accordingly, claim 1 is not anticipated by
any of the documents, nor is it obvious to a person skilled in the art by the documents, taken
alone or in combination. Therefore, claim 1 is novel and involves an inventive step under PCT
Article 33(2) and (3).

1.2 Dependent claims 2-9
Claims 2-9 are directly or indirectly dependent on claim 1 and therefore meet the requirements
of PCT Article 33(2) and (3).

Continued on Supplemental Box

Form PCT/ISA/237 (Box No, V) (July 2011)
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International application No.
WRITTEN OPINION OF THE

INTERNATIONAL SEARCHING AUTHORITY PCT/US2013/035726

Supplemental Box

In case the space in any of the preceding boxes is not sufficient,
Continuation of : Box No. V

[.3 Independent claim 10

Claim 10 concerns a method for allocating the cost of operating an HVAC system, but it has
the same technical features as claim 1. Thus, the same reasoning applies to claim 10.
Therefore, claim 10 is novel and involves an inventive step under PCT Article 33(2) and (3).

1.4 Dependent claims 11-18
Claims 11-18 are directly or indirectly dependent on claim 10 and therefore meet the
requirements of PCT Article 33(2) and (3).

2. Industrial Applicability

Claims 1-18 meet the requirement of industrial applicability under PCT Article 33(4).

Form PCT/SA/237 (Supplemental Box) (July 2011)
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EFACT.007A PATENT
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Inventor - : John Douglas Steinberg, et al.

App. No. : 12/778,052

Filed : May 11, 2010

For : SYSTEM, METHOD AND APPARATUS

FOR IDENTIFYING MANUAL INPUTS
TO AND ADAPTIVE PROGRAMMING

OF A THERMOSTAT
Examiner : Norman, Marc E.
Art Unit . 3744
Conf No. . 5650

RESPONSE TO NOTICE TO FILE CORRECTED APPLICATION PAPERS

Mail Stop Amendment
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

In response to the Notice to File Corrected Application Papers mailed October
28, 2013, Applicant respectfully submits the following amendments and comments.

Amendments to the Specification are reflected in the listing of claims which

begins on page 3 of this paper.

Remarks/Arguments begin on page 8 of this paper.
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Application No.: 12/778,052
Filing Date: May 11, 2010

AMENDMENTS TO THE SPECIFICATION

The drawings filed on August 20, 2010 include a Fig. 10 but the specification’s
brief description of the drawings does not describe a drawing with that designation.
Applicant hereby amends the specification as follows:

After paragraph 0015 please insert:

“Figure 10 shows an example of some of the contextual data that may be used
by the server in order to interpret manual overrides. *

-
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Application No.: 12/778,052
Filing Date: May 11, 2010

AMENDMENTS TO THE CLAIMS
No amendments have been made to the Cléims.

1. (Previously Presented) A method for detecting manual changes to the
setpoint for a thermostatic controller comprising:

accessing stored data comprising a plurality of internal temperature
measurements taken within a structure and a plurality of outside temperature

measurements relating to temperatures outside the structure;

using the stored data to predict a rate of change of temperatures inside
the structure in response to at least changes in outside temperatures;

calculating with one or more computer processors, scheduled
programming of the thermostatic controller for one or more times based on the
predicted rate of change, the scheduled programming comprising at least a first

. automated setpoint at a first time;

generating with on or more computer processors, a difference value
based on comparing an actual setpoint at the first time for said thermostatic

controller to the first automated setpoint for said thermostatic controller;

detecting a manual change to the first automated setpoint by determining
whether said actual setpoint and said first automated setpoint are the same or
different based on said difference value; and

logging said manual change to a database associated with the
thermostatic controller.

2. (Original) A method as in Claim 1 where said thermostatic controller
operates a system for changing the air temperature in a structure.

3. (Original) A method as in Claim 1 where said thermostatic controller
operates a heating, ventilation and air conditioning system.
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Application No.: 12/778,052
Filing Date: May 11, 2010

4. (Original) A method as in Claim 1 where said thermostatic controller
operates a heating, ventilation and air conditioning system in a single family residence.

5. (Original) A method as in Claim 1 in which at least one remote processor is

in communication with said thermostatic control device.

6. (Original) A method as in Claim 5 in which said remote processor is not
located in the same structure as said thermostatic controller.

7. (Original) A method as in Claim 5 in which said remote processor sets
programming for said thermostatic controller.

8. (Original) A method as in Claim 1 in which said thermostatic controller is
programmable.

9. (Previously Presented) A method for incorporating manual changés to the
setpoint for a thermostatic controller into long-term programming of said thermostatic
controller comprising:

accessing stored data comprising a plurality of internal temperature
measurements taken within a structure and a plurality of outside temperature

measurements relating to temperatures outside the structure;

using the stored data to predict a rate of change of temperatures inside
the structure in response to at least changes in outside temperatures;

calculating scheduled programming of setpoints in the thermostatic
controller based on the predicted rate of change, the scheduled programming
comprising at least a first automated setpoint at a first time and a second
automated setpoint at a second time;

comparing the actual setpoint at the first time for said thermostatic
controller to the first automated setpoint for said thermostatic controller ;

detecting a manual change to the first automated setpoint by determining
whether said actual setpoint and said first automated setpoint are the same or
different; '
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changing the second automated setpoint at the second time based on at

least one rule for the interpretation of said manual change.

10. (Original) A method as in Claim 9 where said thermostatic controller
operates a system for changing the air temperature in a structure.

11. (Original) A method as in Claim 9 where said thermostatic controller
operates a heating, ventilation and air conditioning system.

12. (Original) A method as in Claim 9 where said thermostatic controller
operates a heating, ventilation and air conditioning system in a single family residence.

13. (Original) A method as in Claim 9 in which at least one remote processor is
in communication with said thermostatic control device.

14. (Original) A method as in Claim 13 in which said remote processor is not
located in the same structure as said thermostatic controller.

15. (Original) A method as in Claim 13 in which said remote processor sets
programming for said thermostatic controller.

16. (Original) A system as in Claim 9 in which said thermostatic controller is
programmable.

17. (Previously Presented) An apparatus for detecting manual changes to the
setpoint for a thennostatic controller comprising:

at least a programmable communicating thermostat;
at least a remote processor;

at least a network connecting said remote processor and said
communicating;

at least a database comprising a plurality of internal temperature
measurements taken within a structure and a plurality of outside temperature
measurements relating to temperatures outside the structure;
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computer hardware comprising one or more computer processors
configured to use the stored data to predict a rate of change of temperatures

inside the structure in response to changes in outside temperatures;

the one or more computer processors configured to calculate scheduled
setpoint programming of the programmable communicating thermostat for one or
more times based on the predicted rate of change, the scheduled programming

comprising one or more automated setpoints;

at least a database that stores the one or more automated setpoints
associated with the scheduled programming for said programmable
communicating thermostat;

at least a database that stores actual setpoint programming of said
programmable communicating thermostat; and

the one or more computer processors configured to to compare the one or
more automated setpoints associated with said scheduled setpoint programming
with said actual setpoint programming.

18. (Original) An apparatus as in claim 17 where said programmable
communicating thermostat operates a system for changing the air temperature in a
structure.

19. (Original) An apparatus as in claim 17 where said programmable
communicating thermostat operates a heating, ventilation and air conditioning system.

20. (Original) An apparatus as in claim 17 where said programmable
communicating thermostat operates a heating, ventilation and air conditioning system in
a single family residence.

21. (Original) An apparatus as in claim 20 in which at least one remote
processor is in communication with said programmable communicating thermostat.

22. (Original) An apparatus as in claim 20 in which said remote processor is
not located in the same structure as said programmable communicating thermostat.
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23. (Original) An apparatus as in claim 20 in which said remote processor sets

programming for said programmable communicating thermostat.
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REMARKS

The drawings filed on August 20, 2010 include a Fig. 10 but the specification’s
brief description of the drawings does not describe a drawing with that designation.

Applicant notes that paragraph 0043 of the patent application refers to Figure 10.
Accordingly, Applicant has used the language in paragraph 0043 for the summary of
Figure 10 in the Brief Description of the Drawings.

After paragraph 0015 of the application, please insert:

“Figure 10 shows an example of some of the contextual data that
may be used by the server in order to interpret manual overrides. *

Applicant respectfully submits that no new matter is being introduced by way of
this amendment to the specification and requests that the foregoing amendment to the
specification be entered and made of record.

Please charge any additional fees, including any fees for additional extension of
time, or credit overpayment to Deposit Account No. 11-1410.

Respectfully submitted,

KNOBBE, MARTENS, OLSON & BEAR, LLP

_ Dated: __/0"30-/3 By: ?MQM- € Ky
John R. King
Registration No. 34,362
Attorney of Record
Customer No. 20995
(949) 760-0404

16564951:ad
102913

78 of 294 o | | PETITIONER ECOBEE
EX. 1008



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLo. oV

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. J CONFIRMATION NO. |
12/778,052 05/11/2010 John Douglas Steinberg EFACT.007A 5650
20995 7590 10/28/2013
KNOBBE MARTENS OLSON & BEAR LLP | FXAMINER |
2040 MAIN STREET NORMAN, MARC E
FOURTEENTH FLOOR
IRVINE, CA 92614 l ART UNIT | PAPER NUMBER I

3744

I NOTIFICATION DATE | DELIVERY MODE |

10/28/2013 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

jayna.cartee@knobbe.com
efiling@knobbe.com
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Application No.: 12778052

Applicant : Steinberg
Filing Date : 05/11/2010
Date Mailed : 10/28/2013

NOTICE TO FILE CORRECTED APPLICATION PAPERS
Notice of Allowance Mailed

This application has been accorded an Allowance Date and is being prepared for issuance. The
application, however, is incomplete for the reasons below.

Applicant is given 2 month(s) from the mail date of this Notice, or the time remaining from
the Notice of Allowance and Fee(s) Due, whichever is longer, within which to respond.

The informalities requiring correction are indicated in the attachment(s). If the informality
pertains to the abstract, specification (including claims) or drawings, the informality must be
corrected with an amendment in compliance with 37 CFR 1.121 (or, if the application is a reissue
application, 37 CFR 1.173). Such an amendment may be filed after payment of the issue fee if
limited to correction of informalities noted herein. See Waiver of 37 CFR 1.312 for Documents
Required by the Office of Patent Publication, 1280 Off. Gaz. Patent Office 918 (March 23, 2004).
In addition, if the informality is not corrected until after payment of the issue fee, for purposes of
35 U.S.C. 154(b)(1)(iv), “all outstanding requirements” will be considered to have been satisfied
when the informality has been corrected. A failure to respond within the above-identified time
period will result in the application being ABANDONED. This period for reply is NOT
extendable under 37 CFR 1.136(a).

See attachment(s).

A copy of this notice MUST be returned with the reply. Please address response to
“Mail Stop Issue Fee, Commissioner for Patents,
P.O. Box 1450, Alexandria, VA 22313-1450".

/Anthony McPhail/
Publication Branch

Office of Data Management
(571) 272-4200
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Application No. 12778052
IDENTIFICATION OF SPECIFICATION/DRAWING INCONSISTENCIES

[ ] OnPage of the specification there is a brief description of FIG. , but the drawings filed do not
include a drawing with that designation. Applicant must respond either by supplying the
omitted drawing or by amending the specification to remove all references to that drawing.

The drawings filed 08/20/2010 include FI1G. 10, but the specification's brief description of the
drawings does not describe a drawing with that designation. Applicant must respond either by
amending the specification to add a brief description of that drawing or by correcting the
drawings to remove the drawing in question.

[ ] Drawings are present in the application and are referred to in the detailed description of the
invention, but the specification does not contain a brief description of the drawings as required
by 37 CFR 1.74 and 37 CFR 1.77(b)(8).

[ ] Page ofthe specification refers to FIG. , but no drawing with that designation is described in the
brief description of the drawings and no drawing with that designation is present in the
application. Applicant must respond either by amending the specification to remove all
references to that drawing, or by supplying that drawing and amending the specification to add a
brief description of it.

OTHER:

COMMENTS:

L] [
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Application No.: 12778052

Applicant : Steinberg
Filing Date : 05/11/2010
Date Mailed : 10/28/2013

NOTICE TO FILE CORRECTED APPLICATION PAPERS
Notice of Allowance Mailed

This application has been accorded an Allowance Date and is being prepared for issuance. The
application, however, is incomplete for the reasons below.

Applicant is given 2 month(s) from the mail date of this Notice, or the time remaining from
the Notice of Allowance and Fee(s) Due, whichever is longer, within which to respond.

The informalities requiring correction are indicated in the attachment(s). If the informality
pertains to the abstract, specification (including claims) or drawings, the informality must be
corrected with an amendment in compliance with 37 CFR 1.121 (or, if the application is a reissue
application, 37 CFR 1.173). Such an amendment may be filed after payment of the issue fee if
limited to correction of informalities noted herein. See Waiver of 37 CFR 1.312 for Documents
Required by the Office of Patent Publication, 1280 Off. Gaz. Patent Office 918 (March 23, 2004).
In addition, if the informality is not corrected until after payment of the issue fee, for purposes of
35 U.S.C. 154(b)(1)(iv), “all outstanding requirements” will be considered to have been satisfied
when the informality has been corrected. A failure to respond within the above-identified time
period will result in the application being ABANDONED. This period for reply is NOT
extendable under 37 CFR 1.136(a).

See attachment(s).

A copy of this notice MUST be returned with the reply. Please address response to
“Mail Stop Issue Fee, Commissioner for Patents,
P.O. Box 1450, Alexandria, VA 22313-1450".

/Anthony McPhail/
Publication Branch

Office of Data Management
(571) 272-4200
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Application No. 12778052
IDENTIFICATION OF SPECIFICATION/DRAWING INCONSISTENCIES

[ ] OnPage of the specification there is a brief description of FIG. , but the drawings filed do not
include a drawing with that designation. Applicant must respond either by supplying the
omitted drawing or by amending the specification to remove all references to that drawing.

The drawings filed 08/20/2010 include FI1G. 10, but the specification's brief description of the
drawings does not describe a drawing with that designation. Applicant must respond either by
amending the specification to add a brief description of that drawing or by correcting the
drawings to remove the drawing in question.

[ ] Drawings are present in the application and are referred to in the detailed description of the
invention, but the specification does not contain a brief description of the drawings as required
by 37 CFR 1.74 and 37 CFR 1.77(b)(8).

[ ] Page ofthe specification refers to FIG. , but no drawing with that designation is described in the
brief description of the drawings and no drawing with that designation is present in the
application. Applicant must respond either by amending the specification to remove all
references to that drawing, or by supplying that drawing and amending the specification to add a
brief description of it.

OTHER:

COMMENTS:
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NOTICE OF ALLOWANCE AND FEE(S) DUE

20995 7590 07/31/2013 I EXAMINER |
KNOBBE MARTENS OLSON & BEAR LLP NORMAN, MARC E
2040 MAIN STREET
FOURTEENTH FLOOR | ART UNIT PAPER NUMBER |
IRVINE, CA 92614 3744

DATE MAILED: 07/31/2013

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKETNO. | CONFIRMATION NO.

12/778,052 05/11/2010 John Douglas Steinberg EFACT.007A 5650

TITLE OF INVENTION: SYSTEM, METHOD AND APPARATUS FOR IDENTIFYING MANUAL INPUTS TO AND ADAPTIVE PROGRAMMING OF
A THERMOSTAT

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE | PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

nonprovisional SMALL $890 $300 $0 $1190 10/31/2013

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE.

HOW TO REPLY TO THIS NOTICE:

I. Review the ENTITY STATUS shown above. If the ENTITY STATUS is shown as SMALL or MICRO, verify whether entitlement to that
entity status still applies.

If the ENTITY STATUS is the same as shown above, pay the TOTAL FEE(S) DUE shown above.

If the ENTITY STATUS is changed from that shown above, on PART B - FEE(S) TRANSMITTAL, complete section number 5 titled
"Change in Entity Status (from status indicated above)".

For purposes of this notice, small entity fees are 1/2 the amount of undiscounted fees, and micro entity fees are 1/2 the amount of small entity
fees.

II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (f required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.

Page 1 of 4
PTOL-85 (Rev. 02/11)

91 of 294 PETITIONER ECOBEE
EX. 1008



PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where
apé)ropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
indicated unlef:ss corrfected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for
maintenance fee notifications.

Note: A certificate of mailing can only be used for domestic mailings of the

Fee(s) Transmittal. This certificate cannot be used for any other accompanying

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address) Eapers. Each additional paper, such as an assignment or formal drawing, must
ave its own certificate of mailing or transmission.

Certificate of Mailing or Transmission

20995 7590 07/31/2013 I hereby certify that this Fee(s) Transmittal is being deposited with the United
KNOBBE MARTENS OLSON & BEAR LLP States Postal Service with sufficient postage for first class mail in an envelope
addressed to the Mail Sto address above, or being facsimile
2040 MAIN STREET ddressed to the Mail Stop ISSUE FEE add; by being facsimil
transmitted to the USPTO (571) 273-2885, on the date indicated below.
FOURTEENTH FLOOR
IRVINE, CA 92614 Depertors vawe)
(Signature)
(Date)
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.
12/778,052 05/11/2010 John Douglas Steinberg EFACT.007A 5650
TITLE OF INVENTION: SYSTEM, METHOD AND APPARATUS FOR IDENTIFYING MANUAL INPUTS TO AND ADAPTIVE PROGRAMMING OF
A THERMOSTAT
| APPLN. TYPE ENTITY STATUS | ISSUE FEE DUE | PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE
nonprovisional SMALL $890 $300 $0 $1190 10/31/2013
I EXAMINER | ART UNIT | CLASS-SUBCLASS |
NORMAN, MARCE 3744 236-051000
1. Change of correspondence address or indication of "Fee Address" (37 2. For printing on the patent front page, list
CER 1.363). . 1
(1) the names of up to 3 registered patent attorneys
a Change of correspondence address (or Change of Correspondence or agents OR, alternatively,
Address form PTO/SB/122) attached. . . . 2
(2) the name of a single firm (having as a member a
(] "Fee Address"” indication (or "Fee Address" Indication form registered attorney or agent) and the names of up to
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 2 registered patent attorneys or agents. If no nameis 3
Number is required. listed, no name will be printed.

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : [ Individual [ Corporation or other private group entity [ Government

4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)
[ Issue Fee [ A check is enclosed.
[ Publication Fee (No small entity discount permitted) | Payment by credit card. Form PTO-2038 is attached.
[ Advance Order - # of Copies (1 The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any
overpayment, to Deposit Account Number (enclose an extra copy of this form).
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in the course of settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5
U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy
Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as part of
that agency's responsibility to recommend improvements in records management practices and
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with the GSA regulations governing inspection of records for this purpose, and any other relevant
(i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about
individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a
routine use, to the public if the record was filed in an application which became abandoned or in
which the proceedings were terminated and which application is referenced by either a published
application, an application open to public inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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Application No. Applicant(s)
12/778,052 STEINBERG ET AL.
: i i i AlA (First Inventor to
Notice of Allowability Eﬂ’fg‘c‘“ﬁgRMAN Q;Zk’"" File) Statis
No

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. X This communication is responsive to amendment filed 7/12/13.
[] A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on

2. [ An election was made by the applicant in response to a restriction requirement set forth during the interview on ; the restriction
requirement and election have been incorporated into this action.

3. [ The allowed claim(s) is/are 1-23. As a result of the allowed claim(s), you may be eligible to benefit from the Patent Prosecution
Highway program at a participating intellectual property office for the corresponding application. For more information, please see
hitp:www usplo.gov/patenis/init_events/gph/index.jsg or send an inquiry to PPHisadhack@usplo.qoy .

4. [] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

ay[dJ Al b)y[dSome *c)[] None of the:
1. [ Certified copies of the priority documents have been received.
2. [ Certified copies of the priority documents have been received in Application No. ___
3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau (PCT Rule 17.2(a)).
* Certified copies not received: _ .

Applicant has THREE MONTHS FROM THE “MAILING DATE” of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5. [] CORRECTED DRAWINGS ( as “replacement sheets”) must be submitted.

[J including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date .

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6. [] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner’s comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)

1. [ Notice of References Cited (PTO-892) 5. [X] Examiner's Amendment/Comment

2. [ Information Disclosure Statements (PTO/SB/08), 6. [X] Examiner's Statement of Reasons for Allowance
Paper No./Mail Date 7/12/13

3. [ Examiner's Comment Regarding Requirement for Deposit 7. [ Other .

of Biological Material
4. [ Interview Summary (PTO-413),
Paper No./Mail Date .

/Marc E. Norman/
Primary Examiner, Art Unit 3744

U.S. Patent and Trademark Office
PTOL-37 (Rev. 05-13) Notice of Allowability Part of Paper No./Mail Date 20130716
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EXAMINER’S AMENDMENT
An examiner’s amendment to the record appears below. Should the changes and/or
additions be unacceptable to applicant, an amendment may be filed as provided by 37 CFR
1.312. To ensure consideration of such an amendment, it MUST be submitted no later than the
payment of the issue fee.

The application has been amended as follows:

At claim 1, line 12, “on” has been changed to -- one --.
At claim 17, line 2, “thennostatic” has been changed to -- thermostatic --.

Atclaim 17, line 22, “to to” has been changed to -- to --.

The following is an examiner’s statement of reasons for allowance:

As per independent claim 1, the prior art does not teach the method combination as
recited an in particular comprising the combined steps of generating with one or more computer
processors, a difference value based on comparing an actual setpoint at the first time for said
thermostatic controller to the first automated setpoint for said thermostatic controller; detecting a
manual change to the first automated setpoint by determining whether said actual setpoint and
said first automated setpoint are the same or different based on said difference value; and logging
said manual change to a database associated with the thermostatic controller.

As per independent claim 9, the prior art does not teach the method combination as
recited an in particular comprising comparing the actual setpoint at the first time for said

thermostatic controller to the first automated setpoint for said thermostatic controller; detecting a
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manual change to the first automated setpoint by determining whether said actual setpoint and
said first automated setpoint are the same or different; changing the second automated setpoint at
the second time based on at least one rule for the interpretation of said manual change.

As per independent claim 17, the prior art does not teach the apparatus combination as
recited an in particular comprising the one or more computer processors configured to calculate
scheduled setpoint programming of the programmable communicating thermostat for one or
more times based on the predicted rate of change, the scheduled programming comprising one or
more automated setpoints; at least a database that stores the one or more automated setpoints
associated with the scheduled programming for said programmable communicating thermostat;
at least a database that stores actual setpoint programming of said programmable communicating
thermostat; and the one or more computer processors configured to compare the one or more
automated setpoints associated with said scheduled setpoint programming with said actual
setpoint programming.

Any comments considered necessary by applicant must be submitted no later than the
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue
fee. Such submissions should be clearly labeled “Comments on Statement of Reasons for
Allowance.”

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to MARC NORMAN whose telephone number is (571)272-4812.

The examiner can normally be reached on Mon.-Fri., 8:30-5:00.
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If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Cheryl Tyler can be reached on 571-272-4834. The fax phone number for the
organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would
like assistance from a USPTO Customer Service Representative or access to the automated

information system, call §00-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Marc E. Norman/
Primary Examiner, Art Unit 3744
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- EFACT.007A PATENT
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Inventor : John Douglas Steinberg, et al.

App. No. . 12/778,052

Filed : May 11, 2010

For :  SYSTEM, METHOD AND APPARATUS

FOR IDENTIFYING MANUAL INPUTS
TO AND ADAPTIVE PROGRAMMING

OF A THERMOSTAT
Exafniner : Norman, Marc E.
Art Unit : 3744
Conf No. : 5650

RESPONSE TO OFFICE ACTION DATED MAY 7, 2013

Mail Stop Amendment
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

In response to the Office Action mailed May 7, 2013, Applicant respectfully

submits the following amendments and comments.

Amendments to the Claims are reflected in the listing of claims which begins

on page 2 of this paper.
' Summary of Interview begins on page 6 of this paper.

Remarks/Arguments begin on page 7 of this paper.
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AMENDMENTS TO THE CLAIMS
Please amend Claim 1 as indicated below.

1. (Currently Amended) A method for detecting manual changes to the
setpoint for a thermostatic controller comprising:

accessing stored data comprising a plurality of internal temperature
measurements taken within a structure and a plurality of outside temperature
measurements relating to temperatures outside the structure;

using the stored data to predict a rate of change of temperatures inside
the structure in response to at least changes in outside temperatures;

calculating with one or more computer processors, scheduled

programming of the thermostatic controller for one or more times based on the
predicted rate of change, the scheduled programming comprising at least a first

automated setpoint at a first time;

generating with on _or _more computer processors, a difference value

based on comparing an actual setpoint at the first time for said thermostatic

controller to the first automated setpoint for said thermostatic controller;-and

detecting a manual change to the first automated setpoint by determining
whether said actual setpoint and said first automated setpoint are the same or

different based on said difference value: and

logging said manual change to a database associated with the

thermostatic controller.

2. (Original) A method as in Claim 1 where said thermostatic controller

operates a system for changing the air temperature in a structure.

3. (Original) A method as in Claim 1 where said thermostatic controller

operates a heating, ventilation and air conditioning system.

4. (Original) A method as in Claim 1 where said thermostatic controller
operates a heating, ventilation and air conditioning system in a single family residence.

2-
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5. (Original) A method as in Claim 1 in which at least one remote processor is

in communication with said thermostatic control device.

6. (Original) A method as in Claim 5 in which said remote processor is not

located in the same structure as said thermostatic controller.

7. (Original) A method as in Claim 5 in which said remote processor sets

programming for said thermostatic controller.

8. (Original) A method as in Claim 1 in which said thermostatic controller is

programmable.

9. (Previously Presented) A method for incorporating manual changes to the
setpoint for a thermostatic controller into long-term programming of said thermostatic

controller comprising:

accessing stored data comprising a plurality of internal temperature
measurements taken within a structure and a plurality of outside temperature

measurements relating to temperatures outside the structure;

using the stored data to predict a rate of change of temperatures inside

the structure in response to at least changes in outside temperatures;

calculating scheduled programming of setpoints in the thermostatic
controller based on the predicted rate of change, the scheduled programming
comprising at least a first automated setpoint at a first time and a second
automated setpoint at a second time;

comparing the actual setpoint at the first time for said thermostatic
controller to the first automated setpoint for said thermostatic controller ;

detecting a manual change to the first automated setpoint by determining
whether said actual setpoint and said first automated setpoint are the same or

different;

changing the second automated setpoint at the second time based on at

least one rule for the interpretation of said manual change.
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10. (Original) A method as in Claim 9 where said thermostatic controller
operates a system for changing the air temperature in a structure.

11. (Original) A method as in Claim 9 where said thermostatic controller
operates a heating, ventilation and air conditioning system.

12. (Original) A method as in Claim 9 where said thermostatic controller

~operates a heating, ventilation and air conditioning system in a single family residence.

13. (Original) A method as in Claim 9 in which at least one remote processor is

in communication with said thermostatic control device.

14. (Original) A method as in Claim 13 in which said remote processor is not
located in the same structure as said thermostatic controller.

15. (Original) A method as in Claim 13 in which said remote processor sets

programming for said thermostatic controller.

16. (Original) A system as in Claim 9 in which said thermostatic controller is

programmable.

17. (Previously Presented) An apparatus for detecting manual changes to the

setpoint for a thennostatic controller comprising:
at least a programmable communicating thermostat;
at least a remote processor;

at least a network connecting said remote processor and said
communicating;

at least a database comprising a plurality of internal temperature
measurements taken within a structure and a plurality of outside temperature

measurements relating to temperatures outside the structure;

computer hardware comprising one .or more computer processors
configured to use the stored data to predict a rate of change of temperatures

inside the structure in response to changes in outside temperatures;
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the one or more computer processors configured to calculate scheduled
setpoint programming of the programmable communicating thermostat for one or
more times based on the predicted rate of change, the scheduled programming

comprising one or more automated setpoints;

at least a database that stores the one or more automated setpoints
associated with the scheduled programming for said programmable

communicating thermostat;

at least a database that stores actual setpoint programming of said

programmable communicating thermostat; and

the one or more computer processors configured to to compare the one or
more automated setpoints associated with said scheduled setpoint programming

with said actual setpoint programming.

18. (Original) An apparatus as in claim 17 where said programmable
communicating thermostat operates a system for changing the air temperature in a

structure.

19. (Original) An apparatus as in claim 17 where said programmable
communicating thermostat operates a heating, ventilation and air conditioning system.

20. (Original) An apparatus as in claim 17 where said programmable
communicating thermostat operates a heating, ventilation and air conditioning system in

a single family residence.

21. (Original) An apparatus as in claim 20 in which at least one remote

processor is in communication with said programmable communicating thermostat.

22. (Original) An apparatus as in claim 20 in which said remote processor is

not located in the same structure as said programmable communicating thermostat.

23. (Original) An apparatus as in claim 20 in which said remote processor sets

programming for said programmable communicating thermostat.
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SUMMARY OF INTERVIEW

Attendees, Date and Type of Interview

The interview was conducted on June 11, 2013 and attended by Examiner Marc

E. Norman, John D. Steinberg, and John R. King.

Exhibits and/or Demonstrations

None.

Identification of Claims Discussed

Claim 1.

Identification of Prior Art Discussed

None.

Proposed Amendments

Please see the amendments to claim 1 as set forth above.

Principal Arguments and Other Matters »

Please see the remarks set forth below.

Results of Interview

It was Applicant’'s understanding that the proposed amendments addressed the
Section 101 issues. It was also Applicant’s understanding that Examiner Norman would

further review the amendments upon submission of this response.
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REMARKS

The May 7, 2013 Office Action was based upon pending Claims 1-23. Claims 9-
23 are allowed. This Amendment amends Claim 1. Thus, after entry of this
Amendment, Claims 1-23 are pending and presented for further consideration.

INTERVIEW

Applicant would like to thank Examiner Norman for the interview extended to
John Steinberg and Applicant’'s counsel of record, John R. King, on June 11, 2013.

The interview helped clarify the Examiner’s concerns regarding Claim 1.

REJECTION OF CLAIMS 1-8 UNDER 35 U.S.C. §101

Claims 1-8 were rejected under 35 U.S.C. §101 because the claimed invention is

directed to non-statutory subject matter.

As discussed in the interview, Applicant has amended the claims such that they
are directed to a statutory machine. Furthermore, Applicant has amended the claims to
clarify the transformative nature of generating a difference value and to the include post
processing activity of logging the manual change to a database.

Thus, Applicant respectfully requests allowance of Claim 1 and dependent
Clams 2-8.

ALLOWABLE SUBJECT MATTER

Claims 9-23 were allowed.

OTHER APPLICATIONS OF ASSIGNEE

Applicant wishes to draw the Examiner's attention to the following applications
owned by of the present application's assignee:

: Filing Attorney
Inventors Appl. No. Date Docket No. Title
. System And Method For Using A
Steinberg | 80/993.183 | 08/03/07 | EFACT.003PR | Network Of Thermostats As Tool
- p To Verify Peak Demand Reduction
-7-
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Filing Attorney
Inventors Appl. No. Date Docket No. Title
. ' System And Method For
Steinberg | 80/944,011 | 44,17/57 | EFACT.005PR | Calculating The Thermal Mass Of
et al. Now Expired A Building
Steinber 12/183,990 System And Method For Using A
ot al 9 Now Pat. 07/31/08 | EFACT.003A | Network Of Thermostats As Tool
’ 7,908,117 To Verify Peak Demand Reduction
Steinber 12/183,949 System And Method For Using A
ot al g Now Pat. 07/31/08 | EFACT.004A | Network Of Thermostats As Tool
) 7,908,116 To Verify Peak Demand Reduction
Steinber 12/211,733 System And Method For
et al g Now Pat. 09/16/08 | EFACT.005A | Calculating The Thermal Mass Of
) 7,848,900 A Building
Steinber 12/211,690 System And Method For
ot al 9 Now Pat. 09/16/08 | EFACT.006A | Evaluating Changes In The
) 8,019,567 : Efficiency Of An HVAC System
System, Method And Apparatus
. 61/215,816 For Dynamically Variable
Steinberg Now Expired 05/11/09 | EFACT.008PR Compressor Delay In Thermostat
To Reduce Energy Consumption
. System, Method And Apparatus
S"Z't";’frg S;f;if? | | 05/08/09 | EFACT.009PR | For Just-In-Time Conditioning
' pire Using A Thermostat
System, Method And Apparatus
Steinberg 61/215,999 For Identifying Manual Inputs To
et al. Now Expired 05/12/09 | EFACT.007PR And Adaptive Programming Of A
Thermostat
System And Method For Using
Cheun 12/498,142 Ramped Setpoint Temperature
et al 9 Now Pat. 07/06/09 | EFACT.010A | Variation With Networked
’ 8,010,237 Thermostats To Improve
Efficiency
System And Method For Using A
12/502,064 ! !
Steinberg | Now Pat. | 07/13/09 | EFACT.011A ’:ﬁtgggtiiE;?"gg::;ﬂf;’f:n‘\s
8,180,492 Energy Management System
Steinber 12/773,690 System, Method And Apparatus
ot al 9 Published 05/04/10 | EFACT.009A | For Just-In-Time Conditioning
al 2010/0318227 Using A Thermostat
System, Method And Apparatus
12/774,580 - .
Steinberg | Published | 05/05/10 | EFACT.008A Ezl;n[ggzgfaD”eylQ{/alrrlua'll?lheermost y
2010/0282857 To Reduce Energy Consumption
System And Method For Using A
. 12/788,246 ) . .
Steinberg | Published | 05/26/10 | EFACT.012A g°5r']'1";2§"X’;rggz’rDe‘&‘;‘i?emem
2011/0290893 S}I/)st o gy Manag
-8-
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Filing Attorney
Inventors Appl. No. Date Docket No. Title
System And Method For
12/860,821 A .
Steinberg | Now Pat. | 08/20/10 | EFACT.013a | SPUmizing Use Of Plug-in Ar
8,090,477 Heaters
Steinberg 12/959,225 System And Method For
ot al Now Pat. 12/02/10 | EFACT.005C1 | Calculating The Thermal Mass Of
) 8,131,497 A Building
Steinberg | 13/037,162 System And Method For Using A
et al Now Pat. 02/28/11 | EFACT.004C1 | Network Of Thermostats As Tool
) 8,131,506 To Verify Peak Demand Reduction
System And Method For Using
Cheung 13/219,381 Ramped Setpoint Temperature
ot al Published 08/26/11 | EFACT.010C1 | Variation With Networked
: 2011/0307103 Thermostats To Improve
Efficiency
Steinberg 13/230,610 System And Method For
ot al Published 09/12/11 | EFACT.006C1 | Evaluating Changes In The
) 2012/0065935 Efficiency Of An HVAC System
System And Method For
13/329,117 A .
Steinberg | NowPat. | 12/16/11 | EFACT.013C1 8523};@:2@?@‘;5’#2;2 Alr
8,340,826 Heaters
13/470,074 System And Method For Using A
Steinberg Published 05/11/12 | EFACT.011C1 | Wireless Device As A Sensor For
2012/0221151 An Energy Management System
Steinberg 13/409,729 System And Method For
ot al Published 03/01/12 | EFACT.005C2 | Calculating The Thermal Mass Of
) 2012/0158350 A Building
Steinberg 13/409,697 System And Method For Using A
et al Published 03/01/12 | EFACT.004C2 | Network Of Thermostats As Tool
) 2012/0221294 To Verify Peak Demand Reduction
System And Method For
Hublou Optimizing Use Of Individual Hvac
et al. 13/523,697 06/14/12 | EFACT.014A Units In Multi-Unit Chiller-Based
Systems
System And Method For
13/725,447 L .
Steinberg | Published | 12/21/12 | EFACT.013C2 8"“"?'.2'”9 Use Of Plug-In Air
2013/0144445 onditioners And Portable
Heaters

Applicant notes that cited references, office actions, responses and notices of

allowance currently exist or will exist for the above-referenced matters.

Applicant also

understands that the Examiner has access to sophisticated online Patent Office

computing systems that provide ready access to the full file histories of these matters
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including, for example, specifications, drawings, pending claims, cited art, office actions,
responses, declarations, and notices of allowance.

Rather than submit copies these file histories, Applicant respectfully requests
that the Examiner continue to review these file histories online for past, current, and
future information about these matters. Also, if the Examiner cannot readily access
these file histories, the Applicant would be pleased to provide any portion of any of the
file histories at any time upon specific Examiner request.

SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT

Submitted concurrently herewith is a Supplemental Information Disclosure
Statement citing references for consideration. Applicant respectfully requests the
Examiner to consider the pending claims in connection with these references in order to
make the references of record.

NO DISCLAIMERS OR DISAVOWALS

Although the present communication may include alterations to the application or
claims, or characterizations of claim scope or referenced art, Applicant is not conceding
in this application that previously pending claims are not patentable over the cited
references. Rather, any alterations or characterizations are being made to facilitate

expeditious prosecution of this application.

Applicant reserves the right to pursue at a later date any previously pending or
other broader or narrower claims that capture any subject matter supported by the
present disclosure, including subject matter found to be specifically disclaimed herein or

by any prior prosecution.

Accordingly, reviewers of this or any parent, child or related prosecution history
shall not reasonably infer that Applicant has made any disclaimers or disavowals of any

subject matter supported by the present application.

-10-
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CONCLUSION

Applicants have endeavored to address all of the Examiner's concerns as
expressed in the outstanding Office Action. In light of the above remarks,
reconsideration and withdrawal of the outstanding rejections is specifically requested.

Please charge any additional fees, including any fees for additional extension of

time, or credit overpayment to Deposit Account No. 11-1410.

Respecitfully submitted,

KNOBBE, MARTENS, OLSON & BEAR, LLP

Dated: /7-12- Zolz By: Q@é,u, . ("C.,o.\

John R. King
Registration No. 34, 362
Attorney of Record
Customer No. 20995
(949) 760-0404

15616856
071213

-11-

117 of 294 " PETITIONER ECOBEE
EX. 1008



Docket No.: EFACT.007A Customer No. 20995

INFORMATION DISCLOSURE STATEMENT

Inventor . John Douglas Steinberg, et al.

App.No.  : 12/778,052

Filed . May 11, 2010

For . SYSTEM, METHOD AND APPARATUS FOR

IDENTIFYING MANUAL INPUTS TO AND ADAPTIVE
PROGRAMMING OF A THERMOSTAT

Examiner : Norman, Marc E.
Art Unit . 3744
Conf. No. : 5650

Mail Stop Amendment
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450
References and Listing

Submitted herewith in the above-identified application is an Information Disclosure
Statement listing references for consideration. Copies of any listed foreign and non-patent
literature references are being submitted.

Timing of Disclosure ,

This Information Disclosure Statement is being filed after receipt of a First Office Action,
but before the mailing date of a Final Action and before the mailing date of a Notice of
Allowance. This Statement is accompanied by the fees set forth in 37 C.F.R. 1.17(p). The
Commissioner is hereby authorized to charge any additional fees which may be required or to
credit any overpayment to Account No. 11-1410.

Respectfully submitted,
KNOBBE, MARTENS, OLSON & BEAR, LLP

Dated: 7-12Z-72013 Qﬂéﬂ& = ECM,_(

John R. King
Registration No. 34, 362
Attorney of Record
Customer No. 20995
(949) 760-0404

15786402:ad
071113
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Application No. 12/778,052
INFORMATION DISCLOSURE Filing Date May 11, 2010
First Named Inventor | John Douglas Steinberg
STATEMENT BY APPLICANT .
Art Unit 3744
(Multiple sheets used when necessary) Examiner Norman, Marc E.

SHEET 1 OF 2

Attorney Docket No.

EFACT.007A

U.S. PATENT DOCUMENTS

Examiner | Cite Document Number Publication . Pages, Columns, Lines Where
Initials | No Number - Kind Code (if known) Date Name of Patentee or Applicant Relevant Passages or
Example: 1,234,567 B1 MM-DD-YYYY Relevant Figures Appear

1 6,400,956 06-02-2002 Richton

2 8,457,797 06-04-2013  |Imes, et al.

3 2010/0289643 11-18-2010  [Trundle, et al.

4 2011/0046792 02-24-2011 Imes, et al.

5 2011/0046798 02-24-2011 Imes, et al.

6 2011/0046799 02-24-2011 Imes, et al.

7 2011/0046800 02-24-2011 Imes, et al.

8 2011/0046801 02-24-2011 Imes, et al.

9 2011/0051823 03-03-2011 Imes, et al.
10 2011/0054699 03-03-2011 Imes, et al.
1 2011/0054710 03-03-2011  |Imes, et al.
12 2011/0173542 07-14-2011 Imes, et al.
13 2011/0202185 08-18-2011  |Imes, etal.
14 2011/0214060 090-01-2011  |Imes, et al.
15 2011/0224838 09-15-2011 Imes, et al.
16 2011/0246898 10-06-2011 Imes, et al.
17 2011/0307101 12-15-2011 Imes, et al.
18 2012/0023225 01-26-2012  |Imes, et al.
19 2012/0046859 02-23-2012 Imes, et al.
20 2012/0064923 03-15-2012  |Imes, et al.
2 2012/0072033 03-22-2012  |Imes, et al.
22 2012/0093141 04-19-2012  |Imes, et al.
23 2012/0101637 04-26-2012 Imes, et al.
24 2012/0135759 05-31-2012  |Imes, etal.
25 2012/0215725 08-23-2012  |imes, et al.
26 2012/0221718 08-30-2012  |Imes, et al.
27 2012/0252430 10-04-2012 Imes, et al.
28 2012/0324119 12-20-2012  |Imes, et al.
29 2013/0053054 02-28-2013  |Lovitt, et al.

Examiner Signature

Date Considered

*Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not
in conformance and not considered. Include copy of this form with next communication to applicant.

T - Place a check mark in this area when an English language Translation is attached.
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First Named [nventor | John Douglas Steinber;
STATEMENT BY APPLICANT . £
Art Unit 3744
(Multiple sheets used when necessary) Examiner Norman, Marc E.
SHEET 2 OF 2 Attorney Docket No. EFACT.007A
U.S. PATENT DOCUMENTS
Examiner | Cite Document Number Publication | Pages, Columns, Lines Where
Initials | No Number - Kind Code (if known) Date Name of Patentee or Applicant Relevant Passages or
) Example: 1,234,567 B1 MM-DD-YYYY Relevant Figures Appear
30 2013/0054758 02-28-2013  |Imes, et al.
31 2013/0054863 02-28-2013  |Imes, et al.
32 2013/0060387 03-07-2013  |Imes, et al.
33 2013/0144453 06-06-2013 | Subbloie
34 2013/0167035 06-27-2013  |Imes, et al.
FOREIGN PATENT DOCUMENTS
Foreign Patent Document Publication Pages, Columns, Lines
Examiner |Cite| Country Code-Number-Kind Date Name of Patentee or Where Relevant Passages T
Initials | No. Code MM-DD-YYYY Applicant or Relevant Figures
Example: JP 1234567 A1 Appear
NON PATENT LITERATURE DOCUMENTS
Examiner | Cite| Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the \
Initials | No item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue T
) number(s), publisher, city and/or country where published.
35|Brush, et al., Preheat — Controlling Home Heating with Occupancy Prediction, 2013
36| Gupta, et al., A Persuasive GPS-Controlled Thermostat System, MIT, 2008
37| Gupta, Adding GPS-Control to Traditional Thermostats: An Exploration of Potential Energy Savings
and Design Challenges, MIT, 2009
38 | Krumm, et al., Learning Time-Based Presence Probabilities, June 2011
39 Scott, et al., Home Heating Using GPS-Based Arrival Prediction, 2010
15784819:ad

071113

Examiner Signature

Date Considered

*Examiner: [nitial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not
in conformance and not considered. Include copy of this form with next communication to applicant.

T' - Place a check mark in this area when an English language Translation is attached.
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Application Number:

12778052

Filing Date:

11-May-2010

Title of Invention:

SYSTEM, METHOD AND APPARATUS FOR IDENTIFYING MANUAL INPUTS TO

AND ADAPTIVE PROGRAMMING OF A THERMOSTAT

First Named Inventor/Applicant Name:
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Filer:
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* |f the entry in column 1 is less than the entry in column 2, write “0” in column 3. LIE
** If the “Highest Number Previously Paid For” IN THIS SPACE is less than 20, enter “20”. /ANDREA FREEMAN/
*** If the “Highest Number Previously Paid For” IN THIS SPACE is less than 3, enter “3”.
The “Highest Number Previously Paid For” (Total or Independent) is the highest number found in the appropriate box in column 1.

This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O.Box 1450

Alexandria, Virginia 22313-1450

WWW.USpto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |  CONFIRMATION NO. |
12/778,052 05/11/2010 John Douglas Steinberg EFACT.007A 5650
20995 7590 06/17/2013
EXAMINER
KNOBBE MARTENS OLSON & BEAR LLP | |
2040 MAIN STREET NORMAN, MARC E
FOURTEENTH FLOOR T Py——
IRVINE, CA 92614 | | |
3744
| NOTIFICATION DATE | DELIVERY MODE |
06/17/2013 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

Jjayna.cartee@knobbe.com
efiling @knobbe.com

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)

. . , 12/778,052 STEINBERG ET AL.
Applicant-Initiated Interview Summary i i
Examiner Art Unit
MARC NORMAN 3744

All participants (applicant, applicant’s representative, PTO personnel):

(1) MARC NORMAN. (3)John Steinberg.
(2) John King. (4) .

Date of Interview: 11 June 2013.

Type: [ Telephonic [ Video Conference
[X] Personal [copy given to: [] applicant  [] applicant’s representative]

Exhibit shown or demonstration conducted: [] Yes X No.
If Yes, brief description:

Issues Discussed X101 [J112 [J102 []103 [JOthers

(For each of the checked box(es) above, please describe below the issue and detailed description of the discussion)
Claim(s) discussed: 1.

Identification of prior art discussed:

Substance of Interview
(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied references etc...)

Discussed proposed amendments to overcome the rejections under 35 USC 101. _In addition to Applicant's proposed
amendments (see attached), it was agreed to add lanquage at the end of the claim reciting "logging said manual
change to a database of the thermostatic controller”.

Applicant recordation instructions: The formal written reply to the last Office action must include the substance of the interview. (See MPEP
section 713.04). If a reply to the last Office action has already been filed, applicant is given a non-extendable period of the longer of one month or
thirty days from this interview date, or the mailing date of this interview summary form, whichever is later, to file a statement of the substance of the
interview

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of
the substance of an interview should include the items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argument or issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcome of the interview, to include an indication as to whether or not agreement was reached on the issues raised.

X Attachment

/Marc E. Norman/
Primary Examiner, Art Unit 3744

U.S. Patent and Trademark Office
PTOL-413 (Rev. 8/11/2010) Interview Summary Paper No. 20130611

128 of 294 PETITIONER ECOBEE
EX. 1008



Summary of Record of Interview Requirements

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record
A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the
application whether or not an agreement with the examiner was reached at the interview.

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews
Paragraph (b)

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as
warranting favorable action must be filed by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1.111, 1.135. (35 U.S.C. 132)

37 CFR §1.2 Business to be transacted in writing.
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt.

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself
incomplete through the failure to record the substance of interviews.

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless
the examiner indicates he or she will do so. Itis the examiner’s responsibility to see that such a record is made and to correct material inaccuracies
which bear directly on the question of patentability.

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required.

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the
“Contents” section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant’s correspondence address
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication.

The Form provides for recordation of the following information:

— Application Number (Series Code and Serial Number)

—Name of applicant

—Name of examiner

—Date of interview

—Type of interview (telephonic, video-conference, or personal)

—Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.)

— An indication whether or not an exhibit was shown or a demonstration conducted

— An identification of the specific prior art discussed

— Anindication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does
not restrict further action by the examiner to the contrary.

—The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action)

Itis desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the
substance of the interview.

A complete and proper recordation of the substance of any interview should include at least the following applicable items:

1) A brief description of the nature of any exhibit shown or any demonstration conducted,

2) an identification of the claims discussed,

3) an identification of the specific prior art discussed,

4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the

Interview Summary Form completed by the Examiner,

5) a brief identification of the general thrust of the principal arguments presented to the examiner,

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully
describe those arguments which he or she feels were or might be persuasive to the examiner.)

6) a general indication of any other pertinent matters discussed, and

7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by

the examiner.

Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and
accurate, the examiner will give the applicant an extendable one month time period to correct the record.

Examiner to Check for Accuracy

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner’s version of the
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, “Interview Record OK” on the
paper recording the substance of the interview along with the date and the examiner’s initials.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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WWW.USpto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |  CONFIRMATION NO. |
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20995 7590 05/07/2013
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

Jjayna.cartee@knobbe.com
efiling @knobbe.com

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)
12/778,052 STEINBERG ET AL.

Office Action Summary Examiner Art Unit AlA (First Inventor o File)
MARC NORMAN 3744 SN‘Z“’S

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- |f NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status
1)XI Responsive to communication(s) filed on 27 February 2013.
[ A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon .
2a)[] This action is FINAL. 2b)[X] This action is non-final.
3)[] An election was made by the applicant in response to a restriction requirement set forth during the interview on
; the restriction requirement and election have been incorporated into this action.
4)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

5)X Claim(s) 1-23 is/are pending in the application.

5a) Of the above claim(s) is/are withdrawn from consideration.

6) X Claim(s) 9-23is/are allowed.

7)X Claim(s) 1-8is/are rejected.

8)[1 Claim(s) _____is/are objected to.

9 Claim(s) are subject to restriction and/or election requirement.
* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a
participating intellectual property office for the corresponding application. For more information, please see
hitp/raww.usplo.gov/patenis/init_events/pph/indax.jsp or send an inquiry to PPHfeedback@uspto.qoy.

Application Papers
10)[] The specification is objected to by the Examiner.
11)[] The drawing(s) filed on is/are: a)[_] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119
12)[C] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:
a)[J Al b)[JSome* ¢)[] None of the:
1. Certified copies of the priority documents have been received.
2. Certified copies of the priority documents have been received in Application No.
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.
Interim copies:
a)[J Al b)[JSome c)[JNone of the: Interim copies of the priority documents have been received.

Attachment(s)

1) IZ Notice of References Cited (PTO-892) 3) |:| Interview Summary (PTO-413)

. . Paper No(s)/Mail Date.
2) Iz Information Disclosure Statement(s) (PTO/SB/08) D Other-

Paper No(s)/Mail Date 5/11/10; 3/23/11; 2/27/13.

U.S. Patent and Trademark Office
PTOL-326 (Rev. 03-13) Office Action Summary Part of Paper No./Mail Date 20130416
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Application/Control Number: 12/778,052 Page 2
Art Unit: 3744

DETAILED ACTION

Claim Rejections - 35 USC § 101

35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and
requirements of this title.

Claims 1-8 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non-
statutory subject matter.

Claim 1 recites a method comprising accessing stored data, predicting a rate of change,
calculating scheduled programming, comparing setpoints, and detecting manual changes based
on the comparison. The accessing of stored data is considered insignificant pre-solution activity.
All of these steps are thus considered abstract calculations that do not require the method be
implemented by a particular machine and does not transform a particular article, And thus is not
eligible subject matter under 35 USC 101.

While claims 2-8 recite various details of the controller device, processor, etc., these are
structural features that are external to the actual method for detecting manual changes, and thus

do not render the claims as having eligible subject matter under 35 USC 101.

Allowable Subject Matter

Claims 9-23 are allowed.
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Application/Control Number: 12/778,052 Page 3
Art Unit: 3744

Conclusion

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to MARC NORMAN whose telephone number is (571)272-4812.
The examiner can normally be reached on Mon.-Fri., 8:30-5:00.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Cheryl Tyler can be reached on 571-272-4834. The fax phone number for the
organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would
like assistance from a USPTO Customer Service Representative or access to the automated

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Marc E. Norman/
Primary Examiner, Art Unit 3744
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Application/Control No. Applicant(s)/Patent Under
Reexamination
] ] 12/778,052 STEINBERG ET AL.
Notice of References Cited . .
Examiner Art Unit
MARC NORMAN 3744 Page 1of 1
U.S. PATENT DOCUMENTS
* Countscz)colégil:tm,\tljgmg 55 Code MM?\a(t\?yy Name Classification
* | A | US-6,454,177 B1 09-2002 Sasao et al. 236/46R
* B | US-4,897,798 01-1990 Cler, Lawrence J. 700/276
c | US-
D | US-
E | US-
F | US-
G | US-
H | US-
| uUs-
J | US-
K | US-
L | US-
M | US-
FOREIGN PATENT DOCUMENTS
* Coums(gjﬂﬁiﬂtm’\;gmg :; Code MMEi\a(tsYY Country Name Classification
N
O
P
Q
R
S
T
NON-PATENT DOCUMENTS
* Include as applicable: Author, Title Date, Publisher, Edition or Volume, Pertinent Pages)
u
Vv
w
X

*A copy of this reference is not being furnished with this Office action. (See MPEP § 707.05(a).)
Dates in MM-YYYY format are publication dates. Classifications may be US or foreign.

U.S. Patent and Trademark Office
PTO-892 (Rev. 01-2001) Notice of References Cited Part of Paper No. 20130416
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Date received: 3/23/11

MN/
_ PTO/SB/08 Equivalent
Application No. 12/778052
INFORMATION DISCLOSURE Filing Date 05-11-2010
STATEMENT BY APPLI CANT First N.amed Inventor | Steinberg, John Douglas et al
Art Unit 3744
(Multiple sheets used when necessary) Examiner
SHEET 1 OF 1 Attorney Docket No. | EFACT.007A
U.S. PATENT DOCUMENTS
Eﬁ?ai:;er ﬁ;&_} NumbeDro _c %‘rr]neinéoN:? (s;‘e;nown) P&:}Lﬁg%‘&?f Name of Patentee or Applicant ls:lg\e;:'rl?;gggggs_ lgstZ\II:vzre;t
Example: 1,234,567 B1 Figures Appear
1 5,682,949 11-04-1997 Ratcliffe et al.
2 5,818,347 10-06-1998 Doian et al.
3 5,977,964 11-1999 Williams et al.
4 6,912,429 06-2005 Bilger
5 7,061,393 06-2006 Buckingham et al.
6 7,242,988 07-2007 Hoffberg et al.
7 7,260,823 08-2007 Schlack et al.
8 7,483,964 01-2009 Jackson et al.
9 H2176 12-2006 Meyer et al.
10 2006/0045105 A1 03-2006 Dobosz et al.
1 2007/0146126 A1 06-2007 Wang
12 2008/0281472 A1 11-2008 Podgorny et al.
13 2009/0052859 A 1 02-2009 Greenberger et al.
14 2010/0156608 A1 06-2010 BAE et al.
15 2010/0162285 A1 06-2010 Cohen et al.
FOREIGN PATENT DOCUMENTS
Cramer |G | o e oss | e | Nemeotrmemeeor | TEmIMTIELS |
Example: JP 1234567 A1 MM-DD-YYYY Relevant Figures Appear
NON PATENT LITERATURE DOCUMENTS
Examiner | Gite | [NClude name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the ;
Initials No. item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue T
: number(s), publisher, city and/or country where published.
16| Honeywell, "W7600/W7620 Controller Reference Manual, HW0021207, October, 1992
i (DDloEn!:r,ni;i‘tlg Termostats Draft Report Sontrokobin Condi FHia-Reogramment
1g|WETTER, et al., A comparison of deterministic and probabilistic optimization algorithms for nonsmooth
simulation-based optimization., Building and Environment 39, 2004, Pages 989-999
Netes: crossed-out reference not considered because no
gggﬁ;wo corresponding date provided.
NN/
Examiner Signature /Nare Norman/ Date Considered (04/16/2013
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*Examiner: [nitial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not
in conformance and not considered. Include copy of this form with next communication to applicant.
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Application/Control No.

Reexamination

Applicant(s)/Patent Under

Index of Claims 12778052 STEINBERG ET AL.
LT
MARC NORMAN 3744
v Rejected - Cancelled N | Non-Elected A Appeal
= Allowed + Restricted I | Interference o) Objected
[J Claims renumbered in the same order as presented by applicant O cpa O T.D. O R147
CLAIM DATE
Final Original |04/16/2013
1 v
2 v
3 v
4 v
5 v
6 v
7 v
8 v
9 =
10 =
11 =
12 =
13 =
14 =
15 =
16 =
17 =
18 =
19 =
20 =
21 =
22 =
23 =

U.S. Patent and Trademark Office
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Search Notes

Application/Control No.

Applicant(s)/Patent Under
Reexamination

12778052 STEINBERG ET AL.
MARC NORMAN 3744
CPC- SEARCHED
Symbol Date Examiner
CPC COMBINATION SETS - SEARCHED
Symbol Date Examiner
US CLASSIFICATION SEARCHED
Class Subclass Date Examiner
236 1C, 46R, 51,94 4/16/13 MN
62 161, 163 4/16/13 MN
700 276, 278 4/16/13 MN
SEARCH NOTES
Search Notes Date Examiner
EAST search (interior/inside/indoor temperature; exterior/outside/outdoor 4/16/13 MN
temperature; rate of change; setpoint; time; manual; automatic; etc.);
inventor name search
INTERFERENCE SEARCH
US Class/ US Subclass / CPC Group Date Examiner
CPC Symbol
U.S. Patent and Trademark Office Part of Paper No. : 20130416
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Date received: 2/27/13 NN/
: PTO/SB/08 Equivalent

Application No. 12/778052
INFORMATION DISCLOSURE Filing Date 05-11-2010
STATEMENT BY APPLICANT First N'amed Inventor | Steinberg, John Douglas et al
Art Unit 3744
(Multiple sheets used when necessary) Examiner Unknown
SHEET 1 OF 3 Attorney Docket No. EFACT.007A
U.S. PATENT DOCUMENTS
ET;;:P:r ?\li:f Numbgr° _c ;ﬁznéy;?(?fel:nown) P“::,lli_cl::)agc_)?\(l)\(a;e Name of Patentee or Applicant gggi:hgggjsrg:;é: lg?;‘e,},:ve;t
Example: 1,234,567 B1 Figures Appear
1 4,136,732 01-1979 Demaray et al.
2 4,341,345 07-1982 Hammer et al.
3 4,475,685 10-1984 Grimado, et al.
4 4,655,279 04-1987 Harmon
5 5,244,146 09-1993 Jefferson et al.
6 5,270,952 12-1993 Adams et al.
7 5,314,004 05-1994 Strand et al.
8 5,462,225 10-1995 Massara et al.
9 5,544,036 - |08-1996 Brown et al.
10 5,555,927 09-1996 Shah
11 6,115,713 09-05-2000  |Pascucci, et al.
12 6,260,765 07-2001 Natale et al.
13 7,356,384 04-2008 Gull, et al.
14 7,644,869 01-2010 Hoglund et al.
15 7,784,704 08-31-2010 Harter
16 7,848,900 12-07-2010 Steinberg, John Douglas et al.
17 7,894,943 02-22-2011 Sloup et al.
18 7,908,116 03-15-2011 Steinberg, John Douglas et al.
19 7,908,117 03-15-2011 Steinberg, John Douglas et al.
20 8,010,237 08-30-2011  |Cheung, Leo et al.
21 8,019,567 09-13-2011 Steinberg, John Douglas et al.
22 8,090,477 01-03-2012 Steinberg, John Douglas .
23 8,131,497 03-06-2012 Steinberg, John Douglas et al.
24 8,131,506 03-06-2012 Steinberg, John Douglas et al.
25 8,180,492 05-15-2012 Steinberg, John Douglas
26 8,340,826 12-25-2012 Steinberg, John Douglas
27 13/523,697 06-14-2012 Hublou, et al.
.28 13/725,447 12-21-2012 Steinberg, John Douglas
29 2004/0176880 09-09-2004 Obradovich, et al. v
Examiner Signature /Marc Norman/ |Date Considered 04/16/2013
*Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not
in conformance and not considered. Include copy of this form with next communication to applicant.

T'- Place a chegl mark I Fi BB SN EORIDHMNRE TRRROEPIRABIE RE LINED THROUGH. /MN/
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PTO/SB/08 Equivalent

Application No. 12/778052
INFORMATION DISCLOSURE Filing Date 05-11-2010
STATEMENT BY APPLICANT First N.amed Inventor | Steinberg, John Douglas et al
Art Unit 3744
(Multiple sheets used when necessary)' Examiner Unknown
SHEET 2 OF 3 Attorney Docket No. EFACT.007A
U.S. PATENT DOCUMENTS
E;:?ai?:r (glictf Numbgro -c ;?;;Znégl;;n (t/?fe Iinown) P“l;[:,:i_ﬁgfcfya;e Name of Patentee or Applicant :;gsz}\?;g]sns‘:;: ]gfz‘e,\{:\?arﬁt
Example: 1,234,567 B1 Figures Appear
30 2006/0214014 09-28-2006 Bash, et al.
31 2007/0045431 03-03-2007 Chapman, et al.
32 2008/0198549 08-21-2008 Rasmussen, et al.
33 2009/0240381 09-2009 Lane
34 2009/0281667 11-2009 Masui, et al.
35 2010/0019052 01-2010 Yip
36 2010/0070086 03-2010 Harrod, et al.
37 2010/0070089 03-2010 Harrod, et al.
38 2010/0070093 03-2010 Harrod, et al.
39 2010/0211224 08-2010 Keeling, et al.
40 2010/0235004 09-2010 Thind '
41 2010/0282857 11-11-2010 Steinberg
42 2010/0289643 11-2010 Trundle, et al.
43 2010/0308119 12-09-2010 Steinberg, et al.
44 2010/()31 8227 12-16-2010 Steinberg, et al.
45 2011/0031323 02-2011 Nold, et al.
46 2011/0290893 12-01-2011 Steinberg
47 2011/0307103 12-15-2011 Cheung, et al.
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EFACT.007A PATENT
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Inventor : Steinberg, et al.

App. No. : 12/778,052

Filed : May 11, 2010

For : SYSTEM, METHOD AND APPARATUS FOR

IDENTIFYING MANUAL INPUTS TO AND
ADAPTIVE PROGRAMMING OF A THERMOSTAT

Examiner : Unkhown
* Art Unit . 3744
Conf No. : 5650

PRELIMINARY AMENDMENT

Mail Stop Amendment
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

Prior to the examination of the above-captionéd application, please amend the
application as follows:

Amendments to the Claims are reflected in the listing of claims which begins
on page 2 of this paper.

Remarks/Arguments begin on page 6 of this paper.
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AMENDMENTS TO THE CLAIMS
Please amend Claims 1, 9 and 17 as indicated below.

1. (Currently Amended) A method for detecting manual changes to the

setpoint for a thermostatic controller comprising:

accessing stored data comprising a plurality of_internal temperature

measurements taken within a structure and a plurality of outside temperature

measurements relating to temperatures outside the structure:

using the stored data to predict a rate of change of temperaturesu inside

the structure in response to at least changes in outside temperatures:

calculating scheduled programming of the thermostatic controller for one
or more times based on the predicted rate of change, the scheduled

programming comprising at least a first automated setpoint at a first time;

comparing an actual setpoint at the first time for said thermostatic

controller to the first automated setpoint for said thermostatic controller; and

detecting a manual change to the first automated setpoint by determining
whether said actual setpoint and said first automated setpoint are the same or
different.

2. (Original) - A method as in Claim 1 where said thermostatic controller
operates a system for changing the air temperature in a structure.

3. (Original) A method as in Claim 1 where said thermostatic controller
operates a heating, ventilation and air conditioning system.

4.  (Original) A method as in Claim 1 where said thermostatic controller
operates a heating, ventilation and air conditioning system in a single family residence.

5. (Original) A method as in Claim 1 in which at least one remote processor is
in communication with said thermostatic control device.
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6. (Original) A method as in Claim 5 in which said remote processor is not

located in the same structure as said thermostatic controller.

7. (Original) A method as in Claim 5 in which said remote processor sets

programming for said thermostatic controller.

8. (Original) A method as in Claim 1 in which said thermostatic controller is
programmabile.

9. (Currently Amended) A method for incorporating manual changes to the
setpoint for a thermostatic controller into long-term programming of said thermostatic

controller comprising:

accessing stored data comprising a plurality of internal temperature

measurements taken within a structure and a plurality of outside temperature

measurements relating to temperatures outside the structure;

using the stored data to predict a rate of change of temperatures inside

the structure in response to at least changes in outside temperatures:

calculating scheduled programming of setpoints in the thermostatic
controller based on the predicted rate of change, the scheduled programming
comprising at least a first automated setpoint at a first time and a second
automated setpoint at a second time;

comparing the actual -setpoint at the first time for said thermostatic
controller to the first automated setpoint for said thermostatic controller :

detecting a manual change to the first automated setpoint by determining
whether said actual setpoint and said first automated setpoint are the same or
different;

changing the second automated setpoint at the second time based on at
least one rule for the interpretation of said manual change.

10. (Original) A method as in Claim 9 where said thermostatic controller
operates a system for changing the air temperature in a structure.
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11. (Original) A method as in Claim 9 where said thermostatic controller
operates a heating, ventilation and air conditioning system.

12. (Original) A method as in Claim 9 where said thermostatic controller
operates a heating, ventilation and air conditioning system in a single family residence.

13. (Original) A method as in Claim 9 in which at least one remote processor is

in communication with said thermostatic control device.

14. (Original) A method as in Claim 13 in which said remote processor is not
located in the same structure as said thermostatic controller.

15. (Original) A rhethod as in Claim 13 in which said remote processor sets
programming for said thermostatic controller.

16. (Original) Avsys'tem as in Claim 9 in which said thermostatic controller is
programmable.

17. (Currently Amended) An apparatus for detecting manual changes to the
setpoint for a thennostatic controller comprising:

at least a programmable communicating thermostat;
at least a remote processor;

at least a network connecting said remote processor and said
communicating; '

at least a database comprising a plurality of internal temperature

measurements taken within a structure and a plurality of 6utside temperature

measurements relating to temperatures outside the structure:

computer hardware comprising one or more computer processors

configured to use the stored data to predict a rate of change of temperatures

inside the structure in response to changes in outside temperatures;

the one or more computer processors configured to calculate scheduled
setpoint programming of the programmable communicating thermostat for one or

-4-
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more times based on the predicted rate of change, the scheduled programming

comprising one or more automated setpoints;

at least a database that stores the one or more automated setpoints
associated with the scheduled programming for said programmable
communicating thermostat;

at least a database that stores actual setpoint programming of said

programmable communicating thermostat; and

the one or more computer processors configured to to compare the one or
more automated setpoints associated with said scheduled setpoint programming

with said actual setpoint programming.

18. (Original) ‘An apparatus as in claim 17 where said programmable
communicating thermostat operates a system for changing the air temperature in a
structure.

19. (Original) An apparatus as in claim 17 where said programmable

communicating thermostat operates a heating, ventilation and air conditioning system.

20. (Original) An apparatus as in claim 17 where said programmable
communicating thermostat operates a heating, ventilation and air conditioning system in
a single family residence.

21. (Original) An apparatus as in claim 20 in which at least one remote

processor is in communication with said programmable communicating thermostat.

22. (Original) An apparatus as in claim 20 in which said remote processor is

not located in the same structure as said programmable communicating thermostat.

23. (Original) An apparatus as in claim 20 in which said remote processor sets
programming for said programmable communicating thermostat.
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REMARKS

In this Preliminary Amendment, Applicant has amended Claims 1, 9 and 17.

Support for the amendments can be found, by way of example in the publication
of the pending application (U.S. Publication No. 2010/0308119) at paragraphs 0034-
0037.

OTHER APPLICATIONS OF ASSIGNEE

Applicant wishes to draw the Examiner's attention to the following applications
owned by of the present application's assignee:

Filing Attorney
Inventors Appl. No. Date Docket No. Title
; System And Method For Using A
Steinberg 60/963,183
ot al. Now Expired 08/03/07 EFACT.OOSPR Network Of Thermostats As Tool

To Verify Peak Demand Reduction
System And Method For
09/17/07 | EFACT.005PR | Calculating The Thermal Mass Of

Steinberg 60/944,011

et al. Now Expired A Building
Steinberg 12/183,990 System And Method For Using A
ot al Now Pat. 07/31/08 | EFACT.003A | Network Of Thermostats As Tool
) 7,908,117 To Verify Peak Demand Reduction
Steinberg 12/183,949 System And Method For Using A
ot al Now Pat. 07/31/08 | EFACT.004A | Network Of Thermostats As Tool
) 7,908,116 To Verify Peak Demand Reduction
Steinberg 12/211,733 System And Method For
ot al. Now Pat. 09/16/08 | EFACT.005A | Calculating The Thermal Mass Of
' 7,848,900 A Building
Steinberg 12/211,690 System And Method For
ot al ~ Now Pat. 09/16/08 | EFACT.006A | Evaluating Changes In The
' 8,019,567 Efficiency Of An HVAC System
System, Method And Apparatus
. 61/215,816 For Dynamically Variable
Steinberg Now Expired 05/11/09 | EFACT.008PR Compressor Delay In Thermostat

To Reduce Energy Consumption
System, Method And Apparatus
05/08/09 | EFACT.009PR | For Just-In-Time Conditioning
Using A Thermostat

System, Method And Apparatus
For Identifying Manual Inputs To
And Adaptive Programming Of A
Thermostat

Steinberg 61/215,657
et al. Now Expired

Steinberg | 61/215,999

et al. Now Expired 05/12/09 | EFACT.007PR
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System And Method For Using
Cheun 12/498,142 ‘ Ramped Setpoint Temperature
ot al g Now Pat. 07/06/09 | EFACT.010A | Variation With Networked
’ 8,010,237 Thermostats To Improve
Efficiency
System And Method For Using A
12/502,064 . g
. . Networked Electronic Device As -
Steinberg . Now Pat. 07/13/09 | EFACT.011A
8,180,492 An Occupancy Sensor For An
Energy Management System
Steinber 12/773,690 System, Method And Apparatus
et al 9 Published 05/04/10 | EFACT.009A | For Just-In-Time Conditioning
’ 2010/0318227 Using A Thermostat
System, Method And Apparatus
12/774,580 ; ’
Steinberg | Published | 05/05/10 | EFACT.008A g‘c’;n%{g:;gfg'ey,a\;a{ e roetat
2010/0282857 To Reduce Energy Consumption
System, Method And Apparatus
. 12/778,052 : e
Steinberg 7 For Identifying Manual inputs To
et al. 20'?8%'3383;119 05/11710 | EFACT.007A And Adaptive Programming Of A
Thermostat
12/788.246 System And Method For Using A
Steinberg | _Published | 05/26/10 | EFACT.012a | Mlopite Eledtionic Device To
2011/0290893 S)F/)stem gy Manag
System And Method For
12/860,821 L .
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8,090,477 Heaters
Steinber 12/959,225 System And Method For
et al g Now Pat. 12/02/10 | EFACT.005C1 | Calculating The Thermal Mass Of
' 8,131,497 A Building
Steinberg 13/037,162 System And Method For Using A
et al Now Pat. 02/28/11 | EFACT.004C1 | Network Of Thermostats As Tool
’ 8,131,506 To Verify Peak Demand Reduction
» System And Method For Using
Cheung 13/219,381 Ramped Setpoint Temperature
etal Published 08/26/11 | EFACT.010C1 | Variation With Networked
' 2011/0307103 Thermostats To Improve
Efficiency
Steinberg 13/230,610 System And Method For
ot al Published 09/12/11 | EFACT.006C1 | Evaluating Changes In The
' 2012/0065935 Efficiency Of An HVAC System
System And Method For
13/329,117 o .
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13/470,074 System And Method For Using A
Steinberg Published 05/11/12 | EFACT.011C1 | Wireless Device As A Sensor For
2012/0221151 An Energy Management System
Steinberg 13/499,729 System _And Method For
ot al. Published 03/01/12 | EFACT.005C2 Calcglgtmg The Thermal Mass Of
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Steinberg 13/4Q9,697 System And Method For Using A
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Systems
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Heaters

Applicant notes that cited references, office actions, responses and notices of
allowance currently exist or will exist for the above—referehced matters. Applicant also
understands that the Examiner has access to sophisticated online Patent Office
computing systems that provide ready access to the full file histories of these matters
including, for example, specifications, drawings, pending claims, cited art, office actions,

responses, declarations, and notices of allowance.

Rather than submit copies these file histories, Applicant respectfully requests
that the Examiner continue to review these file histories online for past, current, and
future information about these matters. Also, if the Examiner cannot readily access
these file histories, the Applicant would be pleased to provide any portion of any of the
file histories at any time upon specific Examiner request.

SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT

Submitted concurrently herewith is a Supplemental Information Disclosure
Statement citing new references. Applicant notes that some of the references were
previously submitted, but did not include dates. Thus, Applicant has resubmitted these

references with a listing of associated dates. Applicant respectfully requests the
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Examiner to consider the pending claims in connection with the submitted.references in
order to make the references of record.

NO DISCLAIMERS OR DISAVOWALS

Although the present communication may include alterations to the application or
claims, or characterizations of claim scope or referenced art, the Applicants are not
conceding in this application that previously pending claims are not patentable over the
cited references. Rather, any alterations or characterizations are being made to
facilitate expeditious prosecution of this application. | |

The Applicants reserve the right to pursue at a later date any previously pending
or other broader or narrower claims that capture any subject matter supported by the
present disclosure, including subject matter found to be specifically disclaimed herein or

by any prior prosecution.

Accordingly, reviewers of this or any parent, child or related prosecution history
shall not reasonably infer that the Applicants-have made any disclaimers or disavowals
of any subject matter supported by the present application.

CONCLUSION

Please charge any additional fees, including any fees for additional extension of
time, or credit overpayment to Deposit Account No. 11-1410.

Respectfully submitted,
KNOBBE, MARTENS, OLSON & BEAR, LLP

Dated: __ 2-27- 70/ By: Q@&u_ . M

John R. King
Registration No. 34,362
Attorney of Record
Customer No. 20,995
(949) 760-0404
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Inventor = : John Douglas Steinberg, et al.

App. No. . 12/778,052

Filed :© May 11, 2010

For : SYSTEM, METHOD AND APPARATUS FOR IDENTIFYING
MANUAL INPUTS TO AND ADAPTIVE PROGRAMMING OF A
THERMOSTAT

Examiner : Unknown

Art Unit - . 3744

Conf. No. . 5650

Mail Stop Amendment
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
References and Listing

Submitted herewith in the above-identified application is an Information Disclosure
Statement listing references for consideration. Copies of any listed foreign and non-patent
literature references are being submitted.
Timing of Disclosure

This Information Disclosure Statement is being filed before the receipt of a first Office
Action on the merits, and presumably no fee is required. If a first Office Action on the merits
was mailed before the mailing date of this Statement, the Commissioner is authorized to charge
the fee set forth in 37 CFR 1.17(p) to Deposit Account No. 11-1410.

Respectfully submitted,
KNOBBE, MARTENS, OLSON & BEAR, LLP

Dated: 2-21-20(3 By: Qﬂgf/\'\ = /'a'\ﬂ

John R. King
Registration No. 34, 362
Attorney of Record
Customer No. 20,995
(949) 760-0404
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@ Comfort integration and energy efficient method of air conditioning.

&) An air conditioned space is cooled within a narrow target zone (as depicted on a psychrometric type chart)
within which human occupants of the conditioned space would fesl thermally comfortable, wherein factors
including the heat transfer resistance of occupants’ clothing and level of physical activity determine the target
zone, by a method which includes correction of operative temperature, relative air velocity and humidity within
the conditioned space 104, inherently conirolling humidity by control of effective dehumidifier size 102 while
maintaining a low face velocity of air and a high velocity of coolant flow, but varying either, or both, dehumidifier
size 102 and the leaving air temperature if humidity ratio falls below four or exceeds thirteen grams of water per

kilogram of dry air.
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METHOD AND MEANS OF AIR CONDITIONING

This invention relates to a method of air conditioning and a means of controlling an air conditioner in
such manner as to achieve thermal conditions which closely approximate those recommended by the
ASHRAE Standard on Thermal Environmental Conditions for Human Occupancy, or other similar standards
based on the "comfort equation”, over a broad range of operating conditions.

BACKGROUND OF THE INVENTION

The ASHRAE Standard 55-1981 entitled "Thermal Environment Conditions for Human Occupancy" sets
out the following parameters which require design aftention:

Operative Temperature (typical ranges for a building in which occupants are mostly sedentary depend on
humidity but span approximately 3.5° C within the global ranges, summer 22°C -27° G, winter 20° C -
23°C)

Humidity (4.2 - 12 g/kg moisture ratio)

Air movement (summer not exceeding 0.25 m/sec.),

(winter not exceeding 0.15 m/sec.)

Mean radiant temperature (operative temperature normally being an average of air temperature and mean
radiant temperature)

Thermal resistance of clothing

Occupants' average metabolic rate (having regard to activity level).

A revision of this Standard, designated AINSI/ASHRAE Standard 55-81R has been released for public
review and proposes tighter limits by specifying that the relative humidity should lie between 60% and 30%
and narrowing the temperature range by approximately 0.5° C.

This invention addresses all the above parameters, and, in addition, addresses the ventilation require-
ments which require a minimum air velocity through air distribution registers for proper diffusion of the
supply air. It does not directly address other parameters listed in the Standard, such as non-steady and
non-uniform temperature, radiant asymmetry and floor temperatures. It does, however, provide a means and
method whereby operative temperature and the insulating effect of most people's clothing may be
estimated, and whereby a conditioned space may be retained within that portion of the "comfort zone",
illustrated for a specific example situation in the psychrometric chart on page 5 of the ASHRAE Standard,
necessary to ensure also that the relative air velocity requirements, illustrated for example in Fig 17 of
Chapter 8 of ASHRAE Fundamentals 1985, are satisfied at all times.

The ability to vary the volume of the conditioned air supply to offset the sensible load in individual
zones often causes the Variable Air Volume (VAV) system to be preferred to the Constant Air Volume (CAV)
system, in which variations in sensible load are accommodated by changing the conditioned supply air
temperature but maintaining its volume flow. Both systems suffer from imperfections and these become
manifest as the load sensed by the control system reduces, that is, as the sensible load reduces. In VAV
systems often the volume of ventilation air delivered to the minimum load zone is insufficient to avoid
stuffiness; lack of air motion accentuates the sense of discomfort and dissatisfaction felt by the occupants.
Also the humidity of the air can rise to unacceptable levels at part load. The CAV system avoids the stuify,
stagnant air complaints but frequently resulis in even less acceptable levels of humidity.

The invention is applicable to both existing and new VAV or CAV systems.

Reference can be made to Australian patents 530554 and 597757, and U.S. Patent 4942740. These
patents relate to some of a series of inventions for which patents have been granted or are pending and
which trace the development of several methods of air conditioning which when combined become the
method known as the low face velocity/high coolant velocity (LFV/HCV) method. This invention embodies
features of said patents, and relates to a means and method whereby the thermal conditions for human
comfort can be yet more closely achieved, which is the principal purpose of this particular invention. As
indicated above the method may be used with both constant air volume (CAV) and variable air volume
(VAV) systems and is compatible with all conventionally employed coolants. To a limited degree the
present method can be made compatible with conventional systems which are unrelated to the earlier
inventions by the proponents but is most readily effected in conjunction with the invention of said Patents
597757 and 4942740.

Physically based empirical equations have been developed to describe the thermal equilibrium between
a human subject and the surroundings. The effects of each of the parameters discussed above on the rate
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of heat loss from the human subject are combined in an equation known as "the comfort equation”. This
long equation and its physical and empirical bases are succinctly summarized by B.W. Olesen in an article
entitled "Thermal Comfort”, Bruel & Kjaer Technical Review No. 2, 1982, and in more detail in standard
texts. The physically based "comfort equation” allows the quantitative estimation of the various heat gains
and losses by the subject but does not indicate the reaction of the subject to those gains and losses.
Thermal comfort is defined as "that condition of mind in which satisfaction is expressed with the thermal
environment™". By testing the reactions of many hundreds of subjects to defined conditions within fully
instrumented environmental test chambers, Professor P.O. Fanger of the Technical University of Denmark
determined the most probable reactions of subjects and correlated these with the various effects on heat
gains and losses embodied in the "comfort equation”. This he did in a manner which allows the most
probable "predicted mean vote" (PMV) of persons to their thermal environment to be deduced through
solution of the "comfort equation". Fanger's results are compatible with those of Professor A.P. Gagge and
others in the United States of America and have been verified and extended by researchers in many other
countries. These results have been drawn together to form the basis for the ASHRAE Standard 55-81 on
thermal environmental conditions for human occupancy. This Standard is advisory. It indicates the thermal
conditions for which designers should aim in order o ensure that the majority of occupants feel thermally
comfortable, i.e. not too hot, not too cold, not too moist, not too dry.

It is important to note that human comfort involves factors other than thermal comfort. Lighting level and
colour, noise level and spectrum, posture, odour, touch, disturbance by breeze and by other persons can, if
unacceptable, cause discomfort so nullifying attempts to satisfy conditions for thermal comfort to which the
present invention specifically relates.

Numerous tables and charts have been constructed from the "comfort equation”. No one single table or
chart is sufficient to cover fully the influence of all the above listed variables. Nevertheless the major factors
influencing human comfort are revealed by an examination of several of these charts. The aforesaid article
by B.W. Olesen indicates that to illustrate all aspects of the "comfort equation" requires twenty eight
different charts or diagrams.

The comfort equation expresses the energy balance between a person and their surroundings assuming
that steady state equilibrium has been established. Using the notation of ASHRAE Fundamentals Handbook
(1989) the total rate of energy ouiput by the person in a steady state situation is equal to the metabolic rate.
Some of this energy may be expended in performing mechanical work such as lifting a weight, as when
walking up stairs, but the remainder appears as heat which must be lost to the surroundings if the person's
basal temperature is to remain constant without the body invoking the thermoregulatory reactions of heavy
sweating if too hot or shivering (to increase metabolic rate) if too cold. Thus the net rate of heat loss from
the person per unit of skin surface area is (M-W) Watts per square metre.

The mechanisms by which the heat is lost are by transfer through the skin, Qs and by transfer through
the lungs, that is by respiration, Qyes.

The loss from the skin can be subdivided into a loss of sensible heat by convection, C, and by
radiation, R, and a loss of latent heat through evaporation of moisture from the skin, Eq.

The loss by respiration is substantial. it can be divided into a convective loss C,.s and an evaporative
loss Ejes-

All quantities are expressed in units of Watts per square metre of skin surface. When a "standard”
body surface area, known as the "Dubois surface area”, is specified the metabolic rate may, for ease of
comparison, be expressed in the "met" unit where 1 met=58.2 W/m2 50 Kcal/(h.m?) is the metabolic rate of
a healthy adult person when seated quietly.

For a nude subject the surface area of skin can be determined and the skin temperature measured at
representative points. Furthermore the heat transfer coefficients for convection and radiation, hence the
sensible heat exchange with the surroundings, and the rate of evaporation of moisture from the skin can be
determined. Similarly the sensible heat and the moisture losses from the lungs can be obtained from
empirical equations deduced by Professor Fanger. Thus, all parameters of the comfort equation may be
determined for the nude subject.

The effect of clothing is to add a layer of insulation to parts of the body. This insulation may be
described as if it is a single equivalent uniform layer over the whole body. The insulating value is expressed
in the units of "clo™ where 1 clo = 0.155 m2. ~C/W. The clothing also changes the surface area through
which heat and moisture are exchanged with the surroundings and hence a small correction must be made
to the Dubois surface area. The clo values for a wide range of garments from underwear to fur top coats
have been tabulated in various reference books and are summarised in the aforesaid ASHRAE Standard.

Taking all factors into account P.0. Fanger in his book "Thermal Comfort", published in the readily
available edition in 1982 by Krieger Publishing Company, Florida, developed the single equation which is
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the equation now most frequently referred to as "the comfort equation”. The equation is written in the form
given below. In the present invention ideally it is solved as an algorithm within the control system or, in the
simplest realization, its solution is estimated from tabulated data for later combination with other data to set
manually a zone thermostat.
The Fanger comfort equation is
(M-W) = 3.96X1078 f, [(tg + 273)* - (t, + 273)*]
- fo e (e - ta)
+ 3.05[5.73-0.007(M-W)-p,]
+ 0.42[(M-W) - 58.15]
+ 0.0173 M(5.87 - pa)
+ 0.0014 M(34 - t,)
where t=¢y = 35.7 - 0.0275 (M-W)
- kg [(M-W)
- 3.05[5.73 - 0.007(M-W) - pa]
- 0.42[(M-W) - 58.15] - 0.0173 M(5.87 - pa)
- 0.0014 M(34 - t,)]
and M = Metabolic energy production rate, W/m?
W = External work, W/m?
fa= Ratio of surface area of clothed body to that of nude body
ty = Temperature of surface of clothing, ‘c
t,= mean radiant temperature received by subject, e
he= convective heat transfer coefficient W/m2K
t,= air temperature in conditioned space, ~ C
p.= partial pressure of water vapour in air, kPa
k = 0.155m2. ° C/(clo.W) = a unit conversion
le = intrinsic clothing insulation.

The values of h; and f; are given by
2.38 (tyt,)025 for 2.38 (trta)>12.1 YV
h, =
12.1 V for 2.38 (ty-t,)*?5<12.1yV
fa =
1.00 + 0.2 I for I <0.5 clo
1.05 + 0.1 [ for Iy >0.5 clo
where V = relative velocity of air, m/s.

The difference between the left hand and right hand sides of the comfort equation is the thermal load
on the body. The thermal load L is defined in ASHRAE 1989 Fundamentals Handbook as the difference
between the internal heat production and the heat loss o the actual environment for a person hypothetically
kept at comfortable skin temperatures and thermoregulatory sweat secretion rate for the actual activity level.

Fanger devised a voting scale for comfort and means of determining the predicted mean vote (PMV) of
a large group of subjects for a given environment. The sale is
+3 hot
+2 warm
+1 slightly warm
0 neutral

-1 slightly cool
-2 cool
-3 cold

The predicted mean vote was found to be fitted closely by the equation
PMV = [0.303 exp(-0.036 M) + 0.028]L
where the thermal load L is determined from the comfort equation as indicated above.

The percentage of people dissatisfied with a given thermal environment may be related to the predicted
mean vote and it has been found that not more than 10 percent of occupants will be dissatisfied, that is 90
percent will be satisfied, if
-05<PMV < + 05.

These limits define the range of conditions within which the thermal environment is controlled according
to the present invention. It may be noted that even for a predicted mean vote of zero, five percent of the
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occupants are likely to be dissatisfied.

It must be stressed that this is one only of the criteria available for determining acceptable thermal
environmental conditions. We seek here to establish the method of achievement of human thermal comfort
rather than the specific criteria used to measure that thermal comfort.

While most designers are successiul in satisfying the thermal comfort criteria at peak load conditions,
few if any have been able also to satisfy the criteria at all operating loads without resorting to the mostly
practice of overcooling and then reheating the air. This lack of success has caused many designers to
ignore the recommendations of the aforesaid Standard. This in turn has contributed to the development of
the "sick building syndrome". The problem stems from a fundamental incompatibility between the
recommendations of the Standard and the means by which conventional air conditioning systems are
controlled.

It is the aim of this invention to remove this incompatibility to allow the requirements for the thermal
comfort of occupants to be satisfied at all conditions of operation of the air conditioning system. To do this
the broad comifort zone depicted on the aforesaid ASHRAE psychrometric chart must be subdivided into a
series of narrower bands each providing the "target" for operation over its own range of operating load
conditions and occupant related characteristics.

The nartow "target zones" must embrace the wide range of clothing worn by occupants of an air
conditioned space during the operating year, the diverse ranges of activity by the occupants varying from
sedentary (met=1) to very active (met=3), and the need to consider relative air velocity (velocity of air over
occupants of a conditioned space), air dry bulb temperature, radiant temperature and operative temperature,
volume flow rate of air, sensible and total heat load, and humidity ratio. If these matiers are considered, the
level of human comfort now deemed desirable can be achieved only by adjusting from one narrow target
zone to another such that effectively a narrow "moving comfort target zone" is defined within the relatively
broad ASHRAE Standard comfort zone. This moving target zone will occupy different positions on a
psychrometric, or psychrometric type, chart as both occupant related and system related conditions change
during the operating year.

However, the Applicants herein have ascertained that under most climatic conditions the LFV/HCV air
conditioning system, the subject of aforesaid U.S. Patent 4942740, can inherently restrain humidity in the
occupied space from rising above the limit recommended by the aforesaid Standard. Control of relative air
velocity, supply air dry bulb temperature and dehumidifier size can, in this invention, achieve a design
c