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U NIT.HD S TATES P ATENT AND TRADEMARK O FFICE 
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Saul Ewing LLP (Phjladelphia) 
Attn: Patent Docket Clerk 
Centre Square West 
l 500 Market Street, 38th Floor 
Philadelphia, PA 19102-2 LR6 

l'lR.~T NAM(;.}) INVENTOR 

C'-arl H. June 

UNITED STATES DEPARTMENT 01<' COMMERCE 
I 1nited States P atent and T rademark Office 
A,klre.s:COMMlSSIONER FOK PATTTNTS 

ro, s.,. 1450 
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www.11spt,;,,gov 

ATfORN!lY DOCKl,'l' NO. CONFffiMAl'ION NO. 

0-16483-600 I US 1 I (00853 J 3710 

EXAMINER 

BllRKllART, MTCITAEL D 

ARTl.'Nl'f PAPER NUMBER 

16'.B 

NOm~(:,\ TION Dt\ 'l'E DEi.,l VKRY MODii 

01/2Z/2016 .ELBC'.l'RONlC 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for rep1y, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

putl.\nls@saul.com 
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Office Action Summary 

Application No. 
14/996.953 

Examiner 
Michael Burkhart 

Applicant(s) 
JUNE ET AL. 

Art Unit 
1633 

AIA (First Inventor to File) 
Status 
No 

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE~ MONTHS FROM THE MAILING DATE OF 
THIS COMMUNICATION. 

- Extensions of lime may be available under 1he provisions of 37 CFR 1.136(a), In no event. however. may a reply be timely filed 
after SIX (6) MONTHS from ihe mailing da1e of this communication. 

- If NO period for reply is specified above, the ma,(imum statutory period will apply and Will expire SIX (6) MO NTHS from 1he mailing dale of this communication. 
Failure to reply wijhfn the set or extended period for reply will, by statute. cause the application 10 become ABANDONED (35 U.S.C. § 133). 
Any reply received by the O ffice later than three months after 1he maillng dale of th is communtca1ion, even ii timely filed, may reduce any 
earned paten t 1erm adjustment. See 37 CFR 1.704(b). 

Status 

1 )D Responsive to cornmunication(s) filed on __ . 

D A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on __ . 

2a)O This action is FINAL. 2b)[8l This action is non-final. 

3)0 An election was made by the applicant in response to a restriction requirement set forth during the in1erview on 
_ _ ; the restriction requirement and electlon have been incorporated into this action. 

4)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims" 
5)[8l Claim(s) 90-119 is/are pending in the application. 

5a) Of the above claim(s) __ is/are withdrawn from consideration. 

6)0 Claim(s) __ is/are allowed. 

7)[8l Claim(s) 90-119 is/are rejected. 

8)0 Claim(s) __ is/are objected to. 

9)0 Claim(s) __ are subject to restriction and/or election requirement. 

• )f any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a 

participating intellectual property office for the correspondihg application. For more informatioJl, please see 

hftpJ/www.uspto.goV/patents/lnit events/pph/index:.isp or send an inquiry to PPHfeedback@uspto.gov. 

Application Papers 
10)0 The specification is objected to by the Examiner_ 

11 )0 The drawing(s) filed on __ is/are: a)D accepted or b)D objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. Ses 37 CFR i .85(a). 

Replacement drawfng sheet(s) including the correction is required 1f the drawing(s) is obJected to. See 37 CFR 1,121 (d) 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

Certified copies: 
a)D All b)D Some** c)D None of the: 

LO Certified copies of the priority documents have been received. 
2.0 Certified copies of the priority documents have been received in AppOcat,on No. _ _ . 

3_0 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17_2(a)). 
" See the attached detailed Office action for a list of the certified copies not received. 

Attachment(s) 

1) D Notice of References Ci1ed (PTO-892) 

2) [8] Information Disclosure S1atemen1(s) (PTO/SB/08a and/or PTO/ SB/08b) 
Paper No(s)/Mail Da1e 1115/2016. 

U.S. Patent and Trademalk Ol/1ce 
PTOL-326 (Rev.11-13) Office Action Summary 

3 ) D lntervfew Summary (PTO-413) 

Paper No(s)/Mail Dale, __ 

4) D Other: __ . 

Part o f Paper No./Mail Date 20160217 f 
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Application/Control Number: 14/996,953 

Art Unit: 1633 

DETAILED ACTION 

Page2 

The present application is being examined under the pre-AIA first to invent provisions. 

Priority 

Applicant's claim for tbc benefit of a prior-filed application under 35 U .S.C. 1 l 9(e) or 

under 35 U .S.C. 120, 12 l, or 365(c) is acknowledged, Applicant has not complied with one or 

more conditions for receiving the benefit of an earlier filing date under 35 U.S.C. 119(e) as 

follows: 

The later-filed application must be an application for a patent for an invention which is 

also disclosed in the prior application (the parent or original nonprovisional application or 

provisional application). The disclosure of the invention in the parent application and in the later­

f'iled application must be sufficient to comply with the requirements of 35 U.S.C. l 12(a) or the 

f1l'St paragraph of pre-AIA 35 U.S.C. 112, except fos the best mode requirement. See Transco 

Products, Inc. v. Pe,forma,zce Contracting, Inc., 38 F.3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994) 

The disclosure of the plior-filed application, Application Nos. 61/502,649 and 

61/421,470, fail to provide adequate support or enablement in the manner provided by 35 U.S.C. 

l 12(a) or pre-AJA 35 U.S.C. 112, first paragraph for one or more claims of this application. The 

'649 and '470 applications do not disclose any of the SEQ ID NOs recited in the claims. The first 

disclosure of such SEQ ID NOs was in PCT/USl 1/64191. thus, the benefit of pdority for the 

claims is given to the filing date of the application, 12/9/2011. 
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Application/Control Number: 14/996,953 

Art Unit: 1633 

Double Patenting 

Page3 

Applicant is advised that hould claim 90 be found allowable. claims 95 and 96 will be 

objected to under 37 CFR 1.75 as being a substantial duplicate thereof. When two claims in an 

application are duplicates or else are so close in content that they both cover the same thing, 

despite a slight difference in wording. it is proper after allowing one claim to object to the other 

as being a substantial duplicate of the allowed claim. See lvfPEP § 706.03(k). The dependent 

claims mere ly recite a limitation (scFv, SEQ ID NO: 20) already found in claim 90. 

The nonstatutory double patentiug rejection is based on a judicially created doctrine 

grounded in public policy (a po licy reflected in the statute) so as to prevent the unjustified or 

improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 

harassment by multiple assignees. A nonstatutory double patenting rejection is appropriate where 

the claims at issue are not identical, but at least one examined application claim is not patentably 

distinct from the reference claim(s) because the examined application claim is either anticipated 

by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 F.3d 

1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman. 11 F.3d 1046, 29 USPQ2d 2010 (Fed. 

Cir. 1993); In re Umgi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re \fan Omum, 686 

F.2d 937,214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 

1970); and In re Thorington , 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed tenninal disclaimer in compliance with 37 CFR l.32 l (c) or l.32l(d) may 

be used to overcome an actual or provisional rejection based on a nonstatutoiy double patenting 

ground provided the reference application or patent either is shown to be commonly owned with 

f 
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