UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

MYLAN PHARMACEUTICALS INC,,
MSN LABORATORIES PRIVATE LTD.,
and MSN PHARMACEUTICALS INC.,
Petitioners,

V.

BAUSCH HEALTH IRELAND LIMITED,
Patent Owner.

Case IPR2022-00722*
Patent 7,041,786

PETITIONER MYLAN’S OPPOSITION
TO BAUSCH’S MOTION TO EXCLUDE
37 C.F.R. §42.64(c)

1 IPR2023-00016 has been joined with this proceeding.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF CONTENTS

Page
I 101 0T L8 {1 o] o U SUROURRUR 1
I1. Reasons fOr Denial..........cccooiiiiiii i 1
A.EX1067 (EPO Prosecution History) is Admissible.........c.ccovvveiiiniiiinniennnn 1
1.EX1067 is an admissible record of a public office..........ccccoovviiiiiinnnnn, 1
2. The EP file history 1S NOt Nearsay .........cccocevveneeiieiniienee e 3
3.Dr. Currie’s EPO submission is admissible as a more reliable
comparator than Bausch’s SUDMISSION .........cccvvvviiiiiin i 4
4.Bausch had access to the complete EPO file and identifies nothing
INNEEA OF @ CUME ..o 6
B. The Challenged Paragraphs of EX1063 (Second Peterson
Declaration) Are AdmMISSIDIE .........cooviiiiiie e 8
1.Dr. Peterson’s testimony is highly relevant and not otherwise
INAAMISSIDIE ... 8
2.Dr. Peterson is amply qualified to testify regarding the subject
matter of this trial ..........ccoe i 9
C.Bausch’s Motion to Exclude Under §42.65 Is Meritless..........cccooevvinnnnen. 14
] O] T 1 Lo o USSP 15

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF AUTHORITIES

Pages
Cases

Abbott Vascular, Inc. v. FlexStent, IPR2019-00882, Paper 48 (2020).................... 15
Altaire Pharm., Inc. v. Paragon Bioteck, Inc., PGR2015-00011, Paper 48

(2016), rev’d on other grounds, 889 F.3d 1274 (Fed. Cir. 2018) ..........cceeeueen 15
Emerson Electric Co. v. IPCO, LLC, IPR2017-00213, Paper 42 (2018)................ 15
Gemtron Corp. v. Saint-Gobain Corp., 572 F.3d 1371 (Fed. Cir. 2009) .................. 6
Huddleston v. United States, 485 U.S. 681 (1988).........cccccoviiieiiiieiieiee e, 7
University of Strathclyde v. Clear-Vu Lighting LLC, 17 F.4th 155 (Fed.

CIE 2021 e e b e 14
Valve Corp. v. Ironburg Inventions Ltd., 8 F.4th 1364 (Fed. Cir. 2021)................... 2
Statutes
5 U.S.C. 8554(D) .ottt 8
Rules
Federal Rule of EVIAENCE 106.........uueeiiieeiiiieiieieieeee ettt 6,7,8
Federal Rule of EVIAENCE 703........oouiiiiiiiiieeeeeeecteee et 6,9, 11, 14
Federal Rule of EVIAENCE 801 ... 3,4
Federal Rule of EVIAENCE B02...........cccooiiiiiiiiiecccee s 1
Federal Rule of EVIdence 803............ccooiiiiiieeeee s 2,4,9
Federal Rule of EVIAENCE BO4...........cccoiiiiiiiieieceee e 4,9
Federal Rule of EVIAENCE 806.............cooiiiiiiiiiiceeee e 4,9
Federal Rule of EVIAENCE 807 ........cccooiiiiiiiiiiiccee s 5
Regulations
37 CFR 842.65 ...ttt 14, 15

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

European Patent Convention RUle 145...........ccooieiieiiiie e

Other Authorities
European Patent Guide §85.3.000 ........cccooieiiiiiiiiieiiesie s

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

l. INTRODUCTION

The Board should deny Bausch’s motion (Paper 53, MtE) to exclude
EX1067, which provides relevant excerpts from the patent prosecution history of
the European analogue to the involved patent, and portions of the Second Peterson
Declaration (EX1063) that discuss EX1067. The prosecution history is a public
record from the European Patent Office, an organ of the European Patent
Organization, a public international organization of nearly 40 member states.?
Bausch seeks to exclude EX1067 in its entirety as hearsay under Federal Rule of
Evidence (FRE) 802. MtE 1. Bausch argues specific paragraphs of EX1063
discussing EX1067 are irrelevant, prejudicial, confusing, a waste of time, and
hearsay. MtE 6-7. None of Bausch’s arguments justify its requested relief.

II.  REASONS FOR DENIAL

A. EX1067 (EPO Prosecution History) is Admissible
1. EX1067 is an admissible record of a public office

Exceptions to the rule against admitting hearsay include any record of a
public office that (i) sets out the office’s activities; (ii) sets out matters observed

while under a legal duty to report; or (iii) sets out factual findings from a legally

1-
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