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I. INTRODUCTION

The limitations of the independent claims of U.S. Patent No. 8,620,039 (“the
’039 Patent”) describes a method (claim 1) and a processor to execute a method
(claim 19) of enrolling users in a biometric card pointer system, the method
comprising the steps of receiving card information (representative clause [la]);'
receiving a biometric signature (representative clause [1b]); defining, dependent
upon the received card information, a memory location in a local memory external
to the card (representative clause [1c]); determining if the defined memory location
is unoccupied (representative clause [1d]); and storing, if the memory location is
unoccupied, the biometric signature at the defined memory location (representative
clause [1e]). Apple cobbles together a single, three-reference challenge to the claims
of the 039 Patent. Even with these three references in hand, Apple must ignore its
own characterization of the prior art and its construction of the subject claims to

mount an obviousness challenge.

! These clauses refer to the numbering system used by the Board to label the various
claim limitations in claim 1 of the 039 Patent. Paper 8 at 7. As the Board noted,
the only difference between claim 1 and claim 19 (the only other challenged
independent claim) is that the method steps are recited “in the context of ‘a processor

to execute a method of enrolling in a biometric card pointer system.’” Id.
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