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L. INTRODUCTION

The Petition challenges claims 1-24 of U.S. Patent No. 9,194,597 (Ex. 1001)
under one ground of unpatentability. Instituting review in this IPR would cause the
parties and the Board to incur significant inefficiencies and wasted efforts of the type
warned of in Fintiv and NHK Spring. Over a year ago, on April 30, 2020, Petitioner
Google filed a complaint in the U.S. District Court for the Northern District of
California against Patent Owner EcoFactor for a declaratory judgement of non-
infringement of the ‘597 patent. EcoFactor filed its counter-claim on July 13, 2021.
That district court case has progressed substantially, with claim construction briefing
under way and the Markman hearing scheduled for July 22, 2022—and with the
court having already received all briefing and oral argument on Google’s dispositive
motion under 35 U.S.C. § 101. Further, fact discovery is likely to close sometime in
the spring of 2023, and trial will likely occur shortly before the Final Written
Decision would be due in this IPR proceeding (should it be instituted). Further, the
district court case involves the same claim construction standard and the same
claims, invalidity theories, and prior art as this IPR. Under the PTAB’s precedential
orders in Fintiv and NHK Spring, the Board should exercise its discretion to deny
institution under § 314(a).
II. PETITIONER’S ASSERTED GROUNDS AND REFERENCES

The Petition asserts the following ground of unpatentability:
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