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L. INTRODUCTION

Patent Owner EcoFactor submits this sur-reply in response to Petitioner’s
Reply. Petitioner fails to demonstrate that the challenged claims 1-24 of U.S. Patent
No. 9,194,597 (the ‘597 patent) (Ex. 1001) under the one ground of unpatentability
set forth. Petitioner and its expert maintain their fundamental misunderstanding of
the Ehlers ‘330 reference and its teachings regarding thermal gain. As noted in the
Patent Owner Response (“POR”), thermal gain is the addition of thermal heat, not
the increase of an inside temperature. Thus, the Ehlers ‘330 reference and its system
do not teach the claimed invention of the ‘597 patent. Petitioner and its expert ignore
this, and instead use improper hindsight to create the claims of the ‘597 patent out
of the prior art.

Petitioner and its expert further fail to show that the combination of Ehlers
‘330, the knowledge of a person of ordinary skill in the art (“POSITA”), and Wruck
teaches calculating automated setpoints. Ehlers ‘330 shows ramping and recovery
time, but not calculating “automated setpoints at a first time” as claimed by the ‘597
patent.

Finally, Petitioners mapping of various claim limitations is inconsistent.
Petitioner points to certain features of Ehlers ‘330 as being the “automated setpoint
at a first time” for claim element [1e], but points to entirely different features of

Ehlers ‘330 as being the “setpoint at the first time” for claim element [1h].
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II. LEVEL OF A PERSON OF ORDINARY SKILL IN THE ART
(POSITA)

The Board should adopt Patent Owner’s proposed level of skill in the art. POR
at 4-7; Ex. 2008, 9926-28. Petitioner asserts that Dr. Palmer’s opinions are not based
on the ITC determination. Reply at 8. But this is wrong, as Dr. Palmer specifically
indicated that the ITC determination “informed” and ““affirmed [his] position.” Ex.
1026, 22:7-17. Moreover, this is in stark contrast to Petitioner’s expert, Mr. Shah,
who did not consider the ITC determination because Petitioner did not inform him
of it. Ex. 2010, 11:13-12:19.

III. CREDIBILITY OF DR. PALMER

While Petitioner does not seek exclusion of Dr. Palmer’s testimony, the Reply
does argue that Mr. Shah’s testimony is more credible than Dr. Palmer. Reply at 8-
9. But Petitioner cannot meaningfully challenge Dr. Palmer’s expertise in HVAC
systems. Dr. Palmer’s experience with thermal modeling for cooling systems makes
him particularly well suited for this proceeding. For example, Dr. Palmer is co-
inventor of U.S. Patent No. 5,838,881, titled “System and method for mitigation of
streaming electrification in power transformers by intelligent cooling system
control,” which claims a “system comprising a power transformer having a cooling
system” and which issued in November 1998. Ex. 2008 at 3. In his patent, Dr. Palmer
describes improvements to “thermal models™ applied to “cooling systems,” which

enable heat exchangers and pumps to provide cooling rates at a lower flow rate. Dr.
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