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UPDATED EXHIBIT LIST 

Exhibit 
No. 

Description 

1001 U.S. Patent No. 9,509,440 

1002 Certified File History of U.S. Patent No. 9,509,440 (“the ’904 
Application”) 

1003 Declaration of Dr. Apostolos Kakaes for Inter Partes Review of 
U.S. Patent No. 9,509,440 

1004 Curriculum Vitae of Dr. Apostolos Kakaes 

1005 Intentionally Left Blank 

1006 U.S. Patent No. 9,648,601 (“Wang”) 

1007 Arunabha Ghosh, et al., Fundamentals of LTE (Pub. 2011) 

(“Ghosh”) 

1008 Stefania Sesia, et al., LTE - The UMTS Long Term Evolution: 
From 

Theory to Practice (2nd ed., 2011) (“Sesia”) 

1009 3GPP TS 36.213, Evolved Universal Terrestrial Radio Access 
(EULTRA), Physical Layer Procedures, Version 10.3 (Release 10) 

1010 Declaration of James Mullins in Support of the Public Availability 
of Fundamentals of LTE, Arunabha Ghosh, et. al., (Pub. 2011); 
LTE -The UMTS Long Term Evolution: From Theory to Practice, 
Stefania Sesia, et al., (2nd ed., 2011); and LTE for UMTS, 
Evolution to LTEAdvanced, Harri Holma & Antti Toskala (2nd 
ed., 2011) 

1011 International Publication Number WO 2013/123961 A1 to 
Lahetkangas et al. (“Lahetkangas”) 

1012 International Publication Number WO 2014/029108 A1 

1013 Holma, Harri & Toskala, Antti, LTE for UMTS: Evolution to LTE-
Advanced, Second Edition, (Pub. 2011) (“Holma”) 
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1014 Declaration of Jacob Robert Munford on Authentication of 
Publication 

1015 Erik Dahlman et al., 4G LTE / LTE-Advanced for Mobile 
Broadband (Pub. 2011) (“Dahlman”) 

1016 Declaration of Friedhelm Rodermund in Support of the Public 

Availability of 3GPP TS 36.213 V10.3 

1017 Confidential Settlement Agreement 
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Petitioner Apple Inc. (“Apple” or “Petitioner”) and Patent Owner 

Telefonaktiebolaget LM Ericsson (“Ericsson” or “Patent Owner”) have reached a 

settlement.  Pursuant to 35 U.S.C. § 317(a) and 37 C.F.R. § 42.74, Apple and 

Ericsson move to terminate the present inter partes review proceeding. 

I. STATEMENT OF FACTS 

Apple and Ericsson (collectively, the “Settling Parties”) have reached an 

agreement (the “Settlement Agreement”) to resolve their disputes.  

Pursuant to 37 C.F.R. § 42.74(b), the Settlement Agreement is in writing, and 

a true and correct copy is being filed as Exhibit 1017.  The Settlement Agreement is 

being filed electronically with access to “Board and Parties Only.”  A “Joint Request 

to File Settlement Agreement as Business Confidential Information Pursuant to 35 

U.S.C. § 317 and 37 C.F.R. § 42.74” is being filed concurrently with this Joint 

Motion to Terminate, to treat the Settlement Agreement as business confidential 

information and to keep it separate from the files of the involved patent pursuant to 

35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c). 

II. RELIEF REQUESTED 

Termination of this inter partes review is requested, and the Settling Parties 

respectfully submit that such termination is justified.  “There are strong public policy 

reasons to favor settlement between the parties to a proceeding.”  Consolidated Trial 

Practice Guide 86 (Nov. 2019).  “The Board expects that a proceeding will terminate 
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after the filing of a settlement agreement, unless the Board has already decided the 

merits of the proceeding.”  Id. (citing 35 U.S.C. §§ 317(a)). 

The Board should terminate this proceeding, as the Settling Parties jointly 

request, for the following reasons. 

First, Apple and Ericsson have met the statutory requirement that they file a 

“joint request” to terminate before the Office “has decided the merits of the 

proceeding.”  35 U.S.C. § 317(a).  Under section 317(a), an inter partes review shall 

be terminated upon such joint request “unless the Office has decided the merits of 

the proceeding before the request for termination is filed.”  There are no other 

preconditions recited in 35 U.S.C. § 317(a). 

Second, Apple and Ericsson have reached a settlement as to all the disputes 

in this proceeding and as to the ’440 patent.  A true copy of the settlement agreement 

is being filed concurrently herewith.  See Confidential Exhibit 1017.  Apple and 

Ericsson request that the settlement agreement be treated as business confidential 

information and be kept separate from the files of this proceeding in accordance with 

37 C.F.R. § 42.74(c).  No other such agreements, written or oral, exist between or 

among the Settling Parties. 

Third, termination would save significant further expenditure of resources by 

the Settling Parties.  Termination upon settlement, as requested, would also further 

the purpose of inter partes review proceedings, which seek to provide an efficient 
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