UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLE INC,,
Petitioner,
V.

RFCYBER CORP.,
Patent Owner.

Patent No. 9,189,787

Filing Date: May 28, 2013
Issue Date: November 17, 2015
Inventors: Liang Seng Koh, Futong Cho, Hsin Pan, and Fuliang Cho

Title: METHOD AND APPARATUS FOR CONDUCTING
E-COMMENCE AND M-COMMENCE

PATENT OWNER’S RESPONSE

Case No. IPR2022-00412

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

II.

I1I.

IV.

VL

[PR2022-00412
PATENT NO. 9,189,787

TABLE OF CONTENTS

Page(s)
INTRODUCTION ...ttt 1
THE *787 PATENT ..ottt 1
THE ALLEGED PRIOR ART ...c.ooiiiiiiieieee et 6
A.  Dua (U.S. Patent App. Pub. No. 2006/0165060) ........ccceeerereeencrrrenee. 6
B.  GlobalPlatform ..........ccceeiiiiiiiieeeee e 9
C. PRIIPS oo e 9
CLAIM CONSTRUCTION .....oiiiiiiiiiiiienieeierieeie sttt 9
LEVEL OF ORDINARY SKILL IN THE ART.....coceiiiiiiiniiniieieeeeee 10
GROUND 1: APPLE’S COMBINATION DOES NOT RENDER
ANY CHALLENGED CLAIM OBVIOUS.....cccoiiiiiiiiieeieieeeeeeiene 10
A.  Requirements for Showing Obviousness Under 35 U.S.C.
§ 103 e et 10
B.  Petitioner has not Shown that Philips is Prior Art to the *787
Patent ........oooiiiiiii e 11
C. A POSITA Would Not Combine Dua with GlobalPlatform .............. 13
1. Apple Does Not Set Forth a Motivation To Combine.............. 13
2. Apple Identifies No Motivation to Combine Philips
with Dua (with or without GlobalPlatform) .............cccccceeeei. 22

D.  The Combination Does Not Render Obvious “an emulator
[loaded in a smart card module] for storing security values and
updated transaction 10@S™ ........ccueeieiiiieiiiiieece e 23

E.  The Combination Does Not Render Obvious “wherein both of
the emulator and e-purse applet are already personalized...”
and “personalizing the emulator and the e-purse applet via a

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

[PR2022-00412
PATENT NO. 9,189,787

personalization process ...” as Required By All Challenged
CLAIMIS ..ttt et 25

F. The Combination Does Not Render Obvious The Limitations
“a personalization process built on a first security channel so
that the emulator is set to store a set of keys for subsequent
data access authentication and the e-purse applet is configured
to conduct a transaction with a network server over a second
security channel”/“personalizing the emulator and the e-purse
applet via a personalization process built on a first security
channel so that the emulator is set to store a set of keys for
subsequent data access authentication and the e-purse applet is
configured to conduct a transaction with a network server over
a second security channel” as required by all Challenged

1. Dua in View of Philips Does Not Disclose or Render
Obvious the Limitation ...........cccceeeeeeeeriienieenieeniee e e 28

2. Dua in View of GlobalPlatform and Philips Does Not
Render this Limitation ObVIOUS..........cccceeeviiieeriieeeiie e 30

G.  Apple Fails to Show That the Limitation “a second interface
configured to perform mobile commerce with a payment
server via an application against the fund stored in the
emulator” as Required by Claims 1-10 Would Be Obvious............... 30

H.  Apple Fails to Show That the Limitation “performing mobile
commerce via a second interface with a payment server via an
application against the fund stored in the emulator,” as
Required by Claims 11-19 Would Be Obvious ..........cccccvveeeevieeennnen. 32

L. Apple’s Combination Does Not Render Obvious Claims 6 and
L0 ettt 33

1. Apple’s Combination Does Not Disclose Or Render
Obvious “an initial security channel between the smart
card module and a security authentication module
(SAM) external to the smart card module to install and
personalize the e-purse applet, and ... a security channel
on top of the initial security channel to protect

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

[PR2022-00412
PATENT NO. 9,189,787

subsequent operations of the smart card module with the
SAM, wherein any subsequent operation is conducted
over the security channel via the e-purse applet”..................... 33

VII. CONCLUSION.....coottiiiiiieitet ettt s s e 36

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

[PR2022-00412
PATENT NO. 9,189,787

TABLE OF AUTHORITIES

Page(s)
Cases
Belden Inc. v. Berk-Tek LLC, 805 F.3d 1064 (Fed. Cir. 2015) ....cccovvveviiiieiieennee. 22

Chemours Co. FC, LLC v. Daikin Indus., Ltd., 4 F.4th 1370 (Fed. Cir. July 22,
2021) ettt ettt sttt nas 14

Graham v. John Deere Co. of Kansas City, 383 U.S. 1 (1966).........cccccvvveeueeennee. 10

Hulu LLC v. Sound View Innovations, LLC, IPR2018-01039, Paper 29 (P.T.A.B.
DEC. 20, 2019 )it e 13

In-Depth Geophysical, Inc. v. Conocophillips Co., IPR2019-00849, Paper 14
(P.T.A.B. Sept. 6, 2019) ..eceieieieeeeeeeeee ettt 13

KSR Intern. Co. v. Telefex Inc., 550 U.S. 398 (2007)....cccecueeercieeeiiieeeiieeeeieee e 10

Lyft, Inc. v. Quartz Auto Techs., LLC, IPR2020-01450, Paper 7 (P.T.A.B. Mar. 4,

0 0 ) TSRS 17
Personal Web Techs., LLC v. Apple, Inc., 848 F.3d 987 (Fed. Cir. 2017).............. 22
Sanofi-Synthelabo v. Apotex, Inc., 550 F.3d 1075 (Fed. Cir. 2008)........ccccvveenn..en. 16
Trivascular, Inc. v. Samuels, 812 F.3d 1056 (Fed. Cir. 2016) .......ccccvveieeerrrnneennnns 14
Woodland Tr. v. Flowertree Nursery, Inc., 148 F.3d 1368 (Fed. Cir. 1998) .......... 25
Statutes
R I O T G T X SRS SRTRP 10

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




