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 1 

I. INTRODUCTION 

Patent Owner Scramoge Technology Ltd. (“Patent Owner”) submits this 

preliminary response to Petitioner Apple Inc.’s (“Petitioner”) petition for inter 

partes review of U.S. Patent No. 10,622,842 (“’842 patent”). 

The Board should exercise its discretion to deny the petition in light of a 

parallel district court case involving the same patent, the same claims, the same prior 

art, and the same parties. By the time the Board reaches an institution decision in 

this proceeding, the parties and the district court will have already invested 

significant time and resources in the case—the parties will have already exchanged 

final infringement and invalidity contentions, claim construction will be completed 

and discovery will nearly be closed. The district court trial is also on track to take 

place five months before the deadline for a final written decision. Moreover, because 

the Fintiv factors so strongly favor a discretionary denial, the Board need not 

consider the merits. Thus, all six Fintiv factors strongly favor a discretionary denial. 

Accordingly, the Board should deny institution. 

II. ALL FINTIV FACTORS WEIGH AGAINST INSTITUTION 

35 U.S.C. § 314(a) gives the Board discretion to deny institution of the 

requested inter partes review due to the advanced state of parallel district court 

litigation regarding the same issues. See NHK Spring Co. v. Intri-Plex Techs., Inc., 

IPR2018-00752, Paper 8 (PTAB Sept. 12, 2018) (precedential, designated May 7, 
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