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L. ALL FINTIV FACTORS WEIGH AGAINST INSTITUTION

All six Fintiv factors strongly favor a discretionary denial and Petitioner does
not show otherwise. Trial in the district court is set for four months before the
deadline for a final written decision (“FWD”) in this matter. [IPRs were intended to
be “an effective and efficient alternative” to district court litigation, but this IPR
cannot be such an alternative under these circumstances. Allowing this IPR to
proceed simultaneously with the district court litigation would result in duplicative
work, risk conflicting decisions, and be an inefficient use of the Board’s finite
resources. Institution should be denied.

A. Factor 1: A stay is unlikely to be granted.

Petitioner does not seriously dispute that the district court is unlikely to grant
a stay. Patent Owner provides specific evidence, including evidence regarding the
stage of the litigation, and reasonably concludes that a stay is unlikely under the
applicable law—a position that Petitioner cannot refute. See Samsung Elecs. Co. Ltd.
v. Evolved Wireless LLC, IPR2021-00950, Paper 10 at 10—11 (PTAB Nov. 29,2021)
(“Evolved”) (finding this factor weighed in favor of denial and denying institution
where patent owner showed a stay was unlikely based on the advanced stage of the
case and past decisions denying stays). The Kirsch case cited by Petitioner is

inapposite because the Board’s FWD was due prior to the trial date in that case.
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Moreover, Petitioner still has not filed a motion to stay, and still has not indicated
that it even intends to file such a motion. Factor 1 weighs against institution.

B. Factor 2: The district court trial will begin before the FWD
deadline.

Trial 1s set for February 2023, which is months before a FWD would be due.
And contrary to Petitioner’s assertions, this is more than sufficient to support a
discretionary denial, especially given Judge Albright’s strong policy against
schedule changes. Indeed, the Board has denied institution under nearly identical
circumstances. See, e.g., Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 15 at 7-8,
at 13 (PTAB May 13, 2020) (“Fintiv II”’) (denying institution where the district court
trial was scheduled two months before the deadline for FWD); Evolved at 13 (PTAB
Nov. 29, 2021) (same); Immersion Systems LLC v. Midas Green Techs., LLC,
IPR2021-01176, Paper 16 at 12—13 (PTAB Jan. 6, 2022) (“Midas’) (three months).
And Samsung’s meritless motion to transfer—where it failed to identify even one
relevant witness in NDCA—only further confirms that there is no evidence to
suggest the trial schedule might be delayed. Ex. 2022. Factor 2 weighs against
institution.

C. Factor 3: There has been significant investment in the district
court.

Petitioner asserts that the Board should simply ignore both the parties’ and the

district court’s significant investment in claim construction. But the Markman
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hearing is set for May 23, 2022. The Board’s decisions find that “substantive orders
related to the patent at issue,” including claim construction orders entered by the
district court, favor discretionary denial. Apple Inc. v. Fintiv, Inc., IPR2020-00019,
Paper 11 at 9—10 (PTAB Mar. 20, 2020) (precedential, designated May 5, 2020)
(“Fintiv I”). For example, in Midas, the Board found the fact that a claim
construction order had been entered and discovery was underway was “not
insignificant” and denied institution. Midas at 13—14. The Board further found that
“although it appears that much is left to occur in the related district court litigation,
the evidenced expended effort is nevertheless not insubstantial.” /d. at 14. The same
reasoning applies here. Claim construction briefing is now completed, discovery is
open, and the parties have exchanged infringement and invalidity contentions. This
is not insubstantial. “[T]he level of investment and effort already expended on claim
construction and invalidity contentions” favors discretionary denial. Fintiv II at 13—
14.

D. Factor 4: Duplicative issues and inefficiencies remain.

Petitioner does not dispute that the district court case involves the same patent,
same claims, and the same invalidity references. And to erase any doubt as to the
complete overlap regarding invalidity arguments and evidence, Petitioner’s

invalidity contentions incorporate by reference its arguments and evidence in this

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




