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I Fintiv factors do not support denying institution under §314(a)

Fintiv_Factor 1: Patent Owner says a stay of the related litigation “is

unlikely.” Paper 7, PR, 2. No motion to stay was filed and District Court did not
address whether stay would be granted if IPR is instituted. Factor 1 is at most
neutral. Sand Revolution Il, LLC v. Continental Intermodal Group-Trucking LLC,
IPR 2019-01393, Paper 24 at 7 (PTAB June 16, 2020) (Informative).

Fintiv Factor 2: Trial in the related litigation is four months or more after

the May 22, 2023 anticipated deadline for Final Written Decision. EX2003
(Schedule). Factor 2 does not favor denial.

Eintiv Factor 3: Investment in the related litigation is small. District Court

has made no decision on the ‘742 patent. The Markman hearing is no earlier than
November 8, 2022, followed by close of fact discovery, followed by expert
discovery. EX2003 (Schedule). Factor 3 does not favor denial.

Fintiv_Factor 4: Patent Owner asserts “substantial overlap” between

Petition and the related litigation (PR, 8-10), and that “defendants [] have not
agreed to forego any invalidity challenges in the related litigation based on the
grounds and art raised in the petition” (Id. 9). Petitioner filed a Sotera Stipulation
(EX1043, 4) that removes the asserted overlap if IPR is instituted. Also, Petition

addresses all claims of the <742 patent (claims 1-6). Factor 4 does not favor denial.
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Fintiv Factor 5: Petitioner is a defendant in the related litigation. But trial

in the related litigation is at least four months after final written decision
(EX2003, Schedule), and Factor 5 “depends on which tribunal [i]s likely to address
the challenged patent first.” Facebook, Inc. v. USC IP Partnership, L.P., IPR
2021-00033, Paper 13 at 15 (PTAB Apr. 30, 2021). Factor 5 does not favor denial.

Eintiv Factor 6: The merits are strong. Grounds 1-2 (Paper 2, Pet, 32-44)

show claims 1-2 anticipated by art not presented to Examiner, i.e. ‘553 patent
(EX1004) and Walters 1991 (EX1005). Ground 3 (Pet, 44-64) shows claims 1-6
obvious over a primary reference, ‘553 patent, and a secondary reference, Norden
2002 (EX1006), both not presented to Examiner. Petition is supported by
unrebutted expert testimony, EX1002 and EX1003. Patent Owner submitted no
expert testimony and relies on attorney argument. Factor 6 does not favor denial.
Alone or together, the Fintiv factors do not support denying institution.

II.  Institution Should Not Be Denied Under §325(d)

Institution should not be denied under §325(d) because the prior art and
arguments relied on by Petitioner are substantively different from the prior art and
arguments considered or relied on by the Examiner.

A. Ground 1 relies on a reference not before the Examiner

Ground 1 (Pet, 32-37) shows ‘553 patent (EX1004) anticipates claims 1-2.

‘553 patent and its PCT counterpart were not presented to the Examiner.
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