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L INTRODUCTION

Pursuant to 35 U.S.C. § 316(d) and 37 C.F.R. § 42.121, Patent Owner
submits this contingent Motion to Amend, to substitute proposed claims 21, 22,
and 23 for original claims 6, 16, and 17, respectively, of U.S. Patent No.
10,804,740 (“the 740 Patent”). The Board has provided procedural guidance to
satisfy the conferral requirement of 37 C.F.R. § 42.121(a) via email on July 25,
2022.

Patent Owner requests preliminary guidance from the Board on this Motion
to Amend pursuant to the Pilot Program Concerning Motion to Amend Practice
and Procedures in Trial Proceedings Under the AIA. 86 Fed. Reg. 51656 (Sept. 16,
2021); 84 Fed. Reg. 9497 (March 15, 2019).

Patent Owner submits that this Motion to Amend satisfies the requirements
under 37 C.F. R. §42.121(a), as explained below. Accordingly, should the Board
find that claims 6, 16, and 17 of the *740 Patent are unpatentable, Patent Owner
requests that the Board grant this Motion and herewith substitute original claims 6,

16, and 17 with proposed substitute claims 21, 22, and 23, respectively.

IL. LEGAL STANDARD — MOTION TO AMEND

For a motion to amend, a Patent Owner need show that the requirements of
“paragraphs (1) and (3) of 35 U.S.C. 316(d), as well as paragraphs (a)(2), (a)(3),
(b)(1), and (b)(2) of [37 C.F.R. § 42.121]” are met. 37 C.F.R. § 42.121(d)(1). The

burden to show that the amended claims are unpatentable over the prior art rests
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solely on the Petitioner. 37 C.F.R. § 42.121(d)(2); Aqua Products Inc. v. Matal,
872 F.3d 1290, 1324 (Fed. Cir. 2017) (en banc).

A Patent Owner must therefore only show that the substitute claims (1) do
not introduce new subject matter (37 C.F.R. § 42.121(a)(2)(11); 2) do not
impermissibly seek to enlarge the scope of the claims (id.); 3) propose a reasonable
number of substitute claims (37 C.F.R. § 42.121(a)(3)); and (4) respond to a
ground of unpatentability in the trial (37 C.F.R. § 42.121(a)(2)(1)). The Board may
then consider whether the Petitioner has shown that the substitute claims at issue
are unpatentable by a preponderance of the evidence. L&P Property Mgt. Co. v.
Remacro Machinery & Tech. Co., Ltd., Case IPR2019-00255, p. 6 (PTAB Jun. 18,
2019) (Paper No. 15).

Patent Owner’s Motion to Amend satisfied these requirements for the

following reasons:

a. Substitute Claims Do Not Add New Matter.

The *740 Patent (U.S. Pat. Appl. No. 16/264,360) is a continuation of U.S.
Pat. Appl. No. 15/430,173, filed on Feb. 10, 2017 (U.S. Pat. No. 10,277,071),
which is a continuation of U.S. Pat. Appl. No. 15/360,425, filed on Nov. 23, 2016
(U.S. Pat. No. 10,270,291), which is a continuation of U.S. Pat. Appl. No.
13/663,012, filed on Oct. 29, 2012 (U.S. Pat. No. 9,806,565)". (Ex. 1001 at p. 1-2).

1'U.S. Pat. Appl. No. 13/663,012 further claims priority under 35 U.S.C. § 119 to
Korean Pat. App. No. 10-2012-0029987, filed March 23, 2012, and Korean Pat.
App. No. 10-2012-0079004, filed July 19, 2012. (Ex. 1001 at p. 1).

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




