UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLE INC,,
Petitioner

V.
SCRAMOGE TECHNOLOGY, LTD.,
Patent Owner

IPR2022-00118
U.S. Patent No. 10,804,740

PETITIONER’S SUR-REPLY
TO PATENT OWNER’S REVISED MOTION TO AMEND

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

[PR2022-00118 / U.S. Patent 10,804,740
Petitioner’s Sur-Reply to Patent Owner’s Revised Motion to Amend

TABLE OF CONTENTS

PETITIONER’S EXHIBIT LIST ...cooiiiiiiiiiiieieeeeeceeeeccccecee e 11
L. INTRODUCTION ...ttt sttt s 1

II. PATENT OWNER’S PROPOSED CLAIM CONSTRUCTIONS ARE
INCONSISTENT AND UNDULY NARROW ....ccccooiiiiiiiiiiiiiceiceie 1

A.  The term “otherwise separate” cannot mean “otherwise not
connected” based on the surrounding claim language and the
Board’s Preliminary Guidance............ccceeeevieeiciieeniiie e eiee e 2

B.  Patent Owner’s construction of “receiving space” is premised on a
non-existent “horizontal boundary” and reads in an embodiment
from the SPeCifiCatioN........ccccuiieiiieiiieeciieeiee e s 5

II. KATO RENDERS OBVIOUS THE SUBSTITUTE CLAIMS AS
WRITTEN L. 8

A.  Kato renders obvious a “discrete” connecting unit that is
“otherwise separate” from the coil.........ccccovvvviieniiiniiiiiieee, 8

B.  Kato renders obvious a “receiving space” as recited in substitute

ClAIIN 23 e 10
III.  CONCLUSION. ..ttt e e e e aaae e e e e 12
CERTIFICATE OF SERVICE ... et 14

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

[PR2022-00118 / U.S. Patent 10,804,740
Petitioner’s Sur-Reply to Patent Owner’s Revised Motion to Amend

PETITIONER’S EXHIBIT LIST

Ex.1001 U.S. 10,804,740

Ex.1002 Prosecution History of U.S. 10,804,740

Ex.1003 Declaration of Dr. Joshua Phinney under 37 C.F.R. § 1.68

Ex.1004 Curriculum Vitae of Dr. Joshua Phinney

Ex.1005 U.S. Patent Application Publication 2009/0021212 (Hasegawa)

Ex.1006 U.S. Patent Application Publication 2007/0069961

Ex.1007 U.S. Patent Application Publication 2014/0306656 A1 Tabata et al

Ex.1008 U.S. Patent 8,384,263 B2 to Hiramatsu et al

Ex.1009 Reserved

Ex.1010 Reserved

Ex.1011 Reserved

Ex.1012 Reserved

Ex.1013 Reserved

Ex.1014 Reserved

Ex.1015 Scheduling Order, Scramoge Technology Limited v. Apple Inc.,
WDTX-6-21-cv-00579 (filed Sept. 28, 2021)
Plaintiff’s Preliminary Disclosure of Asserted Claims and

Ex.1016 Infringement Contentions to Apple Inc., Scramoge Technology
Limited v. Apple Inc., WDTX-6-21-cv-00579 (served Sept. 7, 2021)

Ex.1017 U.S. Patent Publication No. 2008/0164840 to Kato et al.

Ex.1018 gulpg;emental Declaration of Dr. Joshua Phinney under 37 C.F.R.

DOCKET

_ ARM

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

[PR2022-00118 / U.S. Patent 10,804,740
Petitioner’s Sur-Reply to Patent Owner’s Revised Motion to Amend

Ex.1019 The Merriam-Webster Dictionary, Merriam-Webster, Inc., 1995.

The Wayback Machine, capture of “Separate | Define Separate at
Dictionary.com” on February 7, 2012,
https://web.archive.org/web/20120207103735/http://dictionary.refe

rence.com:80/browse/separate

Ex.1020

Ex.1021 Second Supplemental Declaration of Dr. Joshua Phinney under 37
C.F.R.§ 1.68

Ex.1022 U.S. 9,178,369

Ex.1023 Suzuki — U.S. 8,421,574

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

[PR2022-00118 / U.S. Patent 10,804,740
Petitioner’s Sur-Reply to Patent Owner’s Revised Motion to Amend

I. INTRODUCTION

In response to the Board’s Preliminary Guidance, Patent Owner further
amended the claims of the *740 patent to add specific words and phrases. See
Revised Motion (Paper 28). These amendments were not sufficient to overcome
the Kato reference so Patent Owner now asks the Board to interpret its own added
words as different words. Aside from the inherent unreasonableness of this request,
Patent Owner’s desired interpretations are (i) inconsistent with the surrounding
language, (i1) ignore the Board’s Preliminary Guidance, and (iii) import
embodiments from the specification. Accordingly, Petitioner respectfully requests
that the Board find each of substitute claims 21-23 unpatentable.

II. PATENT OWNER’S PROPOSED CLAIM CONSTRUCTIONS ARE
INCONSISTENT AND UNDULY NARROW

In traditional claim construction disputes, the parties construe static claim
language in a patent drafted years or decades ago. That is not the situation here.
Under the Motion to Amend Pilot Program, Patent Owner has been given two
opportunities to draft new claim language that clearly delineates the claimed
invention over the prior art put forth by Petitioner. Patent Owner failed to do that.
Now, it attempts to use claim construction as an end-around. For example, Patent
Owner urges the Board to replace the words “otherwise separate” it added to the

substitute claims with the words “otherwise not connected.” PO Reply (Paper 37),
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