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l. EXPLANATION

Petitioner is requesting inter partes review challenging claims 1, 4, 6, 7, 9-
12,15, 17-19, 22, 24, and 25 of U.S Patent No. 8,489,599 in two concurrently-filed
Inter partes review petitions (IPR2021-01458 and IPR2021-01459). Pursuant to
the July 2019 Update to the USPTO Trial Practice Guide, Petitioner submits this
explanation of the differences between the petitions and ranking of the petitions for
the Board’s consideration.

The Trial Practice Guide recognizes that “there may be circumstances in
which more than one petition may be necessary.” (USPTO Trial Practice Guide
(November 2019) p. 59.) And the Board has found challenges involving a “large
number of claims” as well as “limitations using means-plus-function claim lan-
guage” among the situations justifying parallel petitions. DJI Europe B.V. v.
Daedalus Blue LLC, IPR2020-01475, Pap.14 at 9-10 (Feb. 12, 2021). In the dis-
trict court litigation related to this proceeding, Patent Owner has asserted claims 1,
4,6,7,9-12, 15, 17-19, 22, 24 and 25—precisely the claims covered across Twit-
ter’s two "599 petitions.

The first petition (IPR2021-01458) challenges claims 1, 4, 6, 7, 9-12, 15, 17-
18, which are all method or computer readable storage medium claims, and the

claims challenged in that petition include two independent claims, claims 1 and 12.
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The claims in the first Petition are lengthy: independent claims 1 and 12 each con-
tain nine limitations, and some dependent claims add multiple limitations, such as
claims 2 and 13, which each contain an additional six limitations.

The second petition (IPR2021-01459) challenges claims 19, 22, 24, and 25,
which are apparatus claims. Claim 19 may be argued to contain up to three means-
plus-function (“mechanism configured to”) limitations, and the other three claims
depend from claim 19. To the extent it is determined that any of these “mechanism
configured to” limitations are means-plus-function, they are indefinite because the
specification does not disclose the corresponding structure, and the IPR on those
claims (the second petition, IPR2021-1459) should not be instituted. Patent Owner
has not yet asserted that these claims are written in means-plus-function form, and
Petitioner has thus addressed these claims accordingly. However, if the Board
were to determine that these claims are, in fact, means-plus-function claims, they
would be indefinite, and this could deprive Petitioner of the opportunity to chal-
lenge the remaining litigated claims before the Board. Accordingly, Petitioner has
separated these claims into a stand-alone petition, and respectfully requests that the
Board accept Petitioner’s filing here of two petitions to address the risk it may be
determined that a petition including Claim 19 and its dependents cannot be insti-

tuted for this reason. Petitioner also requests a second petition due to the number
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and length of the independent claims, especially claim 19. Comparison and rank-
ing per claim of the two petitions, which address different claims, is provided in

the following table:

IPR2021-01458 IPR2021-01459

Claims Challenged 1,4,6,7,9-12, 15, 17-18 | 19, 22, 24, 25

Potential Means-Plus- | N/A “an input mechanism
configured to”; “a receiv-
Function Limitations Ing mechanism config-
ured to”; “a content de-
livery mechanism config-
ured to”
Prior Art PALLAS, Yau, and Kim | PALLAS, Yau, and Kim
Ranking #1 #2

These petitions are not cumulative challenges. Not only do they address dif-
ferent types of claims—namely method claims and computer-readable storage me-
dium claims in the first petition, and apparatus claims in the second petition—but
the second petition also includes claims that may be asserted to be means-plus-
function limitation, which (as discussed above) presents separate and distinct is-
sues pertaining to, among other things, claim construction. The rankings above re-
flect Petitioner’s request that the first Petition be given priority. To the extent both
are instituted, Petitioner is amenable to joining the two petitions to eliminate any

duplicative work that might be caused by having two petitions.
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Respectfully submitted:

/J. Steven Baughman/ August 31, 2021
J. Steven Baughman

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




