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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD  

____________ 
 

NINTENDO CO., LTD., and NINTENDO OF AMERICA INC., 
Petitioner, 

v. 
ANCORA TECHNOLOGIES, INC., 

Patent Owner. 
____________ 

 
IPR2021-01338 

Patent 6,411,941 B1 
____________ 

 
Before THU A. DANG, KEVIN W. CHERRY, and RYAN H. FLAX, 
Administrative Patent Judges. 
 
 
DANG, Administrative Patent Judge. 

 
 

DECISION 
Granting Petitioner’s Motion for Additional Discovery  

35 U.S.C. § 42.51(b)(2) 
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I. INTRODUCTION 
 Pursuant to our authorization email dated May 27, 2022 (Ex. 1018), 

Petitioner, Nintendo Co., Ltd. and Nintendo of America Inc. (collectively, 

“Nintendo”), filed a Motion for Additional Discovery (Paper 26, “Mot.”) 

seeking additional discovery from Patent Owner, Ancora Technologies, Inc.  

In particular, Petitioner seeks production of “all unproduced licenses or 

settlement agreements involving the challenged ’941 patent,” including “at 

least the additional unproduced licenses that were explicitly cited by Patent 

Owner and its declarant in its papers.”  Mot. 1.  According to Petitioner, 

“Patent Owner said it would not oppose this motion . . .  as long as they are 

subject to the proposed protective order.”  Id. (citing Ex. 2038 (“Protective 

Order”)).   

Petitioner contends that, in Patent Owner’s Response, Patent Owner’s 

objective-indicia evidence “in the form of certain licenses for the challenged 

’941 patent” is cited to support its non-obviousness argument, wherein 

Patent Owner selectively produced three of the licenses under the Protective 

Order.  Mot. 1–2 (citing PO Resp. 66–70 (citing Ex. 2029; Ex. 2031;  

Ex. 2032)).  According to Petitioner, Patent Owner also references certain 

additional unproduced licenses in the Response, and “Patent Owner’s 

declarant also explicitly confirmed the existence” of these additional licenses 

other than those produced.  Id. at 2 (citing PO Resp. 69–70; Ex. 2030 ¶ 7).  

Petitioner contends that, without additional discovery, “Patent Owner’s 

unverified statements would be the final word on this issue,” whereas 

“Petitioners would be unable to evaluate or rebut Patent Owner’s 

characterizations.”  Id. at 3.  That is, any unproduced licenses, or settlement 
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agreements involving the ’941 patent that did not result in a license, “are 

necessary for Petitioners to fully evaluate Patent Owner’s objective-indicia 

arguments,” especially “where the Patent Owner is undoubtedly in 

possession of the withheld evidence.”  Id.   

II. ANALYSIS 
Additional discovery may be ordered if the party moving for the 

discovery shows “that such additional discovery is in the interests of 

justice.”  37 C.F.R. § 42.51(b)(2); see also 35 U.S.C. § 316(a)(5) (requiring 

discovery in inter partes review proceedings to be limited to “what is . . . 

necessary in the interest of justice”).  The Board has identified five factors 

(“the Garmin factors”) important in determining whether additional 

discovery is in the interests of justice.  See Garmin Int’l, Inc. v. Cuozzo 

Speed Techs. LLC, Case IPR2012-00001, slip op. at 6–7 (PTAB Mar. 5, 

2013) (Paper 26) (informative) (“Garmin”). 

Petitioner alleges facts sufficient to persuade us that its request for 

discovery meets the first Garmin factor, i.e., that the requested discovery is 

based on more than a possibility and allegation of finding something useful.  

See Garmin at 6.  In particular, as Petitioner points out, Patent Owner cited 

as “objective evidence” licenses for the challenged ’941 patent to support its 

non-obviousness argument, wherein Patent Owner references certain 

additional unproduced licenses in the Response, and “Patent Owner’s 

declarant also explicitly confirmed the existence” of these additional 

licenses.  Mot. 2 (citing PO Resp. 69–70; Ex. 2030 ¶ 7).  We are persuaded 

that, without additional discovery, Petitioner “would be unable to evaluate or 

rebut Patent Owner’s characterizations.”  Id. at 3.   
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Further, as Petitioner contends, the requested discovery is “limited to 

any unproduced licenses or settlement agreement involving the challenged 

’941 patent,” including “the additional licenses specifically identified by 

Patent Owner’s declarant.”  Mot. 4.  Thus, we are persuaded that Petitioner’s 

request for discovery also meets the second Garmin factor, i.e., that the 

requested discovery does not seek Patent Owner’s litigation positions or the 

underlying basis for those positions.  See Garmin at 6.   

 We are also persuaded that Petitioner’s request for discovery meets 

the third Garmin factor, i.e., that the information cannot be reasonable be 

generated without the discovery request.  See Garmin at 6.  As Petitioner set 

forth in its email request seeking authorization to file the Motion, Patent 

Owner “represented that confidentiality provisions of certain license 

agreements prevent it from producing them absent an order from an official 

tribunal” wherein a grant of a motion for additional discovery would resolve 

Patent Owner’s production hurdle.  See Ex. 1018. 

 Petitioner also alleges facts sufficient to persuade us that its request 

for discovery meets the fourth Garmin factor, i.e., that the requested 

discovery is easily understandable.  See Garmin at 6–7.  As Petitioner points 

out, “Patent Owner itself has specifically identified at least some of the 

requested documents” in its expert’s declaration, and references them in the 

Response.  Mot. 5 (citing Ex. 2030). 

We are also persuaded that Petitioner’s request also meets the fifth 

Garmin factor, i.e., that the requested discovery is not overly burdensome 

for Patent Owner to answer.  See Garmin at 7.  As Petitioner points out, the 

requested discovery is “either confirmed to exist by Patent Owner, or very 
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likely to exist,” wherein “Patent Owner is already in possession of the 

document and has already produced related documents.”  Mot. 5.   

Upon consideration of each of the Garmin factors, and for the 

foregoing reasons, we grant Petitioner’s Motion for Additional Discovery. 

III. ORDER 
Accordingly, it is  

ORDERED that Petitioner’s Motion for Additional Discovery is 

GRANTED; 

FURTHER ORDERED that Petitioner shall serve the authorized 

Requests no later than June 21, 2022; and 

FURTHER ORDERED that, following Petitioner’s service of its 

Requests, Patent Owner shall produce and deliver to Petitioner all responsive 

documents no later than July 5, 2022.  The production and delivery of the 

responsive documents shall be governed by the proposed protective order. 

Ex. 2038. 

 

 

  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


