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PATENT OWNER’S EXHIBIT LIST

Ex.

Description

2001

Complaint, Solas OLED Ltd. v. Samsung Electronics Co., Ltd. et al., Case
No. 2:21-cv-00105-JRG (“EDTex case) Dkt. 1, (Mar. 22, 2021)

2002

Amended Complaint, EDTex case, Dkt. 11 (Apr. 16, 2021)

2003

Docket Control Order, EDTex case, Dkt. 45 (Aug. 16, 2021)

2004

Amended Complaint, Samsung Electronics Co., Ltd. et al. v. Solas OLED
Ltd. et al., Case No. 1:21-cv-05205-LGS (“SDNY case”), Dkt. 35
(S.D.N.Y. Aug. 23, 2021)

2005

Order Denying Stay Pending IPR, Solas OLED Ltd. v. Samsung Display
Co. et al., No. 2:19-CV-00152-JRG, Dkt. 133, 2020 WL 4040716, at *1
(July 17, 2020)

2006

Scheduling Order, SDNY case, Dkt. 44 (Sept. 2, 2021)

2007

Tiffany Hu, Gilstrap Holds Top Spot for Pandemic-Era Jury Patent Trials,
LAW360 INTELLECTUAL PROPERTY (Oct. 26, 2021), available online at
https://www.law360.com/articles/1434133/gilstrap-holds-top-spot-for-
pandemic-era-jury-patent-trials

2008

Joint Claim Construction and Prehearing Statement, EDTex case, Dkt. 62
(Oct. 23, 2021).

2009

Preliminary Infringement Contentions and Claim Chart, EDTex case, (July
12,2021)

2010

Invalidity Contentions Cover Pleading, EDTex case (Sept. 24, 2021)

2011

Invalidity Claim Chart for Baltierra, EDTex case

2012

Invalidity Claim Chart for Katou, EDTex case

2013

Invalidity Claim Chart for Warren, EDTex case

2014

Invalidity Claim Chart for Westerman, EDTex case
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IPR2021-01254 (767 PATENT) POPR SUR-REPLY

The ’767 patent is the only patent asserted in the EDTex case, which is
scheduled for trial eight months before the IPR FWD deadline. In these
circumstances, having the same parties litigate invalidity of the same patent in a
separate IPR after trial is what the Fintiv factors were designed to prevent. It would
create the risk of duplicative work and conflicting decisions, as well as be an
inefficient use the Board’s finite resources. Institution should be denied.

Fintiv Factor 1: As Patent Owner explained, Judge Gilstrap has not granted
a stay and no evidence exists that one will be granted. POPR at 2—5. Petitioners offer
no evidence in reply; they don’t even state they intend to move for a stay. Nor do
Petitioners dispute that Judge Gilstrap is unlikely to stay pending IPR based on the
specific facts and timing of the EDTex case. Id. at 4-5. Petitioners’ merely assert
that “Judge Gilstrap has stayed trials pending ex parte reexamination.” Reply at 1.
This 1s no evidence at all. Factor 1 weighs against institution.

Fintiv Factors 2 & 5: Petitioners don’t dispute that the parties are the same
as the EDTex case, so Factor 5 weighs against institution. As to Factor 2, Petitioners
concede that the EDTex trial date (eight months before the FWD deadline) “would
weigh against institution.” /d. at 2. But Petitioners try to cast doubt on Judge
Gilstrap’s trial schedule, primarily relying on inapposite and unreliable evidence.

Sen. Tillis’s letter was not about Judge Gilstrap but rather focused on Judge

Albright and the allegedly “inaccurate trial dates set by the Waco Division.” Ex.
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IPR2021-01254 (767 PATENT) POPR SUR-REPLY

1039 at 1, 3. And the blog post (Ex. 1040) surveyed nationwide Fintiv denials
between May—Oct. 2020, in the midst of COVID-19 concerns and court closures.
Still, excluding terminated cases, it found that 72% (26 of 36) of trials did occur
within six months of the predicted date, even during the pandemic. /d. at 2-3.

The issue here is whether the EDTex trial is likely to be postponed. It is not.
Judge Gilstrap conducted 16 jury trials from Aug. 2020—-Sept. 2021, which is strong
evidence that the EDTex case will go to trial in May 2022 or shortly thereafter. Ex.
2007. And even if trial were delayed by three months, it would still occur five months
before the FWD deadline. Factor 2 weighs strongly against institution.

Fintiv Factor 3: The entire EDTex case is devoted to the 767 patent and the
parties will complete claim construction, fact discovery, and opening expert reports
by Jan. 12, 2022—weeks before the institution deadline. Petitioners ask the Board
to ignore these investments because they were reasonably diligent in filing this IPR.
This 1s unsupported and contrary to how the Board has applied the Fintiv factors.
Two recent Board decisions are particularly instructive.

In Regeneron Pharm., Inc., v. Novartis Pharma AG, et al., the petitioner filed
its petition less than a month after the ITC complaint was filed and before ITC
proceedings were instituted. [IPR2020-01317, Paper 15 at 14 (PTAB Jan. 15, 2021).
Nevertheless, the Board gave petitioner’s diligence no weight under Factor 2 and

only limited weight under Factor 3. I/d. at 15, 17. Despite petitioner’s greater
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diligence compared to Samsung’s here (one month after complaint compared to four
months after), the Board found that Factor 3 “weighs somewhat™ against institution.'

In Philip Morris Prods., S.A. v. RAI Strategic Holdings, Inc., the petitioner
exercised “exceptional” diligence in filing an IPR less than a month after the district
court complaint. IPR2020-00921, Paper 9 at 17-18 (PTAB Nov. 16, 2020). And
because the parties’ district court investments were modest (not yet exchanging
invalidity contentions), the Board found that Factor 3 weighed in favor of institution.
Id. Further, unlike here, the Board found that the petition was “particularly strong”
and so Factor 6 also weighed in favor of institution. /d. at 26-27.

Nevertheless, the Board ultimately denied institution under the Fintiv factors,
giving particular weight to the trial date set for eight to nine months before the FWD
deadline. /d. at 28-29. The Board found that Factor 2 outweighed other several
factors that favored institution, including petitioner’s diligence in filing the petition
and the strength of the petition on the merits. /d. The same outcome applies here,
except that most of the Fintiv factors here present a stronger case for discretionary

denial than the factors did in Philip Morris.

'1d. at 17 (“We acknowledge Petitioner’s diligence in bringing this IPR proceeding,
but the investment by the parties and the ITC in the parallel proceeding outweighs
the effort expended so far in this proceeding. . . . [T]he parties, the ALJ, and the staff
of the ITC have expended considerable resources to date on the ITC investigation,
in the form of addressing claim construction, completing substantial fact discovery,
and preparing for expert reports and discovery.”).

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




