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PATENT OWNER PRELIMINARY RESPONSE

One of the primary objectives of the AIA was “to provide an effective and
efficient alternative to district court litigation.” But this IPR cannot be an alternative
(much less an effective and efficient one) to a trial in the Eastern District of Texas
between Petitioners and Patent Owner involving U.S. Patent No. 8,526,767 (“’767
patent”), which is scheduled to be completed eight months before the FWD deadline.
The parties have already invested significant resources in that case and at the time
of the institution decision, the parties in the EDTex will have completed fact
discovery and exchanged expert reports. Further, the EDTex case and scheduled trial
will involve the same claim construction standard, same invalidity theories, and
same prior art references and combinations that are at issue in this IPR.

Under the PTAB’s precedential orders in NHK Spring and Fintiv, the Board
should exercise its discretion to deny institution under § 314(a).

I. ALL FINTIV FACTORS WEIGH AGAINST INSTITUTION

35 U.S.C. § 314(a) gives the Board discretion to deny institution because of
because of the advanced state of parallel proceedings on the same patent. See NHK
Spring Co. v. Intri-Plex Techs., Inc., IPR2018-00752, Paper 8 (PTAB Sept. 12,
2018) (precedential, designated May 7, 2019) (“NHK Spring’). The PTAB recently
promulgated six factors for determining whether discretionary denial due to the

advanced state of parallel proceedings is appropriate (the “Fintiv factors™):
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1. whether the court granted a stay or evidence exists that one may be
granted if a proceeding is instituted;

2. proximity of the court’s trial date to the Board’s projected statutory
deadline for a final written decision,;

3. investment in the parallel proceeding by the court and the parties;

4. overlap between issues raised in the petition and in the parallel
proceeding;

5. whether the petitioner and the defendant in the parallel proceeding are
the same party; and

6. other circumstances that impact the Board’s exercise of discretion,
including the merits.

Apple Inc., v. Fintiv, Inc., IPR2020-00019, Paper 11 (PTAB Mar. 20, 2020)
(precedential, designated May 5, 2020) (“Fintiv Order”) at 6; Apple Inc., v. Fintiv,
Inc., IPR2020-00019, Paper 15 (PTAB May 13, 2020) (order denying institution)
(“Fintiv ID ) at 7-8. Here, all six Fintiv factors weigh against institution.

A.  Factor 1 weighs against institution, as no court has granted a stay

and no evidence exists that a stay may be granted.

Factor 1 concerns whether the court in a related proceeding has granted a stay
or evidence exists that one may be granted if a proceeding is instituted. Fintiv Order
at 6; Fintiv ID at 12. This factor weighs against institution.

The °767 patent is at issue in the following Eastern District of Texas case

before Judge Gilstrap, where the *767 patent is the only asserted patent: Solas OLED
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