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I. INTRODUCTION 

WiTricity Corporation (“Patent Owner”) submits this Preliminary Response 

to the Petition for Inter Partes Review (“IPR”) of U.S. Patent No. 8,304,935 (the 

“’935 patent”) filed by Momentum Dynamics Corporation (“Petitioner”).  For at 

least the reasons described herein, the Petition fails to demonstrate a reasonable 

likelihood that any claim of the ’935 patent is unpatentable, and thus should be 

denied.   

II. CLAIM CONSTRUCTION 

All claim terms in this proceeding are to be construed according to the 

Phillips standard.  Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005); 37 

C.F.R. §42.100.  No claim construction is necessary to deny institution.  Patent 

Owner’s arguments for denial do not hinge on the outcome of an actual 

controversy about any claim construction expressed in the Petition.  See Wellman, 

Inc. v. Eastman Chem. Co., 642 F.3d 1355, 1361 (Fed. Cir. 2011) (“[C]laim terms 

need only be construed to the extent necessary to resolve the controversy.”).  As 

detailed below, the defects in the Petition are readily identifiable without defining 

any specific claim term.1 

                                           
1 Patent Owner reserves the right to make claim construction arguments in other 

proceedings. 
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III. STANDARD FOR GRANTING INTER PARTES REVIEW 

The Board may grant a petition for inter partes review only where “the 

information presented in the petition … shows that there is a reasonable likelihood 

that the petitioner would prevail with respect to at least 1 of the claims challenged 

in the petition.”  35 U.S.C. §314(a); 37 C.F.R. §42.108(c).  Petitioners bear the 

burden of showing that this statutory threshold has been met.  See Office Patent 

Trial Practice Guide, 77 Fed. Reg. 48,756, 48,756 (Aug. 14, 2012).  Critically, 

Petitioners must fulfill this burden based on “information presented in the petition” 

(35 U.S.C. §314(a)), and the law forbids Petitioners from subsequently adding 

theories/arguments that should have been part of their initial Petition.  Intelligent 

Bio-Systems, Inc. v. Illumina Cambridge, Ltd., 821 F.3d 1359, 1369 (Fed. Cir. 

2016) (citing to 35 U.S.C. § 312) (“It is of the utmost importance that petitioners in 

the IPR proceedings adhere to the requirement that the initial petition identify 

‘with particularity’ the ‘evidence that supports the grounds for the challenge to 

each claim.’”); see also Cuozzo Speed Techs., LLC v. Lee, 136 S.Ct. 2131, 2154 

(2016) (Alito, J. concurring in part and dissenting in part) (“Thus, if a petition fails 

to state its challenge with particularity—or if the Patent Office institutes review on 

claims or grounds not raised in the petition—the patent owner is forced to shoot 

into the dark. The potential for unfairness is obvious.”). 
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IV. THE PETITION FAILS TO DEMONSTRATE A REASONABLE 
LIKELIHOOD THAT ANY CLAIM OF THE ’935 PATENT IS 
UNPATENTABLE 

A. Ground 1 fails to show that O’Brien discloses a source resonator 
and a second resonator coupled to provide near-field wireless 
energy transfer 

Ground 1 of the Petition alleges that claims 1, 5-8, 15, and 19-22 are 

anticipated by O’Brien.  As explained below, the Ground fails because Petitioner 

points to disclosure of multiple separate components in O’Brien to address each of 

the source resonator and second resonator recited in the independent claims.  This 

is clearly improper in an anticipation context, and thus, as explained below, 

Ground 1 must fail.   

Independent claims 1 and 15 of the ’935 patent recite “a source resonator” 

and “a second resonator located a distance from the source resonator.”  ’935 patent, 

claims 1, 15.  In Ground 1 (anticipation over O’Brien), the Petition argues that 

“O’Brien’s system includes a ‘Tunable Resonant Circuit’ on the ‘Source Side’” 

(or “source side resonant circuit”) that corresponds to the claimed ‘source 

resonator.’”  Petition, 17.2  The Petition further argues that O’Brien’s system 

“includes a ‘Resonant Circuit’ on the ‘Receiver Side’” (or “receiver side resonant 

circuit”) “that…corresponds to the claimed ‘second resonator.’”  Petition, 20.  The 

                                           
2 All emphasis added unless otherwise indicated. 
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