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DEMARAY LLC, 
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APPLIED MATERIALS, INC.’S 
MOTION FOR PRELIMINARY 
INJUNCTION TO ENJOIN DEMARAY 
LLC FROM PROCEEDING WITH 
CUSTOMER SUITS DURING THE 
PENDENCY OF THIS ACTION 

Hearing Date: October 22, 2020 
Hearing Time: 9:00 a.m. 

Case 5:20-cv-05676-EJD   Document 14   Filed 09/04/20   Page 1 of 25

Page 1 of 25 INTEL EXHIBIT 1078
f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF CONTENTS 
 

Page  
 

 - i - APPLIED’S MOTION FOR  
PRELIMINARY INJUNCTION 

 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 
 

I. INTRODUCTION .............................................................................................................. 2 

II. FACTUAL BACKGROUND ............................................................................................. 3 

A. Demaray’s Infringement Actions against Applied’s Customers ............................. 3 

B. Applied’s Declaratory Judgment Action against Demaray ..................................... 4 

III. LEGAL ARGUMENT ........................................................................................................ 7 

A. This Court Has Authority to Enjoin a Customer Suit Where the 
Manufacturer’s Action Has the Potential to Resolve Major Issues in the 
Customer Suits ........................................................................................................ 7 

B. This Action Is the First Filed Action Under the “First-to-File” Rule—Not 
the Customer Suits—and Regardless, the “Customer Suit” Exception 
Applies .................................................................................................................. 14 

C. The Comparative Convenience of this District and the District Where the 
Customer Suits Are Venued Favors This Action over the Customer Suits .......... 17 

D. There Are No Comity Concerns Due to the Procedural Posture of the 
Customer Suits ...................................................................................................... 18 

IV. CONCLUSION ................................................................................................................. 20 

Case 5:20-cv-05676-EJD   Document 14   Filed 09/04/20   Page 2 of 25

Page 2 of 25
f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

-ii- 
APPLIED’S MOTION FOR  

PRELIMINARY INJUNCTION 
 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 
 

TABLE OF AUTHORITIES 

 Page(s) 

Cases 

Amazon.com, Inc. v. Corydoras Techs., LLC, 
No. 1:19-cv-1095-RP, 2020 U.S. Dist. LEXIS 57969 (W.D. Tex. Apr. 2, 2020) ............ passim 

Codex Corp. v. Milgo Electronic Corp., 
553 F.2d 735 (1st Cir. 1977) ...............................................................................................16, 17 

Corydoras Techs., LLC v. Best Buy Co., 
No. 2:19-cv-00304-JRG-RSP, 2020 U.S. Dist. LEXIS 45578 (E.D. Tex. Mar. 
16, 2020) ...................................................................................................................................19 

Demaray LLC v. Intel Corporation, 
No. 6:20-cv-634 (W.D. Tex. July 14, 2020) ...............................................................................3 

Demaray LLC v. Samsung Electronics Co., Ltd, et al., 
No. 6:20-cv-636 (W.D. Tex. July 14, 2020).  .........................................................................3, 4 

Ethicon, Inc. v. U.S. Surgical Corp., 
135 F.3d 1456 (Fed. Cir. 1998) .................................................................................................11 

Finjan, Inc. v. Qualys Inc., 
No. 4:18-cv-07229-YGR, 2020 U.S. Dist. LEXIS 65446 (N.D. Cal. Apr. 13, 
2020) .........................................................................................................................................10 

In re Founds. Worldwide, Inc., 
542 F. App’x 998 (Fed. Cir. 2013) ...........................................................................................14 

In re Google Inc., 
588 F. App’x 988 (Fed. Cir. 2014) ................................................................................... passim 

Google Inc. v. Rockstar Consortium U.S. LP, 
No. C 13-5933 CW, 2014 U.S. Dist. LEXIS 53757 (N.D. Cal. Apr. 17, 2014) .................15, 16 

Kahn v. Gen. Motors Corp., 
889 F.2d 1078 (Fed. Cir. 1989) .............................................................................................8, 16 

Katz v. Lear Siegler, Inc., 
909 F.2d 1459 (Fed. Cir. 1990) ......................................................................................... passim 

Lab. Corp. of Am. Holdings v. Chiron Corp., 
384 F.3d 1326 (Fed. Cir. 2004) .............................................................................................7, 19 

Merial Ltd. v. Cipla Ltd., 
681 F.3d 1283 (Fed. Cir. 2012) .................................................................................................14 

Case 5:20-cv-05676-EJD   Document 14   Filed 09/04/20   Page 3 of 25

Page 3 of 25
f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 - iii - APPLIED’S MOTION FOR PRELIMINARY 
INJUNCTION 

 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 
 

In re Nintendo of Am., Inc., 
756 F.3d 1363 (Fed. Cir. 2014) ...................................................................................................8 

Pacesetter Sys. Inc. v. Medtronic, Inc., 
678 F.2d 93 (9th Cir. 1982) ............................................................................................... passim 

ProBatter Sports, LLC v. Joyner Techs., Inc., 
463 F. Supp. 2d 949 (N.D. Iowa 2006) ...................................................................................7, 9 

Sillage LLC v. Kenrose Perfumes Inc., 
No. 8:14-cv-02043-CAS(RNBx), 2015 U.S. Dist. LEXIS 75965 (C.D. Cal. 
June 9, 2015) .............................................................................................................................11 

Spread Spectrum Screening LLC v. Eastman Kodak Co., 
657 F.3d 1349 (Fed. Cir. 2011) .............................................................................................9, 16 

STC.UNM v. Intel Corp., 
754 F.3d 940 (Fed. Cir. 2014) ...................................................................................................11 

William Gluckin & Co. v. Int’l Playtex Corp., 
407 F.2d 177 (2d Cir. 1969) ......................................................................................................16 

Statutes 

35 U.S.C. § 271(a) ...........................................................................................................................10 

 

Case 5:20-cv-05676-EJD   Document 14   Filed 09/04/20   Page 4 of 25

Page 4 of 25
f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

-1- 
APPLIED’S MOTION FOR  

PRELIMINARY INJUNCTION 
 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 
 

NOTICE OF MOTION AND MOTION 

PLEASE TAKE NOTICE that on October 22, 2020 at 9:00 a.m., or as soon thereafter as 

the matter may be heard, Plaintiff Applied Materials, Inc. (“Applied”) will and hereby does move 

for a preliminary injunction to enjoin Defendant Demaray LLC (“Demaray”) from proceeding 

with patent infringement suits against Applied’s customers—Intel Corporation (“Intel”) and 

Samsung Electronics Co. Ltd., et al. (“Samsung”)—during the pendency of this action. See 

Demaray LLC v. Intel Corporation, No. 6:20-cv-634 (W.D. Tex. July 14, 2020); Demaray LLC v. 

Samsung Electronics Co., Ltd, et al., No. 6:20-cv-636 (W.D. Tex. July 14, 2020). The Motion is 

based on this Notice of Motion, the Points and Authorities, and on other such evidence as may be 

presented in connection with this Motion. 

A preliminary injunction is expressly authorized and warranted under the circumstances of 

this case and the relevant law. Demaray sued two of Applied’s customers—Intel and Samsung—

for patent infringement based on products manufactured by Applied that were supplied to Intel 

and Samsung. While Demaray accused Applied’s products, Demaray did not sue Applied. 

Therefore, to protect its customers, Applied initiated the instant declaratory judgment action to 

seek resolution of issues that would prove dispositive of the issues presented in Demaray’s 

customer suits. The patent infringement, patent ownership, and patent license issues presented in 

this action will be dispositive of the majority—and potentially all—of the issues in Demaray’s 

customer suits against Intel and Samsung. Under such circumstances, the interests of judicial 

efficiency, preventing needless waste of judicial and party resources, and preventing the 

possibility of conflicting decisions, a temporary halt of Demaray’s customer suits is warranted. 
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