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I. Collateral Estoppel Does Not Apply to Playtika’s Petitions'

The collateral estoppel argument in the preliminary responses should be
rejected because none of the required elements of collateral estoppel are met.
Collateral estoppel requires a showing of the following elements: “(1) the issue at
stake must be identical to the one involved in the prior litigation; (2) the issue must
have been actually litigated in the prior suit; (3) the determination of the issue in
the prior litigation must have been a critical and necessary part of the judgment in
that action; and (4) the party against whom the earlier decision is asserted must
have had a full and fair opportunity to litigate the issue in the earlier proceeding.”
Voter Verified, Inc. v. Election Sys. & Software LLC, 887 F.3d 1376, 1382-83 (Fed.
Cir. 2018) (emphasis in original). Here, the issue decided by the district court
(eligibility under 35 U.S.C. § 101) and the issues before the Board (anticipation
and obviousness under 35 U.S.C. § 102 and 103) are different.

A.  Summary of Facts

On May 26, 2021, Petitioners Playitka Ltd. and Playtika Holding Corp.
(“Playtika™) filed three inter partes review petitions (IPR2021-00951, 00952, and

00953) against the Patent Owner, NEXRF Corp. NEXRF was at the same time

! The Board authorized, via e-mail, a five-page brief responding to the collateral

estoppel arguments raised in Patent Owner’s preliminary responses. Ex-1019.
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asserting the same patents against Playtika in a parallel district court proceeding,
and Playtika filed a motion to dismiss the complaint under Fed. R. Civ. P. 12(b)(6),
arguing inter alia that the asserted patents are invalid under 35 U.S.C. § 101. Ex-
1020. No other invalidity issues were briefed. See id. On July 7, 2021, the district
court issued an order granting Playtika’s motion to dismiss, holding that the
asserted patents are invalid under § 101. Ex-2006. The order did not address any
other issues of invalidity. See id. On July 13, 2021, The Patent Owner appealed the
district court’s judgment to the Federal Circuit. Ex-1022.

B. Element 1: The Petitions’ §§ 102 and 103 Grounds Are Not
Identical to the District Court’s § 101 Ground

Collateral estoppel should not apply because the § 101 issues decided in the
district court’s order are not identical to the anticipation and obviousness
arguments raised in Playtika’s IPR petitions. See Voter Verified, 887 F.3d at 1379-
80 (refusing to apply collateral estoppel to § 101 arguments even though invalidity
under §§ 102, 103, and 112 was adjudicated in the prior proceeding on summary
judgment). The IPR petitions only address anticipation and obviousness arguments
pursuant to 35 U.S.C. § 311(b). On the other hand, Playtika’s motion to dismiss
and the district court’s order only addressed invalidity under § 101. See Ex-1020,
Ex-2006. Invalidity issues under § 101 are different from anticipation and
obviousness issues under §§ 102 and 103, involving different legal and factual

analyses. Moreover, unlike § 101 analysis, which can be decided as a matter of law
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