
ELASTIC - EXHIBIT 1002 - Part 1 of 3

Case 2:16-cv-01149-RWS-RSP Document19 Filed 02/03/17 Page 1 of 1 PagelD#: 64
AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(_] Trademarks or [H Patents. ; ( (J the patentaction involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-1149 10/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

GUADA TECHNOLOGIES LLC DEFY MEDIA, LLC

PATENT OR DATE OF PATENT

| 7,231,379 6/12/2007 GUADA TECHNOLOGIES LLC

 

eo
a
Ea
po

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(J Amendment CJ Answer C] CrossBill CL] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/IUDGEMENT

ORDERED, ADJUDGED AND DECREED thatall claims asserted in this suit betweenPlaintiff Guada Technologies
LLC and Defendant Defy Media, LLC, are hereby DISMISSED WITH PREJUDICE. (BY) DEPUTY CLERK DATE

ch 2/3/17

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination ofaction, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 2:16-cv-01157-RWS-RSP Document 14 Filed 01/19/17 Page 1 of 1 PagelD #: 55

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDINGA PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

TO: 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

_] Trademarks or [7Patents. ( (] thepatent action involves 35 U.S.C. § 292.):

DOCKET NO.

2:16-cv-1157 10/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

GUADA TECHNOLOGIES LLC SLACKER, INC.

GUADA TECHNOLOGIES LLC

 

   
 
 

 

 

 

  

  
PATENT OR DATE OF PATENT

TRADEMARKNO. OR TRADEMARK

1 7,231,379 6/12/2007  

  
2

3  

 
In the above-—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

LC] Amendment CL] Answer L] Cross Bill L] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISIONJUDGEMENT

ORDERED, ADJUDGED AND DECREED thatall claims asserted in this suit by Plaintiff Guada Technologies LLC are
hereby DISMISSED WITH PREJUDICE

(BY) DEPUTY CLERK DATE

1/19/17

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination ofaction, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Case file copy

2

 



Case 2:16-cv-01148-RWS-RSP Document 12 Filed 12/15/16 Page 1of1PagelD#: 51
AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(J Trademarks or [H Patents. ; ( (J the patentaction involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-1148 10/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

GUADA TECHNOLOGIES LLC BATANGA, INC.

PATENT OR DATE OF PATENT

| 7,231,379 6/12/2007 GUADA TECHNOLOGIES LLC

 

eo
a
Ea
po

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(J Amendment CJ Answer C] Cross Bill CL] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK ao
pO
et
po

In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JJUDGEMENT.

tis therefore ORDERED, ADJUDGED AND DECREEDthatall claims asserted in this suit between Plaintiff

Guada Technologies LLC and Defendant Batanga, Inc., are hereby DISMISSED WITH PREJUDICE. CLERK (BY) DEPUTY CLERK DATE

WadA, Ofecke Nakisha Love 12/15/16

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination ofaction, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Case file copy



Case 2:16-cv-01159-RWS-RSP Document 2 Filed 10/14/16 Page 1 of1 PagelD #: 34
AO120 (Rev. 08/10)

REPORT ON THE

FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR

TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § | 116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

CJ Trademarksor (¥ Patents. ( OJ ‘thepatent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-1159 10/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

GUADA TECHNOLOGIES LLC SPOTIFY USA INC. ;

PATENT OR DATE OF PATENT oe ve

1 7,231,379 6/12/2007 GUADA TECHNOLOGIES LLC

 
  
  
    
  

Mail Stop 8
Director of the U.S. Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

TO:

 

 

 
  

2

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
(1 Amendment CJ Answer L] CrossBill (C1 Other Pleading

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK. HOLDER OF PATENT OR TRADEMARK

 

po
po
eo
so

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JJUDGEMENT

(BY) DEPUTY CLERK 
Copy 1—Uponinitiationofaction, mail this copy to Director Copy 3—Upontermination ofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Case file copy



Case 2:16-cv-01158-RWS-RSP Document2 Filed 10/14/16 Page 1 of 1 PagelD #: 34
AO 120 (Rev. 08/10
 
  
  
    

REPORT ON THE

FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR

TRADEMARK

Mail Stop 8
Director of the U.S. Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

TO:

  
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hercbyadvised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshal! Division on the following

(_] Trademarks or {Mi Patents. ( (1) the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-1158 10/14/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

GUADA TECHNOLOGIES LLC SMULE,INC.

PATENT OR DATE OF PATENT : ,
TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 7,231,379 6/12/2007 GUADA TECHNOLOGIES LLC

in the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

 

 

 

{) Amendment ( Answer {J Cross Bill C] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARKNO. OR TRADEMARK

 

HOLDER OF PATENT OR TRADEMARK

oe
exbeantvo.|

In the above—entitled case, the following decision has been rendered or judgementissued:

 
DECISION/JUDGEMENT .

(BY) DEPUTY CLERK 
Copy 1—Upon initiation ofaction, mail this copy to Director Copy 3—-Upon termination ofaction, mail this copy to Director
Copy 2—Uponfiling documentaddingpatent(s), mail this copy to Director Copy 4Casefile copy



Case 2:16-cv-01157-RWS-RSP Document 2 Filed 10/14/16 Page 1 of 1 PagelD #: 34
AO 120 (Rev. 08/10)

 

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and TrademarkOffice FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

TO:

In Compliance with 35 U.S.C. § 290and/or 15 U.S.C. § 1116 youare hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division

[J Trademarks or (Mf Patents. ( (7) the patent action involves 35 U.S.C. § 292.):

DOCKETNO. DATE FILED
2:16-cv-1157 10/14/2016

PLAINTIFF

GUADA TECHNOLOGIES LLC

on the following  

 

 
 

 

  
U.S. DISTRICT COURT

Eastern District of Texas, Marshall Division
DEFENDANT

SLACKER,INC.
 

 
 

 

 

 

 PATENTOR DATE OF PATENT = Shia tere gias se ,
TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 7,231,379 6/12/2007 GUADA TECHNOLOGIES LLC  
 
 

 
 
  

(ael
BoE

pC
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

CL] Amendment (J Answer OJ Cross Bill O) Other Pleading
PATENT OR DATEOF PATENT . - epee .

TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

2 
In the above—entitled case. the following decision has been rendered or judgement issued:

DECISION/JJUDGEMENT

(BY) DEPUTY CLERK 
Copy |—Uponinitiation ofaction, mail this copy to Director©Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director©Copy 4—Case file copy :



Case 2:16-cv-01156-RWS-RSP Document 2 Filed 10/14/16 Page 1of1PagelD #: 34

AO 120 (Rev, 08/10)

  
 

TO: Mail Stop 8 REPORT ON THE
. Director of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 youare herebyadvised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(J Trademarks or [Mf Patents. ( oO the patent action involves 35 US.C. § 292.):
DOCKETNO, DATE FILED

2:16-cv-1156 10/14/2016
PLAINTIFF

GUADA TECHNOLOGIES LLC

 

 
 

 

  
U.S. DISTRICT COURT

Eastern District of Texas, Marshall Division
DEFENDANT

RHAPSODY INTERNATIONALINC.

  
 
 

 

 

 

 

 

    
  
 
  

 
 

PATENTOR DATE OF PATENT es RRR Gai :
OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

| 7,231,379 6/12/2007 GUADA TECHNOLOGIES LLC

po
 
 
 
  

3

In the above—entitled case. the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(J Amendment ( Answer C] Cross Bill ( Other Pleading
PATENT OR DATE OF PATENT . . a -

TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 
 

 
 

 
 

 
Daas:

3

po
In the above—entitled case. the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

(BY) DEPUTY CLERK 
Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon terminationofaction, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Casefile copy



Case 2:16-cv-01155-RWS-RSP Document 2 Filed 10/14/16 Page 1 of 1 PagelD #: 34
AQ 120 (Rev. 08/10

  
 

Sp Mail Stop 8 REPORT ON THE
TO: Director of the U.S. Patent and TrademarkOffice FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § [116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on thefollowing

(OD Trademarks or [Y Patents. ( oO thepatent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED

2:16-cv-1155 10/14/2016
PLAINTIFF

GUADA TECHNOLOGIESLLC

 
 

 

 
U.S. DISTRICT COURT

Eastern District of Texas, Marshall Division
DEFENDANT

RELIANCE MAJESTIC HOLDINGS, LLC

  

  
  

  

 

 PATENTOR DATE OF PATENT ; ee s
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 7,231,379 6/12/2007 GUADA TECHNOLOGIES LLC  

 
 

 
 

 

2

3

in the above—entitled case. the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY .
(J Amendment (] Answer C] Cross Bill () OtherPleading

PATENTOR DATE OF PATENT i ' er : .
TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

2

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JIUDGEMENT

 

  
 

  
   

(BY) DEPUTY CLERK 
Copy !—Upon initiation of action, mail this copy to Director Copy 3—Upontermination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy



Case 2:16-cv-01154-RWS-RSP Document 2 Filed 10/14/16 Page 1 of 1 PagelD #: 34
AQ 120 (Rev, 08/10)

  

 

TO: Mail Stop 8 REPORT ON THE. Director of the U.S. Patent and TrademarkOffice FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are herebyadvised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(Trademarks or —‘[ Patents. (oO the patent action involves35 U.S.C. § 292.):
DOCKET NO. DATEFILED

2:16-cv-1154 10/14/2016
PLAINTIFF

GUADA TECHNOLOGIES LLC

PATENT OR DATE OF PATENT i oe ‘

1 7,231,379 6/12/2007 GUADA TECHNOLOGIES LLC

  
 
 

U.S. DISTRICT COURT J
Eastern District of Texas, Marshall Division

DEFENDANT

PANDORAMEDIA,INC.

 
 

  

  
  

 
 

 

 

  
 
 
 

2.

3

4

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
(J Amendment C Answer 0 Cross Bill (1 Other Pleading

PATENT OR DATE OF PATENT . ecm atasccoes sa ”

2

 

 

 

 
In the above —entitled case. the following decision has been rendered or judgement issued:

DECISIONJJUDGEMENT

 (BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director©Copy 3—Upontermination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy-4—Casefile copy



Case 2:16-cv-01152-RWS-RSP Document 2 Filed 10/14/16 Page 1of1PagelD#: 34

AO 120 (Rev, 08/10

; Mail Stop 8 REPORT ON THE
uae Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

[] Trademarks or WM Patents. ( O ‘thepatent action involves 35 U.S.C. § 292.); 

   
 

 

 
 
  
 

 
  

 

DATE FILED
10/14/2016

U.S. DISTRICT COURT
Eastern District of Texas, Marshall Division

DEFENDANT

MLB ADVANCEDMEDIA,L.P.

 
 
 

DOCKETNO,
2:16-cv-1152

PLAINTIFF

GUADA TECHNOLOGIES LLC

PATENTOR DATEOF PATENT : . oe . .

| 7,231,379 6/12/2007 GUADA TECHNOLOGIES LLC

5

 

  

 
 

  
 

  
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY .

[] Amendment CO Answer CJ Cross Bill (] OtherPleading
PATENT OR DATE OF PATENT = gee alee as a :

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

In the above—entitled case. the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 
(BY) DEPUTY CLERK 

Copy |—Upon initiation ofaction, mail this copy to Director©Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Case file copy

10



Case 2:16-cv-01150-RWS-RSP Document2 Filed 10/14/16 Page 1of1PagelD#: 34

AO 120 (Rev. 08/10)
 
    

  
  
 

wry. Mail Stop 8 REPORT ON THE
TO: Director of the U.S. Patent and TrademarkOffice FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has becn
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

CJ Trademarksor [vf Patents. ( [) thepatentaction involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED L.S. DISTRICT COURT

2:16-cv-1150 10/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

GUADA TECHNOLOGIES LLC EMUSIC.COMINC.

HOLDER OF PATENT OR TRADEMARK

GUADA TECHNOLOGIES LLC

pT
; po
eo
po

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

CL) Amendment
PATENT OR DATE OF PATENT

TRADEMARK NO OR TRADEMARK

 

 
 
 

 
  

 
 

 
 

 
    C1 Answer oO

HOLDER OF PATENT OR TRADEMARK

 Cross Bill [] Other Pleading

 3

4

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 

(BY) DEPUTY CLERK 
Copy I—Uponinitiation of action, mail this copy to Director Copy 3—l\ pon terminationof action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

11



Case 2:16-cv-01151-RWS-RSP Document2 Filed 10/14/16 Page 1 of 1 PagelD #: 34

AO 120 (Rev. 08/10)

REPORT ON THE

FILING OR DETERMINATIONOF AN
ACTION REGARDING A PATENT OR

TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

CO Trademarksor Patents. (DO the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-1151 10/14/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

GUADA TECHNOLOGIES LLC IHEARTMEDIA,INC.

PATENT OR DATE OF PATENT .

1 7,231,379 6/12/2007 GUADA TECHNOLOGIES LLC

po
Es
po
eo

 
  
  

  
  

 Mail Stop 8
Director of the U.S. Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

TO:

 

 

 
  

tn the above—entitled case. the following patent(s)/ trademark(s) have been included:

DATEL INCLUDED INCLUDED BY

LJ Amendment LI Answer {1 Cross Bill (1 Other Pleading
PATENT OR DATE OF PATENT ays .

TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

2

eo
eo
so

In the above—entitled case. the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

(BY) DEPUTY CLERK

Copy |—Upon initiation of action, mail this copy to Director Copy 3—U pon terminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

 
12



Case 2:16-cv-01156-RWS-RSP Document 12 Filed 11/21/16 Page 1of1PagelD#: 51
AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(J Trademarks or [H Patents. ; ( (J the patentaction involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-1156 10/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

GUADA TECHNOLOGIES LLC RHAPSODY INTERNATIONALINC.

PATENT OR DATE OF PATENT

| 7,231,379 6/12/2007 GUADA TECHNOLOGIES LLC

 

eo
a
Ea
po

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(J Amendment CJ Answer C] Cross Bill CL] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK ao
pO
et
po

In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT

It is therefore ORDERED, ADJUDGED AND DECREEDthatall claims asserted in this suit between Plaintifi

Guada Technologies LLC and Defendant RhapsodyInternational Inc. are hereby DISMISSED WITHOUT
PREJUDICE. (BY) DEPUTY CLERK DATE

NKL 11/21/16

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination ofaction, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Case file copy

13



Case 2:16-cv-01154-RWS-RSP Document 2 Filed 10/14/16 Page 1of1PagelID#: 34
AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(J Trademarks or [H Patents. ; ( (J the patentaction involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-1154 10/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

GUADA TECHNOLOGIES LLC PANDORAMEDIA,INC.

PATENT OR DATE OF PATENT

| 7,231,379 6/12/2007 GUADA TECHNOLOGIES LLC

 

 eo
a
Ea
po

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY

(J Amendment CJ Answer C] Cross Bill CL] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK ao
pO
et
po

In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination ofaction, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Case file copy

 
14



Case 2:16-cv-01155-RWS-RSP Document 2 Filed 10/14/16 Page 1of1PagelID#: 34
AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(J Trademarks or [H Patents. ; ( (J the patentaction involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-1155 10/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

GUADA TECHNOLOGIES LLC RELIANCE MAJESTIC HOLDINGS, LLC

PATENT OR DATE OF PATENT

| 7,231,379 6/12/2007 GUADA TECHNOLOGIES LLC

 

 eo
a
Ea
po

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY

(J Amendment CJ Answer C] Cross Bill CL] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK ao
pO
et
po

In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination ofaction, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Case file copy

 
15



Case 2:16-cv-01156-RWS-RSP Document 2 Filed 10/14/16 Page 1of1PagelID#: 34
AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(J Trademarks or [H Patents. ; ( (J the patentaction involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-1156 10/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

GUADA TECHNOLOGIES LLC RHAPSODY INTERNATIONALINC.

PATENT OR DATE OF PATENT

| 7,231,379 6/12/2007 GUADA TECHNOLOGIES LLC

 

 eo
a
Ea
po

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY

(J Amendment CJ Answer C] Cross Bill CL] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK ao
pO
et
po

In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination ofaction, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Case file copy
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504046615 10/12/2016

PATENT ASSIGNMENT COVER SHEET

Electronic Version v1.1 EPAS ID: PAT4093276

Stylesheet Version v1.2

SUBMISSION TYPE: NEW ASSIGNMENT

NATURE OF CONVEYANCE: ASSIGNMENT

CONVEYING PARTY DATA

Execution Date

NOEMA,INC. 09/19/2016

RECEIVING PARTY DATA

(Name:[QUADATECHNOLOGIESLLG,
Street Address: 2591 DALLAS PARKWAY, STE 300,PMB #846

City: FRISCO
 

 

State/Country: TEXAS

Postal Code: 75034
 

PROPERTY NUMBERSTotal: 4

PropertyType|Number
Patent Number: 7231379

Patent Number: 

Patent Number: 

Patent Number:

CORRESPONDENCE DATA

Fax Number:

Correspondencewill be sent to the e-mail addressfirst; if that is unsuccessful, it will be sent
using a fax number,ifprovided;if that is unsuccessful, it will be sent via US Mail.

Email: thalfon@gmail.com
Correspondent Name: GUADA TECHNOLOGIES LLC
AddressLine 1: 2591 DALLAS PARKWAY, STE 300,PMB #846

AddressLine 4: FRISCO, TEXAS 75034

NAME OF SUBMITTER: TIFFANY HALFON

SIGNATURE: /Tiffany Halfon/

DATE SIGNED: 10/12/2016

This document serves as an Oath/Declaration (37 CFR 1.63).
 
Total Attachments: 3

source=Exhibit A - Fully executed#page1.tif

source=Exhibit A - Fully executed#page2.tif

source=Exhibit A - Fully executed#page3.tif
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Exhibit A

PATENT ASSIGNMENT

For good and valuable consideration, the receipt of which is hereby acknowledged,
Noema, inc. a New York corporation located at 200 East 69th Street #248, New York, NY
10021 (“Assignor”}, does hereby assign, transfer, and convey unto Guada Technologies
LLC, a Texas lmmited Hability company, having an address at 2591 Dallas Parkway, Suite
300, PMB #846,Frisco, Texas 75034, (“Assignee”), or its designees,all right, title, and
interest that exist today and mayexist in the future in and to any andal! of the following
(collectively, the “Patent Rights"):

(a) the patent applications and patentslisted in the table below (the “Patents” or
“Patent’}:

[Batent(s}or|Country|FilingDats—«|*‘TitleofPatent(s}and
ApplicationNos). | First Named Inventor. nananetstnnanansnnnnsnaamenmnnetensnnnnn Sanna

17,231,379 us "41/19/2002 | Navigation ina
hierarchical structured

transaction processing
system 

 

 
 

 
 Prashant Parikh

Navigational learning in
a structured transaction |
processing system

7,257 574 Pus } o9/14/2004
j|ft

7,260,567

  
 

 

 
 

 

 

  Prashant Parikh

Neve
hierarchical structured

transaction processing
system

&w we ba “ae pet bead, ey, Be io ia aie

 

i ; QSPAs2G04 : Navigation in a
i flerarchical structured

j transaction processing| system
|

(b} all patents and patent applications {7} to which the Patent directly or
indirectly claims priority, (4) for which the Patent directly or indirectly forms a basis for
priority, and/or (110) that were co-owned applications that directly or indirectly
incorporate by reference, or were incorporated by reference into, the Patent;

fc) allreissues, reexaminations, extensions, continuations, continuations in part,
continuing prasecution applications, requests for continuing examinations, divisions,
registrations of any item in any of the foregoing categories {a} and {b);

18



Exhibit A

{d}_ail inventions, invention disclosures, and discoveries described in any item in
any of the foregoing categories {a} through (c} and all ather rights arising out of such
inventions, invention disclosures, and discovertes;

fe}_all rights to apply in anyor all countries of the world for patents, certificates
of invention, utility models, industrial design protections, design patent protections, or
other governmental grants or issuances of any type related to any item inany of the
foregoing categories {a} through {d), including, without limitation, under the Paris
Convention for the Protection of Industria! Property, the Internationa! Patent Cooperation
Treaty, or any other convention, treaty, agreement, or understanding:

{all causes of action {whether knownor unknown or whether currently
pending, fled, or otherwise} and other enforcement rights under, or on accountof, the
Patents and/or any item In any of the foregoing categories (b)} through (e}, including,
without limitation, all causes of action and other enforcementrights for

{i} past, present, and future damages,
{§) injunctiverelief, and
{fi} any other remedies of any kind for past, present, and future infringement;
and

ig} allrights to collect royalties and other payments under or on account of the
Patent and/or any item in any of the foregoing categories {a} through [f).

Assigner represents, warrants and covenants that:

(1) Assignor has the full power and authority, and has obtained all third party
consents, approvals and/or other authorizations required io enter into the Letter Agreement and
{o carry out its obligations hereunder, including the assignment of the Patent Rights to Assignee;
and

(2) Assignor owns, and bythis document assigns to Assignee,ali right, title, and
interest to the Patent Rights, including, withoutlimitation,all right, title, and interest to sue for
infringement of the Patent Rights. Assignor has obtained and properly recorded previously
executed assignments for the Patent Rights as necessary to fully perfectits rights and title therein
in accordance with governing law and regulations in each respective jurisdiction. The Patent
Rights are free and clear ofail liens, claims, mortgages, securityinterests or other encumbrances,
and restrictions. There are ne actions, suits, investigations, claims or proceedings threatened,
pending or in progress relating in any way to the Patent Rights, There ave no existing contracts,
agreements, options, commitments, proposals, bids, offers, or rights with, to. or in any person to
acquire any of the Patent Rights,

Assignor hereby authorizes the respective patent office or governmental agency in
each jurisdiction to issue any and all patents,certificates of invention, utility models or
other governmental grants or issuances that maybe granted wpon any of the Patent Rights
in the nameofAssignee, as the assignes to the entire interest therein.

19



Exhibit A

The terms and conditions ofthis Assignment of Patent Rights will inure to the benefit of
Assignee,its successors, assigns, and other legal representatives and will be binding upon
Assignor,ifs successors, assigns, and other legal representatives.

ASSIGNOR: Noema, inc.

otaeees Ahn teen ete noeereenv anitaena gana senenannn

RB PNNGpescaesses

ASSIGNEE: Guada Technologies LLC

ee
J WOE EWTN EEE ree eee

Name: ARANee.
Title: NANAGINGWiovigee

Date: BOQOVibeeMie
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCEUnited States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS.

P.O. Box 1450
Alexandria, Virginia 22313-1450WwWUSptogov

APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKETNO. CONFIRMATION NO.

10/299,359 06/12/2007 72351379 4428-4001

 
   

27123 7590 05/23/2007

MORGAN & FINNEGAN,L.L.P.
3 WORLD FINANCIAL CENTER
NEW YORK, NY 10281-2101

ISSUE NOTIFICATION

The projected patent number andissue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment is 485 day(s). Any patent to issue from the above-identified application will
include an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) wasfiled in the above-identified application, the filing date that
determines Patent Term Adjustmentis the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEBsite (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
payments should be directed to the Customer Service Center of the Office of Patent Publication at
(571)-272-4200.

APPLICANT(s) (Please see PAIR WEBsite http://pair-uspto.gov for additional applicants):

Prashant Parikh, New York, NY;
Stanley Peters, Menlo Park, CA;

IR103 (Rev. 11/05)
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UNITED STATES PATENT AND TRADEMARKOFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450weew.usplo.gov

 
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

10/299,359 11/19/2002 Prashant Parikh 4428-4001 5023

MORGAN & FINNEGAN, L.L.P.
3 WORLD FINANCIAL CENTER WU, YICUN

NEW YORK, NY 10281-2101

2165

03/30/2007 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

PTOL-90A (Rev. 10/06)
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° Application No. Applicant(s)

Supplemental_ 10/299,359 PARIKH ETAL.
Notice ofAllowability Examiner Art Unit

Yicun Wu 2165

-- The MAILING DATEofthis communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITSIS (OR REMAINS) CLOSEDinthis application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENTRIGHTS.This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. XJ This communication is responsive to appealbrieffiled 11/2/2007.

 

2. XJ The allowed claim(s)is/are 1-7.

3. ( Acknowledgmentis madeof a claim for foreign priority under 35 U.S.C. § 119(a)-(d)or(f).
a)CD AH=b) 1] Some* cc) J None of the:

1. Certified copies of the priority documents have beenreceived.

2. CJ Certified copies of the priority documents have been received in Application No.

3. J Copiesof the certified copies of the priority documents have been receivedin this national stage application from the

International Bureau (PCT Rule 17.2(a)).

* Certified copies not received:

, Applicant has THREE MONTHS FROM THE “MAILING DATE”ofthis communicationto file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENTofthis application.
THIS THREE-MONTHPERIOD !S NOT EXTENDABLE.

4. [1] A SUBSTITUTE OATH OR DECLARATION mustbe submitted. Note the attached EXAMINER'S AMENDMENTor NOTICE OF
INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient.

5. (J CORRECTED DRAWINGS(as “replacement sheets”) must be submitted.
(a) (0 including changes required by the Notice of Draftsperson’s Patent Drawing Review ( PTO-948) attached

1)C hereto or 2) (] to Paper No/Mail Date___.
(b) CJ including changes required by the attached Examiner's Amendment / Commentorin the Office action of ~

PaperNo/Mail Date. .

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d). :

6. (J DEPOSIT OFand/or INFORMATION aboutthe deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner’s comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

 
Attachment(s)
1. CJ Notice of References Cited (PTO-892) 5. FJ Notice ofInformal Patent Application
2. (1 Notice of Draftperson's Patent Drawing Review (PTO-948) 6. CJ Interview Summary (PTO-413),

Paper No./Mail Date_ st.
3.BYInformation Disclosure Statements (PTO/SB/08), . 7. CD] Examiner's Amendment/Comment

Paper No./Mail Date 1/19/2007
4. ( Examiner's Comment Regarding Requirementfor Deposit 8. LJ Examiner's Statement of Reasonsfor Allowance

of Biological Material
9. LJ Other .

C oytentPeinZe. bnew 2(0
U.S. Patent and Trademark Office

PTOL-37 (Rev. 08-06) Notice of Allowability Part of Paper No./Mail Date 20070328
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  FORM PTO-1449 4754-4000 10/299,359

  
 

Applicant(s)
Prashant Parikh and Stanley Peters

INFORMATION DISCLOSURE CITATION Filing Date: Group Art Unit:

  
November19, 2002 2175

U.S. PATENT DOCUMENTS

Examiner Patent No./ Issue Date/ PereInitial Publication No. Publication Date Name Class|Sub-Class Filing Date

April 4, 2001

 
  
 

 
 

 
Examiner Patent

Initial Number Publication Date Translation  

  

 
1042806 v1
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PART B- FEE(S)TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop [SSur FEE
Commissioner for Patents
P.O. Box 1450

Alexandria, Virginia 22313-1450

 

or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE(if required). Blocks | through 5 should be completed where
appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
indicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address: and/or (b) indicating a separate "FEE ADDRESS"formaintenance fce notifications, 

Note: A ceruficate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying
apers. Each additional paper. such as an assignment or formal drawing. must
ave ils own certificate of mailing or transmission.

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block | forany change of address)

27123 7590 OL52007
mtg eusiyrars Certificate of Mailing or Transmission

MORGAN & FINNEGAN, L.L.P. | hereby certify that this roa Transmittal is being apstae wih the Deites3 STN * "ENTE States Postal Service with sufficient postage for first class mail in an envelope
2 WORLD| INANCIAL CENTER cddrexsed to the Mail Sto ISSUE.PELaddress above, or being feats
NEW YORK, NY 10281-2101 transmitted lo the USPTO (371) 273-2885. on the date indicated below

(Depositor's name)

iSipnatune)
(Date)

APPLICATION NO. KILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKETNO. CONFIRMATION NO.

10/299, 359 PY ov2002 Prashant Parikh 4428-4001 5023
TITLE OF INVENTION: NAVIGATION IN A HIERARCHICAL STRUCTURED TRANSACTION PROCESSING SYSTEM

 
 

 APPLN. TYPE SMALL ENTITY ISSUE FEE DUE PUBLICATION FEE DUE|PREV. PAID ISSUE FEE TOTAL FEES) DUE DATE DU

nonprovisional YES $700 $300 $0 $1000 04/25/2007

EXAMINER ART UNIT CLASS-SUBCLASS

WU, YICUN 2165 707-003000
 

   
 

1 Changeof correspondence address or indication of “Fee Address" (37 2. For printing on the patent front page.list LIMorgan & Finneqan 
 
 

  

ere O3) . (1) the names of up to 3 registered patent attorneys dos
|) Change ofcorrespondence address (or Change of Correspondence or agents OR. alternatively,
Address form PVO/SB/122) attached. 2(2) the name ofa single firm (having as a membera a soit aen

registered attorney or agent) and the names of up to
2 registered patent altorneys or agents. If no name is 3
listed, no name will be printed,

(_) "Fee Address” indication (or "Fee Address" Indication form
PTO/SB/47, Rev 03-02 or more recent) attached. Use of a Customer
Numberis required. 

_ ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent, If an assignee is. identified below, the document has beenfiled for
recordation as sct forth in 37 CPR 3.11. Completionof this form is NOTa substitute forfiling an assignment.
(A) NAMEOF ASSIGNEE (B) RESIDENCE:(CITY and STATE OR COUNTRY)

Noema:; Inc. NewYork, NY
se © , : j i ‘ : eee Fy i i ‘ eo =e
Piease cheek ihe appropriate assignee categoryor categories (will not be primed on the patent): 4 Individual 39 Corporationor otherprivate group entity J Governmen 

a. The following fee(s) are submitted: +b. Payment of Fee(s}: (Please first reapply any previously paid issue fee shown above)
X) Issuc Fee LJ A check is enclosed.
XJ Publication Fee (No small entity discount permitted) C) Paymentbycredit card, Form PTO-2038 is attached,

i] Advance Order - # of Copies MW The Director is hereby authorized to chareg the fl ir ete. any deficiency, or credit anyoverpayment, lo Deposit Account Number. = 50 ) (enclose an extra copyof this form), 
5. Change in Entity Status (fromstatus indicated above)

Va. Applicant claims SMALL ENTITYstatus. See 37 CFR 1.27. Cb. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2). 

NOTE: The Issue Fee and Publication Fee(if required) will not be accepted from anyoneotherthan the applicant; a registered attorney or agent, or the assignee or otherparty in
interest as shown bythe records of the United’States Patent and“Tridemark Office.   

 

 

  
   Authorized Signature

 
—— ——————

Richard Straussman
4

lyped or printed name __** ee : meeeeee Registration No. __ 39,847 _ 
This collection ofinformation is required by 37 CFR 1.311. The information ts required to obtain or retain a benefit by the public which is to file (and by the USPTO to process)
aa application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing. and
submitting the completed application form to the USPTO. Time will vay depending uponthe individual case. Any comments onthe amount of time you require to completethis form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S, Department of Commerce, P.O.Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
Alexandria, Virginia 22313-1450. :
Under the Paperwork Reduction Act of 1995, no persons are required to respondtoa collection of information unless it displays a valid OMB control number 

PTOL-85 (Rev, 07/06) Approved foruse through 04/30/2007. OMB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENTOF COMMERCE
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Electronic Patent Application Fee Transmittal 

Application Number: 10299359

Title of Invention: NAVIGATION IN A HIERARCHICAL STRUCTURED TRANSACTIONPROCESSING SYSTEM 
First Named Inventor/Applicant Name: Prashant Parikh

Filer: Richard Straussman/Anita Coughlan

Attorney Docket Number: 4428-4001 

Filed as Small Entity 

Utility Filing Fees

Basic Filing: 

Pages:

Claims:

Miscellaneous-Filing: 

Petition:

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-lssuance:
 

 
Utility Appl issue fee 2501 1 700 700

Publ. Fee- early, voluntary, or normal 1504 1 300 300



 

Sub-Total in

Description Fee Code|Quantity} Amount USD($)

Extension-of-Time:  
Miscellaneous:
  

Total in USD($) 1000 
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Electronic AcknowledgementReceipt

EFS ID: 1542556
 

Application Number:

International Application Number:

Confirmation Number:

Title of Invention:

First Named Inventor/Applicant Name:

Customer Number:

10299359

5023

 

NAVIGATION IN A HIERARCHICAL STRUCTURED TRANSACTION
PROCESSING SYSTEM 
Prashant Parikh

27123
 

Filer: Richard Straussman/Anita Coughlan 

Filer Authorized By:

Attorney Docket Number:

Richard Straussman

4428-4001
 

Receipt Date:

Filing Date:

Time Stamp:

Application Type:

Paymentinformation:

26-FEB-2007

19-NOV-2002

10:36:35

Utility

 
 

 

 

 

 
Submitted with Payment yes

Payment was successfully received in RAM $1000

RAMconfirmation Number 1476

Deposit Account 134500 

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpaymentas follows:

Charge any Additional Fees required under 37 C.F.R. Section 1.16 and 1.17 

File Listing:
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Document Multi Pages
 

  
uenber DocumentDescription File Name File Size(Bytes) Part /.zip| (if appl.)

1 Issue Fee Payment (PTO-85B) 47544000_lssue_Fee.pdf 137170 no 1

Warnings:

Information:

2 Fee Worksheet (PTO-06) fee-info.pdf 8325

Warnings:

Information:

Total Files Size (in bytes) 145495

This Acknowledgement Receipt evidences receipt on the noted date by the USPTOof the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt
similar to a Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary componentsfora filing date (see
37 CFR 1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course andthe date
shownon this AcknowledgementReceiptwill establish thefiling date of the application.

 

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions
of 35 U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptanceof the
application as a national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt,
in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary
componentsfor an internationalfiling date (see PCT Article 11 and MPEP 1810), a Notification of the
International Application Number and of the International Filing Date (Form PCT/RO/105)will be issued in due
course, subject to prescriptions concerning national security, and the date shown on this Acknowledgement
Receiptwill establish the internationalfiling date of the application.
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  Unrrep STATES PATENT AND TRADEMARK OFFICE  
 
 

KPARTMENT OF COMMERCEand Trademark Office

319 ER FOR PATENTS

NOTICE OF ALLOWANCEAND FEE(S) DUE

27123 7590 01/25/2007

MORGAN & FINNEGAN,L.L.P.
3 WORLD FINANCIALCENTER
NEW YORK, NY 10281-2101

WU, YICUN

ART UNIT PAPER NUMBER

2165

DATE MAILED:01/25/2007

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR

10/299,359 1/19/2002 Prashant Parikh

‘TITLE OF INVENTION: NAVIGATION IN A HIERARCHICAL STRUCTURED TRANSACTION PROCESSING SYSTEM

   ATTORNEY DOCKETNO. CONFIRMATION NO.

4428-4001 5023

    
nonprovisional $300 $1000 04/25/2007

THE APPLICATION [IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCEIS NOT A GRANTOF PATENT RIGHTS.
THIS APPLICATIONISSUBJECT TO WITHDRAWAL FROM ISSUE AT THEINITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT, SEE 37 CFR 1.313 AND MPEP1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE

eeING DATE OF TIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THISSTATUTORY PERIOD CANNOT BE EXTENDED, SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS
PREVIOUSLY BEEN PAID IN’ THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARDTHE ISSUE FEE NOW
DUE. ;

 

HOWTO REPLYTO THIS NOTICE:

I]. Review the SMALL ENTITYstatus shown above.

Ifthe SMALL ENTITYis shown as YES, verify your current If the SMALL ENTITYis shown as NO:
SMALLENTITYstatus:

A. Ifthe status is the same, pay the TOTAL FEIS) DUEshownabove.

B. If the status above is to be removed, check box 5b on Part B-
Fee(s) Transmittal and pay the PUBLICATION FEE(if required)
and twice the amount of the ISSUE FEE shown above, or

A. Pay TOTAL FEE(S) DUE-shown above, or

B, If applicant claimed SMALL ENTITYstatus before. or is now
claiming SMALL ENTITY status, check box 5a on Part B - Fee(s)
Transmittal and pay the PUBLICATION FEE(if required) and 1/2
the ISSUE FEE shown above.

Il. PART B - FEE(S) TRANSMITTAL,orits equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO)with your ISSUE FEE and PUBLICATIONFEE(if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of PartBis filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

Ill. All communications regarding this application must give the application number. Please direct all communicationsprior to issuance to
Mail Stop ISSUE FEEunless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenancefees. It is patentee's responsibility to ensure timely payment of maintenance fees when due,

Page | of 3
PTOL-85 (Rev. 07/06) Approved for use through 04/30/2007.
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

or Fax (571)-273-2885

 

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks | through 5 should be completed where
appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
indicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address, and/or (b) indicating a separate "FEE ADDRESS"formaintenance fee notifications.
    

CURRENT CORRESPONDENCE ADDRESS(Note: Use Bloek | for any change ofaddress) Note: A certificate ot mailing can only be used for domestic mailings of theFee(s) Transmittal. This certificate cannot be used for any other accompanying
papers. Each additional paper, such as an assignment or formal drawing, mustave its own certificate of mailing or transmission.

27123 7590 01/25/2007 .
. Certificate of Mailing or Transmission
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4. (] A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER’S AMENDMENTor NOTICE OF
INFORMAL PATENTAPPLICATION (PTO-152) which gives reason(s) why the oath or declarationis deficient.
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Paper No./Mail Date
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3. 1 Information Disclosure Statements (PTO/SB/08), 7. OJ Examiner's Amendment/Comment
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Docket No. 4754-4000

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant(s) : Prashant Parikh and Stanley Peters Confirmation No.: 5023

Serial No. : 10/299 ,359 Group Art Unit: 2175

Filed November 19, 2002 Examiner: Yicun Wu

For NAVIGATIONIN A HIERARCHICAL STRUCTURED

TRANSACTION PROCESSING SYSTEM

INFORMATION DISCLOSURE STATEMENT

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

This Information Disclosure Statementis filed in accordance with 37 C.F.R.

§§1.56, 1.97 and 1.98. The items listed on Form PTO-1449, a copy of whichis enclosed, are

madeofrecord to assist the Patent and Trademark Office in its examination of this application.

The Examineris respectfully requested to fully consider the items and to independently ascertain

their teaching.

1 OO

2

3. E

4. CJ

1042819 vi

For each of the following itemslisted on the enclosed copy of Form PTO-1449 thatis
not in the English language, an English languagetranslation of that item or a portion
thereof or a concise explanation of the relevance ofthat item is enclosed:
 

For each of the following itemslisted on the enclosed copy of Form PTO-1449 thatis
not in the English language, a concise explanation of the relevanceofthat item is
incorporated in the specification of the above-identified application.

Any copy of the items listed on the enclosed copy of Form PTO-1449 thatis not
enclosed with this Information Disclosure Statement was previously cited by or
submitted to the Patent and Trademark Office in application Serial No. , filed

No fee is due under 37 C.F.R. §1.17(p) for this Information Disclosure Statement
since it is being filed in compliance with:

C] 37 C.F.R. §1.97(b)(1), within three months ofthe filing date of a national
application other than a CPA;or

LC] 37 C.F.R. §1.97(b)(@), within three months of the date of entry into the
national stage as set forth in §1.491 in an international application; or
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5.

6. LJ

7. x

s. CO

1042819 v1

Docket No. 4754-4000

Serial No, 10/299,359

CJ 37 C.F.R. §1.97(b)(3), before the mailing date of a first Office action on the
merits; or

[] 37 C.F.R. §1.97(b)(4) before the mailing date ofa first office action after the
filing of an RCE under §1.114.

Nofee is due under 37 C.F.R. §1.17(p) for this Information Disclosure Statement
since it is being filed in compliance with 37 C.F.R. §1.97(c), after the period specified
in paragraph 4 abovebut before the mailing date of a final action or a Notice of
Allowance (where there has been noprior final action), and is accompanied by one of
the certifications pursuant to 37 C.F.R. §1.97(e) set forth in paragraph 9 below.

A fee is due under 37 C.F.R. §1.17(p) for this Information Disclosure Statement since
it is being filed in compliance with 37 C.F.R. §1.97(c), after the period specified in
paragraph 4 above but before the mailing date of a final action or a notice of
allowance (where there has been no priorfinal action):

[]  Acheck in the amountof $180.00 is enclosed in paymentofthe fee.

CJ Charge the fee to Deposit Account No. 13-4500, Order No. 

A fee is due under 37 C.F.R. §1.17(p) for this Information Disclosure Statement
since it is being filed in compliance with 37 C.F.R. §1.97(d), after the mailing date
of a final action or a notice of allowance, whichever comesfirst, but before

paymentof the issue fee, and is accompanied by:

a. one ofthe certifications pursuant to 37 C.F.R. §1.97(e) set forth in paragraph 9
below; and

b. the fee due under 37 C.F.R. §1.17(p) whichis paid as set forth in paragraph 11
below.

This Information Disclosure Statementis being filed in compliance with:

aL] 37C.F.R. §1.313(b)(3) or §1.313(c)(1), after the issue fee has been paid and
information cited in this Information Disclosure Statement may renderat least
one claim unpatentable and is accompanied by the attached Petition To
Withdraw Application From Issue and fee pursuant to 37 C.F.R. §1.17(h);

b.[.] 37 C.F.R. §1.313(c)(2) or §1.313(c)(3), after the issue fee has been paid and
information cited in this Information Disclosure Statementis to be considered

in a Request for Continued Examination (RCE) or a Continuation application
upon abandonmentof the instant application and is accompanied by the
attached Petition To Withdraw Application From Issue and fee pursuant to 37
C.F.R. §1.17(h).

c.[_] The fee due under 37 C.F.R. §§1.17(h) is paid as set forth in paragraph 11
below.

<2.
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Serial No. 10/299,359

9. [] [hereby certify that each item ofinformation contained in this Information Disclosure
Statement was first cited in a communication fromaforeign patent office in a
counterpart foreign application not more than three months priorto thefiling ofthis
Information Disclosure Statement.

x] I hereby certify that no item of information in the Information Disclosure
Statement filed herewith wascited in a communication from a foreign patent
office in a counterpart foreign application or, to my knowledge after making
reasonable inquiry, was known to any individual designated in §1.56(c) more
than three monthspriorto thefiling of this Information Disclosure Statement.

10. [_] This documentis accompanied by [_] a Search Report [_] Communication which was
cited in a corresponding[_] PCT or [_] Foreign counterpart application

11. [.] Acheck in the amount of$ is enclosed in payment of the fees due under 37
C.F.R. §§1.17¢h) and 1.17(p).

[X] Charge the fees due under 37 C.F.R. §§1.17(h) and 1.17(p) to Deposit Account
No. 13-4500, Order No. 4754-4000.

GJ The Commissioneris hereby authorized to charge any additional fees which may
be required for this Information Disclosure Statement, or credit any
overpayment to Deposit Account No. 13-4500, Order No. 4754-4000.

Respectfully submitted,

Dated: January 19, 2007  
Registration No. 39,847

Correspondence Address:

MORGAN & FINNEGAN,L.L.P.
3 World Financial Center

New York, NY 10281-2101
(212) 415-8700 Telephone
(212) 415-8701 Facsimile

3s
1042819 v1
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Electronic Patent Application Fee Transmittal 

Application Number:

Filing Date:

Title of Invention:

First Named Inventor/Applicant Name:

Filer:

Attorney Docket Number:
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Utility Filing Fees
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Docket No. 4754-4000

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Application No. é 10/299,359
Applicant(s) : Prashant Parikh et al .
Filed : November19, 2002
For : NAVIGATION IN A HIERARCHICAL STRUCTURED

TRANSACTION PROCESSING SYSTEM

GroupArt Unit : 2175
Examiner : Wu, Yicun
Docket No. : 4754-4000
Customer No. : 27123

EXPRESS MAIL CERTIFICATE

Express Mail Label No.: EV_497 660 628 US

Date of Deposit: November2, 2006

I hereby certify that the following attached paper(s) and/or fee

1. Response to Non-Compliant Appeal Brief Pursuant To
37 C.F.R. § 41.37 (5 pages); and

3. Return receipt postcard.

is being deposited with the United States Postal Service "Express Mail Post Office to Addressee"
service under 37 C.F.R. §1.10 on the date indicated above and is addressed to Commissioner of
Patent, P.O. Box 1450, Alexandria, VA 22313-1450.

Jafet Cotto

(Typed or printed name of person mailing papers(s)
and/or fee)

 
  

 
f person mailing paper(s) and/or fee)

Correspondence Address:

MORGAN & FINNEGAN,L.L.P.
Three World Financial Center

New York, NY 10281-2101
(212) 415-8700 Telephone
(212) 415-8701 Facsimile
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JONITED STATES PATENT AND TRADEMARKOFFICE
SO st HE BOARD OF PATENT APPEALS AND INTERFERENCES

Application No. : 10/299,359
Applicant(s) : Prashant Parikh et al.
Filed : November 19, 2002
For : NAVIGATION IN A HIERARCHICAL STRUCTURED

TRANSACTION PROCESSING SYSTEM

Group Art Unit : 2175
Examiner : Wu, Yicun
Docket No. : 4754-4000

Customer No. : 27123

i

RESPONSE TO NON-COMPLIANT APPEAL BRIEF

PURSUANTTO 37 C.E.R. § 41.37

Commissionerfor Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

REMARKS

This responds to the “Notification of Non-Compliant Appeal Brief (37 CFR

41.37).

The undersigned does not understand the basis for the Notification in that: (a)

neither of the independentclaims, claims 1 & 7, contain any elements that are expressed in the

means-plus-function or step-plus-function form allowed by 35 U.S.C. §112, §6, and (b) the brief=

does contain a concise explanation of the subject matter of claims 1 and 7 at beginning at just

above the middle of page 4 and ending 5 lines down on page 6. Moreover, that explanation

includes references to the specification and figures as required.

1027904 v1
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The undersigned has rigorously reviewed the CFR and MPEPinthis regard and,

absent further explanation, presumes that the basis for the Notification is that references to the

specification are provided by reference to paragraphrather than specific lines.

Notwithstanding the hyper-technical nature of such a distinction, consistent with

MPEP 1205.03, a replacement for the section previously submitted is provided below that

essentially reproduces the prior submission but adds a heading “The Independent Claims”,

provides additional non-exhaustive references and now includes line number references in

instances where paragraph numbers werepreviously provided.

In the event that this is not what the Office intended,it is respectfully requested

that further elaboration be providedsothatit is possible to comply in a meaningful manner.

+ * +

I. SUMMARY OF THE CLAIMED SUBJECT MATTER

The Claimed Invention

Appellant’s claimed invention solves the inadequacies of prior art systems, by

allowing the system to cause the user to “jump” from one nodein the hierarchy to another node

that is not directly connected to that node, without having to traverse through every intervening

node in the path on the basis of a keyword association. See claims 1 and 7, page 5, lines 12-15.

In other words, by implementing the claimed invention, the user is not bound bythe rigid

hierarchical arrangement because an input or response can cause the system to ignore the

hierarchy and as a result of a keywordrelationship cause a direct jumpto a different non-directly

connected node (page 5, lines 12-21), thereby bypassing intervening nodes that would otherwise

need to be traversed according to approaches of the prior art (“jumping” in this context being

defined both explicitly, and by implication, in the specification to mean a direct traversal from

one node or vertex to another node or vertex that is not directly connected to it (i.e., without

2
1027904 v1
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traversal through any intervening nodes or vertices or to a node or vertex whose only least

common ancestor with that node or vertex is the root node or vertex)). See, e.g., FIG. 2, pg.8,

line 20 — pg. 9, line 2; pg. 3, lines 18-19; pg. 5, lines 16-21; and pg. 9, line 19 — pg.11, line 5).

For example, in the simplified arrangement of Figure 1 which, for purposes of

explanation, could represent an interactive voice response travel reservation system where the

boxes labeled “2”, “4” and “5” might represent aspects involved with booking a domestic

reservation and the boxes under the box labeled “3” might represent aspects involved with

booking an international flight. See 1/27/05 Response to Final Office Action, e.g., p. 7. A

customer wishing to book a flight to “San Jose” in Costa Rica could conceivably,

unintentionally, navigate down through the nodes associated with a domestic booking by saying

“San Jose” at an early point, only to realize, when hotels in California are mentioned, a mistake

has been made. Id. At that point, with the conventional systems of the prior art, the person

would haveto either start all over or back-traverse through the options and try to navigate down

through the international options by first mentioning “Costa Rica” or “International” at the

starting point. Id. In contrast, with the methods of independent claim 1 or claim 7, the person

might simply say, “not California, I want San Jose, Costa Rica” at which point, the system would

cause the user to directly “jump” to the node under the box labeled “3” associated with booking

travel in Costa Rica without forcing a back-navigation through all the intervening nodes or a

restart. Id.

The Independent Claims

Independentclaim | is specifically directed to a method of navigating in a system

having multiple navigable nodes interconnected in a hierarchical arrangement(pg. 7, lines 5 —

15, pg. 7, lines 5-6). The method includes: “receiving an input from a user of the system,” (pg.
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10, lines 21-23, pg. 11, line 16, pg. 13, lines 10-12, pg. 16, lines 1-2, pg. 17, lines 9, 14, 18 & 20,

and pg. 19, line 2) the input containing at least one wordidentifiable with at least one keyword

from among multiple keywords(pg. 10, line 20 — pg. 11, line 4, pg. 11, lines 13-20, pg. 12, line 1

- pg. 14, line 3), identifying at least one node, other than the first node, that is not directly

connected to the first node but is associated with the at least one keyword, and jumpingto the at

least one node”(pg. 10, line 11 — pg. 16,line 15).

Independent claim 7 is directed to a method of navigating an arrangement of

nodesrepresentable as a hierarchical graph containing vertices, and edges connectingat least two

of the vertices (pg. 7, lines 5 — 15, pg. 7, lines 5-6). The method includes: “receiving an input

from a user as _a response to_a verbal description associated with a first vertex (pg. 10, lines 21-

23, pg. 11, line 16, pg. 13, lines 10-12, pg. 16, lines 1-2, pg. 17, line 9, 14, 18 & 20, pg. 19,line

2); analyzing the input to identify a meaningful term that can be associated with at least one

keyword (pg. 14, line 8 — pg. 16, line 15, pg. 36, line 1 - 14); selecting a vertex in the graph

structure that is not connected by an edge tothefirst vertex. (pg. 5, lines 3-14)”; and jumpingto

the vertex (pg. 10, line 11 - page 16,line 15).

CONCLUSION

Appellant respectfully submits that the Appeal Brief filed October 19, 2005 is

compliant and, if not, then the instant submission makes it compliant. Accordingly,

consideration of the appeal on the merits is now respectfully requested.

No extensions or fees are believed to be necessary for entry of this paper. In the

event that a fee or extension is required, Applicants respectfully petition for such extensionas is

necessary for entry or consideration of this paper and the Commissioner is hereby authorized to
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charge any additional fees which may be required to Deposit Account No. 13-4500, Order No.
 

4754-4000.

Respectfully submitted,

MORGAN & FINNEGAN,L.L.P.

Dated: November2, 2005 
ichard Straussman

Registration No. 39,847

Attorneyfor Appellant

Correspondence Address:

MorGAN & FINNEGAN,L.L.P.
Three World Financial Center

New York, New York 10281-2101
(212) 415-8700
(212) 415-8701 (Fax)
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The AppealBrieffiled on 19 October 2005is defective for failure to comply with one or more provisions of 37 CFR 41.37.
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EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER37 CFR1.136.

1. (Thebrief doesnot contain the items required under 37 CFR 41.37(c), or the items are not under the proper
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—X] (a) The brief does not contain a concise explanation of the subject matter defined in each of the independent
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by reference characters; and/or (b) the brief fails to: (1) identify, for each independentclaim involved in the
appeal and for each dependentclaim argued separately, every meansplus function and step plus function under
35 U.S.C. 112, sixth paragraph, and/or (2) set forth the structure, material, or acts described in the specification
as corresponding to each claimed function with reference to the specification by page and line number, and to
the drawings, if any, by reference characters (37 CFR 41.37(c)(1)(v)).

The brief does not contain a concise statement of each ground of rejection presented for review (37 CFR
41.37(c)(1)(vi))

The brief does not present an argument under a separate heading for each groundof rejection on appeal (37 CFR
41.37(c)(1)(vii)).

Thebrief does not contain a correct copy of the appealed claims as an appendix thereto (37 CFR
41.37(c)(1)(viii)).

The brief does not contain copies of the evidence submitted under 37 CFR 1.130, 1.131, or 1.132 or of any
other evidence entered by the examiner and relied upon by appellantin the appeal, along with a
statementsetting forth where in the record that evidence was entered by the examiner, as an appendix
thereto (37 CFR 41.37(c)(1)(ix)).

The brief does not contain copies of the decisions rendered by a court or the Board in the proceeding
identified in the Related Appeals and Interferencessection ofthe brief as an appendix thereto (37 CFR
41.37(c)(1)(x)).

Other(including any explanation in support of the ‘above items):
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Sir:

Pursuant to the provisions of 37 C.F.R. § 41.39(b)(2) and § 41.41(a), Appellant

hereby requests that the appeal_be maintained and submits this Reply Brief in response to the

Examiner’s Answer. This Reply Brief is from a rejection designated as a new ground of

rejection issued by the Patent Office in the Examiner’s Answer mailed August 24, 2005 non-

finally rejecting pending claims 1-7 in the above-identified patent application. Appellant

‘submits herewith a Reply Brief Transmittal (in duplicate).

Based on the arguments presented herein, Appellant requests that the Board of

Patent Appeals & Interferences order the rejection of the pending claims in the Examiner’s

Answer be withdrawn, that Appellant’s claimed invention be confirmed as patentable, and the

pending claims be allowed.
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I. REAL PARTY IN INTEREST

Thereal party in interest of the patent application on appealis its current assignee,

Noema, Inc., a New York corporation by right of an assignment from Semiosis, Inc., a New

York corporation to Noema, Inc. All right, title and interest to the above-identified patent

application was assigned by the inventors, Prashant Parikh and Stanley Peters, to Semiosis,

L.L.C. in an assignment document executed on November 18, 2002 and November 13, 2002,

respectively, which assignment was recorded in the Patent and Trademark Office on May 27,

2003 at Reel 014100, Frame 0747. All right, title and interest to the above-identified patent

application was subsequently assigned by Semiosis, L.L.C. to Semiosis, Inc. in an assignment

document executed on December 1, 2004, which assignment was recorded in the Patent and

Trademark Office on December 10, 2004 at Reel 016062, Frame 0250. “All right, title and

interest to the above-identified patent application was subsequently assigned by Semiosis, Inc.to

Noema, Inc. in an assignment document executed on August 9, 2005, which assignment was

submitted for recordation in the Patent and Trademark Office on August 18, 2005.

Il. RELATED APPEALS AND INTERFERENCES

There are no other appeals or interferences known to Appellant, Appellant’s legal

representative, or the inventorsthat will directly affect, be directly affected by, or have a bearing

on the Board’s decision in this appeal.

Il, STATUS OF CLAIMS

There are 7 claims pending in this application, numbered 1-7. Claims 1-7 stand

rejected under 35 U.S.C. § 103(a) and are the subject of this appeal, elittas 8-26 having been
cancelled in response to a restriction requirement and preserved in divisional applications. A

complete copy ofthe claims involved in the appealis attached hereto.

-2- Express Mail Label No. EV 622 481 813 US
946012 vl

56



PATENT Docket No. 4754-4000

Application No. 10/299,359

IV. STATUS OF AMENDMENTS

All prior amendments have been entered prior to the original appeal and are

reflected in the present claims on appeal by reference to cancelled claims 8-26. No new

amendments have been madesinceinstitution of the appeal.

V. SUMMARY OF THE CLAIMED SUBJECT MATTER

Background

The named inventors have devised certain methods for navigation in

hierarchically arranged systems. See application, e.g., Fig. | and p. 7, ] 1-3. Examples of such

systems include, but are not limited to, interactive voice response systems, interactive television

program listing systems, geographic information systems, and automated voice response

systems. See application, e.g., Figs. 3-6, and related text. Such systemsare typically arranged so

that a user navigates through the hierarchy through an iterative process of information

presentation or query to the user and response by the user. Throughthis iterative presentation-

response schemethe user will traverse through the system and, ideally, end up with a desirable

result. See application, e.g., p. 2, 4 2. The most common example of such a system from the

perspective of an average user is a telephone menu system wherebya caller is prompted, for

example, to proceed in English press or say “1”, to proceed in Spanish press “2” or say “dos”,

Sele?etc. If the user presses they might receive a series of additional prompts, for example, for

sales press or say “1”, for returns press or say “2”, for customer service press or say “3”, etc.

with each successive input causing the user to traverse to a new part (i.e. a new “node”(in this

case the next menu)) of the hierarchy. Notably, the hierarchical configuration is rigidly fixed

(i.e. each successive traversal is limited to either those options presented or abandoning the

process and restarting) such that traversal can only occur between two connected vertexes or

nodes(in the above example, via one of the available menuoptions).
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A simplified example of such a hierarchically arranged system is shown in Figure

1, where each box represents a nodein the hierarchy. See application, e.g., Fig. 1 and p. 7, ff 1-

3. Such systemsare inherently problematicin thatif, for example, the user realizes that he made

a mistake and thus causeda traversal down the wrong branch, prior art methods provide the user

with very limited choices for correcting a mistake. The user must either exit the system

altogether and start again from the beginning, or retrace their steps and ReelnaiAtS through

each and every node until the top, or an appropriate “least common ancestor node” in the

hierarchy is reached at which point the “downward”process through the system can begin again.

See 1/27/05 Responseto Final Office Action, e.g., p. 7.

The Claimed Invention

Appellant’s claimed invention solves these inadequacies of prior art systems, by

allowing the system to cause the user to “jump” from one node in the hierarchy to another node

that is not directly connected to that node, without having to traverse through every intervening

nodein the path onthe basis of a keyword association. See claims 1 and 7. In other words, by

implementing the claimed invention, the user is not bound bythe rigid hierarchical arrangement

because an input or response can cause the system to ignore the hierarchy and as a result of a

keyword relationship cause a direct jump to a different non-directly connected node, thereby

bypassing intervening nodes that would otherwise need to be traversed according to approaches

of the prior art (“jumping” in this context being defined both explicitly, and by implication, in

the specification to meanadirect traversal from one nodeor vertex to another node or vertex that

is not directly connectedto it (i.e., without traversal through any intervening nodesor vertices or

to a node or vertex whose only least commonancestor with that node orvertex is the root node

or vertex)). See application, e.g., FIG. 2, paragraph spanning pp. 8-9; p.3, 2nd to last 4; p. 5, last

4; and pp. 9-11, “Example 1.”
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For example, in the simplified arrangement of Figure 1 which, for purposes of

explanation, could represent an interactive voice response travel reservation system where the

boxes labeled “2”, “4” and “5” might represent aspects involved with booking a domestic

reservation atid the boxes under the box labeled “3” might represent aspects involved with

booking an international flight. See 1/27/05 Response to Final Office Action, e.g., p. 7. A

customer wishing to book a flight to “San Jose” in Costa Rica could conceivably,

unintentionally, navigate down through the nodes associated with a domestic booking by saying

“San Jose” at an early point, only to realize, when hotels in California are mentioned, a mistake

has been made. Id. At that point, with the conventional systems of the prior art, the person

would haveto eitherstart all over or back-traverse through the options and try to navigate down

through the international options by first mentioning “Costa Rica” or “International” at the

starting point. Jd. In contrast, with the methods of independent claim | or claim 7, the person

might simply say,“not California, I want San Jose, Costa Rica” at which point, the system would

cause the userto directly “jump”to the node under the box labeled “3” associated with booking

travel in Costa Rica without forcing a back-navigation through all the intervening nodes or a

restart. Id.

Independentclaim | is specifically directed to a method of navigating in a system

having multiple navigable nodes interconnected in a hierarchical arrangement. The method

includes: “receiving an input from a user of the system, the input containing at least one word

identifiable with at least one keyword from among multiple keywords, identifying at least one

node, other than the first node, that is not directly connected to the first node but is associated

with the at least one keyword, and jumpingto the at least one node.” Independent claim 7 is

directed to a method of navigating an arrangementof nodesrepresentable as a hierarchical graph
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containing vertices, and edges connecting at least two of the vertices. The method includes:

“receiving an input from a user as a response to a verbal description associated withafirst

vertex; analyzing the input to identify a meaningful term that can be associated with at least one
 

keyword; selecting a vertex in the graph structure that is not connected by an edgeto thefirst

vertex.”

VI. GROUNDS OF REJECTIONS TO BE REVIEWED ON APPEAL

Whether claims 1-7 are obvious under 35 U.S.C. § 103(a) over U.S. Patent No.

6,676,159 to Lin et al. (“Lin”) in view of U.S. Patent No. 5,812,134 to Pooseret al. (“Pooser”).
 

VII. APPELLANT’S ARGUMENT

Claims 1-7 stand rejected, under 35 U.S.C. § 103(a), as being obvious over Linet

al. U.S. Pat. No. 6,676,159 (“Lin”) in view of Pooseret al. U.S. Patent No. 5,812,134 (“Pooser”).

Appellant respectfully traverses the rejection of claims 1-7 under 35 U.S.C.

§ 103(a). As demonstrated herein, the claim rejections of the Examiner’s Answerare improper,

and should be withdrawn because: (A) the Examiner’s Answer obviousnessrejections are based

on legally and factually flawed analyses, because (1) the alleged obviousnessrejections are based

on a misrepresentation of Pooser, and (2) the Examiner’s Answerfails to make a prima facie

obviousness case because the combination of Pooser with Lin does not render the claimed

invention obvious. Accordingly, the rejection of these claims is improper, and should be

withdrawn. See M.P.E.P. § 2143.

A. The Patent Office’s Obviousness Rejections Are
Based Upon Factually And Legally Flawed Analyses

The Federal Circuit has clearly and repeatedly articulated the guidelines to be

followed in rejecting a claim for obviousness.

The factual inquiry whether to combine references must be
thorough and searching. It must be based on objective evidence of
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record. This precedent has been reinforced in myriad decisions,
and cannotbe dispensed with.

In re Lee, 277 F.3d 1338, 1343, 61 USPQ2d 1430, 1433 (Fed. Cir. 2002)(citation omitted).

It is incumbent upon the Examinerto establish a factual basis to support the legal

conclusion of obviousness. See In re Fine, 837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed.

Cir. 1988). In so doing, the Examiner is expected to make the factual determinations set forth in

Graham v. John Deere Co., 383 U.S. 1, 17, 148 USPQ 459, 467 (1966), and to provide a reason

why one having ordinary skill in the pertinent art would have been led to modify the prior art or

to combine prior art references to arrive at the claimed invention. Such reason must stem from

some teaching, suggestion or implication in the prior art as a whole or knowledge generally

available to one having ordinary skill in the art. Uniroyal, Inc. v. Rudkin-Wiley Corp., 837 F.2d

1044, 5 USPQ2d 1434, 1438 (Fed. Cir. 1988); Ashland Oil. Inc. v. Delta Resins & Refractories 

Inc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Cir. 1985); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These showings

by the Examiner are an essential part of complying with the burden of presenting a prima facie

case of obviousness. Note In re Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.Cir.

1992). If that burden is met, the burden then shifts to the Appellant to overcome the primafacie

case with argument and/or evidence. Obviousness is then determined on the basis of the

evidence as a whole. See id.; In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed.Cir.

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); andInre

Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).

Here, the Examiner’s Answer rejection for obviousness is based on a flawed

factual analysis of the teachings and suggestions of Pooser. As a result, the Examiner’s Answer
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‘has failed to establish a prima facie obviousness case because Pooser does not disclose whatis

attributed to it in the Examiner’s Answer.

There is no motivation to combine Lin with Pooser in such a way as would result

in the invention as claimed. Still further, no combination of Lin with Pooser, even if a

motivation existed, would teach or suggestall the limitations of the pending claims in the manner

claimed. See M.P.E.P. § 2143.03; In re Royka, 490 F.2d 981, 180 USPQ 580 (CCPA 1974).

1. The Patent Office Rejections Are In Part
Based On A Mischaracterization Of Pooser

The M.P.E.P. states:

Asaninitial matter, Office personnel should determine the
scope and content of the relevant prior art. Each reference must
qualify as prior art under 35 U.S.C. § 102 (e.g., Panduit Corp. v.
Dennison Mfg. Co., 810 F.2d 1561, 1568, 1 USPQ2d 1593, 1597
(Fed. Cir. 1987) ("Before answering Graham's 'content' inquiry, it
must be known whethera patent or publication is in the prior art
under 35 U.S.C. § 102.")) and should be in the field of applicant's
endeavor, or be reasonably pertinent to the particular problem with
which the inventor was concerned. In re Oetiker, 977 F.2d 1443,

1447, 24 USPQ2d 1443, 1445 (Fed. Cir. 1992). Accord, e.g.,Inre
Clay, 966 F.2d 656, 658-59, 23 USPQ2d 1058, 1060 (Fed. Cir.
1992).

See MPEP. § 2144.08.

a. The Rejection Of Independent
Claims 1 And 7 Is Factually Erroneous

The Examiner’s Answer erroneously contends that Pooser teaches “not directly

connected to the first node but is associated with the at least one keyword, and jumpingto the at

least one node (Pooseret al. col. 9, lines 26-29).” See Examiner’s Answerat p. 4. However, the

Examiner’s Answer is unsound because Pooserfails to disclose the teaching attributed to it by

the Examiner’s Answer namely the system jumping the user to a “not directly connected to the

first node” and that the at least one node “is associated with the at least one keyword.”
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Contrary to the claimed invention, and as relied upon as a result of this claim

limitation’s absence in Lin (Examiner’s Answer, page 4), Pooser’s navigational system instead

discloses the user, not a system, selecting nodes within the hierarchical structure and it does not

have “keywords”involvedin navigation.

Specifically, Pooser provides a three-dimensional graphical representation of

information permitting a user to navigate through the hierarchy (col. 3, lines 3-17; col. 6, lines

37-43) by direct node selection. By presenting a visual representation, a user of Pooser is aware

of all available nodes. This permits a “user to effectively visualize the overall size, complexity

and organization of the entire information base... [and] relationships among various [nodes]”

(col 3, lines 13-17). The user is “continuously provided with information regarding the

‘position’ of the information unit being currently examined relative” to every other node

graphically (col. 3, lines 58-61). As a result, the “user is naturally guided on the path in a left-to-

right direction” (col 3, lines 40-42) and thus, able to select a desired node from those displayed.

While Pooser’s visual architecture arguably permits the user to selectively jump
 

to a visually presented “related node on another thread”(col. 9, lines 26-29), such a jumpis only

possible because the “graphic display of the overall structure of the information base is always

visible to the user” (col. 3, lines 61-63) [emphasis added]. Additionally, Pooser stipulates a user

“will navigate... by pointing at, and selecting, the desired information unit via a position

indicating icon” displayed as a visual representation (col. 10, lines 10-13). If the user lacked

visual representation of the hierarchy provided by Pooser, yet still retained the ability to

physically select a node, the user would be incapable of knowing what other nodes existed or

where they were, precluding jumping to any unconnected node,let alone the user’s desired node.
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Additionally, Pooser provides the user with general content of the node, to allow a

user to select his perceived desired node, instead of the system selecting the “jumped”to node.

Jumping in Pooser is not based upon use of keywords as described and clamed in the instant

application. In fact, putting aside the user versus system distinction, there are no keywords in

Pooserthat are used to interrelate two unconnected nodes to each other suchthat arrival at one

can cause a jumpto the other.

In sum, Pooser merely discloses a method of displaying a graphical representation

of a hierarchical structure, allowing a user to identify his “position”relative to the remainder of

the database, and to manually select a specific displayed node. Neither of which have anything

to do with the instant disclosure, let alone the invention as claimed.

With Appellant’s claimed invention, there is no graphical representation of the

hierarchical arrangement. No information need be available to the user to enable the user to

know of: (a) the existence of other nodes, (b) the user’s current location in the hierarchy (other

than the start point), or (c) any keyword-based relationship among the nodes. A user presently

located at an individual node gives the system an input, from that input either (i) a keyword

association occurs and, as a result, the system then jumps the user to a node associated with the

at least one keyword of the system’s selection (claim 1) or (ii) a “meaningful term”is identified

from the input and then the system jumps the user “based upon an association between the

meaningful term and the at least one keyword and a correlation between the at least one keyword

and the vertex” (claim 7).

In Appellant’s claimed invention, the user does not select, indeed they are unable

to physically select, the desired node. The user is unaware and need not be aware of the overall
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hierarchal structure. The system jumpsthe user to another node whichis not directly connected

to the first node because, as set forth in the claim of the association. 

This distinction is best demonstrated from the fact that, with the instant invention,

even if the user was presented with a graphical representation of the hierarchy, a user’s input at a

node could squarely cause a jump to a node that would seem undesirable to the user based upon

viewing the graphical representation but would, in fact, be more desirable, from an ultimate

navigation standpoint, based upon the keywordassociation. To reiterate in summary, the user in

Pooseris the one who selects the next node — it is not done on the basis of a keyword association

as set forth in the claims and in Pooser, there are no keywords associating the various nodes to
 

each other such that the system will jump a user from one ofthe nodes to anotheras a result of

some keyword association.

There is a significant conceptual difference between the two approaches. The

cited Lin and Pooser art, alone or in combination, are akin to providing a map of the United

States to someone in New York wanting to travel West. Using the map, they can determine

whether they want to go to Seattle, San Francisco or San Diego, the route they should take, and

howthey can proceed directly there.

In contrast, the instant invention is akin to placing someonein a car in New York,

and having them start going West without a map or any idea where they will end up. If they

arrive in Chicago and they provide an input that is associated with the keyword “warm,” they

may beplaced on anairplane to a new destination(i.e., a “jump”) and, uponarrival, given a new

car to continue their journey. Notably, the destination arrived at by airplane might be Miami,

Phoenix, Atlanta or Boston and would be of the system’s choosing — not that of the traveler.

-ll- Express Mail Label No. EV 622 481 813 US
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Indeed the trip might involve several “jumps” some of which, from a map standpoint, might

seem illogical or undesirable, but would get them to their goalfaster.

Therefore, with respect to claim 1, the combination of Lin and Pooser does not

disclose, teach or suggest the system jumping the user fromafirst node to another node “not

directly connected to the first node,” as the Examiner’s Answer contends nor does it disclose

jumping based upon a keyword association.

The rejection of independent claim 7 in the Examiner’s Answeris similarly

erroneous and also improper,as it failed to even addressthe particular claim languageof claim 7.

This rejection is also prejudicial to Appellant, particularly on appeal, because the Examiner’s

Answerfailed to specifically address each of claim 7’s limitations, including, “receiving an input

 
from a useras a response to a verbal description associated withafirst vertex” (emphasis added)

leaving Appellant to guess at what the Office might be thinking and rendering it impossible to

substantively rebut this contention.

Notwithstanding this error of formality, as noted above the Examiner’s Answer

consistently misconstrues Pooser’s navigational system and thus, fails to recognize that Pooser

alone or in combination with Lin fails to disclose claim 7’s limitation of “selecting a vertex in

the graph structure that is not connected by an edgeto the first vertex, based upon an association

between the meaningful term and the at least one keyword and a correlation betweenthe at least

one keyword and the vertex.” As noted above, Pooser merely adds a graphical depiction of a

hierarchical schemethat allowsa user to select any one of the displayed nodes. Again, Pooser’s

user, not the system,selects the next vertex in the graph structure and no combination of Lin and

Pooser would do otherwise.
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Since the cited references (viz., Lin and Pooser), when taken alone or in

combination, fail to teach, disclose, or suggest all of the claim elements of Appellant’s claim 1

and 7 under 35 U.S.C. § 103(a), as set forth by the Examiner’s Answer, the rejections are

incomplete and thus, improper and must be withdrawn.

b. Dependent Claim 2 Is Factually Independently Allowable

In light of the above,all of the dependent claims are allowable by virtue of their

dependency from claim 1 (directly or indirectly). Still further, dependent claim 2 is

independently allowable on its own merits as detailed below.

The Examiner’s Answer erroneously contends that Lin, as modified in view of

Pooser, teaches “providing a verbal description associated with the at least one node to the user.”

See Examiner’s Answerat p.5.

First, the Examiner’s Answeris a mon sequitur. If providing a verbal description

is per se well known in the art, then there is no need to cite Pooser. However the statementalso

reflects a mis-reading of the claim itself or ignores the actual words of the claim. Every

limitation must be considered in addressing obviousness. In re Wilder, 429 F.2d 447, 450, 166

USPQ 545, 548 (CCPA 1970) (“every limitation positively recited in a claim must be given

effect in order to determine what subject matter that claim defines”). Appellant’s claimed

“verbal description”limitation is an output, while Pooser merely addressesaninput function.

Specifically, and contrary to the claimed invention, Pooser’s navigational system

teaches the selection of the desired node which may be performed by a “voice-controlled... input

device” (col. 10, line 13) [emphasis added]. A graphical representation is still essential for the

user’s selection. The voice-controlled aspect in Pooser is more correctly equated to a mouse-

click selection (col. 10, line 12).
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In the instant application, “verbal description” is defined as “a set of words

relating to the subject matter whether presented audibly or in written form.” See application,

e.g., p. 2, 2nd to last §. This referenced “verbal description” is the output of the system, not an

input by the user. Such “verbal descriptions” may include a telephonic pre-recorded promptor a

written prompt. Id.; and p. 5, last §. The user’s input to the “verbal description” output by the

system is what is interpreted by Appellant’s system. Appellant’s system then jumps the user to

the not directly connectedto the first node, but associated with the at least one keyword.

Since, the cited references (viz., Lin and Pooser), when taken alone or in

combination, fail to teach, disclose, or suggest all of the claim elements of Appellant’s claim 2

under 35 U.S.C. § 103(a), the rejection should be withdrawn.

In sum, the Examiner’s Answer failed to properly determine the scope and

content of Pooser, or it would have recognized that Pooser lacked the very teachingattributed to

it. Accordingly, the obviousness rejections based on Pooser are improper as a matter of law and

Patent Office practice, and thus should be reversed and the claims confirmed as patentable.

2; The Patent Office Has Failed To

Establish Prima Facie Obviousness

An obviousness analysis places the initial burden to make out a prima facie case

of obviousness on the Patent Office. Specifically, the M.P.E.P. states:

To establish a prima facie case of obviousness, three basic
criteria must be met. First, there must be some suggestion or
motivation, either in the references themselves or in the knowledge
generally available to one of ordinary skill in the art, to modify the
reference or to combine reference teachings. Second, there must be
a reasonable expectation of success. Finally, the prior art reference
(or references when combined) must teach or suggest all the claim
limitations. The teaching or suggestion to make the claimed
combination and the reasonable expectation of success must both
be foundin the prior art, and not based on applicant's disclosure. In
re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991).

See M.P.E.P. § 2142 (emphasis added).
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Here, there is neither motivation to combine, nor any reasonable expectation that

the combination would result in the claimed subject matter. See M.P.E.P. §§ 2143-2143.02. A

prima facie case requires both correct factual findings and a correct obviousness conclusion

based on thosefindings.

Pooser does not teach or suggest the limitations attributed to it by the Examiner’s

Answer. As a result, no combination of Lin with Pooser would arrive at or suggest any of the

pending claims. Therefore, the Examiner’s Answer has failed to establish a prima facie

obviousnesscase.

Indeed, the Examiner’s Answerspecifically combines Pooser with Lin, because

Pooser allegedly teaches the claim limitations admittedly lacking from Lin, namely: “not directly

connected to the first node but is associated with the at least one keyword, and jumpingto at

least one node.” See Examiner’s Answerat p. 4. Since Pooser neither teaches nor suggests “not

directly connected to the first node but is associated with the at least one keyword, and jumping

to the at least one node”attributed to it, Pooser does not and cannot cure the deficiencies of Lin.

Thus, the Examiner’s Answer fails to establish a prima facie obviousness case, because no

combination of Lin with Pooser would arrive at or suggest Appellant’s claimed invention.

Moreover, as Pooser necessitates a graphical interface, irrespective of its visual

configuration, it is ultimately the user which selects the jumped-to node based on its visual!

representation, not any keyword association. Additionally, of necessity from the above, there is

no motivation to combine Lin and Pooser in such a manner as would achieve the claimed

invention.

In sum,it is respectfully submitted that Lin in view of Pooser cannot render the

claims obvious. Therefore, the Examiner’s Answer has failed to establish a prima facie
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obviousness case. Accordingly, the obviousness rejections based on Lin in view of Pooser

should be reversed andall the claims confirmedas patentable.

CONCLUSION

Appellant respectfully submits that the pending claims are not obvious, the

rejection of the pending claims over Lin in view of Pooser be withdrawn, and thus, Appellant’s

claimed invention should be confirmedaspatentable.

Respectfully submitted,

MORGAN & FINNEGAN,L.L.P.
 

 
Richard Straussman

Registration No. 39,847

Dated: October 19, 2005 By:

Attorneyfor Appellant

Correspondence Address:

MOoRGAN & FINNEGAN, L.L.P.
Three World Financial Center

New York, New York 10281-2101
(212) 415-8700
(212) 415-8701 (Fax)
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Vill. CLAIMS APPENDIX

1. (original) A method performed in a system having multiple navigable nodes

interconnected in a hierarchical arrangement comprising:

at a first node, receiving an input from a user of the system, the input

containing at least one word identifiable with at least one keyword from among multiple

keywords,

identifying at least one node, other than the first node, that is not directly

connectedto the first node but is associated with the at least one keyword, and

jumpingto the at least one node.

2. (original) The method of claim | further comprising:

providing a verbal description associated with the at least one node to the

user.

3. (original) The method of claim 1 further comprising:

searching a thesaurus correlating keywords with synonyms.

4. (original) The method of claim 3 wherein the searching further comprises:

identifying the at least one word as synonymouswith the at least one

keyword.

5. (original) The method of claim 1 further comprising:

determining that the at least one word is neither a keyword nor a synonym

of any keyword; and
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learning a meaning for the word so that the word will be treated as a

learned synonym forat least one particular keyword of the multiple keywords.

6. (original) The method of claim 5 further comprising:

adding the word to a thesaurus so that, when the wordis input by a

subsequentuser, the word will be treated as synonymouswiththeat least one particular

keyword.

7. (original) A method performed in connection with an arrangement of nodes

representable as a hierarchical graph containing vertices and edges connecting at least two of the

vertices, the method comprising:

receiving an input from a useras a responseto a verbal description

associated with a first vertex;

analyzing the input to identify a meaningful term that can be associated

with at least one keyword;

selecting a vertex in the graph structure that is not connected by an edge to

the first vertex, based upon an association between the meaningful term andthe at least one

keyword anda correlation betweenthe at least one keyword andthe vertex; and

jumpingto the vertex.

"Claims 8 through 26 (Cancelled).
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1. In view of the appeal Brief filed on 6-8-2005, PROSECUTION

IS HEREBY REOPENED. New grounds of rejection are set forth

below.

To avoid abandonment of the application, appellant must

exercise one of the following two options:

file a reply under 37 CFR 1.111 (if this Office action is

non-final) or a reply under 37 CFR 1.113 (if this Office action

is final); or, request reinstatement of the appeal.

If reinstatement of the appeal is requested, such request

must be accompanied by a supplemental appeal brief, but no new

amendments, affidavits (37 CFR 1.130, 1.131 or 1.132) or other

evidence are permitted. See 37 CFR 1.193(b) (2).
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2. DETAILED ACTION

Claims 1-7 are presented for examination.

Claim Rejections - 35 USC § 103

Bu The following is a quotation of 35 U.S.C. 103(a) which

forms the basis for all obviousness rejections set forth in this

Office action:

A patent may not be obtained though the invention is not identically
disclosed or described as set forth in section 102 of this title, if the
differences between the subject matter sought to be patented and the prior
art are such that the subject matter as a whole would have been obvious at
the time the invention was made to a person having ordinary skill in the
art to which the subject matter pertains. Patentability shall not be
negatived by the manner in which the invention was made.

4. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Lin et al. (U.S. Patent 6,675,159) in view of

Pooser et al. (U.S. Patent 5,812,134).

As to Claims 1 and 7, Lin et al. discloses a method

performed in a system having multiple navigable nodes

interconnected in a hierarchical arrangement comprising:

at a first node, receiving an input from a user of the

system (Lin et al. col. 9, lines 26-45), the input containing at

least one word identifiable with at least one keyword from among

multiple keywords, identifying at least one node, other than the

first node (Lin et al. col. 10, lines 26-40).
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Lin et al. does not teach not directly connected to the

first node but is associated with the at least one keyword, and

jumping to the at least one node.

Pooser et al. teaches not directly connected to the first

node but is associated with the at least one keyword, and

jumping to the at least one node (i.e. the navigational system

allows the user to skip any part of the thread, return to a

previous node (or element), or jump to a related node on another

thread. Pooser et al. col. 9, lines 26-29).

Therefore, it would have been obvious to a person having

ordinary skill in the art at the time the invention was made to

have modified Lin et al. wherein not directly connected to the

first node but is associated with the at least one keyword, and

jumping to the at least one node.

It would have been obvious to a person having ordinary

skill in the art at the time the invention was made to have

modified Lin et al. by the teaching of Pooser et al. because

providing the not directly connected to the first node but is

associated with the at least ene keyword, and jumping to the at

least one node allows allow the user to efficiently navigate

through the information base as taught by Pooser et al. (col.

6, lines 37-43).
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As to Claim 2, Lin et al. as modified teaches a method

wherein the searching comprising:

providing a verbal description associated with the at least

one node to the user (providing a verbal description is well

known in the art).

As to Claim 3, Lin et al. as modified teaches a method

wherein the searching comprising:

searching a thesaurus correlating keywords with synonyms

(Lin et al. col. 8, lines 58-67 and col. 26, lines 30-42 col. 27

lines 1-15).

As to Claim 4, Lin et al. as modified teaches a method

wherein the searching comprising:

identifying the at least one word as synonymous with the at

least one keyword (Lin et al. col. 8, lines 58-67 and col. 26,

lines 30-42 col. 27 lines 1-15).

As to Claim 5, Lin et al. as modified teaches a method

wherein the searching comprising:

determining that the at least one word is neither a keyword

nor a synonym of any keyword (Lin et al. col. 8, lines 58-67 and

col. 26, lines 30-42 col. 27 lines 1-15); and
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learning a meaning for the word so that the word will be

treated as a learned synonym for at least one particular keyword

of the multiple keywords (Lin et al. col. 8, lines 58-67 and

col. 26, lines 30-42 col. 27 lines 1-15).

As to Claim 6, Lin et al. as modified teaches a method

wherein the searching comprising:

adding the word to a thesaurus so that, when the word is

input by a subsequent user, the word will be treated as

synonymous with the at least one particular keyword (Lin et al.

col. 8, lines 58-67 and col. 26, lines 30-42 col. 27 lines 1-

15).
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Conclusion

Bis Any inquiry concerning this communication or earlier

communications from the examiner should be directed to Yicun Wu

whose telephone number is 571-272-4087. The examiner can

normally be reached on 8:00 am to 4:30 pm, Monday -Friday.

If attempts to reach the examiner by telephone are

unsuccessful, the examiner's supervisor, Jeffrey Gaffin can be

reached on 571-272-4146. The fax phone numbers for the

organization where this application or proceeding is assigned

are 571-273-8300.

Any inquiry of a general nature or relating to the status

of this application or proceeding should be directed to the

b
receptionist whose telephone number is 571-272-2100.

 
Yicun Wu JEFFREY GAFFIN
Patent Examiner SUPERVISORY PATENT EXAMINGR
Technology Center 2100 TECHNOLOGY CENTER om ;

August 18, 2005
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TRANSACTION PROCESSING SYSTEM
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Customer No. $ 27123

APPEAL BRIEF PURSUANTTO 37 C.F.R. § 41.37

Mail Stop Appeal Brief - Patents
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

Pursuant to the provisions of 37 C.F.R. § 41.37, Appellant submits this brief in

support of its appeal. The appealis from the decision of the Examinerin a Final Office Action

mailed December 3, 2004, which finally rejected pending claims 1 — 7 in the above-identified

patent application. Appellant submit herewith an Appeal Brief Transmittal(in duplicate).

Based on the arguments presented herein, Appellant requests that the Board of

Patent Appeals & Interferences orderthe final rejection of the pending claims be withdrawn,that

Appellant’s claimed invention be confirmedas patentable, and the pending claims be allowed.

For the convenience of the Board, the following “Table of Contents”identifies

where each section required by 37 C.F.R. § 41.37(c)(1)(i)- (c)(1)(x) begins. The Table of

Contents is followed by a Table of Authorities identifying the legal support relied upon in the

instant appeal.

06/03/2005 MAHMED1 00000044 134500 10299359
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PATENT Docket No. 4754-4000

: Application No. 10/299,359

i REAL PARTYIN INTEREST

The real party in interest of the patent application on appeal is its assignee,

SEMIOSIS, INC., a New York corporation. All right, title and interest to the above-identified

patent application was assigned by the inventors, Prashant Parikh and Stanley Peters, to

SEMIOSIS, L.L.C. in an assignment document executed on — 18, 2002 and November13,
2002, respectively, which assignment was recorded in the Patent and Trademark Office on May

27, 2003 at Reel 014100, Frame 0747. All right, title and interest to the above-identified patent

application was subsequently assigned by SEMIOSIS, L.L.C. to SEMIOSIS, INC. in an assignment

document executed on December 1, 2004, which assignment was submitted for recordation in

the Patent and Trademark Office on December10, 2004.

Il. RELATED APPEALS AND INTERFERENCES

There are no other appeals or interferences known to Appellant, Appellant’s legal |
repreeeatanive: or the inventors that will directly affect, be directly affected by, or have a bearing
on the Board’s decision in this appeal. |

Il. STATUS OF CLAIMS

Claims 1 — 7 are pending in this patent application, and are the subject of this

appeal. Claims 1 — 7 stand finally rejected as unpatentable under 35 U.S.C. § 103(a).

IV. STATUS OF AMENDMENTS

An Advisory Action Before the Filing of an Appeal Brief (“Advisory Action”)

mailed on March 7, 2005, indicated that the Responseto Final Office Action filed on January 27,

2005, was entered for purposes of appeal. No other amendments were filed subsequent to the

Advisory Action.

1 Express Mail Label No. EV623606109US
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V. SUMMARYOF THE CLAIMED SUBJECT MATTER

Background

The named inventors have devised certain methods for iavigullin in

hierarchically arranged systems. See application, e.g., Fig. 1 and p. 7, {{ 1 — 3. Examples of

such systems include, but are not limited to, interactive voice response systems, interactive

television program listing systems, geographic information systems, and automated voice

response systems. See application,e.g., Figs. 3 — 6, and related text. Such systemsare typically

arranged so that a user navigates through the hierarchy through an iterative process of

information presentation or query to the user and response by the user. Through this iterative

presentation-response schemethe userwill traverse through the system and,ideally, end up with

a desirable result. See application,e.g., p. 2, ] 2. The most common example of such a system

from the perspective of an average user is a telephone menu system wherebyacaller is

prompted, for example, to proceed in English press or say “1”, to proceed in Spanish press “2” or

say “dos”, etc. If the user presses “1” they might receive a series of additional prompts, for

example, for sales press or ay “1”, for returns press or say “2”, for customerservice pres or say

“3” etc. with each successive input causing the userto traverse to a newpart (i.e. a new “node”

(in this case the next menu)) of the hierarchy. Notably, the hierarchical configuration is rigidly

fixed (i.e. each successivetraversal is limited to either those options presented or abandoning the

process and restarting) such that traversal can only occur between two connected vertexes or

nodes (in the above example, via oneofthe available menu options).

A cawpiitied example ofsuch a hierarchically arranged system is shown in Figure

1, where each box represents a nodein the hierarchy. See application, e.g., Fig. 1 and p. 7, {{ 1

— 3. Such systems are inherently problematic in that if, for example, the user realizes that he

made a mistake and thus caused a traversal down the wrong branch,prior art methods provide

2 Express Mail Label No. EV623606109US
922247 vl
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the user with very limited choices for correcting a mistake. The user must either exit the system

altogether and start again from the beginning,or retrace their steps and back-navigate through

each and every node until the _ or an appropriate “least common ancestor node” in the

hierarchy is reached at which point the “downward”process through the system can begin again.

See 1/27/05 Responseto Final Office Action,e.g., p. 7.

The Claimed Invention 

Appellant’s claimed invention solves these inadequacies ofprior art systems, by

allowing the user to “jump” from one nodein the hierarchy to another nodethat is not directly

connected to that node, without having to traverse through every intervening nodein the path.

See 1/27/05 Response to Final Office Action, e.g., paragraph spanning p. 6 — p. 7. In other

words, by implementing the claimed invention, the user is not bound bytherigid hierarchical

arrangement because an input or response can cause a direct jump to a different node, thereby

bypassing intervening nodesthat would otherwise need to be traversed according to approaches

of the prior art (“jumping” in this context being defined both explicitly, and by implication, in

the specification to mean a direct traversal from one nodeor vertex to another nodeor vertex that

is not directly connected toit (i.e., without traversal through any intervening nodesorvertices or

to a node or vertex whose only least common ancestor with that node or vertex is the root node

or vertex)). See application, e.g., FIG. 2, paragraph spanning pp. 8-9; p.3, 2nd tolast 4; p. 5, last

4; and pp. 9-11, “Example 1.”

For example, in the simplified arrangement of Figure 1 which, for purposes of

explanation, could represent an interactive voice response travel reservation system where the

boxes labeled “2”, “4” and “5” might represent aspects involved with booking a domestic

reservation and the boxes under the box labeled “3” might represent aspects involved with

booking an international flight. See 1/27/05 Response to Final Office Action, e.g., p. 7. A

3 Express Mail Label No. EV623606109US
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customer wishing to book a flight to “San Jose” in Costa Rica could conceivably,

unintentionally, navigate down through the nodesassociated with a domestic booking by saying

‘San Jose” at an early point, only to realize, when hotels in California are mentioned, a mistake

has been made. Id. At that point, with the conventional systems of the prior art, the person

would haveto either start all over or back-traverse through the options andtry to navigate down

through the international options by first mentioning “Costa Rica” or “International” at the

starting point. Id. In contrast, with the methods of independent claim 1 or claim 7, the person

might simply say, “not California, I want San Jose, Costa Rica” at which point, the system would
*

directly “jump” to the node under the box labeled “3” associated with booking travel in Costa

Rica without forcing a back-navigation through all the intervening nodesora restart. Id.

Independent claim 1 is specifically directed to a method of navigating in a system

having multiple navigable nodes interconnected in a hierarchical arrangement. The method

includes receiving an input containing at least one identifiable keyword from a user ata first

node, identifying at least one other node that is associated with the at least one identifiable

keyword but that is not directly connected to the first node, and janine to the other node.
Independentclaim 7 is directed to a methodofnavigating an arrangementof nodes representable

as a hierarchical graph containing vertices, and edges connecting at least two ofthe vertices. The

methodincludes the steps of receiving an input containing at least one keyword from a userat a

first node as a responseto a verbal description, selecting a vertex in the hierarchical graphthatis

associated with the keyword butthat is not connected by an edgeto the first vertex, and jumping

to the other vertex.

4 Express Mail Label No. EV623606109US
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VI. GROUNDS OF REJECTIONS TO BE REVIEWED ON APPEAL

Whetherclaims 1 — 7 are obvious under 35 U.S.C. § 103(a) over U.S. Patent No.

6,676,159 to Lin et al. (“Lin”) in view of U.S. Patent No. 6,408,290 to Thiesson etal.

(“Thiesson”).

Whether the Patent Office improperly rejected claims 2 — 6 based on a

construction of the claim term “jumping” which is inconsistent with its definition in the

specification.

VI. APPELLANT’S ARGUMENT

Claims 1 —7 stand rejected, under 35 U.S.C. § 103(a), as being obvious over Lin

et al. U.S. Pat. No. 6,676,159 (“Lin”) in view of Thiesson et al. U.S. Patent No. 6,408,290

(“Thiesson’”’).

Appellant respectfully submits that, as demonstrated herein, the claim rejections

of the Final Office Action are improper, and should be withdrawn because: (A) the rejections are

based on an improperconstruction of the claims, and (B) the Final Office Action obviousness

rejections are based on legally and factually flawed analyses, because (1) the alleged obviousness

rejections are based on a misinterpretation of Thiesson, and (2) the Final Office Action fails to

make a prima facie obviousness case because the combination of Thiesson with Lin does not

render the claimed invention obvious. Individually, each such action is contrary to law.

Collectively, those actions demonstrate that an improper standard of patentability is being

applied to the claimed invention.

For appeals, 37 CFR § 41.37(c)(1)(vii) states that “Each groundof rejection must

be treated under a separate heading.” However, in the interest of brevity and avoiding

redundancy the arguments are identically applicable to all rejections. Hence, they are argued

together and appropriate leeway in applying with the separateness requirement is requested.
3 Express Mail Label No. EV623606109US
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A. THE PATENT OFFICE’S REJECTIONS ARE BASED
IN PART ON AN IMPROPER INTERPRETATION OF

THE TERM “JUMPING” AS USED INTHE CLAIMS

The Supreme Court hasclearly articulated that a claim term must-be defined to

comport with the whole instrument.

[A] necessarily sophisticated analysis of the whole [patent]
document[is] required by the standard construction rule that a term
can be defined only in a way that comports with the instrument as
a whole.

Markman v. Westview Instruments, Inc., 517 U.S. 370, 389, 38 USPQ2d 1461, 1470 (1996). 

It is also well-established that an inventor may be his own lexicographer. See,

e.g., ZMICorp. v. Cardiac Resuscitator Corp., 844 F.2d 1576, 1580, 6 USPQ2d 1557, 1560

(Fed. Cir. 1988); Markman v. Westview Instruments, Inc., 52 F.3d 967, 979, 34 USPQ2d 1321,

1330 (Fed. Cir. 1995); Hormone Research Foundation, Inc. v. Genentech, Inc., 904 F.2d 1558,

1563, 15 USPQ2d 1039, 1043 (Fed. Cir. 1990). “The terms of a claim will be given their

ordinary meaning, unless it appears that the inventor used them differently.” ZMI Corp., 844

F.2d at 1580. For proper claim construction, one mustlook to the specification to determineif

the inventor used the claim terms differently from their ordinary accustomed meaning. ZMI

Corp., 844 F.2d at 1580; see also, Hormone Research Foundation, Inc., 904 F.2d at 1563. In  

particular, “the specification aids in ascertaining the scope and meaning of the language

employed in the claims inasmuch as words must be used in the same wayin both the claims and

the specification.” ZMI Corp., 844 F.2d at 1580.

The Patent Office has adopted procedures to apply these standards in examining
an application. In particular, Patent Office practice provides that “[w]here an explicit definition

is provided by the applicantfor a term, that definition will controlinterpretation of the term as it

is used in the claim.” (emphasis added) See M.P.E.P. § 2111.01(III) (citing Toro Co. v. White

6 Express Mail Label No. EV623606109US
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Consolidated Indus. Inc., 199 F.3d 1295, 1301, 53 USPQ2d 1065, 1069 (Fed. Cir. 1999)

(meaning of words used in a claim “is not construed in a lexicographic vacuum, but in the

context of the specification and drawings.”)). See also In re Marosi, 710 F.2d 799, 218 USPQ

289 (Fed. Cir. 1983) (“Claims are not to be read in a vacuum,and limitations therein are to be

interpreted in light of the specification in giving them their ‘broadest reasonable interpretation’.”

710 F.2d at 802, 218 USPQ at 292 (quoting In re Okuzawa, 537 F.2d 545, 548, 190 USPQ 464,

466 (CCPA 1976)) (emphasis in original). Any special meaning assigned to a term “must be

sufficiently clear in the specification that any departure from common usage would be so

understood by a person of experience in the field of the invention.” See M.P.E.P. § 2111.01(IID)

(citing Multiform Desiccants Inc. v. Medzam Ltd., 133 F.3d 1473, 1477, 45 USPQ2d 1429, 1432

‘ (Fed. Cir. 1998)).

- The Final Office Action has rejected the pending claims based on an improper

construction of the claim term “jumping” by disregarding the definition applied in the

Specification, contrary to the claim construction rules set forth by the Federal Circuit, its

predecessor court (the C.C.P.A.), and the Patent Office. The Final Office Action contended the

claim term “jumping” was “not clearly defined in Applicant’s [sic] specification,” and rejected

the claims using “the — possible interpretation” of the claim term. See Final Office

Action at p. 2. In response, Appellants identified many instances in the specification where the

claim term “jumping” is defined, both explicitly and by implication in such a manner as would

be understood by a person of ordinary understanding in the field. Yet, the Final Office Action

completely disregarded Appellant’s definition of “Sumping” given in Appellant’s specification,

and maintained the claim rejections based on the improper claim construction. See Advisory

Action at p. 2. Thus, the Final Office Action is applying an improper definition of the claim

7 Express Mail Label No. EV623606109US
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term “jumping”that is inconsistent with that set forth in the specification itself. Such alternative

definition must be ordered discarded as improper as a matter of law and Patent Officepractice.

Accordingly, the rejection implying that “jumping” is not clearly defined should

be reversed as should the claim rejections involving a construction of“jumping”thatis at odds

with Appellant’s definition.

B. THE PATENT OFFICE’S OBVIOUSNESS REJECTIONS ARE
BASED UPON FACTUALLY AND LEGALLY FLAWED ANALYSES 

Notwithstanding the improper construction of “jumping” which mandatesreversal

ofthe art rejections, since they are premised upon the Patent Office construction, rather than the

meaningspecified by Appellant, the Final Office Action misconstrues the disclosuresofthe cited

art, further compoundingtheerror.

The Federal Circuit has clearly and repeatedly articulated the guidelines to be

followedin rejecting a claim for, obviousness.

The factual inquiry whether to combine references must be
thorough and searching. It must be based on objective evidence of
record. This precedent has been reinforced in myriad decisions,
and cannot be dispensed with.

InreLee, 277 F.3d 1338, 1343, 61 USPQ2d 1430, 1433 (Fed. Cir. 2002) (citation omitted).

The standard for determining obviousness under 35 U.S.C. § 103(a), as set forth

by the Supreme Court in Graham v. John Deere Co., 383 U. S. 1, 17, 148 USPQ. 459, 467

(1966), requires a factual determination to ascertain: (1) the scope and content of the priorart;

(2) the level of ordinary skill in the art; and (3) the differences between the claimed subject

matter and the prior art. Based on these factual inquiries, a preliminary determination is made as

to whether the claimed subject matter as a whole would have been obvious to one of ordinary

skill in the art at the time the alleged invention was made.

8 Express Mail Label No. EV623606109US
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Here, the Final Office Action’s obviousness rejections are based on a flawed

. factual analysis of the teachings and suggestions of Thiesson. Asa result, the Final Office

Action has failed to establish a primafacie obviousness case because Thiesson does notdisclose

whatis attributedto it in the Final Office Action.

Moreover, because Thiessen factually lacks the very aspects the Final Office

Action allegesis lacking from Lin, even if the two are properly combined, no combination of Lin

with Thiesson would notteach or suggestall the limitations of the pending claims.

2. THE PATENT OFFICE REJECTIONS ARE BASED
ON A MISCHARACTERIZATION OF THIESSON 

The M.P.E.P.states:

As an initial matter, Office personnel should determine the
scope and content of the relevant prior art. Each reference must
qualify as prior art under 35 U.S.C. § 102 (e.g., Panduit Corp.v.
Dennison Mfg. Co., 810 F.2d 1561, 1568, 1 USPQ2d 1593, 1597
(Fed. Cir. 1987) ("Before answering Graham's ‘content! inquiry,it
must be known whether a patent or publication is in the prior art
under 35 U.S.C. § 102.")) and should be in the field of applicant's
endeavor, or be reasonably pertinent to the particular problem with
which the inventor was concerned. In re Oetiker, 977 F.2d 1443,
1447, 24 USPQ2d 1443, 1445 (Fed. Cir. 1992). Accord, e.g.,Inre
Clay, 966 F.2d 656, 658-59, 23 USPQ2d 1058, 1060 (Fed. Cir.
1992).

See M.P.E.P. § 2144.08.

The Final Office Action erroneously contends that Thiesson teaches “notdirectly

connected to the first node but is associated with the at least one keyword, and jumpingto the at

least one node (Thiesson et al. Fig. 10, from Hgl to O,1.).” See Final Office Action at p. 4.

However, the Final Office Action is wrong on several accounts. First, Thiesson does not

disclose the teaching attributed to it by the Final Office Action because Thiesson does not

disclose hierarchically interconnected “navigable” nodesatall, let alone ones “navigable”in the

manner of Appellants’ claimed invention. Second, Thiesson does not teach “jumping” from a

9 Express Mail Label No. EV623606109US
922247 v1

96



PATENT Docket No. 4754-4000

Application No. 10/299,359

first node to another node that is “not directly connected to the first node,” as the Final Office

Action contends.

Quite the contrary, Thiesson discloses various Bayesian networks. Bayesian

networks are simply ways to represent cause and effect interrelationships — typically among

various system variables. Specifically, in mathematical parlance, a Bayesian network is a

technique for representing the probabilistic relationships between variables in directed acyclic

graphs. For example, Fig. 2 of Thiesson showsa simplified network for various aspects of an

automobile and relates to “troubleshooting automobile problems”byillustrating how a change to

one element of an automotive system will affect other elements of the system. The

interrelationship is partially shown by representing by interconnection lines between directly

affected aspects. For example, as shown, the variable “Battery Power 212”has a direct effect

upon the variables represented by “Radio 214”, “Lights 216”, “Engine Turns Over 218”, and

“Gas Gauge 222” and an indirect effect upon the “Engine Start 234” variable via the “Engine

Turns Over 218” variable. However, in Bayesian networks in general and this example of

Thiessen in particular, no change can be made to the “Battery 208”variable that will affect the

“Engine Start 234” variable without also effecting a change to both the “Battery Power 212” and

“Engine Turns Over 218” variables intervening in between. Considered another way, Fig. 2 is

like a spreadsheet with each oval representing a cell in the spreadsheet, and each cell containing

a value determined by a-formulain including the value in one or more othercells. If one changes

the value in a given hypothetical spreadsheetcell, for argument sake thecell at the intersection of

row 9 and column3,all other cells having a formula that directly or indirectly includes the value

at row 9, column 3 will automatically modify to reflect that change.

10 Express Mail Label No. EV623606109US
922247 vl

97



PATENT Docket No. 4754-4000

Application No. 10/299,359

In sum, Thiesson discloses methods of using network relationships to compute the

values of the variables in a Bayesian network based on certain input values, and Thiesson’s

systems specifically relate to mixing of such networks and neither of which have anything to do

with the instant disclosure, let alone the invention as claimed.

First and most simply, Thiesson does not disclose navigable hierarchically

interconnected nodes. While it is true that Thiesson discloses “nodes” in a general computer.

science sense, the similarity stops there. There is simply no way to navigate among Thiesson’s

nodes since Thiessen relates to changes in variables. Moreover, implementing a change to a

value in one of Thiesson’s nodes will propagate through andaffectall other connected nodes(i.e.

all nodesthatare, directly or indirectly, a function ofthat variable). There is also no user choice

involved in the matter — if a value of a variable is changed, this will necessarily induce a change

in every other node that is directly or indirectly a function of the variable.

Indeed, on this point Thiessen is conceptually analogous to a set of independent

and dependent claims in a patent application — if an amendmentis made to a particular claim,

that amendmentwill necessarily apply to that claim and every other claim that depends from it

whether, directly or indirectly. Thus, in a case having 4 claims, each dependent upon the
immediately preceding claim, an amendmentto claim 1 would also affect the scope of claims 2

through 4. An amendmentto claim 3 however, would only affect claims 3 and 4. Hence, the

dependency impliesa relationship among the claims, but there is no navigation involved.

In contrast, a user navigating the hierarchy of “navigable” nodes in a system

implementing Appellant’s claimed invention is actually sent down a path from a first node to

another node depending on, ¢.g., their response to queries posed at the first node, and, more

importantly, irrespective of whether the two nodes are directly connected. Extending that

11 Express Mail Label No. EV623606109US
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conceptas best as possible to the abovepatent application example, and in contrast to Thiessen,

this would be analogous to having a 4 claim case having dependencies as above wherein an

amendmentto claim 1 would only affect claim 4 (i.e. despite claim 4’s dependency from claim 3,

and claim 3’s dependency from claim 2, and claim 2’s dependency from claim 1).

Therefore, Thiesson does not disclose, teach or suggest “navigable” nodes nor

doesit disclose, teach or suggest “jumping” from a first node to another node that is “not directly

connected tothe first node,” as the Final Office Action contends.

When Appellant challenged this position as raised by the Patent Office in the

original Office Action, the Final Office Action supported the contention, by specifically pointing

to Fig. 10 of Thiesson, stating that going from Hy1 to O,1 involves “jumping” from one node to

another unconnected “node.” See Final Office Action at p. 4. However, a cursory examination

of Fig. 10 shows that Hgl and O;1 are in fact directly connected (notwithstanding the fact that

Fig. 10 is still illustrating a cause and effect relationship, and not a navigable hierarchical

arrangement of nodes). There is unequivocally no jumping from one node to an unconnected

node in Thiesson. For example,thereis no ability to directly jump from O,2 to Og2, as would be

required if Thiesson’s system were in any way applicable to Appellants’ claimed invention.

In sum,the Final Office Action failed to properly determine the scope and content

of Thiesson,or it would have recognized that Thiesson lacked the very teaching the Final Office

Actionattributed to it. Accordingly, the obviousness rejections based on Thiesson are improper

as a matter of law and Patent Office practice, and thus should be reversed and the claims

confirmed as patentable.

12 Express Mail Label No. EV623606109US
922247 vi

99



- PATENT Docket No. 4754-4000

Application No. 10/299,359

3. THE PATENT OFFICE HAS FAILED TO

ESTABLISH PRIMA FACIE OBVIOUSNESS 

An obviousnessanalysis places the initial burden to make out a prima facie case

of obviousness on the Patent Office. Specifically, the M.P.E.P. states:

To establish a prima facie case of obviousness, three basic
criteria must be met. First, there must be some suggestion or
motivation, either in the references themselves or in the knowledge
generally available to one of ordinary skill in the art, to modify the
reference or to combinereference teachings. Second, there must be
a reasonable expectation of success. Finally, the prior art reference
(or references when combined) must teach or suggest all the claim
limitations. The teaching or suggestion to make the claimed
combination and the reasonable expectation of success must both
be found in the priorart, and not based on applicant's disclosure. In
re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991).

See M.P.E.P. § 2142 (emphasis added).

To establish a prima facie obviousness case, the prior art references, when

combined, must_teach or suggest all the claim limitations. See M.P.E.P. § 2142 (emphasis

added). However, as discussed above, Thiesson does not teach or suggest the limitations

attributed to it by the Final Office Action. As a result, no combination of Lin with Thiesson

would arrive at or suggest any of the pending claims. Therefore, Final Office Action has failed

to establish a primafacie obviousnesscase.

As the Final Office Action recognized, there is no navigation in Lin from one

node to another except by a traversal through every intervening node in a path leading from one

to the other — the very antithesis of the instant invention. Indeed, the Final Office Action

specifically combines Thiesson with Lin, because Thiesson allegedly teaches the claim

limitations admittedly lacking from Lin, namely:“not directly connected to the first node butis

associated with the at least one keyword, and jumping to at least one node.” See Final Office

Action at p. 4. Since Thiesson neither teaches nor suggests the limitations the Final Office

13 Express Mail Label No. EV623606109US
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Action attributed to it, then Thiesson does not cure the deficiencies of Lin. Thus, contrary to the
Final Office Action’s contentions, the Final Office Action has failed to establish a prima facie

obviousness case, because no combination of Lin with Thiesson would arrive at or suggest

Appellant’s claimed invention.

Moreover, the 6/04/04 Office Action contends that it would have been obviousto

modify Lin by the teachings of Thiesson because “providing the not directly connected to the

first node but is associated with the at least one keyword, and jumpingto the at least one node

[sic] allows the improvementofcollaborative filtering systems as taught by Thiessonetal. (col.

7, lines 10-16).” See 6/04/04 Office Action at p. 5. This contention is wrong on two accounts.

First, the referenced passage of Thiesson stating that collaborative filtering can be improved per

se is a far cry from a motivation for or teaching of jumping among non-connected nodesatall,

let alone one which could besaid to provide sufficient teaching that Lin and Thiesson could be

 
combined in a manner that would achieve the claimed invention, any more thanateaching that

gas mileage in cars can be improved suggests any specific modification that would achieve that

result. Collaborative filtering has nothing substantive to do with how one navigates from node-

to-node in a system pertinent to the instant subject matter — not a navigable system ofthe prior

art, nor a navigable system in which Appellants’ invention can be implemented — andit has even

less to do with Appellants’ invention as claimed.

In sum,it is respectfully submitted that Lin in view ofThiesson can not render the

claims obvious. Therefore, the Final Office Action has failed to establish a prima facie

obviousness case. Accordingly, the obviousness rejections based on Lin in view of Thiesson

should be reversed andall the claims confirmed as patentable.

14 Express Mail Label No. EV623606109US
922247 vl

101



PATENT Docket No. 4754-4000

Application No. 10/299,359

CONCLUSION

Appellant respectfully submits that the above demonstrates that the rejections of

the Final Office Action are improper because: (A) the rejections are based on an improper

construction of the claims, and (B) the Patent Office’s rejections for obviousness are based upon

legally and factually flawed analyses, because (1) the alleged obviousnessrejections are based on

a misinterpretation of Thiesson, and (2) the Final Office Action fails to make a prima facie

obviousness case, because the combination of Thiesson with Lin does not render the claimed

invention obvious. |

Appellant respectfully request that the Board order that the final rejection of the

pending claims be withdrawn, Appellant’s claimed invention be confirmedas patentable, and that

the pending claims be allowed.

Respectfully submitted,

MORGAN & FINNEGAN,L.L.P.

Dated: May 31, 2005 . By:
Richard Straussman

Registration No. 39,847

Attorneyfor Appellant

Correspondence Address:

MORGAN & FINNEGAN, L.L.P.
Three World Financial Center

New York, New York 10281-2101

(212) 415-8700
(212) 415-8701 (Fax)
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VII. CLAIMS APPENDIX

1. (original) A method performedin a system having multiple navigable nodes

interconnected in a hierarchical arrangement comprising:

at a first node, receiving an input from a userof the system, the input containingat least

one word identifiable with at least one keyword from among multiple keywords,

identifying at least one node,other than the first node, that is not directly connected to the

first node but is associated with the at least one keyword, and |

jumpingto the at least one node.

2. (original) The method ofclaim 1 further comprising:

providing a verbal description associated with the at least one node to the user.

3. (original) The method of claim 1 further comprising:

searching a thesaurus correlating keywords with synonyms.

4. (original) The method ofclaim 3 wherein the searching further comprises:

identifying the at least one word as synonymouswith theat least one keyword.

5. (original) The method of claim | further comprising:

determiningthat the at least one word is neither a keyword nor a synonym of any

keyword; and

learning a meaning for the wordso that the word will be treated as a learned synonym for

at least one particular keyword of the multiple keywords.

16 Express Mail Label No. EV623606109US
922247 vi

103



PATENT Docket No. 4754-4000

Application No. 10/299,359

6. (original) The methodofclaim 5 further comprising:

adding the wordto a thesaurussothat, when the word is input by a subsequentuser, the

word will be treated as synonymouswith the at least one particular keyword.

7. (original) A method performed in connection with an arrangement of nodes

representable as a hierarchical graph containing vertices and edges connecting at least two of the

vertices, the method comprising:

receiving an input from a user as a responseto a verbal description associated with a first

vertex;

analyzing the input to identify a meaningfulterm that can be associated with atleast one

keyword;

selecting a vertex in the graphstructurethat is not connected byan edgeto thefirst

vertex, based upon an scenilion between the meaningful term andthe at least one keyword and

a correlation between the at least one keyword and the vertex; and

Jumpingto the vertex.

Claims 8 through 26 (Cancelled).
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EVIDENCE APPENDIX

ITEM RECORDED/FILED

Copy of Assignment Recordation from Inventors to May 27, 2003
SEMIOSIS,L.L.C.
Copy of Request for Recordation of Assignment from§December 10, 2004
SEMIOSIS, L.L.C. to SEMIOSIS, INC.
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www.uspto.gov

 
NOVEMBER 04, 2003 ,

MORGAN & FINNEGAN, L.L.P. -
RICHARD STRAUSSMAN
345 PARK AVENUE

NEW YORK, NY 10154

*102459850A*

UNITED STATES PATENT AND TRADEMARK OFFICE
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT

THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF
A COMPLETE MICROFILM COPY ISTHE U.S. PATENT AND TRADEMARK OFFICE.

AVAILABLE AT THE ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER

THE

REFERENCED BELOW.

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE.
INFORMATION CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA
PRESENT IN THE PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF YOU SHOULD
FIND ANY ERRORS OR HAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY
CONTACT THE EMPLOYEE WHOSE NAME APPEARS ON THIS NOTICE AT 703-308-9723.

U.S. PATENT AND TRADEMARK OFFICE,PLEASE SEND REQUEST FOR CORRECTION TO:

ASSIGNMENT DIVISION, BOX ASSIGNMENTS, CG-4, 1213 JEFFERSON DAVIS HWY,
SUITE 320, WASHINGTON, D.C. 20231.

RECORDATION DATE: 05/27/2003 REEL/FRAME: 014100/0747
NUMBER OF PAGES: 7

BRIEF: CORRECTIVE TO CORRECT THE FIRST ASSIGNOR’S NAME PREVIOUSLY
RECORDED AT REEL 013511 FRAME 0923. (ASSIGNMENT OF ASSIGNOR’S
INTEREST)

ASSIGNOR:
PARIKH, PRASHANT DOC DATE: 11/18/2002

DOC DATE: 11/13/2002

ASSIGNOR:

PETERS, STANLEY

ASSIGNEE:
SEMIOSIS L.L.C.

254 EAST 68TH STREET
NEW YORK, NEW YORK 10021

SERIAL NUMBER: 10299359 FILING DATE: 11/19/2002
PATENT NUMBER: : ISSUE DATE:

REVIEWED BY AUDITREPT.
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Docket No.: 4754-4000  

Applicant(s): Prashant Parikh and Stanley Peters

Serial No.: 10/299,359 Group Art Unit: 2165

Filed: | November19, 2002 Examiner: Yicun Wu
For: NAVIGATIONIN A HIERARCHICAL

STRUCTURED TRANSACTION PROCESSING SYSTEM . |

EXPRESS MAIL CERTIFICATE

Mail Stop Assignment
Recordation Services

U.S. Patent and Trademark Office
Office of Public Records

Crystal Gateway 4, Room 335
P.O Box 1450

Alexandria, VA 22313-1450

Express Mail Label No.: EV455192345US

Date of Deposit: December 10,2004

I hereby certify that the following attached paper(s) and/orfee

1. Recordation Form Cover Sheet (2 pages);
2. Assignment (2 pages); |
3. Check in the amount of $40.00; and
4. Return receipt postcard.

is being deposited with the United States Postal Service "Express Mail Post Office to
Addressee" service under 37 C.F.R. §1.10 on the date indicated above andis addressed to
Mail Stop Assignment, Recordation Services, U.S. Patent and Trademark Office, Office of
Public Records, Crystal Gateway 4, Room 335, P.O Box 1450, Alexandria, VA 22313-1450,

 
CorrespondenceAddress:
MORGAN& FINNEGAN,L.L-P.
Three World Financial Center
New York, NY 10281-2101
(212) 415-8700 Telephone
(212) 415-8701 Facsimile
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IN THE UNITED STATES PATENTANDTRADEMARK OFFICE 

Applicant(s): Prashant Parikh and Stanley Peters

Serial No.: 10/299,359 Group Art Unit: 2165

Filed: November 19, 2002 Examiner: Yicun Wu |

For: NAVIGATIONIN A HIERARCHICAL
STRUCTURED TRANSACTION PROCESSING SYSTEM

RECORDATION FORM COVER SHEET PURSUANTTO 37 C.F.R, § 3.31
MAIL STOP ASSIGNMENT RECORDATION SERVICES
U.S. Patent and Trademark Office
Office ofPublic Records

Crystal Gateway 4, Room 335
P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

Please recordthe attachedoriginal documents or copy thereof.

1. Nameof conveyingparty/parties:

Name _SEMIOSIS L.L.c.

Internal Address:
eee

Street Address: 254 East 68th Street

City NewYork ~ New York Zip 10021 Country USA

2.
Nameand addressofreceiving party/parties:

Name _SEMIOSIS, INC.

Internal Address: .eee

Street Address: 254 East 68th Street

 City |New York New York Zip 10021 Country USA

[] Additional names and addresses attached.
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Nameof conveyance: [X] Assignment [ ] Merger [ ] Security Agreement
_[ ] Change of Name [ ] Other 

Execution Date: December 1, 2004

Application Number(s) or Patent Number(s):

[ ] This documentis being filed together with a new application which was executed on

[X ] Patent Application No.(s) 10/299,359 ;a

[ ] Patent No.(s) .eee

Addressall future communications to:

MORGAN & FINNEGAN,L.L.P.
Three World Financial Center

New York, New York 10281-2101

Total numberofapplications and patents involved: L.

Total fee (37 CFR §3.41): $40.00 property x 1 property(ies) = $40.00.

[X] A check in the amountof $ 40.00 to cover the recordationfee is enclosed.

[ ] Chargefee to Deposit Account No. 13-4500. Order No. __

[X] The Commissioner is hereby authorized to charge any additional fees which may be required
for this recordation, or credit any overpayment to Deposit Account No. 13-4500. Order No.4754-4000. 

To the best of my knowledge and belief, the foregoing information is true and correct and any attached
copyis a true copyofthe original document.

Respectfully submitted,

MORGAN & FINNEGAN,L.L.P.-

 Dated: December 10, 2004 By:
Richard Straussman

Registration No. 39,847

CORRESPONDENCE ADDRESS: ~ Total numberof pagesincluding the recordation cover sheet 4
MORGAN & FINNEGAN,L.L.P.
Three World Financial Center
New York, New York 10281-2101
(212) 415-8700
(212) 415-8701 Facsimile
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ASSIGNMENT OF APPLICATIONS FOR PATENT

WHEREASSEMIOSISL.L.C.(hereinafter referred to as ASSIGNOR), having anoffice at 254
East 68"Street, New York, New York 10021, U.S.A. is the ownerofthe entire interest, by right
of assignment, ofall discoveries and inventions describedin all applications for Letters Patents
(or similar legal protection to be obtainedtherefore) and identified in TABLE 1 below,in the
UnitedStates,its territorial possessions, and all foreign countries, and to any andall legal
protection to be obtained therefor:

|____SerialNo.|FilingDate_dT—C~“‘*‘CSTTtWe’=C“‘CSTOOCd
10/299,359 Nov. 19, 2002 Navigation In A Hierarchical Structured.|Now.18,2002] Transaction Processing System
10/799,429 March 11, 2004 Navigation In A Hierarchical Structured

10/799,506 March 11, 2004 Navigation In A Hierarchical Structured_107798,506|Maren1,2004]Transaction Processing System
PCT/US03/34134 Oct. 27, 2003 Navigation In A Hierarchical Structured|ROTUSOS/S4TS4 Transaction Processing System

TABLE 1 |
and WHEREASSEMIOSIS,INC., (hereinafter referred to as ASSIGNEE), a corporation
organized underthe laws of the State ofNew York having anoffice at 254 East 68" Street, New
York, New York 10021, U.S.A.is desirous of acquiring all of ASSIGNOR’S interest and rights
to and undersaid discoveries and inventions and in, to and underapplications for Letters Patents,
Letters Patents, or similar legal protection to be obtained therefor in the United States andin any
andall foreign countries.

 
 
 

 
  
  

 

  

NOW, THEREFORE, TO ALL WHOM IT MAY CONCERN, WITH EFFECT FROM
THE DATE OF EXECUTION HEREOF:

Be it known that, for good and valuable consideration provided by ASSIGNEE to ASSIGNOR,
the receipt of which is hereby acknowledged, ASSIGNORherebysells, assigns and transfers to
ASSIGNEE,its successors, legal representatives and assigns, the full and exclusive right, title
and interest to all said discoveries or inventions in the United States andits territorial possessions
and in all foreign countries and to all Letters Patent or similar legal protection in the United
States and its territorial possessions and in any andall foreign countries to be obtained for said
invention by said application or any continuation, division, renewal, substitute or reissue thereof
or any legal equivalent thereof in a foreign country for the full term or terms for which the same
may be granted.

SAID ASSIGNORhereby authorizes and requests the Commissioner for Patents of the United
States of America and any Official of any country or countries foreign to the United States of
America whose dutyit is to issue Letters Patent on applications as aforesaid, to issue all such
Letters Patent for said discovery or invention to the ASSIGNEE,asassigneeof the entire right,
title and interest in, to and under the same in accordance with the terms ofthis instrument.

SAID, ASSIGNOR,hereby covenants that it has full right to conveythe entire right, title and
interest herein sold, assigned, transferred and set over;
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AND SAID ASSIGNOR hereby further covenants and agrees that the ASSIGNEE,its
successors, legal representatives, or assigns, may apply for foreign Letters Patent on said
discovery or invention andclaim the benefits of the International Convention, and thatit will, at
any time, when called upon to do so by the ASSIGNEE,its successors, legal representatives, or
assigns, communicate to the ASSIGNEE,its successors, legal representatives, or assigns, as the
case may be, provide anyfacts knownrespecting said discovery or invention, and execute and
deliver any andall lawful papers that maybe necessary ordesirable to perfect thetitle to the said
discovery or invention, the said applications and the said Letters Patent in the ASSIGNEE,its
successors, legal representatives and assigns, and thatif reissues of the said Letters Patent or
disclaimers relating thereto, or divisions, continuations, or refilings of the said applications, or
any thereof, shall hereafter be desired by the ASSIGNEE,its successors, legal representatives, or
assigns, it will, when called up to do so by the ASSIGNEE,its successors, legal representatives,

_ or assigns, sign all lawful papers, makeall rightful oaths, execute and deliver all such disclaimers
and all divisional, continuation and reissue applications so desired, and do all lawful acts
requisite for the application for such reissues and the procuring thereofand for the filing of such
disclaimers and such applications, and generally do everything possible to aid the ASSIGNEE,
its successors, legal representatives and assigns, to obtain and enforce proper patent protection
for said invention or discover in all countries, and without further compensation but at the
expense of the ASSIGNEE,its successors,legal representatives and assigns.

For: SEMIOSIS L.L.C. For: SEMIOSIS, INC.

By: P t Parikh By: Pr. arikh
Its: President Its: President

Dated: 12/1) o4- Dated: \241/0

STATE OF NEW YORK ).
) ss.

COUNTY OF NEW YORK _)

On the f* daylessee’? the year 2004,before me, the undersigned, a Notary Public
in and for said State, personally appeared Prashant Parikh,personally known to meor proved to
me on the basis of satisfactory evidenceto be the individual(s) whose (name(s)is (are) subscribed
to the within instrument and acknowledged to methat he/she/they executed the sameinhis/her/their
capacity(ies), and that by his/her/their signature(s) on the instrument,the individual(s), or the person
upon behalf of which the individual(s) acted, executed the instrument. 

 

  Notary Pubti

3595
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Docket No. 4754-4000

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Confirmation No. 5023

Serial No.: 10/299,359 Group Art Unit: 2175

Filed: November 19, 2002 Examiner: Wu, Yicun

For: -NAVIGATION IN A HIERARCHICAL STRUCTURED

TRANSACTION PROCESSING SYSTEM

EXPRESS MAIL CERTIFICATE

Mail Stop APPEAL BRIEF-Patents °
Commissionerfor Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Express Mail Label No.: EV623606109US

Date of Deposit: May 31, 2005

I hereby certify that the following attached paper(s) and/or fee

No—
Exhibits A and B;

Appeal Brief Transmittal (1 page in duplicate);
Appeal Brief Pursuant To 37 C.F.R. §41.37 (27 pages) including

3. Petition And Fee For Extension Of Time (2 pages);
4. Check in the amount of $250.00; and

5. Return receipt postcard.

is being deposited with the United States Postal Service “Express Mail Post Office to Addressee”
service under 37 C.F.R. §1.10 on the date indicated above and is addressed to Mail Stop
APPEAL BRIEF-Patents, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-
1450.

 

Address:

MORGAN & FINNEGAN,L.L.P
Three World Financial Center

New York, New York 10281-2101
(212) 415-8700 Phone
(212) 415-8701 Facsimile
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Docket No. 4754-4000 
Applicant(s):|Prashant Parikheg al. Confirmation No. 5023

Serial No.: 10/299,359 Group Art Unit: 2175

Filed: November 19, 2002 Examiner:. Wu, Yicun

For: NAVIGATIONIN A HIERARCHICAL STRUCTURED

TRANSACTION PROCESSING SYSTEM

APPEAL BRIEF/REPLY BRIEF/SUPPLEMENTAL BRIEF TRANSMITTAL

Mail Stop APPEAL BRIEF-Patents
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

Xl] Transmitted herewith in triplicate is the Appeal Brief for Appellant(s) which
is due on May 29, 2005. The Notice of Appeal wasfiled on March 29, 2005.

Transmitted herewithintriplicate is the Reply Brief for Appellant(s) which is due
on . The Examiner’s Answer was mailed on

Transmitted herewithin triplicate is a Supplemental Brief for Appellant(s) which
is due on in response to the Office Action reopening prosecution on j
Appellant(s) hereby request that the appeal of the above-identified application be
reinstated. .

x] A Petition and Fee for Extension of Time to extend the term for filing
the [X] Appeal Brief [_] Reply Brief [_] SupplementalBriefis enclosed.

The item(s) checked below are appropriate:

Appeal Fee (Large Entity) - $500.00

Appeal Fee Under 37 CFR §1.9(f) (Small Entity) - $250.00

Fee enclosed (Check for $250.00)

Fee not required (Fee paid in prior appeal)OOUWRO
Charge fee to Deposit Account No. 13-4500, Order No. . A DUPLICATE
COPY OF THIS SHEET IS ATTACHED.

-l- Express Mail Certificate Label No, EV623606109US
914407 vi 7
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& The Commissioneris hereby authorized to charge any additional fees which
may be required by this paper, or credit any overpayment to Deposit
Account No. 13-4500, Order No. 4754-4000. A DUPLICATE COPY OF
THIS SHEET IS ATTACHED.

Respectfully submitted,

- MORGAN & FI Ss  
Dated: May 31, 2005. By: SL

Richard Straussman

Registration No. 39,847

Correspondence Address:
MORGAN & FINNEGAN,L.L.P.
3 World Financial Center

New York, NY 10281-2101
(212) 415-8700 Telephone
(212) 415-8701 Facsimile

-2- Express Mail Certificate Label No. EV623606109US
914407 vl ,
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Applicant(s): Prashant Parikh and Stanley Peters
Group Art Unit: 2165

Serial No.: 10/299,359
Examiner: Yicun Wu

Filed: November 10, 2002

For: NAVIGATIONIN A HIERARCHICAL

STRUCTURED TRANSACTION PROCESSING SYSTEM

PETITION AND FEE FOR EXTENSION OF TIME (37 C.F.R.§1.136(a

Mail Stop AF
Commissionerfor Patents

P.O. Box 1459

Alexandria,VA 22313-1450

Sir:

1. . This is a petition for an extension oftimefor filing an Appeal Brief pursuant to
37 C.F.R. §41.37.

2. The communication in connection with the matter for which this extension is requested

X] is filed herewith.

[_] has beenfiled on

3. {&] Applicant(s) is/are entitled to Small Entity Status.

[_] Statementhasalreadybeenfiled

 

4. Total Months Fee for Other Fee for

Requested than Small Entity Small Entity
a. [XJ one month $120.00 $60.00
b. [_]|two months $450.00. $225.00
c. []|three months . $1,020.00 $510.00
d. (] four months $1,590.00 $795.00
e. []_five months $2,160.00 $1,080.00
f. [J] Anextension for monthshas already been secured for filing the above-

identified communication andthe fee paid therefor of $ is deducted
from the total fee due for the total months of extension now requested. The
fee for this extension ($ ), minus the fee previously paid ($ )
equals $ (total fee due).

- 06/03/2005 HAHMEDI 00000044 134500 10299259

02 Fez2251 90880%q)00 DA
Express Mail Certificate Label No. EV623606109US
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Mi {_] Acheckin the amountof $ to cover the extension fee is attached. 

6 &X] Chargefee to Deposit Account No. 13-4500, Order No. 4754-4000.
A DUPLICATE COPY OF THIS SHEET IS ATTACHED.

Te The Commissioneris hereby authorized to charge any additional fees which may
be required by this paper, or credit any overpayment to Deposit Account No.
13-4500. Order No. 4754-4000. A DUPLICATE COPY OF THIS SHEETIS

ATTACHED.

Respectfully submitted,

_MORGAN & FINNEGAN,L.L.P.

 Dated: May 31, 2005
Richard Straussman

Registration No. 39,847

Correspondence Address: ,

MORGAN & FINNEGAN, L.L.P.
3 World Financial Center

New York, NY 10281-2101

(212) 415-8700 Telephone
(212) 415-8701 Facsimile

-2- Express Mail Certificate Label No. EV623606109US
908808 vi
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IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

PDarcas ee
SEplicant(s): Prashant Parikh and Stanley Peters

Group Art Unit: 2165

 

Serial No.: 10/299,359
Examiner: Yicun Wu

Filed: November 10, 2002

For: NAVIGATIONIN A HIERARCHICAL

STRUCTURED TRANSACTION PROCESSING SYSTEM

NOTICE OF APPEAL TO THE BOARD

OF PATENT APPEALS AND INTERFERENCES 

Mail Stop AF
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

Applicant(s) hereby appeal(s) to the Board of Patent Appeals andInterferences

from the decision(s) dated March 7, 2005 of the Primary Examiner. The items(s) checked below

are appropriate:

Fee not required (Fee paid in prior appeal)
Appeal Fee Large Entity ($500.00)
Small Entity Appeal Fee (8250.00)
A checkin the amountof $250.00 to cover the appealfee is enclosed.
Charge fee to Deposit Account No. 13-4500, Order No. . A DUPLICATE
COPY OF THIS SHEET IS ATTACHED.

The Commissioner is hereby authorized to charge any additional fees which
may be required by this paper, or credit any overpayment to Deposit
Account No. 13-4500, Order No. 4754-4000. A DUPLICATE COPY OF

KORO
THIS SHEET IS ATTACHED.

04/01/2005 HAHHEDL 00000039 10299359

250.00 OP Respectfully submitted,
™ MORGAN& FINNEGAN,L.L-P.

Dated: March 29, 2005 By:  
Richard Straussman

Registration No. 39,847

Correspondence Address:

MORGAN & FINNEGAN,L.L.P.
3 World Financial Center

New York, NY 10281-2101
(212) 415-8700 Telephone
(212) 415-8701 Facsimile

908810 v1

117



0331 [on
Docket No.: 4754-4000 

Prashant Parikh and Stanley Peters

Serial No.: 10/299,359 Group Art Unit: 2165

Filed: November 19, 2002 Examiner: Yicun Wu

For: NAVIGATIONIN A HIERARCHICAL

STRUCTURED TRANSACTION PROCESSING SYSTEM

EXPRESS MAIL CERTIFICATE

Mail Stop AF
CommissionerForPatents

P.O. Box 1450

Alexandria, VA 22313-1450

Express Mail Label No.: EV455194151US

Date of Deposit: March 29, 2005

I hereby certify that the following attached paper(s) and/or fee

1. Notice Of Appeal To The Board Of Patent Appeals and Interferences (1 page);
2. Petition And Fee For Extension Of Time (2 pages);
3. Checks in the amounts of $250.00 and $60.00; and
4. Return receipt postcard.

is being deposited with the United States Postal Service "Express Mail Post Office to
Addressee”service under 37 C.F.R. §1.10 on the date indicated above and is addressed to
Mail Stop AF, Commissioner For Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

Albert Isles

 
Correspondence Address:

MORGAN & FINNEGAN,L.L.P.
Three World Financial Center

New York, NY 10281-2101
(212) 415-8700 Telephone
(212) 415-8701 Facsimile

908813 v1
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Applicant(s):

Serial No.:

Filed:

For:

Docket No. 4754-4000

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Prashant Parikh and Stanley Peters

Group Art Unit: 2165
10/299,359

Examiner: Yicun Wu

November 10, 2002

NAVIGATIONIN A HIERARCHICAL

STRUCTURED TRANSACTION PROCESSING SYSTEM

PETITION AND FEE FOR EXTENSION OF TIME(37 C.F.R.§ 1.136(a

Mail Stop AF
Commissionerfor Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

1. This is a petition for an extension of time for filing a Notice of Appeal in responseto
the Advisory Action dated March 7, 2005.

2. The communication in connection with the matter for which this extension is requested

(X] is filed herewith.

[_] has been filed on .

3. [x] Applicant(s) is/are entitled to Small Entity Status.

[_] Statementhasalready beenfiled

oooom
04/01/2005 HAHMED1 00000039 10299359

2 FC:2251

908808 v1

Total Months Fee for Other Fee for

Requested than Small Entity Small Entity
one month $120.00 $60.00

two months $450.00 $225.00

three months $1,020.00 $510.00
four months $1,590.00 $795.00
five months $2,160.00 $1,080.00

60.00 OF
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5. A check in the amountof $60.00 to cover the extension fee is attached.

6. [_] Charge fee to Deposit Account No. 13-4500, Order No. . A DUPLICATE
COPY OF THIS SHEET IS ATTACHED.

7. [&) The Commissioneris hereby authorized to charge any additional fees which may
be required by this paper, or credit any overpayment to Deposit Account No.
13-4500. Order No. 4754-4000. A DUPLICATE COPY OF THIS SHEET IS

ATTACHED.

Respectfully submitted,

Dated: March 29, 2005  
Registration No. 39.847

CorrespondenceAddress:
MORGAN & FINNEGAN,L.L.P.
3 World Financial Center

New York, NY 10281-2101

(212) 415-8700 Telephone
(212) 415-8701 Facsimile

a,
908808vl
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTSP.O. Box 1450
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10/299,359 11/19/2002 Prashant Parikh 4428-4001 5023

MORGAN & FINNEGAN,L.L.P. WU, YICUN
3 WORLD FINANCIAL CENTER

NEW YORK, NY 10281-2101
2165

DATE MAILED:03/07/2005

Please find below and/orattached an Office communication concerningthis application or proceeding.

PTO-90C (Rev. 10/03)
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Application No. Applicant(s)

Advisory Action 10/299,359 PARIKH ETAL.
Before the Filing of an Appeal Brief Exananer Art Unit

--The MAILING DATEof this communication appears on the cover sheet with the correspondence address --

THE REPLY FILED 27 January 2005 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE.
1. ( Thereply wasfiled after a final rejection, but priorto filing a Notice of Appeal. To avoid abandonmentof this application, applicant

musttimely file one of the following replies: (1) an amendment, affidavit, or other evidence, which places the application in
condition for allowance;(2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or (3) a Request for Continued
Examination (RCE) in compliance with 37 CFR 1.114. The reply mustbe filed within one of the following time periods:

a) CT) The period for reply expires months from the mailing dateofthe final rejection.
b) ix] The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in thefinal rejection, whicheveris later. In

no event, however, will the statutory period for reply expire later than SIX MONTHSfrom the mailing date ofthe final rejection.
ExaminerNote: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WASFILED WITHIN
TWO MONTHSOF THE FINAL REJECTION. See MPEP 706.07(f).

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which thepetition under 37 CFR 1.136(a) and the appropriate extension fee
have beenfiled is the date for purposes of determining the period of extension and the corresponding amountof the fee. The appropriate extension fee
under 37 CFR 1.17(a)is calculated from: (1) the expiration date of the shortened statutory periodforreply originally set in the final Office action; or (2) as
set forth in (b) above,if checked. Any reply received by the Office later than three monthsafterthe mailing date ofthe final rejection, evenif timelyfiled,
may reduce any eamedpatent term adjustment. See 37 CFR 1.704(b).
NOTICE OF APPEAL

2. (_] Thereply wasfiled after the date offiling a Notice of Appeal, butprior to the date offiling an appeal brief. The Notice of Appeal
wasfiled on . Abrief in compliance with 37 CFR 41.37 mustbefiled within two months ofthe date offiling the Notice of
Appeal(37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. Since a Notice of Appeal
has beenfiled, any reply mustbefiled within the time period set forth in 37 CFR 41.37(a).

AMENDMENTS

3.) The proposed amendment(s)filed after a final rejection, but prior to the date offiling a brief, will not be entered because
yO They raise new issues that would require further consideration and/or search (see NOTEbelow);
(b)([] Theyraise the issue of new matter (see NOTE below);
(c)Z) They are not deemedto place the application in better form for appeal by materially reducing or simplifying the issues for

appeal; and/or
(d)Z) They present additional claims without canceling a corresponding numberoffinally rejected claims.

NOTE: . (See 37 CFR 1.116 and 41.33(a)). 3
4.) The amendments arenotin compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324).
5.) Applicant's reply has overcome the following rejection(s): .
6. .] Newly proposed or amended claim(s) would be allowable if submitted in a separate,timely filed amendmentcanceling the

non-allowable claim(s).
7.) For purposesof appeal, the proposed amendment(s): a) CL) will not be entered,orb) will be entered and an explanation of

how the new or amendedclaims would be rejected is provided below or appended.
The status of the claim(s) is (or will be) as follows:
Claim(s) allowed: none.
Claim(s) objected to: ‘
Claim(s) rejected: 1-7.
Claim(s) withdrawn from consideration:

AFFIDAVIT OR OTHER EVIDENCE

8. () Theaffidavit or other evidencefiled aftera final action, but before or on the dateof filing a Notice of Appealwill not be entered
becauseapplicantfailed to provide a showing of good andsufficient reasons whythe affidavit or other evidence is necessary and
was notearlier presented. See 37 CFR 1.116(e).

9. F Theaffidavit or other evidencefiled after the date offiling a Notice of Appeal, but prior to the date offiling a brief, will not be
entered becausetheaffidavit or other evidence failed to overcomeall rejections under appeal and/or appellantfails to provide a
showing a good andsufficient reasons whyit is necessary and was not earlier presented. See 37 CFR 41.33(d)(1).

10. (] The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.
REQUEST FOR RECONSIDERATION/OTHER

11. &J The requestfor reconsideration has been considered but does NOTplace the application in condition for allowance because:
the claimedlimitations of thefinally rejected claims are still meet by prior art of record (Lin et al. (U.S. Patent 6,675,159)in
combination with Thiessonet al. (U.S. Patent 6,408,290). :

12. C] Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No(s).

13.(] Other: CLC
CHARLES RONES

PRIMARY EXAMINER

 
U.S. Patent and Trademark Office

PTOL-303 (Rev. 9-04) Advisory Action Before the Filing of an Appeal Brief Part of Paper No. 20050127
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Qo nat ewe ye * Docket No: 4754-4000 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant(s) : Prashant Parikh and Stanley Peters

Serial No. : 10/299,359 Group Art Unit: 2175

Filed : November 19, 2002 Examiner: Wu, Yicun

- For : NAVIGATION IN A HIERARCHICAL STRUCTURED

TRANSACTION PROCESSING SYSTEM

Mail Stop AF
CommissionerFor Patents

-P.O. Box 1450

Alexandria, VA 22313-1450

RESPONSE TO FINAL OFFICE ACTION

Responsive to the Final Official Action mailed December 3, 2004, Applicants

respectfully request reconsideration in view of the following remarks. This “Response to Office

Action”is being filed within 2 monthsof the date the Final Office Action was mailed.

The currently pending claimsare reflected in the listing of claims which begins on page 2

of this paper. None of the claims have been amended. .

Remarks/Arguments begin on page 4 ofthis paper.

895489 vi
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Docket No.:_ 4754-4000

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
licant(s): Prashant Parikh and Stanley Peters

Serial No.: . 10/299,359 Group Art Unit: 2165

Filed: November 19, 2002 Examiner: Yicun Wu

For: NAVIGATION IN A HIERARCHICAL |
STRUCTURED TRANSACTION PROCESSING SYSTEM

EXPRESS MAIL CERTIFICATE

Mail Stop AF
Commissioner For Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Express Mail Label No.: EV455192592US

Date of Deposit: January 27, 2005

I hereby certify that the following attached paper(s) and/or fee

1. Response To Final Office Action (12 pages); and
2. Return receipt postcard.

is being deposited with the United States Postal Service "Express Mail Post Office to
Addressee" service under 37 C.F.R. §1.10 on the date indicated above and is addressed to
Mail Stop AF, Commissioner For Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

Jafet Cotto

(Typedor printed name of Mm mailing papers(s) and/or fee)
‘gngture of person mailing paper(s) and/orfee)   

Correspondence Address:

MORGAN & FINNEGAN, L.L.P
Three World Financial Center

New York, NY 10281-2101
(212) 415-8700 Telephone
(212) 415-8701 Facsimile

895943 v1
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant(s)  : Prashant Parikh and Stanley Peters

Serial No. : 10/299,359 Group Art Unit: 2175

Filed : November19, 2002 Examiner: Wu, Yicun

- For ; NAVIGATION IN A HIERARCHICAL STRUCTURED
TRANSACTION PROCESSING SYSTEM

Mail Stop AF
CommissionerFor Patents

-P.O. Box 1450

Alexandria, VA 22313-1450

RESPONSETO FINAL OFFICE ACTION

Responsiveto the Final Official Action mailed December 3, 2004, Applicants

respectfully request reconsiderationin view of the following remarks. This “Response to Office

Action”is being filed within 2 months ofthe date the Final Office Action was mailed.

The currently pending claimsare reflected in the listing of claims which begins on page 2

of this paper. None ofthe claims have been amended. .

Remarks/Arguments begin on page4ofthis paper.

895489 v1
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LISTING OF CLAIMS

1. (original) A method performed ina system having multiple navigable nodes

interconnectedin a hierarchical arrangement comprising:

at a first node, receiving an input from a user of the system, the input containing at least

one word identifiable with at least one keyword from among multiple keywords,

identifying at least one node, other thanthe first node, that is not directly connected to the

first node but is associated with the at least one keyword, and

jumpingtothe at least one node.

2. (original) The method ofclaim 1 further comprising:

providing a verbal description associated with the at least one node to the user.

3. (original) The method of claim 1 further comprising:

searching a thesauruscorrelating keywords with synonyms.

4. (original) The method of claim 3 wherein the searching further comprises:

identifying the at least one word as synonymouswiththeat least one keyword.

5. (original) The method of claim | further comprising:

determining thatthe at least one word is neither a keyword nor a synonym of any

keyword; and

learning a meaning for the word so that the word will be treated as a learned synonym for

at least one particular keyword of the multiple keywords.

895489 v1
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6. (original) The method of claim 5 further comprising:

adding the wordto a thesaurus sothat, when the word is input by a subsequentuser, the

word will be treated as synonymous with the at least one particular keyword.

7. (original) A method performed in connection with an arrangementof nodes

representable as a hierarchical graph containing vertices and edges connecting at least two of the

vertices, the method comprising:

receiving an input fromauser as a responseto a verbal description associated withafirst

vertex,

analyzing the input to identify a meaningful term that can be associated with at least one

: keyword;

selecting a vertex in the graph structure that is not connected by an edge to thefirst

vertex, based upon an association between the meaningful term and the at least one keyword and

a correlation between the at least one keyword and the vertex; and

jumpingto the vertex.

Claims 8-26 (canceled).

895489 v1
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REMARKS

This respondsto the Final Office Action mailed December 3, 2004. Claims 1-7 are

currently pending. The objection to the claims because of certain informalities has been

maintained. Claims 1-7 have been rejected as unpatentable, under 35 U.S.C. §103(a), over Lin et

al. U.S. Pat. No. 6,676,159 in view of Thiessonet al. U.S. Patent No. 6,408,290. Applicants

again respectfully traverse on the grounds that neither Lin et al. nor Thiessonetal. bear any

meaningfulrelation to the invention claimed(or described)in the instantapplication.

’ Accordingly, reconsideration of the objections and rejections is respectfully urged in view of the

following which addsto the remarks provided in responseto the prior Office Action which,in

the interest of brevity, are incorporated herein by reference asif fully set forth herein.

Specification Objections

The withdrawalof the objection to the Specificationis gratefully acknowledged.

Claim Objections

Theclarification provided by the instant Final Office Action asto the alleged problem

with claims 2 through 6, namely that the term “jumping”usedin those claims“is notclearly

defined in Applicant’s [sic] specification.” For completeness,it is noted that the term “jumping”

appears in all 7 claims, not just claims 2 through 6. The objection is respectfully traversed for

the following reasons.

Applicants have defined the term “jumping”, both explicitly and by implication, in the

Specification to meana traversal from one nodeorvertex to another nodeorvertex not directly

connectedto it, without traversal through intervening nodesorvertices. In simplest form, the

term is defined in connection with the description of FIG. 2 and in the following paragraph:

895489 v1
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By making useofthese associations the “tree” can be negotiated by
allowing presentation ofrelevant verbal descriptions for the nodes
associated with a term, irrespective of where in the hierarchy they
are, thereby causing a “jump”to a particular node without
necessarily traversing the tree in the rigid hierarchical manner.
(Application at paragraph spanningp. 8-9).

The following representative, non-exhaustive examples from the Specification further

illustrate and/or support the above definition (indicated for the Examiner’s convenience by way

of underlining).

FIG. 2 is an example portion of a graph usedto illustrate jumping
among nodesin accordance with onevariant ofthe invention; (Application
at p.3, 2nd tolast 4).

Particular implementations makeit possible to jump laterally from
one vertex to anotherif the navigation enters a wrong branchofthe treeorif
the user changeshis goal. The approach is accomplished through
associating each vertex with a verbal description (or prompt), and matching
wordsin users' requests and responses with these verbal descriptions to
enable the selection of vertices that may not be directly connected to the
user’s current location in the graph or tree by an edge. (Applicationat p.5,
last 4/).

Example1 illustrates, in simplified form, how an index is used to
jump amongnodeswith reference to FIG. 2. (Application at p. 9-11,
“Example 1”).

Having illustrated a simple “node jump” a more complex (andlikely)
scenario can be shown. (Application at p. 11, “Example 2”).

Example 4 illustrates the addition of a simple thesaurus as an aspect
of a system so that a synonym of a keyword mayalso be used by the system
to jump to the desired nodes in the graph. Example 4 is discussed with
reference to a portion 400 ofan interactive television program listing system
as shown in FIG.4. (Application at p. 14-16, “Example 4”).

Asa result, a subsequent use of the same term “fast food” will enable
the system to jumpdirectly to the “pizza” node 504. (Applicationat p. 18,
“Example 5” spanning pp. 16-18).

 

Thisis advantageously made possible because of the system’s ability
to “jump” among nodes. Thus, it may occur that a node within the treeis
never accessed, but a child node of that node is. (Application at p. 23). 

Su
895489 vl
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Having now described various componentaspects of different
variants implementing the invention, by way of the above examples,it
should be understood that the “jumps” can occur from any node to any node,
i.e. vertically and/orlaterally and to another node that is higher, lower or on
the same “level” as the node from which the jump is made. All manner of
vertical andlateral jumps from multiple nodes to multiple nodes are
possible. (Applicationat p. 24).

While it is true that some more advanced interactive voice response

systems available today allow for natural language interactions, they are
highly constrained natural language interactions with relatively little or no.
intervention by a humanoperator. However, unlike with systems using the
invention, those systemsstill require direct path traversal through the
hierarchy (i.e. jumping to non-connected nodesis not contemplated or
possible, let alone allowed). (Application at paragraph spanning pp. 26-27).

Accordingly, it is respectfully submitted that the term “jumping”is clearly defined in the

Specification and the objection should be withdrawn.

Claim Rejections — 35 USC § 103

Claims 1-7 were rejected as being unpatentable for obviousnessoverLin et al. U.S. Pat.

No. 6,676,159 (“Lin”) in view of Thiessonet al. U.S. Patent No. 6,408,290 (“Thiesson”). The

rejections are again respectfully traversed for the following additional reasons.

First, it is reiterated that neither the Lin nor Thiesson references render any of the claims

obvious, taken alone or in combination becauseneither of those references bear a meaningful

relationshipto the instant claims.

As best understood from the rejections, it appears that the Office Action is either

misunderstanding the invention (presumed from the “jumping”-related objection) or

misinterpreting the cited references (presumed from the fact that Bayesian causal networks have

absolutely no relationship whatsoever to the claimed invention).

With respect to the invention of claims 1 and 7, the following explanation should suffice.

If one looks at the simplified hierarchical network application FIG. 1 (whichis generic to the

ie
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_ various specific applications describedin the application where such a network could be used),

according to the priorart, if one were to navigate through the graph, one would alwaysstart at the

box labeled “1”. To get to the box labeled “5”, one would have to navigate from box “1” to box

“2” to box “5”. If it turned out that the user’s intended goal really should have placed them at

box “7”, they would have to back-navigate from box “5” to box “2” to box “1” then to box “3”

and finally to box “7”. In contrast, with the same example, if the user had navigated to box “S”

but the intended goal would have placed them at box “7”, through use of the invention of claim |

or claim 7, the “at least one keyword”(claim 1) or the “meaningful term” (claim 7) makesit

-possible for the system to know,in responseto the user’s input, that the intended goal would

place the user at box “7” and it would cause a direct jump from box “5”to box “7” without

traversal through a path containing any of the boxes in between even thoughthere is nodirect

connection between box “5” and box “7”!

More concretely, assume FIG. | represented anInteractive Voice Response (IVR)travel

reservation system where the boxeslabeled “2”, “4” and “5S”represent aspects involved with

booking a domestic reservation and the boxes under the box labeled “3” represent aspects

involved with booking an international flight. A customer wishing to booka flight to “San Jose”

in Costa Rica could conceivably unintentionally navigate down through the nodes associated

with a domestic booking by saying “San Jose” at an early point only to realize that fact when

California hotels are mentioned. At that point, with the conventional systemsofthepriorart, the

person would have to back-traverse through the optionsand try to navigate down through the

international options by first mentioning “Costa Rica”at the starting point. In contrast, with the

methodsof claim | or claim 7, the person might simply say, “not California, I want San Jose,

Costa Rica”at which point, the system would directly “jump” the person to the node underthe

an
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box labeled “3” associated with booking travel in Costa Rica without forcing the person to back-

navigate through the optionsorrestart.

With respect to the cited art, it appears that the Office Action is viewing the Thiesson and

Lin references as disclosing hierarchically interconnected “navigable” nodes. Whileit is true that

both Thiesson and Lin disclose “nodes” in a general computer science sense, as to both

references the similarity stops there. Moreover, Applicants’ do not claim a hierarchical network

per se, such networksper se well predating the instant invention, but rather a particular method

’ for navigation within such a network. With respect to Thiesson,it discloses various Bayesian

networks. In Thiesson, those networks are simply a way to represent cause andeffect

interrelationships among various variables. This is most clearly evident with reference to FIG. 2

of Thiesson whichrelates to “troubleshooting automobile problems.” (col. 2, lines 38-39). In

that figure, each oval can be considered a “node” but each such “node” represents a variable that
maybe affected by or can effect a changein another “node.” For example, as shown, the variable

represented bythe oval labeled “Battery Power 212”is a function of the variable labeled “Battery

208” whichis, in turn, a function of the variable labeled “Battery Age 202”. “Battery Power

212”is also a function ofthe variable labeled “Charge 210” whichis, in turn, a function of two

variables — “Alternator 204” and “Fan Belt 206”. Similarly, the variable “Battery Power 212”

has a direct effect upon the variables represented by “Radio 214”, “Lights 216”, “Engine Turns

Over 218”, and “Gas Gauge 222”and an indirect effect upon the “Engine Start 234” variable via

the “Engine Turns Over 218”variable. In that regard, the “nodes”are not “navigable”atall, let

alone asthat term is usedin the claims(i.e. travelable). Moreover, there is simply no jumping

from any node to any other node because the nodesare simply interrelated variables.

895489 v1
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Taken another way, the arrangementof Thiessen FIG.2, is like a spreadsheet with each

“node”(e.g. oval) representingacell in the spreadsheet and eachcell containing a formula

representing the effect other cells have on its value. If one changesthe value in a given

spreadsheetcell, for argumentsakethecell at the intersection of row 9 and column3,all other

cells having a formula that includes the value at row 9, column 3 will automatically modify to

reflect that change. There is no navigation among the cells.

The other arrangements of Thiesson,illustrated for example in FIGS. 10, 11, 25, 27 and ©

’ 29 are of similar characterin that they all “causal” networks which represent some cause and

-effect relationship amongvariables. In short, every “network” of Thiesson is simply an abstract

representation of a given system andinterrelationships amongits various components.

Thus, Thiesson has absolutely nothing to do with the claimed invention.

Moreover, even assumingthat the arrangements of Thiesson did represent “a system

having multiple navigable nodesinterconnected in a hierarchical arrangement”as called for by

the claims, (a point that is emphatically disputed) there is simply no way to navigate through that

arrangementaccording to the claimed method. With reference to FIG. 2 of Thiesson,thereis

simply no change that can be made to the “Battery 208”variable that will have any affect on a

non-connected variable (e.g. the only conceivable analog to a “jump”), for example, the “Gas

224”variable. Moreover, in Thiesson, no change can be madeto the “Battery 208”variable that

will affect the “Engine Start 234”variable without effecting a change to both the “Battery Power

212” and “Engine Turns Over 218”variables intervening in between. Yet, that is the very
 

situation called for by the instant claims.

Still further, the “nodes”in certain of the “networks” in Thiesson (e.g. particularly those

of FIGS. 10, 11 cited in the previous Office Action)areall directly connected. In such a case, by

“On
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definition, there is no instance where a node“is not directly connected to” another node. Thus,

those networksare the antithesis of the kind of network needed for the claimed invention.

With that backdrop, the arguments made with respect to Thiessonin responseto the prior

Office Action are reiterated and re-emphasized withoutrepetition,as if fully set forth herein,in

the interestof brevity.

Asthe original Office Action andinstant Final Office Action recognized, even to the

extent Lin discloses “a system having multiple navigable nodesinterconnectedin a hierarchical

" arrangement”(a point disputed, but irrelevant to the argument), with the Lin reference there is no

‘navigation from one nodeto another exceptby a traversal through every nodein a path in the

hierarchy leading from oneto the other — the very antithesis of the instant invention. In addition,

the arguments madewithrespectto the inapplicability of Lin, made in Applicants’ prior

response,arestill valid and thusare reiterated and incorporated herein by reference, for brevity,

as if fully set forth herein.

In sum,it is respectfully submitted that Thiesson does not, and can not supply the

disclosureattributed to it in the Final Office Action. Absent that disclosure, acknowledged by

the Office Action to be missing from Lin, the obviousness rejection of the Final Office Action

fails as a matter of law and the obviousnessrejection should be withdrawn because neither

reference alone discloses, nor in combination would achieve, the claimed invention.

For completeness, in the event an appealis necessary,it is respectfully submitted that the

Office Action does not even make a primafacie case of obviousness due to the absence ofcertain

specific claim elements as set forth below. Moreover,it is respectfully urged that, to the extent

the Office Action, is applying any definition of “jumping”other than that set forth in the

applicationitself, such alternative definition be discarded becauseits use is improper as a matter

=[i.
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of law and Patent Office practice. See M.P.E.P. §211 1.01(111)(“Where an explicit definition is

provided by the applicant for a term, that definition will control interpretation of the term asit is

used in the claim.” (emphasis added) citing Toro C. v. White Consolidated Indus. Inc., 199 F.3d

1295, 1301, 53 USPQ2d 1065, 1069 (Fed. Cir. 1999)).

Asto claim 1, in view of the above,the cited art does not disclose ““A method performed

in a system having multiple navigable nodes interconnectedin a hierarchical arrangement”

because, as described above, the “nodes”in those references are simply representative of cause

‘andeffect relationships — i.e. there are no navigable nodes. Nordoesthe cited art disclose

“identifying at least one node, other than thefirst node,that is not directly connected to the first

node butis associated with the at least one keyword”or the recited “jumpingto the at least one

node”as recited therein. Each such element, being wholly absent from the cited references taken

alone or in combination, represents a seinacate, independentanddistinct basis for the patentability
of claim 1.

Claims 2 through 6, being dependent from claim | (either directly or indirectly) are

allowable for the same reasons. Moreover, in view of the elements of claim | that are absent

from the priorart, to the extent claims 2 through 6 further involve, refine or interact with those

elements, claims 2 through 6 necessarily add aspects that are nonobviousoverthe cited art and

thus provide independent bases for allowance.

Claim 7 is similarly allowable because the cited art does not disclose “A method

performed in connection with an arrangementof nodesrepresentable as a hierarchical graph

containing vertices and edges connecting at least two of the vertices” for the same reasons

described in connection with claim 1 nor doesit disclose either “selecting a vertex in the graph

structure that is not connected by an edgeto the first vertex, based upon an association between

-ll-
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the meaningful term and the at least one keyword andacorrelation between theat least one

keyword andthe vertex” or“jumpingto the vertex.”

Accordingly,it is respectfully submitted thatall of the claims are allowable andearly

favorable action in that regard is respectfully requested.

CONCLUSION

Based on the foregoing, Applicants respectfully request reconsideration and withdrawal

of the rejections of the claims and early favorable allowance ofthis application.

AUTHORIZATION

Although no additional fees are believed due for consideration of this Response on the

merits, the Commissioneris hereby authorized to charge any additional fees which may be

required for consideration of this Amendment to Deposit Account No. 13-4500, Order No.

4754-4000.

Respectfully submitted,

MORGAN & FINNEGAN,L.L.P.

Dated: January 27, 2005 By:
Richard Straussman

Registration No. 39,847
Mailing address:
MORGAN & FINNEGAN,L.L.P.
Three World Financial Center

New York, New York 10281-2101
(212) 415-8700 (Telephone)
(212) 415-8701 (Facsimile)
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III. DETAILED ACTION

1. ‘Claims 1-7 are presented for examination.

Zi Applicant's arguments submitted on 9-3-2004 with respect to

claims 1-7 have been reconsidered but are not deemed persuasive

for the reasons set forth below.

Specification objection

3. Examiner is withdrawing the Specification objection.

Claim objection

4. As to applicant remarks page 5, “Claim Objection”, Examiner

maintains Claim Objection of office action dated 6-4-2004,

because the claimed “jumping to the at least one node” and

“jumping to the vertex” in particular “jumping” is not clearly

defined in Applicant's specification. Therefore, Examiner

rejected claim 2-6, using the broadest interpretation of

“Jumping”, therefore, Examiner's “Claim Objection” is

maintained.
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Response to Applicant' Remarks

5; Examiner has completed a through study of Applicant's

amendment of September 3, 2004.

6. Especially, Applicant's amendments to claims 1-7 and

remarks at pages 4-9 of the Amendment of 9-3-2004 has been1

carefully studied and reviewed.

V'. Applicant's amendments to claims 1-7 further direct the

claimed invention into a method performed in a system having

multiple navigable nodes interconnected in a hierarchical

arrangement.

8. Examiner has carefully and thoroughly studied and reviewed

Applicant's amendment of 9-3-2004. Examiner asserts that Lin et

al. (U.S. Patent 6,675,159) in combination with Thiesson et al.

(U.S. Patent 6,408,290) teaches Applicant's claimed invention of

a method performed in a system having multiple navigable nodes

interconnected in a hierarchical arrangement.

In addition, the specially discussed feature of the claimed

invention ("the input containing at least one word identifiable

with at least one keyword from among multiple keywords,
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identifying at least one node, other than the first node (Lin et

al. col. 10, lines 26-40).

And in addition, Thiesson et al. Eeaauas “not directly

connected to the first node but is associated with the at least

one keyword, and jumping to’the at least one node” (Thiesson et

al. Fig. 10, from Hgl to 0,1).

2. Applicant is inaccurate for the reasons explicitly stated

in the first Office Action. Examiner asserts that Lin et al.

(U.S. Patent 6,676,159) in combination with Thiesson et al.

(U.S. Patent 6,408,290) teaches Applicant's claimed invention of

a method performed in a system having multiple navigable nodes

interconnected in a hierarchical arrangement.

10. These reasons have been explicitly stated in the first

Office Action. Please see the next section.
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Claim Rejections - 35 USC § 103

11. The following is a quotation of 35 U.S.C. 103(a) which

forms the basis for all obviousness rejections set forth in this

Office action:

A patent may not be obtained though the invention is not identically
disclosed or described as set forth in section 102 of this title, if the
differences between the subject matter sought to be patented and the prior
art are such that the subject matter as a whole would have been obvious at
the time the invention was made to a person having ordinary skill in the
art to which the subject matter pertains. Patentability shall not be
negatived by the manner in which the invention was made.

12. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Lin et al. (U.S. Patent 6,675,159) in view of

Thiesson et al. (U.S. Patent 6,408,290).

As to Claims 1 and 7, Lin et al. discloses a method

performed in a system having multiple navigable nodes

interconnected in a hierarchical arrangement comprising:

at a first node, receiving an input from a user of the.

system (Lin et al. col. 9, lines 26-45), the input containing at

least one word identifiable with at least one keyword from among

multiple keywords, identifying at least one node, other than the

first node (Lin et al. col. 10, lines 26-40).

Lin et al. does not teach not directly connected to the

first node but is associated with the at least one keyword, and

jumping to the at least one node.
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Thiesson et al. teaches not directly connected to the first

node but is associated with the at least one keyword, and

jumping to the at least one node (Thiesson et al. Fig. 10-11).

Therefore, it would have been obvious to a person having

ordinary skill in the art at the time the invention was made to

have modified Lin et al. wherein not directly connected to the

first node but is associated with the at least one keyword, and

jumping to the at least one node.

It would have been obvious to a person having ordinary

skill in the art at the time the invention was made to have

modified Lin et al. by the teaching of Thiesson et al. because

providing the not directly connected to the first node but is

associated with the at least one keyword, and jumping to the at

least one node allows the improvement of collaborative filtering

systems as taught by Thiesson et al. (col. 7, lines 10-16).

As to Claim 2, Lin et al. as modified teaches a method

wherein the searching comprising:

providing a verbal description associated with the at least

one node to the user (providing a verbal description is well

known in the art).
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As to Claim 3, Lin et al. as modified teaches a method

wherein the searching comprising:

searching a thesaurus correlating keywords with synonyms

(Lin et al. col. 8, lines 58-67 and col. 26, lines 30-42 col. 27

lines 1-15).

As to Claim 4, Lin et al. as modified teaches a method

wherein the searching comprising:

identifying the at least one word as synonymous with the at

least one keyword (Lin et al. col. 8, lines 58-67 and col. 26,

lines 30-42 col. 27 lines 1-15).

As to Claim 5, Lin et al. as modified teaches a method

wherein the searching comprising:

determining that the at least one word is neither a keyword

nor a synonym of any keyword (Lin et al. col. 8, lines 58-67 and

col. 26, lines 30-42 col. 27 lines 1-15); and

learning a meaning for the word so that the word will be

treated as a learned synonym for at least one particular keyword

of the multiple keywords (Lin et al. col. 8, lines 58-67 and

col. 26, lines 30-42 col. 27 lines 1-15).
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As to Claim 6, Lin et al. as modified teaches a method

wherein the searching comprising:

adding the word to a thesaurus so that, when the word is

input by a subsequent user, the word will be treated as

synonymous with the at least one particular keyword (Lin et al.

col. 8, lines 58-67 and col. 26, lines 30-42 col. 27 lines 1-

LS)
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Conclusion

13. THIS ACTION IS MADE FINAL, Applicant is reminded of the

extension of time policy as set forth in 37 CFR 1.136(a).

A shortened statutory- period for reply to this final action is

set to expire THREE MONTHS from the mailing date of this action.

In the event a first reply is filed within TWO MONTHS of the

mailing date of this final action and the advisory action is not

mailed entd'l -etben the end of the THREE-MONTH shortened

statutory period, then the shortened statutory period will

expire on the date the advisory action is mailed, and any

extension fee pursuant to 37 CFR 1.136 (a) will be calculated

from the mailing date of the advisory action. In no event,

however, will the statutory period for reply-expire later than

SIX MONTHS from the mailing date of this final action.
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Points of contact

14. Any inquiry concerning this communication or earlier

communications from the examiner should be directed to Yicun Wu

whose telephone number is 571-272-4087. The examiner can

normally be reached on 8:00 am to 4:30 pm, Monday -Friday.

If attempts to reach the examiner by telephone are

unsuccessful, the examiner's supervisor, Dov Popovici can be

reached on 571-272-4083. The fax phone numbers for the

organization where this application or proceeding is assigned

are 703-872-9306.

Any inquiry of a general nature or relating to the status

of this application or proceeding should be directed to the

receptionist whose telephone number is 571-272-2100.

Yicun Wu

Patent Examiner

Technology Center 2100

November 25, 2004 LA,
SAM RIMELL
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Docket No: 4428-4001 
Applicant(s) : Prashant Parikh and Stanley Peters

Serial No. : 10/299,359 GroupArt Unit: 2175

Filed : November 19, 2002 Examiner: Wu, Yicun

For : NAVIGATIONIN A HIERARCHICAL STRUCTURED

TRANSACTION PROCESSING SYSTEM

COMMISSIONER FOR PATENTS —
P.O. Box 1450 RECEIVED
Alexandria, VA 22313-1450 SEP. 0 8 2004

. Technology Center 2100
RESPONSE TO OFFICE ACTION

Responsive to the Official Action dated June 4, 2004, Applicants respectfully request

reconsideration in view of the following remarks.

The currently pending claimsare reflected in the listing of claims which begins on page 2

of this paper. None ofthe claims have been amended.

Remarks/Arguments begin on page 4 ofthis paper.

865289 v1
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LISTING OF CLAIMS

1. (original) A method performed in a system having multiple navigable nodes

interconnected in a hierarchical arrangement comprising:

at a first node, receiving an input from a userof the system, the input containing at least

one word identifiable with at least one keyword from among multiple keywords,

identifying at least one node, other thanthefirst node, that is not directly connected to the

first node but is associated with the at least one keyword, and

jumpingto the at least one node.

2. (original) The method of claim 1 further comprising:

providing a verbal description associated with the at least one nodeto the user.

3. (original) The method of claim | further comprising:

searching a thesaurus correlating keywords with synonyms.

4. (original) The method of claim 3 wherein the searching further comprises:

identifying the at least one word as synonymouswith the at least one keyword.

5. (original) The method of claim | further comprising:

determiningthat the at least one wordis neither a keyword nor a synonym ofany

keyword; and

learning a meaningfor the wordsothat the word will be treated as a learned synonym for

at least one particular keyword of the multiple keywords.

Dn
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6. (original) The method of claim 5 further comprising:

adding the word to a thesaurus so that, when the wordis input by a subsequentuser, the

word will be treated as synonymous with the at least one particular keyword.

7. (original) A method performed in connection with an arrangement of nodes

representable as a hierarchical graph containing vertices and edges connectingat least two of the

vertices, the method comprising:

receiving an input from a user as a responseto a verbal description associated withafirst

vertex;

analyzing the input to identify a meaningful term that can be associated with at least one

keyword;

selecting a vertex in the graph structure that is not connected by an edgeto the first

vertex, based upon an association between the meaningful term and the at least one keyword and

a correlation betweenthe at least one keyword and the vertex; and

jumpingto the vertex.

Claims 8-26 (canceled).

865289 vl
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REMARKS

This respondsto the Office Action mailed June 4, 2004. Claims 1-7 are currently

pending. The specification has been objected to because ofcertain informalities. Claims 2 and 7

have also been objected to because of informalities. Claims 1-7 have been rejected as

unpatentable, under 35 U.S.C. §103(a), over Lin et al. U.S. Pat. No. 6,676,159 in view of

Thiesson et al. U.S. Patent No. 6,408,290. Reconsideration of the objections and rejections and

allowance of the claims, in view ofthe following, is respectfully requested.

Specification Objection

The specification has been objected to because of certain informalities. Specifically, the

Specification has been objected to because the instant specification allegedly does not conform to

the preferred layout for a utility application. The objection is respectfully traversed and

applicants decline to revise the application as suggested. First, the instant specification conforms

to the guidelines except to the extent that it does not include inapplicable section headings and

the section headings are in bold type. As to the inapplicable headings, there is simply no rational

reason why applicants should be required to amendthe specification to add irrelevant section

headings only to follow them with the entry — “None.” Asto the use of bold type for the section

headings, since patents are neither typeset nor published with bold fonts, the objected to type will

be dispensed with upon typesetting by the Patent Office (or contractor) for publication.

Second, the “guidelines” are permissive, not mandatory. Therefore, the specification can

not be in violation to something that merely describes what an application “should include” and

what headings “should appear”therein.

Accordingly, withdrawal of the objection is respectfully requested.

-4-
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Claim Objections

Claims 2 and 7 have been objected to because “the Examineris not clear about the

meaning of the claim{s].” As an initial matter, although the Office Action refers to claim 2, the

quoted languagefirst appears in claim 1. Accordingly, these Remarks presumethat claim 1 was

intended. If this presumptionis in error and the “objection is maintained”, detailed clarification

in the next Office Action is respectfully requested. Moreover, even assumingthat the

“objection” applied to claim 1, claims 2 through 6 are dependent(directly or ultimately) from

claim | and necessarily thereby contain the same quoted language. Accordingly, the objection to

only the independentclaim (if that is what was intended) does not make sense. Moreover, the

“objection”is further not understood since the Office Action does notreject the identified claims

as indefinite and does not provide any further information regarding whatis allegedly “not clear”

about the quoted claim language — particularly, since the Office Action has no problem alleging

that Thiessen discloses this aspect (although, in fact, it does not). Accordingly, withdrawal of the

objection to the claimsis requested.

Claim Rejections — 35 USC § 103

Claims 1-7 were rejected as being unpatentable for obviousness over Lin et al. U.S. Pat.

No. 6,676,159 (“Lin”) in view of Thiessonet al. U.S. Patent No. 6,408,290 (“Thiesson”). The

rejections are respectfully traversed for the following reasons.

First, in overview,neither the Lin nor Thiesson references render any of the claims

obvious, taken alone or in combination. Neither of those references bear a meaningful

relationship to the instant claims because neither provides for anything more than directtraversal

along a path of connected nodes.

865289 v1
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The system ofLin is a search and retrieval system which enablesa userto retrieve text

documents in responseto a natural language query. The system worksbyfirst converting each

documentinto a predicate structure (i.e. an abstract formal representation based on the parts of

speech contained in the sentences in the document — for example, a statement in the documentof

“The octopus has a heart” would be parsed into “the-determiner octopus-noun have-verb a-

determiner heart-noun” whichis further converted into “have<octopus, heart>”, a predicate

structure). When the system receives an input query, it performs the same kind of conversion on

the input query into a predicate structure. Finally,it attempts to match the predicate structure of

an input query with the predicate structure created from the documents. If there is an exact

match, the documentcontaining the match is retrieved. When an exact matchfails, the system

attempts to match the query predicate structure with synonymous documentpredicate structures.

For example, the query predicate structure may have two arguments(e.g. judge<investors,

agreement>) whereas the documentpredicate structure in question may have three arguments

(e.g. cheer<investors, agreement, lawmakers>) — in which case that predicate structure would be

treated as a synonymousstructure and receive a lower score. Lin also includes a Bayesclassifier

whichclassifies the set of documents and the query into topics (or domains) and then matches

topics. This operates on the basis of Bayes’rule in the theory of probability. Lin does not

provide for navigation through a hierarchically arranged system wherebydirect traversal through

the arrangement can occur among nodesorverticiesthat are neither directly nor indirectly

connected to each other(i.e. one need not traverse up through the hierarchy to a common

ancestor but rather can jump directly to that node — evenif there is no commonancestoror the

only commonancestoris the root).

865289 v1
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The system of Thiessonis set in the framework of Bayesian networks, a technique for

graphically representing relationships between random variables (from the theory of probability)

in directed acyclic graphs and then using networkrelationships to compute the values of these

variables based on certain input values and specifically relates to mixing of such networks. As

such, it bears no meaningful relationship to the system of Lin and the Office-Action cited figures,

FIGS. 10 and 11, depict relationships amongvariables in a simple Baysian Network (FIG. 10)

and a “hypothesis-specific Baysian Network (FIG. 11). Thiessen doesnot disclose the teaching

attributed to it by the Office Action as evidenced by the discussion of those figures at col. 17,

lines 40-64. Moreover, even if FIG. 10 and 11 are taken wholly out of context in the manner

posited by the Office Action(i.e. that the depiction is of navigable nodes as opposedto thereality

ofbeinginterrelated variables), such that every circle in the FIGS. represented a node or vertex as

claimed, as clearly stated in the discussion at col. 17, every variable is connected to every other

variable of a different type. Moreover, continuing with the incorrectassertion of the Office

Action,there is no ability to directly jump from, for example, Oc2 to Og2.

Still further, the referenced passage of Thiessen(col. 7, lines 10-16) stating that

collaborative filtering can be improved because of certain limitations is a far cry from a teaching

jumping among non-connectednodesatall, let alone providing sufficient teaching that the Lin

and Thiessen could be combined in a mannerthat would achieve the claimed invention.

In sum, neither reference alone discloses, nor in combination would achieve, the claimed

invention.

Moreover,it is respectfully submitted that the Office Action does not even make a prima

facie case of obviousnessdueto the absence of certain claim elementsas set forth below.

-7-
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Asto claim I, in view of the above, the cited art does not disclose “A method performed

in a system having multiple navigable nodes interconnectedin a hierarchical arrangement” nor

does it disclose “identifying at least one node, other thanthe first node, that is not directly

connectedto the first node but is associated with the at least one keyword”or the recited

“jumpingto the at least one node”asrecited therein. Each such element, being wholly absent

from the cited references taken alone or in combination, represents a separate, independent and

distinct basis for the patentability of claim 1.

Claims 2 through 6, being dependent from claim | (either directly or indirectly) ar

allowable for the same reasons. Moreover, in view of the elements of claim 1 that are absent

from thepriorart, to the extent claims 2 through 6 further involve, refine or interact with those

elements, claims 2 through 6 necessarily add aspects that are nonobviousoverthe cited art and

which provide independentbases for allowance.

Claim 7 is similarly allowable because the cited art does not disclose “A method

performedin connection with an arrangementof nodesrepresentableas a hierarchical graph

containing vertices and edges connecting at least two ofthe vertices” nor does it disclose either

“selecting a vertex in the graph structure that is not connected by an edge tothe first vertex,

based upon an association between the meaningful term and the at least one keyword and a

correlation between the at least one keyword and the vertex”or “jumping to the vertex.”

Accordingly, it is respectfully submitted that all of the claims are allowable and early

favorable action in that regard is respectfully requested.

865289 v1
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CONCLUSION

Based onthe foregoing, Applicants respectfully request reconsideration and withdrawal

ofthe rejections of the claimsandearly favorable allowance of this application.

AUTHORIZATION

The Commissioneris hereby authorized to charge any additional fees which may be

required for consideration of this Amendment to Deposit Account No. 13-4500, Order No.

4428-4001. A DUPLICATE OF THIS DOCUMENTIS ATTACHED.Inthe eventthat an

extensionoftime is required, or which maybe requiredin addition to that requestedin a petition

for an extensionof time, the Commissioneris further requested to grant a petition for that

extension oftime which is required to make this responsetimely and is hereby authorized to

charge any fee for such an extensionoftime or credit any overpayment for an extension of time

to the above Deposit Account.

Respectfully submitted,

MORGAN & FINNEGAN,L.L.P.

 
  Dated: September 3, 2004 By: ed -
Richard Straussman

Registration No. 39,847
Mailing address:
MORGAN & FINNEGAN,L.L.P.
Three World Financial Center

New York, New York 10281-2101
(212) 415-8700 (Telephone)
(212) 415-8701 (Facsimile)
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Application No. Applicant(s)

10/299,359 PARIKH ET AL.

Office Action Summary Examiner Art Unit

2175 |
-- The MAILING DATEofthis communication appears on the cover sheet with the correspondence address --

Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLYIS SET TO EXPIRE 3 MONTH(S) FROM

THE MAILING DATE OF THIS COMMUNICATION.Extensions oftime may be available underthe provisions of 37 CFR 1.136(a). In no event, however, may a reply betimelyfiled
after SIX (6) MONTHSfrom the mailing date of this communication.

- If the period for reply specified aboveis less than thirty (30) days, a reply within the statutory minimum ofthirty (30) days will be consideredtimely.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHSfram the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application ta become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three monthsafter the mailing date of this communication, evenif timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)X] Responsive to communication(s) filed on 08 March 2004.
2a)_] This action is FINAL. 2b)X] This action is non-final.
3)L) Sincethis application is in condition for allowance exceptfor formal matters, prosecution as to the merits is

closed in accordancewith the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

4)] Claim(s) 1-7 is/are pending in the application.

4a) Of the above claim(s) is/are withdrawn from consideration.

5)L) Claim(s) is/are allowed.
6)X] Claim(s) 1-7 is/are rejected.
7) Claim(s)__ is/are objectedto.

8)L) Claim(s)___ are subject to restriction and/or election requirement.

Application Papers

9)_] The specification is objected to by the Examiner.
10)( The drawing(s) filed on is/are: a) accepted or b)] objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

11)( Theoath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)(_J Acknowledgmentis madeofa claim for foreign priority under 35 U.S.C. § 119(a)-(d)or(f).
a)LJ Alb) Some * c)L] None of:

1.1) Certified copies of the priority documents have been received.
2.) Certified copiesof the priority documents have been received in Application No.
3.) Copies of the certified copies of the priority documents have beenreceivedin this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action for a list of the certified copies not received.

 
Attachment(s)

1) &X Notice of References Cited (PTO-892) 4) oO Interview Summary (PTO-413)
2) C Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. __
3) EX} Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) L] Notice ofinformal Patent Application (PTO-152)

Paper No(s)/Mail Date 5. 6) oO Other:
U.S. Patent and Trademark Office

PTOL-326 (Rev. 1-04) Office Action Summary Part of Paper No./Mail Date 6
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Art Unit: 2175

III. DETAILED ACTION

1. Claims 1-7 are presented for examination.

Specification

2. The Specification of the disclosure is objected to for the

following reasons:

A. Arrangement of the Specification of the disclosure is

objected to because of the following informalities:

The following guidelines illustrate the preferred layout
for the specification of a utility application. These
guidelines are suggested for the applicant’s use.

As provided in 37 CFR 1.77(b), the specification of a
utility application should include the following sections in
order. Each of the lettered items should appear in upper case,
without underlining or bold type, as a section heading. If no
text follows the section heading, the phrase “Not Applicable”
should follow the section heading:

(a) TITLE OF THE INVENTION.

(b) CROSS-REFERENCE TO RELATED APPLICATIONS.

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR
DEVELOPMENT.

(d) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A

COMPACT DISC (See 37 CFR 1.52(e) (5) and MPEP 608.05.

Computer program listings (37 CFR 1.96(c)), “Sequence
Listings” (37 CFR 1.821(c)), and tables having more
than 50 pages of text are permitted to be submitted on
compact discs.) or REFERENCE TO A “MICROFICHE
APPENDIX” (See MPEP § 608.05(a). “Microfiche

Appendices” were accepted by the Office until March 1,
2001.)

(e) BACKGROUND OF THE INVENTION.

(1) Field of the Invention.

(2) Description of Related Art including information
disclosed under 37 CFR 1.97 and 1.98.

166



Application/Control Number: 10/299,359 Page 3
Art Unit: 2175

(£) BRIEF SUMMARY OF THE INVENTION.

(g) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE
DRAWING (S).

(h) DETAILED DESCRIPTION OF THE INVENTION.
(i) CLAIM OR CLAIMS (commencing on a separate sheet).
(j) ABSTRACT OF THE DISCLOSURE (commencing on a separate

sheet).

(k) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1.821-
1.825. A “Sequence Listing” is required on paper if
the application discloses a nucleotide or amino acid
sequence as defined in 37 CFR 1.821(a) and if the
required “Sequence Listing” is not submitted as an
electronic document on compact disc).

Appropriate correction is required.

Claim Objections

3. Claim 2 is objected to because of the following

informalities: the Examiner is not clear about the meaning of

the claim. “...jumping to the at least one node .”

Claim 7 is objected to because of the following

informalities: the Examiner is not clear about the meaning of

the claim. %“... jumping to the vertex.”

Appropriate correction is required.

Claim Rejections - 35 USC § 103
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4, The following is a quotation of 35 U.S.C. 103(a) which

forms the basis for all obviousness rejections set forth in this

Office action:

A patent may not be obtained though the invention is not identically
disclosed or described as set forth in section 102 of this title, if the

differences between the subject matter sought to be patented and the prior
art are such that the subject matter as a whole would have been obvious at
the time the invention was made to a person having ordinary skill in the
art to which the subject matter pertains. Patentability shall not be
negatived by the manner in which the invention was made.

Sa Claims 1-7 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Lin et al. (U.S. Patent 6,676,159) in view of

Thiesson et al. (U.S. Patent 6,408,290).

As to Claims 1 and 7, Lin et al. discloses a method

performed in a system having multiple navigable nodes

interconnected in a hierarchical arrangement comprising:

at a first node, receiving an input from a user of the

system (Lin et al. col. 9, lines 26-45), the input containing at

least one word identifiable with at least one keyword from among

multiple keywords, identifying at least one node, other than the

first node (Lin et al. col. 10, lines 26-40).

Lin et al. does not teach not directly connected to the

first node but is associated with the at least one keyword, and

jumping to the at least one node.

168



Application/Control Number: 10/299,359 Page 5
Art Unit: 2175

Thiesson et al. teaches not directly connected to the first

node but is associated with the at least one keyword, and

jumping to the at least one node (Thiesson et al. Fig. 10-11).

Therefore, it would have been obvious to a person having

ordinary skill in the art at the time the invention was made to

have modified Lin et al. wherein not directly connected to the

first node but is associated with the at least one keyword, and

jumping to the at least one node.

It would have been obvious to a person having ordinary

skill in the art at the time the invention was made to have

modified Lin et al. by the teaching of Thiesson et al. because

providing the not directly connected to the first node but is

associated with the at least one keyword, and jumping to the at

least one node allows the improvement of collaborative filtering

systems as taught by Thiesson et al. (col. 7, lines 10-16).

As to Claim 2, Lin et al. as modified teaches a method

wherein the searching comprising:

providing a verbal description associated with the at least

one node to the user (providing a verbal description is well

known in the art).
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As to Claim 3, Lin et al. as modified teaches a method

wherein the searching comprising:

searching a thesaurus correlating keywords with synonyms

(Lin et al. col. 8, lines 58-67 and col. 26, lines 30-42 col. 27

lines 1-15).

As to Claim 4, Lin et al. as modified teaches a method

wherein the searching comprising:

identifying the at least one word as synonymous with the at

least one keyword (Lin et al. col. 8, lines 58-67 and col. 26,

lines 30-42 col. 27 lines 1-15).

As to Claim 5, Lin et al. as modified teaches a method

wherein the searching comprising:

determining that the at least one word is neither a keyword

nor a synonym of any keyword (Lin et al. col. 8, lines 58-67 and

col. 26, lines 30-42 col. 27 lines 1-15); and

learning a meaning for the word so that the word will be

treated as a learned synonym for at least one particular keyword

of the multiple keywords (Lin et al. col. 8, lines 58-67 and

col. 26, lines 30-42 col. 27 lines 1-15).
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As to Claim 6, Lin et al. as modified teaches a method

wherein the searching comprising:

adding the word to a thesaurus so that, when the word is

input by a subsequent user, the word will be treated as

synonymous with the at least one particular keyword (Lin et al.

col. 8, lines 58-67 and col. 26, lines 30-42 col. 27 lines 1-

4s).

Prior Art Made of Record

8. The prior art made of record and not relied upon is

considered pertinent to applicant's disclosure.

Wical (U.S. Patent No. 6,038,560);

Mahesh (U.S. Patent No. 6,654,731);

Roux (U.S. Patent No. 6,678,677).
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Conclusion

9. Any inquiry concerning this communication or earlier

communications from the examiner should be directed to Yicun Wu

whose telephone number is 703-305-4889. The examiner can

normally be reached on 8:00 am to 4:30 pm, Monday -Friday.

If attempts to reach the examiner by telephone are unsuccessful,

the examiner's supervisor, Dov Popovici can be reached on 703-

305-3830. The fax phone numbers for the organization where this

application or proceeding is assigned are 703-872-9306 for

regular communications and 703-746-7240 for After Final

communications.

Any inquiry of a general nature or relating to the status

of this application or proceeding should be directed to the

receptionist whose telephone number is 703-305-3900.

Yicun Wu

Patent Examiner

Technolo Center 2100 ‘

DIAN Th wal
May 26, 2004 vant 1 GENE
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Alexandria, VA 22313-1450

Sir:

This Information Disclosure Statement is filed in accordance with 37 C.F.R. §§1.56, 1.97 and
1.98. The items listed on Form PTO-1449, a copy of whichis enclosed, are made of recordto assist the
Patent and Trademark Office in its examination of this application. The Examiner is respectfully
requestedto fully consider the items and to independently ascertain their teaching.

° 1. [J For each ofthe following items listed on the enclosed copy of Form PTO-1449 that is not in
the English language, an English languagetranslation of that item or a portion thereof or a
concise explanation of the relevance of that item is enclosed:
 

2. [] Foreach of the following items listed on the enclosed copy of Form PTO-1449 thatis not in
the English language, a concise explanation of the relevanceof that item is incorporated in the
specification of the above-identified application.

3. ([]_ Any copy ofthe items listed on the enclosed copy of Form PTO-1449 that is not enclosed
with this Information Disclosure Statement waspreviously cited by or submitted to the Patent
and Trademark Office in application Serial No. , filed .

4. [] Nofee is due under 37 C.F.R. §1.17(p) for this Information Disclosure Statementsinceit
is being filed in compliance with:

[] 37CFR.§1.97(b)(1), within three monthsofthe filing date of a national application
other than a CPA; or

[] 37C.FR. §1.97(b)(2), within three monthsofthe date of entry into the national stage as
set forth in §1.491 in an international application; or
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(X] 37 C.F.R. §1.97(b)(3), before the mailing date ofa first Office action on the merits;
or

(_] 37C.F.R. §1.97(b)(4), before the mailing date ofa first office action afterthe filing of an
RCEunder §1.114.

No fee is due under 37 C.F.R. §1.17(p) for this Information Disclosure Statement sinceit is
being filed in compliance with 37 C.F.R. §1.97(c), after the period specified in paragraph 4
above but before the mailing date of a final action or a Notice of Allowance (where there has
been nopriorfinal action), and is accompanied by oneofthe certifications pursuant to 37
C.F.R. §1.97(e) set forth in paragraph 9 below.

A fee is due under 37 C.F.R. §1.17(p) for this Information Disclosure Statement sinceit is
being filed in compliance with 37 C.F.R. §1.97(c), after the period specified in paragraph 4
above but before the mailing date of a final action or a notice of allowance (where there has
been nopriorfinal action):

{-] Acheckin the amount of $180.00 is enclosed in paymentofthefee.

{-] Charge the fee to Deposit Account No. 13-4500, Order No. . ADUPLICATE
COPY OF THIS SHEET IS ATTACHED.

A fee is due under 37 C.F.R. §1.17(p) for this Information Disclosure Statement since it is
being filed in compliance with 37 C.F.R. §1.97(d), after the mailing date of a final action or a
notice of allowance, whichever comesfirst, but before payment of the issue fee, and is

 

‘accompanied by:

a. oneofthe certifications pursuant to 37 C.F.R. §1.97(e) set forth in paragraph 9 below;
and

b._the fee due under 37 C.F.R. §1.17(p) whichis paid as set forth in paragraph 11 below.

This Information Disclosure Statementis being filed in compliance with:

a. CL] 37 C.F.R. §1.313(b)(3) or §1.313(c)(1), after the issue fee has been paid an
information cited in this Information Disclosure Statement may render at least one
claim unpatentable and is accompanied by the attached Petition To Withdraw
Application From Issue and fee pursuant to 37 C.F.R. §1.17(h);

b.L] 37 C.F.R. §1.313(c)(2) or §1.313(c)(3), after the issue fee has been paid and
information cited in this Information Disclosure Statement is to be considered in a

Request for Continued Examination (RCE) or a Continuation application upon
abandonmentof the instant application and is accompanied by the attached Petition
To Withdraw Application From Issue and fee pursuant to 37 C.F.R. §1.17(h).

cL] The fee due under 37 C.F.R. §§1.17(h) is paid as set forth in paragraph 11
below. .
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I hereby certify that each item of information contained in this Information Disclosure
Statement was first cited in a communication from a foreign patent office in a
counterpart foreign application not more than three months prior to the filing of this
Second Information Disclosure Statement.

I hereby certify that no item of information in the Information Disclosure Statement filed
herewith was cited in a communication from a foreign patent office in a counterpart foreign
application or, to my knowledge after making reasonable inquiry, was known to any
individual designated in §1.56(c) more than three months prior to the filing of this
Information Disclosure Statement.

This document is accompanied by (X] a Search Report (_] Communication which was
cited in a corresponding [X] PCT or C) Foreign counterpart application

‘A check in the amount of $ is enclosed in payment of the fees due under 37 C.F.R.
§§1.17(h) and 1.17(p).

Charge the fees due under 37 C.F.R. §§1.17(h) and 1.17(p) to Deposit Account No. 13-4500
Order No. . A DUPLICATE COPY OF THIS SHEET IS ATTACHED.

 

The Commissioner is hereby authorized to charge any additional fees which may be
required for this Second Information Disclosure Statement, or credit any overpayment
to Deposit Account No. 13-4500, Order No. 4428-4001. A DUPLICATE COPY OF
THIS SHEET IS ATTACHED.

Respectfully submitted,

 
Richard Straussman

Registration No. 39,847

Correspondence Address:

MORGAN & FINNEGAN,L.L.P.
345 Park Avenue

New York, NY 10154-0053

(212) 758-4800 Telephone
(212) 751-6849 Facsimile
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant(s) : Prashant Parikh and Stanley Peters

Serial No. : 10/299,359 Group Art Unit: 2175

Filed : November19, 2002 Examiner : Wu, Yicun

For : NAVIGATIONIN A HIERARCHICAL STRUCTURED
TRANSACTION PROCESSING SYSTEM

RECEIVED

Commissioner for Patents MAR 1 2 2004
P.O. Box 1450 AAlexandria, VA 22313-1450 Technology Center 2100

EXPRESS MAIL CERTIFICATE

Express Mail Label No.: EJ606931575US

Date of Deposit: March 8 , 2004

Iherebycertify that the following attached paper(s) and/orfee

E. Response To Restriction Requirement (4 pages); and
2 Return postcard.

is being deposited with the United States Postal Service "Express Mail Post Office to Addressee"
service under 37 C.F.R. §1.10 on the date indicated above and is addressed to Commissioner for
Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

  

 
ALBERTISLES

VEC.
erftire of person mailing paper(s) and/or fee)  

Correspondence Address:

MORGAN & FINNEGAN,L.L.P.
345 Park Avenue

New York, NY 10154-0053

(212) 758-4800 Telephone
(212) 751-6849 Facsimile
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant(s) : . Prashant Parikh and Stanley Peters

Serial No. : 10/299,359 Group Art Unit: 2175

Filed : November 19, 2002 Examiner >: Wu, Yicun

For : NAVIGATIONIN A HIERARCHICAL STRUCTURED

TRANSACTION PROCESSING SYSTEM AEC FIVED
COMMISSIONER FOR PATENTS MAR 1 2 2004
P.O. Box 1450

Alexandria, VA 22313-1450 Technology Center 2100

AMENDMENT AND RESPONSE TO RESTRICTION REQUIREMENT

This respondsto the Restriction Requirement mailed on February 24, 2004.

Amendmentsto the Claimsare reflected in thelisting of claims which begins on page 2

of this paper.

Remarksbegin on page 4 ofthis paper.
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LISTING OF CLAIMS
 

1. (original) A method performedin a system having multiple navigable nodes

interconnected in a hierarchical arrangement comprising:

at a first node, receiving an input from a userof the system, the input containingat least

one wordidentifiable with at least one keyword from among multiple keywords,

identifying at least one node, other thanthe first node,that is not directly connected to the

first node but is associated with the at least one keyword, and

jumpingto the at least one node.

2. (original) The method of claim 1 further comprising:

providing a verbal description associated with the at least one node to the user.

® 3. (original) The method of claim 1 further comprising:
searching a thesaurus correlating keywords with synonyms.

4. (original) The method of claim 3 wherein the searching further comprises:

identifying the at least one word as synonymouswith the at least one keyword.

5. (original) The method of claim 1 further comprising: ©

determiningthatthe at least one word is neither a keyword nor a synonym ofany

keyword; and

learning a meaning for the word so that the word will be treated as a learned synonym for

at least one particular keyword of the multiple keywords.

~Fe
826132 vl
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6. (original) The method of claim 5 further comprising:

adding the wordto a thesaurusso that, when the wordis input by a subsequentuser, the

word will be treated as synonymouswith the at least one particular keyword.

7. (original) A method performed in connection with an arrangement of nodes

representable as a hierarchical graph containing vertices and edges connectingat least two of the

vertices, the method comprising:

receiving an input from a useras a responseto a verbal description associated withafirst

vertex;

analyzing the input to identify a meaningful term that can be associated with at least one

keyword;

selecting a vertex in the graph structure that is not connected by an edgeto thefirst

vertex, based upon an association between the meaningful term and theat least one keyword and

a correlation between the at least one keyword and the vertex; and

jumpingto the vertex.

Claims 8-26 (canceled).

eee
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REMARKS

In responseto the 3-way Restriction Requirement mailed February 24, 2004,applicants

respectfully provisionally elect the invention of Group I without traverse and without prejudice to

continue prosecution of GroupsII andIII inventionsin divisional applications

AUTHORIZATION

Noextension oftime is believed to be necessary for consideration ofthis

Response. The Commissioneris authorized to charge any additional fees which may be required

by this paper, or credit any overpayment to Deposit Account No. 13-4500, Order No. 4428-4001.

A DUPLICATE COPY OF THIS PAPER IS ENCLOSED.

Respectfully submitted,

MORGAN & FINNEGAN,L.L.P.

he
Richard Straussman

Registration No. 39,847

  Dated: March 8, 2004 By:  
Mailing address:
MORGAN & FINNEGAN,L.L.P.
345 Park Avenue

New York, New York 10154
(212) 758-4800 (Telephone)
(212) 751-6849 (Facsimile)
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Application No. )|Applicant(s)

~ 10/299,359 PARIKH ET AL.

Office Action Summary Examiner Art Unit

awlee
-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--

Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLYIS SET TO EXPIRE 7 MONTH(S) FROM

THE MAILING DATE OF THIS COMMUNICATION.Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply betimely filed
after SIX (6) MONTHSfrom the mailing date of this communication.
If the period for reply specified aboveis less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely.
if NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHSfrom the mailing date of this communication.

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C.§ 133).
Any reply received by the Office later than three monthsafter the mailing date of this communication, eveniftimelyfiled, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)X] Responsive to communication(s)filed on 14 January 2004.
2a)L] This action is FINAL. 2b)[X] This action is non-final.
3)D Sincethis application is in condition for allowance exceptfor formal matters, prosecution as to the merits is

closed in accordancewith the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

4)B4 Claim(s) 1-26 is/are pending in the application.
4a) Of the above claim(s) is/are withdrawn from consideration.

5)LJ Claim(s)___is/are allowed.
6)L] Claim(s)__is/are rejected.
7)0 Claims) is/are objected to.
8)X] Claim(s) 1-26 are subject to restriction and/or election requirement

, PIANE . pany ——Application Papers ee LOGY CENEcaMnen
ENTER 2109

9)D Thespecification is objected to by the Examiner.
40)_] The drawing(s)filed on is/are: a)(_] accepted or b)[_] objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is requiredif the drawing(s) is objected to. See 37 CFR 1.121(d).

41)D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12) Acknowledgmentis madeof a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(f).
a)LJAll b)L) Some*c)L] Noneof:

1.1] Certified copies of the priority documents have been received.

2.1 Certified copiesof the priority documents have been received in Application No.
3. Copiesof the certified copies of the priority documents have been receivedin this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action for a list of the certified copies not received.

 
Attachment(s) ;

1) ) Notice of References Cited (PTO-892) 4) (J Interview Summary (PTO-413)
2) [_] Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. __
3) _] Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) L] Notice ofInformalPatentApplication (PTO-152)

Paper No(s)/Mail Date ; 6) C Other;
U.S. Patent and Trademark Office

PTOL-326 (Rev. 1-04) Office Action Summary Part of Paper No./Mail Date 3
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Art Unit: 2175

III. DETAILED ACTION

1. Claims 1-26 are presented for examination.

Election/Restriction

2. Restriction to one of the following inventions is required

under 35 U.S.C. 121:

I. Claims 1-7 drawn to A method performed in a system

having multiple navigable nodes interconnected ina

hierarchical arrangement, classified.in class 707,

subclass 3.

II. Claims 8-20 drawn to A method performed in connection

with an arrangement of nodes representable as a graph,

Classified in class 707, subclass 101.

III. Claims 21-26 drawn to A method performed by a program

executed by a processor to navigate among an arranged

group of nodes, each of the nodes having an associated

verbal description, classified in class 707, subclass 2.

3. The inventions are distinct, each from the other because of

the following reasons:

Inventions I and II are related as subcombinations

disclosed as usable together in a single combination. The

subcombinations are distinct from each other if they are shown

to be separately usable. In the instant case, invention I has
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separate utility such as not directly connected to the first

node but is associated with without requiring inverted index of

invention II. See MPEP § 806.05 (d).

Inventions I and III are related as subcombinations

disclosed as usable together in a single combination. The

subcombinations are distinct from each other if they are shown

to be separately usable. In the instant case, invention I has

separate utility such as not directly connected to the first

node but is associated with without requiring eliminating stop

words and duplicates from the verbal descriptions to create a

list of keywords of invention III. See MPEP § 806.05 (d).

Inventions II and III are related as subcombinations

disclosed as usable together in a single combination. The
subcombinations are distinct from each other if they are shown

to be separately usable. In the instant case, invention II has

separate utility such as inverted index without requiring

eliminating stop words and duplicates from the verbal

descriptions to create a list of keywords of invention III. See

MPEP § 806.05 (a).
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Because these inventions are distinct for the reasons given

above and have acquired a separate status in the art as shown by

their different classification, restriction for examination

purposes as indicated is proper.

Examiner attempted to contact Attorney Richard Straussman

February 18, 2004 to request an oral election to the above

restriction requirements, but did not result in an election

heingmade because Attorney Straussman was unavailable.

Applicant is advised that the reply to this requirement to

be complete must include an election of the invention to be

examined even though the requirement be traversed (37 CFR

1.143).

Applicant is reminded that upon the cancellation of claims

to a non-elected invention, the inventorship must be amended in

compliance with 37 CFR 1.48(b) if one or more of the currently

named inventors is no longer an inventor of at least one claim

remaining in the application. Any amendment of inventorship must

be accompanied by a petition under 37 CFR 1.48(b) and by the fee

required under 37 CFR 1.17(i).
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Conclusion

4. Any inquiry concerning this communication or earlier

communications from the examiner should be directed to Yicun Wu

whose telephone number is 703-305-4889. The examiner can

neemeLiy be reached on 8:00 am to 4:30 pm, Monday -Friday.
If attempts to reach the examiner by telephone are unsuccessful,

the examiner's supervisor, Dov Popovici can be reached on 703-

305-3830. The fax phone numbers for the organization where this

application or proceeding is assigned are 703-872-9306 for

regular communications and 703-746-7240 for After Final —

communications.

Any inquiry of a general nature or relating to the status

of this application or Siteseatng should be directed to the
receptionist whose telephone number is 703-305-3900.

Yicun Wu VAR
; gat SS

Patent Examiner WP: ene
Technology Center 2100

February 18, 2004
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Group Art Unit: 2186

 
Serial No.: 10/299,359

Examiner: To Be Assigned
Filed: November19, 2002

For: NAVIGATION IN A HEIRARCHICAL STRUCTURED TRANSACTION

PROCESSING SYSTEM RECEIVED
EXPRESS MAIL CERTIFICATE

JAN 2 1 2004

Express Mail Label No.; EV245494173US Technology Center 2100
Date of Deposit: January 14, 2004

I hereby certify that the following attached paper(s) and/or fee

1. Preliminary Amendment(9 pages);
2. Amendment Fee Transmittal (2 pages); and
3. Return receipt postcard.

is being deposited with the United States Postal Service "Express Mail Post Office to
Addressee" service under 37 C.F.R. §1.10 on the date indicated above and is addressed to the
Mail Stop Non-Fee Amendment, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450,

  (Signature of person mailing papers} and/or fee)

Correspondence Address:

MORGAN & FINNEGAN,L.L.P.
345 Park Avenue

New York, NY 10154-0053
(212) 758-4800 Telephone
(212) 751-6849 Facsimile
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Docket No. 4428-4001 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant(s): Prashant PARIKH, Stanley PETERS
Group Art Unit: 2186

Serial No.: 10/299,359
Examiner:

Filed: November 19, 2002

For: NAVIGATIONIN A HEIRARCHICAL STRUCTURED TRANSACTION

PROCESSING SYSTEM

AMENDMENTFEE TRANSMITTAL RECEIVED
Mail Stop Non-Fee Amendment JAN 2 1 2004
Commissioner for Patents 0P.O, Box 1450 Technology Center 219
Alexandria, VA 22313-1450

Sir:

Transmitted herewith is an Amendmentfor the above-identified application.

><] No additional fee is required.

[|] The additional fee has been calculated as shown below:

CLAIMS AS AMENDED
 

Claims Highest No.
Remaining Covered by Additional

After Previous Fee

Amendment Payments

roalchinst|6-|26|o__|sisous909
Independent
Claims 6- $86.00/ $43.00

(If claims added by amendmentinclude Multiple Dependent
Multiple Claim(s) and there was no Multiple Dependent Claim(s) in
Dependent application before amendment add $290.00 to additional fee
Claims ($145.00 for small entity).
 

*Includesall independent and single dependentclaimsandall claimsreferred to in multiple
dependent claims. See 37 C.F.R. §1.75(c).
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Small entity status is or has been claimed.
Reduced Fees Under 37 C.F.R. §1.9(f) paid herewith $

Pages SequenceListing

Computerdisk(s) containing substitute SequenceListing

Statement under 37 C.F.R. §1.825(b) that the computer and paper copies ofthe substitute
SequenceListing are the same.

A check in the amountof $ to coverthe filing fee is attached.

Charge fee to Deposit Account No. 13-4500, Order No. . A DUPLICATE COPY
OF THIS SHEET IS ATTACHED.

 

The Commissioneris hereby authorized to charge any additional fees which may be
required for filing this amendment, includingall fees pursuant to 37 CFR §1.17 forits
timely consideration, or credit any overpayment to Deposit Account No. 13-4500, Order
No. 4428-4001. A DUPLICATE COPY OF THIS SHEET IS ATTACHED.

Respectfully submitted,
MORGAN & FINNEGAN,L.L.P.

Dated: January 14, 2004 By:
Richard Straussman

Registration No. 39.847

CorrespondenceAddress:
MORGAN & FINNEGAN,L.L.P.
345 Park Avenue

New York, NY 10154-0053
(212) 758-4800 Telephone
(212) 751-6849 Facsimile

<2
815880 v1

192



ee. A (i)
Docket No. 4428-4001 } h

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant(s): Prashant PARIKH,Stanley PETERS
Group Art Unit: 2186 2175"

Serial No.: 10/299,359

Examiner: \pOCan we
Filed: November 19, 2002

For: Navigation in a Heirarchical Structured Transaction Processing System

PRELIMINARY AMENDMENT
RECEIVED

Mail Stop Non-Fee Amendment , JAN 2 1 2004
P.O.Box1450 oresens Technology Center 2190
Alexandria, VA 22313-1450

Sir:

Prior to examining this application on the merits please enter this Preliminary

Amendment.

XS Amendments to the Claimsare reflectedin the listing of claims which begins on page 2
of this paper.

Remarks/Arguments begin on page 9 of this paper.
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Thislisting of claims will replace all prior versions, and listings, of claims in the

application:

Listing of Claims:  ——er  

AUB 617 1. (Original) A method performedin a system having multiple navigable nodes

 
providing a verbai description associated with the at least one nodeto the user.

(Original) The method\pf claim 1 further comprising:

\\\ searching a thesaurus co elati ng keywords with synonyms.
4, (Original) The method of claity 3 wherein the searching further comprises:

identifying the at least one word\as synonymouswiththe at least one keyword.

5. (Original) The methodofclaim 1 further comprising:

determiningthat the at least one word ik neither a keyword nor a synonym of any

keyword; and

815825 vl

194



Serial No. 10/299,359 eo . . «he e Docket No. 4428-4001 

 

 
 

 

 

  
 

 
 

learning a meaning for the word sothat the wordwill be treated as a learned synonym for

at le¥st one particular keyword of the multiple keywords.

(Ogiginal) The method ofclaim 5 further comprising:

adding the word to a thesaurus so that, when the wordis input by a subsequent user, the

word will be treated as synonymouswith the at least one particular keyword.

7. (Original) A Method performed in connection with an arrangementof nodes

representable as a hierah chical graph containing vertices and edges connectingat least two of the

vertices, the method compising:

receiving an input froky a user as a responseto a verbal description associated withafirst
vertex; }

analyzing the inputto ident a meaningful term that can be associated with at least one
keyword;

selecting a vertex in the graph strycture that is not connected by an edgetothefirst

vertex, based upon anassociation between the meaningful term andtheat least one keyword and

a correlation betweenthe at least one keyword\andthe vertex; and

jumpingto the vertex.

urrently Amended) A method performed in connection with an arrangement of nodes 

 
 
 
 

representabl\asa hierarehical-graph comprising:

correlating keywords with nodesin which the keywords appear to create an inverted

rds each appearonly once andall nodes containing each ofthe keywordsindex so that the key

are indexed to those keywords;

815825 vi
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maintaining a thesaurus of synonymsforat least some of the keywords;
  

rekeiving an input from a user containing a meaningful word;

ing the inverted index to determine whether the meaningful word is a keyword and,

if the meaningful word is a keyword, jumpingto a node identified in the inverted index as

correlated to that\keyword, otherwise,

searching t ee to determine if the meaningful word is a synonym forat least one
particular keywordard,ifthe meaningful word is the synonym, using the synonymto identify

 
 
 
 

 

  
 
 
 

 

the at least one particular keyword, and

jumping to at least gne node correlatedto the at least one particular keyword.

m 8 further comprising:9. (Original) The method of

ing at least two files and determining synonymy among
 

 

creating the thesaurus by gh n

application meaningful words sonkSeprin based upon a frequency of co-occurrence among

10. (Currently Amended) A system comprixing:

a hierarchicallyarrangedseries of nodes;

an inverted index correlating keywords with the nodes;

a thesauruscorrelating at least some keywords With synonymsfor those keywords;

a processor executable learning procedure configuled to, upon receiptof a term thatis

identified as neither a synonym nor a keyword based upon a ¥earchofboth the inverted index

and the thesaurus,

815825 v1
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(a) identify the term asat last one particular synonym forat least one particular

keywond and

(b) correlate the term with the at least one particular keyword,

so that when\g subsequentuser provides the term the system will operate as if the term was

synonymous wNh theatleast one particular keyword.

11. (Original) Th& system of claim 10 further comprising:

a set of verbal d&scriptions for at least some of the nodes.

12. (Original) The system\of claim 10 wherein atleast one of the nodesis a service node.

13. (Currently Amended) The wsclaim 10 further comprising an interactive voiceresponse system and wherein the 4 No chi
voice response system.

 d-series of nodesis part of the interactive

14. (Currently Amended) The system of Naim 10 wherein the hierarchiealy-arranged-series

of nodesispart of a file system browser application.

15.|(Currently Amended) The system of claim 10\wherein the hierarchicallyarranged-series

of nodesis part of a navigation system fortelevision listings.

16.|(Currently Amended) The system of claim 10 whereir\the hierarchically-arranged-series

of nodesis part of one of a documentnavigation or a document fttrieval system.
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17. Currently Amended) The system of claim 10 wherein the hierarehicalty-arranged-series

of nodests part of a geographic information system.

 

 

 
 
 

 

18. (Currently Amended)A transaction processing system, having a-hierarehical an

arrangement of n&desand configured to interact with a user so that the user can navigate among

Hy, the system comprising:

meaningful word by the invért¢d\index and jumpto that at least one node withoutfirst traversing

any other node.

19, (Original) The system ofclaim 18 further comprising:

a thesaurus correlating at least som& of the keywords with synonymsfor the at least some

keywords.

20. (Original) The system of claim 18 further dgmprising:

at least one stored learned word correlated to \ keyword.
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21 (Currently Amended) A method performed by a program executed by a processorto

navigate among a-hierarchieally anarranged group of nodes, each of the nodes having an

idted verbal description, the method comprising:

eliminating stop words and duplicates from the verbal descriptionsto createalist of

Reywontsk

creatingalist of thesaurus words;

creating a first matrix comprising a correlation of at least some thesaurus words with at

least some key 7‘ords;

creating a Second matrix by calculating cosine values from a co-occurrence analysis of

determining

keywords; and  

  
 
 
 
 
 

\
creating a thesaxfu§ configured as an inverted index based upon the synonomy.

22. (Original) The method 4f claim 21 further comprising:

tracking frequency of use pf the nodes.

23. (Original) The method ofclair 22 further comprising:

ranking the nodes basedupon a sult ofthe tracking.

24. (Original) The method ofclaim 21 ther comprising:

pruning a node from the group of node4 based upon a frequencyofusage criterion.
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25.  (Orkginal) The method of claim 21 further comprising:

addinX a synonymentry into the thesaurus based upon a result of an unknown word

analysis.

26. (Original) Thk method ofclaim 21 wherein the thesaurus further comprisesat least some

learned entries, the method further comprising:

deleting a learned datry based uponsatisfaction of a frequencyof use criterion.
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REMARKS

The foregoing amendments are made to moreclearly define that which the inventors

considerto be the invention as opposed to a specific implementation thereof and are fully

supported by the specification.

AUTHORIZATION

The Commissioneris hereby authorized to charge any additional fees which may be

required for consideration of this Amendment to Deposit Account No. 13-4500, Order No.

4428-4001. A DUPLICATE OF THIS DOCUMENTIS ATTACHED.

In the event that an extension of time is required, or which may be requiredin addition to

that requested in a petition for an extension oftime, the Commissioneris requested to grant a

petition for that extension of time which is required to make this responsetimely and is hereby

authorized to charge anyfee for such an extensionof time or credit any overpaymentfor an

extension of time to Deposit Account No. 13-4500, Order No. 4428-4001. A DUPLICATE OF:

THIS DOCUMENT IS ATTACHED.

Respectfully submitted,
MORGAN& FINNEGAN,L.L.P.

Dated: January 14,2004 By:Za
Richard Straussman

Registration No. 39.487
(212) 758-4800 Telephone
(212) 751-6849 Facsimile

Correspondence Address:
MORGAN & FINNEGAN,L.L.P.
345 Park Avenue

New York, NY 10154-0053
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE mor ==>
32S eee

UTILITY APPLICATION AND FEE TRANSMITTAL §(1.53(b)) 134
aa ——

Commissionerfor Patents

Box Patent Application
Washington, D.C. 20231

Sir:

Transmitted herewith for filing is the patent application of

Inventor(s) names and addresses:

(1) Prashant Parikh, 254 East 68th Street, Apartment 21D, New York, New York 10021
Stanley Peters, 128 Hillside Avenue, Menlo Park, California 94025

[_] Additional inventors are listed on a separate sheet

For: NAVIGATION IN A HIERARCHICAL

STRUCTURED TRANSACTION PROCESSING SYSTEM 

Enclosed Are:

147_—spage(s) of specification
page(s) of Abstract
page(s) of claims (numbered 1-26)
sheets of Formal Drawings, (FIGS. 16, 7A, 7B and 8-14)
page(s) of Declaration and Powerof Attorney

{_] Unsigned
><] Newly Executed
{_] Copy from prior application
[_] Deletion of inventors including Signed Statement under 37 C.F.R. §1.63(d)(2)

PiERr

(_] REQUEST AND CERTIFICATION UNDER35 U.S.C. §122(b)(2)(B)(i) (form
PTO/SB/35)
Asindicated on the attached Request and Certification, Applicant(s) certify that the invention
disclosed in the attached applicationHAS NOTand WILL NOTbethe subject of an
applicationfiled in another country, or under a multilateral agreement, that requires
publication at eighteen monthsafter filing. Applicant(s) therefore request(s) that the attached
application NOTbe published under 35 U.S.C. §122(b).
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Incorporation by Reference:

{_] Theentire disclosure of the prior application, from which a copy of the combined
Declaration and Power of Attorney is supplied herein, is considered as being part
of the disclosure of the accompanying application and is incorporated herein by
reference.

Deletion of Inventors (37 C.F.R. §1.63(d) and §1.33(b)

Signed statement attached deleting inventor(s) namedin the prior application serial
no.filed.

Microfiche Computer Program (Appendix)

{_] page(s) of SequenceListing
[_] computer readable disk containing Sequence Listing
{_] Statement under 37 C.F.R. §1.821(f) that computer and papercopiesof the

Sequence Listing are the same

Assignment Papers (assignment cover sheet and assignment documents)

[><] A check in the amountof $40.00 for recording the Assignment
[_] Charge the Assignment Recordation Fee to Deposit Account No. 13-4500,

Order No, :

[_] AssignmentPapersfiled in the parent provisional application
Serial No.

Executed Associate Power of Attorney

Certification of chain of title pursuant to 37 C.F.R. §3.73(b)

Priority is claimed under 35 U.S.C. §119 for:
Application No(s). filed sg in___ (country).

{_] Certified Copy of Priority Document(s) [___]
[_] filed herewith
{_] filed in application Serial No. filed.

 

{_] English translation document(s)[ ]
[] filed herewith
{_] filed in application Serial No. , filed ‘

Priority is claimed under 35 U.S.C. §119(e) for , filed

Information Disclosure Statement

[_] Copy of [ | cited references
(] PTO Form-1449
{_] References cited in parent application Serial No. , filed ;

2.
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Related Case Statement under 37 C.F.R. §1.98(a)(2)(iii)
 

[_] A copyof related pending U.S. Application(s) Serial No(s): , filed _>
respectively, is attached hereto.

[_] Acopyofrelated pending U.S. Application(s) entitled, , filed to
inventor(s) , respectively, is attached hereto.

[_] Acopy of eachrelated application(s) was submitted in parent application serial
no. , filed :

Preliminary Amendment

Return receipt postcard (MPEP 503)

This is a [_] continuation (_] divisional [_] continuation-in-part of prior application
serial no. , filed , to whichpriority under 35 U.S.C. §120 is claimed.

[_] Cancelin this application original claims of the parent application before
calculating the filing fee. (At least one original independent claim must be
retained for filing purposes.)

{_] A Preliminary Amendmentis enclosed. (Claims added by this Amendment have
been properly numbered consecutively beginning with the numberfollowing the
highest numbered original claim in the prior application).

The status of the parent applicationis as follows:

[_] A Petition for Extension of Time and a Fee therefor has been or is being filed in
the parent application to extend the term for action in the parent application until

{_] Acopy ofthe Petition for Extension of Time in the co-pending parent application
is attached.

{_] NoPetition for Extension of Timeand Feetherefor are necessary in the co-
pending parent application.

Please abandon the parent application at a time while the parent application is pending
or at a time whenthe petition for extension of timein that application is granted and
while this application is pending has been granted a filing date, so as to make this
application co-pending.

Transfer the drawing(s) from the parent application to this application

Amend the specification by inserting before the first line the sentence:
This is [_] continuation [_] divisional [_] continuation-in-part of co-pending
application Serial No. , filed ;
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I. CALCULATION OF APPLICATION FEE

Basic Fee

NumberFiled Number Extra $740.00/370.00

s 3x
Independent ;
Claims 6-3 = $84.00/ $42.00 $ 126.00

[_] Multiple Dependent Claims If marked, add fee of $270.00 ($135.00) $0 

TOTAL: $550.00

 
x! Small entity status is or has been claimed. Reduced fees under 37 C.F.R. §1.9 (f)

paid herewith $550.00.

XJ A checkin the amount of $550.00 in payment of the application filing fees is
attached.

C Charge fee to Deposit Account No. 13-4500, Order No. . A DUPLICATE
COPY OF THIS SHEET IS ATTACHED.

Px] The Commissioner is hereby authorized to charge any additional fees which may be
required for filing this application pursuant to 37 CFR §1.16, including all
extension of time fees pursuant to 37 C.F.R. § 1.17 for maintaining copendency
with the parent application, or credit any overpayment to Deposit Account No.
13-4500, Order No. 4428-4001. A DUPLICATE COPY OFTHIS SHEETIS
ATTACHED.

Respectfully submitted,
MORGAN & FINNEGAN,L.L.P.

Dated: November19, 2002 By:
 

Richard Straussman

Registration No. 39,847
 

Correspondence Address:

MORGAN & FINNEGAN,L.L.P.
345 Park Avenue

New York, NY 10154-0053
(212) 758-4800 Telephone
(212) 751-6849 Facsimile
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Applicant(s): Prashant Parikh and Stanley Peters am nd
22] =
=>

Serial No.: To Be Assigned 23 =
5

Filed: Herewith

For: NAVIGATIONIN A HIERARCHICAL
STRUCTURED TRANSACTION PROCESSING SYSTEM

EXPRESS MAIL CERTIFICATE

Express Mail Label No.: EV062749235US

J Date of Deposit: November 19, 2002

I hereby certify that the following attached paper(s) and/orfee

Utility Application and Application Fee Transmittal (in duplicate);
enclosing Specification (147 pages), claims 1-26 (7 pages), abstract (1 page),
11 sheets of drawings (FIGS. 1-6, 7A, 7B and 8-14);
Executed Declaration And Power Of Attomey For Patent Application (9 pages);
Executed Associate Power of Attorney (1 page);
Recordation Form CoverSheet (2 pages);
Executed Assignment (3 pages)
Checks in the amounts of $550.00 and $40.00; and
Return postcard.

E:

ESPetabo
t

is being deposited with the United States Postal Service "Express Mail Post Office to Addressee’
service under 37 C.F.R. §1.10 on the date indicated above and is addressed to the Commissioner

‘ for Patents, Washington, D.C. 20231.

JAFET COTTO

(Typed or printed name ofperson mailing papers(s) and/or fee)

  
Correspondence Address:

MORGAN & FINNEGAN, L.L.P.
345 Park Avenue

New York, NY 10154-0053

(212) 758-4800 Telephone
(212) 751-6849 Facsimile
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NAVIGATION IN A HIERARCHICAL STRUCTURED

TRANSACTION PROCESSING SYSTEM

FIELD OF THE INVENTION

The present invention relates to information processing and, more particularly, computer

based transaction processing.

NOTICE OF COPYRIGHT RIGHTS

A portion of the disclosure of this patent document, particularly the Appendix, contains

material that is protected by copyright. The copyright owner has no objection to the facsimile

reproduction of the patent document or the patent disclosure as it appears in the Patent and

Trademark Office file or records, but otherwise reserves all copyright rights whatsoever.

BACKGROUND OF THE INVENTION

In everydaylife, networks of choices set forth in a particular order or hierarchy are

encountered with increasing frequency. Usually, it is desired to traverse the network in the most

efficient manner possible to accomplish a particular goal.

In modern mathematics, graph theory is used to study networksof hierarchical choices.

The hierarchical networks can be represented as a graph structure. Graphtheory finds practical

applications in chemistry, computer science, economics, electronics and linguistics.

A graphstructure is a collection of points, called “vertices”, and a collection of lines,

called “edges”. Each edge joins a pair of vertices or a single pointto itself.

A simple example of a network represented by a graph structure is a road map. The

vertices represent townsorcities. The edges represent the roads that connect the towns and

cities.
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Another type of network familiar to anyone who has a telephone is an automated

telephone voice response system, such as commonlyutilized by many large companies,to direct

incoming calls to particular individuals or departments or to assist the caller in performing a

transaction, such as making a purchase.

That type of telephone network can also be represented as a graph structure. When the

system answers an incomingcall, it transmits a verbal description or promptto the caller: “If

you would like to speak to Harry, press 1; if you would like to speak to Fred, press 2”. (In

general, we will use “verbal description” to mean a set of wordsrelating to the subject matter

whetherpresented audibly or in written form. The verbal descriptions may range from a few

wordsto an entire document worth of text). A first vertex on the graph representstheinitial

prompt, whicha caller hears uponreaching the telephone response system. If the user’s response

is pressing 1, calls are directed alongafirst edge to Harry, represented by a second vertex. If the

responseis pressing 2,the call is directed along a second edgeto Fred, represented bya third

vertex. Then,if the chosen personis not available, the caller is asked whetherthe caller wishes

to leave a message. If the responseis positive, the caller is directed along another edge to the

selected person’s voice mail, which would be represented by anothervertex of the graph.

In general, whether for a telephone response network or for any other application

representable by a graphstructure, the caller or user of the system will have some goal. By

“goal” we mean a combination of transactions and information accesses which the user seeks to

accomplish. By “transaction” we meanan operation performed electronically with a user. In

general, there will also be a combination of vertices or nodesin the graph that best represent or

are closest to the goal the user is trying to accomplish. Wecall these vertices the “goal vertices”.
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Forthe user, the object in navigating the graphis to get from the first vertex to the goal

vertices. If this is not done as quickly and efficiently as possible the user may becomefrustrated

and give up. Moreover, as the numberof possible choices or nodes in the network becomes

larger, the numberofpossible pathways betweenthefirst vertex and the goal vertices multiplies

rapidly. Therefore, the ability to reach the goal vertex can become moredifficult, require

navigation of an excessive numberof choices or nodes, or discourage a user before the goal

vertex is even reached.

SUMMARYOFTHE INVENTION

The present invention creates a method for navigating efficiently and naturally through a

series of choices to obtain information, perform transactions, or accomplish some similar goal.

The invention is implemented in a programmed computer that has a hierarchically configured

decisional network that must be navigated as part of the processing and is constructed to accept

inputs or data and process them in a mannerthat facilitates navigation of the network vertices

more efficiently.

BRIEF DESCRIPTION OF THE DRAWINGS

FIG. 1 is an example graph representing a simple, generic hierarchically arranged

transaction processing or decisional system suitable for use with the invention;

FIG.2 is an example portion of a graph used to illustrate jumping among nodesin

accordance with onevariant of the invention;

FIG. 3 is an example portion of a graph in a simple interactive voice response (“IVR”)

system usedto illustrate grouping in accordance with one variant of the invention;
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FIG. 4 is an example portion of a graph in a simple interactive television program listing

used to illustrate another variant of the invention;

FIG. 5 is an example portion of a graph in a simple geographic information system used

to illustrate a further variant of the invention;

FIG.6 is an example portion of a graph for a simple automated voice response system

used to illustrate a more complex variant of the invention;

FIGS. 7A, 7B, and 8-10 are collectively a flowchart illustrating an example setup process

for use in accordance with an example implementation of one variant of the present invention;

and

FIGS. 11-14 are collectively an overall flowchart illustrating an example process in

accordance with a further variant of the present invention.

DETAILED DESCRIPTION

In graph theory, mathematicians refer to a “path” from onevertex in a graph to another

specified vertex in the graph as consisting of a sequence of edges that connect the vertices

between the first vertex and the final vertex. If the path contains an edge sequencethatis

“closed”, meaning that it loops back on itself, the path is called a “circuit” or a “cycle”. A graph

structure is considered to be “connected”if there is at least one path connecting every pair of

vertices.

Ourinventionis particularly applicable to transactional processing as applied to

instances where graph theory can be used to represent the transactions as a set of options and

when the options are structured according to a connected graph that contains no circuits. We call

such a graph a “tree”. We use the term “menutree” for a network that provides a “menu”of
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options, typically presented as verbal descriptions, to assist a user in making a series of choices

through which he orsheis able to accomplish one or more ofhis or her information access or

transaction goals. Informally, a “menu tree” can be regarded as a series of vertices in a hierarchy

or ordered pattern, arranged in rows of increasing numbers of vertices. More precisely, a “menu

tree” can be represented as a “tree” in which(i) the vertices are all the options provided

anywherein the “menutree’”’, plus a first vertex, (ii) every vertex exceptthefirst vertex, i-e.,

every “option vertex’’, is associated with the verbal description (or such other means) by which a

“menu” presents that option, (iii) an edge connects the first vertex to each vertex thatthefirst

“menu” presents to the user as an option, and (iv) each other vertex is similarly connected by

edges to every other vertex that the corresponding “menu”presents to the user as an option. As

the numberof options increases, so does the length of paths from thefirst vertex to goal vertices.

In overview, in accordancewith the teachings of our invention, the user can navigate the

graph ortree in a way that allows themto skip from one vertex to another vertex that may be

many rows downthe graph ortree and/or where the vertices may not be connected together by

an edge. This eliminates the necessity for making many choices.

Particular implementations makeit possible to jumplaterally from one vertex to another

if the navigation enters a wrong branchofthe tree or if the user changes his goal. The approach

is accomplished through associating each vertex with a verbal description (or prompt), and

matching wordsin users’ requests and responses with these verbal descriptions to enable the

selection of vertices that may not be directly connected to the user’s current location in the graph

or tree by an edge.
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In some variants, we create a system with the unique ability to learn by incorporating

previously unknown words, keyword or synonymsof keywordsso that the system modifies itself

to thereby increase the likelihood that a user will efficiently and quickly reach the goal.

For purposesofillustration, the invention will be described by way of example,first

using a series of simple examples followed by a more complex example of a more detailed and

commercially suitable example variant, in the context of a menu-type automated telephone voice

response system for a publication, a hierarchical network of the type that is frequently

encountered and easily understood that implements a combination of someofthe features ofthe

simple examples in orderto illustrate how those features can be combined or overlayed.

It should be understoodthat the present invention is applicable to a wide range of

different networks, which can be mathematically represented by graph structures consisting of

vertices and edges and should not be considered to be limited to the particular application

described. Representative examples of suitable applications for the invention include

implementing an enhanced and moreefficient “Find” function or file system browser for

personal computer operating systems, a navigation system for television program listing,

document managementorretrieval systems, a “geographic information system” in an automobile

that allows location of addresses or business(es) meeting certain criteria, or other devices that

incorporate somehierarchical navigation aspect as part of its operation.

In order to more fully understand the invention, various independent aspects are now

presented below by wayofsimpleillustrative examples. In this mannerthe teachingsof the

invention can be understood in a way that makesit possible to use, overlay and/or combine those

aspects in a beneficial manner in an implementation of the invention. Depending upon the
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